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PART I 


IS AN INTERNATIONAL TRADE-MARK LAW DESIRABLE NOW? 
By Hugo Mock* 


This question is thought to be a timely one as we have just had a visit to the 
United States by Charles Magnin, one of the executives of the international Trade- 
Mark Bureau at Berne, and also a director of the Union des Fabricants of Paris, 
France. Mr. Magnin’s visit was largely to promote interest in a movement to ex- 
tend the provisions of the Madrid Arrangement (operative through the Interna- 
tional Bureau at Berne) to the United States, to Canada and to other countries, 
and Mr. Magnin addressed a number of meetings in the United States and Canada 
in furtherance of these objects. His hearers were at all times impressed with his 
sincerity and with his presentation of the benefits of a wider extension of interna- 
tional trade-mark law. Mr. Magnin recounted the benefits Europe had received 
from the operations of the International Trade-Mark Bureau at Berne, which bene- 
fits are incontrovertible and it would seem only a fair and logical step forward and 
in the line of progress to extend these benefits to other countries not now signatories 
of the Berne Convention. 

Prima facie, any movement to extend the scope of international law has the 
approval of all right-minded men and it would be a captious critic indeed who would 
object to new legislation to enlarge such scope unless there were very cogent reasons 
against it. 

Mr. Magnin properly cited the benefits of the International Conventions respect- 
ing patents and trade-marks and present endeavors which are likely to be successful 
to extend the scope of international copyright. It should, however, be here noted 
that the extension of international patent and copyright laws is probably a matter 
of a great deal less difficulty or involves a different technique than the extension 
of international law respecting trade-marks. 

Due to the inherent differences between trade-marks and copyrights, theoretically 
at least, it should be a relatively simple matter to provide international copyright, 
say for a painting, a sculpture, or a musical work as they are original works by 
individuals and their protection would not be complicated with questions of trade 
rivalry or possible litigation. It should be possible to protect such works throughout 
the world merely by affixing thereto an international symbol of copyright. 

Furthermore, on a question of copyright, there could scarcely be the difficulties 
attendant on the question of priority of use. 

Before proceeding to a discussion of the question whether it would be desirable 
for the United States to attempt to join a new International Bureau based upon 


* Member New York Bar; member Lawyers’ Advisory Committee, The United States 
Trade-Mark Association. 
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the Madrid Arrangement as a model it might be well to briefly reveiw previous 
International Conventions to which the United States is or has been a party. 

It must be said at the outset that hitherto these International Conventions have 
been more ambitious and efficacious in language and in purpose than in accom- 
plishment. Their preambles, unfortunately, are reminiscent of some parts of United 
Nations literature but the application of these international conventions has often 
foundered on the hard facts of nationalism and local legislation affecting trade- 
marks. 

It must be noted that the United States is a party to two agreements which are 
still in force and both of which concern trade-marks. There is the International 
Convention for the protection of industrial property of 1883 known as the Paris 
Union of 1883, and in practice the principal effect of this convention is to afford 
priority for a foreign trade-mark application provided such foreign application is 
filed within six months of the application for the same registration in the home coun- 
try. In practice this provision has not proved of great importance for as far as 
United States interests are concerned, it has not been the usual practice to file 
applications for the registration of important trade-marks abroad within six months 
of the date of the United States application. This is more of a theoretical than a 
practical advantage. 

The United States is also a member of the General Inter-American Convention 
of Washington of 1929, to which eight Latin American countries and the United 
States belong. 

We have also had the Inter-American Convention of Buenos Aires in the year 
1910 which was followed by the Inter-American Registration Office opened at 
Havana, Cuba, in 1919. This Inter-American Registration was welcome for a time 
and many companies in the United States registered their trade-marks at Havana 
with the expectation that this single registration might obviate the necessity of 
separate registrations in a number of Latin American countries. Unfortunately, the 
rules of the Inter-American Registration opened at Havana were later modified by 
the Chilean Convention of 1923, which required the payment of separate govern- 
ment fees for each contracting country in addition to the general fee of the Inter- 
American office. This rule resulted in crippling the work of the Inter-American 
bureau at Havana so that its activities soon ceased and the United States formally 
withdrew from this convention in 1945. Another reason for the weakness of the 
Havana Bureau was the fact that registration thereunder was without prejudice to 
the rights of third persons and to the laws of each state which was a member of 
the convention. This, in principle, cancelled all the proposed benefits of the Inter- 
American Registration and hence accounts for the failure of the same. 

However, it must be noted that the far-seeing authors of the Lanham Act left 
the door wide open for the United States to join future International Trade-Mark 
Conventions in Title IX of the Lanham Act—lInternational Conventions—a part 
of which is here quoted: 


Sec. 44. (a) The Commissioner shall keep a register of all marks communicated to 
him by the international bureaus provided for by the conventions for the protection of 
industrial property, trade-marks, trade and commercial names, and the repression of unfair 








—— 4 ———_ 


oa i - 


40 T. M.R. INTERNATIONAL LAW DESIRABLE? 5 





competition to which the United States is or may become a party, and upon the payment 
of the fees required by such conventions and the fees herein prescribed may place the 
marks so communicated upon such register. This register shall show a facsimile of the 
mark or trade or commercial name; the name, citizenship, and address of the registrant; 
the number, date, and place of the first registration of the mark, including the dates on 
which application for such registration was filed and granted and the term of such reg- 
istration ; a list of goods or services to which the mark is applied as shown by the registra- 
tion in the country of origin, and such other data as may be useful concerning the mark. 
This register shall be a continuation of the register provided in section 1 (a) of the Act 
of March 19, 1920. 

(b) Persons who are nationals of, domiciled in, or have a bona fide and effective 
business or commercial establishment in any foreign country, which is a party to (1) the 
International Convention for the Protection of Industrial Property, signed at Paris on 
March 20, 1883; or (2) the General Inter-American Convention for Trade-Mark and 
Commercial Protection signed at Washington on February 20, 1929; or (3) any other 
convention or treaty relating to trade-marks, trade or commercial names, or the repres- 
sion of unfair competition to which the United States is a party shall be entitled to the 
benefits and subject to the provisions of this Act to the extent and under the conditions 
essential to give effect to any such conventions and treaties so long as the United States 
shall continue to be a party thereto, except as provided in the following paragraphs of this 
section. 


While these provisions of the Lanham Act do not extend the scope of any Inter- 
national Coventions to which the United States is a party at the present time, 
they do permit the adhesion of the United States to any future conventions with 
a minimum of friction or of legislation. 

We now come to the principal question—should the United States promote leg- 
islation so as to extend the scope of the Madrid Arrangement not only to the 
United States and Canada but to all Latin American countries and to other parts 
of the world. 

There is no doubt that the Madrid Arrangement (as implemented by the Inter- 
national Bureau at Berne) has been a boon to trade-mark owners in Europe as any 
country adhering to the Madrid Arrangement now can secure for its nationals an 
international registration in Europe covering the principal countries in Europe for 
a fee which measured in dollars is not a great deal more than the cost of a single 
trade-mark registration in the United States. When one considers the considerable 
expense involved for American companies to register their trade-marks in Europe 
and in Latin America and how paradoxically the expense in various countries varies 
inversely with their size, the benefits of a workable International Trade-Mark Con- 
vention which should include not only Europe, but North and South America and 
possibly many other countries of the world, are indisputable. 

At present the functions of the International Trade-Mark Bureau at Berne cover 
the following countries : 


Austria Lichtenstein Tangier 
Belgium Luxembourg Tunis 
Czechoslovakia French Morocco Turkey 
France Netherlands Switzerland 
Hungary Portugal Germany 
Italy Spain Rumania 


Yugoslavia Surinam 
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Although this includes the principal countries of Europe, it will be noted that 
the trade-marked products of these countries come principally from France, Ger- 
many, Holland and Czechoslovakia and that there is considerable likeness between 
the trade-mark laws of each of these countries. But, to extend the provisions of 
the working arrangement of the present International Bureau at Berne to the 
United States and any other countries would involve dangers which will be briefly 
pointed out. 

As is well known, we have two types of trade-mark laws in the world which 
might be designated as (1) common law countries and (2) as registration coun- 
tries. In the common law countries, it is the first use of a trade-mark which is 
all important. In the registration countries, it is the registration which is all im- 
portant. It is true that this classification is somewhat of an oversimplification as 
there is provision for registration with consequent substantial benefits in the common 
law countries and in some of the registration countries proof of prior use within 
a certain time of an adverse registration may serve to permit the prior users to can- 
cel the adverse registration. However, it is true that in the so-called registration 
countries, which include many of the Latin American countries, the prior registrant 
has a non-cancellable ownership of the mark and may not be disturbed even by proof 
of prior use. 

Should then the United States become a party to an international trade-mark 
law where registration by a national of one country is automatically extended to 
all other countries adhering to the convention, we would have a situation where, for 
instance, a registrant of a mark in Costa Rica, where ownership depends upon 
registration and not on use, would automatically become the owner of the same 
mark in all countries adhering to the new Union. To cite an imaginary example: 
General Motors announces that it intends to bring out a new series of automobiles 
under the name of “Thunderbolt” and that the necessary tooling arrangements have 
already been made and the new “Thunderbolt” cars will be ready in two or three 
years. General Motors is not entitled to register a trade-mark for automobiles 
until it has actually begun to fabricate and sell such automobiles which may be two 
years from now. In the meantime, a resident of one of the “registration” countries 
which require no use in order to get a registration, registers the trade-mark 
“Thunderbolt” and automatically by reason of his priority is able to own the mark in 
all of the countries of the new Union. 

Another difficulty presented by the proposal for a new International Trade- 
Mark Bureau are the differences in classification in various countries, for while the 
classification of trade-marked articles is not as important under the Lanham Act as 
it was under the Act of 1905, nevertheless, it is believed that there will be no sub- 
stantial changes in the United States classification for some time and the Courts in 
the United States are still apt to pay considerable attention to the question of clas- 
sification and to the determination of what are competitive and non-competitive 
products. For instance, in the Argentine classification, Class 16 includes clothing 
and apparel of all kinds, hats, caps, gloves, millinery, laces, trimmings, fans, umbrel- 
las, haberdashery, perfumery and fine leather goods which items would belong to at 
least five different classes in the United States classification. 
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It can be said that in the United States and other common law countries, the 
trade-mark is treated in its simplest and purest form, merely as a mark of trade or 
of identification and origin, that is as a simplified signature of the producer. In the 
so-called “registration” countries, the trade-mark as such does not exist unless it is 
a registered trade-mark and to that extent it is an artificial creation. It is unfortu- 
nate that in “registration” countries, the trade-mark is often used not merely as a 
signature as above indicated but is used as an instrument of commercial exploita- 
tion and in many cases, as many American companies have found, at the expense of 
the original creator of the trade-mark. 

It is to be hoped that in time the objectives of Mr. Magnin’s visit may be ob- 
tained and that there will be an international trade-mark bureau functioning in the 
principal countries of the world which will be a useful and beneficial means of pro- 
motion of trade between the countries of the world. Nevertheless, it is the opinion 
of the writer that before the United States can join such an enlarged convention of 
nations in a new international trade-mark law, the laws of the individual nations 
must be more nearly assimilated to the trade-mark laws of the common law countries 
than is now the case. 

Rightfully, we all dream of the vision in “Locksley Hall”: 


Till the war-drum throbb’d no longer, 
and the battle flags were furled 

In the Parliament of Man, the Federation 
of the World. 


There the common sense of most shall hold 
a fretful realm in awe, 
And the kindly earth shall slumber, 
lapt in universal law. 


Addendum 


Since the writing of this article, there has appeared a report of the Committee 
on International Protection of Industrial Property published by the U. S. Council 
of the International Chamber of Commerce, with the interesting title “Increasing 
International Trade with World-Wide Protection of Trade-Marks.” This com- 
mittee has as chairman, Dr. Stephen P. Ladas and a number of distinguished mem- 
bers. 

-It is interesting to note in connection with this report that although it covers 
proposed revisions to the International Union for the Protection of Industrial 
Property, its present recommendations as mentioned in the report might be con- 
sidered as largely matters of detail instead of organically changing the law on the 
international protection and registration of trade-marks. The recommendations 
covered by the report of the committee cover the questions of 


1. The abrogation of the condition of prior registration to secure registration in other 
Union countries. 

2. The translation of trade-marks into a foreign tongue. Should the registration of 
“Lion” in one language be protected in all languages. 

3. Extending priority rights from six months to twelve months. 

4. Licensing and assignment of trade-marks. 
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This report is based on and follows the meeting of the International Chamber 
of Commerce held in June at Quebec, Canada, wherein the international law as 
applied to trade-marks was discussed and measures advocated for changes in said 
international law. 

Whereas this report is constructive and progressive, it does not change the views 
of the writer as expressed in the foregoing article. 





PROPOSALS FOR UNIFORM TRADE-MARK LAWS 
By Edward S. Rogers and Stephen P. Ladas* 


I 


The idea of a uniform trade-mark law or uniform trade-mark laws adopted by 
all or a number of countries dates, we believe, from the time when the International 
Congress on Industrial Property met at Paris in 1878. The discussion then was 
on the proposal for uniform legislation on industrial property generally, particu- 
larly: patents, designs and trade-marks. The proposal was promptly abandoned 
as the Congress readily agreed with the view expressed by the great French jurist 
Lyon Caen: 


We cannot hope, he said, in the present state of things, that we could have in all the 
countries’ laws on industrial property which would be common on all points. It is an 
utopia. . . . What makes impossible the adoption of uniform laws in all the countries 
on this subject is that these laws are closely related to the civil law, civil procedure, 
commercial law, penal law and penal procedure of each country. It would have to be 
necessary to make uniform all these branches of legislation in order to have uniform 
laws on industrial property and this is not possible. 


What the Congress did then was to seek an agreement on certain problems of 
international protection of industrial property, and to recommend an international 
convention the stipulations of which would require the domestic legislation of the 
contracting countries to yield or to be revised. We know that this recommenda- 
tion was followed and that an International Convention for the Protection of Indus- 
trial Property was entered into in 1883. This Convention by successive revisions 
has extended the scope of its stipulations so as to cover a broader field of Inter- 
national legislation on the subject of industrial property so that at this time it 
may be truly said that industrial property and trade-marks in particular are gov- 
erned by a two-fold legal regime: national legislation of each country and the 
international legislation embodied in this Convention. 

It should also be stated that this International Convention is now effective in 
47 countries throughout the world, including five American Republics: Brazil, 
Cuba, Dominican Republic, Mexico and the United States. 

Is the idea of “uniform trade-mark laws” more realistic today and particularly 
among the American Republics ? 


* Presented before Inter-American Bar Association, Committee on Industrial Property, meet- 
ing at Detroit, May, 1949. 
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First, let us see what does the proposal really mean. It may mean two things: 


(1) The adoption of a complete text of trade-mark law, something like the Bustamante 
Code of Private International Law, which every American Republic will adopt as 
its own law, and which will govern the entire subject of trade-marks. This, we 
believe, is not a realistic proposal for the same reasons that it was not so in 1878 
in Europe. The trade-mark law is now in many respects a part of the general law 
of each country, and reflects differences in philosophy of government, traditions of 
administrative technique, judicial system, and the national spirit of each people. 

(2) The adoption of a text of substantive provisions of trade-mark law to be incorporated 
in each country in national legislation on trade-marks which may otherwise vary in 
administrative procedures, sanctions and remedies according to the particular tradi- 
tions, techniques and requirements of each country. Theoretically this is probably 
feasible. Such questions as: definition of registrable trade-marks, basis of owner- 
ship in trade-marks, right of priority, national treatment of foreigners, user require- 
ments, assignments and licenses may possibly be incorporated in a uniform test for 
adoption in the law of all American Republics. However, when all the rest in 
trade-mark legislation is left the national legislatures to fill in, uniformity of law 
may be found to be lacking. Indeed, 

(a) It is not always easy to distinguish between a substantive and a procedural pro- 
vision of law and there is a danger that if every country is free to legislate ac- 
cording to its own desires on administrative procedures, conditions of enforce- 
ment of rights and details of application of the law, it may be found that 
uniformity will soon disappear even on those provisions generally adopted. 

(b) It is impossible to crystallize the law for all time. There must be flexibility 
and elasticity particularly in this field which is essentially that of establishing 
rules of fair competition. The machinery of legislative revision is often un- 
wieldy. Once uniform provisions of this kind have been adopted, desirable 
changes may be difficult to achieve. 

(c) Every law is unavoidably absorbed in the course of time in the common law of 
each country. Judicial interpretation will tend to construe the new legislation 
on the basis of principles recognized under the old law. It may then be found 
that the scope of the intended uniformity varies in each country and that we 
have to look into the case law built up by the Courts as much as in the formal 
text of the law. 


II 


And here we may ask ourselves the question: what do we seek to accomplish 
by a proposal for uniform trade-mark laws? Is this an end in itself or a means 
toward an end? 

The law on trade-marks, as the law on other subjects, such as property, inheri- 
tance, contracts, taxation, divorces, etc., seeks to recognize and satisfy the whole 
scheme of interests pressing for recognition and satisfaction in each instance with 
the least possible sacrifice. The interests involved in trade-mark law are the fol- 
lowing : 

(1) The interest of trade-mark owners to be protected in their right of exclusive use of 
marks adopted by them to identify and distinguish their products and to be assured 
the custom created for their products by such marks. 

(2) The interest of trade and industry to be free to use words and names which belong 
to general use and which should not be monopolized, thus hurting their liberty to 
describe their products. 

(3) The interest of the consuming public against deceit and fraud on the part of com- 
petitors. The public grants its favor to certain products identified by trade-marks 
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because by experience and repeated purchases it has been satisfied with the charac- 
teristics and qualities of such products. To allow other persons to use confusingly 
similar marks is to permit such persons to perpetrate a fraud upon the public. 

(4) The social interest in the protection and furtherance of good faith and honesty in 
business transactions. The prohibition of infringement and imitation of trade-marks 
is in no way different from the prohibition of stealing another’s property. 


The particular devices and methods by which the recognition and satisfaction 
of these interests will be made in each country depends on the economic and social 
conditions of each country, its political and legal traditions, the administrative 
techniques developed in the general political and juristic background, the machinery 
and system of government. 

However, as a result of the economic, commercial and industrial interdepend- 
ence and intercommunication between peoples, these same interests have been as- 
suming an international character. Trade-marks adopted in one country expand 
beyond the boundaries of such country and require regulation and protection in 
the other countries. 

Hence, the protection of trade-marks on an international plane necessarily de- 
pends on harmonious rather than conflicting legislation. If there is to be inter- 
national protection of internationally traveling trade-marks, there must be uniform 
solutions adopted by the various countries of certain problems raised in connection 
with such international protection. 

What are these problems: 


III 


First, an agreement on the recognition of priority of rights in a trade-mark. 
Here we always had a conflict of law between three theories : 


(a) the theory that the prior applicant for registration of a trade-mark acquires owner- 
ship regardless of prior use of such mark by another; 

(b) the theory that the first user of a trade-mark must always prevail so that he can 
ask for the cancellation of the registration of such trade-mark by another if the 
latter applied for it subsequent to the date of first use by the former; 

(c) the theory which is a compromise between the two: the prior user is recognized as 
the owner of the trade-mark provided, however, he asks for the cancellation of the 
subsequent registration by another within a term provided by law. If he fails to do 
so, the subsequent registrant’s right becomes incontestable. 


This third theory has now obtained the adherence of the greatest number of 
countries throughout the world. Among the American Republics all but Argentina, 
Costa Rica and Peru follow in effect this theory. Even in Argentina, however, 
the Federal Courts have built up a case law under which in certain cases the prior 
user may prevail. And Peru by ratifying the Washington Convention has adopted 
this theory in inter-American relations. 

The general adherence to this theory is readily explained. It satisfies all of 
the four interests listed above by preventing misappropriation or imitation by a new- 
comer of the trade-mark previously adopted and used by another. It satisfies also 
the requirement of diligence by those who are entitled to a certain right and the 
need for security and certainty of claims established by recordal according to law 
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by imposing the obligation on prior users to seek the protection of the law within 
a given term rather than be permitted to upset vested rights at any time. 

It is to be noted that also in the United States this principle has been incorpo- 
rated in the new Lanham Act on Trade-Marks. This Act confers incontestability 
upon all marks that have been on the Principal Register for five years. 

In the international field, this theory is the only one possible. Foreigners 
should not be expected immediately they begin using a trade-mark in their coun- 
try to register it at once in every other country. They should be given time to 
try the foreign market, to ascertain whether their goods bearing a certain mark 
will have a market in the foreign country before they would go to the expense and 
trouble of registering them. 

Secondly, after granting that the first user of the mark must prevail over a 
subsequent registrant, the question is what user will be deemed sufficient. In this 
connection, three positions are possible: 


(a) The first user anywhere must prevail. Thus, a person who first used a trade-mark 
in the United States may be able to prevent misappropriation of his trade-mark in 
Mexico whether or not he has used his mark in Mexico as yet. This is not easily 
admissible. It purports to give extra-territorial effects to rights acquired in a cer- 
tain country. 

(b) The first user must have circulated his goods bearing his mark in the other country 
in order that he may prevent the adoption and registration of his mark by another. 
This sounds more sensible, because the assumption is that only thus the first user 
has placed himself under the protection of the foreign law and that the public and 
the subsequent registrant are deemed to know of his mark. This is in most coun- 
tries the law today. 

(c) But the second position does not give satisfaction under present conditions of inter- 
communication between people. A new trade-mark may become known in a foreign 
country in advance of its use there by its owner. Radio broadcasting, internationally 
circulating magazines, newspaper advertising, travellers’ reports, etc., permit knowl- 
edge to be had in many countries of a new mark adopted and used in another. 
Therefore, it should be possible for the first user of a trade-mark to prevail over a 
subsequent registrant if he can prove that he made known his trade-mark in the 
country of the subsequent registrant. This is the law of Canada, under the Unfair 
Competition Act, 1932. This is also partly the provision of the Pan-American 
Trade-Mark Convention of 1932 which, however, requires proof of knowledge by 
the subsequent registrant himself. The true showing which the prior user may 
make is that either the registrant himself or the particular trade must have had 
knowledge of the trade-mark through publication in any printed matter having cir- 
culation among the dealers or users of the products concerned. 


Third, is the problem of how the prior user may more effectively enforce the 
claim of his prior right over the subsequent applicant. The most practical device 
is an administrative opposition before the Patent or Trade-Mark Office which is 
dealing with the application of the second party. This involves: 


(a) publication of applications for registration of trade-marks so that the prior user may 
be apprised of the pending application; 

(b) provision for a reasonable term within which opposition may be filed by the prior 
user before the Patent or Trade-Mark Office; 

(c) preliminary adjudication of the claim of the prior user by the Director of the Patent 
or Trade-Mark Office with provision for appeal to a court by the party who is dis- 
satisfied with the administrative decision. 








12 TRADE-MARK BULLETIN 40 T. M.R. 





This procedure is not now available generally or adequately. Publication of 
applications is made everywhere except in Haiti, Mexico and the Dominican Re- 
public. The term of opposition is generally too short—a month—except in Cuba and 
Brazil where it is of two months. Adjudication by the Patent or Trade-Mark Office 
of the opposition based on prior use is available in few countries only. In most 
countries, a court proceeding must be instituted which is too expensive and long 
drawn out. 

Perhaps the most practical solution would be to maintain the present general 
provision for one month’s period for opposition but to enable the prior user to 
obtain one month’s extension of time as a matter of right or further extension with 
the consent of the applicant. This would particularly afford an opportunity to 
the parties concerned to enter into negotiations and arrive at a friendly settlement. 

Fourth, if the prior user has not been advised of the application for registra- 
tion of his mark by another, he must be given the right to file proceedings for 
cancellation of the registration before the Patent or Trade-Mark Office, subject 
to appeal before the Court. Chile allows opposition to a prior user, but no can- 
cellation. Mexico allows cancellation only before the Patent Office, since there is 
no opposition. In most of the other countries, the prior user’s remedy is a Court 
action only. 

Fifth, it should be possible to agree on a uniform term at the expiration of 
which a registration becomes conclusive and incontestable against a prior user as 
well as against a prior registrant. Those who have claims should be required to 
enforce them diligently. Those who have recorded their rights by registration 
should be certain that after a certain period of time they cannot be disturbed in 
those rights. 

Sixth, is the problem of protecting vested rights even against late claimants 
who attack the registered trade-mark as non-registrable or invalid on the ground 
of being descriptive, geographical, etc. In all British countries today a registration 
at the expiration of seven years cannot be cancelled on the ground that the mark 
was not registrable at the time it was obtained. And in the United States, the 
new Lanham Act provides that any of the most common attacks on the technical 
validity of a registered mark must be made within five years after registration. 
A mark that survives such attack, becomes pretty solid forever. 

The same reason for protecting vested rights against counter claimants exists 
for protecting such rights against all parties. It is unfair to demand of the regis- 
tered owner of a trade-mark to defend his mark twenty or twenty-five years after 
its registration. Those who now claim that the mark was generic or descriptive 
had plenty of time to do so within the term provided by law. 

Seventh, is the problem of user requirements. The law of many countries pro- 
vides that a registered mark must be used by its owner or under his authority 
within a certain term from the date of registration or that the use of the mark must 
not be discontinued for more than a certain time during the term of registration. 
This provision is based on the assumption that a mark does not deserve protection 
and should be removed from the records if the owner has abandoned it. But we 
must be careful that the provision is not made the instrument for permitting mis- 
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appropriation and deception of the public or for an arbitrary destruction of vested 
rights. We know that at all times and particularly in present times, the discon- 
tinuance of the use of the trade-mark in a foreign country may be due to reasons 
beyond the owner’s control: prohibitions of importation or exportation, tariffs, 
marketing difficulties, vicissitudes in trade may compel the owner to discontinue 
imports for a certain time, although he has not in fact abandoned or intends to 
abandon his mark. It follows that the period requiring user of the trade-mark must 
be sufficiently long—at least three years; reasons beyond the owner’s control must 
be accepted as proper justification for non-user and generally abandonment rather 
than mere non-user must be the ground for removal of a mark from the records. 

Eighth, is the problem of assignments and licenses of trade-marks. The modern 
function of a trade-mark is not to indicate ownership of the gooods bearing the 
trade-mark, or origin with a particular manufacturer, but rather that of guarantee 
that the goods bearing a certain trade-mark have certain qualities or standards 
which are associated with them in the mind of the public. This has brought about 
a recognition that a trade-mark may be freely assigned by its owner or its use 
may be licensed to another provided that such qualities and standards are main- 
tained and the public is not deceived into acquiring goods under such trade-mark 
which do not meet the requirements previously associated with such mark. This 
recognition of free assignability and licensing of trade-marks is particularly neces- 
sary in international trade of today where the owner must part with the title or 
use of his trade-mark in order to be able to make it available in another country. 

Ninth, we have the problems of adequate and effective protection of trade names, 
trade slogans, indications of origin and against acts of unfair competition. 


IV 


The only practical and effective method of adopting uniform solutions of these 
problems or of establishing harmony between the legislations of the various coun- 
tries on these questions is the adoption of an Inter-American Trade-Mark Conven- 
tion with suitable stipulations. 

This is the method which has been adopted with great success by the countries 
of the world in general and with partial success by the American Republics in the 
past. 

The International Union for the Protection of Industrial Property created in 
1883 through the International Convention revised successively since that time and 
lastly at London in 1934 has established an international regime for industrial 
property supplying international legislation and regulation on most of the problems 
outlined above. 

The American Republics may pride themselves likewise that from a very early 
time they sought to establish a similar inter-American regime on industrial property 
generally and on trade-marks particularly. Starting with the Montevideo Conven- 
tions of 1889 and the successive Pan-American Conventions of 1910, 1923 and 
1929, they have sought to provide uniform solutions on some problems of inter- 
American protection of trade-marks. 

Without any doubt, the General Inter-American Convention for Trade-Mark 
and Commercial Protection of February 20, 1929 is the greatest achievement in 
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this field. It should be recalled that this Convention was drawn up at a Confer- 
ence of Experts of the American Republics. It embodies international legislation 
on trade-marks, trade names, indications of origin, and unfair competition in some 
respects superior to that achieved by the European International Union for the 
Protection of Industrial Property. 

Unhappily, although this Convention of 1929 was greeted enthusiastically by 
the representatives of all of the American Republics, at the end of twenty years 
today it has been ratified only by ten American Republics as follows: 


Panama Haiti Honduras 
Guatemala Peru Cuba 
Nicaragua Paraguay United States 
Colombia 


This is, we must admit, a failure, and we must find the reasons of non-ratification 
particularly by such countries as Argentina, Brazil, Chile, Mexico, and the others. 
It is obvious that if these countries refused to ratify this Convention in the drafting 
and adoption of which they actively participated through their official delegates 
and experts, it is idle to discuss proposals for uniform legislation on trade-marks. 
Our private investigation discloses that the main reason for the failure of those 
countries to ratify the Convention of 1929 is that neither the trade organizations nor 
the patent and trade-mark lawyers in the countries in question have been suffi- 
ciently interested in the subject and there has been no pressure put upon the Gov- 
ernments concerned to submit the Convention to ratification by their Parliaments. 

We submit that the process and method of adopting Conventions in this field 
should include preliminary submission of a draft to the trade organizations and the 
patent and trade-mark bar in each country and the enlisting of their active support. 


Vv 


Specifically our proposal is this: The Convention of 1929 is now twenty years 
old. It is not to be hoped that the American Republics which did not ratify it 
until now will do so in the near future. Besides, the Convention requires revision 
since it does not cover all of the problems discussed above. A conference of ex- 
perts in trade-mark law representing all the American Republics should convene 
at the earliest possible time to discuss and adopt a Preliminary Inter-American 
Convention on Trade-Marks, Trade Names and Unfair Competition. The draft 
issued from the deliberations of this conference should then be submitted by the 
Governments of the American Republics to the interested circles in their countries : 
legal societies, Chambers of Commerce, patent and trade-mark lawyers, and the 
like, who would be requested to submit their comments to the Governments con- 
cerned. One year after such submission, a new Conference should then convene 
of official delegates of the American Republics to adopt a definite Convention in 
the light of the comments and suggestions received from each individual country. 

Accordingly, the following recommendation is submitted for approval as a 
text for a Resolution of the Committee: 


Resolved that this Conference recommends that the Pan-American Union should 
convoke at the earliest possible time a Preliminary Meeting of Experts in Trade-Mark 
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Law designated by each of the Governments of the American Republics to deliberate 
on and adopt a draft Inter-American Convention on Trade-Marks, Trade Names and 
Unfair Competition which is to be submitted to the Governments concerned with the view 
to consideration by them and appropriate local organizations in each Republic and that 
within a year thereafter an official Conference should meet for the adoption of the final 
text of such Convention for signature and ratification by all of the American Republics. 


Further Resolved that the preliminary draft of such Convention to be considered 


by the Experts should be prepared through the care of the Pan-American Union and 
should include in particular stipulations establishing an inter-American regime for 
trade-marks with respect to the following principles: 


1. 


= 


Recognition of the principle of protection of the prior user of a trade-mark against 
misappropriation or imitation of his trade-mark. 

Knowledge of the prior use of a trade-mark by the trade should be sufficient basis 
for such protection. 

Establishment of administrative opposition by the prior user against the attempt to 
misappropriate or imitate his mark by registration in the name of another person. 
Provision for a uniform period for opposition with the right for extension of time to 
enable opposition to be filed or to afford an opportunity for an amicable settlement. 
Provision for the right of the prior user to cancel the registration of an infringing 
mark within a minimum period. 

Provision that the registration of a trade-mark becomes conclusive and incontestable 
with respect to all attacks except in the case of fraud. 

The registrant’s right in his trade-mark shall not be forfeited except when abandon- 
ment is shown, non-user for reasons beyond the control of the owner being accept- 
able legal excuses. 

Assignment and licensing of the use of trade-marks to be always permitted so long 
as no deception of the public is involved. 

Adequate protection of trade names without registration. 

Adequate provision against all acts of unfair competition. 
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PROTECTION OF REGISTERED TRADE-MARKS IN MEXICO 


By Ramon Solorzano* 


The Mexican Industrial Property Law divides registered trade-marks into 
two classes: National and International Trade-Marks. In the second class are 
included the trade-marks registered pursuant to the Paris Convention (1883) and 
those registered in conformity to the Madrid Agreement (1891). 

For a better understanding of the present article, we have classified all registered 
trade-marks in Mexico into: Domestic; Foreign and International Trade-Marks. 

A domestic trade-mark is a trade-mark registered exclusively pursuant to the 
provisions of the Mexican Industrial Property Law. 

A foreign trade-mark is a trade-mark registered in Mexico under the Paris 
Convention. 

An international trade-mark is a trade-mark that has been registered in Berne, 
and recorded in the Mexican Patent Office pursuant to the Madrid Agreement. 

The Mexican Industrial Property Act of 1943 grants a ten-year protection 
to all trade-marks registered in Mexico, and twenty to the international trade- 
marks registered in Berne before March 10, 1943. 

What kind of protection is that granted by the Mexican law, restricted or 
unrestricted ? 

“The effects of the registration shall cease, if the exploitation of the registered 
trade-mark has been discontinued for more than five consecutive years.”—Art. 156, Mex. 

Ind. Property Law. 


Judging from the proviso of the Mexican law, it appears that the protection 
given to the trade-marks is conditional, to wit: that the use of the trade-mark 
shall not be discontinued for more than five consecutive years. 

This being the law, all trade-marks registered in Mexico: domestic, foreign 
and international trade-marks should be required to comply with that obligation. 

The Patent Office and Supreme Court of Mexico, however, have given several 
decisions contrary to that construction, forgetting the well-known rule of Interna- 
tional Law, that Conventions are signed to guarantee equal civil rights and remedies 
to the nationals of the signatory Powers and not to create privileges. 

The German firm Egon Braun, A. G. registered its trade-mark “Boonekamp” 
as an international trade-mark in Berne, but omitted to use it in Mexico for five 
consecutive years. 

A Swiss firm asked the Patent Office to invalidate the trade-mark “Boonekamp,” 
on the ground that it had not been used for the last five years. 

The Commissioner of Patents rejected the petition, stating: 

“The petition to declare the invalidation of the International Trade-Mark No. 62501 

(Boonekamp) is not admissible, for the rules for the maintenance of the rights of such 


trade-marks are set out by the Paris and Madrid Conventions, and in none of said 
agreements has it been stipulated, that an International Trade-Mark can be declared 


* Member of the firm Solorzano & Solorzano, Mexico City. 
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extinct or abandoned because of its non-use. Consequently, the petition to pronounce 
extinct the International Trade-Mark No. 62501 (Boonekamp) is hereby rejected.”— 
Gazette of the Industrial Property, March, 1949. 


The Mexican Patent Office, judging from the wording of that decision does 
not distinguish between invalidation and extinction of a trade-mark. 

The extinction of a registered trade-mark for its non-use, is the penalty im- 
posed on the owner of a trade-mark for not having used it during five consecutive 
years. The trade-mark is stricken out of the Register, but the trade-mark dis- 
appears from the Record as a legal trade-mark, with all the characteristics of a 
perfectly valid trade-mark, and it can be registered anew by its former owner or 
by a third party for the same or different goods without any modification what- 
soever.— Mexican Industrial Property Act, Art. 108. 

The invalidation of a registered trade-mark is the result of a decision given 
by the Patent Office after finding that the trade-mark does not have the legal 
requisites of a valid trade-mark and that it should never have been registered. 
The trade-mark is expunged from the Register and can never, as such, be registered 
again. 

These capital differences between invalidation and extinction were not ex- 
amined by the Commissioner of Patents in the case of the trade-mark “Boonekamp”’ 
and the decision did not give a clear answer to the question submitted: Can an 
International Trade-Mark, registered in Mexico, be declared extinct for its non- 
use during five consecutive years? 

The same opinion, as that in the case of the trade-mark ““Boonekamp” is given 
in the decision of the case of the International Trade-mark “Esquire” No. 90902, 
owned by Les Parfums Tosca, S. A. of France—Gaszette of the Industrial Property, 
February, 1948. 

The Supreme Court of Mexico affirmed, in the case of Keramos v. Keramis, 
the construction given by the Commissioner of Patents to the Paris Convention 
concerning registrations of Patents and Trade-Marks. 

In that case the appellant had asked the Court to reverse the decision of the 
Commissioner of Patents, who had decided that the trade-mark ‘“Keramis” had 
been registered in Mexico as an international trade-mark, and was consequently 
entirely controlled by the stipulations of the Paris and Madrid Conventions, and 
that in none of them is there a proviso stating that the non-use of a trade-mark 
during five consecutive years should be a ground for asking the extinction of such 
trade-mark.—Gasette of the Industrial Property, September, 1948. 

Is that construction of the Conventions correct ? 

The Paris Convention reads: 

“Nationals of each of the contracting countries of the Union shall, in all other coun- 
tries of the Union, as regards the protection of industrial property, enjoy the advantages 
that their respective laws now grant or may hereafter grant to their own nationals, without 
any prejudice of the rights specially provided for by the present Convention. Consequent- 
ly they shall have the same protection as the latter, and the same legal remedy against 


any infringement of their rights, provided they observe the conditions and formalities 
imposed upon subjects.”—Art. 2. 
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The Madrid Agreement says: 


“From the moment that the registration has been effected in the International Bureau, 
the protection of the trade-mark shall be the same in all countries members of the Union, 
as if the trade-mark had been directly registered in any of them.”—Art. 4. 


Both Conventions impose the duty to obey the local law of the country where 
the registration is obtained in order to get the same protection as that granted to 
nationals. The Mexican Property Act requires, that in order to get the protec- 
tion of the local law, the use of a trade-mark must never be discontinued for more 
than five years. 

It is true that none of the Conventions contain a proviso creating penalties 
for non-use of a trade-mark after its registration in any of the countries of the 
Union; but that has been done purposely with the intention of avoiding interfer- 
ence with the local laws of the contracting countries and to let each of them enforce 
its own statutes on all registered trade-marks, national and foreign. 

Commenting on the nature of the protection to be given to International Trade- 
Marks by the Paris Convention, Troller says: 

“The forms of granting of the protection to a trade-mark referred to in the Paris 


Convention shall be fixed by the domestic law of each contracting country.”— Der 
Schweizerischer Gewerbliche Rectsschutz, page 265, Ed. 1949. 


Pouillet states: 


“The negotiators of the Paris Convention accepted, in principle, that the foreign 
trade-mark should receive from the country of importation the protection that each of 
them grants to its own national trade-marks.”—Traité de Marques de Fabriques, page 
497, Ed. 6. 


This doctrine has been accepted by the Courts of France, as can be judged 
from the following decision, given in the case of Sofilaine v. Sofil by the Court of 
Lille, France. The Court said that Art. 8 of the Convention of Paris should 
always be construed in conjunction with Art. 2 of said Convention, to wit, that 
the domestic law of each contracting country should be applied whenever the ex- 
tension and forms of protection of a trade-mark are involved. (The Trade-Mark 
Reporter—‘“The Protection in France of Foreign Trade-Marks,” A. Armengaud 
[39 T. M. R. 291], April, 1949.) 

However, under the different construction given to the Paris and Madrid 
Conventions by the Mexican Patent Office and the Supreme Court of Mexico, 
the International Trade-Marks (both foreign and international) enjoy the privilege 
of non-extinction for non-use, not granted to the domestic trade-marks. And so 
long as this jurisprudence is maintained in Mexico, foreign applicants for registra- 
tion of their trade-marks should file their applications under the Paris Conven- 
tion, to wit: exhibiting the certificate of registration from the home country and 
invoking Art. 6 of the Paris Convention. In this way, the foreign trade-mark 
will be registered in Mexico as a foreign trade-mark and enjoy the privilege of 
non-extinction for its non-use. 

Another advantage granted by the Paris Convention to the registrations of 
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trade-marks made under it, lies in the fact, that the foreign trade-mark will be 
registered in the form originally registered in the country of origin. 


“Every trade-mark duly registered in the country of origin, shall be admitted for 
registration and protected in the form originally registered in the other countries of 
the Union under the reservations indicated below.”—Paris Convention, Art. 6. 


Those reservations form part of the trade-mark laws of all countries and have, 
therefore, no importance. 

Inasmuch as every Patent Office has its own rules for the examination of 
trade-marks filed for registration, it is very important to reduce to a minimum 
the chances of having the trade-mark rejected, and that can only be accomplished 
by filing the trade-mark as a foreign trade-mark. 

Mexico and the United States are both members of the Paris Convention of 
1883; and it is surprising to find, that very few American trade-marks have been 
registered in Mexico under the Paris Convention. The reason is, probably, that 
applicants have not been aware of the great advantages offered by the Paris Con- 
vention and the construction given to it by the Mexican Patent Office and Courts 
of Justice. Furthermore, the registration fees are the same for all trade-marks, 
domestic and foreign; and the certificate of home registration needs no consular 
legalization. 
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PART II 


UNIQUE ART MANUFACTURING COMPANY, INC. v. T. COHN, INC. 
No. 85—C. A. 2—December 20, 1949 


UnFairR CoMPETITION—BASIS OF RELIEF—GENERAL 

In cases involving copying of non-functional features, showing of secondary meaning 
is required. 

Dismissal of complaint affirmed, where plaintiff alleged but failed to prove secondary 
meaning; and fact that defendant deliberately imitated decorative combination color scheme 
for toy held insufficient to justify injunctive relief because the law does not afford a 
remedy. 


Appeal from Eastern District of New York. 

Unfair competition suit by Unique Art Manufacturing Company, Inc. against 
T. Cohn, Inc. Plaintiff appeals from dismissal of complaint [39 T. M. R. 227]. 
Affirmed. 


Morris Hirsch, of New York, N. Y., for appellant. 
Ashur Blum, of New York, N. Y., for appellee. 


Before L. Hann, Chief Judge, and Swan and Frank, Circuit Judges. 
Per CurRIAM: 


Decree affirmed on the authority of the following decisions of the Second Cir- 
cuit: Crescent Tool Co. v. Kilborn & Bishop Co., 247 F. 299; Shredded Wheat 
Co. v. Humphrey Cornell Co., 250 F. 960; Cheney Bros. v. Doris Silk Corp., 35 
F. 2d 279 [19 T. M. R. 225, 491]; A. C. Gilbert Co. v. Shemitz, 45 F. 2d 98, 
100 [20 T. M. R. 120] ; Electric Auto-Lite Co. v. P. & D. Mfg. Co., Inc., 109 F. 
2d 566; California Apparel Creators v. Wieder of California, 162 F. 2d 893 [37 
T. M. R. 558]; Lucien Lelong, Inc. v. Lander Co., 164 F. 2d 395 [38 T. M. R. 
57]; Johnson v. Johnson, 175 F. 2d 176 139 T. M. R. 557]. 





KRAUS, Etc. v. NEWMAN, etc. 
No. 133—C. A. 2—December 16, 1949 


APPEALS—SCOPE OF REVIEW—GENERAL 

District Court finding of secondary meaning in form of goods reversed. 

Affidavits from interested sources held not proper basis to support injunction against 
form of goods on theory of unfair competition, where defendants’ copies of plaintiffs’ goods 
appeared on market within four or five months after plaintiffs’, and there was no proof 
of palming off. 

CourRTS—PRELIMINARY INJUNCTIONS—PARTICULAR INSTANCES 

Order granting preliminary injunction to plaintiffs against copying form of goods, re- 
versed where appellate court held there was no substantial proof of secondary meaning and 
no proof of palming off. 
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On facts of record, order denying preliminary injunction to defendants against threats 
affirmed without prejudice to renewal of motion in District Court, if plaintiffs hereafter 
issue improper threats to defendants or their customers. 


Appeal from Eastern District of New York. 

Design patent infringement and unfair competition suit by Max R. Kraus, 
Trustee, and David C. Trager, trading as Topic Toys, against Nathan Newman 
and Morris Newman, trading as Premier Products Company. Defendants appeal 
from order granting preliminary injunction to plaintiffs [39 T. M. R. 996] and 
from denial of defendants’ motion for preliminary injunction against plaintiffs. 
Order granting to plaintiffs a preliminary injunction reversed and order denying 
defendants’ motion affirmed without prejudice. 


W. Lee Helms, of New York, N. Y., for plaintiffs. 
Harry Price, of New York, N. Y., for defendants. 


Before Aucustus N. Hanp, CHASE and Crark, Circuit Judges. 
Per CurRIAM: 


There is nothing in the design patent that indicates an artistic development of 
any kind, or any ingenuity. The mechanical patent is no better. Plenty of prior 
art has been submitted which, if not anticipatory, is sufficient to deprive the plain- 
tiffs of any right to claim that they have produced anything beyond the capacity 
of the most routine mechanic who chose to feed his marbles from the bottom rather 
than the top of the chick. 

As for the claim of unfair competition, the plaintiffs’ chickens seem to have 
acquired no secondary meaning as to source, and there was no proof of palming 
off. The period between the defendants’ merchandising its copies of the plaintiffs’ 
chickens, and the time when plaintiffs placed them on the market was only about four 
or five months. There was no advertising justifying a claim that the defendants’ 
copies were believed to emanate from the plaintiffs or indicating confusion with 
the latter’s goods. Affidavits from interested sources ought not to support a mo- 
nopoly based on a theory of unfair competition within such a short time after 
plaintiff’s chicks appeared on the market. Without substantial proof of secondary 
meaning there is no likelihood the purchasing public cared anything about the 
source of the goods. This was clearly no case for a preliminary injunction. 

The order for a preliminary injunction is accordingly reversed. 

In respect to the motion by the defendants to restrain the plaintiffs’ threats, 
they apparently related to a different product, to wit, a goose and not a chicken. 
On the record before us the order denying the defendants’ motion is affirmed with- 
out prejudice to the renewal of the motion in the District Court if the plaintiffs 
should hereafter issue any improper threats to defendants or its customers. Man- 
date to issue forthwith. 
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SPEED PRODUCTS COMPANY, INC. v. TINNERMAN PRODUCTS, INC. 
No. 64—C. A. 2—December 14, 1949 


APPEALS—SCoPE OF REVIEW—EFFECT OF TRIAL CourT’s FINDINGS 
Finding of trial court, in 4915 suit, that marks were used on goods so dissimilar in 
distribution and use that no confusion was reasonably likely, is not binding on Court of 
Appeals and Patent Office findings to the contrary are entitled to great weight. 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
Proof of actual confusion is not required. 
TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Application for “machine staples” is without restriction and covers all kinds of machine 
staples which could be used on whatever material can be fastened together by staples. 
Plaintiff’s “machine staples” held goods of the same descriptive properties as defend- 
ant’s fasteners, under 1905 Act. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
Composite mark consisting of representation of broad arrow, having wings with lines 
simulating flight, with the word “Speed” taking up nearly all space of shaft held confus- 
ingly similar to “Speed Nut,” “Speed Clip,” the word “Clip” being disclaimed, and to 
“Speed Nuts” with design, the word “Nuts” being disclaimed, used on similar goods, under 
1905 Act. 
TRADE-MARKS—REGISTRABILITY—VALIDITY OF REGISTRATION 
Defendant’s 1905 Act registrations, covering “Speed Clip” and “Speed Nuts” held invalid 
because descriptive. 
Validity of opposer’s registrations is not in issue in opposition and plaintiff’s right to 
register is not affected by invalidity of defendant’s registrations. 
TRADE-M ARKS—ASSIGN MENT—GENERAL 
Written assignment was not necessary to pass common law rights in trade-marks. 
TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—BASIS OF RELIEF—GENERAL 
Defendant must show that its descriptive marks have acquired a secondary meaning in 
order to maintain any action; and to prevail on its counterclaim, defendant must show 
that confusion is likely to result from the use of plaintiff’s mark and that defendant’s mark 
had acquired a secondary meaning before plaintiff began to use its mark. 
APPEALS—PLEADING AND PRACTICE—REMAND 
Case remanded to trial court since it made no finding as to whether or not defendant’s 
marks had acquired a secondary meaning prior to plaintiff’s use of its mark. 


Appeal from Southern District of New York. 

Suit under R. S. 4915 to compel issuance of registration and for declaratory 
judgment by Speed Products Company, Inc. against Tinnerman Products, Inc. 
Defendant counterclaims for injunction against trade-mark infringement. Both 
parties appeal from judgment for plaintiff. Reversed and remanded. 


Charles M. Palmer, of Washington, D. C., and Harry Price, of New York, N. Y., 
for plaintiff. 

Bates, Teare & McBean, of Cleveland, O., and Darby & Darby, of New York, 
N. Y. (Albert R. Teare, of Cleveland, O., of counsel), for defendant. 


Before Aucustus N. HANpb, CHASE and Crark, Circuit Judges. 


CHasE, C. J.: 


The Plaintiff's Appeal 


This appeal is from the judgment which granted registration under section 
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4915 of the Revised Statutes, as amended, 35 U. S. C. A. section 63, to the plaintiff's 
trade-mark despite the denial of the application filed on May 22, 1943 in the Patent 
Office, Serial No. 460,846. The mark is composed of a design representing a sort 
of broad arrow having wings with lines simulating flight, with the word “Speed” 
prominently displayed on the arrow and taking up nearly all of the space which 
evidently is intended to represent the shaft. The application was for registration 
of the mark applied to “machine staples,” not limited to use in any particular field 
or industry. 

The defendant has three trade-marks all registered in class 13, hardware and 
plumbing and steam-fitting supplies, viz.: ‘Speed Nut,” Trade-Mark 244,038, 
under the 1920 Act,’ (application filed April 5, 1928, Serial No. 264,395) ; “Speed 
Clip,’ Trade-Mark 347,986, under the 1905 Act? (application filed February 15, 
1937, Serial No. 388,963), the word “Clip” apart from the mark as shown being 
disclaimed; and “Speed Nuts,” Trade-Mark 352,197, under the 1905 Act (appli- 
cation filed May 17, 1937, Serial No. 392,897), depicted in a design with “Speed” 
above and “Nuts” below a drawing of a bolt and speed nut having a streak of 
lightning shooting over the rest of the design diagonally from top to bottom, the 
representation of the goods and the word “Nuts” being disclaimed apart from the 
mark as shown in the drawing. 

The denial of the application for registration of the plaintiff’s mark in the 
Patent Office was put on the ground that its similarity to defendant’s mark second 
above mentioned, “Speed Clip,” was so close that confusion in the trade was 
reasonably likely. While it was recognized that the goods to which the parties 
applied the marks were by no means identical, it was pointed out that they did, 
“broadly speaking,” possess the same descriptive qualities. Because it was found 
that the word “Speed” dominated the plaintiff's mark, and it was obvious that 
the disclaimer of “Clip” made the word “Speed” predominate for registration 
purposes in the defendant’s mark, the conclusion above set forth was reached in 
the Patent Office almost as a matter of course. 

The trial judge, on the contrary, found that the marks were used on goods so 
dissimilar in manner of distribution and in consumer use that no confusion was 
reasonably likely. These differing views apparently have arisen because the trial 
judge centered his attention upon the fact that the plaintiff's fasteners were dis- 
tributed largely through stationery stores and were used in offices and the like 
for fastening papers together while the defendant’s fasteners were distributed largely 
through the hardware trade and were used to fasten together heavier material like 
metal. However, the application for the plaintiff’s mark states that it is for “ma- 
chine staples” without restriction as to the field of use and it is obvious that this 
broad term covers all kinds of machine staples and those which could be used on 
whatever material, not paper alone, that can be fastened together by staples. Nor 


1. 15 U. S. C. section 121 e¢ seq. 

2. 15 U. S. C. section 81 et seq. 

3. This finding is, of course not binding upon us. Best & Co. v. Miller, 2 Cir., 167 F. 2d 
374, 377 [38 T. M. R. 543], cert. denied 335 U. S. 818. Indeed, the Patent Office findings 
are entitled to great weight. Safeway Stores v. Dunnell, 9 Cir., 172 F. 2d 649 [39 T. M. R. 
116], cert. denied 337 U. S. 907. 
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is it of controlling significance that the defendant did not produce anyone who 
had ever been misled into buying plaintiff’s products thinking they were defendant’s 
or that neither defendant’s president nor vice-president and general manager could 
recall a single instance in which anyone had ever been deceived, for here the simi- 
larity of the marks is such as to make confusion likely. George W. Luft Co. v. 
Zande Cosmetic Co., 2 Cir., 142 F. 2d 536, 538 [34 T. M. R. 190], cert. denied, 
323 U. S. 756; LaTouraine Coffee Co. v. Lorraine Coffee Co., 2 Cir., 157 F. 2d 
115, 117 [36 T. M. R. 271], cert. denied, 329 U. S. 771. So we agree with the 
decision in the Patent Office that the mark applied for by the plaintiff and the 
above described mark of the defendant are both for goods of the same descriptive 
qualities and are both so dominated by the word “speed” that it is reasonably to be 
foreseen that confusion in trade would be likely as the result of the registration of 
the plaintiff’s mark. It was, for this reason, not entitled to registration under 
either the 1905 or the 1920 Act even though the latter statute, as it was construed 
in Armstrong Co. v. NuEnamel Corp., 305 U. S. 315 [29 T. M. R. 3], does pro- 
vide for the registration of descriptive marks. 


The Defendant’s Appeal 


The defendant alleged infringement of its three registered trade-marks previ- 
ously mentioned. The two, “Speed Clip” and “Speed Nuts,” Trade-Marks 347,896 
and 352,197, which were registered under the 1905 Act, are invalid because de- 
scriptive.* They are both dominated by the word “Speed,” which describes one 
of the qualities of the clip and the nuts, and the defendant must show that the 
marks have acquired a secondary meaning in order to maintain any action. National 
NuGrape Co. v. Guest, 10 Cir., 164 F. 2d 874 [37 T, M. R. 354], cert. denied, 
333 U. S. 874 [37 T. M. R. 848]. The other, “Speed Nut,” registered under the 
1920 Act is valid though it also is descriptive, but while that Act did provide 
for registration in the United States by both foreign and domestic applicants and 
one of its purposes was to enable domestic registrants to obtain registration in 
foreign countries, it added nothing to the domestic substantive rights of registrants 
and marks registered under it are subject to collateral attack. Kellogg Co. v. Na- 
tional Biscuit Co., 2 Cir., 71 F. 2d 662, 666. That is to say, defendant must show that 
this last mark is one which is entitled to protection at common law, and a descrip- 
tive mark is not a good common-law trade-mark, Warner & Co. v. Lilly & Co., 
265 U. S. 526, 528, though it is entitled to protection against unfair competition 
if a secondary meaning is proved, Armstrong Co. v. NuEnamel Corp., 305 U. S. 
315, 335-36 [29 T. M. R. 3]; Charles Broadway Rouss, Inc. v. Winchester Co., 
2 Cir., 300 F. 706, 714-15, cert. denied, 266 U. S. 607. We have said, however, 
that “the test of trade-mark infringement differs little, if any, from the test of 
unfair competition,” and have phrased the test of unfair competition as “whether 
the public is likely to be deceived.” Best & Co. v. Miller, 2 Cir., 167 F. 2d 374, 
376, 377 [38 T. M. R. 543], cert. denied, 335 U. S. 818. See also National 


4. It is to be noted that this conclusion in no way affects plaintiff’s right to register its 
mark. Validity of an opposer’s registered mark is not an issue in ee proceedings. 
Skelly Oil Co. v. Powerine Co., C. C. P. A., 86 F. 2d 752, 753 [27 T. M. R. 78]. 
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NuGrape Co. v. Guest, supra. We have determined only that confusion between 
plaintiff’s mark sought to be registered and defendant’s mark “Speed Clip” is 
likely. We have not determined that confusion would be likely between defendant’s 
marks as now used and plaintiff’s mark as now used. 

The only question remaining is whether defendant’s trade-marks had acquired a 
secondary meaning before plaintiff entered the field. It is true that we have 
held in a design-patent case that secondary meaning was not established even 
though the trial court had made no finding to that effect, where there was insuffi- 
cient evidence to support a finding that the design was a mark of distinction identify- 
ing its source, that purchasers were moved to buy the article because of its source, 
or that the secondary meaning was established when the other party entered the 
field. Lucien Lelong, Inc. v. Lander Co., Inc., 2 Cir., 164 F. 2d 395, 397 [38 
T. M. R. 57]. Here, however, the trial court found on adequate evidence that 
“Defendant has expended large sums of money for advertising its marks and by 
evidence has demonstrated that its trade-marks identified its product and that the 
word ‘Speed’ is noted as their predominant feature.” While plaintiff established 
that one of its predecessors used the mark “Speed Fastener” with respect to sta- 
pling machine and fastening tools in 1926, considerably before the time to which 
defendant’s evidence as to secondary meaning relates, it cannot be said that plain- 
tiff’s predecessor had thereby “entered the field,” for stapling machines and fasten- 
ing tools on the one hand, and the staples, clips, and fasteners themselves on the 
other hand, are entirely different, if sometimes allied, products. The mark using 
the word “Speed” as to which plaintiff claims earliest use with respect to machine 
staples is the very mark which plaintiff here sought to be registered. The trial 
court found that “From and after August, 1936, Parrott Speed Fastener Corpora- 
tion and Speed Products Company and plaintiff applied on the containers for 
many of its products, including at least sometimes its staples, the double-winged 
arrow with the word ‘Speed’ imposed thereon.” 

Defendant raises the technical objection that plaintiff is not entitled to claim 
the benefits of the use of any trade-mark by its earlier predecessor, Parrott Speed 
Fastener Corporation, on the ground that the latter was dissolved on August 29, 
1939, about one week before the partnership, Speed Products Company, which 
was plaintiff’s immediate predecessor was formed, and that there was not assign- 
ment in writing of the corporation’s good will or trade-marks to the partnership. 
We think this point without merit. An assignment in writing under 15 U. S. C. 
section 90 was not necessary to pass common-law rights to the trade-marks. 
Ph. Schneider Brewing Co. v. Century Distilling Co., 10 Cir., 107 F. 2d 699 
[30 T. M. R. 6]. The trial court found that “On August 29, 1939, the Parrott 
Speed Fastener Corporation was dissolved by filing a certificate of dissolution with 
the Secretary of State. Its assets were liquidated and distributed between its 
stockholders Jack and Belle Linsky who thenceforth under the trade name Speed 
Products Company continued at the same premises in the same business as partners 
with the same employees and the same inventory. Speed Products Company there- 
after produced the same products as had the corporation.” The good will of the 
corporation, though unmentioned, passed with the transfer of the business. See 
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Pfleghar Hardware Specialty Co. v. Blair, 2 Cir., 30 F. 2d 614, 617. Despite the 
filing of a certificate of dissolution, the corporation continued for the purpose of 
winding up its affairs, including the disposition of its good will, part of which 
was whatever right it had to the use of “Speed” trade-marks to identify its goods. 
New York Stock Corporation Law section 105(8). 

We therefore accept the earliest date upon which the Parrott Speed Fastener 
Corporation began using the above-mentioned mark in connection with its staples 
as the critical date, and, for defendant to prevail on its counterclaim, it must prove 
that confusion with plaintiff's mark as now used is likely, and that one or more 
of defendant’s marks had previously acquired a secondary meaning. The trial 
court made no findings on these points and the case must be remanded. 

Judgment reversed without costs to either party and cause remanded for further 
proceedings in accordance with this opinion. 





SUN COSMETIC SHOPPE, INC. v. ELIZABETH ARDEN SALES 
CORPORATION 


No. 18—C. A. 2—December 1, 1949 


RoBINSON-PATMAN ACT—DISCRIMINATION—SERVICES OR FACILITIES 

The Act does not forbid seller granting favors to customers any more than it under- 
takes to compel him to grant them; it only insists that the distribution, if any, shall be 
equal. 

Defendant held to have violated the Act by granting “demonstrators” to its New Jersey 
“agencies,” while not furnishing “demonstrators” to plaintiff engaged in intrastate business 
in New York. It is enough that the wrong be one of federal cognizance; its consequences 
are actionable whether or not they affect interests which are also of federal cognizance. 

UnFair COMPETITION—PLEADING AND PRACTICE—DAMAGE 

Plaintiff held entitled to prove under its general allegation, damage from diversion of its 
customers to those New Jersey “agencies” to whom defendant furnished “demonstrators.” 

It will be desirable upon a trial to take a special verdict stating separately plaintiff’s loss 
arising from competition of New Jersey “agencies” and the losses, if any, arising from 
competition of New York “agencies.” 


Appeal from Southern District of New York. 

Treble damage suit under Robinson-Patman Act by Sun Cosmetic Shoppe, 
Inc. against Elizabeth Arden Sales Corporation. Plaintiff appeals from dismissal 
of complaint. Reversed. 


Morris Siegel, of New York, N. Y., for appellant. 
John R. Schoemer, Jr., of New York, N. Y., for appellee. 


Before L. Hann, Chief Judge, and Swan and Crark, Circuit Judges. 
L. Hanp, C. J.: 


This appeal is from a judgment summarily dismissing an amended complaint 
under Rule 56, on the ground that there was “no genuine issue as to any material 
fact,” in an action by the plaintiff for treble damages under the Robinson-Patman 
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Act.’ The following facts, appearing in the complaint and the accompanying affi- 
davits, are to be taken as true. The plaintiff is a New York corporation, doing 
business in the City of New York, and the defendant is a Delaware corporation, 
which until January 1, 1948, was the sole distributor of the cosmetic products of 
another corporation, Elizabeth Arden, Inc.; but which on that day leased the plant 
of Elizabeth Arden, Inc., and thereafter manufactured and sold the same products 
on its own acccount. The plaintiff owns a retail shop for the sale of cosmetics in 
the City of New York; its customers live in New York and New Jersey; and 
from 1938 until May, 1948, it was one of the defendant’s “agencies” to sell the 
products of Elizabeth Arden, Inc. The defendant sold its products broadly during 
the time of the plaintiff’s “agency,” not only in New York and New Jersey, but 
in other states ; and it supplied some “agencies” with assistants, known as “demon- 
strators,” whose salaries it paid, in whole or in part; but the plaintiff was not among 
those to whom it did furnish a “demonstrator.” The complaint alleged that “as a 
result of such discrimination” it “has been damaged in the sum of $15,600.” Thus 
it appears that the complaint will permit the introduction of evidence to prove that 
the use of “demonstrators” by the plaintiff’s New York and New Jersey com- 
petitors resulted in diverting some of its customers to them; and we shall dispose 
of the appeal upon this assumption. (The complaint also alleged that the defend- 
ant discriminated against the plaintiff ‘in allowing discounts, rebates, allowances 
or advertising charges to various competitors” in New York and New Jersey; 
but since it did not specify what these were, we shall confine ourselves to the dis- 
crimination in “demonstrators.”) The judge dismissed the complaint upon the 
ground that all the transactions between the parties were in intrastate commerce 
and were therefore not covered by sections d and e of section 13 of the Robirson- 
Patman Act. 

We held in Elizabeth Arden, Inc. v. Federal Trade Commission? that the same 
discrimination of which the plaintiff here complains was a violation of subdivision e 
of the Robinson-Patman Act*; following the Eighth Circuit* which had read this 
subdivision as though the words, “engaged in commerce,” were written into it, as 
they were in subdivision d. This ruling leaves open only two questions in the 
case at bar; first, whether it was an actionable wrong to deny the plaintiff, whose 
business is altogether intrastate, a favor which the defendant granted to “agencies” 
in other states; and second, whether, if so, it was necessary under Rule 9(g) to 
allege “special damages.” 

It would not inevitably follow that the Act would have been beyond the power 
of Congress, even though it had expressly prescribed that a seller should not dis- 
criminate between his intrastate customers as well as between his interstate; for 
it might be necessary to go so far, in order effectively to prevent discrimination 
between interstate customers. If that had been necessary, the situation would be 
within the doctrine of the Shreveport case.° Be that as it may, it was not neces- 


Section 13, Title 15, U. S. Code. 

156 F. 2d 132. 

Section 13(e), Title 15, U. S. C. 

Elizabeth Arden Sales Corp. v. Gus Blass Co., 150 F. 2d 988, cert. den., 326 U. S. 773. 
Houston, East and West Texas Railway Co. v. United States, 234 U. S. 342. 
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sary to regulate the defendant’s intrastate transactions in order to prevent the de- 
fendant through its New Jersey “agencies” from discriminating against the plain- 
tiff. The Act does not undertake to forbid a seller to grant favors to his customers, 
any more than it undertakes to compel him to grant them; it only insists that the 
distribution, if any, shall be equal. Congress clearly had power to control the 
terms of the defendant’s contracts with its New Jersey “agencies”; and that was 
power enough, because equality involves only a comparison of two terms to be 
equalized, and may be achieved either by raising or by lowering one of them. 
Thus, the defendant violated the Act when it granted “demonstrators” to its New 
Jersey “agencies,” regardless of whether it could have been compelled to grant a 
“demonstrator” to the plaintiff. True, the injury suffered by the plaintiff was to 
its intrastate business, but that is irrelevant. It is enough that the wrong be one 
of federal cognizance; its consequences are actionable whether or not they affect 
interests which are also of federal cognizance. To recover for injuries done by 
a violation of the Pure Food and Drug Act, for example, the sufferer need not 
himself be engaged in any federal activity; federal legislation is passed for the 
benefit of all citizens whom it may affect; the means provided to protect their 
interests must be within the constitutional powers of Congress, but the interests 
protected need not be. 

The defendant answers that this conclusion runs counter to the decision of the 
Supreme Court in Federal Trade Commission v. Bunte Brothers,° but an analysis 
of that decision shows the contrary. The Federal Trade Commission had there 
determined that, in selling candy, “break and take” packages were an “unfair 
method of competition,’ because they made the purchase a kind of a gamble. 
Although Bunte Brothers sold candy in “break and take” packages only within 
the State of Illinois, their use of them imposed a competitive handicap upon those 
candy makers who imported candy into that state, and whom the Commission had 
forbidden to use such packages. In order to put these importers on even terms 
with Bunte Brothers, the Commission ordered Bunte Brothers to “‘cease and desist” 
from using “break and take” packages ; and it was this order that the court reversed. 
It did not hold that Congress might not have gone so far under the doctrine of 
the Shreveport case, supra,’ but it did hold that Congress had not done so. 

The decision is certainly not in point here, so far as concerns the competition 
with the plaintiff of the defendant’s New Jersey favored “agencies,” because, for 
the reasons already given, control over those “agencies” alone was enough. That 
was not true of Bunte Brothers, for nothing short of direct impact upon their 
selling would serve. However, the decision does raise a question as to any claim 
the plaintiff may make for losses arising from the competition of favored New York 
“agencies.” That discrimination would be between favored and excluded “agencies,” 
both intrastate; and, as we have already said, the question would be whether it 
was essential to include intrastate sales in order effectively to prevent discrimina- 
tion in interstate. At first blush it is not apparent why that should be necessary, 
at least if there are enough favored “agencies” in other states to prevent diver- 
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sion of customers from them to New York “agencies,” and enough favored 
“agencies” in New York to prevent diversion of customers from them to “agencies” 
in other states. However, the question cannot be answered a priori; and in the 
case at bar it will depend upon the character of the defendant’s business. More- 
over, the point was not argued upon this appeal, nor is it necessary to a decision, 
for, as we have said, the complaint in any event presented a case for relief as to 
the New Jersey favored “agencies.” Upon the trial, if the plaintiff seeks to 
claim any diversion of its customers because of the competition of New York 
favored “agencies,” the facts can be developed. 

There remains the question of damages. The plaintiff will be entitled under 
its general allegation to prove all damages from the diversion of its customers 
to those New Jersey “agencies,” to whom the defendant furnished “demonstra- 
tors,” so far as that was due to the “demonstrators.””’ Whether it may also recover 
for the diversion of customers to New York “agencies,” to whom the defendant 
furnished “demonstrators,” raises the question which we have just discussed. It 
will be desirable upon a trial to take a special verdict stating separately the loss, 
arising from the competition of New Jersey “agencies” and the loss, if any, aris- 
ing from the competition of New York “agencies.” There only remains the ques- 
tion whether the measure of the plaintiff's damages can in any event be the salary 
of a “demonstrator.” The Eighth Circuit by a divided court held that it can,* and 
we agree that it would be a proper limit upon the plaintiff’s recovery; for, if the 
loss caused by the diversion of its customers to favored “agencies” was greater 
than the cost of employing a “demonstrator,” it would be its duty to minimize 
the damages by employing one; but we do not think that it is otherwise relevant. 
The only proper proof of damages is the loss to the plaintiff’s business, and the 
salary of a “demonstrator” is not such a loss. Therefore, the allegation of the 
complaint was adequate, for the plaintiff’s business losses are not “special damages.”’ 

Judgment reversed ; cause remanded. 


Swan, C. J.: 


I concur only because I feel constrained to follow this court’s decision in Eliza- 
beth Arden, Inc. v. Federal Trade Commission, 156 F. 2d 132, cert. den., 331 
U. S. 806. Were the question open I would give the statute, section 13(e), a 
more restrictive reading and would hold that the forbidden “discrimination” must 
not only favor an interstate purchaser but must harm an interstate purchaser 
from the defendant. Cf. Federal Trade Commission v. Bunte Brothers, Inc., 
312 U. S. 349, 355; Higgins v. Carr Bros. Co., 317 U. S. 572, 574. 


8. Elizabeth Arden Sales Corp. v. Gus Blass Co., supra, 150 F. 2d 988. 
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HAMPTON, et at. v. LASALLE HAT CO., INC., Et At. 
No. 50-511—U. S. D. C. S. D. N. Y.—November 22, 1949 


ConTRACTS—ADVERTISING IDEAS—GENERAL 

Upon facts of record, held that no express contract for exploitation of advertising idea 
was ever concluded between the parties. 

In order for plaintiffs to succeed on theory of implied contract, it is settled that idea 
must have been new and novel at time of its communication to defendants; upon plaintiffs’ 
failure to protect idea by contract and voluntary communication thereof to defendants it 
became common property. 

CourTs—EvIDENCE—JubDICcIAL NOTICE 

Fact that idea of sponsored advertising, using prominent Negro athletes was not new 
or novel, at time plaintiffs communicated it to defendants, held so well known that court 
can take judicial notice of it. 

CourTS—PLEADING AND PRACTICE—SUMMARY JUDGMENT 

Motion for summary judgment granted, in suit for damages for use of advertising idea, 
where there was voluntary communication, in absence of express contract, and allegation 
of complaint, that plaintiffs submitted idea to defendants on understanding that if defend- 
ants should use any part of it, defendants would pay reasonable value thereof, is negatived 
by plaintiffs’ testimony. 


Suit for breach of contract by William J. Hampton and Thomas A. Jordan, 
individually and as copartners doing business as Intercollegiate Sports Enterprises 
against LaSalle Hat Co., Inc. and Champ Hats, Inc. Defendants’ motion for 
summary judgment dismissing complaint granted. 


Nathaniel A. Rankow, of New York, N. Y., for plaintiffs. 
Arthur J. Brothers, of New York, N. Y., for defendants. 


Hutsert, D. J.: 


Defendants move for summary judgment dismissing the complaint upon the 
ground that there exists no genuine issue of fact in the case. Upon the original 
argument, the court was of the opinion that issues of fact existed and the motion 
was therefore denied. Defendant then moved for leave to reargue, which was 
granted. The court has reviewed the entire case and now makes the following 
disposition of the motion, which is predicated upon the testimony of the plaintiffs 
taken in a deposition before trial, as well as the complaint. 

Plaintiffs sue to recover damages for a claimed breach of either an express or 
implied contract, and demand judgment for a total of $1,500,000 on three alleged 
causes of action. 

Although each of the named defendants is alleged to be a Pennsylvania cor- 
poration, there is, in fact, only one defendant, LaSalle Hat Co., Inc., having changed 
its name to Champ Hats, Inc. 

The facts established in the deposition of plaintiffs may be briefly summarized 
as follows: On September 25, 1946, plaintiff Hampton wrote to the defendant 
seeking an appointment for the purpose of presenting a prospectus of a “self- 
liquidating promotion program” to increase the sales of defendant’s products in 
the Negro market. .This letter was acknowledged by Mr. Appleby, sales and 
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advertising manager of defendant, which resulted in a visit by Hampton to the 
office of defendant in Philadelphia early in October, 1946. 

At that meeting, Hampton outlined to Appleby the idea that plaintiffs had 
for increasing defendant’s sales. The program consisted of two main parts: 
(1) a sports promotion consisting of two basketball championship games in Phila- 
delphia on the following Christmas and New Year’s Days at which prizes would 
be awarded to the players and coaches, and in return therefor announcements 
would be made concerning defendant’s products, and (2) an advertising and pub- 
licity campaign involving the use of endorsements of defendant’s products by 
leading Negro personalities. It is undisputed that defendant did not utilize the 
first part of the program and that is not involved in this action. 

At the conclusion of the aforesaid conference, Hampton testified that Appleby 
said to him: 

Well, that sounds like it might be all right, but, of course, I am only the advertising 


director here. I would like to have something in writing which I can show to my board 
so that they will get an idea of what this sort of thing would cost. (p. 13) 


This was agreed upon, and Hampton thereafter wrote a letter to Appleby 
dated October 5, 1946, a copy of which is attached to the original motion papers. 
The letter outlines the proposed program. 

There was one other meeting between Hampton and Appleby in New York 
subsequent to October 18, 1946. The program was again discussed but the 
parties never concluded an agreement. As Hampton testified, Appleby told him: 

.... that, as he has stated in his letter, he thought he could cooperate with us on 
an over-all advertising campaign, and that if his firm decided to use any part of the idea 
in its entirety that he would definitely see to it that we were compensated. We never 
did come to any actual figure. (p. 38) 

The most important thing said was that the firm still looked with some favor on 
entering the Negro market and if they entered it they would probably use our idea. 
(p. 40) 

There were no other contacts that plaintiffs had with defendant, and Hampton 
testified that he had dealings with no one on behalf of defendant except Mr. Appleby. 

From the above it is apparent that summary judgment must be granted in 
favor of defendant on the second cause of action which alleges a breach of an ex- 
press contract. It is established to the satisfaction of the court that no contract 
was ever concluded between plaintiffs and defendants. Even if the circumstances 
be construed as making an agreement, it would fall far short of being an enforceable 
contract because none of the essential terms of the contract were ever agreed 
upon, 

Turning now to the first and third causes of action, damages are sought be- 
cause of the same circumstances, but upon the theory of an implied contract. In 
order for plaintiffs to succeed in this action they must establish that there was 
something new and novel about their advertising program which defendants 
wrongfully appropriated. The complaint does not allege in what way plaintiffs’ 
idea was new or novel, but upon the argument of the motion plaintiffs’ attorney 
asserted the novelty lay in plaintiffs’ suggestion that Jackie Robinson, now a promi- 
nent baseball player, be utilized for the sponsored advertising portion of the pro- 
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gram. It is to be noted that Jackie Robinson was not mentioned in the letter of 
October 5, and it appears from the testimony that plaintiffs at that time had no 
contractual arrangement with him. 

Plaintiffs complain that defendant advertised its products on November 29, 
December 5, and December 12, 1947 in the Afro-American and Pittsburgh Currier 
newspapers, and in the April, 1948 issue of Ebony Magazine, using endorsements 
by Jackie Robinson. These were all more than a year after plaintiffs’ last contact 
with defendants. 

Although the novelty of the idea was asserted as the suggested use of Jackie 
Robinson endorsements, plaintiffs did not so limit their claim when examined be- 
fore trial. As Hampton testified : 

Q. .... Your claim narrows itself down to advertising in colored papers and maga- 
zines? 

A. Yes, and magazines. 

Q. And magazines with a Jackie Robinson endorsement; isn’t that right? 

A. Not specifically with Jackie Robinson as the individual, but specifically with the 
use of a Negro athlete’s endorsement. (p. 81) 


Plaintiff also claimed that if any other prominent Negro athlete had been used 
for advertising, they would have claimed a right to compensation. Among the 
others named by plaintiff was Joe Louis, then the heavyweight boxing champion 
of the world. Plaintiff, however, also testified that “Joe Louis had been over- 
worked in this particular type of publicity, and that Joe Louis was not the precise 
person to use because he had been utilized too many times by too many other 
people... .” (Italics for emphasis) (p. 95). It was also conceded by counsel for 
plaintiffs that it is usual for prominent athletes to be approached to give endorse- 
ments for commerical products (p. 50). Thus it is evident just from the testi- 
mony of plaintiffs, without reference to the many exhibits submitted by defend- 
ant, that the idea of sponsored advertising using prominent Negro athletes was not 
new or novel at the time it was communicated by plaintiffs to defendants. Indeed, 
the fact is so well known that the court can take judicial notice of it. 

The law is clear that plaintiff cannot recover upon a contractual theory in 
this case unless his idea was new and novel at the time it was communicated to 
defendant. Soule v. Bon Ami Co., 201 App. Div. 794, affirmed 235 N. Y. 609; 
Lueddecke v. Chevrolet Motor Co., 70 F. 2d 345 (C. A. 8). It is also the law that 
assuming plaintiffs could have protected the idea by contract, since they failed to 
do so, and since they voluntarily communicated the idea to defendant, whatever 
interest they had in it became common property. Lueddecke v. Chevrolet Motor 
Co., supra; Bowen v. Yankee Network, Inc., 46 F. Supp. 62. The allegation in 
the complaint that the plaintiffs submitted the advertising campaign to defendants 
on the understanding that if the defendant should use any part of it, defendant 
would pay the reasonable value thereof is negatived by the testimony of Hampton. 
As he admitted, he submitted the plan in writing to Appleby so that he could 
show it to the “board.” 

Applying these principles to the facts as established from the testimony of 
plaintiffs, summary judgment must be granted in favor of defendant. 

Motion granted. - Settle order on notice. 


SS 
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SAMSON CRANE CO. v. UNION NATIONAL SALES, INCORPORATED, 
ET AL. 


No. 8550—U. S. D. C. D—November 4, 1949 


CourTS—J URISDICTION—GENERAL 
FEDERAL TRADE CoMMISSION ACT—UNFAIR COMPETITION—JURISDICTION 

Federal Trade Commission Act gives no right of action to private litigants; Federal 
Trade Commission is set up to enforce Act and relief from alleged violations must in 
first instance be sought from it rather than the courts. 

Under Federal Trade Commission Act, activities in violation must themselves be in 
interstate commerce, it is not enough that they affect commerce. 

TRADE-Mark Act oF 1946—FaLsE DESCRIPTION—SECTION 43(a) 
CourTsS—J URISDICTION—-GENERAL 

Section 43(a) of Lanham Act should be construed to include only such false descrip- 
tions or representations as are of substantially the same economic nature as those involv- 
ing infringement or other improper use of trade-marks. 

Allegation that members of public are misled into purchasing at defendant’s store in 
mistaken belief that they are conferring a benefit upon a certain labor organization held 
not to state cause of action under section 43(a) of Lanham Act. 

In absence of diversity of citizenship, complaint dismissed for failure to state cause of 
action under either federal statute upon which plaintiff relies, viz., Federal Trade Commis- 
sion Act and Trade-Mark Act of 1946. 


Unfair competition suit by Samson Crane Co. against Union National Sales, 
Incorporated, International Association of Machinists, District Lodge 38, Inter- 
national Association of Machinists, Al Hayes, H. W. Kirkland, and Paul Tobias. 
Defendants’ motions to dismiss complaint granted. 


Slater & Goldman, John S. Slater, and Charles M. Goldman, of Boston, Mass., 
for plaintiff. 

Foley, Hoag & Eliot and Henry E. Foley, of Boston, Mass., for defendant Union 
National Sales, Incorporated. 

Robert M. Segal and Jerome Y. Sturm, of Boston, Mass., for defendants District 
Lodge 38, International Association of Machinists, and Paul Tobias. 


Forp, D. J.: 


Plaintiff in this action seeks to enjoin the continuance of certain alleged unfair 
trade practices of defendants, and to recover for damages allegedly caused to it 
by said practices. Plaintiff, the Samson Crane Company, is a Massachusetts cor- 
poration operating a number of retail clothing stores, chiefly in eastern Massa- 
chusetts. Defendant Union National Sales, Incorporated is a Connecticut cor- 
poration operating a retail clothing store in Cambridge, Massachusetts. Defendant 
International Association of Machinists is an international labor union with head- 
quarters in Washington, D. C., and defendant District Lodge 38, International 
Association of Machinists, is a branch of said international union with a principal 
place of business in Boston, Massachusetts. Defendant Hayes is alleged to be 
president of the international union and defendants Kirkland and Tobias to be 
officers of District Lodge 38. The latter two individual defendants are alleged to 
be residents of Massachusetts. 

Plaintiff alleges that defendant Union National Sales, Incorporated operates its 
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retail store in Cambridge under the name “I. A. M. District Lodge 38 Clothing 
Project” in order to represent to the public that the store is being operated by 
defendant unions or for their benefit; that ali of the defendants have conspired 
to represent to the public that said store is operated by one or both of said unions; 
that these representations are false in that neither of said unions has any financial 
interest in said store or receives any financial return from its operation. It 
further alleges that defendant Union National Sales, Incorporated has caused to 
be placed at the entrance of said store a person dressed as a police officer to create 
the impression that only persons with union cards are allowed to enter and make 
purchases, and that such representation is false in that non-members of unions 
are in fact permitted to enter and make purchases. 

Defendant International Association of Machinists and individual defendants 
Hayes and Kirkland have appeared specially to move to dismiss the action as to 
them on the ground that they have not been properly served with process. In 
view of the action to be taken on the motion of the other defendants, these mo- 
tions will be allowed. 

The other defendants have moved to dismiss on the grounds that this court 
lacks jurisdiction and that the complaint fails to state a claim upon which relief 
can be granted. Jurisdiction here cannot be based on diversity of citizenship. The 
plaintiff is a Massachusetts corporation. The individual defendants Kirkland and 
Tobias are alleged in the complaint to be Massachusetts residents. They are 
also the only named members of defendant District Lodge 38. Steele v. Guaranty 
any claim is stated for which relief could be granted under the common law or any 
applicable state statute, and plaintiff’s case must stand or fall on the question of 
Trust Co., 164 F. 2d 387. Consequently, it is not necessary here to inquire whether 
whether it states any cause of action under the Constitution or laws of the United 
States. 

Plaintiff relies on two statutory provisions as giving such a cause of action: 
Section 5(a) of the Federal Trade Commission Act, 15 U. S. C. A., section 45(a)' 
and section 43(a) of the Lanham Trade-Mark Act, 15 U. S.C. A., section 1125(a}. 

The Federal Trade Commission Act while declaring certain acts and practices 


1. Section 45. Unfair methods of competition unlawful; prevention by Commission—Decla- 
ration of unlawfulness; power to prohibit unfair practices. 

(a) Unfair methods of competition in commerce, and unfair or deceptive acts or practices 
in commerce, are hereby declared unlawful. 

The Commission is hereby empowered and directed to prevent persons, partnerships, or 
corporations, except banks, common carriers subject to the Acts to regulate commerce, air 
carriers and foreign air carriers subject to chapter 9 of Title 49, and persons, partnerships, 
or corporations subject to sections 181-203, 205-228 and 229 of Title 7, except as provided in 
section 227 of said title, from using unfair methods of competition in commerce and unfair or 
deceptive acts or practices in commerce. 

2. Section 1125. False designations of origin and false descriptions forbidden 

(a) Any person who shall affix, apply, or annex, or use in connection with any goods or 
services, or any container or containers for goods, a false designation of origin, or any false 
description of representation, including words or other symbols tending falsely to describe or 
represent the same, and shall cause such goods or services to enter into commerce, and any 
person who shall with knowledge of the falsity of such designation of origin or description or 
representation cause or procure the same to be transported or used in commerce or deliver 
the same to any carrier to be transported or used, shall be liable to a civil action by any 
person doing business in the locality falsely indicated as that of origin or in the region in 
which said locality is situated, or by any person who believes that he is or is likely to be 
damaged by the use of any such false description or representation. 
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unlawful, gives no right of action to private litigants based on such unlawful 
acts. The Federal Trade Commission is set up to enforce the provisions of the 
Act, and relief from alleged violations must be sought from the Commission in 
the first instance and not from the courts. Moore v. New York Cotton Exchange, 
270 U. S. 593, 603; National Fruit Product Co. v. Dwinell-Wright Co.; 47 F. Supp. 
499, 504. Moreover, even if such a right of action did exist, it could be based 
only on practices taking place “in commerce,” which, as defined in the Act, means 
“in interstate commerce.” Here there is no allegation that any of the acts of 
which plaintiff complains have taken place in interstate commerce. The general 
allegation that defendant National Union Sales, Incorporated is engaged in inter- 
state commerce is not a sufficient allegation that the subject matter of this suit 
involves interstate commerce. The specific allegations of the complaint deal solely 
with practices in the conduct of a single retail clothing store, a business essentially 
local in character. Brosious v. Pepsi-Cola Co., 155 F. 2d 99 [36 T. M. R. 147], 
and cases there cited. There is no allegation that such local activity has even 
an indirect effect on interstate commerce. Moreover, to bring such activities within 
the scope of the Federal Trade Commission Act, they must themselves be in com- 
merce; it is not enough that they affect commerce. Federal Trade Commission 
v. Bunte Brothers, Inc., 312 U. S. 349, 355. 

For the same reason, the plaintiff has stated no cause of action under section 
43(a) of the Lanham Trade-Mark Act. There is no allegation that after the 
making of any misrepresentation in regard to the goods of any of the defendants 
caused such goods to enter into commerce, even though an allegation of such 
subsequent connection of the goods with commerce is an essential element of the 
cause of action created by the Act. It is true that “commerce” as used in the Act 
is denied broadly as “all commerce which may lawfully be regulated by Congress” 
(15 U. S.C. A., section 1127). This definition, though broad, is not all-inclusive. 
Business essentially local in nature is still outside the scope of its terms in the 
absence of some relationship to interstate commerce sufficient to bring it within 
the limit of Congressional power. The complaint does not allege such a relation- 
ship nor any facts nor circumstances from which such a relationship can be inferred. 

Moreover, the false representations of which plaintiff complains are not such 
as fall within the scope of section 43(a) of the Lanham Act. It is true that the 
section speaks of “any false description or misrepresentation,” but this must first 
be interpreted in the light of the succeeding phrase which explains these words 
as including words or symbols tending falsely to describe or represent, not any 
fact, but the goods or services in connection with which the description or repre- 
sentation is used. The intent of Congress in passing the Act is set forth in the 
final paragraph of section 1127.4 Only one phrase of that paragraph fails to use 


3. Section 1127. Construction and definitions; intent of chapter. 

The intent of this chapter is to regulate commerce within the control of Congress by mak- 
ing actionable the deceptive and misleading use of marks in such commerce; to protect registered 
marks used in such commerce from interference by State, or territorial legislation; to protect 
persons engaged in such commerce against unfair competition; to prevent fraud and deception 
in such commerce by the use of reproductions, copies, counterfeits, or colorable imitations of 
registered marks; and to provide rights and remedies stipulated by treaties and conventions 
respecting trade-marks, trade names, and unfair competition entered into between the United 
States and foreign nations. 
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the word “mark.” And that phrase (“to protect persons engaged in such com- 
merce against unfair competition”) must in such a context be construed to refer 
not to any competitive practice which in the broad meaning of the words might 
be called unfair, but to that “unfair competition” which has been closely associated 
with the misuse of trade-marks, 7.e., the passing off of one’s own goods as those 
of a competitor. It is clear, both from this statement of the intent and from a 
reading of the Act as a whole, that the primary purpose of the Act was to eliminate 
deceitful practices in interstate commerce involving the misuse of trade-marks, but 
along with this it sought to eliminate other forms of misrepresentations which are 
of the same general character even though they do not involve any use of what 
can technically be called a trade-mark. The language of section 43(a) is broad 
enough to include practices of this latter class. But the section should be con- 
strued to include only such false descriptions or representations as are of sub- 
stantially the same economic nature as those which involve infringement or other 
improper use of trade-marks. It should not be interpreted so as to bring within 
its scope any kind of undesirable business practice which involves deception, when 
such practices are outside the field of the trade-mark laws, and especially when 
such undesirable practices are already the subject of other Congressional legisla- 
tion, such as the Federal Trade Commission Act. The deceitful practices of which 
plaintiff here complains involve no false description or representation of the goods 
themselves or false designation of origin. All that is alleged is conduct by which 
members of the public are led to purchase clothing at a certain retail store, not 
because they have been deceived in any way as to the nature, quality, or origin 
of the goods offered for sale there, but because they have been led to a false belief 
that by such purchases they would be conferring a financial benefit upon a labor 
organization to which they were disposed to give their support. Such a practice 
does not fall within the scope of section 43(a) of the Lanham Trade-Mark Act. 

I conclude, therefore, that the complaint fails to state any cause of action under 
the federal statutes upon which plaintiff bases its case. Diversity of citizenship 
being lacking, there is here no cause of action over which this court has jurisdic- 
tion. 

Defendants’ motion to dismiss are allowed. 





DESCO SHOE CORPORATION v. NEW ENGLAND SHOE 
MANUFACTURING COMPANY 


No. 8689—U. S. D. C. D. Mass.— October 25, 1949 


TRADE- MARKS—SECONDARY MEANING—PARTICULAR INSTANCES 
On facts of record, the word “Desco,” alone or in combination, held to have acquired 


secondary meaning signifying plaintiff’s product. 
Plaintiff’s mark ‘“Desco” held not of a nature entitled to broad protection; nor to 
preclude others from adopting marks ending in “co.” 
CourTS—J URISDICTION—AMOUNT IN CONTROVERSY 
On facts of record, the alleged dilution of plaintiff’s trade-mark rights held to exceed 
$3,000 exclusive of interests and costs. 
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CourTts—ConFLicr oF LAws—APPLICABLE LAW 
In suit where jurisdiction is based upon diversity of citizenship, federal court required 
to apply local, common and statutory law. 
TRADE-MARKS—MarKs Not CoNFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Toni-Gay, made by Nesco of Boston,” “Rompees, by Nesco of Boston,” and “Hi-Jinks, 
by Nesco of Boston,” held not confusingly similar to “Desco” used on identical goods. 
CourTS—PRELIMINARY INJUNCTIONS—GENERAL 
CourTs—STATUTORY CONSTRUCTION—MASSACHUSETTS GENERAL LAws, CHAPTER 110, SEc- 
TION 7A 
On facts of record, in absence of any evidence of confusion, preliminary injunction 
denied where differences between the marks are so obvious that it would be highly unlikely 
that any retailer or customer could be confused, and where construction of Massachusetts 
statute is so uncertain that view of any single judge may be in error, and where even 
if hearing were on final injunction and Court had determined that plaintiff were entitled 
to relief under the statute, it would suspend enforcement of the injunction pending an 
appeal. 


Trade-mark infringement suit by Desco Shoe Corporation against New Eng- 
land Shoe Manufacturing Company. Plaintiff’s motion for preliminary injunction 
denied. 


Ely, Bartlett, Thompson & Brown and Charles W. Bartlett, of Boston, Mass., for 
plaintiff. 
John J. Ryan, Jr., of Haverhill, Mass., for defendant. 


WyzanskI, D. J.: 


This is a hearing upon an application for a preliminary injunction. Despite 
the fact that an answer has already been filed by the defendant, plaintiff’s counsel 
has made it clear that he does not want this to be regarded as a hearing on a final 
injunction. 

Desco Shoe Corporation, the plaintiff, is a corporation organized under the 
laws of New York and doing business in Long Island City, New York. It is a 
manufacturer of women’s shoes. It sells its shoes to jobbers, chain stores, mail 
order houses, department stores, and other retailers. It does business on a na- 
tional scale, with an annual volume of approximately three and one-half million 
dollars. Its Massachusetts volume is in the neighborhood of a quarter of a million 
dollars. Except where it manufactures for a particular custom demand by some 
retail enterprise, Desco Shoe Corporation sell its shoes under the name of 
“Desco,” or under the name of “Heavenly Shoes by Desco,” or under the name 
of “Utopian Shoes by Desco,” or some name roughly similar to what I have just 
given. 

The names just given appear customarily upon the sock lining of the shoe. 
They also appear upon the box or carton in which the shoe is packed. Generally, 
but not invariably, the type of print used is italic; sometimes block lettering is 
used. 

Desco Shoe Corporation has advertised its product in trade journals such as 
Footwear News and Women’s Wear. It has supplied mats for retailers to adver- 
tise its shoes to ultimate consumers. Such advertisements to ultimate consumers 
appear in daily newspapers and the like. 
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Among the retailers to whom the plaintiff has sold goods are 125 Massachu- 
setts retail outlets. Some of these outlets are large department stores, some chains, 
some individual stores. Some of these outlets are located in Boston, others in 
Worcester, others in Springfield, and others elsewhere in the Commonwealth. 
The plaintiff has dealt with these or other Massachusetts retailers over a period 
of ten years. 

From the foregoing facts, I find as an ultimate fact that within Massachusetts, 
the name “Desco” standing alone, and the name “Desco” standing in conjunction 
or combination with other words such as “Heavenly Shoes by Desco,” is familiar 
to Massachusetts retailers. The name “Desco” has acquired a secondary meaning, 
signifying that women’s shoes with that name alone, or in combination, are the 
product of Desco Shoe Corporation. In short, the plaintiff does have a valid 
common law trade-mark with respect to the word “Desco” standing alone or in 
certain combinations. 

About 1946, there was a company doing business in Massachusetts under the 
name of New England Shoe Company—not the defendant in this case. That 
company was a wholesaler or jobber of women’s shoes. It had an office at 181 
Lincoln Street, Boston, and it operated under the general direction of Mr. Ash. 
This company had marketed shoes under the name “Nesco,” or with a reference 
to “Made by Nesco.” Shoes so marketed had been sold to the John Irving Shoe 
Company, among others. While he was associated with the John Irving Shoe Com- 
pany, Matthew Krassner became aware of both “Desco” shoes and “Nesco” shoes. 
He did not, so far as the evidence before me indicates, know of any disagreement 
or any dispute between Desco Shoe Corporation and the company known as New 
England Shoe Company. 

About May, 1948, Mr. Krassner considered purchasing the business of the 
New England Shoe Company. Upon investigation, however, he found that the 
financial condition of that company was such that it was not desirable for him 
to purchase it. Instead, with the acquiescence of Mr. Ash, Mr. Krassner formed 
a Massachusetts corporation New England Shoe Manufacturing Company, which 
is the defendant in this case. This company did not buy all the assets or assume 
all the liabilities of New England Shoe Company. However, New England Shoe 
Manufacturing Company did enter the premises at 181 Lincoln Street, Boston, 
where New England Shoe Company had operated. Mr. Ash gave the new com- 
pany the right to use the trade names which the old company had used. 

The new company marketed shoes manufactured by other companies and 
sold these shoes to retailers throughout the country and within Massachusetts. 
The new company’s annual national volume is in the neighborhood of $900,000, 
and its Massachusetts volume is not less than $150,000, and may be a quarter of 
the total annual sales. The new company’s customers include various types of 
retail outlets in Massachusetts, including principally individual retail stores, and 
some chains. 

The new company markets women’s shoes of three principal types, high heel 
shoes, flat heel shoes and Cuban heel shoes. The high heel shoes, sometimes called 
high platform anklet shoes, are marketed with the name “Toni-Gay, by Nesco 
of Boston.” The flat heel shoes, sometimes called sport oxfords, are marketed 
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under the name “Rompees, by Nesco of Boston.” And flat heel shoes are mar- 
keted under the name “Hi-Jinks, by Nesco of Boston.” The Cuban heel shoes are 
marketed under the name “Toni-Gay, Made by Nesco of Boston.” In each case, 
the lettering on the shoe, and on the box which contains the shoe, is in block letters, 
or in other lettering which in any event is not italic. In the labels, the word 
“Nesco” is never used alone; always, reference is made to the particular type of 
shoe, that is, “Toni-Gay,” or “Hi-Jinks,” or “Rompees,” and always reference is 
made to the fact that “Nesco” is “of Boston.” 

New England Shoe Manufacturing Company, the defendant, has advertised 
by circulating folders or mailing pieces to retail stores and by inserting occasional 
advertisements in the Boot & Shoe Recorder, in Women’s Wear and The Shoe 
Register. All these media are primarily directed to the retail trade. At the pres- 
ent time, the defendant has an inventory of approximately 70,000 pairs of shoes, 
having a value of approximately $225,000. 

While the defendant’s principal officer and stockholder, Mr. Krassner, was 
aware of the existence of Desco Shoe Corporation in May, 1948, he had no in- 
tention to take or use a name which would deceive persons into assuming that 
the product marketed by New England Shoe Manufacturing Company came from 
the same source as “Desco” shoes. 

There is no evidence that any retailer, or indeed, any ultimate customer or 
consumer, has been confused into supposing that shoes made “By Nesco of Boston” 
come from the same source as “Desco” shoes. 

Upon the evidence so far received, there is no reason to suppose that retailers 
or ultimate customers or consumers would be misled as to the source of the shoes 
marketed by New England Shoe Manufacturing Company. All these shoes, and 
all the cartons which contain them, use the phrase “By Nesco of Boston,” to- 
gether with the particular description of the particular type of shoe sold, that is 
to say, “Toni-Gay,” or “Rompees,” or “Hi-Jinks.” Even by themselves, the 
words “Desco” and “Nesco” might readily be distinguished by the strong differ- 
ence between the initial consonants, which is much greater than the distinction 
which was found to be significant between the words “Coca-Cola” and “Polar 
Cola.” See Coca-Cola Company v. Snow Crest Beverages, 162 F. 2d 280 (C. C. A. 
1). When the word “Nesco” is used, not alone, but as it has been used by the 
defendant, as part of a phrase “By Nesco of Boston,” there is very little danger 
of confusion with a company of national renown having its offices exclusively in 
New York. Such danger of confusion as there is, is further diminished when, 
as is the situation in the case at bar, the phrase “By Nesco of Boston” is never 
used alone, but always used in connection with distinctive words, such as “Toni- 
Gay,” “Rompees” and “Hi-Jinks.” 

Upon the basis of the foregoing facts, and bearing in mind that I am here con- 
sidering only the issuance of a temporary injunction, I make the following con- 
clusions of law. 

There is involved in the case at bar an amount in controversy in excess of 
$3,000, exclusive of interest and costs. Plaintiff's trade-mark has a value mag- 
nified by the size of the annual business which it does, and which must be assumed 
to be profitable. Without trying to state precisely the value of the mark, it seems 
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to me beyond question that the mark would be depreciated by more than $3,000 
if the conduct which the defendant has engaged in is, as a matter of law, a tort, 
and is the sort of conduct which can be enjoined by a court of equity. Applying 
the test laid down in Food Fair Stores, Inc. v. Food Fair, Inc., decided by the 
Court of Appeals for this Circuit on September 21, 1949, I conclude that the alleged 
dilution of the plaintiff's mark, that is, the alleged destruction of that mark’s spe- 
cial signification or secondary meaning may reasonably be thought to exceed $3,000, 
exclusive of interest and costs. In so concluding, of course, I do not at this stage 
of my conclusions pass upon the merits of plaintiff’s case. 

In this case, founded upon the diversity jurisdiction of this Court, I am re- 
quired to apply Massachusetts law, including not only the common law, but Massa- 
chusetts General Laws (Tercentenary Edition) Chapter 110, Section 7A, inserted 
by Massachusetts Statute, 1947, Chapter 307. See Food Fair Stores, Inc. v. 
Food Fair, Inc., supra. 

Apart from the Massachusetts statute just cited, I am clear that plaintiff 
would not be entitled to any relief. The trade-mark used by the plaintiff is 
hardly an original mark in the sense that it required inventive ability, such as was 
displayed by the word “Kodak.” It is the most common type of mark used in 
American business, ending in the letters “co.” It is a mark which, while it may 
be widely known in the shoe trade, can hardly be allowed to preclude other shoe 
companies from adopting trade-marks which also end in “co.” Whatever might 
be thought of the right of the plaintiff to complain of a trade-mark which began 
with a “B” instead of a “D,” it seems to me plaintiff has no justified complaint 
against a trade-mark which begins with a letter so different from “D” as is the 
letter “N,” and which is never used except with specific reference to the City of 
Boston, and with specific reference to the particular type of shoe being marketed. 
These differences between the plaintiff’s mark and the defendant’s mark are so 
obvious that it would be highly unlikely that any retailer or any customer could 
be confused, and there is no evidence which indicates that confusion has actually 
occurred. Therefore, no relief could be allowed the plaintiff at common law or 
in non-statutory equity. Coca-Cola Company v. Snowcrest Beverages, 162 F. 
2d 280 (C. C. A. 1). 

The situation under the statute enacted in 1947 presents much greater legal 
difficulty. Equitable relief is authorized if either one of two situations exist— 
first, if there is “likelihood .... of... . injury to reputation,” and second, if 
there is “likelihood . . . . of dilution of the distinctive quality of a trade name or 
trade-mark.”’ The construction of this statute is so uncertain that I feel that I 
should not issue a temporary injunction even if I construe the statute in the way 
most favorable to the plaintiff. Indeed, even if this were a hearing on a final in- 
junction, and I determined that the plaintiff were entitled to relief under the 
statute, I should suspend the enforcement of the injunction pending an appeal, 
for I am well aware that the view of any single judge upon such a statute may 
be in error, and it would be most unjust virtually to put defendant out of business 
or force the defendant radically to change its methods of marketing, prior to a 
final and authoritative determination. 

Hence, I deny the application for a temporary injunction. I add, however, 
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as a word of caution, that I have heard only two witnesses, and that it may well 
be that upon the full trial of the case the situation will be developed quite differ- 
ently from the way it has been developed before me. 





MORSE-STARRETT PRODUCTS CO. v. STECCONE, etc. 
No. 27081-E—U. S. D. C. N. D. Cal.—October 25, 1949 


TRADE-MARKS—ACQUISITION OF RIGHTS—GENERAL 

A trade-mark must be used on the commodity or its container; it must be physically 
affixed thereto. 

Irrespective of validity of registrations, if one has built up a “secondary meaning” 
through the use of a trade name or trade-mark, such use will be protected against unfair 
competition. 

A trade name acquires a secondary meaning when it identifies the product in the mind 
of the public as that of a particular producer. 

On facts of record, plaintiff held to have built up a secondary meaning in defendant's 
surname “Steccone” which is entitled to protection. 

Licensee under a patent may acquire trade-mark rights enforceable against licensor. 

TRADE-M ARKS—REGISTRABILITY—SURNAMES 

Failure of plaintiff to disclose to Patent Office that “Steccone” was a surname, in 

obtaining 1905 Act registration, held irrelevant. 
CourTs—]J URISDICTION—GENERAL 

Federal courts have jurisdiction over unfair competition case, between citizens of same 
state, where claim of unfair competition is joined with substantial and related claim under 
federal trade-mark statutes. 

TRADE-MARKS—ABANDONMENT—NAKED LICENSES 

Owner of a trade-mark wishing to license its use to another and still retain rights stem- 
ming therefrom must maintain control of nature and quality of goods of licensee bearing 
mark. 

On facts of record, defendant neither exercised nor attempted to exercise such control. 

TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—SCOPE OF RELIEF—PARTICULAR IN- 
STANCES 

Defendant restrained from using his surname “Steccone,” as trade-mark on squeegees; 
and from so using his name that reasonably attentive purchasers cannot readily distinguish 
between products of plaintiff and defendant. 

Defendant may make, advertise and sell squeegees as products of “Steccone Products 
Company,” or as his product, so long as name “Steccone,” used alone or in combination, 
is accompanied by sufficient explanatory material so as to clearly differentiate his goods 
from plaintiff's. 


Trade-mark infringement and unfair competition suit by Morse-Starrett Prod- 


ucts Co. against Ettore G. Steccone, doing business as Steccone Products Co. 
Judgment for plaintiff. 


Mellin & Hanscom, Oscar A. Mellin, and Jack E. Hursh, of San Francisco, Cal., 
for plaintiff. 
I. M. Peckham and James M. Naylor, of San Francisco, Cal., for defendant. 


ERSKINE, D. J.: 
Memorandum Opinion 


Most, if not all of the facts in this case, are virtually admitted. The difficulty 
in deciding this action stems more from the confusion in the decisions which are 
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or are claimed to be applicable. The plaintiff’s action is based upon a claimed 
infringement of a trade-mark registered under the Acts of 1905 and 1946, and 
alleged unfair competition arising by virtue of the use of that trade-mark by 
defendant. The defendant filed an answer and cross-complaint denying many of 
the averments of the complaint, claiming that the right to use the trade-mark in 
dispute is solely that of defendant, and asking for an injunction against its use by 
plaintiff, and for damages claimed to have been suffered by defendant because 
of plaintiff’s alleged unauthorized use of said trade-mark. 
The salient facts are as follows: 


The defendant states that in 1934 he invented the window squeegee, a device 
for window cleaning, and started making and selling it in January, 1935. (On 
Page 17 of his deposition defendant says he commenced to make and sell them 16 
months before November, 1938. But this discrepancy between his statements at 
the trial and in his deposition is immaterial and is explained by his further statement 
that after the deposition was taken he found an order for a squeegee sold by him 
dated January, 1935). Defendant before January, 1935 had been a window cleaner 
both in the San Francisco bay area and in the East. He was an organizer, charter 
member and perpetual vice-president of the East Bay local of that trade union, 
and a delegate to their state and national conventions. After inventing the 
“squeegee” he applied for and was granted a United States patent (No. 2,123,638) 
on the device. He began his manufacturing operations under the name of “New 
Deal Manufacturing Co., E. Steccone,” and impressed on the metal handles the words 
“New Deal Patent Pending.” He did not mark the rubber part of the squeegee. 
He continued making and selling those squeegees with the handles marked “New 
Deal” until December, 1938. During this period he circularized the trade through- 
out the United States soliciting the sale of his product under the name of “New 
Deal.” 

In November, 1938 he licensed the manufacture and sale of this patented de- 
vice to plaintiff subject to the cancellation or disposal of his previous contract with 
one Dormeyer. When it became apparent the Dormeyer contract could not be 
disposed of, the defendant on December 3, 1938 entered into a supplemental license 
agreement with plaintiff wherein he indemnified plaintiff against all loss which 
plaintiff might suffer by reason of the Dormeyer contract. Upon the making of 
these two contracts and pursuant to the terms therein, defendant turned over to 
plaintiff, at cost less depreciation, his dies, tools, material and equipment used in 
the making of the squeegees. He also gave plaintiff his customers list and retired 
from the business. 

Defendant admits he had never used the disputed trade-mark “Steccone,” or 
his own name in any form, on his squeegees prior to his license agreements with 
plaintiff. His business had been identified as “New Deal Manufacturing, E. Stec- 
cone,” and the metal handles of the squeegees had been marked “New Deal,” 
and had been advertised and sold under that name. Several witnesses for plaintiff 
from San Francisco, Oakland and San Jose testified they had followed the occu- 
pation of window cleaner and had known defendant for many years; that he had 
invented the squeegee in question; and that although it was marked “New Deal,” 
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whenever they purchased a squeegee from a dealer they asked for and called it 
the “Steccone” squeegee. These statements related to the years from 1935 to 
1938. 

After the agreement of December 3, 1938, and on or about January 1, 1939, 
plaintiff commenced to make and sell the device invented by defendant pursuant to 
the license agreements of November and December, 1938. At or about this time 
the officials of the plaintiff discussed the name under which they would sell the 
squeegee. They decided to dispense with the term “New Deal’ and to adopt the 
name “Steccone.” They told the defendant that this was their purpose. He made 
no objection. According to Paul, one of plaintiff’s officials, they did not ask 
Steccone if it were agreeable to him, but told him this was their intention, and he 
made no objection. Morse, the president of plaintiff company, stated he talked to 
defendant shortly after the license agreement of December, 1938 was obtained, 
told defendant that he did not like the name “New Deal,” and suggested it be 
called “Steccone”; the defendant was pleased and agreed. Morse further stated 
that nothing was said about how long that mark could be used, but he under- 
stood it was to be as long as his company made and sold the squeegee. Paul says 
that one of the reasons which actuated them in calling the article “Steccone” was 
the fact that there was another squeegee on the market called “Ideal,” and it 
was desired to prevent any confusion about the articles. Morse stated he thought 
it would please defendant. Defendant contends in his briefs that the reason plain- 
tiff adopted this name was that the article was already known to the public as 
the “Steccone” squeegee, although it was marked “New Deal” squeegee. At 
any rate it is conceded by both parties that when plaintiff adopted the mark 
“Steccone” and impressed it upon the rubber squeegee itself, as well as on the 
handle, and thus sold the article, defendant raised no objection. 

At the time defendant was told plaintiff intended to use this mark nothing 
was said about the length of time it could be used. There was no written agree- 
ment respecting its use. Nothing appears in the license agreements or in the 
letter of December 12, 1938 transferring the inventory, dies, and equipment from 
defendant to plaintiff respecting its use or the use of any trade-mark. Apparently 
no consideration passed from plaintiff to defendant for its use, if such consideration 
were necessary. Nothing was said about registering the mark. Nothing was said 
about the transfer of the business or goodwill, if any, by defendant to plaintiff. 

Early in 1939 plaintiff procured a rubber stamp and red ink and proceeded to 
cut and stamp the rubbers used in the squeegee with the mark, which consisted 
of the name “Steccone” enclosed in a red oval. About the middle of July, 1939 
plaintiff commenced to impress the same mark on the metal handles of the squeegee. 
Plaintiff has continued to so mark the rubbers and handles of the squeegees up 
to the present time. On June 13, 1939 plaintiff applied under the Trade-Mark 
Act of 1905 for registration of the mark ‘“Steccone” with an oval around the name. 
On October 3, 1939 this mark was registered in the Patent Office. According to 
defendant this registration was obtained without his knowledge or consent. 

On October 31, 1940 the Circuit Court declared the defendant’s patent invalid 
for lack of novelty and for anticipation. Morse Starrett Co. v. Standard American 
Co., 115 F. 2d 574. 
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It will be noted that plaintiff herein was also plaintiff in that action, attempting 
to uphold the validity of the patent and thus the validity of its license from defendant 
under which it had manufactured and sold the squeegees for nearly two years. 
After this decision, and on or about November 13, 1940, plaintiff by letter cancelled 
the license agreement because of the annulment of the patent. So far as the 
record shows, defendant made no objection to this cancellation or to the plaintiff’s 
continuation in the business of making and selling the squeegee under the name 
“Steccone” until approximately two years later. On October 16, 1942 defendant 
caused a letter to be written to plaintiff demanding that it discontinue using the 
name “Steccone” on the squeegee. In the meantime, approximately a two-year 
period, plaintiff continued to manufacture, advertise and sell the device nationally 
under the trade-mark “‘Steccone.” Defendant explains his delay from November, 
1940 to October, 1942 in demanding that plaintiff discontinue the use of the trade- 
mark by saying he realized plaintiff had on hand a stock of goods marked “Stec- 
cone,” and he thought it was no more than right to allow plaintiff to get rid of 
them. He did not, however, convey this idea to plaintiff. Upon receipt of this 
letter of October 16, 1942 plaintiff caused defendant to be notified that plaintiff 
had registered the mark and would not discontinue its use. 

Sometime in 1945 defendant claims he decided to embark again in the manu- 
facture and sale of this squeegee. This was three years after the exchange of 
letters between plaintiff and defendant above referred to, during which time plain- 
tiff had continued making, advertising, and selling its product throughout the 
United States under the name “Steccone.” Defendant contends he then applied to 
Goodrich Tire Co., his former supplier, to make the rubbers with his name “Stec- 
cone” on them, but that Goodrich refused to do so on the ground that plaintiff 
claimed the mark. Plaintiff had notice of this action by defendant because in July, 
1945 Goodrich who was making the rubbers for plaintiff advised plaintiff that de- 
fendant had requested Goodrich to make rubbers for him and mark them “Stec- 
cone.” Plaintiff advised Goodrich that it owned the mark and guaranteed Goodrich 
against any liability for continuing to make and mark the rubbers for it. 

Between 1945 and 1947 there were no further developments except for defend- 
ant’s efforts to get rubber for his squeegee. Various manufacturers thereof offered 
to sell to him, but he declined to purchase because he felt the material was unsatis- 
factory. Prior to March 28, 1947 defendant contacted the American Rubber Manu- 
facturing Company in Emeryville, California, to manufacture the rubber desired 
by him. On March 28, 1947 the attorney for plaintiff wrote that company protest- 
ing its manufacture of squeegees for the defendant bearing the mark “Steccone,” 
on the ground that plaintiff owned the mark. Prior to March 28, 1947 defendant 
also had made arrangements with the “Direct Mail Advertising Service” of Oak- 
land to circularize the window cleaning trade respecting the squeegee proposed to 
be made and sold by defendant under the firm name of Steccone Products Co., 
using the trade-mark “Steccone.”’ On that date plaintiff’s attorney wrote a letter 
to the above-mentioned concern protesting the use of the mark “Steccone.” On 
April 4, 1947 plaintiff filed this action. On May 20, 1947 defendant filed his 
answer and cross-complaint. 

We are thus faced with a situation involving several years of continued and 
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increasing effort by plaintiff to expand the sale of this article under a particular 
trade name. On the other hand we have a defendant who failed with but minor 
exceptions to take any affirmative step to halt what he alleges was an unauthorized 
use of his name. It appears that defendant was notified in November, 1940 that 
the license was cancelled. He knew almost two years previous that plaintiff was 
using the mark. He knew, or should have known, from November, 1940 that 
plaintiff was expending considerable sums of money in making, selling and adver- 
tising this article as the “Steccone” squeegee. He also knew at various times 
that plaintiff was taking steps to prevent defendant from doing the same. Despite 
such knowledge defendant allowed plaintiff to continue to make and push the sale 
of the squeegees at considerable cost and expense. Until October 16, 1942 he said 
nothing. Subsequent to the letter of October 16, 1942 he did nothing in the way 
of affirmative action until his cross-complaint was filed in May, 1947. During 
the entire period from January, 1939 until May, 1947 defendant took no legal 
action to claim that this mark was his own. 

Defendant excuses this seven-year delay in taking any affirmative legal action 
upon two grounds: (1) As heretofore stated, that he did not even write a protest 
letter until October, 1942 because he thought it fair to let plaintiff get rid of its 
stock on hand. (2) That from 1942 until 1945, because of the war effort, there 
was no rubber available satisfactory to him, so he made no attempt to go into 
the business of manufacturing these particular squeegees. No explanation is given 
for the delay between 1945 and 1947 except the fact that Goodrich, in compliance 
with plaintiff's demands, refused to make and mark the rubbers defendant desired. 

It may be true that between November, 1940 and October, 1942 defendant did 
nothing because he thought that during this approximately two-year period plain- 
tiff would be able to sell whatever goods it had on hand marked “Steccone,” but 
he never so advised plaintiff. Moreover, he did not during said period tell plain- 
tiff not to push the sale of the article under that name after plaintiff had used 
up the articles so manufactured and marked prior to November, 1940. 

It also may be true that defendant desisted from going into the same business 
from October, 1942 to 1945 or 1947 because of the national inhibitions against 
the use of the type and grade of rubber he felt was necessary for his squeegee, 
but he never so advised plaintiff. Defendant claims that from April, 1942, pur- 
suant to orders of the War Production Board, until May 2, 1947 the use of syn- 
thetic or scrap rubber or any rubber at all for squeegees was prohibited, and that 
at the same time the Board prohibited the manufacture of handles for squeegees 
out of copper, brass, or steel, or alloys thereof, and that accordingly he was pre- 
vented, without his fault, from manufacturing and selling the article. 

On the other hand, the testimony of defendant’s own witnesses was that during 
the period from 1942 to 1947 rubber for squeegees was available to defendant 
from them, but that he objected to the quality thereof. One of these witnesses 
stated that the rubber used by plaintiff was inferior to that which defendant de- 
sired. 


Regardless of the reason, defendant did not get into production until 1945 or 
later, while plaintiff continued to produce and sell squeegees from January, 1939 
until the trial of this case in April, 1949. As will be noted hereafter, plaintiff's 
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basic rights stem from this continuous, exclusive and ever increasing production 
and sale of the squeegee marked “Steccone” over this period of six to ten years. 
During this period the defendant made no legal effort and took no legal action 
to prevent plaintiff from making and selling the article under the mark “Steccone” 
with the exception of the letter of October 16, 1942 and his cross-complaint filed 
in May, 1947. 

Defendant claims that sometime before 1940 or 1941 he invented a flexible 
squeegee of a different design than those manufactured and sold by plaintiff, and 
that in 1940 or 1941 he commenced the manufacture and sale of them under the 
name of Steccone Products Co. and marked them “Steccone.’’ Apparently the war 
restrictions did not prevent his making these flexible squeegees. 

According to plaintiff’s evidence, from January, 1939 until the date of the 
trial, plaintiff carried on a sales promotion campaign to build up a market for, 
trade acceptance of, and distribution of the squeegee manufactured and sold by it 
under the name of “Steccone.” According to its evidence, during that period it 
spent in excess of $18,000 in advertising and promotion of its “Steccone” squee- 
gee and developed an established market in thirty-nine states and one hundred 
eighty-one cities. At the time of the trial it claimed to have 522 distributors scat- 
tered throughout the various cities in the United States, each of which had a large 
number of customers who are actual users of its squeegees. Even defendant ad- 
mitted that plaintiff was turning out vast numbers of the squeegees as early as 
October, 1942. From February, 1939 to October, 1940, when the patent was 
declared invalid, plaintiff's sales of the squeegees amounted to $14,590.00, but 
from February, 1939 to March 31, 1949, a few days before the trial of this action, 
they were in excess of $250,000. Thus, since the cancellation of the patent license 
agreements plaintiff has developed a nation-wide market for its squeegees marked 
“Steccone,’ and a considerable goodwill in the business of manufacturing and 
selling squeegees under the trade-mark “Steccone.” 

On October 13, 1947, after the commencement of this action, plaintiff filed 
in the United States Patent Office an application for Trade-Mark Registration 
under the Act of 1946 for the trade-mark “Steccone.” Said registration was issued 
on October 5, 1948. 

The foregoing is a statement of the facts of this case as they appear to me. 
It is clear from these facts that until plaintiff, as licensee of defendant, used the 
mark “Steccone” there was no pre-existing trade-mark use of the name “Stec- 
cone.” It is generally held that a trade-mark must be used on the commodity it 
is designed to identify, or on its container; it must be physically affixed thereto. 
Am. Broadcasting Co. v. Wahl, 121 F. 2d 412 [31 T. M. R. 237]; Western Stove 
Co. v. Geo. D. Roper Corp., 82 F. Supp. 206 [39 T. M. R. 214]; 1 Nims, Law 
of Unfair Competition and Trade-Marks, 4th Ed., p. 636. 

This is also significant for the reason that in the many cases relied upon by 
the defendant there was involved the licensing of a trade-mark already in exist- 
ence or an express contractual agreement respecting the use of a particular mark 
or name. In the case at bar the use of the mark “Steccone” was built up and 
promoted by plaintiff after the license was given, not before. 

Plaintiff’s primary reliance is upon his rights as owner of a trade-mark reg- 
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istered under the Act of 1905. Defendant asserts that registration of the mark 
by plaintiff was illegal and fraudulent because in the application for such regis- 
tration plaintiff did not disclose to the Patent Office that the name “Steccone” 
was a surname. This contention seems irrelevant. There is nothing in the Act 
of 1905 which requires the registrant to disclose that the trade name in question 
is a surname. Defendant also asserts that the trade-mark was not registrable 
because of the provision in the Act that “no mark which consists merely in the 
name of an individual not written, printed, impressed, or woven in some par- 
ticular or distinctive manner . . . . shall be registrable.” The mark registered 
by the plaintiff was the surname Steccone enclosed by a simple oval. 

The cases seem to be in great confusion as to this requirement of “distinctive- 
ness” in a surname used as a trade-mark. This court will not attempt to resolve 
the confusion, since it appears that a holding on this point is not necessary to 
grant plaintiff effective relief. Irrespective of whether a trade-mark has a valid 
registration under either the 1905 Act or the 1946 Act, if one has built up a so- 
called “secondary meaning” through the use of a trade name or trade-mark, this 
use will be protected by the court against unfair competition. Brooks Bros. v. 
Brooks Clothing of California, 60 F. Supp. 442, 450 [35 T. M. R. 99]; 1 Nims, 
Unfair Competition and Trade-Marks, 4th Ed., Ch. IV and cases cited therein. 

Defendant questions the jurisdiction of this court to determine the question 
of unfair competition in this case, since there is neither diversity of citizenship 
nor an express finding that there is a valid registered trade-mark. Defendant 
is in error in this contention. The District Courts have jurisdiction over an action 
asserting a claim of unfair competition, irrespective of diversity of citizenship, 
when joined with a substantial and related claim under trade-mark laws. This is 
the rule under Federal Court decisions (Hurn v. Oursler, 289 U. S. 238 [23 
T. M. R. 267]) and has now been enacted into the Judicial Code, 28 U. S. C. A. 
1338. 

Whether state law rather than federal law must govern the issue of unfair 
competition, in the absence of a finding that the trade-mark was validly regis- 
tered, need not be decided here, since no relevant distinction between federal and 
California law in this respect has been brought to the attention of the Court. 

Under the circumstances of this case, where the charge is one of unfair com- 
petition, the rights of the parties depend upon which if either of them can show 
that his prior use of the trade name has built up a secondary meaning in the mind 
of the consuming public. If the defendant, Steccone, can show that such a secondary 
meaning was developed through his efforts prior to 1939, he has a right which 
will be protected against unfair competition, unless lost through abandonment, 
acquiescence, or estoppel. If no such secondary meaning was gained, or was lost, 
then the plaintiff, the subsequent manufacturer of the article, may show that 
through its efforts a secondary meaning in the name has been developed, giving it 
a right entitled to protection. 

A secondary meaning is briefly defined in Macy & Co. v. Colorado Clothing 
Mfg. Co., 68 F. 2d 690, 692 [24 T. M. R. 43], as follows: 


Words or names which have a primary meaning of their own, such as words descrip- 
tive of .. . . the maker, may by long use in connection with the goods or business of a 
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particular trader come to be understood by the public as designating the goods or busi- 
ness cf that particular trader. Such words have a primary and a secondary meaning. 


In short, a trade name acquires a secondary meaning when it identifies the 
product in the mind of the public as that of a particular producer. The test is 
whether the trade-mark has become broadly known to the public as describing a 
product of certain origin. Barton v. Rex-Oil Co., 2 F. 2d 402. 

The reason for protecting the use of a trade name which has acquired a sec- 
ondary meaning as applied to a given article is twofold: 

1. In attaining a secondary meaning the mark has come to signify in the 
public mind not only a particular article but a single source or producer of the 
article. Accordingly a mark having a secondary meaning will be protected by 
the courts in order to protect the public from confusion as to the source of the 
product. 

See: Kellogg v. National Biscuit Co., 305 U. S. 111, 118 [28 T. M. R. 569]; 
Bayer v. United States, 272 F. 505; Calif. Apparel Creators v. Wieder, 162 F. 
2d 893, 897 [37 T. M. R. 558]. 

2. In attaining a secondary meaning for a mark the owner thereof has spent 
energy, time, and money in creating such secondary meaning as applicable to goods 
of his manufacture. 

Courts will protect the creator of such a secondary meaning against another’s 
profiting from his activities, or causing him loss of sales or reputation, that is, 
preventing X from reaping where Y has sown. Garrett v. Garrett, 78 F. 472. 

These two reasons for the protection of a trade-mark which has a secondary 
meaning are well summarized in Sen. Rep. No. 1333, 79th Congress, 2nd Sess. 6 
(1946) as follows: 


(1) To protect the public so it may be confident that, in purchasing a product bear- 
ing a particular trade-mark which it favorably knows, it will get the product which it 
asks for and wants to get. 

(2) Where the owner of a trade-mark has spent energy, time, and money in pre- 
senting to the public the product he is protected in his investment from its misappro- 
priation by pirates and cheats. 


Both these reasons stem from the basic idea that a trade-mark or trade name 
represents the goodwill that has been built up by the user of the mark. 

Plaintiff contends that the word “Steccone” was never used as a trade-mark 
until its use by plaintiff in January, 1939, and therefore it was impossible for it 
to have acquired a “secondary meaning” before January, 1939, as that term is 
used and understood in the law on the subject. It contends it is impossible as a 
matter of law for a “trade-mark” which never existed as a trade-mark to acquire 
a secondary meaning. Defendant claims that the article involved could legally 
acquire the secondary meaning of a “Steccone” squeegee even though it bore 
the purported trade-mark of “New Deal” squeegee when sold between 1935 and 
1938. It is not necessary for this Court to pass upon this question because in my 
opinion the word “Steccone” did not acquire a secondary meaning before its adop- 
tion and use by the plaintiff commencing in January, 1939. It is not disputed 
that defendant adopted and used the name “New Deal” for his original squeegees, 
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and advertised and sold them nationwide under that name prior to 1939. The 
fact that during that period some of his friends in the bay area who knew he 
was the inventor thereof called them the “Steccone” squeegee and when buying 
them from dealers referred to them as such is not sufficient to establish a sec- 
ondary meaning. Nor is the fact that defendant used his name on billheads and 
receipts when selling said squeegees during said period sufficient to establish that 
the article acquired a secondary meaning during that period. 

On the other hand, from January, 1939 to the time of the trial in April, 1949, 
plaintiff has sold the squeegee manufactured by it under the name of “Steccone,” 
has during that time impressed the rubbers and handles thereof with the name 
“Steccone,” and has advertised to the trade nationally that it was the maker and 
seller of the squeegee called by that name, and as the facts heretofore recited 
indicate has built up at its sole cost and expense a considerable goodwill and 
business as the manufacturer of that article. In short, plaintiff has built up a 
secondary meaning which is entitled to protection. 

In opposing plaintiff’s claim to acquisition of a secondary meaning in the trade 
name “Steccone” defendant contends that the conversation between Morse and 
defendant about marking plaintiff’s product “Steccone” constituted a license by 
defendant to plaintiff to use the trade-mark “Steccone” for the period of time 
that plaintiff operated under the patent licensing agreements of November and 
December, 1938, and that accordingly they were joint venturees in the use of the 
name, and the use of the name reverted to defendant when the agreements were 
cancelled in October, 1940. Plaintiff contends that under the facts of this case 
there was no contract or license permissive or otherwise regarding the use of the 
name ‘‘Steccone.” There are several reasons why this contention of defendant 
cannot be sustained and plaintiff's opposing contention must be upheld. At the 
time the patent license agreements were entered into and plaintiff commenced to 
manufacture and sell the article covered by said agreements there was no trade- 
mark “Steccone” and the word “Steccone” had not acquired a secondary meaning. 
The mark “Steccone” up to that time had never been used in commerce. A 
trade-mark is created or acquired only by adoption thereof, applying or affirming 
the same to goods intended to be indicated thereby and using the same in com- 
merce. See: Trade-Mark Cases, 100 U. S. 82; Waldes v. Intern’l Mfrs. Agent, 
237 F. 502; Walter Baker & Co. v. Delapenha, 160 F. 746, 749; Columbia Mill 
Co. v. Alcorn, 150 U. S. 460; Nims, Unfair Competition and Trade-Marks, 4th 
Ed., p. 626; Hopkins on Trade-Marks, etc., 4th Ed., pp. 63-65. 

None of these things had been done at the time plaintiff commenced the mak- 
ing and selling of the article under the patent license agreements. Accordingly 
it is difficult to see how a trade-mark which was not in existence could be the sub- 
ject of a license, permissive or otherwise. Nearly all of the cases cited by defend- 
ant involved the licensing of a trade-mark already in existence, or else an express 
contractual agreement concerning the rights of the parties respecting the par- 
ticular mark or name involved. 

Moreover, it has frequently been said that a licensee under a patent licensor 
agreement can use or adopt a particular name for the product manufactured and 
sold by him under such agreement, and that he is entitled to protect that name 
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as applied to such product as against the use thereof by anyone else, including the 
licensor. 2 Callman, Unfair Competition 1067: “While it may be stated generally 
that a mere license without consideration is determinable at the pleasure of the 
licensor, yet it has been held that if the enjoyment of a license must necessarily 
be and is preceded by the expenditure of money, such license then becomes an 
agreement on a valuable consideration, and is irrevocable. (Citing 26 R. C. L. 
Sec. 48.) The same reasoning might apply where the mark has been established 
as the symbol of the licensee.” Wightman & Hough v. Nivois, 264 F. 98; Presi- 
dent Suspender Co. v. MacWilliam, 238 F. 159. 

It seems to me that the rule of these authorities and the principles expressed 
in Dodge Stationery Co. v. Dodge, 145 Cal. 380, govern this case. 

The same conclusion would be reached even if the defendant had created a 
secondary meaning in the use of his name prior to the licensing agreements with 
plaintiff. In the light of the reasons previously noted for the protection of the 
secondary meaning of a trade-mark it would seem to follow that its use cannot 
be licensed to another manufacturer of the article involved. Though it has come 
to signify in the public mind the product of one manufacturer, when allowed to be 
used by another manufacturer it loses this signification and thereby loses its 
secondary meaning. 


It has been said that the separation of a trade-mark from the particular goodwill 
for which it stands, i.e., the goodwill of the manufacturer acquired solely through the 
manufacture and sale of the trade-marked article—is a legal as well as a logical impos- 
sibility. So separated, the mark reverts to its original status of a mere name. 22 New 
York Univ. Law Quarterly 487 (July, 1948). 


Moreover, the evidence discloses that the defendant at no time after the patent 
license agreements were made exercised any degree of control over the manu- 
facture and sale of the article by plaintiff. If the owner of a trade-mark wants 
to license the use thereof to another and still retain as his own the enjoyment 
of the rights stemming therefrom, he must do so in such a way that he main- 
tains sufficient control over the nature and quality of the finished product, over 
the activities of the licensee, as will enable the licensor to sustain his original posi- 
tion of guarantor to the public that the goods now bearing the trade-mark are 
of the same nature and quality as were the goods bearing the trade-mark before 
the licensing, or, that the mark now has the same meaning as far as the public is 
concerned as it did before the licensing. 

No such control was ever exercised or attempted to be exercised by defend- 
ant. 

The fact that the trade-mark is the surname of defendant does not prevent it 
from gaining a secondary meaning as applied to the article manufactured and 
sold by plaintiff. In such a case, where to allow a person the unrestricted use 
of his own surname in his business would create confusion in the minds of the 
public, such unqualified use can be enjoined. L. E. Waterman Co. v. Modern Pen 
Co., 235 U. S. 88; Herring-Hall-Marvin Safe Co. v. Hall’s Safe Co., 208 U. S. 554; 
Garrett v. Garrett & Co., 78 F. 472; Landreth v. Landreth, 22 F. 41; Dodge 
Stationery Co. v. Dodge, 145 Cal. 380. 
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Furthermore, the fact that commencing in 1940 or 1941 defendant made, adver- 
tised, and sold a flexible squeegee marked “Steccone” does not militate against 
plaintiff’s position. It does not appear that this mark on the flexible squeegee 
ever acquired a secondary meaning. It does not appear that the manufacture and 
sale thereof was sufficiently widespread or continuous for such purpose, or so as to 
forestall plaintiff’s acquisition of secondary meaning rights through its prior use 
of the name. 

See Dodge Stationery Co. v. Dodge, 145 Cal. 380, where plaintiff's rights 
in the use of the surname, built up over a seven-year period, were protected even 
though the defendant had used the name, his own, in connection with similar 
businesses for many years prior to plaintiff’s adoption of the name, while defend- 
ant was temporarily associated with plaintiff’s company. 

For the foregoing reasons I conclude: 


1. That the trade-mark “Steccone” has attained a secondary meaning as ap- 
plied to the squeegee manufactured and sold by plaintiff. 

2. That in marking and selling squeegees under the trade-mark “Steccone” 
defendant is guilty of unfair competition. 

3. That plaintiff is entitled to relief from and protection against such unfair 
competition. 

4, That defendant should be enjoined from using the trade-mark “Steccone” 
on all squeegees, or the handles thereof, made and sold by him; and from so using 
his name that reasonably attentive purchasers cannot readily distinguish between 
the products of plaintiff and defendant; provided, however, that he may make, 
advertise, and sell squeegees as the product of the Steccone Products Company, 
or as his product so long as the name “Steccone,” used alone or in conjunction 
with other words or symbols, on the squeegees or in the written advertising 
thereof, is accompanied by sufficient explanatory material so as to clearly differenti- 
ate it from the product manufactured and sold by plaintiff. J. F. Rowley Co. v. 
Rowley, 18 F. 2d 700; Chickering v. Chickering & Sons, 215 F. 490; Bates Mfg. 
Co. v. Bates Numbering Mach. Co., 172 F. 892; J. A. Dougherty’s Sons v. 
Dougherty, 36 F. Supp. 149; Dodge Stationery Co. v. Dodge, 145 Cal. 380. 

5. Since plaintiff waived its claim for damages at the commencement of the 
trial, no damages should be awarded. 

Plaintiff should prepare findings of fact and conclusions of law and a decree in 
accordance with the views expressed herein. 


——————E———————————— 
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THE SHELDON-CLAIRE COMPANY v. JUDSON-ROBERTS COMPANY, 
INC., ET AL. 


No. 50-36—U. S. D. C. S. D. N. Y.—-October 11, 1949 


CourTS—PLEADING AND PRacTICE—MOTIONS TO STRIKE 
UnrarrR CoMPETITION—BASIS OF RELIEF—GENERAL 

Counterclaim held not to state a claim upon which relief can be granted since it is 
not alleged that plaintiff’s statements to customers of defendant Judson were false and 
the practices alleged do not tend unlawfully to destroy competition or to create monopoly; 
specific overt acts as well as some specific injury to defendant’s business or property must 
be pleaded. 

Defendants Davis and Judson required to make counterclaims more definite and cer- 
tain by stating the time, place, and the person who made certain allegedly false statements 
which may be slanderous per se, depending upon law of place of utterance. 

Motion to strike first defense, alleging that complaint fails to state cause of action 
against two defendants, granted since Court has already upheld sufficiency of complaint 
and that defense may be raised at the trial. 

CourRTS—PLEADING AND PRACTICE—EXAMINATION BEFORE TRIAL. 

Plaintiff held entitled to examine defendants before defendants examine plaintiff; and 
defendants directed to produce at such examination documents specified in notice already 
served by plaintiff. 

Defendants’ examination of plaintiff deferred until after completion of plaintiff’s ex- 
amination of defendants; and plaintiff likewise directed to produce at such examination 
documents specified in notice already served by defendants. 


Copyright infringement and unfair competition suit by The Sheldon-Claire Com- 
pany against Judson-Roberts Company, Inc., Ed Davis, also known as E. D. Davis, 
and Arthur Sadow. Defendant Sadow not having been served, defendants Judson- 
Roberts Company, Inc., and Davis counterclaim for unfair competition and for 
violations of Federal Trade Commission and Sherman Acts. Plaintiff’s motions 
to strike counterclaims and defense, to make counterclaim more definite, and to 
determine order in which examinations before trial should proceed granted. De- 
fendants’ motion as to examinations before trial denied in part. 


Louis Waldman (Irving Choban and Martin Markson of counsel) of New York, 
N. Y., for plaintiff. 

Field, Goldman & Greene (Milton D. Goldman of counsel) of New York, N. Y., 
for defendants Judson-Roberts Company, Inc., and E. D. Davis. 


Coxe, D. J.: 


These are motions (1) by plaintiff to strike two counterclaims and one defense 
in the answer of defendants Judson-Roberts Company and Davis, and (2) by plain- 
tiff, and by defendants Judson-Roberts Company and Davis, to determine the order 
in which examinations before trial should proceed. The defendant Sadow has not 
been served with process. 

The complaint contains three counts: (1) for infringement of plaintiff’s copy- 
rights, (2) for misappropriation and wrongful use of plaintiff’s secret list of sub- 
scribers and customers, and (3) for unfair competition. 

The material allegations of the complaint are that for many years plaintiff and 
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its predecessors have been engaged in the business of creating, publishing and 
furnishing to its subscribers throughout the United States, who were employers 
of labor, educational programs, consisting of booklets, pamphlets and posters de- 
signed to teach, inspire and instruct workers and management in the improvement 
of labor-management relations, the development and maintenance of good-will 
towards each other, and the increase of production through greater cooperation 
between labor and management; that, during 1947, 1948 and 1949, two such pro- 
grams, entitled “It’s Up to All of Us” and “Produce Better—Live Better,” were 
prepared and copyrighted; that the individual defendants, Davis and Sadow, had 
been employed by plaintiff as salesmen and in managerial capacities in its sales de- 
partment for about six years prior to the end of 1948, and, in such capacities, had 
access to plaintiff’s copyrighted material and private subscribers lists, which, when 
their employment by plaintiff terminated in 1948, they took with them; that Davis 
thereupon caused the defendant Judson-Roberts Company (hereafter referred to as 
“Judson”) to be organized, of which both Davis and Sadow are now officers and 
employees ; that Judson is engaged in the same line of business as plaintiff, and in 
competition with it ; that defendants have produced, with the use of substantial parts 
of plaintiff’s copyrighted material, a similar program, entitled “Production Power is 
Peace Power,” which, by the use of such subscribers lists, they are seeking to sell and 
are selling to plaintiff’s customers and others; and that defendants are unfairly 
competing with plaintiff by imitating in their program the distinctive format, size, 
type, layout and arrangement of printed and pictorial matter, etc., used by defend- 
ants with intent to deceive and mislead plaintiff’s customers and the public into 
the belief that their program is published by plaintiff, by making various false rep- 
resentations to plaintiff's customers and others concerning plaintiff and its pro- 
gram and concerning the relationship of defendants and their program to plaintiff 
and its program, and by enticing away plantiff’s salesmen and having them solicit 
the same customers of plaintiff whom they had been soliciting while in plaintiff’s 
employment. 

First——The first part of plaintiff’s motion is to strike, under Rule 12 (b), the 
second counterclaim of defendant Judson on the ground that it does not state a 
claim upon which relief can be granted, and that this court does not have juris- 
diction, or, in the alternative, to strike, pursuant to Rule 12 (f), paragraphs twenty- 
sixth to thirty-three, inclusive, in the second counterclaim on the ground that the 
allegations are redundant, immaterial, impertinent, scandalous and prejudicial. 

It is alleged in this counterclaim that plaintiff is engaged in a series of acts, poli- 
cies and practices, to the prejudice of the public and the competitors of Judson, 
which constitute unfair methods of competition and tend to create a monopoly 
within the intent and meaning of the Federal Trade Commission Act and the Sher- 
man Anti-Trust Act. These acts, policies and practices are alleged to be (1) advis- 
ing customers of Judson to throw out the service of Judson, in which event they 
will be given plaintiff's services for the period covered by the Judson service, 
without charge; (2) advising prospective customers of Judson that plaintiff had 
received an injunction against Judson, so that any contact with Judson could not be 
performed; (3) advising prospective customers of Judson and others that the 
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material used by Judson was stolen from plaintiff, that Judson’s entire program 
was obtained through a cheating policy, and that any contracts with Judson would 
result in a lawsuit to the customer; (4) advising customers and prospective cus- 
tomers of Judson and others that Judson is engaged in illegal competition, is not 
financially capable of remaining in business, and is and will be unable to fulfill its 
obligations under any contract with its customers, and (5) threatening completely 
to eradicate Judson as a competitive factor and stating that it will put Judson out 
of business. It is then alleged that these acts, policies and practices prevent Judson 
from engaging in its business in competition with plaintiff and from exercising its 
lawful trade and calling, for the purpose of creating a monopoly and practicing 
unfair competition; that these acts, policies and practices are unlawful, contrary 
to public policy, and constitute unfair methods of competition in interstate com- 
merce under Section 5 of the Federal Trade Commission Act and Sections 1 and 
2 of the Sherman Anti-Trust Act, and that these acts, policies and practices restrain- 
ing competition are unfair and intended to destroy competition in this type of 
business. 

In my opinion, this counterclaim does not state a claim upon which relief can 
be granted. It is not alleged that any of the statements made in the advices to 
customers were false. If true, plaintiff had the right to make them without being 
chargeable with unfair competition. So far as the threat to put Judson out of 
business is concerned, it is not alleged to whom the threat was made. If made to 
Judson itself, it does not constitute an act of unfair competition. The acts, policies 
and practices alleged do not tend unlawfully to destroy competition or to create a 
monopoly under the Sherman Anti-Trust Act. If plaintiff’s copyrights are valid, 
as I must assume them to be for present purposes, it has the monopoly afforded 
by the Copyright Act, regardless of the Sherman Act. Mere statements and threats 
do not constitute violations of the Sherman Act. Specific overt acts must be 
pleaded, as well as some specific injury to Judson’s business or property. The con- 
clusory allegation that continuance of these acts, policies and practices will “utterly 
ruin and destory the defendants’ business, property, good-will and prestige” is in- 
sufficient. Ebeling v. Foster & Kleiser Co., (D. C., W. D., Wash.), 12 F. Supp. 
489; Brunswick-Balke-Collender Co. v. American B. & B. Corp., (D. C., S. D., 
N. Y.), 2 F. R. D. 487. 

Second.—The second part of plaintiff’s motion is to strike, pursuant to Rule 
12 (b), the second counterclaim of defendant Davis and the third counterclaim of 
defendant Judson, on the ground that each fails to state a claim upon which relief 
can be granted, or, in the alternative, to strike, pursuant to Rules 12 (b) and (f), 
certain paragraphs in each as failing to state claims upon which relief can be 
granted and as immaterial, or, in the further alternative, to order the said defend- 
ants, pursuant to Rule 12 (e), to make each of the counterclaims more definite 
and certain by stating the place or places, and the times when, the alleged defama- 
tory words are claimed to have been spoken and the particular words alleged to 
have been spoken in each place. 

In these two counterclaims it is sought to recover damages from plaintiff for 
injuries to the good name, credit and reputation of Davis as a business man and of 
Judson as a business concern, resulting from the malicious utterance by plaintiff, 
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its officers, servants, agents and employees, before many persons, of certain al- 
legedly false and defamatory words of and concerning them. No special damages, 
only general damages, are alleged. The alleged defamatory words are, as to Davis, 
the following : 

(a) “Davis has been cheating and stealing material from the Sheldon-Claire Com- 

pany.” 
(b) “Davis is engaged in an illegal business.” 
(c) “That Davis sneaked into the accounts of the Sheldon-Claire Company.” 


As to Judson, the alleged defamatory words are the following: 


(d) “The Judson-Roberts Company, Inc., is using material stolen from the Sheldon- 
Claire Company and its entire program was obtained through a cheating policy.” 

(e) “That the Sheldon-Claire Company has an injunction against Judson-Roberts 
Company, Inc., and that Judson-Roberts Company, Inc., is violating the law in the face 
of such an injunction.” 


Some of these utterances, if false, would seem to be slanderous per se and to 
be actionable without allegation or proof of special damage. For example, that 
“Davis had been cheating and stealing material from the Sheldon-Claire Company,” 
which is clearly injurious to the good name and reputation of Davis as a business 
man. See Pollard v. Lyon, 91 U.S. 225; Meyerson v. Hurlbut (Ct. App., D. C.), 
98 F. 2d 232, Cert. den. 305 U. S. 610; Sandifer v. Electrolux Corp., 4 Cir., 172 
F. 2d 548; Dupont Engineering Co. v. Nashville Banner Pub. Co., D. C., M. D., 
(Tenn.), 13 F. 2d 186. 

But there are no allegations in these counterclaims as to the times and places 
when these alleged defamatory statements were made, or as to the individuals 
who uttered them. Plaintiff alleges that its business is nationwide. Inasmuch 
as, under Erie v. Tompkins (304 U. S. 64), whether spoken words are slanderous 
per se or not depends upon the law of the place of utterance, and as the laws of 
the various States may well differ in this respect, the defendants should be required 
to make their counterclaims more definite and certain by stating the place and 
the time when each alleged false statement was made and the person by whom it 
was made. 

Third.—The third part of plaintiff’s motion to strike, under Rule 12 (f), the 
first defense of defendants Judson and Davis, alleging that the complaint fails to 
state a claim against such defendants upon which relief can be granted, is granted 
on the grounds that Judge Ryan has already upheld the sufficiency of the complaint, 
and the defense may be raised at the trial on the merits, under Rule 12 (h). 

Fourth.—As to the motions by plaintiff and defendants Judson and Davis to 
determine the order in which the examinations before trial should proceed, I think 
the plaintiff is entitled to examine defendants Judson and Davis before these defend- 
ants examine plaintiff. The plaintiff’s motion for examination of defendants Judson 
and Davis is accordingly granted, and these defendants are directed to produce, at 
such examination, the documents specified in the notice already served. The ex- 
amination of plaintiff by defendants Judson and Davis is deferred until after the 
completion of the examinations of defendants Judson and Davis, and plaintiff is 
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likewise directed to produce, at such examination, the documents specified in the 
notice for examination already served. 





CHORBAJIAN v. STEINBERG, Et At. 
N. Y. S. Ct. N. Y. County—November 30, 1949 


UnFair CoMPETITION—BASIS OF RELIEF—GENERAL 
Subject to proviso that public must not be misled by any device or representation, tend- 
ing to establish belief that defendants’ goods are plaintiff’s, and there being no question of 
infringement of trade-mark or copyright, since plaintiff's costume jewelry designs are in 
the public domain, defendants are free to copy them. 


Unfair competition suit by Chorbajian against Steinberg and Coro. Complaint 
and counterclaim dismissed. 


CoHALAN, J.: 


The plaintiff manufactures low-priced costume jewelry, sold in the main to 
department and specialty stores. The defendant Steinberg in this instance manu- 
factured a cheaper product, similar in many respects to that of plaintiff, and 
claimed by plaintiff to be illegally and unfairly copied. The defendant Coro is 
a jobber, who bought from Steinberg, admittedly without knowledge of plain- 
tiff’s present claim. Plaintiff concedes that his product is not copyrighted or 
trade-marked. He claims that independent of such laws he is entitled to an injunc- 
tion as defendants are acting illegally and unfairly and that they are tort feasors. 
This contention is not established factually and is not in consonance with controlling 
law. The articles not being copyrighted or trade-marked are in the public domain 
and may be copied whether original or not. Miss Susan, Inc. v. Enterprises Etc., 
Undergarment Co., 270 App. Div. 747 [36 T. M. R. 210]. This subject to the 
proviso, that the public must not be misled to their detriment by any device or 
representation tending to establish a belief that it is buying the plaintiff’s superior 
product when in reality obtaining defendants’ less valuable article. This subject 
was considered recently by the Court of Appeals in Press On, Inc. v. Goodman, 
293 N. Y. 36. The ruling was that there must be “palming off, substitution, de- 
ception, simulation of package or trade-mark, etc.” Here neither product bears 
on its reverse side any name, mark or other indication to the public as to its author- 
ship. There is no package, no deception, and no proof that any substitution is 
attempted. There is no evidence that any member of the buying public was de- 
ceived or is apt to be. It is unfortunate that persons engaged in the same line of 
industry speedily avail themselves of all good ideas submitted to the public therein, 
but under our laws such result may obtain. There is no proof justifying the de- 
fendants’ counterclaim. Judgment for defendants dismissing the complaint. Judg- 
ment for plaintiff dismissing counterclaim. Settle judgment. 
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POWER v. KREINER 
Commissioner of Patents—December 7, 1949 


CANCELLATIONS—EVIDENCE—PRooF OF USE 
Petitioner held to have proved priority, use in interstate commerce and continuous use, 
on facts of record, by uncontradicted testimony as to sales in interstate commerce and 
continuous use of mark since date of adoption and by documentary evidence as to first 
use thereof in intrastate commerce. 


Appeal from Examiner of Interferences. 
Trade-mark cancellation proceeding by William Power against I. A. Kreiner. 
Registrant appeals from cancellation of registration. Affirmed. 


Clarence A. O’Brien and Harvey B. Jacobson, of Washington, D. C., for petitioner. 
H. F. Woodward, of Minneapolis, Minn., for registrant. 


DANIELs, A. C.: 


This is an appeal from the decision of the Examiner of Interferences sustaining 
a petition for cancellation of registration No. 427,196, registered January 28, 1947, 
under the Trade-Mark Act of March 19, 1920, for “floor cleaning compound.” 
The mark set out in the registration consists of the notation “Absorb-Ol.” 

Petitioner relies upon its allegations of prior use of the notation “Absorb-All,” 
applied on “an oil absorbent compound for floors and kindred uses.” No question 
is raised as to the substantial identity of the marks and respondent concedes that 
the goods may be considered to possess the same descriptive properties. Accord- 
ingly, the only question for determination is priority of use of the marks by the 
parties. 

As found by the Examiner of Interferences, the testimony of petitioner, sup- 
ported by certain documentary records establishes that he first used his mark in 
connection with the sale of goods to which it pertains, and that such use was made 
prior to the date of first use in trade claimed by the respondent. Respondent ap- 
parently does not question this finding, although contending that he first originated 
the mark, and that petitioner’s evidence does not prove interstate use of his mark, 
or that the mark was in use at, or about, the time of filing the petition for cancella- 
tion. Examination of the testimony indicates that, while the documentary evidence 
relates solely to intrastate use, and such documents were not produced covering 
sales made continuously up to the time of filing the petition for cancellation, it is 
clearly established by uncontradicted testimony that sales were made in interstate 
commerce by petitioner, and that the mark had been continuously used since the 
date of its first adoption. While the testimony is not corroborated as to these specific 
points, it is fully as clear as that of the respondent as to any use whatever, and I 
agree with the Examiner of Trade-Mark Interferences that it indicates priority of 
use on the goods which was followed by interstate sale of the goods bearing this 
mark. Montgomery Ward & Co. v. Sears, Roebuck & Co., 49 F. 2d 842, 1931 
C.D. 577 [21 T. M. R. 396]. 

The decision of the Examiner of Interferences is affirmed. 
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J. L. FERGUSON COMPANY v. ISLAND EQUIPMENT CORP. 


Commissioner of Patents—December 7, 1949 


TRADE-MARKS—Goops OF SAME DESCRIPTIVE PROPERTIES—SPECIFIC DIFFERENCES 
Conveyor apparatus of endless belt type for moving, handling, accumulating and un- 
scrambling units such as bottles, jars, cans, containers, etc., held to differ substantially in 
specific uses from packaging machinery, whether or not they broadly possess the same descrip- 
tive properties, under the 1905 Act. 
TraDE-MarKS—Marks Not CONFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Styl-O-Matic” held not confusingly similar to “Packomatic,” considering the character 
and differences in the goods of the parties. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by J. L. Ferguson Company against Island Equipment 
Corp. Opposer appeals from dismissal of notice of opposition. Affirmed. 


Thiess, Olson & Mecklenburger, of Chicago, Ill., for opposer. 
Emanuel R. Posnack, of New York, N. Y., and Almon S. Nelson, of Washington, 
D. C., for applicant. 


DanizLs, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences dismissing a notice of opposition to an application for registration of a 
trade-mark for “conveyor apparatus of the endless belt type for moving, handling, 
accumulating and unscrambing units such as bottles, jars, cans, containers, cases 
and small individual packages,” under the Trade-Mark Act of 1905. The mark 
sought to be registered consists of the notation ‘“Styl-O-Matic.” 

The notice of opposition alleges opposer’s ownership and prior use of the trade- 
mark “Packomatic,” registration No. 275,550, registered September 23, 1930, 
under the Trade-Mark Act of 1905, for packaging machinery—namely, carton- 
sealing machines, machines for automatically filling predetermined amount of prod- 
ucts into receptacles, carton-forming machines, container-sealing machines, pack- 
ing and wrapping tables, special machinery made to order, dies and repair parts 
therefor.” It is alleged that the goods of the parties possess the same descriptive 
properties and that the applicant’s mark so nearly resembles that of opposer that 
confusion in trade in accordance with section 5 of the Trade-Mark Act of 1905 
is likely to result from the registration of applicant’s mark. 

Opposer’s priority is established by its registration properly made of record, 
and its use of the mark on a variety of packaging machinery is established by docu- 
ments and exhibits, admitted to be genuine by applicant. From these exhibits, 
it is apparent that opposer has manufactured and sold a comprehensive line of 
packaging machinery. These are, as found by the Examiner of Interferences, com- 
plex and expensive machines which include automatic mechanism for performing 
all types of packing operations and for conveying the material operated upon. These 
are described in one of opposer’s publications as follows: 


Many of these machines were of an extremely special nature for one job only. The 
various lines of regular machines today are: carton forming machines, carton sealing 
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machines, automatic net weight scales, automatic volumetric fillers, semi-automatic net 
weighers, semi-automatic sugar packers, case gluing and sealing machines, paper can 
labelling machines, coupon inserting machines, case loading machines, automatic paper 
tube cutters and gluers, packing and wrapping tables, etc. 

Today “Packomotic” automatic packaging machines meet and solve the most exacting 
packaging problems for actually hundreds of manufacturers. “Packomatic” machines 
have an international reputation for durability, simplicity, flexibility, speed, compact- 
ness and economy. 


Applicant’s conveyors are designed and used for many small articles such as 
bottles, jars, containers, castings, and are in many instances used in connection 
with packaging machinery. These conveyors are produced in the form of stand- 
ard models which consist of various units which may be joined to meet the re- 
quirement of a customer. On occasion they are also made for special purposes and 
whether standard or special, are necessarily selected and adapted for the particu- 
lar industrial use required by the purchaser. 

Opposer devotes much of its argument to the contention that it actually manu- 
factures conveyors. That its packaging machinery includes means for conveying 
the material operated upon, cannot be questioned, but whether or not some of these 
conveyors constitute separate units is a subject of controversy between the parties. 
The nature of the products is readily apparent from both the testimony and exhibits 
and even if they constitute goods of the same descriptive properties—a question 
not decided by the Examiner of Interferences—they differ to a substantial extent 
in their specific uses and are specialized machines purchased in substantially all 
cases for a particular use. While not controlling, this minimizes the likelihood 
of confusion to a substantial extent. 

Section 5 of the Trade-Mark Act of 1905 provides: 


. .. + That trade-marks which are identical with a registered or known trade-mark 
owned and in use by another and appropriated to merchandise of the same descriptive 
properties, or which so nearly resemble a registered or known trade-mark owned and 
in use by another and appropriated to merchandise of the same descriptive properties 
as to be likely to cause confusion or mistake in the mind of the public or to deceive 
purchasers shall not be registered. ... 


In Syncromatic Air Conditioning Corporation v. Williams Oil-O-Matic Heat- 
ing Corporation, 27 C. C. P. A. 1010, 109 F. 2d 784 [30 T. M. R. 205], the court 
said: 

In this case the goods of the parties are substantially identical, but they are relatively 
expensive and undoubtedly their purchase would be made only after a careful compara- 
tive investigation of different apparatus for air conditioning systems. These facts, to- 
gether with the dissimilarity of the marks, impel us to the conclusion that the marks are 
not confusingly similar. 


See also Williams Oil-O-Matic Heating Corp. v. Bliss, 19 C. C. P. A. 821, 54 
F, 2d 430 [22 T. M. R. 22]. 

In this case, unlike the Syncromatic Air Conditioning Corporation v. Williams 
Oil-O-Matic Heating Corporation, supra, the goods differ to a substantial extent, 
whether or not they broadly possess the same descriptive properties, and it appears 
clearly evident, as found by the Examiner of Interferences, that considering the 
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character and differences of the goods of the parties in the instant case, that the 
notations “Styl-O-Matic” and “‘Packomatic” are unlikely to be confused. In view 
of the foregoing, it is not considered necessary to pass specifically on certain points 
raised by the parties. To the extent that they are material, I agree with the deci- 
sion of the Examiner of Interferences for the reasons given in his decision. 

The decision of the Examiner of Interferences is affirmed. 





COMPANIA “RON BACARDI,” S.A. v. RONRICO CORPORATION 
Commissioner of Patents—December 7, 1949 


TRADE-Marks—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 

“Best Rum Bar None” held a mere laudatory statement designating high quality or 

character and as such inherently incapable of indicating source or origin. 
CANCELLATIONS—BASIS OF RELIEF—GENERAL 

Under 1905 Act it was held that registration of descriptive word may be cancelled 
without showing of use by one engaged in competitive business. 

Under 1920 Act, since mere descriptiveness was no bar to registration, and registration 
under that Act did not constitute prima facie proof of ownership, proof of damage wasre- 
quired in addition to the fact that petitioner was competitor of the registrant. 

CANCELLATIONS—PROOF OF DAMAGE—GENERAL 

Where registered mark goes beyond mere descriptiveness and is incapable of indicating 
origin or ownership, held that no proof of actual use of the identical mark shouid be re- 
quired and the use of an equivalent phrase is considered adequate showing of damage. 


Appeal from Examiner of Interferences. 

Trade-mark cancellation proceeding by Compania “Ron Bacardi,” S.A. against 
Ronrico Corporation (Ronrico Corporation, a Delaware corporation, substituted). 
Registrant appeals from cancellation of registration. Affirmed 


Stewart Maurice, of New York, N. Y., for petitioner. 
Ivan P. Tashof, of Washington, D. C., for registrant. 


DANIELS, A. C.: 


This cancellation proceeding involves a registration of a trade-mark for rum 
under the Trade-Mark Act of March 19, 1920. The mark disclosed in that regis- 
tration consists of the notation, “Best Rum Bar None.” The Examiner of Inter- 
ferences has sustained the petition and recommended that the registration be can- 
celled on the ground that the notation is not a trade-mark under the contempla- 
tion of the Act of 1920, and consists of mere laudatory wording, incapable of 
distinguishing respondent’s goods from those of its competitors. Respondent 
appeals. 

It is not considered necessary to review the evidence, or the various dictionary 
and other authorities referred to in the briefs, as to the meaning of the mark. 
That it is a mere laudatory statement, designating the high quality or character 
of respondent’s rum, and merely means that it is the best rum, without exception, 
is, in my opinion, too clear to require discussion. As such it is inherently incapable 
of indicating source or origin, and is clearly available tc any producer of an article 
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who may be in a position, and who may desire, to make such a vainglorious claim 
as to its particular product. As was stated in Burmel Handkerchief Corporation 
v. Cluett, Peabody & Co., 29 C. C. P. A. 1024, 127 F. 2d 318 [32 T. M. R. 308]: 


.... We are further of opinion that the notation inherently cannot function as a 
trade-mark. Such a common expression which can indicate nothing but high quality 
surely would not be indicative of origin to the purchasing public. 


See also Ex Parte Keyless Auto Clock Company, 1923 C. D. 25, 309 O. G. 223; 
Ex Parte Chocolate Products Company, 144 M. D. 103, [16 T. M. R. 370]; 
Ex Parte Van Raalte Co., Inc., €00 O. G. 675, 73 U. S. P. Q. 490; and Ex Parte 
Holt, 1925 C. D. 118, 340 O. G. 557. 

The respondent has submitted testimony of certain salesmen and bartenders 
as to requests for the respondent’s product as, ““Best Rum Bar None.” In many 
instances, these statements were elicited by leading questions, or following lead- 
ing questions which were propounded and withdrawn on proper objection, but 
the testimony of these same witnesses indicates that many of them refer to it 
in its descriptive sense. It is not considered necessary to analyze or review this 
testimony in detail. It does not convince me that any customer used it in any 
other than its obvious meaning and, even if so used with reference to respondent’s 
product, it is equally plausible that they were calling for it with reference to its 
obvious laudatory meaning. That it has been widely advertised and publicized in 
connection with the name of the product cannot be questioned on the record pre- 
sented, but this in no way changes its obvious meaning. Ex Parte Fram Corpora- 
tion, 551 O. G. 737, 57 U. S. P. Q. 330 (petition for rehearing 552 O. G. 571, 
57 U. S. P. Q. 462). 

From the foregoing, it is my opinion that the mark should not have been 
registered. It is not, however, subject to cancellation except upon the petition of 
a party who establishes that it is likely to be injured by the registration. In the 
case of a mark registered under the Act of February 20, 1905, it has been held 
that the registration of a descriptive word may be cancelled without any showing 
of use by one engaged in competitive business, since such a registration consti- 
tutes prima facie proof of ownership and would therefore interfere with use of a 
common descriptive word or words by the petitioner or his customers. (Burmel 
Handkerchief Corporation v. Cluett, Peabody & Co., Supra.) This is not true, 
however, of a descriptive term registered under the Trade-Mark Act of 1920, 
since mere descriptiveness is no bar to such registrations, and they do not con- 
stitute prima facie proof of ownership. Armstrong Paint and Varnish Works v. 
Nu-Enamel Corporation, 305 U. S. 315, 39 U. S. P. Q. 402. Accordingly proof 
of damage in addition to the fact that petitioner is a competitor of the registrant 
is required. McKesson & Robbins v. The Centaur Co., 156 M. D. 576, 8 U. S. 
P. © Zi7. 

When, however, a mark goes beyond mere descriptiveness, and, as in this 
case, is incapable of indicating origin or ownership, it would appear that no actual 
proof of use of the identical mark should be required. Petitioner has proven that 
it has used the phrase, “The World’s Finest Rum,” in connection with its product 
and, since the two terms are substantially identical in meaning, it is believed that 
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such use is sufficient to indicate damage under the circumstances of this case. 
Petitioner also contends that the burden which has been placed upon it by claims 
of actual distinctiveness by respondent, and the resulting necessity of conducting 
opposition proceedings (against an application by respondent for registration of 
this same mark under the Trade-Mark Act of 1905), is sufficient to show dam- 
age. Since the use of an equivalent phrase is considered adequate showing of 
damage, this contention need not be considered, but might well be supported by 
Kellogg Company v. The Shredded Wheat Company (National Biscuit Company, 
Assignee Substituted), 544 O. G. 695, 55, U. S. P. Q. 213, and petition for rehearing, 
546 O. G. 604, 55 U. S. P. Q. 487. 
The decision of the Examiner of Interferences is affirmed. 





UNITED-CARR FASTENER CORPORATION v. THE CAPEWELL 
MANUFACTURING COMPANY 


Commissioner of Patents—December 7, 1949 


TRADE-MARKS—GoopS OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 

Nails held goods of the same descriptive properties as ratchet nails, nail studs and drive 

screws, although differing as to their specific nature, under 1905 Act. 
CANCELLATIONS—LIKELIHOOD OF CONFUSION—BURDEN OF PROOF 

Petitioner for cancellation has burden of establishing that respondent’s registered mark 
so nearly resembles petitioner’s that there is reasonable likelihood of confusion between 
them. 

On facts of record, petitioner held to have failed to sustain burden of showing that 
confusion in trade is likely. 

TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 

In determining question of confusing similarity, marks must be considered in their 
entireties. 

While it is well settled that in the comparison of marks, equal weight need not be 
given to all parts, the rule against dissection of marks is particularly applicable to designs 
as distinguished from words. 

TRADE-MARKS—MaArkKs Not CoNFUSINGLY SIMILAR—PARTICULAR INSTANCES 

Design mark composed of black disc surrounded by circular line and from which two 
groups of horizontal lines extend tangentially, in opposite directions from the upper and 
lower parts of the circular line, held not confusingly similar to the word “Dot” or to the 
dot symbol, used on similar goods, under 1905 Act. 


Appeal from Examiner of Interferences. 

Trade-mark cancellation proceeding by United-Carr Fastener Corporation 
against The Capewell Manufacturing Company. Registrant appeals from can- 
cellation of registration. Reversed. 


Parry & Miller, of Washington, D. C., and Philip E. Parker, of Cambridge, Mass., 
for petitioner. 
Fraser, Myers & Manley, of New York, N. Y., for registrant. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences sustaining a petition for cancellation of a registration of a trade-mark for 
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“nails,” registered November 14, 1939, under the Trade-Mark Act of 1905. The 
mark shown in the registration sought to be cancelled is described by the Examiner 
of Interferences as: 


. . - composed of a black disc surrounded by a circular line spaced from the disc a 
distance approximately twice the thickness of the circular line, and from which two 
groups of horizontal lines extend tangentially in opposite directions from the upper and 
lower parts of the circular line. 


This description is quoted by each of the parties in their briefs and is apparently 
regarded by both as accurately describing the mark. From an examination of the 
registration I agree with this description, but think it might be well to note that 
the two groups of horizontal lines, extending tangentially, differ in length, and 
apparently are intended to give an impression of movement or speed. 

The petition for cancellation sets out petitioner’s ownership and prior use of 
the trade-mark “Dot,” both the word and symbol, and their use as trade-marks, 
for a varied and diverse line of fasteners for various uses, alleging that respondent’s 
goods are of the same class and of the same descriptive properties as the said 
goods of petitioner, and further alleging such resemblance between the marks of 
the parties as to give rise to likelihood of confusion. Several registrations of the 
word “Dot,” and the representation of a dot for snap fasteners were alleged and 
proven. 

Upon the record presented, it is established that petitioner has used the trade- 
mark “Dot,” both the word and symbol, for many years prior to any use claimed 
by respondent upon a wide line of fasteners, particularly snap fasteners, and on 
metal stampings of various types. The words “The Dot Line of Fasteners” has 
also been used. Petitioner’s products include ratchet nails, nail studs, and drive 
screws, apparently used ordinarily in connection with or as part of fasteners, but 
at times sold separately. Apparently referring to these latter items, the Examiner 
of Interferences found that petitioner had used its marks on goods possessing the 
same descriptive properties as those of the respondent. Respondent contends that 
evidence as to such products was inadmissible and that such products are being 
used for specialized purposes and are not goods of the same descriptive properties 
as respondent’s nails. In view of the conclusion which I have reached as to the 
marks of the parties here involved, it is not considered necessary to review this 
evidence in detail, it being sufficient to state that I agree with the conclusion that 
respondent’s nails are goods which possess broadly the same descriptive properties 
as petitioner’s ratchet nails, nail studs and drive screws, although differing as to 
their specific nature. . 

The evidence submitted establishes that petitioner has used its mark (both as 
to the word and symbol) upon the goods referred to for many years; that the 
volume of sales of fasteners under such marks has been very large, and that they 
have been widely advertised and have attained wide public recognition. Both the 
word and the symbol have been used interchangeably and in many instances, when 
space permitted, together. No question as to priority, or of petitioner’s rights to 
its “Dot” mark is, or in my opinion, can be raised upon this record. The peti- 
tioner has, however, the burden of establishing that the mark registered by respond- 
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ent so nearly resembles its mark that there is reasonable likelihood of confusion 
between them. This, in my opinion, it has failed to establish. Petitioner’s mark 
consists of a “dot,” or the word dot, and, as already indicated, has been widely 
recognized as such. The respondent’s mark is a complete design. It is true that 
the center part of respondent’s mark and that making up the greatest portion 
thereof, with reference to size, is a black circular design, identified by the Ex- 
aminer of Interferences and referred to by the parties as a disc. That a large 
dot may be a disc as contended by the petitioner is probably correct, but its identity 
as such would have to be recognizable to consider them to be the same. However, 
respondent’s mark must be considered in its entirety, and examination of the marks 
does not give any impression of similarity to that of petitioner. It is an integral 
design and one which, in my opinion, differs radically from petitioner’s mark. 
If it were merely a dot, even a large dot, with nondistinctive ornamentation added 
thereto, a different conclusion might be reached, but examination of the marks in- 
dicates clearly that this is not the case. 
In finding the marks to be similar the examiner stated that: 


While the mark of the respondent contains certain other features, it is believed quite 
obvious that the black disc portion thereof comprises the dominating feature thereof, 
and the one most likely to be retained in the minds of purchasers. While this disc por- 
tion of the mark may be relatively larger in diameter than the dot symbol constituting 
the mark of the petitioner, this difference is merely one of degree, and is not believed to 
be a sufficient variation to support a holding that the marks are not confusingly similar. 
Moreover, there is obviously nothing to preclude either of the parties from varying the 
size of their respective marks, with the likelihood of both being represented so nearly 
the same in size as to be indistinguishable. Petitioner’s Exhibit 9, for example, is an 
illustration of such variation as to size of the petitioner’s mark represented thereon which 
clearly comes within the definition of the “dot symbol.” 


Petitioner’s Exhibit 9 referred to a picture of a large packing box on which 
appear the words, “The ‘Dot’ Line,” the word “Dot” being in the center above 
the symbol of a dot, which according to the testimony, would be, on a box of the 
size shown, approximately two inches in diameter. Nevertheless, it is clearly 
recognizable as a dot, and it is upon this, the dot, name and symbol, that petitioner 
has built the recognition of its mark. While it is well settled, as found by the 
Examiner of Interferences, that in the comparison of marks equal weight need not 
be given to all parts of the mark, a design of the type of respondent’s mark does 
not appear to me to be separable into parts. The rule against dissection of marks 
is particularly applicable to designs as distinguished from words, and it would 
appear that either in its entirety it resembles petitioner’s mark, or that it does not 
resemble it at all. As stated by the court in Mishawaka Rubber and Wooolen 
Manufacturing Company v. S. S. Kresge Company, 119 F. 2d 316, 49 U. S. P. QO. 
419, 426 (reversed on the question of damages, 316 U. S. 203, 53 U. S. P. Q. 
323) : 


The degree of resemblance necessary to constitute infringement is incapable of exact 
definition. All that courts of justice can do in that regard is to say that no manufac- 
turer or seller can adopt a trade-mark so resembling that of another trader that ordinary 
purchasers buying with ordinary caution are likely to be misled and each case must be 








ion 
ark 
lely 
hat 
ion 


=Xx- 
rge 
‘ity 
er, 
rks 
ral 
rk. 
led 


in- 


ich 


the 
rly 
1er 
the 
10t 
eS 
‘ks 
ld 
10t 
en 


Q. 


EE 


40 T. M.R. WHITEHALL PHARMACAL v. WAGNER 65 





determined on facts peculiar to it. In the case of a symbol merely, an imitation must 
be fairly exact to infringe. 


Also, as stated in Bausch & Lomb Optical Company v. International Industries, 
Inc., (cited by petitioner) 31 C. C. P. A. 1109, 142 F. 2d 1016 [34 T. M. R. 289, 
297]: 
.... Certainly, the law is well settled that if an applicant appropriates the essential 
feature of another’s registered mark, regardless of whether it is a triangle or any other 
figure or symbol in common use, it must not be the essential feature of his mark, and 


he must use such figure or symbol in such a way in connection with other matter as to 
avoid the likelihoood of confusion. 


While in that case the court found that the mark of the applicant was not so 
distinguished, a comparison of the marks here involved leads me to the opposite 
conclusion. The circular portion of respondent’s mark does not appear to me to 
be a dot, or a figure which would be associated with a dot in the mind of the 
observer, or even with a large dot, and, in any event, I cannot agree with the 
Examiner of Interferences that it should be considered the “dominating feature” 
of the mark, since it does not appear to be separable or in any way to stand out 
as a separate or distinct feature of the entire design. 

In view of the foregoing, it is my opinion that the petitioner has failed to sus- 
tain the burden of proof of showing that the mark of the respondent sought to be 
cancelled so nearly resembles its well-known “Dot’’ mark that confusion in trade 
is likely. 

The decision of the Examiner of Interferences is reversed. 





WHITEHALL PHARMACAL COMPANY v. WAGNER 
Commissioner of Patents—December 14, 1949 


OpposiTions—Proor oF UstE—EFFEcT OF REGISTRATIONS 
Opposer’s ownership and prior use of its mark established through registration under 
1905 Act. 
TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—GENERAL 
While conclusions as to marketing methods or precise constituents of goods should be 
made with caution in absence of testimony relating thereto, it could hardly be questioned 
that many drugs and pharmaceutical products might be used for man or beast, and fact 
that one is used on humans and the other on animals is not necessarily controlling. 
TrADE-MarKs—Goops oF DIFFERENT DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
On facts of record, horse liniment held goods of different descriptive properties from 
corn cure, under 1905 Act. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Whitehall Pharmacal Company against Raymond 
T. Wagner. Opposer appeals from dismissal of notice of opposition. Affirmed. 


Dudley Browne and Louis H. Baer, of New York, N. Y., for opposer. 
Arthur F. Robert, of Louisville, Ky., for applicant. 
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DANIELS, C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences dismissing a notice of opposition to an application for registration of the 
notation “Freezex,” as a trade-mark for “veterinary preparation to be used ex- 
ternally for relief of aches, pains, stiffness, and soreness from various causes in 
the legs of horses.”” The opposer relies upon its ownership and prior use of the 
trade-mark “Freezone,” for an “external remedy for treatment of the feet,” alleg- 
ing likelihood of confusion between the marks of the parties as applied to their 
respective products. Opposer’s ownership of such trade-mark and prior use 
thereof are established through a registration thereof, No. 114,732, registered 
January 2, 1917, renewed, under the Trade-Mark Act of 1905, no other evidence 
having been offered. 

The Examiner of Interferences has found that the products here involved do 
not possess the same descriptive properties. It is clear that applicant seeks 
registration of its mark for a liniment for horses, and from the labels presented, 
that opposer’s product is one for the treatment of corns and callouses on human 
feet. Opposer contends that both are pharmaceutical products, that many drugs 
and pharmaceutics are used for treatment of both animal and human ailments 
and that the same manufacturers make products for both purposes. Moreover, 
it is stated that the products of the respective parties are sold at retail in the 
same stores, over the same counter, and often to the same type of purchaser. 

While conclusions as to marketing methods or precise constituents of goods 
should be made with caution in the absence of testimony relating thereto (Stand- 
ard Laboratories, Inc. v. The Procter & Gamble Company, 35 C. C. P. A. 1146, 
167 F. 2d 1022 [38 T. M. R. 768]) it could hardly be questioned that many drugs 
and pharmaceutical products might be used for either man or beast and the fact 
that the one product is used on humans and the other on animals is not neces- 
sarily controlling. When, however, they differ to such an extent in character as 
the corn cure and the horse liniment here involved, the difference in use appears 
to be entitled to considerable weight. In cases where drug or other products are 
found to possess the same descriptive properties, although they differ in use to 
an extent such as here, where one is suitable for use for animals and the other 
for humans, it is believed that there must be a showing of some common relation- 
ship, and the record here discloses no such situation. Daggett & Ramsdell v. 
Samuel Bonat & Bro., 35 C. C. P. A. 937, 166 F. 2d 151 [38 T. M. R. 448]. 

The other cases cited by each of the parties have been considered but none of 
them appear to have any direct bearing on the products here involved. No such 
relationship between the products here involved has been established as to indicate 
that in spite of their different characteristics and uses, the products of the respec- 
tive parties would be regarded as emanating from a common source, or that they 
possess the same descriptive properties. 

The decision of the Examiner of Trade-Mark Interferences is affirmed. 
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CELANESE CORPORATION OF AMERICA v. E. I. DU PONT DE 
NEMOURS AND COMPANY 


Commissioner of Patents—December 15, 1949 


TRADE-MARKS—Marks Nor CoNFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Zelan” held not confusingly similar to “Celanese,” used on similar goods, under 1905 
Act. 
CANCELLATIONS—CONFUSING SIMILARITY—GENERAL 
Fact that petitioner’s dye stuffs and respondent’s water repellent chemical are sold to 
manufacturers, finishers, and convertors who purchase in bulk for specific purposes and 
to meet definite requirements, held sufficient to minimize or eliminate likelihood of con- 
fusion as to the goods, even if mispronunciation of marks may be used occasionally. 
CANCELLATIONS—ABANDONMENT—BURDEN OF PROOF 
On facts of record, petitioner held to have failed to sustain burden of showing abandon- 
ment of respondent’s mark. 


Appeal from Examiner of Interferences. 

Trade-mark cancellation proceeding by Celanese Corporation of America against 
E. I. du Pont de Nemours and Company. Petitioner appeals from dismissal of 
petition for cancellation. Affirmed. 


I. Seltzer and C. W. Levinson, of New York, N. Y., for petitioner. 
W. G. Reynolds and Wilson C. Baily, of Wilmington, Del., and Stone, Boyden 
& Mack, of Washington, D. C., for registrant. 


Dantes, A. C.: 


The Examiner of Interferences has dismissed the petition of Celanese Corpora- 
tion of America for cancellation of the registration of E. I. du Pont de Nemours 
and Company, No. 365,914, registered under the Trade-Mark Act of February 
20, 1905, March 21, 1939, for “a chemical compound, being in the nature of textile 
finish with water repellent characteristics,” and petitioner appeals. 

The mark disclosed in the registration sought to be cancelled consists of the 
word “Zelan.” Petitioner is the owner of registrations of the word “Celanese,” 
Nos. 178,422, 179,796, 189,399, and 191,844, registered under the Act of 1905, as 
a trade-mark for threads, fabrics, dye stuffs and outerwear, respectively, and relies 
upon its ownership and prior use of said mark and the registrations thereof, alleg- 
ing likelihood of confusion between respondent’s trade-mark “Zelan” and its trade- 
mark “Celanese.” The petition for cancellation further alleges that respondent 
has not and is not using its mark and that it has been abandoned. 

The Examiner of Interferences has found that respondent’s chemical com- 
pound possessing special properties for producing a water repellent and stain 
resistant finish in textile materials and petitioner’s dye stuffs possess the same 
descriptive properties, but that, as applied to these products, the respective marks 
of the parties differ to such an extent that there is no likelihood of confusion be- 
tween them. “Zelan” and “Celanese” appear to differ substantially with respect 
to appearance, and each being arbitrary, there appears to be no likelihood of con- 
fusion between them from the standpoint of their meaning. Petitioner devotes 
much of its argument to a comparison of possible pronunciation between “Zelan” 
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and “Celan.” While the “Z” and “C” might be pronounced in somewhat the 
same manner I must agree with the Examiner of Interferences that on the record 
presented, the two words would normally be subject to different pronunciation. 
It is of course impossible to state the pronunciation which will be accorded any 
word by the purchasing public. But in this instance, both dictionary rules for 
pronunciation and substantially uncontroverted testimony as to the normal pro- 
nunciation in the trade indicate relatively little likelihood of any similar pronun- 
ciation. Even, however, if this mispronunciation referred to by petitioner may be 
used occasionally, the fact that both the dye stuffs of petitioner and the water 
repellent chemical of respondent are sold to manufacturers, finishers and convertors 
who purchase them in bulk for specific purposes, and to meet definite requirements 
appears sufficient to minimize or eliminate any likelihood of confusion as applied 
to these goods. 

Much of petitioner’s testimony is devoted to likelihood of confusion as a result 
of the use of the respective marks on finished products advertised and sold to the 
general public. Both of the marks are widely advertised in this field. Respond- 
ent has followed the practice of furnishing its customers with tags and labels 
which are in turn furnished to the manufacturers of articles of clothing made 
therefrom. These tags bear legends, such as: 


FABRIC TREATED WITH 
Du Pont 
ZELAN 


They are put on completed garments as sold at retail and in many instances fea- 
tured in advertisements thereof. Petitioner also furnishes tags and labels to its 
customers which are also featured in the retail sale of garments indicating that 
they are made of or lined with “Celanese” fabric. Both practices are presumably in- 
dulged in for the purpose of creating a demand for garments made from the fabric 
of petitioner or for fabric which has been treated with respondent’s water repellent 
compound and garments made therefrom, thereby presumably creating a demand 
for such compound. As already indicated, petitioner is the owner of a registra- 
tion of the word “Celanese” as a trade-mark for clothing including specifically 
“women’s and children’s outerwear, namely, dresses, sweaters, jumpers, suits, 
gowns, and coats.” As applied to these garments however, the record indicates 
that the usual, if not universal, practice is to affix the tags to clothing manufac- 
tured by others from the fabric for which the mark is also registered. The 
registration sought to be cancelled relates only to the compound which is not 
sold to retail customers. Petitioner’s clothing, fabric, etc., do not resemble 
respondent’s compound to such an extent as its dye stuffs already considered. 
In view of the differences in the marks and the goods, it is not believed that there 
is any reasonable likelihood that confusion between respondent’s compound and 
petitioner’s fabric will result from the use of respondent’s mark as applied to its 
customers’ garments. Puerto Rico Distilling Co. v. The Coca-Cola Co., 28 
C. C. P. A. 1143, 120 F. 2d 370 [31 T. M. R. 330]. 

The evidence indicates that respondent’s mark is actually used upon its com- 
pound, and the petition for cancellation, insofar as it relies on nonuse, cannot be 


ss ‘ 


erie ee 


ee 








the 


ult 
the 
id- 
els 
ide 


Pa- 
its 
nat 
ric 
ant 


ble 


ee 


oo 


40 T. M. R. EUGENE v. BALDWIN PHARMACAL 69 





sustained. The petitioner’s argument as to respondent’s abandonment of the 
mark is based upon the respondent’s practice of furnishing tags and labels for 
use on garments manufactured by others, above referred to, it being contended 
that respondent has failed to supervise their use and, that as so used, they do not 
identify its product. As indicated by the Examiner of Interferences, the practice 
of respondent in this regard, appears practically identical with that of the peti- 
tioner, although petitioner contends that it exercises proper supervision, while 
respondent does not. Regardless of petitioner’s own trade practices, however, 
respondent’s testimony as to its method of furnishing such tags, appears to indi- 
cate adequate precaution against misuse, and the few misuses of the term, which 
appear in the record, have apparently been promptly corrected. In my opinion, 
they are not sufficient to sustain the burden upon petitioner of showing abandon- 
ment of respondent’s trade-mark. 
The decision of the Examiner of Trade-Mark Interferences is affirmed. 





EUGENE, LTD. v. BALDWIN PHARMACAL COMPANY, etc. 


Commissioner of Patents—December 21, 1949 


TRADE-MARKS—Goops OF DIFFERENT DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Lotion to kill lice and nits on the human head and body held goods of different descrip- 
tive properties from permanent waving supplies, wave set liquids, shampoos, hair cream, 
hair treatment oil, waving lotions, heating caps, permanent waving sachets and hair tints, 
under 1905 Act. 
TrADE-MArRKS—Marxks Not CoNnFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Hed-Gene,” the word “Hed” being disclaimed, held not confusingly similar to “Eugene,” 
“Aerogene,” “Setagene,” “Eugeneol,” and “Vuegene,” under 1905 Act. 
OPPOSITIONS—LIKELIHOOD OF CONFUSION—GENERAL 
Fact that goods of both parties may be used on the hair or scalp held not sufficient to 
indicate that the goods possess the same descriptive properties. 
Considering the differences in the marks and the differences in the goods, held there 
would be little likelihood of confusion. 
TRADE-MARKS—CONFUSING SIMILARITY—CORPORATE NAMES 
Applicant’s mark “Hed-Gene,” the word “Hed” being disclaimed, held not an appro- 
priation of opposer’s corporate name, “Eugene, Ltd.,” under 1905 Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Eugene, Ltd. against Baldwin Pharmacal Company 
(Day Chemical Co., assignee, substituted). Opposer appeals from dismissal of 
notice of opposition. Affirmed. 


Morgan, Finnegan & Durham, of New York, N. Y., for opposer. 
Harry B. Rook, of Newark, N. J., for applicant. 


DaNIELs, A. C.: 


This is an appeal from the decision of the Examiner of Interferences dis- 
missing the notice of opposition to an application for registration of a trade-mark 
under the Act of 1905 for “lotion to kill lice and nits on the human head and 
body.” The mark sought to be registered consists of the word “Hed-Gene,” the 
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word “Hed” being disclaimed. The notice of opposition alleges opposer’s own- 
ership and prior use of the trade-marks “Eugene,” “Aerogene,” “Setagene,” 
“Eugeneol,” and “Vuegene,” as applied to various products used in hair waving 
and in the treatment and dressing of the hair, it being alleged that the mark of the 
applicant bears such near resemblance to the marks of the opposer that, as applied 
to applicant’s product, its registration is likely to cause confusion in trade and that 
the goods of the parties possess the same descriptive properties. The opposer also 
relies on the corporate name clause of the Trade-Mark Act of 1905. 

Opposer is the owner of various registrations under the Act of 1905, which 
include registrations of each of the words listed above, as applied to various prod- 
ucts, its priority of use of these marks and of its corporate name being conceded 
by the applicant. From such registrations and from the facts stipulated it appears 
that the products upon which these marks are used relate to hair waving and treat- 
ment or dressing of the hair, and it is stipulated that these marks “. . . . have 
been used on permanent waving supplies, wave set liquids, liquid shampoos, hair 
cream, hair treatment oil, waving lotions, heating caps, cream shampoos, perma- 
nent waving sachets, and hair tints, prior to 1946 and during and subsequent to 
1946.” It is further stipulated that they have been widely used in the beauty 
trade throughout the United States and have been displayed in beauty shops where 
they would be brought to the attention of the retail purchaser of beauty shop 
products. It is stipulated that the goods of the applicant are sold through the 
drug trade and that its said lotions are in liquid form and “are used primarily for 
killing lice and nits on the human head and body.” 

It seems apparent, that, as found by the Examiner of Interferences, appli- 
cant’s product has no other use. In view of this it is my opinion that the Exam- 
iner of Interferences correctly found that: 


.... It is accordingly believed that this product is so wholly unrelated to any of the 
products of the opposer, all of which are intended for use in the care and treatment of 
the hair, as to contain nothing in common therewith in any particular which would 
warrant the conclusion that these products possess the same descriptive properties within 
the meaning of the statute. Vick Chemical Co. v. Central City Chemical Co., supra (75 
F. 2d 517) [25 T. M. R. 179]; Daggett & Ramsdell v. Bonat & Bro., 610 O. G. 501, 
166 F. 2d 151 [38 T. M. R. 448], C. C. P. A.; In re McKesson & Robbins, Incorporated, 
Sv.2 F.@ i, cc. B.A. 


Nor is the fact that opposer’s products may be used on the hair or scalp suffi- 
cient to indicate that the goods possess the same descriptive properties. Standard 
Laboratories, Inc. v. Procter & Gamble Company, 35 C. C. P. A. 1146, 167 F. 
2d 1022 [38 T. M. R. 768]. 

Even though the goods might possess broadly the same descriptive properties, 
the marks also differ to a substantial extent. While both include the common 
syllable “Gene” there is an obvious difference in the connotation of applicant’s 
mark and the apparent meaning of those of opposer, and considering the differ- 
ences in the marks and the differences in the goods, it seems apparent that there 
would be little likelihood of confusion in trade. Vick Chemical Co. v. Central City 
Chemical Co., supra. 

Since applicant’s mark does not consist merely in the name of opposer the 
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same considerations apply with respect to the grounds of opposition based on 
the corporate name clause of the Act of 1905. 
The decision of the Examiner of Interferences is affirmed. 





WYETH, INCORPORATED v. THE NATIONAL DRUG COMPANY 


Commissioner of Patents—December 28, 1949 


OPpposITIONS—PROOF OF OWNERSHIP—ASSIGNMENT 
Certified copies of recorded assignments, in chain of title from predecessors to opposer, 
held prima facie proof of opposer’s ownership of registration. 
TRADE-MARKS—PARTIAL ASSIGNMENTS—GENERAL 
On facts of record, held that partial assignment to opposer was not in gross, and that 
opposer’s answer to interrogatories, admitting that its assignor continued to market vitamin 
concentrates under other marks after assignment of one mark to opposer, cannot be con- 
strued as overcoming prima facie validity of assignment. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Protinal” held confusingly similar to “Provatol,”’ used on similar goods, under 1905 
Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Wyeth, Incorporated against The National Drug 
Company. Applicant appeals from decision sustaining notice of opposition. 
Affirmed. 


Dudley Browne and Louis H. Baer, of New York, N. Y., for opposer. 
Arthur G. Connolly, of Wilmington, Del., for applicant. 


DaNIELs, A. C.: 


This is an appeal from the decision of the Examiner of Interferences sustaining 
a notice of opposition to the application of The National Drug Company, for 
registration of a trade-mark for “an amino acid preparation of intact protein com- 
bined with carbohydrate for use as a concentrated dietary supplement.” The 
mark sought to be registered consists of the word “Protinal.” The notice of op- 
position sets up opposer’s ownership and prior use of the word “Provatol,” as 
a trade-mark for “concentrates and preparations rich in vitamin activity,” and of 
registration thereof No. 337,021, registered July 28, 1936, under the Trade-Mark 
Act of 1905, to its predecessor, Eff Laboratories, Inc. Neither party took testi- 
mony, but opposer made that registration and two assignments thereof of record 
herein. The Examiner of Interferences found that the goods involved possess the 
same descriptive properties (which is apparently not questioned by applicant) and 
that as applied to such goods the marks “Protinal” and “Provatol” are “too nearly 
alike in composition and sound to be used concurrently without giving rise to 
reasonable likelihood of confusion in trade.” 

Applicant, while conceding that the registration upon which opposer relies 
was issued prior to any date of use which it claims, contends that opposer has 
not properly proven ownership thereof. Certified copies of the recorded assign- 
ment of the registration from the original registrant, Eff Laboratories, Inc., to 
General Biochemicals, Inc., and from General Biochemicals, Inc., to opposer, both 











72 TRADE-MARK REPORTER 40 T. M.R. 





in conventional form, were presented by opposer and constitute prima facie proof 
of opposer’s ownership of the registration. Ely & Walker Dry Good Co. v. Sears, 
Roebuck & Co., 24 C. C. P. A. 1244, 90 F. 2d 257 [27 T. M. R. 462]; Rosengart 
v. Ostrex Co., 30 C. C. P. A. 1046, 136 F. 2d 249 [33 T. M. R. 284]. Each of 
these assignments includes an assignment of the assignor’s entire right, title, and 
interest in the trade-mark and the registration thereof, together with the good 
will of the business in connection with which it is used and the right to sue for 
past infringement, if any. No testimony was taken with respect to these assign- 
ments, but by answers to interrogatories, the opposer has admitted that the second 
assignment did not include the entire business of the assignor, General Biochemicals, 
Inc., relating to the production and sale of vitamin concentrates and preparations, 
and that the corporation continued after the date of the assignment to market 
vitamin concentrates and preparations under trade-marks other than that involved 
herein. 

It is the applicant’s contention that a manufacturer may not validly assign a 
trade-mark and its registration, “except in connection with the transfer of the entire 
business in which it had been used,” and that therefore this assignment was in- 
effective to transfer any rights to opposer. The examiner held that it is “. 
not uncommon for a manufacturer to sell a number of similar products under 
several different marks, and to effect a valid transfer of title to any of such marks, 
it is only necessary that that portion of the business and good will associated with, 
and symbolized by the mark sought to be transferred, be included in the assign- 
ment thereof,” citing Abraham & Straus, Inc. v. TruVal Manufacturers, Inc., 
31 C. C. P. A. 731, 138 F. 2d 77 (33 T. M. R. 465]. The applicant contends that 
the case cited can apply only to a dealer and not to a manufacturer. I have ex- 
amined the cases cited by applicant, but believe that the particular facts which 
are of record in this proceeding differ from those involved in such cases, and 
bring it squarely within the rule in Abraham & Straus, Inc. v. TruVal Manu- 
facturers, Inc., supra. The admission made by opposer, which is primarily relied 
upon by the applicant, is that opposer’s assignor continued to market “concentrates 
and preparations rich in vitamin activity” after the assignment was made. In 
this answer it is made clear that such continued manufacture was under trade- 
marks other than that here involved. Having established prima facie valid assign- 
ment, this statement does not appear to indicate that it was an assignment in gross, 
and is equally consistent with a transfer not only of the mark and the registration 
but including the good will of the business, insofar as it is pertinent to the par- 
ticular mark involved. This, in my opinion, is in accordance with Abraham & 
Straus, Inc. v. TruVal Manufacturers, Inc., supra, and the answer to the inter- 
rogatories referred to cannot be construed as overcoming the effect of the opposer’s 
prima facie proof of ownership of the registration involved. 

-With respect to the similarity of the marks it seems sufficient to state that I 
agree with the Examiner of Trade-Mark Interferences that they are too nearly 
alike to be used concurrently without giving rise to reasonable likelihood of con- 
fusion. 

The decision of the Examiner of Trade-Mark Interferences is affirmed. 
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TROPIC-AIRE, INCORPORATED v. HARPER 


Commissioner of Patents—December 29, 1949 


TRADE-MArKs—Marks Not ConFusINGLY SIMILAR—PARTICULAR INSTANCES 
“Tailoredaire” held not confusingly similar to “Tropic-Aire” or to “Tropic-Aire Con- 
ditioned,” the words “Aire Conditioned” being disclaimed, used on similar goods, under 
1905 Act. 
TRADE-MARKS—CONFUSING SIMILARITY—CORPORATE NAMES 
Applicant’s mark “Tailoredaire” held not an appropriation of opposer’s corporate name 
“Tropic-Aire, Incorporated,” under 1905 Act. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Tropic-Aire, Incorporated against Walter Dusen- 
bury Harper. Opposer appeals from dismissal of notice of opposition. Affirmed. 


Harold Olsen, of Chicago, Ill., for opposer. 
Walter Dusenbury Harper, of Florence, S. C., pro se. 


DanieLts, A. C.: 


This is an opposition to an application to register the word “Tailoredaire” 
under the Trade-Mark Act of 1905, as a trade-mark for “air conditioning equip- 
ment, namely, custom built type, comprising an assemblage of supply pump, pres- 
sure storage tank, exchanger to cool or heat circulated air as required and to re- 
move moisture when cooling, reheater, condenser, refrigerator, circulating pumps, 
hot water storage tank, solar heater, water heater, filters to clean both fresh 
air and recirculated air, spray to add moisture to air when humidity is too low, 
blower to circulate and distribute conditioned air, and the like.” 

In support of its opposition, opposer relies upon its ownership and prior use 
of the trade-mark “Tropic-Aire” as a trade-mark for “heaters for automotive 
vehicles heated by the vehicle engine cooling fluid,” which was registered in the 
United States Patent Office under the Act of 1905, No. 237,236, January 3, 1928, 
and renewed; and of “Tropic-Aire Conditioned” as a trade-mark for “air heating, 
air cooling, and ventilating units for motor vehicles” (the words “Aire Condi- 
tioned” being disclaimed), also registered under the Act of 1905, January 3, 
1939, 

The opposition was based on both the confusion in trade and corporate name 
clause of section 5 of the Act of 1905. The Examiner of Interferences has found 
that “Tropic-Aire” and “Tailoredaire” differ quite substantially, and that “the 
dissimilarities between these notations are believed to be at least as great, if not 
greater, than those obtaining between ‘Tropic-Aire’ and ‘Trail Aire,’ which were 
held not to be confusingly similar, in the case of Tropic-Aire, Incorporated v. 
Advance Manufacturing, Incorporated (80 U. S. P. Q. 172),” and accordingly 
dismissed the notice of opposition. The opposer appeals. 

It is clear that the answer admits the essential allegations of the notice of op- 
position, with the exception of those alleging the similarity of the marks, and 
that the opposer’s priority and ownership of its marks, its extensive use and the 
advertising thereof, and the fact that the goods possess the same descriptive proper- 
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ties are thereby established. The only question for consideration is whether or 
not “Tailoredaire,” disclosed in the opposed application, bears such near resem- 
blance to the registered marks of the opposer, or to its corporate name, as to be 
barred from registration thereby. The similarity of the opposer’s marks to that 
of another applicant was discussed in Tropic-Aire, Incorporated v. Advance Manu- 
facturing, Incorporated, supra. I agree with the Examiner of Interferences that 
“Tailoredaire” differs from “Tropic-Aire” to at least as great an extent as “Trail 
Aire” and “Tropic-Aire” involved in the cited decision, and that accordingly the 
notice of opposition insofar as it relies on the confusion in trade clause must be dis- 
missed, it being unnecessary to repeat the comments made in the prior decision. 

Since applicant’s mark is not the entire corporate name of opposer, the same 
considerations must be taken into account in passing upon opposer’s claim under 
the corporate name clause as under the confusion in trade clause. American Steel 
Foundries v. Robertson, 262 U. S. 209, 1924 C. D. 476. 

The decision of the Examiner of Interferences is affirmed. 


EX PARTE EVANS 


Commissioner of Patents—December 14, 1949 


TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
In determining question of confusing similarity, marks must be considered in their 
entireties and descriptive or disclaimed material cannot be entirely disregarded. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Forever Ware,” the word “Ware” being disclaimed, held confusingly similar to “Wear- 
Ever,” used on similar goods, under 1905 Act. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Emanuel E. Evans. Applicant 
appeals from refusal of registration. Affirmed 


W. B. Harpman, of Youngstown, O., for applicant. 
DANIELS, A. C.: 


This is an appeal from the final refusal to register the notation “Forever Ware” 
under the Trade-Mark Act of 1905 as a trade-mark for “kitchen ware, made of 
aluminum or alloys of aluminum, namely, sauce pans, roaster pans, dish pans, 
frying pans, baking pans, pressure cookers and double boilers,” the word “Ware” 
being disclaimed. Registration has been refused in view of a prior registration of 
the words “Wear-Ever” and a design, as a trade-mark for “cooking utensils made 
of alumnum or alloys of aluminum,” under the Trade-Mark Act of 1905, registra- 
tion No. 106,135, registered October 12, 1915, and renewed. , 

Applicant contends that its mark and the mark of the prior registration “are not 
spelled alike, do not sound alike and do not look alike nor do the notations have 
the same meaning when the words are taken as a whole or taken individually.” 
It is pointed out by the applicant that “Ware” differs from “Wear” in meaning, 
and that “Ware” having been disclaimed, the comparison should be essentially 
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between “Forever” and ‘Wear-Ever.” Whether applicant’s mark is considered 
with or without the disclaimed portion, and descriptive or disclaimed material 
cannot be entirely disregarded, it appears to me to resemble the mark of the prior 
registration closely in sound and appearance. The difference between the mean- 
ings of “Ware” and “Wear” is not considered sufficient to distinguish between 
these marks, and considered in their entireties, they appear quite similar in mean- 
ing. I agree with the Examiner of Trade-Marks that applicant’s mark so nearly 
resembles that of the prior registration that there is likelihood of confusion between 
them as applied to these identical products. Ex Parte Supplee-Biddle Hardware 
Company, 556 O. G. 737, 59 U. S. P. Q. 98; Ross Packing Company v. Pacific 
Olive Company, 600 O. G. 679, 74 U. S. P. Q. 68. 
The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE BAYUK CIGARS INCORPORATED 
Commissioner of Patents—December 22, 1949 


TRADE-MarkK Act oF 1946—REGISTRABILITY—SECTION 23 
TRADE~-MARKs—Worps INCAPABLE OF DISTINGUISHING—GENERIC TERMS 
“-It’s Ripe Tobacco!” held incapable of distinguishing applicant’s cigars and not regis- 
trable on Supplemental Register, under 1946 Act. 
Use of “It’s” in connection with generic term “Ripe Tobacco” does not change the 
character of the mark. 
Long continued use might be persuasive in a proper case, but in connection with this 
term, as used on applicant’s labels, it only indicates continuing use of a laudatory phrase. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by Bayuk Cigars Incorporated. 
Applicant appeals from refusal of registration on Supplement Register, under 
1946 Act. Affirmed. 


Busser & Harding, of Philadelphia, Pa., for applicant. 
DanieEts, A. C.: 


This is an appeal from the final refusal of an application for registration of 
a trade-mark for cigars on the Supplemental Register under the Act of 1946. 
The mark sought to be registered consists of the notation “-It’s Ripe Tobacco!” 
Registration has been refused on the ground that the mark is not capable of dis- 
tinguishing applicant’s goods as required by section 23 of that Act. 

Applicant suggests that the test for determining whether a descriptive word 
or words may be capable of distinguishing an applicant’s goods is whether or not 
they are “capable of acquiring a secondary meaning,” stating that the line of 
demarcation between those capable of acquiring such meaning and those which 
are not is “a fine one and difficult of definition.” It is suggested in the brief that 
long exclusive use is persuasive and that: 


.... The fact that the mark comprises a group of words in an unusual arrangement 
may be sufficient. 
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In support of the contention that the words sought to be registered comprise a 
group of words in “unusual arrangement,” the applicant states: 


Applicant’s slogan by its very nature is capable of acquiring a secondary meaning. 
The slogan contains an unusual arrangement of the words involved. Clearly, if one 
were referring to the ripeness of the tobacco contained in the cigars in a box or package, 
it would, indeed, be unexpected or unusual to blurt out “It’s Ripe Tobacco.” The phrase 
or slogan is ungrammatical and extends beyond mere colloquialism. It will be noted 
that, in the sense or connection used, there is no express antecedent for “It’s.” What 
does “It’s” refer to? “It’s” must refer to the tobacco contained in the cigars in the 
container. Such being the case, surely, the phrasing is unexpected and unusual... . 


At another point in the brief it is stated: 


. . . . If one were to describe the fact that the cigars in a box are made of ripe 
tobacco or contain ripe tobacco, one would not be expected to say “It’s Ripe Tobacco.” 
Surely, the common phraseology would take a form such as “These cigars contain ripe 
tobacco” or “This box contains ‘ripe tobacco’” or “Ripe Tobacco is used in making these 
cigars” or the like. 


It would seem from the foregoing and from other statements made on this 
appeal, and in the course of the prosecution of the case, that applicant concedes that 
“Ripe Tobacco,” per se, is lacking in distinctiveness, but that the combination of 
this term with the word “It’s” adds distinctiveness thereto. As stated before the 
Examiner of Trade-Marks: 


. we submit that the slogan here is distinguished by the word “It’s.” In other 
words, the words “Ripe Tobacco” alone are not sought to be registered, but rather the 
whole slogan as such, which, while it connotes the use of ripe tobacco, does not have 
to be imitated or copied by anyone in order to notify the public that their product is 
made of ripe tobacco. 


The lack of an antecedent for “It’s” is supplied both in applicant’s argument 
above quoted and by the specimens of record which show clearly that the refer- 
ence is to applicant’s cigars. The specimens submitted show that the phrase is 
displayed accompanying, and subordinate to a trade-mark of applicant which has 
previously been considered by the courts and the Patent Office and is believed to 
be widely advertised. 

I fail to see anything “unusual” or “unexpected” in the expression as so used. 
It is in no way incongruous, and the meaning in such a connection appears obvi- 
ous. As was stated in Standard Paint Co. v. Trinidad Asphalt Mfg. Co., 220 
U. S. 446, 1911 C. D. 530: 


. .. . Bad orthography has not yet become so rare or so easily detected as to make 
a word the arbitrary sign of something else than its conventional meaning, as different, 
to bring the example to the present case, as the character of an article is from its origin 
or ownership. 


Bad grammar, if applicant is correct in its suggestion that this contraction is 
ungrammatical in this usage, would appear to be equally deficient as a means of 
supplying distinctiveness to a common expression. 

The mark obviously is intended to signify the applicant’s use of ripe tobacco, 
a claim which may presumably be made by many manufacturers of cigars. Kel- 
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logg Company v. National Biscuit Company, 305 U. S. 111, 39 U. S. P. Q. 296. 
The use of a word such as “It’s” in connection with the generic term “Ripe To- 
bacco” does not change the character of the mark. In Jn re St. Paul Hydraulic 
Hoist Company (C. C. P. A.), 83 U. S. P. Q. 315, 316, the court said: 


The implication seems to be that the word “It” is the dominating part of the mark, 
the brief saying: 

“The very short and usually insignificant word ‘It’ gives this composite mark 
character and significance that makes it particularly and peculiarly distinctive in 
the industry and with the purchasing public, and this effect should not be sum- 
marily dismissed in a proceeding of this nature.” 


We are unable to agree that the implication relative to “It” being the dominating 
part of the mark is sound. Both words have distinct meanings “Dump” means what 
the dictionary says it means, supra, and “It” obviously has reference to the material 
which is to be dumped. The two words taken together seem to us obviously to con- 
stitute a descriptive phrase. 


Nor can the fact that the words may have been used by applicant for many 
years change the nature thereof. Long continued use might, as suggested by the 
applicant, be “persuasive,” in a proper case, but in connection with this term as 
used on the labels of the applicant it would only indicate the continuing use of a 
laudatory phrase. As was pointed out in In re St. Paul Hydraulic Hoist Com- 
pany, supra. 
There are many reasons other manufacturers of a product may not adopt a generic 
or descriptive term. 


See also Kellogg Company v. National Biscuit Company, supra. 
The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE WESTALL, etc. 


Commissioner of Patents—December 27, 1949 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Love and Kisses” held confusingly similar to “Lov-Kis,” used on identical goods, under 
1946 Act. 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
In determining question of confusing similarity each case must rest upon its own dis- 
tinctive facts. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Evelyn Westall, doing business 


as Parfums Evyan Co. Applicant appeals from refusal of registration under 
1946 Act. Affirmed. 


Kenyon & Kenyon, of New York, N. Y., for applicant. 
DanieLs, A. C.: 


Applicant appeals from the final refusal of its application for registration of 


” 


a trade-mark for “perfumes, toilet water and colognes,” on the Principal Register 
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under the Trade-Mark Act of 1946. The mark sought to be registered consists 
of the words “Love and Kisses.” Refusal to register is based upon a prior regis- 
tration of the words “Lov-Kis,” for “perfumes and toilet waters,” No. 268,704, 
registered March 18, 1930, under the Trade-Mark Act of February 20, 1905. Ap- 
plicant contends that because of the difference in spelling, appearance, and other- 
wise, the marks do not resemble each other. Use of the term “and” rather than 
the hyphen does not appear to change the significance and the marks are sub- 
stantially identical in appearance, sound and connotation. I agree with the ex- 
aminer that they are virtually identical. 

Applicant contends that it is entitled to the registration sought in view of the 
decision of the United States Court of Customs and Patent Appeals in Valpo 
Company v. Soils, Entrialgo y Compania, 36 C. C. P. A. 1160, 82 U. S. P. Q. 
182 [39 T. M. R. 699], holding that the mark “Forbidden Love” for perfume 
should not be cancelled on petition of the prior user of the trade-mark “Love 
Lane” for these same goods. As pointed out in the decision in that case, each 
proceeding must rest upon its own distinctive facts, and both in that case, and in 
Parfumerie Roger & Gallet v. Wanamaker, 57 App. D. C. 267, 1928 C. D. 57, 
the words considered by the court differed to an extent greater than those here 
involved. Applicant further contends that no one can assert the exclusive right 
to the word “Love” or other words having the same or like meaning as applied 
to perfumes, in view of the above decisions and further argues that “Kiss” and 
“Love” have the same meaning and that there “. . . . would thus appear to be no 
logical reason why anyone should be able to assert an exclusive right to the word 
‘Kiss’ as applied to perfumes.” In spite of this, applicant has asserted such a 
right by attempting to obtain such registration which would give it prima facie 
exclusive rights to a mark consisting essentially of these two words. In view of 
the substantial identity of the mark sought to be registered or that of the prior 
registration this is contrary to the provisions of section 2(d) of the Act. 

The decision of the Examiner of Trade-Marks is affirmed. 





EX PARTE REJANE, INC. 


Commissioner of Patents—December 27, 1949 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Flor de Habano” held confusingly similar to “Abano,” used on identical goods, under 
1946 Act. ; 
Addition of descriptive words “Flor de” held insufficient to avoid likelihood of confu- 
sion or mistake. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Rejane, Inc. Applicant appeals 
from refusal of registration under 1946 Act. Affirmed. 


Mock & Blum, of New York, N. Y., for applicant. 
DanieEts, A. C.: 


This is an appeal from the final refusal of an application for registration of a 
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trade-mark for “perfumes,” on the Principal Register under the Trade-Mark Act 
of 1946. The mark sought to be registered consists of the notation “Flor de 
Habano.” Registration has been refused in view of a prior registration, No. 
344,612, registered March 30, 1937, under the Act of 1905, which discloses the 
word “Abano,” for perfumes and bath oils. 

The Examiner of Trade-Marks has held the two marks to have such over-all 
similarity in appearance and sound that their concurrent use as applied to goods 
identical in part is likely to cause confusion or mistake and that applicant’s ap- 
plication must be refused in accordance with section 2(d) of the Act. 

Applicant points out that while the words “Flor de” forming part of the mark 
sought to be registered may be descriptive, they have not been disclaimed and 
cannot be ignored in the over-all consideration of the marks, which should be 
considered in their entirety. “Habana” and “Abano” are phonetically virtually 
identical and the addition of the descriptive words “Flor de ” cannot be considered 
sufficient to distinguish therefrom. Carmel Wine Co. v. California Winery, 38 
App. D. C. 1, 1912 C. D. 428. Considered in their entireties, I agree with the 
examiner that they have such an over-all similarity that as applied to identical 
goods there is still likelihood of confusion or mistake. Vi-/on Laboratories, Inc. 
v. Lentheric, Incorporated, 30 C. C. P. A. 916, 133 F. 2d 947 [33 T. M. R. 211]. 

The decision of the Examiner of Trade-Marks is affirmed. 





EX PARTE REEVES BROTHERS, INC. 


Commissioner of Patents—December 27, 1949 


TRADE-MarK Act oF 1946—REGISTRABILITY—SEcTIONS 2(e)(3) AND 2(f) 
TRADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—SURNAMES 

“Reeves” held dominant feature of composite mark and not registrable because primarily 
merely a surname, under 1946 Act. 

Fact that other meanings may exist does not necessarily indicate that a word would 
ordinarily have other than its primary meaning; and fact that lexicographers or others 
might recognize a possible unusual meaning, held not controlling. 

Affidavits submitted held insufficient to constitute showing of distinctiveness under sec- 
tion 2(f) of 1946 Act. 

Representations of swatches in composite mark held mere background for dominant 
surname; and question whether or not the swatches might independently constitute a trade- 
mark held not before the Commissioner for consideration. 

TRADE-MarkK Act oF 1946—PLEADING AND PRACTICE—SECTION 6 
TRADE-M ARKS—REGISTRABILITY—DISCLAIMERS 

While there was no express statutory provision for disclaimers, under 1905 Act, the 
new Act makes specific provision for such disclaimers. 

If applicant’s contention is correct, that the swatches in composite mark constitute proper 
subject matter for registration, disclaimer or elimination of “Reeves” as required by sec- 
tion 6 would appear to be proper procedure. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Reeves Brothers, Inc. Applicant 
appeals from refusal of registration under 1946 Act. Affirmed. 


Burgess, Ryan & Hicks, of New York, N. Y., for applicant. 
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DaniELs, A. C.: 


This is an appeal from the final refusal of an application for registration of a 
trade-mark for “piece goods of cotton, rayon, wool and synthetic fibres,” on the 
Principal Register, under the Trade-Mark Act of 1946. 

The mark sought to be registered consists of the word “Reeves,” displayed on 
a light-colored representation of a swatch of cloth behind which appear overlapping, 
offset representations of swatches of cloth, dark in color, and diminishing in size 
from front to rear. The word “Fabrics” appears below the word “Reeves” on the 
front swatch, and the words “Finishing,” “Dyeing,” “Weaving,” and “Spinning,” 
on the exposed upper portions of the other swatches, all wording except “Reeves” 
having been disclaimed. 

Registration has been refused on the ground that the mark presented is pri- 
marily merely a surname in accordance with section 2(e) (3) of the Trade-Mark Act 
of 1946. Applicant correctly contends that in addition to its significance as a sur- 
name, which is in my opinion well known, “Reeves” has other meanings. Ex- 
aminations of dictionary definitions indicate that “Reeve” is defined as “passing a 
rope through a block,” etc., this connotation being stated to be nautical, and that 
the word “Reeve” has an historical definition with reference to a law officer. It 
is also defined as “the female of a ruff,” and certain other meanings are given, 
none of which are commonly used in any ordinary business connection, or have 
any relationship to fabric. The fact that other meanings may exist does not 
necessarily indicate that a word would ordinarily have other than its primary 
meaning, and the fact that lexicographers or others might recognize a possible 
unusual meaning is not controlling. Coca-Cola Company v. Los Angeles Brewing 
Company, 1 F. R. D. 67, 44 U. S. P. Q. 190; Le Blume Import Co., Inc. v. Coty, 
et al., 293 F. 344. The situation here presented is not similar to that of surnames, 
the meaning of which would not immediately be clear, even as applied to par- 
ticular products. The meaning naturally attributed to it by the public would, 
in my opinion, be that of a surname, and as used in this application, it is clearly 
a surname and would be recognized as such. Accordingly, considering this word 
alone, it is my opinion, that it is primarily merely a surname and accordingly 
not proper subject matter for registration on the Principal Register under section 
2(e) (3) of the Act. 

Applicant further contends that the mark is a composite one and considered 
in its entirety cannot be considered primarily merely a surname. As against this 
the examiner has held that it is dominated by this surname. As shown in the 
drawing and specimens forming part of the application, the swatches appear to be 
mere background for the name. It appears on the front of the design in large 
letters and examination of the mark would indicate that it is clearly “. .. . the 
principal feature of the mark which would serve the purpose of designating the 
origin of the goods... .” W. B. Roddenbery Co. v. Kalich, 34 C. C. P. A. 745, 
158 F. 2d 289 [37 T. M. R. 73]. As further stated in that case: 


. . . This and other courts have frequently said that in the case of a trade-mark 
which consists of words accompanied by other pictorial indicia the portion of the 
mark which would be likely to indicate origin would be the words used and that this 
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is particularly true in these times when resort is so frequently made to radio adver- 
tising. ... 


Further as stated in Ex Parte Bisom Company, Inc., 582 O. G. 630, 67 U. S. P. Q. 
328, 329: 

Moreover, applicant’s mark is clearly dominated by these words. As pointed out by 
the examiner, they “would most certainly be utilized by ladies when asking a salesman 
for applicant’s goods”; and they are obviously the part of the mark that purchasers 
would be most likely to remember as indicating origin of the goods. Frankfort Distil- 
leries, Incorporated v. Kasko Distillers Products Corporation, 27 C. C. P. A. 1189, 
111 F. 2d 481 [30 T. M. R. 339]; In re Sears, Roebuck and Co., 30 C. C. P. A. 710, 
132 F. 2d 341 [33 T. M. R. 80]. 


See also Ex Parte Columbia Restaurant, 601 O. G. 535, 74 U. S. P. Q. 190; and 
Farmer Seed & Nursery Co. v. Sears, Roebuck and Co., 593 O. G. 591, 71 
U. S. P. Q. 190. Accordingly it is believed that the examiner correctly found 
that the swatches appearing in the background do not change the nature of the 
mark, and that it must be considered to be primarily merely a surname. 

Applicant argues, at some length, that the swatches themselves would be recog- 
nized independently of the name “Reeves,” or of the other wording, which has 
been disclaimed. In support of this, it has submitted certain affidavits of individuals 
who are familiar with the mark, and state, in effect, that they would recognize it 
independently of the word “Reeves.” Whether or not the swatches might inde- 
pendently constitute a trade-mark is not before me for consideration. Accepting 
applicant’s statement in this connection, however, for the purpose of argument, 
section 6 of the Trade-Mark Act of 1946 provides: 


The Commissioner shall require unregistrable matter to be disclaimed, .. . 


If it is truly a composite mark, the comments of the court in Beckwith v. Com- 
missioner of Patents, 252 U. S. 538, 1925 C. D. 471, would apply. In that case 
the court pointed out that there was no statutory provision for disclaimer, but 
that permitting such disclaimer would allow any properly registrable material to 
be protected without permitting a registrant to make claims to material not 
registrable. In that case it was also stated that there was no question 


.... that the design of the trade-mark is so simple as to be a mere device or con- 
trivance to evade the law and secure the registration of nonregistrable words. . 


The new Act has made specific provisions for such a disclaimer and if the ap- 
plicant is correct in contending that the swatches constitute proper subject matter 
of registration, disclaimer or elimination of “Reeves,” as required by section 6 
would appear to be the proper procedure. It is also to be noted that if “Reeves” 
is considered the essential feature, a showing of distinctiveness in accordance with 
section 2(f) would presumably be possible. The present affidavits are apparently 
not intended for that purpose, and cannot be regarded as sufficient therefor. 

In view of the foregoing, I agree with the conclusion of the Examiner of Trade- 
Marks that the mark must be refused as primarily merely a surname. 

The decision of the Examiner of Trade-Marks is affirmed. 
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PART I 


LACHES, ACQUIESCENCE AND ESTOPPEL IN 
REGISTRATION CASES 


By Walter J. Halliday* 


Section 19 of the Lanham Act provides: 


In all inter partes proceedings equitable principles of laches, estoppel, and acqui- 
escence, where applicable may be considered and applied. The provisions of this section 
shall also govern proceedings heretofore begun in the Patent Office and not finally 
determined. 


This section is new. There was no similar provision in the prior acts, and the 
extent to which it changes the law has been the subject of considerable discussion. 
The difficulties presented are both factual and legal and of necessity involve the 
problems of defining these defenses and determining the question as to their applica- 
bility in particular instances or classes of cases. For example, it was well settled 
under the 1905 Act that laches in the sense of mere delay was not a defense to a 
petition for cancellation’ because of the language of section 13 permitting an appli- 
cation for cancellation ‘‘at any time.”* Construing that Act, the Court of Customs 
and Patent Appeals said: 


It will be observed that the language is “That whenever any person shall deem him- 
self injured by the registration of a trade-mark in the Patent Office he may at any time 
apply to the Commissioner of Patents to cancel the registration thereof.” (Italics ours.) 
We think that the use of the words “at any time” excludes the defense of laches in a 
cancellation proceeding instituted under the provisions of the section.* 


After discussing the Supreme Court decisions prior to the passage of the 1905 
Act, which held that laches would not bar an injunction against future infringe- 
ments of a trade-mark, the same Court said: 


It will be observed from an examination of said section 13 that the object of the 
cancellation proceeding is to determine whether the registrant was entitled to the use of 


Copyright, 1950, by Walter J. Halliday. 

* Wallace H. Martin, Esq., and the author, both of the New York Bar, are preparing and 
expect to publish jointly a textbook on the Trade-Mark Act of 1946. 

1. 60 Stat. 434 (1946), 15 U. S. C. section 1069 (1948). 

2. Willson v. Graphol Products Co., Inc., 165 F. 2d 446, 449, 38 T. M. R. 323, 326 (C. C. 
P. A. 1948); White House Milk Products Co. v. Dwinell-Wright Co., 111 F. 2d 490, 493 
(C. C. P. A. 1940) ; E-Z Mills, Inc. v. Martin Bros. Co., 95 F. 2d 269, 272 (C. C. P. A. 1938); 
Pennsylvania Petroleum Co. v. Pennzoil Co., 80 F. 2d 67, 70 (C. ©. P. A. 1935); Procter & 
Gamble Co. v. J. L. Prescott Co., 77 F. 2d 98, 101 (C. C. P. A. 1935); Cluett, Peabody & Co. 
v. Wright, 46 F. 2d 711, 713 (C. C. P. A. 1931); Cluett, Peabody & Co. v. Hartogensis, 
41 F. 2d 94, 97 (C. C. P. A. 1930) ; Benioff’s Furs v. Benioff’s Furs, 62 U. S. P. Q. 508, 510 
(1944). Contra: Gerstendorfer Bros. v. United Supply Co., 26 F. 2d 564 (C. A. D. C. 1928). 

3. “Whenever any person shall deem himself injured by the registration of a trade-mark in 
the Patent Office he may at any time apply to the Commissioner of Patents to cancel the regis- 
tration thereof... .” 33 Stat. 728 (1905), as amended, 15 U. S. C. section 93 (1939). 

4. Cluett, Peabody & Co. v. Hartogensis, 41 F. 2d 94, 97 (C. C. P. A. 1930); Parfums 
Corday, Inc. v. Harris, 38 T. M. R. 253, 255 (1948). 
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the mark at the date of his application, or, if so entitled, whether it is used by him or 

has been abandoned. We hold that the section provides that the proceeding may be 
brought at any time for the determination of these questions by one who deems himself 

injured by the registration of the mark, and that laches upon the part of the applicant I 
is not a bar to the bringing of the proceeding provided for by the section.® 


According to the proponents of the Lanham Bill, section 19 was inserted to give j 
express statutory authority to the Patent Office to consider the defenses of laches, 
acquiescence and estoppel in all inter partes proceedings. The following quota- 
tions are characteristic of such statements in this connection, at the hearings: 


Mr. Rocers. In that connection I would like to say that that was inserted, as I 
understand it, to take care of a specific situation. 

The Patent Office and the Court of Patent Appeals have held that they cannot con- ‘ 
sider these equitable doctrines. There is no doubt in the world that a court of equity 
would, but it is that miscarriage of justice that happens over there on account of a limita- 
tion of the statute.® 





Mr. SAvace. .... At the present time the Patent Office can only apply the terms 
of the statute very strictly. The Patent Office cannot consider equitable principles in 
refusing registration or in granting or determining interferences. Under the bill the 
Patent Office can apply those principles and work out justice.* 


Mr. FENNING. If instead of going into the Patent Office and asking for a cancellation 
of a registration the petitioner had gone into court, and demanded cessation of use, at all ) 
times these defenses would have been available to him. If this is not put in and the mark 
is cancelled in the Patent Office because equity is not allowed to be raised, the man will 
not have to stop the use. And if he were sued he could not be forced to stop the use. 
And there, in that respect, the register will differ from actual conditions. In other 
words, the defenses which should always have been available to him in the Patent Office 
have been eliminated by an interpretation of the prior statutes. Whether it is a proper 
interpretation we do not know. Now, what we want to do is to say that at least that 
interpretation was wrong. Equity should always be considered.® 


During the pendency of the Lanham Bill, however, at least one committee 
failed to reach unanimity because: 


A division of opinion arose over the use of the word “laches” in section 19, para- 
graph (a) in the sentence: “In all inter-parties proceedings the doctrine of laches, acquies- 
cence and estoppel where applicable shall be considered and applied.” The committee, 
with the exception of the chairman, thought the word “laches” should be retained and 
the application of the doctrine left to the Commissioner. The chairman thought that mere 
laches should not affect the proceedings in the absence of positive conduct amounting to 
acquiescence and estoppel. It has long been the rule in equity that laches alone will not } 
prevent an injunction. The negligence of a party should not and does not preclude protec- 
tion of the public from confusion. The chairman urged therefore, that in Patent Office 
proceedings, mere laches should not be permitted to bring about a result contrary to the 


5. Idem, at 97. See also Viscol Co. v. Socony-Vacuum, 39 T. M. R. 482, 485 (1949). 

6. Hearings before Committee on Patents, Subcommittee on Trade-Marks, on H. R. 102, 
H. R. 5461, and S. 895, 77th Cong., Ist Sess. 195 (1941). 

7. Hearings before Subcommittee of Senate Committee on Patents, on H. R. 82, 78th Cong., 
2d Sess. 28 (1944). 

8. Hearings before Committee on Patents, Subcommittee on Trade-Marks, on H. R. 102, 
H. R. 5461, and S. 895, 77th Cong., Ist Sess. 154 (1941). 
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interests of the public and that only delay amounting to acquiescence and estoppel should 
be a bar to proceedings in the Patent Office, as in the case in equity.® 


What constitutes laches, acquiescence or estoppel will still be governed by the 
principles established in the equity cases, as well as those under the prior acts.” 
The application of these equity doctrines to Patent Office proceedings, however, will 
involve no less difficulty than in the court cases, and in some instances it will be 
more complicated. 

In fact, it appears that the rule of the 1905 Act cases” should apply in can- 
cellation proceedings under the Lanham Act; and that in the absence of conditions 
creating an estoppel, neither laches nor acquiescence are “applicable”’* to bar relief 
because of the express provisions governing cancellation. Excepting petitions for 
cancellation on certain grounds, which are subject to the new five-year statute of 
limitations, provided by the 1946 Act, under the sections dealing with cancellation 
and “incontestability,” the language of the new Act is identical with that of the 
1905 and 1920 Acts,’* and permits applications for cancellation “at any time” with 
respect to registrations on both the Principal** and Supplemental’ registers. 

There is no more reason to hold, in registration matters, than there has been 
in infringement and unfair competition cases, that laches, in the sense of mere delay, 
or acquiescence not constituting abandonment or unaccompanied by elements of 
estoppel, should have any effect. The Court of Customs and Patent Appeals 
expressed this view, in discussing these defenses, in a case under the 1905 Act, as 
follows : 


Mere acquiescence in the use of one’s trade-mark by another, even though it may be 
for an extended period, will not, in itself, bar the person from asserting the right to such 
trade-mark at any time. There must be something more than mere acquiescence and 
delay in enforcing such rights. The right to claim the exclusive use of such trade-mark 





9. Report of Committee on Federal and State Trade-Mark Legislation of Section of Pat- 
ent, Trade-Mark and Copyright Law, of American Bar Association 9 (1941), Wallace H. 
Martin, Chairman. 

10. McLean vy. Fleming, 96 U. S. 245 (1877) ; Menendes v. Holt, 128 U. S. 514 (1888); 
Saxlehner v. Eisner & Mendelson Co., 179 U. S. 19 (1900); Hanover Star Milling Co. v. 
Metcalf, 240 U. S. 403, 419 (1916) ; Anheuser-Busch, Inc. v. Du Bois Brewing Co., 175 F. 2d 
370 (C. A. 3d 1949) ; Rothman v. Greyhound Corporation, 175 F. 2d 893, 82 U. S. P. Q. 143 
(C. A. 4th 1949) ; Noll v. Rinex Laboratories, 25 F. Sup. 239 (D. Ohio, 1935), aff’d 99 F. 2d 
1013 (C. C. A. 6th 1938); Reid, Murdoch & Co. v. H. P. Coffee Co., 48 F. 2d 817 (C. C. A. 
8th 1931) ; Chapin-Sacks Mfg. Co. v. Hendler Creamery Co., 254 F. 553 (C. C. A. 4th 1918) ; 
Aunt Jemima Mills Co. v. Rigney & Co., 247 F. 407, 412 (C. C. A. 2nd 1917); Layton Pure 
Food Co. v. Church & Dwight, 182 F. 35 (C. C. A. 8th 1910); Keystone Macaroni Mfg. Co. 
v. Arena & Sons, 27 F. Sup. 290 (E. D. Pa. 1939); 2 Nims, Unfair Competition and Trade- 
Marks, 1261-1320 (4th Ed. 1947). 

The difficulties of discussing these equitable principles are greatly increased by the lack of 
agreement in the decisions as their definitions. In this discussion, laches and acquiescence are 
considered as not including estoppel, though estoppel may arise turough circumstances including 
delay plus change of position or acquiescence accompanied by affirmative acts of a binding 
character, such as a contract, or change of position. 

11. Supra, pp. 85-86. 

12. 60 Stat. 434 (1946), 15 U. S. C. section 1069 (1948) ; supra, p. 85. 

13. 33 Stat. 728 (1905), as amended, 15 U. S. C. section 93 (1939) : 41 Stat. 534 (1920), 
15 U. S. C. section 122 (1939). 

14. 60 Stat. 433 (1946), 15 U. S. C. sections 1064, 1065 (1948). 

15. 60 Stat. 436 (1946), 15 U. S. C. section 1092 (1948). 
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is a continuing right in the owner. This has been well settled by the authorities. McLean 
v. Fleming, 96 U. S. 245, 257, 24 L. Ed. 828; Menendez v. Holt, 128 U. S. 514, 524, 
9S. Ct. 143, 32 L. Ed. 526; Michigan Condensed Milk Co. v. Kenneweg Co., 30 App. D. C. 
491; Carroll & Son Co. v. McIlvaine, et al. (C. C.), 171 F. 125. This rule has long 
been the rule in equity cases, and has been announced in Michigan Condensed Milk Co. 
v. Kenneweg Co., supra, to be equally applicable in matters of registration in the Patent 
Office. 

We should not be understood as here holding that estoppel may not arise by the acts 
of the parties which would prevent registration. All we desire to hold is that the facts 
presented in this case constituting acquiescence, merely, do not raise such an estoppel.’® 


Since the consideration and application of these equitable principles is permis- 
sive rather than mandatory, under section 19 of the Lanham Act,” the same rule 
should apply as under the 1905 Act cases; and recently, the same Court so held. 
In considering the applicability of section 19 to a cancellation proceeding involving 
a 1905 Act registration, the Court said: 


It is well settled that before the doctrine of laches may be applied, something more 
than a mere lapse of time must exist. See Menendez v. Holt, 128 U. S. 514, 523; Johnston 
v. Standard Mining Co., 148 U. S. 360, 370; and Standard Oil Co. v. Michie, 34 F. (2d) 
802, 804.18 


Under the 1905 Act, regardless of whatever equities might exist between the 
parties, there could be only one registrant, the first user. Registration of the 
same mark for similar goods to different parties was prohibited.” The situation 
under the present Act will not always be so simple because of the provisions for 
concurrent registration permitting registration of the same mark to more than 
one registrant for its use on similar goods, with the proviso that the Commissioner 
must find that “confusion or mistake or deceit of purchasers is not likely to result 
from the continued use” of the marks, under prescribed conditions and limitations.” 

Under the Lanham Act also, as under the 1905 Act, the Commissioner must 
act as the guardian of the public interest and, therefore, irrespective of the equities 
between the parties, the Commissioner cannot be estopped into accepting or con- 
tinuing a statute barred registration.” Since section 2(d) still prohibits the regis- 
tration of confusingly similar marks,” a finding of estoppel may represent only 
half the answer and not change the final result, after the Commissioner has ful- 
filled his function as primary Examiner and determined the question of registra- 


16. Heger Products Co. v. Polk Miller Products Corporation, 47 F. 2d 966, 969 (C. C. P. A. 
1931). See also: Traub Mfg. Co. v. R. Harris & Co., 53 F. 2d 416, 417 (C. C. P. A. 1931). 

17. Supra, p. 85. 

18. West Disinfecting Co. v. Owen, 165 F. 2d 450, 453, 38 T. M. R. 318, 322 (C. C. P. A. 
1948). See also: Ever-Dry Corporation v. Consolidated Cosmetics, 39 T. M. R. 749, 752 
(1949) ; Graphol Products Co., Inc. v. Willson, 39 T. M. R. 856, 858, 83 U. S. P. Q. 2, 4 (1949). 
Cf. Anheuser-Busch, Inc. v. Du Bois Brewing Co., 175 F. 2d 370 (C. A. 3rd 1949). 

19. Philadelphia Inquirer v. Coe, 133 F. 2d 385, 387 (C. A. D. C. 1942). 

20. 60 Stat. 428 (1946), 15 U. S. C. section 1052 (1948). 

21. Kaylon, Incorporated v. Rosenberg, 38 T. M. R. 994, 998 (1948); Kroger Grocery & 
Baking Company v. Country Gardens, Inc., 38 T. M. R. 482, 484, 485 (1948); Schering & 
Glatz v. Sharp & Dohme, 146 F. 2d 1019, 1020 (C. C. P. A. 1944); Application of Laskin 
Brothers, 146 F. 2d 308, 309 (C. C. P. A. 1944) ; Century Distilling Co. v. Continental Distilling 
Corp., 23 F. Supp. 705, 707 (E. D. Pa. 1938). 

22. 60 Stat. 428 (1946), 15 U. S. C. section 1052 (1948). 


——— 





—-— “es ae Te te 


— Se 2 





40T.M.R. LACHES, ACQUIESCENCE AND ESTOPPEL 89 





bility.“ In particular instances, of course, concurrent registrations may be granted 
on the basis of the utilization of appropriate limitations and conditions, which elimi- 
nate likelihood of confusion; or it may be held that long past experience without 
confusion arising indicates that confusion, mistake or deception of purchasers is 
unlikely.* Such concurrent registrations, however, may be issued only on applica- 
tions expressly based upon the proviso of section 2(d) of the Lanham Act; and 
they will not be issued on applications pending under previous acts or other sec- 
tions of the present Act.” 

In oppositions, since there is only a short statutory period of thirty days, in 
the absence of extension for good cause shown, within which a person who would 
be damaged by the registration of a mark, may oppose the application,” it is diffi- 
cult, if not impossible, to conceive of a situation in which laches in the sense of 
mere delay or acquiescence should be held to bar the opposer. 

Under the 1905 Act, in oppositions as distinguished from cancellation proceed- 
ings, it was well established that defenses of laches, acquiescence and estoppel would 
avail nothing where confusingly similar marks were used on goods of the same 
descriptive properties and hence the application was met by the statutory bar. Con- 
struing the mandatory provisions of section 7 of the 1905 Act,” requiring the 
Commissioner to direct the Examiner in opposition and interference proceedings to 
determine the questions of (1) the right to registration, and (2) the sufficiency 
of the objections, the Court of Customs and Patent Appeals said, in reversing the 
Commissioner’s ruling that the opposer was estopped to object to the registration: 

Therefore, granting that the defense of estoppel would lie against objections raised 

by appellant opposer, nevertheless it was the duty of the Patent Office to determine the 
right of registration, as in an ex parte case, upon the facts before the Patent Office. 
There was before that office, irrespective of any evidence introduced by opposer, appel- 
lee’s application describing its mark and specifying the goods to which it is applied, 
appellant’s prior registration of its mark, and a description of the goods to which it was 
applied. If it is found that the goods to which the respective marks were applied are of 
the same descriptive properties, and that appellee’s mark so nearly resembles that of 
appellant as to be likely to cause confusion or mistake in the mind of the public or to 
deceive purchasers, there can be no right of registration of appellee’s mark as applied 
for so long as appellant’s registration of its mark stands.”* 

As indicated by the cases previously discussed,” the same principles will apply 
to oppositions under the Lanham Act because the Commissioner is under the same 
statutory duty to determine both the questions of registrability and the sufficiency 
of the objections.” 





23. Derenberg, The Patent Office as Guardian of the Public Interest in Trade-Mark Regis- 
tration Proceedings, 14 Law and Contemporary Problems 288 (1949); Halliday, Concurrent 
Registrations Under the New Trade-Mark Law, 37 T. M. R. 243, 248 (1947). 

24. Derenberg, Equitable Defenses in Patent Office Proceeding:, 38 T. M. R. 495, 501 (1948). 
we cise Milling Co. v. Thorobred Co., Inc., 39 T. M. R. 846, 848, 82 U. S. P. Q. 436, 

(1949). 

26. 60 Stat. 433 (1946), 15 U. S. C. section 1063 (1948). 

27. 33 Stat. 726 (1905), 15 U. S. C. section 87 (1939). 

28. Skookum Packers’ Ass'n v. Pacific Northwest Canning Co., 45 F. 2d 912, 915 (C. C. P. A. 
(9st) Same v. Same, 45 F. 2d 915 (C. C. P. A. 1930), cert. denied, 283 U. S. 858 (1931). 

29. Supra, p. 88. 

30. 60 Stat. 434, 435 (1946), 15 U. S. C. sections 1067-1068 (1948). 
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In other cases involving an otherwise registrable mark, but where, by contract 
with opposer, an applicant had so limited its rights as to disqualify it from applying 
to register, another question was presented because it was the agreement, apart from 
any construction of the statute, which barred the application. In such cases the 
Patent Office enforced the estoppel by contract, as the courts would have done in 
an equity suit, because the contractual relations provided affirmative acts in addi- 
tion to mere laches or acquiescence. 

For example, when a soap manufacturer, the prior user and registrant of the 
mark “Polo” for laundry soap, entered into a contract through its “Private Brands 
Department” under which it manufactured for a customer toilet soap under the 
trade-mark “Poro,” and then during the term of the existing agreement applied 
to register “Polo” as a trade-mark for toilet and bath soap, the Patent Office held, 
in an opposition by the customer, that the marks were confusingly similar, the 
goods “substantially the same” and that the manufacturer was not estopped from 
asserting ownership of and exclusive right to use the mark “Polo” on bath and 


toilet soaps. 
In reversing the Commissioner, the Court of Customs and Patent Appeals said : 


We concur in the findings of the Commissioner that appellee began the use of the 
mark “Polo” upon laundry soap prior to the year 1890, and that the marks “Polo” and 
“Poro” are confusingly similar when used upon toilet and bath soap... . 

Under the statement of facts hereinbefore set out, we find it necessary to consider 
only one question, to wit, whether, at the time of the filing of appellee’s application, it was 
estopped from claiming the exclusive right to the mark “Polo” applied to bath and toilet 
soap. 

It is clear that if appellant, at the time that appellee filed its application herein 
involved, had the right to use the mark “Poro” upon her soap, then appellee did not 
have the exclusive right to the use of the word “Polo” upon bath and toilet soap, the 
marks being confusingly similar as used by the parties... . 

It is true that, as a general rule, mere acquiescence by the owner of a trade-mark 
in its use by another, and laches in seeking redress, does not affect the ownership and 
exclusive right of the owner to use of such mark, and if nothing more were involved 
here there would be no ground upon which estoppel against appellee could be based; but 
if there have been affirmative acts of appellee which prevent it from asserting the exclu- 
sive right to use the mark “Polo” upon bath and toilet soap, such acts may be shown and 
relied upon by appellant to prevent registration of appellee’s mark. . . . 

Appellee knew when it entered into said contract that should it, during the life of said 
contract, assert an exclusive right to the word “Polo” upon toilet and bath soap, appel- 
lant would be injured thereby if the marks were confusingly similar, and that such 
assertion of right would be inconsistent with the contractual relations between the parties. 
If appellee contemplated asserting an exclusive right to the use of the mark “Polo” 
upon bath and toilet soap during the life of such contract, appellee should have so advised 
appellant before said contract was entered into. Not having so spoken, it was estopped 
from making any such assertion, at least during the life of such contract, and the applica- 
tion of appellee for registration is an assertion of such right. Therefore, at the time of 
filing said application, appellee was estopped from claiming the right of registration of the 
mark “Polo” upon bath and toilet soap. 

Having reached this conclusion, we do not find it necessary to consider any of the 
other issues raised by the parties.** 


31. Malone v. Procter & Gamble Co., 65 F. 2d 154, 156-159 (C. C. P. A. 1933). 
See also: R. M. Hollingshead Corp. v. Davies-Young Soap Co., 121 F. 2d 500 (C. C. P. A. 
1941) ; California Packing Corp. v. Sun-Maid Raisin Growers, 64 F. 2d 370 (C. C. P. A. 1933). 
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It is clear, therefore, that under proper circumstances, even under the 1905 Act, 
the Patent Office applied the rules of the equity cases in oppositions and sustained 
estoppel defenses. Thus, the seemingly broad statements, in some of the 1905 Act 
cases, such as “. . . . the question of estoppel has no place in this opposition pro- 
ceeding,’”** must be considered in the light of the type of case involved. 

Since the effective date of the Lanham Act, there have been a number of pro- 
ceedings in which these defenses have been raised but not one in which they have 
been sustained. For the most part, such decisions stand for no more than a hold- 
ing of failure of proof, i.e., on the facts of record the party asserting the defense 
failed to sustain his burden.* The following are typical of cases involving situa- 
tions held not to amount to laches, acquiescence or estoppel which would bar 
relief : 

(a) The existence of a 1905 registration for twenty years before the petitioner 
for cancellation acquired any knowledge of the existence of the mark, when the 
record showed that petitioner had not discovered it on a previous occasion when 
it made a survey of the industry to become familiar with competing products, and 
where neither the manner, extent nor field of use was proved by the registrant. 

(b) The existence of 1920 Act registrations for periods up to about ten years, 
where petitioner learned of the registrant’s use five or six years prior to taking 
action, but the intervening period was covered by the war and because of wartime 
conditions it was not apparent that petitioner knew or should have known of the 
registrant’s continued use after demand had been made that it discontinue.* 

(c) The continued use of a mark by applicant and its predecessor, with knowl- 
edge of opposer who took no action with respect thereto, for about fifteen years 
after previous successful opposition to same mark, where there was no allegation 
of any affirmative action on the part of either party placing any duty on opposer 
to take any action, or any change of position on the part of applicant or its 
predecessor.” 

(d) The existence of third party uses of allegedly similar marks, against which 
opposer failed to take action, where there was no suggestion of delay as against the 
applicant for a 1905 Act registration and where the marks were held confusingly 
similar.” 





32. Abell v. Beatrice Creamery Co., 79 F. 2d 751, 752 (C. C. P. A. 1935), headnoted as 
“Question of estoppel has no place in trade-mark opposition proceeding.” 

33. Bordo Products Co. v. B. A. Railton Co., 173 F. 2d 981, 81 U. S. P. Q. 378, 39 T. M. R. 
409 (C. C. P. A. 1949) ; Roddenberg v. C. A. Peterson Co., 39 T. M. R. 731 (1949) ; Vita-Var 
Corporation v. The White Company, 38 T. M. R. 360, 361 (1948); Parfums Corday, Inc. v. 
Harris, 38 T. M. R. 253 (1948). 

34. Viscol Co. v. Socony Vacuum, 39 T. M. R. 482, 484, 485 (1949); see also Burberrys, 
Limited v. H. Myers & Co., Inc., 39 T. M. R. 830, 82 U. S. P. Q. 367 (1949). 

35. Westfield Manufacturing Company v. Pharis Tire & Rubber Co., 38 T. M. R. 1001, 
1003 (1948). Cf. Benioff’s Furs v. Benioff’s Furs, 62 U. S. P. Q. 508, 510 (1944). 

36. Arnold Milling Co. v. Thorobred Co., Inc., 82 U. S. P. Q. 436, 437 (1949). See also: 
Reeves, Parvin & Co. v. Schuckl & Co., Inc., 38 T. M. R. 796, 77 U. S. P. Q. 507 (1948). 

37. Wyeth, Incorporated v. Mont-O-Min Sales Corporation, 38 T. M. R. 1017, 79 U. S. P. Q. 
37 (1948). See also Kaylon, Inc. v. Rosenberg, 38 T. M. R. 994, 78 U. S. P. Q. 208 (1948); 
Parfums Corday, Inc. v. Harris, 38 T. M. R. 253, 76 U. S. P. Q. 188 (1948) ; R. C. Williams & 
Co., Inc. v. Gordon, 76 U. S. P. Q. 67 (1947). 

See also Wyeth, Incorporated v. Ingram Laboratories, Inc., 83 U. S. P. Q. 326 (1949), 
where the marks were held not confusingly similar. 
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Under the 1905 Act, the rule in the Patent Office was settled that in deter- 
mining the question of likelihood of confusion, between the marks of the parties 
to an opposition or a cancellation proceeding, the existence of registrations of third 
parties would not be considered. In stating this rule, the Court of Customs and 
Patent Appeals said: 


This court has not adhered to the doctrine that former registrations or use will give 
to an opposer’s mark a limited application. The only question in such cases is: Is con- 
fusion in trade likely to result because of the registration of the applicant’s mark? If so, 
registration should be denied.** (Citing numerous cases.) 


The theory behind this established rule presents a number of difficulties. To 
begin with, it seems to involve the ready acceptation of the proposition that the 
questions of likelihood of confusion between and the relative strengths or scopes 
of the competing marks can and must be mutually exclusive. Further, it would 
appear to depend upon the tacit assumption that sound policy requires that the 
Patent Office and that the Court of Customs and Patent Appeals, in deciding 
whether or not purchasers are likely to be deceived and confused as to origin, must 
disregard all of the experience gained by ordinary purchasers in the market- 
place where they are confronted by numerous uses of partially similar marks 
which of necessity must have mutually limiting effects upon each other. As a 
result, the case must be determined in a vacuum and as if only the two marks 
of the contending parties were in existence and confronting prospective purchasers, 
the likelihood of whose confusion controls the right to registration. 

It has been suggested that where a multitude of similar marks have been regis- 
tered, it is at least an indication that common syllables are weak elements and 
that the public has already learned to distinguish between various marks contain- 
ing them, and that the limiting effect of the fact that numerous marks of varying 
degrees of similarity are in use or on the register should be a factor to be consid- 
ered in determining the question of likelihood of confusion or possibility of dam- 
age.** Such a rule would seem to be preferable and to be recommended by the 
fact that the criteria applied would conform to the existing facts of marketing 
conditions rather than fiction.“ 


38. Traub Mfg. Co. v. Harris & Co., 53 F. 2d 416, 417 (C. C. P. A. 1931). 
39. Derenberg, Equitable Defenses in Patent Office Proceedings, 38 T. M. R. 495, 498-499 
1948). 
. 40. Kraft Walker Cheese Co. v. Kingsland, 75 F. Sup. 105, 38 T. M. R. 77, 75 U. S. P. Q. 
318 (D. D. C. 1947); Merrick and Kneebone, etc. v. Sharp & Dohme, Inc., 40 T. M. R. 128 
(N. D. Ill. 1949). 

These same canons of judgment have long been applied in cases involving even identical 
marks which are weak because commonplace, laudatory or highly suggestive rather than arbi- 
trary, fanciful and distinctive. See Pabst Brewing Co. v. Decatur Brewing Co., 284 F. 110 
(C. C. A. 7th 1922), involving “Blue Ribbon,” used on beer and malt extract; France Milling 
Co., Inc. v. Washburn-Crosby Co., Inc., 7 F. 2d 304 (C. C. A. 2d 1925), involving “Gold Medal,” 
used on prepared or “pancake” flour and “straight” or unmixed flour; Ph. Schneider Brewing 
Co. v. Century Distilling Co., 107 F. 2d 699 (C. C. A. 10th 1939), involving “Century,” used 
on distilled liquors and beer; Arrow Distilleries, Inc. v. Globe Brewing Co., 117 F. 2d 347 
(C. C. A. 4th 1941), involving “Arrow,” used on beer and cordials; and American Steel Foun- 
dries v. Robertson, 269 U. S. 372, 382-384 (1926), involving “Simplex,” used on railway car 
bolsters, car couplers, etc., and insulated wire and various other products. See also Hiram 
Walker & Sons, Inc. vy. Penn-Maryland Corporation, 79 F. 2d 836 (C. C. A. 2d 1935), involving 
“Imperial” held descriptive of whiskies. 
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At the time the cases under the 1905 Act refusing to consider third party regis- 
trations were decided, registrations were not constructive notice, as they are under 
the Lanham Act.“ This may account for the attempts which have been made, 
since the effective date of the Lanham Act, to rely upon third party registrations 
and to justify such reliance on the basis of section 19. It would seem, however, 
that constructive notice under the statute would create at most “mere laches,” 
which was insufficient under the prior law and has been held insufficient under the 
1946 Act.*” Therefore, some affirmative act in addition to mere laches or construc- 
tive notice should be required under section 19. In any event, the existence of 
third party uses or registrations seems to present a factor which should not be con- 
sidered as a matter of acquiescence or estoppel, but from the point of view of their 
effect on the question of likelihood of confusion. 

By its express terms, section 19 governs Patent Office proceedings irrespective 
of whether or not they were begun prior to July 5, 1947, the effective date of the 
Lanham Act. 

Section 46(a) provides in part: 


This Act shall be in force and take effect one year from its enactment, but except as 
otherwise herein specifically provided shall not affect any suit, proceeding, or appeal 
then pending. 


However, the last sentence of section 19 reads: 


The provisions of this section shall also govern proceedings heretofore begun in the 
Patent Office and not finally determined. 


At the hearings, this last sentence was interpreted as excepting the provisions 
of section 19 from the provisions of section 46(a) because it falls within the 
saving clause as being matter ‘‘as otherwise herein specifically provided.’’** 

In 1941 it was estimated that there were hundreds of cases pending in the Pat- 
ent Office to which section 19 might apply.“ Strong objections were raised to the 
provision for its retroactive force on the ground that it was unfair to change the 
rules in the middle of the game and amendments were proposed at the hearing to 
eliminate the retrospective effect.“ Attention was called also to the “apparent incon- 
sistency’** between the retroactive provision of this section and the provisions of 
what is now section 49. 

The proponents of the bill argued that the retroactive provision did not deprive 
a party of a vested right but merely restored a defense available both in equity suits 


41. 60 Stat. 435 (1946), 15 U. S. C. section 1072 (1948) ; Halliday, Constructive Notice and 
Concurrent Registration, 38 T. M. R. 111, 112-121 (1948). 

42. Supra, pp. 85, 87, 88, 91. 

43. 60 Stat. 427 (1946), 15 U. S. C. section 1051n (1948). 

44. 60 Stat. 434 (1946), 15 U. S. C. section 1069 (1948) ; supra, p. 85. 

45. Hearings before Committee on Patents, Subcommittee on Trade-Marks, on H. R. 102, 
H. R. 5461, and S. 895, 77th Cong., 1st Sess. 154 (1941). 

46. Idem, at 139, 156. 

47. Idem, at 139, 154-159. 

48. Idem, at 139, 153. 

49. “Nothing herein shall adversely affect the rights or the enforcement of rights in marks 
acquired in good faith prior to the effective date of this Act.” 60 Stat. 427 (1946), 15 U. S. C. 
section 1051n (1948). 
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and in suits under R. S. 4915, and which should not have been taken away in 
proceedings before the Patent Office or the Court of Customs and Patent Appeals.” 
The proposals for amendment or elimination of the retroactive provision were not 
accepted and section 19 was enacted as drafted. Therefore, it applies specifically 
to both future proceedings and to all cases pending and undetermined when the 
Lanham Act went into effect. 

Under the federal Rules of Civil Procedure, it seems clear that the defenses of 
laches, acquiescence and estoppel should be pleaded affirmatively.** In Willson vy. 
Graphol Products Co., Inc.,° which was a cancellation proceeding, the Court of 
Customs and Patent Appeals so states. However, in at least one subsequent can- 
cellation proceeding, where both parties had submitted evidence on the subject, 
the Commissioner held that the defenses of laches or acquiescence could be con- 
sidered under section 19 of the Lanham Act, and the fact that such a defense was 
not pleaded was “not considered material.”™ 


Conclusion 


From the litigated cases and proceedings in the Patent Office, it seems clear that 
neither laches in the sense of mere delay nor acquiescence should have any effect as 
a defense in registration cases. In view of the fact that consideration of these 
equitable principles is merely permissive rather than mandatory, under section 19, 
it is doubtful that such equities are even “applicable” in the absence of affirmative 
acts or change of position creating an “estoppel.”° 

In oppositions, as distinguished from cancellation proceedings, it seems clear 
that irrespective of any equities between the parties, the Commissioner may not 
be “estopped.” Under the 1946 Act, just as under the 1905 Act, the Commissioner 
has a duty to guard the public against deception and is precluded from granting a 
registration by the statutory bar, where it has been found that confusion or mis- 
take or deception of purchasers is likely to result from the continued use of the 
mark involved. 

Where the same finding has been made in a cancellation proceeding, which is 
not barred by the five-year limitation and hence may still be brought “at any 
time,” the same result would seem to follow. 





50. Hearings before Committee on Patents, Subcommittee on Trade-Marks, on H. R. 102, 
H. R. 5461, and S. 895, 77th Cong., Ist Sess. 151-154, 156-160 (1941). 

51. McPartland, Inc. vy. Montgomery Ward & Co., Inc., 164 F. 2d 603, 76 U. S. P. Q. 97, 
38 T. M. R. 60 (C. C. P. A. 1947). See also Gardel Industries v. Kingsland, et al., 83 U. S. 
P. Q. 440, 39 T. M. R. 986 (C. A. D. C. 1949). 

52. Rule 8 (c). 

53. 165 F. 2d 446, 449, 38 T. M. R. 323, 326 (C. C. P. A. 1948). 

54. Westfield Manufacturing Company v. Pharis Tire & Rubber Co., 38 T. M. R. 1001, 1003 

1948). 

‘ In ee case, since both parties had submitted evidence on the subject of laches or acquies- 
cence, and both stated that there was no necessity to remand the proceeding for further testi- 
mony, the facts seem to justify the decision, but it would appear that in the normal case, the 
Patent Office should follow the Federal Rules of Civil Procedure which require that affirma- 
tive defenses, such as laches, acquiescence and estoppel, be pleaded, so that the adverse party 
may have ample opportunity to meet such defenses. 

55. It should be borne in mind, however, that in a given case, depending on the facts, 
either laches or acquiescence may develop into abandonment. 

Editor's note: See Dwinell-Wright Co. v. Emery & Kavanagh, 84 U. S. P. Q. 317 (1950), 
decided since this article was prepared. 
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Perhaps the greatest importance of the consideration of these equitable prin- 
ciples in registration proceedings in the future may arise from the influence of the 
facts upon which they are based. For example, in a cancellation proceeding, such 
facts may be the ones which make confusion unlikely and, therefore, preclude the 
finding required to justify cancellation of an existing registration. Similarly, in 
oppositions or in concurrent use proceedings, such facts may be the basis for a 
determination that confusion is unlikely and thus permit the allowance of an 
application. 





TRADE-MARK MANAGEMENT 
By Abraham S. Greenberg* 


In our modern free and democratic society there is a vast importance in trade- 
marks.’ They are socially significant. Americans are trade-mark conscious people.* 
Whether you are a factory worker, an office worker, middle class or wealthy, you 
shop and buy according to established brands. It makes little difference if you are 
highly educated or illiterate; your brand or trade-mark consciousness is of intense 
interest to small business and big business. 

Let’s take a critical look at our average American consumer. Collier’s recently 
surveyed some 5,000 men on their wearing apparel, and came up with these astound- 
ing facts. The “typical male wardrobe” and additions to it each year is this: 
Four suits (three winter, one summer), three coats (including raincoat), twenty- 
one shirts, two dozen ties, three pairs of street shoes, three hats, seven pairs of 
underwear, three pairs of pajamas, belt, watch, tie clasp, wallet, several sweaters, 
bathing suit... . He buys: One suit (about $55), half-dozen shirts, seven ties, 
two pairs of shoes, one hat, four pairs of underwear, a pair of pajamas and (every 
five years) a bathing suit. 

A survey of the Federal Reserve Board shows that 51 percent of 50% million 
families in the United States own at least one auto; one out of seventeen owns two 
or more; 45 percent own a home or a farm; 77 percent hold life insurance policies 
with premiums about $100 a year. 

These millions of people, in the course of their normal business and living 
activities, must become highly sensitive to the brand names and trade-marks of 
the things they wear, eat, ride in, entertain in. Trade-marks and brand names 
subtly influence their daily living to an extent that requires a conscious effort to 
evaluate.® 


* Member of New York and District of Columbia Bars; contributing editor of The Tradc- 
Mark Reporter and member, Publishers’ Information Committc:, The United States Trade-Mark 
Association. 

‘ a “Freedom and Trade-Marks,” by Edward S. Rogers, 39 Bull. U. S. T. M. Assn., 55, 
April, 1944. 

2. “The Psychology of Trade-Marks,” by Arthur W. Barber, 30 Bull. U. S. T. M. Assn., 
255, September, 1935. “The Social Value of Trade-Marks and Brands,” by E. S. Rogers, 37 
T. M. R. (U. S. Trade-Mark Association) 249, April, 1947. 

3. “Advertising and the Public Interest: Legal Protection of Trade Symbols,” by Prof. 
Ralph S. Brown, Jr., of Yale Law School, 57 Y. L. J. 1165, June, 1948, analyzes the functions 
of a trade-mark. He sets forth the thesis that “trade symbols may serve as a bridge between 
advertising and purchase” (p. 1189). 
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For example, the average American is awakened in the morning by the alarm of 
his “Big Ben” or “Telechron” clock. He may shave with his “Gillette” or “Schick” 
razor. On with his “BVD” underwear, “Interwoven” socks, “Arrow” or “Man- 
hattan” shirt and tie, and he is off for a breakfast of “Wheaties,” “Kix” or “Pep” 
cereal with “Borden’s” milk. Junior tries to show him his latest shots on his 
“Kodak” or “Ansco” camera. His wife opens the “Frigidaire” or “Servel” refrig- 
erator to get the “Sheffield’s” cream for the “Maxwell House” or “Savarin”’ coffee, 
and sets the ‘““Toastmaster” toaster. She cuts her finger and applies a “Band-Aid” 
bandage. After breakfast, he hops into his “Ford,” “Plymouth” or “Cadillac” car, 
after lighting up a “Lucky” or “Camel” cigarette, to drive to the station. He gets 
to his office, removes his “Stetson” hat, sends his secretary out for a “Coke” to 
start the day off right, and turns on his “RCA Victor” or “Dumont” television set 
for financial reports. And so on throughout the day. Everywhere he turns, what- 
ever article or service he may desire, trade-marks and brand names are at hand 
to help him reach a more pleasant and quicker decision. 

Brand Names Foundation, Inc., of New York, has prepared a roster of product- 
identifying names used by the American public for fifty consecutive years or more. 
This roster includes over 850 such brand names! Over 50,000 years of total brand 
name use! Who can evaluate their worth? 

It has long been recognized that the trade-marks of a business organization are 
among its most valuable assets, and that, to maintain their value, a well-founded 
trade-mark policy, structure, and procedure are essential. You must manage 
trade-marks, just like the rest of your business. Neglect and misuse can seriously 
impair their value, especially in countries like the United States, where trade-mark 
rights are established by use instead of by registration. 

A most important function of a trade-mark or brand name is to identify in the 
public mind the merchandise or service in connection with which it is used as being 
that of a particular trader. The use of a trade-mark builds up between the trader 
and the public an intangible asset known as “good-will.” Good-will is property in 
a very real sense, and the right to its protection is recognized by the courts. Good- 
will depends essentially upon the quality of merchandise and the service and stand- 
ards of the trader concerned. If these are excellent, valuable good-will is built up 
and a consumer demand created. Therein lies the real value of a trade-mark. 

Here is what Justice Frankfurter had to say about trade-marks’ : 


The protection of trade-marks is the law’s recognition of a psychological function of 
symbols. If it is true that we live by symbols, it is no less true that we purchase goods by 
them. A trade-mark is a merchandising short-cut which induces a purchaser to select 
what he wants, or what he has been led to believe he wants. ... Whatever the means 
employed the aim is the same—to convey through the mark, it the minds of potential 
customers, the desirability of the commodity upon which it appears. Once this is attained; 
the trade-mark owner has something of value. If another poaches upon the commercial 
magnetism of the symbol he has created, the owner can obtain redress. 


4. “The Trade-Mark as an Instrument of Business Policy,” by Allan Brown, 19 Jour. Pat. 
Off. Soc., 96, February, 1937. “A Manufacturer’s Trade-Mark Policy,” by Henry B. King, 
39 T. M. R. 11, January, 1949. “The Meaning of Trade-Marks,” by A. S. Greenberg, 
39 T. M. R. 7, January, 1949. 

5. Mishawaka Rubber, et al. v. S. S. Kresge Co., 316 U. S. 203, 205 (1942). 
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Justice Holmes put it tersely : 


It means a single thing coming from a single source and well known to the community.® 


The extent to which good-will is built up depends upon the time, effort, and 
money expended by way of advertising and otherwise in establishing a trade-mark. 
Maintenance of this good-will is of prime importance, and depends upon the con- 
tinuance of such expenditures. 


Choice of Trade Symbols* 


In choosing a trade-mark there should be kept in mind the three® functions per- 
formed in modern times by a trade symbol: 


a. It is an advertisement; it helps sell the product. 
b. It is a guarantee of the quality; the firm’s integrity is vouched for. 
c. It indicates the source of the product; identification of the manufacturer. 


Now, what is expected of a good trade-mark? Experience teaches that at least a 
fair portion of the following requirements ought to be satisfied: 


Available searches reveal legal clearance over trade-marks in the same competitive field. 
The mark is easily recalled and remembered. 

It is easy to read and to speak. 

It is brief and striking. 

There is no radio difficulty with pronunciation. 

It has proper associations of idea; does not create ridiculous analogies. 

There is a selling idea in the mark. 

It is not restricted to one line of goods. 

It will not create confusion with other products which, while not competitive, will be 
suggested by the mark. 

. Suitable for export use. 

. It has pictorial quality, of growing importance in this era of television. 


1. 
2. 
3. 
4. 
S. 
6. 
7. 
8. 
9. 


In general, there are two basic forms of trade-mark practice. There is the 
so-called “basic” trade-mark, and there is the “special product” mark. Each has its 
special advantages. 

The basic or institutional mark is one common to all the products or services of 
a firm, be these related or diverse. Random examples of these are “Kellogg,” 
“Dupont,” “GE,” “RCA,” “Carnation,” “Swift,” “Armour,” “General Motors.” 
In each case the basic mark is a “house” or institution symbol carried by all the 
products of the business organization. The advantages of such a basic mark may be: 


. Brand impression is made more effective. 

. New products of the firm secure an initial impetus by the good-will created by favored 
products sold under the basic mark. 

. Each product carrying the house mark advertises every other; it involves a “chain 
reaction.” 

. The house mark creates an impression of size and leadership which is quite effective. 


. Coca-Cola Company v. The Koke Co. of America, 254 U. S. 143 (1920). 
Recommended as must reading on this subject: the article, “Some Thoughts on the 
Selection of Trade- Marks,” by Dr. H. Reif, 33 T. M. R. 82, June, 1943. 
8. R. S. Brown, Jr. (supra), has added two more functions, vis., intrinsic symbol value; 
satisfaction with the goods themselves. 
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Turning, now, to the special product brand practice, the various products of a 
firm are individually branded. Illustrations: There are “Duz,” “Spam,” “Vel,” 
“Wheaties,” “Kix,” “Electrolux,” “Jell-O,” “Grape-Nuts,” “Bab-O,” “Lux” and 
many others. All of these trade-marks bring to mind the special product of a 
certain manufacturer, and are not used on other products of the latter. Advantages 
of this type of branding are: 


1. Suggests the selling point of the product; “Wheaties,” for example, suggests itself. 

2. It is excellent for a novel and unique idea; “Spam” is an example. 

3. The special name has achieved such acceptance that the basic house mark cannot be 
used. For example, “Grape-Nuts.” Often met in mergers of firms, whereupon a com- 
bination evolves, vizs., “RCA Victor,” “Servel-Electrolux.” 

4. The manufacturer is protected against the ill-will created by an unsuccessful product. 


Many firms use a judicious combination of the two practices. Each product 
carries a basic mark and a special product trade-mark. For example: 


“Dupont” (“Zerex,” “Zerone,” “Orlon’”). 

“General Motors” (“Buick,” “Chevrolet,” “Delco,” “Oldsmobile,” “Frigidaire” ). 
“RCA” (“Radiotron,” “Victrola,” “Radiola,’ “Voltohmyst,” “Red Seal’). 
“Kodak” (“Kodachrome,” “Kodacolor”). 

“Nabisco” (“Ritz,” “Saltines,” “Lorna Doones,” “Graham,” “Uneeda’”). 

“A&P” (“Ann Page,” “Sultana,” “Red Circle,” “Bokar’’). 


Trade-marks and service marks’ as used in modern trade generally fall into the 
following categories : 


Coined Designations: These are highly desirable from a legal viewpoint. Such marks 
as “Kodak,” “Ipana,” “Lux,” “Serutan,” “Kolynos” are readily protected. The inventing, 
or coining, of trade-marks has been studied by A. H. Cousins and H. E. Wadsworth, 
Trade Names, a Guide to Their Invention, Protection and Use (published by Harlequin 
Press Co., Ltd., London). The chemical fields generally, and especially the pharma- 
ceutical industry, have special brand name problems, since it is often necessary to pro- 
vide a name for a new product which will serve as the common name, and a coined 
arbitrary expression which will function as the brand of the common name product. 

Picture or Motif: The dog and phonograph of RCA; the Dutch girl with stick in hand; 
the racing greyhound, the flying red horse, the red lion of Troy, the cat of the National 
Carbon battery; the red cross of Johnson & Johnson, Elsie the cow of Borden’s, the 
bearded Smiths, the ever-pouring bucket of paint, the Rock of Gibraltar, the Fisk sleepy 
yawning boy with the candle and the MGM lion, are familiar examples of valuable picture 
trade-marks. When you choose such a mark you will gain these advantages: (a) Perfect 
export use identification, (b) personalization of your product, (c) interesting themes will 
be provided for advertising, (d) symbolizes virtues of the product thereby acting as an 
effective seller, and (e) will be of utmost importance in television. 

Sounds: Popularized by radio. For example, the NBC chime-like notes. 

Letters and Numerals: The marks “A&P,” “RCA,” “GE” are excellent examples of 
letter-type marks. Brevity is their virtue. Illustrations of numeral-type marks are 
So. ST.” SS, SS, 6h Cn OF 


9. The term “Service Mark” as defined in section 45 of the Lanham Trade-Mark Act of 
July, 1946, means a mark used in the sale or advertising of services to identify the services 
of one person and distinguish them from the services of others. It includes marks, names, 
symbols, titles, designations, slogans, character names, and distinctive features of radio or other 
advertising used in commerce. See, also, “Radio Service Marks,’ by A. S. Greenberg, 
39 T. M. R. 75, February, 1949. 

9a. W. J. Derenberg has discussed this in “Some Unique Features in the Selection and 
Protection of Pharmaceutical Trade-Marks,” 39 T. M. R. 93, February, 1949. 
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Suggestive: Here we have such trade-marks as “Ivory,’ “Kleenex,” “My-T-Fine,” 
“Jell-O,” “Frigidaire,” “Ethyl,” “Sunkist.” 

Descriptive: “Nu-Enamel,” “Dyanshine” are examples of such marks. It requires suf- 
ficient use to create distinctiveness ; they acquire secondary meaning which should be pro- 
tected.?° 

Geographic: “Canadian Club,” “Waltham” watches, “Philadelphia” cream cheese. 
Here, again, uniqueness depends on their becoming distinctive. 

Historical: For example, “George Washington” (coffee), “Martha Washington” 
(candy). 

Literary: These literary allusions are recognizable: “Lorna Doone” (biscuits) ; 
“Venus” (pencils) ; “Rembrandt” (radio). 

Family: “Ford,” “Dr. Lyons,” “Davis,” “Rogers,” are but a few illustrations of a 
common form of personal name trade-mark.? 

Common: These are not wise to select. They are protected with great difficulty, and 
with restrictions: “Acme,” “Excelsior,” “Superior,” “National,” “General,” ‘Triumph,’ 
“Royal.” 

Color: These are not dependable marks today.1* Examples are: Red and white labels 
of Carnation, Campbell and Armour; parallel diagonal blue, white and red stripes of 
Barbasol shaving soap container. 


A word about slogans. A slogan may function as a trade-mark and be registered 
as a trade-mark, if it actually indicates the origin of a product or service.” Many 
slogans are descriptive, and they are actually advertising statements. Slogans 
which are not utterly generic in nature may be registered, even if descriptive, on 
the Supplemental Register of the Lanham Act of July, 1946. However, for a 
group of words to be registered on its Principal Register, there must be a trade- 
mark character involved.” 

To be really effective, a slogan should be timely and universal. It may be a 
good sales device. ‘“The Pause That Refreshes” instantly signifies “Coca-Cola.” 
Selling slogans must catch the public fancy to be effective. They are often seen 
displayed on huge electrical spectacular signs at Times Square, New York; at 


10. For an excellent study of personal names, geographic expressions, descriptive words 
as “secondary meaning” trade-marks, read “Are Our Courts Protecting Secondary Meaning 
Trade-Marks,” by J. R. Lunsford, Jr., 39 T. M. R. 767, October, 1949. His analysis should 
convince one to avoid these types, if at all possible. 

11. Note that a complete personal name (André Dallioux) has been held registrable on 
the Principal Register of the Lanham Trade-Mark Act of July, 1946, by Assistant Commissioner 
Daniels in Ex parte Dallioux, 83 U. S. P. Q. 263, November 8, 1949. This is a reversal with 
respect to the Act of February, 1905 (repealed). 

12. One cannot acquire a trade-mark by color alone. The decision in the Campbell Soup v. 
Armour & Co. (C. C. A. 3), 81 U. S. P. Q. 431, May 16, 1949, discusses the color type of 
trade-mark and its limitations. 

13. A mere slogan is not registrable on the Principal Register of the Act of July, 1946, but 
is registrable on the Supplemental Register which specifically provides for it. If the slogan 
is used in the sale or advertising of a service, it may be registered as a service mark. A 
group of words, however, may function as a trade-mark qualified for the Principal Register ; 
it depends on whether the group functions as a true origin indicator. 

14. Thus, Burmel v. Cluett (C. C. P. A.), 127 F. 2d 318, held that “Handkerchiefs of 
the Year” was not registrable under the Act of 1905, since it was a descriptive slogan. Under 
the Act of July, 1946, the slogan, “The Fate of a Fabric Hangs By a Thread,” was held not 
qualified for registration on the Principal Register, since a mere slogan. Ex parte Enka Corp., 
81 U. S. P. Q. 476. Nor could the slogan, “Look for the Name in the Selvage,” qualify under 
section 2(f) as “distinctive” on the Principal Register; Ex parte William Skinner, 82 U.S. P. Q. 
315. See, also, the slogan cases reported at 80 U. S. P. Q. 78 (Booth Bottling) and 82 
U. S. P. Q. 447 (National Geographic). 








100 TRADE-MARK BULLETIN 40 T. M.R. 





Hollywood and Vine; on Michigan Boulevard in Chicago; along the Atlantic City 
Boardwalk. 
Here are a few really effective illustrations” : 


“Say Seagram’s and Be Sure.” 

“Thirst Knows No Season” (‘‘Coca-Cola”). 
“Your Taste Will Tell You” (“Camel”). 
“The Gift That Keeps On Giving” (“RCA”). 
“The Music You Want When You Want It” (“RCA”). 
“Not a Cough In a Carload” (“Old Gold’). 
“The Pause That Refreshes” (“Coca-Cola’’). 
“Lucky Strike Means Fine Tobacco.” 
“Always Buy Chesterfields.” 

“Watch The Fords Go By.” 

“Ars Gratia Artis” (“MGM”). 

“Pepsi-Cola Hits The Spot.” 

“Duz Does Everything.” 


Control the Number of Trade-Marks 


The choice of a trade-mark is seen to be a matter requiring serious consideration. 
A good trade-mark must be distinctive, and must not be in use or registered by 
another. Use by another is often difficult to ascertain in countries where rights are 
established by use instead of by registration. Every trade-mark involves an initial 
and continuing investment in creating and defending it. The expense of these items 
multiplies with the number of marks. 

The initial investment comprises many items including selection, advertising and 
marking of products. In addition, one or more trade-mark registrations are usually 
required in each country according to the variety of merchandise upon which the 
mark is used, or is likely to be used, because for the purpose of registration most 
countries divide merchandise into a number of classes. The cost of obtaining trade- 
mark registrations is substantial. 

The continuing investment includes renewals from time to time at a cost gen- 
erally equaling that of each original registration. Further, most successful trade- 
marks are encroached upon either inadvertently or intentionally by unscrupulous 
competitors wishing to benefit, if possible, by their prestige. Much time, effort 
and expense are required to trace and stop these imitations and interlopers. 

Every additional mark used duplicates the initial and continuing investment 
and expense, and these expenditures are further multiplied by the number of coun- 
tries in which trade is conducted. 

A warning note! Do not go in for mass trade-mark, slogan and naine usage. 
This is what Judge Tuttle had to say about this favorite advertising man’s “vice”: 


.... It is like the boy of the fable who reached into the jar to get nuts. The boy was 
so greedy and grabbed so many that he couldn’t get his hand out of the jar and he lost 
them all. The plaintiff, like the other fishing tackle manufacturers, has attempted to 


15. Reference is made to a collection of classified slogans, “American Slogans,” by William 
Sunners (1949). The weekly periodical, Printer’s Ink, keeps a register of slogans, as does The 
United States Trade Mark Association. See the article: “How to Write a Slogan,” in Printer’s 
Ink, March 19, 1948, page 40. Also, “A Slogan Either Helps or Hinders Business,” 39 Bull. 
U. S. T. M. Assn. 172. ° 
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adopt so many alleged trade-marks, trade names, trade slogans and trade configurations 
that, if one were to understand this fully and speak intelligently about all of the baits, 
slogans, boosts and names that have been used, it would be necessary to prepare a dic- 
tionary of substantial size... . A manufacturer cannot build a business up around a 
thousand slogans. ... He cannot take a thousand words out of the dictionary and build a 
business around all of them and make the public stay away from all of them... . because 
the plaintiff has used so many different things that the public has never come to associate 
its goods with any of those things.’® 


If Your Marks Go Abroad 


A considerable number of foreign countries have laws which provide that the 
first registrant is the lawful owner of a trade-mark even as against a prior user who 
has not obtained registration. Such laws unfortunately lend themselves to well- 
known trade-mark piracy practices which generally result in the original user being 
faced with the necessity of either buying out the trade-mark pirate or adopting 
another mark. Either course is costly. 

The expansion of American trade abroad in the last decade involved an ever- 
increasing number of American corporations in foreign litigation. The trade-mark 
problems with which American corporations have been confronted in Argentina 
serve well to illustrate this development. Argentine court reports show that many 
United States corporations have been parties to judicial proceedings and litigation 
in this field alone. 

Brand names are more essential in the international market than in the domestic. 
Some feel that international trade could not exist without trade-marks. Your trade 
symbol, whether a picture or word, is often the only device in foreign trade capable 
of retaining and expanding your market. In the domestic market, however, your 
public may hear of your product over the radio, in the magazines or newspapers, or 
he may speak to his neighbors or the local dealer. The importance of the trade- 
mark in international trade is best evidenced by the International Convention, 
founded in 1883, in effect among forty-seven countries throughout the world, and 
providing protection for the member countries trade-marks. Unfortunately, such 
countries as Argentina, Bolivia, Colombia, Egypt, Ecuador, Iceland, India, Iran, 
Iraq, Peru, Philippines, Salvador and Venezuela are not members of this Inter- 
national Union. 

There are certain precautions to bear in mind with respect to your trade-marks 
used in foreign countries. You will need to be vigilant about your trade-marks in 
the hands of the friendly and the unfriendly. Some “do’s” and “don’ts” are sug- 
gested (with trepidation) : 


1. Do not permit your dealers or distributors in foreign countries to display your 
registered trade-marks without some qualifying title. Further, try to have included some 
such reference as “Marca Registrada” in Spanish countries where this marking is com- 
pulsory. If possible, have added the registrant’s name. 

2. Do not permit your foreign distributor or subsidiary to register your marks in their 
names, or to bring legal action against infringers wthout your instructions. 

3. Have your foreign distributor or subsidiaries send to the home office, labels and 
advertising for trade-mark approval and “monitoring.” 


ssn 


16. Judge Tuttle in James Heddon’s Sons v. Millsite Steel and Wire, 47 U. S. P. Q. 113. 
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4. If you use a picture trade-mark (for example, the flying red horse, the dog listening 
to a phonograph, the Dutch girl), you have an excellent export mark. Regardless of 
the foreign language of your export market, the customer will recognize the picture. If 
you use a word trade-mark, then be sure to teach its foreign equivalent, if possible, to the 
foreign market. Thus, if “Magic Eye” is your domestic mark, then in South America be 
sure to stress that “Ojo Magico” is the same as “Magic Eye.” You had better develop 
the equivalency of the domestic and foreign language word marks, because another may 
use a foreign equivalent which is remote in sound and appearance from your mark, con- 
fusion will arise, and you may have trouble establishing infringement of your trade-marks. 

5. Air transport, radio broadcasts, world-wide magazine circulation and newspapers 
will be apt to disperse knowledge of your new mark long before you ship goods into a 
prospective export country. Your cheapest trade-mark insurance will be to register as 
soon as possible, particularly in countries where use is not required. 

6. Protect your unique marks against piracy by identifying the foreign mark with 
your firm name. Insist that your competitors respect your trade-mark. Oppose all 
attempts to dilute it, either by registration or use, by suitable litigation. 

7. Do not permit generic misuse of your mark, because you will risk losing it. Give 
the public and the press the generic or descriptive word to use with your branded product. 
Insist upon use of the descriptive name. Thus, “Victrola” phonograph, “Pyrex” glass, 
“Frigidaire” appliance, “Vaseline” petroleum jelly, “Thermos” vacuum bottle, “Kleenex” 
tissue. This is an important matter. Your own dealers and employees must lead the way 
by stressing the trade-mark aspect of your mark. 

8. Retain records of usage in export markets. These records, involving brand used 
and dollar volume and specific products, may be invaluable in a foreign country for litiga- 
tion, opposition or cancellation. Failure to furnish probative records may result in your 
losing your trade-mark in some country. 

9. Present-day import licenses, prohibition of imports, currency exchange difficulties, 
all may prevent you from actually shipping your goods to a foreign country, and use of 
your trade-mark is thus prevented. A system of licensing your trade-mark may become 
the essential means for commercially exploiting your trade-mark. Manufacturers often 
must conclude agreements with foreign establishments (distributor or subsidiary) for the 
manufacture, assembly or packaging locally of the product identified by the marks. Such 
license arrangements may be legally sound so long as no deception of the public is involved, 
and the licensee is carefully controlled in his use of the trade-mark. Foreign counsel must 
be checked on each export country situation as it arises. 


Beware of an uncontrolled license! The courts of any country may condemn a 
license of trade-marks devoid of control over the licensee. Here is a fairly safe 
rule to follow in the absence of specific statutory license provisions in a given coun- 
try: The licensee should make the product according to the instructions of the 
licensor, and should be required by contract to secure the instructions of the licensor 
for the manufacture of the product. Preferably, provide a right of inspection by 
representatives of the licensor to insure performance of the terms of the contract. 
Further, the contract should require that at the termination of the license the licensee 
will cease making and selling the product. Have the licensee’s advertising identify 
the trade-marks as the registrant’s to set forth the economic tie, and to provide a 
guarantee that the branded goods are the ones suggested by the established mark. 
Where there is to be an assembly of components, if at all possible seek to export the 
essential units of the assembled product. 





l6a. “Trade-Marks and Foreign Trade,” by Stephen P. Ladas, 38 T. M. R. 279, 288, March, 
1948. See the proposal to amend Article 5(c) (3) of the International Convention, page 18, 
of “Increasing International Trade with World-Wide Protection of Trade-Marks,” of U. S. 
Council of the International Chamber of Commerce. This “licensing” amendment is essential. 
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Set Up a Trade-Mark Policy 


The “monitoring” of the trade-mark policy of a business firm will depend on its 
size, as well as on the complexity and diversity of its products.” A Trade-Mark 
Manual, or Book of Fundamental Trade-Mark Information, or Manual of Style, 
could outline some of the things which are to be considered in the use of existing 
and proposed trade-marks. The nature of the Trade-Mark Manual will vary from 
firm to firm, and much depends on the character of the industry or service field. 

All rights in a trade-mark may be irrevocably lost if it is improperly used. It is 
important invariably to use a trade-mark in all its applications (whether on mer- 
chandise, in advertising, on stationery, in publications or otherwise) in a single 
standard form. A trade-mark should not be used so as to become a descriptive 
term common to the trade, thus losing its significance as a trade-mark. The result 
of such a condition is that the name may be used by others without liability to the 
original owner. 

To avoid such situations it is helpful in protecting a trade-mark to use with it 
the common descriptive name of the article or products it covers. For example, 
“Pyrex” glass, “Teletype” printer, “Dictaphone” machine, “Victrola” instrument, 
“Radiotron” tube, etc. The trade-mark “Vaseline” today signifies, and is carried 
by, many diverse products. The trade-mark “Frigidaire” denotes such unrelated 
products as refrigerators, electric ranges, electric irons, automatic washers and 
other appliances. This is excellent trade-mark practice. 

In a publication or article it should be definitely specified to show that the prod- 
uct has a common descriptive generic name, and that the trade-mark indicates the 
origin of the product and not the name of the product. Some such illustrative 
statements follow: 


“Only RCA Makes a Victrola Instrument.” 

“Vaseline is the trade-mark identifying all products made by Cheseborough Mfg. Co. 
and is registered in the U. S. Patent Office and most of the principal countries of the 
world.” 

“Coke and Coca-Cola are registered trade-marks of the Coca-Cola Co.” Also, 
“Coke = Coca-Cola.” 

“There is only one Kleenex tissues.” 

“There’s Only One—there are lots of home freezers but only one can be called the 
Deepfreeze Home Freezer.” (Motor Products Corp., Detroit.) 

“Only Eastman Makes the Kodak.” 

“If you want Comptometer—it’ll have to be made by us.” (Felt and Torrant Mfg. Co.) 


Originally, the only trade-mark usage commonly recognized was use on the 
goods themselves. Some countries, however, now accord recognition to the use 
of trade-marks in advertising, on stationery, in magazines and technical publica- 


17. There may be several ways to supervise and coordinate the use of trade-marks within 
a business house, viz.: (a) A Trade-Mark Committee through which the advertising, legal and 
sales departments function in close liaison. The chairman of this Committee would cooperate 
with external trade-mark counsel. (b) A competent person having responsibility for trade- 
mark protection, who has general supervision over advertising, and works with the company’s 
external trade-mark counsel. (c) An experienced resident trade-mark attorney who could be 
a member of the firm’s patent staff, and works closely with the advertising and sales executives. 
(d) A trade-mark attorney for managing the trade-marks; basic policies to be controlled by a 
Trade-Mark Committee. 
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tions, and on other printed matter. It is essential, therefore, in these days of rapid 
and wide dissemination of literature and printed matter that the use of trade-marks 
on printed matter in the United States should be such as to avoid injury to your 
foreign trade-mark interests. Keep your own employees and dealers posted on 
how to use your trade-marks. Supply a list to them, and to your publicity people, 
distinguishing between generic words and brand names. Thus, all trade-marks 
used in printed matter should conform to standards and practices set forth in your 
policy or a Trade-Mark Manual.”* 


Dramatize Trade-Marks 


For some reason many companies, when they have an important public policy 
message such as an annual report, completely disassociate it from their trade-marks. 
Instead, they present dull facts and figures couched in legalistic and financial lan- 
guage. In this way they lose an opportunity to strengthen their trade-marks as rep- 
resenting an institution which has the public’s interest at heart. You should not 
fail to take advantage of the public good-will for the trade-mark or trade character 
which would assure not only readership but acceptance. Your best customers are 
your own employees, stockholders, dealers and their employees. Remember: Your 
trade-marks are your silent salesmen; manage them well and glorify them. 





CONFLICT IN VENEZUELA BETWEEN MANUFACTURERS AND 
THEIR COMMERCIAL REPRESENTATIVES IN CONNECTION 
WITH REGISTERED TRADE-MARKS 


By J. Bentata* 


Conflict often arises in Venezuela between manufacturers and the local dis- 
tributors in respect of importations made by third parties. 

It is easy to understand that the local firm which undertakes an organization 
and often goes to great expense in respect of the distribution of certain commodities, 
will jealously defend its exclusive rights. 

On the other hand, it is difficult for the manufacturers to know everything 
that happens in their own local market. Could they do it, it would not be easy 
to stop any independent firm from exporting to any territory. This problem is 
quite easy to solve in the United States as the Customs regulations allow the regis- 
trant of a trade-mark to control the importation of goods distinguished by trade- 
marks of their ownership. 

There is no such possibility in Venezuela. 

The conflict has been particularly acute with French perfumery. Immigrants 
from France, finding it impossible or at least too expensive, to obtain hard cur- 
rencies, bring in French perfumes, of well-known names. And, of course, they are 


18. “Trade-Marks and Dictionaries,” by Edward S. Rogers, 29 Bull. U. S. T. M. Assn. 10, 
January, 1934. “Some Suggestions to Publishers About Trade-Marks,” by Edward S. Rogers, 
41 Bull. U. S. T. M. Assn. 131, September, 1946. 

* Trade-mark attorney, Caracas, Venezuela. 
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in a position to sell it at much cheaper prices. Not only they do not have the 
overhead charges of the local merchant, but they also enjoy a substantial margin 
on account of the exchange. 

Exporters in France, as is well known, have to refund the foreign currencies 
to the Board of the Control of Exchange at the official rates. 

One can always wonder how travellers manage to export their small lots of 
perfumery without submitting to the same rules, but that is not the point to 
study in the present article. The fact remains that distributors have to face this 
very disturbing competition. 

Naturally, this applies to many other goods. 

The distributors on their own try to investigate and to give the manufacturers 
the names of the importers. While they have certain chances of obtaining accurate 
information for tobacco, alcoholic beverages, drugs and other products submitted 
to special regulations, they are at a loss to trace other merchandise. Patent attorneys 
in general who act for the manufacturers cannot be of much help to the distributors 
when there is no imitation or falsification. 

It is necessary to distinguish various possibilities : 


a. Goods are smuggled in sometimes. In that case, of course, the distributors 
can obtain the cooperation of the Administration, especially of the Customs 
authorities, and eventually the police. 

b. The goods are not legitimate. In that event the distributors or an attorney, 
acting for the registrant of the trade-mark, will be able to prosecute. Gen- 
erally the authorities are very cooperative towards localizing the authors 
of such fraud. 

c. The goods are legitimate. In other words, they are made by the same manu- 
facturer either in the principal factory or by a subsidiary corporation in 
other countries. 


Again, here there is no legal means to stop the importation. 

So the matter stays entirely between the manufacturer and the distributor. 

Generally, the agreements bear a clause to the effect that the manufacturer will 
not sell to anybody else in the territory covered by the agreement. They even 
provide in many instances that the manufacturer will do his utmost to prevent ex- 
portation to the country for which the distributorship is granted. 

Whether this promise is effective or not, depends on the care taken by the 
producer. It is comparatively easy, in the case of big machinery and some other 
goods, to follow the track of exportations. In other cases, as for instance per- 
fumery, the task is far more complicated. Some manufacturers have succeeded in 
various countries in establishing an organization which guarantees to a certain 
extent the protection of each territory. Of course, real effectiveness is impossible 
unless the whole chain from producer to consumer is under control. A retailer 
will not allow any interference in his sales, but the wholesale merchant knows his 
customers and the rhythm at which they can absorb the goods. Therefore, if any 
exceptional increase or any particularly bulky order reaches them, they can always 
find out whether there is any plan to export. No matter how complicated this 
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sounds, practice has shown that it can be carried out with very good chances of 
success. There are a series of details which contribute to re-enforcement of this 
plan that do not come under the frame of this exposition. 

Mention might be made exceptionally of peculiar signs in the labels to apply 
to the lots sold to important buyers. This allows the distributor to detect the 
immediate origin of the exportation. But in general it is practically impossible 
to stop the exportations completely. 

The distributors then insist on having other means of protection. They gen- 
erally ask the manufacturers to assign to them the trade-marks so that they will 
be able to stop the use by a third party. They offer to subscribe any document 
to the effect that the trade-marks will be re-assigned or at least containing a recog- 
nition of the producer’s ownership of the mark. 

The manufacturers, on the other hand, are very reluctant to so deprive them- 
selves of the control and authority which derives from registration. 

Unfortunately, there has been more than one instance of real abuse by com- 
mercial representatives who succeeded in recording registrations in their own names. 

The problem is becoming more important every day and, unfortunately, the 
manufacturers often neglect the study of this question. It will be easily understood 
that it is a great mistake on their part to just overlook the complaints of the dis- 
tributors. To think that so long as the goods are legitimate the producer makes 
his own profit one way or the other, is a short-sighted policy which in the long run 
is very detrimental. 

After studying a considerable number of cases it seems there is only one solution 
which is satisfactory to everybody. It consists in organizing a local corporation 
in which the manufacturer keeps a controlling interest. The commercial agent 
receives a portion of the stock representing his share in the profit or equivalent 
approximately to his commission. The trade-marks are then assigned to this local 
corporation which can then control the use and the whole national territory. A 
provision is often included in the certificate of incorporation by which the producer 
recovers the ownership of his trade-marks at a low nominal price, on the dissolution 
of the corporation. 

The very liberal regime for corporations in Venezuela where both the stock- 
holders, directors and managers can be foreigners and non-residents facilitates the 
harmony of the solution. 
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PART II 


THE ALBERT DICKINSON COMPANY v. MELLOS PEANUT 
COMPANY OF ILLINOIS, INC. 


No. 9847—C. A. 7—January 12, 1950 


CourTS—PLEADING AND PracticE-——Morion ror SUMMARY JUDGMENT 
Pleadings of record held to present a number of genuine issues of material facts. 
Moving party has burden of proof to establish non-existence of genuine issue of fact to 
be tried. 
Failure of adverse party to serve affidavits in answer to motion held not controlling, since 
Rule 56(c) contemplates that answering affidavits will not be used in every case. 
Summary judgment under Rule 56 should be cautiously invoked; and disputes as to 
trade-mark validity and infringement can rarely be determined satisfactorily on motion for 
summary judgment. 
On showing made, District Court held not justified in granting summary judgment dis- 
missing complaint on basis of side-by-side comparison. 
CourTS—PLEADING AND PRACTICE—GENERAL 
Under federal court practice, as general rule, pleadings need not be verified. 
CourTs—EvIDENCE—GENERAL 
On facts of record, defendant held to have added nothing to allegations and denials of 
verified pleadings by its affidavit. 
Result of private search for prior registrations held inadmissible in form in which 
presented. 
APPEALS—SCOPE OF REVIEW—MOTION FOR SUMMARY JUDGEMENT 
On appeal from summary judgment dismissing complaint, Court of Appeals is only called 
upon to ascertain whether any genuine issue of material fact exists. 
TrADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—CONFUSING SIMILARITY—GENERAL 
Side-by-side visual comparison held not the test of confusing similarity. 


Appeal from Northern District of Illinois. 

Trade-mark infringement and unfair competition suit by The Albert Dickinson 
Company against Mellos Peanut Company of Illinois, Inc. Plaintiff appeals from 
summary judgment dismissing complaint. Reversed. 


Edward S. Rogers, William T. Woodson, and Beverly W. Pattishall, of Chicago, 
Ill., for plaintiff. 

Robert V. Conners, C. W. Eckert, and Nicholas S. Limperis, of Chicago, IIl., for 
defendant. 


Before Kerner, Durry and FINNEGAN, Circuit Judges. 
Durry, C. J.: 


Plaintiff brought this action claiming that defendant’s trade-mark, ‘Block 
Buster,” infringes plaintiff's trade-mark, “Big Buster,” and that defendant com- 
peted unfairly with plaintiff. On defendant’s motion, the court granted a summary 
judgment in favor of the defendant, from which plaintiff appeals. 
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Plaintiff’s verified complaint alleged, ““Defendant’s aforesaid product bearing the 
name Block Buster is likely to be passed off as and for plaintiff’s Big Buster pop- 
corn,” and that the name, “Block Buster,” is a colorable imitation of plaintiff’s 
trade-mark, “Big Buster.” Among other allegations of the complaint were that 
plaintiff’s predecessor, on December 8, 1930, adopted the trade-mark, “Big Buster,” 
to identify and distinguish its popcorn, and registered it on May 26, 1931, under 
the Trade-Mark Act of 1905; that sales of plaintiff’s product bearing plaintiff's 
trade-mark “Big Buster,” have been extensive throughout the United States and 
in several foreign countries; that plaintiff has spent large sums in advertising its 
product sold under its trade-mark; that the name, “Big Buster,’’ means and is 
understood to mean plaintiff’s product to the trade and to the public; that defend- 
ant recently adopted the name, “Block Buster,” in connection with the sale of its 
popcorn, and did so with the full knowledge of plaintiff’s extensive use of its trade- 
mark, “Big Buster,” and did so for the purpose of trading upon and taking advan- 
tage of the reputation and good will of plaintiff’s trade-mark, “Big Buster.” 

Defendant filed a verified answer alleging that its predecessor on January 18, 
1944, adopted the name “Block Buster,” for use on its popcorn, and registered 
this trade-mark on October 23, 1945, under the Trade-Mark Act of 1905. In its 
answer defendant makes the following specific denials: that plaintiff's trade-mark 
has become and is now distinctive of plaintiff's goods; that “Block Buster” is a 
colorable imitation and infringement of plaintiff’s trade-mark, “Big Buster”; that 
defendant’s product bearing the name, “Block Buster,” is likely to be passed off 
as and for plaintiff's “Big Buster” popcorn; that it adopted the name, “Block 
Buster,” as a trade-mark with the knowledge of plaintiff’s extensive use of its trade- 
mark, “Big Buster”; that the use by the defendant of the name, “Block Buster,” 
was for the purpose of trading upon and taking advantage of the reputation and 
good will of plaintiff’s trade-mark, “Big Buster”; and that the acts of defendant 
are likely to result in fraud and deception upon the public. 

It will be noted that the pleadings present a number of genuine issues of mate- 
rial facts. Of course, the allegations of fact in the pleadings may be pierced by pro- 
ceedings for a summary judgment under Rule 56, F. R. C. P. Engl v. Aetna Life 
Ins. Co., 2 Cir. 139 F. 2d 469, 472; Pen-Ken Gas & Oil Corp. v. Warfield Natural 
Gas Co., 6 Cir., 137 F. 2d 871, 877; New York Life Ins. Co. v. Cooper, et al., 10 
Cir., 167 F. 2d 651, 655; 3 Moore’s Federal Practice 3175. Here, when defendant 
moved for summary judgment, it presented the affidavit of one Mellos, president 
of the defendant company, which referred to certain exhibits, one of which was 
the deposition of Lloyd M. Brown, president of the plaintiff company. This 
deposition was not taken for use in this action, but had been taken by the plaintiff 
for use in a cancellation proceeding in the Patent Office. Plaintiff objected to its 
use in this proceeding. 

Other exhibits presented by defendant were labels showing the defendant’s use 
of its mark, “Block Buster,” and plaintiff’s use of its mark, “Big Buster,” on 
100-pound burlap sacks ; also the use of another mark, “Little Buster,” by plaintiff 
on paper cartons. In his affidavit the president of the defendant company stated 
that a search revealed the term, “Buster,” had been registered over two dozen 
times for various products, and he produced a list of such registrations. Twelve of 
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said registrations used the term, “Buster Brown,” and only one other used the 
word “Buster,” as the second word of the mark, this being, “Gang Buster,” referring 
to candy. Plaintiff presented one exhibit showing defendant’s use of its mark on 
the label of a paper carton, but although afforded an opportunity to do so, plaintiff 
did not present any affidavits. 

The district court relied chiefly on a side-by-side visual comparison stating 


(39 T. M. R. 238]: 


Placing the products of each side by side and by visual comparison, having in mind the 
effect which would be produced in the mind of the ordinary purchaser exercising due care 
and caution, the court is of the opinion there is little, if any, likelihood such a purchaser 
would be misled or deceived into accepting the “Block Buster” product of defendant as 
and for the “Big Buster” product of the plaintiff. 


The district court dismissed from further consideration the allegation of unfair 
competition in the complaint, holding that it was based on the charge of colorable 
imitation of plaintiff’s trade-mark, which the court found did not exist. 

Defendant strongly relies on plaintiff’s failure to file a counter-affidavit under 
provisions of Rule 56(c), F. R. C. P., and cites such cases as Gifford v. Travelers 
Protective Assn. of America, 9 Cir., 153 F. 2d 209; Pen-Ken Gas & Oil Corp. v. 
Warfield Natural Gas Co., supra; Allen, et al. v. Radio Corp. of America, 
47 F. Supp. 244. In the latter case the court stated that in the absence of counter- 
affidavits by plaintiff he accepted as true the statements in defendant’s affidavit. 
There is also authority for the rule that the sufficiency of the allegations of a com- 
plaint do not ordinarily determine a motion for summary judgment. Lindsey v. 
Leavy, 149 F. 2d 899. 

Under federal court practice, as a general rule pleadings need not be verified. 
Rule 11, F. R. C. P. Experience demonstrates that verifying complaints is not the 
usual practice. However, in the case at bar the complaint and the answer each were 
verified. 

Rule 56(a) and (b) provides that either the claimant or the defending party 
may move with or without supporting affidavits for a summary judgment in his 
favor. Rule 56(c) provides: 


.... The adverse party prior to the day of hearing may serve opposing affidavits. The 
judgment sought shall be rendered forthwith if the pleadings, depositions, and admissions 
on file, together with affidavits, if any, show that .... there is no genuine issue as to any 
material fact and that the moving party is entitled to a judgment as a matter of law. 


Despite the rule providing that the pleadings shall be considered, the defendant 
stoutly insists that plaintiff's verified complaint be disregarded, and the allegations 
and statements of the defendant’s affidavit be accepted as established and correct. 

It is undoubtedly a somewhat hazardous course of procedure on a motion for 
summary judgment for the adverse party not to file an answering or opposing 
affidavit, where the moving party has filed an affidavit in support of his motion. 
However, we do not think an inflexible rule should be established that in every case 
the adverse party be penalized right out of court for not filing an opposing affidavit, 
especially where such party has already verified, under oath, many of the important 
allegations and statements of fact which would be included in such an affidavit. 
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Moreover, Rule 56(c) states, “The adverse party . . . . may serve opposing 
affidavits.” This provision contemplates that answering affidavits will not be used 
in every case. 

Illustrative of authorities holding that failure to file an opposing affidavit is not 
the determining factor are Griffith v. William Penn Broadcasting Co., 4 F. R. D. 
475, where the court said (p. 477): 


Defendant’s failure to file a counter-affidavit to support its opposition to the motion 
is of no significance. .... The burden rests upon plaintiff, the moving party, to establish 
the non-existence of a genuine issue of fact... . 


Also, in United States v. Newbury Mfg. Co., et al., 1 F. R. D. 718, the court said 
(p. 719): 
.... The plaintiff has filed no counter-affidavits by any prospective witnesses. This 


omission, however, does not entitle the defendant to a summary judgment if there is an 
issue of material fact to be tried... . 


In support of its statement therein, the court cited Kent v. Hanlin, 35 F. Supp. 836; 
Whitaker v. Coleman, 5 Cir., 115 F. 2d 305; and Merchants Distilling Corp. v. 
American Beverage Corp., 33 F. Supp. 304. 

Rule 56(e), F. R. C. P., provides: 


Supporting and opposing affidavits shall be made on personal knowledge, shall set 
forth such facts as would be admissible in evidence, and shall show affirmatively that the 
afhant is competent to testify to the matters stated therein. .. . 


In Walling v. Fairmount Creamery Co., 8 Cir., 139 F. 2d 318, the court said 
(p. 322) : 


.... Ona motion for a summary judgment the burden of establishing the non-existence 
of any genuine issue of fact is upon the moving party, all doubts are resolved against him, 
and his supporting affidavits and depositions, if any, are carefully scrutinized by the 
court. .. 


Scrutinizing the affidavit of defendant’s president, while keeping in mind the 
provisions of Rule 56(e) hereinbefore quoted, it is obvious that only paragraphs 9 
and 10 of the affidavit are directed toward the real issues in the case at bar. Para- 
graphs 1 to 6 constitute a restatement of the facts admitted, and an admission that 
plaintiff's mark has a good will value in plaintiff's business. Paragraph 7 pertains 
to a point of law, and paragraph 8 describes how “Block Buster” was conceived. 
Paragraph 11 refers to plaintiff’s registration of another mark, “Little Buster” ; 
paragraph 12 refers to a private search report of trade-mark registration; and in 
the last paragraph, No. 13, affiant gives his opinion that there is no genuine issue 
of fact, and that defendant is entitled to judgment as a matter of law. 

Do paragraphs 9 and 10 give the court any additional information to that already 
before it in the complaint and answer? Paragraph 9 denies that defendant’s mark 
colorably imitates or infringes plaintiff’s mark, and states it was not adopted with 
“any knowledge of the extent of the use of plaintiff’s mark.” And paragraph 10 
denies that there is any confusion or likelihood of confusion. However, para- 
graph 17 of the complaint and answer allege and deny, respectively, that “Block 
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Buster” is a colorable imitation and infringement of plaintiff’s “Big Buster.” Para- 
graph 20 of the complaint and answer allege and deny, respectively, that defendant’s 
adoption and use of “Block Buster” is for the purpose of taking advantage of plain- 
tiff’s reputation and good will in its trade-mark, “Big Buster.” Hence, except 
possibly for three items, the affidavit added nothing to prove or establish the cor- 
rectness of the allegations and denials in the answer. One was affiant’s statement 
giving the result of a private search for previous registrations of the term, “Buster.” 
In the form presented the evidence suggested therein would have been inadmissible. 
The second item was the deposition of Brown, president of the plaintiff, which was 
taken in another proceeding. Assuming that parts of it might have been used 
as admissions against interest, plaintiff would then have been entitled to introduce 
the balance of the relatively short deposition in order to show the context from 
which the statements were taken. As a whole the deposition was strongly favorable 
to plaintiff’s contentions. The third item is that the court was afforded the oppor- 
tunity to make a visual comparison side by side of the two trade-marks. This point 
will be discussed later. 

We are of the opinion that defendant’s contention as to the effect of its filing 
an affidavit cannot be sustained, and we will therefore now consider the issues on 
the merits. Of course, we are not called upon to decide any issue of fact here pre- 
sented, but only to ascertain whether any genuine issue of material fact exists. 

Although Rule 56, F. R. C. P., may be used many times as a worthwhile time- 
saving device, it should be cautiously invoked. Associated Press, et al. v. United 
States, 326 U.S. 1; Preston v. Aetna Life Insurance Co., 7 Cir., 174 F. 2d 10, 14. 

Plaintiff herein was in the field with its mark, “Big Buster,” applied to popcorn, 
for many years prior to defendant’s use of its mark, “Block Buster.” Plaintiff 
alleges that defendant adopted the name, “Block Buster,” with the full knowledge 
of plaintiff’s extensive use of the name, “Big Buster.” In fact, all that defendant 
has denied in its answer and affidavit is that it had any knowledge of the extent 
of the use of plaintiff’s mark. Plaintiff asked for its day in court to sustain by proof 
its allegation of the likelihood of confusion. The ultimate determination of the 
likelihood of consumer confusion as to source has been held to be a question of fact. 
Coca-Cola Co. v. Snow Crest Beverages, Inc., 162 F. 2d 280, 283; William R. 
Warner & Co. v. Eli Lilly & Co., 265 U. S. 526, 529; Skinner Mfg. Co. v. Kellogg 
Sales Co., 8 Cir., 143 F. 2d 895, 899 [34 T. M. R. 274]. However, in LaTouraine 
Coffee Co. v. Lorraine Coffee Co., Inc., 2 Cir., 157 F. 2d 115, 117 [36 T. M. R. 48], 
it was held this ultimate question is reviewable on appeal. 

On the showing made the court was not justified in granting summary judg- 
ment on a basis of a side-by-side visual comparison and the effect thereof upon 
the mind of the ordinary purchaser exercising due care and caution. This court 
said in Colburn v. Puritan Mills, Inc., 108 F. 2d 377, 378 [30 T. M. R. 57]: 


.... Weare to determine .... the purchasing public’s state of mind when confronted 
by somewhat similar trade names singly presented. . . . 


In Restatement of the Law of Torts, vol. III, sec. 728 (p. 591), it is stated: 


The similarity between a designation and a trade-mark or trade name which it is 
alleged to infringe is not determined by comparing the two in juxtaposition only. Since it 
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is the effect upon prospective purchasers that is important, the conditions under which 
they act must be considered. Purchasers do not always see the goods in juxtaposition. 
They rely upon memory and vague impressions. . . . 


In Lactona, Inc. v. Lever Bros. Co., 144 F. 2d 891, the court said (p. 893) [34 
T. M. R. 331): 


It is true that by side-by-side comparison one can easily distinguish between the marks 
in question. However, such comparison is not the test for determining confusing similarity 
of trade-marks. 


In Northam Warren Corp. v. Universal Cosmetic Co., 18 F. 2d 774, this court, in 
commenting on whether there was infringement of a trade-mark, said (p. 775) : 


.... but it is sufficient if one adopts a trade name or a trade-mark so like another in 
form, spelling, or sound that one, with a not very definite or clear recollection as to the 
real trade-mark, is likely to become confused or misled. 


The district court will be in much better position to determine the question of 
likelihood of consumer confusion as to source when it has before it on the trial the 
testimony of the ordinary and usual purchasers of popcorn and the evidence pre- 
sented as to the manner and conditions under which popcorn is sold by both plaintiff 
and defendant. 

This case illustrates the force of the recent statement made by the Court of 
Appeals for the Second Circuit in Marcus-Breier Sons, Inc. v. Marvlo Fabrics, Inc., 
173 F. 2d 29, wherein it was stated: 


.. .. Disputes between parties as to trade-mark validity and infringement can rarely 
be determined satisfactorily on a motion for summary judgment. . . . 


The judgment is reversed, and the cause is remanded to the district court, with 
instructions to take further proceedings consistent herewith. 





LANOLIN PLUS COSMETICS, INC. v. MARZALL, Et at. 
No. 10069—C. A. D. C.—January 5, 1950 


APPEALS—PLEADING AND PRACTICE—REMAND 
Courts—J URISDICTION—GENERAL 
Motion of appellee, as to whom 4915 suit was dismissed on jurisdictional grounds, for 
remand of case to District Court with leave to appellee to appear and answer, granted, pro- 
vided appellee enters general appearance within ten days after issuance of mandate and files 
an answer, and the Commissioner of Patents intervenes in accordance with section 21 of 
1946 Act. 
Costs of appeal awarded to appellant. 


Appeal from District of Columbia. 

Suit under R. S. 4915 by Lanolin Plus Cosmetics, Inc., against John A. Marzall, 
Commissioner of Patents, and Botany Mills, Inc., to compel issuance of registra- 
tion. Plaintiff appeals from dismissal of complaint on ground of lack of jurisdic- 
tion over the parties. Motion by Botany Mills, Inc., to remand case to district 
court with leave to answer and for trial on the merits granted. 
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James R. McKnight and Robert C. Comstock, of Chicago, IIl., and Emory L. Groff, 
of Washington, D. C., for appellant. 

E. L. Reynolds and W. J. Derenberg, of Washington, D. C., for Commissioner of 
Patents. 

Clifton Cooper, of New York, N. Y., and Davis, Richberg, Beebe, Busick & Rich- 
ardson, Raymond C. Cushwa, and Alfons B. Landa, of Washington, D. C., for 
appellee Botany Mills, Inc. 


Before Proctor, Fauy and BazeEton, Circuit Judges. 


Per CuRIAM: 
Order 


This Cause came on to be heard on the transcript of the record from the United 
States District Court for the District of Columbia and on the motion of appellee 
Botany Mills, Inc., to remand this case to the District Court with leave to Botany 
Mills, Inc., to file an answer to the complaint and for trial on the merits, and was 
argued by counsel. At the argument counsel for the Commissioner of Patents indi- 
cated that if the motion to remand should be granted he would exercise his right 
to intervene in the action in accordance with section 21 of the Trade-Mark Act, 
as amended, and, with permission of the Court, was allowed to make an endorse- 
ment to that effect on the motion to remand. 

On Consideration Whereof, and on the express condition that, within ten days 
after the mandate herein issues, appellee Botany Mills, Inc., shall under a general 
appearance in this case file an answer to the complaint and the Commissioner of 
Patents shall intervene in the action, It is 

Ordered by the Court that this case be, and it is hereby, remanded to the Dis- 
trict Court for disposition on the merits ; costs on this appeal to be borne by appellee 
Botany Mills, Inc. 





JUDSON DUNAWAY CORPORATION v. THE HYGIENIC PRODUCTS 
COMPANY, ETC. 


Nos. 4440-4441—C. A. 1—December 15, 1949 


Courts—J URISDICTION—GENERAL 
Federal jurisdiction over trade-mark infringement and unfair competition causes of action, 
held clearly established. 
TRADE-MAarRKS—MarkKS CAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
Pictorial representation of a woman pouring the contents of a can into a watercloset bowl 
held not merely descriptive of plaintiff’s product but original, arbitrary and fanciful, under 
1905 Act. 
TRADE-MARKS—REGISTRABILITY—GENERAL 
TRADE-MARKS—MarKS CAPABLE OF EXCLUSIVE APPROPRIATION—GENERAL 
Whether a picture can be a trade-mark for goods depends upon the same test applied 
in determining whether words can be trade-marks. 
Test of validity at common law is also test for registrabilty under 1905 Act. 
Composite mark is valid if in addition to merely descriptive element it also contains 
fanciful or arbitrary elements sufficient to give it enough individuality, so that viewed as an 
entirety it performs function of pointing distinctively to origin of goods. 
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TRADE-MARKS—MArRKS INCAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
Mere representation of a can with a powdered material flowing from it into a water- 
closet bowl, could not constitute a valid trade-mark for the product here involved. 
TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—SCOPE OF RELIEF—PARTICULAR 
INSTANCES 
It does not follow from validity of plaintiff’s composite mark that plaintiff is entitled 
to appropriate exclusively the merely descriptive elements of its composite marks. 
Plaintiff held not entitled to prevent defendant from advertising its product by showing 
it in use by a person who would normally be expected to use it, provided defendant does 
not represent its product in such a way as to render it likely that confusion will result. 
Defendant’s advertising containing representation of an entire woman held sufficiently 
differentiated from plaintiff’s mark and not to constitute trade-mark infringement or unfair 
competition; and a fortiori, if defendant can use the representation of an entire woman in 
its advertising it can use a representation of only a woman’s hand therein, without likelihood 
of confusion resulting. 


Appeals from District of New Hampshire. 

Trade-mark infringement and unfair competition suit by The Hygienic Products 
Company against Judson Dunaway Corporation. Both parties appeal from judg- 
ment granting injunction to plaintiff. Reversed. 


Irving H. Soden (Frank J. Sulloway and Sulloway, Piper, Jones, Hollis & Godfrey, 
of Concord, N. H., and Harry Frease, Joseph Frease, and Frease & Bishop, of 
Canton, Ohio, on the brief) for plaintiff. 

John P. Carlton (Manvel Whittemore and Emery, Varney, Whittemore & Dix, of 
New York, N. Y., and McLane, Davis, Carlton & Graf, of Manchester, N. H., 
on the brief) for defendant. 


Before Macruper, Chief Judge, Woopsury, Circuit Judge, and CLirForp, Dis- 
trict Judge. 


Woopsury, C. J.: 


These are cross appeals from a final judgment entered by the United States 
District Court for the District of New Hampshire in a suit for trade-mark infringe- 
ment and unfair competition. Federal jurisdiction over both causes of action under 
28 U. S. C. section 1338 (a) and (b) and under its predecessor statute and the 
rule of Hurn v. Oursler, 289 U. S. 238 [23 T. M. R. 267], is clear. Moreover 
the facts necessary to establish federal jurisdiction on the ground of diversity of 
citizenship and amount in controversy are conceded. Our jurisdiction over these 
appeals under 28 U. S. C. section 1291 is obvious. 

The Hygienic Products Company, an Ohio corporation, is the manufacturer 
of a powder, the last patent for which expired in 1932, for cleaning watercloset 
bowls and automobile radiators by chemical action. It began to use the name 
“Sani-Flush” for its product in 1911, and it has used that name ever since. And, 
at the same time, it began to use as a trade-mark a representation against a plain 
background of a young woman with an expression of pleasure on her face bend- 
ing gracefully from the waist in the act of pouring the contents of an approximately 
pint sized can held in her outstretched hand into an open watercloset bowl. Dur- 
ing the years from 1916 to 1940 it obtained several registrations of its mark under 
the Trade-Mark Act of 1905 as amended, some with and some without its trade 
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name printed in extra bold italics, each successive registration showing the woman 
dressed in the style current at the date thereof and a watercloset bowl of contem- 
poraneous design, but otherwise substantially similar to the original registration, 
with the exception that the women in the earlier registrations were shown dressed 
as housemaids, whereas in the last two the woman is depicted as a rather dignified 
and matronly housewife. Over the past thirty-eight years it has made extensive 
use of its name ‘“Sani-Flush” and of its representation in the form current at the 
time of use, in connection with the sale of its product in local, interstate and for- 
eign commerce. Its business prospered from the beginning and is now substantial. 

It has always marketed its product in a 22-ounce cylindrical can of conventional 
proportions bearing a predominantly yellow label upon which its trade name and 
its trade-mark in the current form are predominantly displayed, and upon which, 
in addition to directions for the use of the product, appear the laudatory slogans 
“Quick,” “Easy,” “Sanitary,” “Cleans without fuss or muss.” In its advertising, 
which has been nationwide, it has made extensive use of its trade name and its 
trade-mark, and it has also made extensive use of the representation of attractive 
young women in fashionable dress in a bathroom setting pouring the contents of 
one of its cans into an open watercloset bowl. 

The defendant, Judson Dunaway Corporation, a New Hampshire corporation, 
is a comparative newcomer in the field. In 1937 it began to manufacture a pow- 
der substantially similar to the plaintiff's, which it called “Vanish,” as it concededly 


. had the right to do since the plaintiff’s patents had expired. At first, it marketed 


its product in a 2l-ounce oval can bearing a black and white label on which its 
name was prominently displayed in block capital letters above a representation of 
an open toilet bowl, a stream of material being shown flowing from the bottom of 
the letter “I’’ in the word “Vanish” into the bowl. Subsequently it changed the 
style of its can to a tall cylindrical one of the same capacity, and it changed its 
label to one predominantly blue, still, however, prominently displaying its name 
(which it had registered under the federal act) and the stream of material flow- 
ing from it into a toilet bowl as before. It began to advertise its product exten- 
sively in various ways in 1937, but its activities met with no objection from the 
plaintiff until almost ten years later when it began to use, sometimes against a plain 
background and sometimes in a bathroom setting, first, a pictorial representation 
of a woman pouring from one of its cans into a watercloset bowl, and later a pic- 
torial representation of a hand, obviously a woman’s, similarly pouring from one 
of its cans into a watercloset bowl. 

The plaintiff formally notified the defendant early in 1947 that it objected to 
these forms of advertising, and the defendant, asserting its right to continue to so 
advertise, the plaintiff on May 31 of that year, brought the instant suit for trade- 
mark infringement and unfair competition. The defendant in its answer asserted, 
first, that all of the plaintiff’s marks were invalid and had been illegally registered 
for the reason that they were merely descriptive of the goods with which they were 
used, and second, that the mark in its earlier forms had been abandoned, and then, 
admitting its use of the advertising matter complained of, it denied that such adver- 
tising infringed any of the plaintiff's marks or constituted unfair competition. Then, 
by counterclaim, it asked for a judgment ordering the cancellation of all the plain- 
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tiff’s marks pursuant to section 37 of the Trade-Mark Act of 1946—the so-called 
Lanham Act—(60 Stat. 427, 440; 15 U. S. C. section 1119) which by its terms 
(section 46) became effective on July 5, 1947, while the instant suit was pending, 
The court below after hearing held that the plaintiff’s marks were valid, that none 
of them had been abandoned, and that the defendant had infringed and was unfairly 
competing with the plaintiff by the use of advertising matter showing a woman 
pouring from a can into a toilet bowl, but not by the use of advertising matter show- 
ing merely a woman’s hand pouring from a can into a toilet bowl. From the final 
judgment enjoining the defendant in keeping with these conclusions both parties 
have appealed; the defendant from so much of the judgment as adjudicates the 
validity and infringement of the plaintiff’s marks, the plaintiff from so much thereof 
as adjudicates that its marks are not infringed by the defendant’s advertising matter 
showing merely the woman’s hand. In the view we take of the case it will be neces- 
sary to give detailed consideration only to the defendant’s appeal. 

Its first contention is that the plaintiff’s pictorial representation of a woman 
pouring the contents of a can into a watercloset bowl does not constitute a valid 
trade-mark under either the common law or the Trade-Mark Act of 1905 as 
amended, for the reason that it is merely descriptive of the plaintiff’s product. We 
do not agree. 

Cases involving the validity of symbols or devices as identifying marks for goods, 
i.e., trade-marks strictly speaking, as distinguished from names used as trade-marks, 
are comparatively rare. But there can be no doubt that “Whether a picture can 
be a trade-mark for goods depends upon the same test that is applied in determining 
whether words can be trade-marks,” the question in case being “whether the 
picture is merely descriptive of the goods on which it is used or has an arbitrary or 
fanciful significance in relation to them,’ Am. Law Inst., Restatement of Torts, 
section 721 comment d. And the test of validity at common law is also the test for 
registrability under the second proviso of section 5 of the Trade-Mark Act of 1905 
as amended’ (15 U. S. C. 1946 Ed. section 85) for that proviso is “simply an 
expression in the statutory form of the prior general rule of law that words [and 
clearly also devices] merely descriptive are not a proper subject for exclusive trade- 
mark appropriation.” Beckwith v. Commissioner of Patents, 252 U. S. 538, 544. 
And the test of validity was concisely stated by the Supreme Court long ago in the 
leading case of Elgin National Watch Co. v. Illinois Watch Case Co., 179 U. S. 
665, 673, in the following language: 

It [a trade-mark] may consist in any symbol or in any form of words, but as its office 

is to point out distinctively the origin of ownership of the articles to which it is affixed, it 

follows that no sign or form of words can be appropriated as a valid trade-mark, which 

from the nature of the fact conveyed by its primary meaning, others may employ with 
equal truth, and with equal right, for the same purpose. 


See also Canal Co. v. Clark, 13 Wall. 311, in which it was held that the name 
“Lackawanna” could not be exclusively appropriated for coal emanating from 





i. “Provided, That no mark which consists . . . . merely in words or devices which are 
descriptive of the goods with which they are used, or the character or quality of such goods 
.... Shall be registered under the terms of this subdivision of this chapter.” 
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that region of Pennsylvania, and in addition see Bristol Co. v. Graham, 199 F. 412, 
in which it was held that a mere representation of a steel belt lacing of a type in the 
public domain, the patent thereon having expired, could not be appropriated, even 
by the original patentee, as a valid trade-mark for that product. 

Application of the foregoing test would seem clearly to indicate that a mere 
representation of a can with a powdered material flowing from it into a watercloset 
bowl could not constitute a valid trade-mark for the product here involved for 
one “has no right to appropriate a sign or a symbol, which from the nature of the 
fact that it is used to signify, others may employ with equal truth, and therefore 
have an equal right to employ for the same purpose.” Canal Co. v. Clark, supra, 
324, quoting with approval from Amoskeag Manufacturing Co. v. Spear, 2 Sand- 
ford’s Supreme Court (N. Y.) 599. But this does not establish that the plaintiff’s 
marks are invalid, for even though they include a common merely descriptive ele- 
ment, i.¢., a representation of material flowing from a can into a toilet bowl, they 
also include representations of women in a particular dress, standing in a particular 
pose, pouring from the can into a watercloset bowl of a particular design. The 
marks therefore consist not only of a merely descriptive element, but also of arbitrary 
and fanciful elements, and it is clearly established that such a composite mark is 
not rendered invalid by reason of the inclusion therein of some element, or ele- 
ments, which may with equal truth and equal right be used by others. The reason 
for this is that “The commercial impression of a trade-mark is derived from it as a 
whole, not from its elements separated and considered in detail,’ (Beckwith v. 
Commissioner of Patents, supra, 545, 546) so that a composite mark is valid if, 
in addition to its merely descriptive element, it also contains fanciful or arbitrary 
elements sufficient to give it enough individuality so that viewed as an entirety 
it can perform its function of pointing distinctively to the origin of the goods to 
which it is applied. Beckwith v. Commissioner of Patents, supra; Am. Law Inst., 
Restatement of Torts, section 724. We therefore conclude that the plaintiff’s marks 
are valid, and hence were properly entitled to registration, for viewing them as a 
whole they are not merely descriptive, but are original, arbitrary and fanciful.’ 

It does not follow from this conclusion of validity, however, that the plaintiff 
is entitled to appropriate exclusively unto itself the merely descriptive element 
of its composite marks. It cannot prevent the defendant from using on its labels or 
in its advertising (we are assuming that one may infringe under the federal act of 
1905 by advertising matter as well as by label, Mishawaka R. & W. Mfg. Co. v. 
Panther-Panco Rub. Co., 153 F. 2d 662, 666 [36 T. M. R. 30]) a representation 
of material flowing from a can into a watercloset bowl. Indeed the plaintiff does 
not contend that it has the right to do so. 

Nor do we think that the plaintiff can prevent the defendant from going one 
step further and advertising its products by showing it in use by a person, and, 





2. This conclusion obviously renders it unnecessary for us to consider whether the defend- 
ant is entitled to an order cancelling the plaintiff's marks under the provisions of section 37 of 
the Lanham Act, supra. 

Moreover, since the plaintiff’s later marks are valid, if the defendant has infringed them the 
plaintiff is entitled to injunctive relief, the only relief afforded or contended for, and therefore 
there is no occasion for us to consider whether or not the plaintiff’s earlier marks have been 
abandoned. 
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moreover, in use by the sort of person who would normally be expected to use it, 
that is, by a woman. We base this conclusion upon common knowledge (although 
cf. Jantzen v. Knitting Mills v. Herlich, et al. (U. S. D. C. E. D. Pa. 1934) [24 
T. M. R. 48]) for certainly the representation of products in use by the sort of 
persons who use them is one of the commonest devices in all advertising. A mere 
glance at the advertising section of almost any newspaper or periodical renders it 
unthinkable that any single manufacturer of such products as, for instance, women’s 
underclothing, bathing suits or stockings, to mention only a few outstanding 
examples, can possibly be entitled to appropriate unto itself alone the exclusive 
right to advertise its products by representing them in use. Of course, the defend- 
ant cannot represent its product in use in such a setting, or in such a way, as to 
render it likely that the purchasing public will confuse its product with that of the 
plaintiff. But this does not mean that the defendant is relegated to advertising 
its product by showing it in use by an old crone in a mother hubbard with a scowl 
on her face. Clearly in advertising, to quote from the current musical play, “South 
Pacific,” “There is nothing like the frame of a dame,” and we cannot see why the 
defendant is not as much entitled to take commercial advantage of pulchritude as 
the plaintiff. 

We mention these matters at some length for it seems to us that the District 
Court’s conclusion of infringement, with which we feel constrained to disagree, 
could only have rested upon the defendant’s use in its advertising of the foregoing 
elements which we think it was free to use, because, aside from those elements, 
the defendant’s advertising bears little or no resemblance to the plaintiff’s marks. 

In the first place the plaintiff's marks are all on a plain background whereas 
the defendant’s advertising usually showed a bathroom setting, including a bath 
tub, shower curtain, tiled walls, etc. In the second place the defendant in all its 
advertising prominently displayed its trade-mark “Vanish” which is not at all 
similar to the plaintiff’s name “Sani-Flush.” And in the third place the human 
female figures in the defendant’s advertising are by no means strikingly similar to 
the ones used by the plaintiff in any of its marks. The plaintiff’s earlier marks 
showed women dressed as housemaids, and its later ones showed a woman dressed 
conservatively as a matronly middle-aged housewife. The defendant, on the other 
hand, never used a housemaid in its advertising, but showed therein a very slim 
young housewife, perhaps a bride, ultra-fashionably dressed, i.e., in a very short 
skirt, wearing an elaborate apron, and standing in an exaggeratedly graceful bend- 
ing posture pouring into a watercloset bowl with an expression of almost ecstatic 
delight upon her face. This contrasts sharply with the more conservative dress, 
staid posture, and expression of restrained joy on the faces of the women in all the 
plaintiff's trade-marks, to say nothing of the rather buxom figure of the woman 
appearing in its later ones. 

Furthermore, the defendant’s distinctive name and its laudatory slogans of “It’s 
NEW '}!,” “It’s a pleasure to use,” “A NEW way to keep Your Bathroom fresh 
and sweet,” “Leaves fresh minty Fragrance” and “Cleans toilet bowls without 
scrubbing,” which are quite different from the plaintiff’s slogans, serve to sharply 
differentiate the defendant’s advertising from the plaintiff’s marks. 

Viewed as an entirety, for the commercial impression of an advertisement no 
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less than a trade-mark is derived from it as a whole, not from its separate elements 
considered apart and in detail, it seems to us clear that these distinctive features 
of the defendant’s advertising, in spite of its use therein of the feature it is entitled 
to employ, that is to say, an alluring young woman using its product, prevent the 
possibility of there being any genuine likelihood that purchasers of “Vanish” would 
be so confused by the advertising of that product that they would think they were 
purchasing “Sani-Flush.” 

What we have said with respect to trade-mark infringement in large measure 
disposes of the plaintiff’s claim for unfair competition. It may be that a merchant 
or manufacturer can, over a long period of time, make such a distinctive and origi- 
nal arrangement of advertising features common to all that a competitor, who 
colorably imitates his distinctive style, format and juxtaposition of elements, will 
be guilty of unfair competition. But it does not appear that the plaintiff has devel- 
oped any unique style or pattern of advertising peculiarly its own, except for show- 
ing its product in use as others are free to do. On the contrary in its advertising 
over the years it has shown its product in use by a great many different models, in 
a variety of poses and dresses against different backgrounds, even including a rep- 
resentation of a little girl with an expression of disgust on her face over the cap- 
tion “We don’t talk about toilets!” 

To be sure, it once over the caption “I know it’s SAFE in Septic tanks,” dis- 
played its product in use by a young woman in pose and dress quite closely resem- 
bling the young women commonly used by the defendant, but this, as we have 
shown, does not give it the right to exclude others, even direct competitors, from 
the use or representations of fashionably dressed and attractive young women in 
advertising. 

The foregoing conclusion renders it unnecessary for us to consider the plain- 
tiff’s cross appeal, for if the defendant can use a representation of an entire woman 
in its advertising, a fortiori it can use a representation of only a woman’s hand 
therein. 

In conclusion it will suffice to say that the defendant’s advertising viewed as a 
whole by no means so closely resembles either the plaintiff’s mark or its adver- 
tising, viewed also as a whole, as to warrant the conclusion that anyone seeing it 
would be likely to confuse the defendant’s product with that of the plaintiff. 

The judgment of the District Court is vacated and the case is remanded to 
that court for the entry of a judgment for the defendant; the defendant recovers 
costs on appeal. 
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JEWEL TEA CO., INC. v. KRAUS 
No. 44C1345—U. S. D. C. N. D. Ill.—January 17, 1950 


CourTS—PLEADING AND PRACTICE—STATUTORY INFRINGEMENT 

Infringement of federally registered trade-mark requires allegation that transactions com- 

plained of occurred in interstate commerce. 
TRADE-MARK INFRINGEMENT—BASIS OF RELIEF—GENERAL 

Where jurisdiction of federal court is based on diversity of citizenship and jurisdictional 

amount, infringement of plaintiff’s common law trade-mark rights may be restrained. 
CourTsS—]J URISDICTION—J URISDICTIONAL AMOUNT 

Jurisdictional requirement as to amount in controversy is satisfied if it appears anywhere 
in the record that jurisdictional amount is involved; and this amount is to be tested by value 
of property right of plaintiff represented usually by value of its good-will. 

TRADE-MarKs—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 

The word “Jewel” held descriptive rather than suggestive as to food products. 

TRADE-MARKS—SECONDARY MEANING—GENERAL 

No one can appropriate as a trade-mark a generic name or descriptive word in the 
absence of secondary meaning. 

Elements to be considered in determining whether mark has acquired secondary meaning 
identifying source generally include length of use, nature and extent of advertising, and 
efforts used to create connection in public mind between mark and particular source of goods. 

Mark need not acquire secondary meaning everywhere in order to be entitled to protection. 

TRADE-~-MARKS—SECONDARY MEANING—PARTICULAR INSTANCES 

The word “Jewel” held to have acquired secondary meaning identifying plaintiff's retail 
grocery business in Chicago and its suburbs. 

Defendant’s use of “Jewel” in connection with similar business, held to have resulted in 
confusion entitling plaintiff to relief. 

TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—SCOPE OF RELIEF—PARTICULAR 
INSTANCES 

Plaintiff held entitled to injunction restraining defendant from using the word “Jewel” in 
connection with any retail food or dairy product business in Chicago and its suburbs. 

Plaintiff held not entitled to damages or profits. 


Trade-mark infringement and unfair competition suit by Jewel Tea Co., Inc. 
against Charles Kraus, doing business as Jewel Milk Stores. Judgment for plaintiff 
granting injunction. 


Leslhe Monroe Parker and Parker & Carter, of Chicago, IIl., for plaintiff. 
Goldman, Allshouse & Healy, of Chicago, IIl., for defendant. 


La Buy, D. J.: 


The complaint herein alleges that plaintiff is the owner of the trade-mark “Jewel” 
as applied to many food products, that said mark has been registered in the United 
States Patent Office under the Trade-Mark Act of 1905; that plaintiff has been in 
the business of merchandising food products generally in Illinois since 1901 and 
more recently throughout the United States and has used the name “Jewel” on its 
stores in Chicago since 1932; that in 1940 defendant used, and still uses, the name 
“Jewel” or “Jewel’s” as the title of his milk stores and on September 30, 1946, 
registered the name “Jewel” with the Secretary of State of Illinois and was issued 
a certificate of registration; that in many locations defendant established his store 
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immediately adjacent or close to plaintiff’s food stores plainly marked with plaintiff’s 
trade-mark and name “Jewel”; that plaintiff notified defendant of his trade-mark 
infringement and the unfair trade practice because of such use but that defendant 
has refused to respect the plaintiff's rights thereunder and continues to operate 
under the name and trade-mark “Jewel.” The parties herein have filed a stipula- 
tion of facts and the court hereby adopts the stipulation of the parties as part of its 
findings in the above cause. 

Plaintiff has registered the word “Jewel” under the Trade-Mark Act of 1905 
(15 U. S. C. Sec. 81 et seg.) as a trade-mark on food products and since 1932 uses 
the word “Jewel” as part of its corporate name. The relief prayed for is to enjoin 
defendant’s usage of the word “Jewel” or “Jewel’s” upon his milk stores and it does 
not appear, nor is it alleged, that defendant uses said trade-mark on any products 
which he sells. 

Jurisdiction is alleged to be based on the Trade-Mark laws of the United States, 
on diversity of citizenship and requisite jurisdictional amount. The infringement 
of a federally regstered trade-mark in which the cause of action is dependent on fed- 
eral registration requires an allegation that the transactions complained of occurred 
in interstate commerce. Nims, “Unfair Competition and Trade-Marks,” Vol. 2, 
4th ed., page 1000. Defendant is a retail store owner operating stores in Oak Park, 
Cicero and Berwyn, Illinois, and the actions complained of by plaintiff arise solely 
in these territories. The evidence and allegations of the complaint fail to show any 
infringement or violation by defendant in interstate commerce. 

However, jurisdiction is also based on diversity of citizenship and jurisdictional 
amount and plaintiff’s use of his trade-mark may therefore be considered on the 
right afforded under common law or state statutes rather than under federal regis- 
tration alone. The diversity requirement is satisfied since plaintiff, Jewel Tea Co., 
Inc., is a New York corporation and has its principal place of business in Bar- 
rington, Illinois; defendant, Charles Kraus, is a resident of Illinois doing business 
under the name Jewel Milk Stores located in Cicero, Oak Park and Berwyn, 
Illinois. The existence of jurisdictional amount is denied by defendant in his 
answer though no evidence to support the denial has been submitted. If it appears 
anywhere in the record that jurisdictional amount is involved, the jurisdictional 
requirement is satisfied. This amount is to be tested by the value of the property 
right of the plaintiff represented usually by the value of its good-will and does not 
depend alone upon pecuniary damages sustained. From the record before it, the 
court holds the value of plaintiff's property right is sufficient to satisfy the juris- 
dictional requirement of amount in controversy. 

On December 26, 1947, this court held, on submission of the controversy herein 
based upon stipulation of facts alone, that the word “Jewel” was a descriptive word 
of common usage not subject to exclusive appropriation for a trade-mark and allowed 
the parties the right to introduce evidence bearing upon a secondary meaning. On 
February 17, 1949, plaintiffs filed an amended complaint alleging that the name 
“Jewel” has “come to mean and is understood to mean by the public in the commu- 
nities involved herein and in the State of Illinois as Jewel Food Stores, a division 
of plaintiff herein, and is a name by which plaintiff is identified and distinguished 
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from other food stores” in Chicago, Illinois. Evidence was then submitted to 
support this allegation. 

It is to be noted that the word “Jewel” is only a portion of the name used by 
both parties and is the salient feature of both. The businesses conducted by plaintiff 
and defendant are similar being the retail sale of food and dairy products and that 
in many instances defendant has located in the same neighborhood area as plaintiff, 
and in one instance immediately adjacent to plaintiff's store. Plaintiff’s use of the 
word “Jewel” as part of its trade name in Illinois began in 1932 and has continued 
ever since. Defendant’s use began in 1940. 

Plaintiff urges a reconsideration by the court of its determination on the word 
“Jewel” asserting that its use by plaintiff is in a fanciful and arbitrary manner. 
Defendant contends the plaintiff cannot acquire exclusive rights in the word and in 
any event plaintiff’s use of the word would be entitled to only limited protection. 

It is a settled rule that no one can appropriate as a trade-mark a generic name 
or descriptive word in the absence of secondary meaning. A generic name gives 
information as to the nature or class of article anda descriptive word supplies 
the characteristics and qualities of the article, its color, order, functions, dimensions, 
and its ingredients. Nims, supra, page 166. The definition of the word “Jewel” 
has been stipulated by the parties as it appears in Webster’s New International 
Dictionary. Summarily, it is used to refer to a costly ornament, a precious thing; 
an object of costly or precious attributes. Clearly, the word “Jewel” is not used 
by the plaintiff in its generic sense. It is possible that it may be used in the descrip- 
tive sense, however, to denote quality and thus signify to prospective purchasers 
that plaintiff’s business has superior qualities. But, it may also fall in the class of 
words claimed to be suggestive marks. These words, as set forth by Judge Soper in 
General Shoe Corp. v. Rosen (C. C. A. 4, 1940), 111 F. 2d 95 [30 T. M. R. 227, 
438], are described as the 


middle ground wherein terms of mingled qualities are found. It cannot be said that they 
are primarily descriptive or that they are purely arbitrary or fanciful without any indica- 
tion of the nature of the goods which they denominate. Such terms, indeed, shed some 
light upon the characteristics of the goods, but so applied they involve an element of 
incongruity, and in order to be understood as descriptive, they must be taken in a sugges- 
tive or figurative sense through an effort of the imagination on the part of the observer. 


Such words do not stand primarily descriptive of kind or quality except in a figura- 
tive way for excellence or quality or grade or class and may be marks of origin and 
not of quality. 

The court is of the opinion that insofar as the word “Jewel” is concerned, how- 
ever, no clear line of demarcation can be drawn between a descriptive or suggestive 
category, and it would appear in such a situation that proof, if any, of secondary 
meaning would more accurately evaluate the plaintiff’s rights. 

Elements to be considered in determining whether a name has acquired a sec- 
ondary meaning are generally (1) length of use, (2) nature and extent of popu- 
larizing and advertising, and (3) efforts in promoting consciousness of the public 
connecting that name with the particular product or business. Sun Valley Co. v. 


Sun Valley (D. C. N. Y.), 49 U.S. P. Q. 559. 
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The record shows plaintiff adopted the use of the word “Jewel” as part of its 
corporate name in 1932. It has been stipulated by the parties that no store or 
other establishment has been found dealing in food of any sort under the name 
“Jewel” prior to plaintiff's opening their food stores. The record supports the 
conclusion that large sums were expended by plaintiff in advertising its food store 
business. Testimony was introduced by customers residing in River Forest, 
Evanston, Oak Park and Berwyn, by suppliers of products to plaintiffs, newspaper 
writers, and plaintiff's employees. The testimony disclosed that the purchasers 
ordinarily referred to plaintiff’s store as the “Jewel” and that they believed defend- 
ant’s store to be connected in some way with the plaintiff. Instances of actual con- 
fusion of defendant’s business with plaintiff's business were shown. From the evi- 
dence it appears that an association existed in the minds of the public between the 
word “Jewel” and the plaintiff's business. 

The court finds that plaintiff through advertising and long course of dealings 
has built up a large and lucrative business and has so identified the word “Jewel” 
with itself in connection with the retail grocery business in Chicago and its suburbs 
as to give it a secondary meaning as applied thereto and especially in the type of 
business in which it is engaged ; that the plaintiff was the first one to use the word 
“Jewel” in these communities in this type of business; that the defendant is a sub- 
sequent user of the word “Jewel”; that the businesses conducted by plaintiff and 
defendant are so similar that there has been, and there is a likelihood to be, a con- 
fusion by the public, trade and customers. 

A name need not acquire a secondary meaning everywhere in order to be entitled 
to protection ; protection will be given in any territory in which the name is used 
and understood in its secondary sense and in any locality where it can be shown to be 
injuring or likely to injure the plaintiff. 

The court finds that from the evidence the plaintiff is entitled to relief. The court 
finds that no pecuniary injury or injury to plaintiff’s reputation has been sustained 
by defendant’s use and there is no evidence to warrant an award of damages or 
profits. The court finds that plaintiff is entitled to an injunction restraining defend- 
ant from the use of the word “Jewel” on any store he operates in connection with 
the retail business of distributing or selling food or dairy products in Chicago and 
its suburbs. 

In addition to the stipulation of facts by the parties, the above and foregoing 
opinion shall constitute the additional findings of fact and conclusions of law of this 
court. Counsel are requested to present the proper order within twenty (20) days. 


SS 
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LORRAINE MANUFACTURING COMPANY, INC. v. LORAINE 
KNITWEAR COMPANY, INC. 


No. 3524—U. S. D. C. N. D. Ga.—December 29, 1949 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Loraine” held confusingly similar to “Lorraine,” used on similar goods, under 1946 Act. 
TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—SCOPE OF RELIEF—PARTICULAR 
INSTANCES 
Defendant restrained from using “Loraine” on its goods and in its corporate name. 
Defendant required to destroy, within thirty days of date of final decree, all labels, marks, 
boxes, letterheads and advertising containing the infringing word, “Loraine.” 
Upon facts of record, accounting denied. 
Complainant held entitled to costs. 


Trade-mark infringement and unfair competition suit by Lorraine Manufactur- 
ing Company, Inc., against Loraine Knitwear Company, Inc. Judgment for plaintiff 
granting injunction. 


Kenyon & Kenyon, of New York, N. Y., and Spalding, Sibley, Troutman & Kelley, 
of Atlanta, Ga., for plaintiff. 
McLemon & Cook, of Atlanta, Ga., for defendant. 


RussELL, D. J.: 


In this proceeding the Lorraine Manufacturing Company, as complainant, and 
hereinafter referred to as such, seeks to enjoin the Loraine Knitwear Company, 
Inc., hereinafter referred to as defendant, from using the complainant’s registered 
trade-mark “Lorraine” or any mark so similar as is likely to cause confusion or 
mistake among purchasers, or to deceive purchasers as to the source or origin of 
its goods, and from using the defendant’s corporate name or any name so similar 
as to likely cause confusion or mistake, or to deceive purchasers as to the source 
or origin of its goods. Complainant further prays for an accounting of damages 
and that the defendant be required to deliver up and destroy the alleged infringing 
and misleading labels, prints, packages, etc., bearing the name “Loraine,” and/or 
the corporate name “Loraine Knitwear Company, Inc.,” as well as any colorable 
imitation thereof. 

The defendant denied the allegations of the complaint and asserted defenses 
alleging to disclose differences between the labels, and facts which would prevent 
any deception or misleading of purchasers. It denied any bad faith and alleged the 
use of its trade-mark for many years, which it claimed was adopted because of its 
being the first name of the wife and daughter of the owner of the business. The 
defendant denied knowledge of the complainant’s trade-mark prior to its use and 
adoption by it, and further plead that its goods were sold only in the Southeastern 
States which were wholly removed from the markets for the complainant’s goods. 
It further plead that the word Lorraine in the trade name of complainant was 
merely geographical in its basic aspects and had not acquired any secondary mean- 
ing, and that the name was also that of many cities and towns in the United States, 
and was therefore a very weak trade name. As a final defense the defendant plead 
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estoppel based upon the alleged acquiescence of the Vice-President of complainant, 
who in a conversation was alleged to have informed defendant’s owner and Presi- 
dent that he might disregard a notice given by the complainant’s counsel to cease 
infringement. 

The complaint is predicated upon the provisions of the Lanham Act, the Trade 
Name Act of 1946, 15 U. S.C. A. 1051, et seq. 

A hearing has been had, and following consideration of the evidence, and the 
briefs filed by the respective parties, the following facts are found and conclusions 
of law entered. 


Findings of Fact 


Complainant is a corporation organized and existing under the laws of the State 
of Rhode Island, having its principal place of business and its mills at Pawtucket, 
Rhode Island. Defendant is a Georgia corporation doing business in Atlanta, 
Georgia. 

Complainant has been engaged in the manufacture of textile fabrics since 1882, 
and during the course of business has manufactured various types of fabrics includ- 
ing cotton, rayon, flannel, woolens, tweeds and blends. These fabrics are piece 
goods used in the manufacture of articles of clothing which it sells throughout the 
United States under the trade name mark “Lorraine,” which has been used as a 
trade-mark and in the corporate name of the complainant, since its organization. 
Complainant effected three registrations of its trade-mark under the Trade-Mark 
Act of 1905, and three under the Trade-Mark Act of 1946. These registrations 
cover the use, under both Acts, of the name “Lorraine” on a large variety of fabrics 
in the piece, as well as the use of the mark in clothing, Class 39, United States 
Patent Office. The name and mark was first registered in 1915, the other regis- 
trations being in 1926, 1935 and 1948. In addition, complainant has obtained 
state registrations in the Southeast in Georgia, Louisiana, North Carolina and 
Tennessee in 1931; in Alabama in 1934, and in Florida in 1945. 

Complainant has carefully identified its goods by its trade-mark, whether they 
were sold in the piece to consumers or, as more recently done, to cutters and manu- 
facturers, to cut and manufacture; and in all instances save one manufacturer, the 
manufacturer has placed on the various garments tailored from the complainant’s 
fabrics a label, furnished by the complainant, which displays its trade-mark in con- 
junction with that of the manufacturer of the garment. Complainant has retained 
control of the use of the label and required a high standard of workmanship in the 
garments in order to maintain the complete quality of the fabric and workmanship. 
If all types of sport garments are included, approximately 25 percent of complain- 
ant’s manufacture has been and is devoted to sports wear use, and as appears from 
advertisements for the period of 1901 to 1905, even then the name “Lorraine” was 
advertised in connection with flannel yard goods for shirts and shirt waists. Espe- 
cially in the southeastern parts of the United States, the Lorraine name and trade- 
mark was extensively used in connection with seersucker suits, and up until 1942, 
suits of this material manufactured by Haspel Brothers of New Orleans and bear- 
ing the Haspel-Lorraine seersucker label, were extensively sold. In addition to 
suits, and bearing the complainant’s label, there were sold in this section other 
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articles of apparel such as the Lorraine seersucker neck wear, beach robes, golfing 
and other sport dresses. In these instances, as well as in the case where a joint 
label of the complainant and the manufacturer were attached to the garment, the 
complainant’s trade-mark was prominently displayed and, while relating to the 
fabric of the garment, was nevertheless a distinctive part of the label and promi- 
nently displayed. 

Complainant does an annual business of some ten million dollars per year, and 
according to the testimony has spent over a million dollars in advertising its prod- 
ucts under the Lorraine name. Its current budget for advertising is approximately 
one hundred thousand dollars per year. Throughout the years the complainant’s 
trade-mark “Lorraine” as to a variety of fabrics has been extensively advertised 
in trade publications such as the Daily News Record and Women’s Wear Daily, 
and by consumers advertisements in magazines such as the Saturday Evening Post, 
Time, Vogue, Vanity Fair and Mademoiselle. It is clear that the retail merchants 
consider the complainant’s trade name well and favorably known because it is shown 
that numerous retail stores in their advertisements give prominence to the fact that 
their garment is made from the Lorraine fabrics. Summarizing, it may be stated 
that for many years prior to the recent war there has been continuous and exten- 
sive advertising of the complainant’s name and fabrics in all the usual advertising 
mediums appealing both to the trade and to the consumer, and as a result of this, 
as well as the quality of the complainant’s product, the name and mark is well and 
favorably known. In many instances the buyer for a retail store in ordering sport 
shirts from the manufacturer will specify that certain items are to be made from 
Lorraine fabrics. Many of the garments so advertised and sold to the consuming 
public are of the same identical class as those produced and labeled by the defendant. 
There is a marked similarity in appearance between the word Lorraine as used in 
the mark and labels of the complainant and as used in the labels of the defendant, 
the main difference being that the word contains only one “r” in the defendant's 
label, and in lieu of the reference to fabric in the complainant’s label, the defendant's 
label contains in subordinate printing the words “sports wear” and also has in not 
clearly discernible letters the initials “LKC.” The differences are not such as, in 
the ordinary course of purchase and trade, would be discernible to and differen- 
tiated by an ordinarily careful purchaser of the garments to which the respective 
marks are attached. 

The defendant’s business originated as a proprietorship of L. J. Steele, Jr., in 
1937, doing business in the trade name of Loraine Knitwear Company. The busi- 
ness conducted was that of a jobber or distributor of sweaters, sport shirts, tee 
shirts, swim wear and jackets, which were manufactured for him by others from 
materials which he purchased and delivered to such manufacturers for cutting, 
making and trim, his trade being confined to the Southeastern States. To these 
garments were attached the label as above stated. In November, 1946—counsel for 
complainant notified defendant of its claim that it was improperly using the name 
and asked discontinuance of such use. Mr. Steele contends he visited the office of 
the complainant in New York City and was told to go on back home and not worry 
about the matter. However, I am unable to find that, especially in view of the doubt 
which surrounds the testimony as to whether Mr. Steele was not mistaken in what 
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office he visited, that under all of the circumstances this establishes any acquies- 
cence. However, this may be, he was again written in March, 1947, a letter which 
specifically refers to his failure to call by the attorney’s office, as he had written 
that he would, and there was no reply to this letter. There is no evidence that the 
defendant affirmatively endeavored to palm off its goods as having any connection 
with the fabrics of the complainant, but it is clear that notwithstanding any direct 
attempt to do so, the use of the defendant’s label on the garments in question, under 
the facts and circumstances shown in this case, constitutes such a reproduction and 
colorable imitation of the complainant’s registered trade-mark as is likely to cause 
confusion or mistake or to deceive purchasers as to the source or origin of such 
goods. 

Complainant has shown no instance of any purchaser being actually misled, and 
from the nature in which its evidence is detailed, it is assumed that no such instance 
could be shown. There would, therefore, be no basis for establishment of any dam- 
ages already sustained which would be susceptible of proof, since the sales referred 
to in the record were to businesses, the buyers of which would not be misled. 


Conclusions of Law 


This Court has jurisdiction of the parties and the subject matter. 

It is conceded by the parties that this controversy is to be determined in the light 
of the provisions of the Trade Name Act of 1946, supra. 

The use of the label as employed by the defendant constitutes an infringement of 
the valid, registered trade-mark of the complainant, and the label of the defendant 
and the use of the name “Loraine” upon the garments sold by it and in its business 
is such as is likely to cause confusion or mistake or deceive purchasers as to the 
source or origin of the goods sold by the defendant. 

Complainant is entitled to an injunction forbidding further infringement of its 
trade-mark by the defendant, and to an order decreeing the destruction of all labels, 
marks, garment boxes, letterheads and advertising containing the infringing word, 
as prayed. Such destruction to be consummated within thirty days of the date of 
the final decree, and to be evidenced by the verified affidavit of the President of the 
defendant company. Complainant is further entitled to a decree enjoining the 
defendant from the use of the name “Loraine” in its corporate name. 

Under the facts of this case, no affirmative, intentional deception on the part of 
the defendant has been established, and where its sales, incidentally shown by the 
record were to parties who could not have been misled because of their position 
as buyers or stores, and it appearing that it is unlikely that any profit arose to the 
defendant as the result of such infringement, or damage to the complainant there- 
from which could be established with any definiteness, or that equity otherwise 
requires, the prayers of the complainant for an accounting should be denied. 

The complainant is entitled to recover the costs of Court in this proceeding 
expended. 

Proper decree for final entry may be presented after notice and approval between 
the parties as to form. 
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A. C. MERRICK AND JOHN R. KNEEBONE, borne sBusINEss as 
BROOKFIELD LABORATORIES v. SHARP & DOHME, 
INCORPORATED 


No. 49C672—U. S. D. C. N. D. Ill_—December 20, 1949 


CourTS—J URISDICTION—DECLARATORY JUDGMENT SUIT 
Defendant’s allegations, in Patent Office opposition to plaintiffs’ application, charging 
infringement of defendant’s trade-marks held to constitute an “actual controversy,” within 
meaning of federal declaratory judgment statute. 
TrRADE-MARKs—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—EFFECT OF THIRD-PARTY 
UsEs 
In view of the many prior registrations containing the prefix “Sulfa” and the suffix “dine,” 
held that the prefix “Sulfa” and the suffix “dine” are neither distinctive nor the dominant 
parts of defendant’s marks “Sulfathalidine” and “Sulfasuxidine” and cannot be relied upon 
by defendant to establish distinctiveness of these marks. 
TrapE-MarKs—Marks Not CoNFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Sulfodene” held not confusingly similar to “Sulfathalidine” or to “Sulfasuxidine,” used on 
medicinal preparations, under 1946 Act. 
DECLARATORY JUDGMENT—SCOPE OF RELIEF—PARTICULAR INSTANCES 
Plaintiffs held entitled to judgment declaring that defendant cannot prevent plaintiffs 
from using their mark “Sulfodene” in connection with the sale, offering for sale or advertis- 
ing of plaintiffs’ medicinal preparation. 


Declaratory judgment suit by A. C. Merrick and John R. Kneebone, doing 
business as Brookfield Laboratories against Sharp & Dohme, Incorporated. Judg- 
ment for plaintiffs. 


William E. Anderson, Cyril A. Soans, Morgan L. Fitch, Jr. (Soans, Pond & 
Anderson of counsel), of Chicago, IIl., for plaintiffs. 

Lester B. Mann, of Chicago, Ill., (George E. Middleton, of New York, N. Y., of 
counsel), for defendant. 


Barnes, C. J.: 


The case was here on motion to dismiss. The Court then thought that the 
question was whether or not the notice of opposition filed in the Patent Office 
by the defendant, which is set forth in plaintiffs’ complaint, could be said to give 
rise to a situation covered by the Declaratory Judgment Act. 

In a case of actual controversy within its jurisdiction, except with respect to federal 
taxes, any court of the United States, upon the filing of an appropriate pleading, may 


declare the rights and other legal relations of any interested party seeking such declaration, 
whether or not further relief is or could be sought... . 


The Court thought, upon the motion to dismiss, that the question was whether 
the filing of that notice of opposition in the Patent Office could be said to create 
an actual controversy which was within the jurisdiction of this court, the District 
Court of the United States. Not the Patent Office, but this court, the District 
Court of the United States. 

The Court considered that notice of opposition, and was then of the opinion 
that that notice of opposition did create and was evidence of an actual controversy 
within the jurisdiction of this District Court of the United States. 
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The notice of opposition says: 


The applicant’s trade-mark is confusingly similar to the above trade-marks of the 


opposer. 
The applicant’s claimed date of first use, April, 1946, is subsequent to the first use of 


the above trade-marks owned by Sharp and Dohme, Incorporated. 

Because of the use of a trade-mark by the applicant, consisting of the word “Sulfo- 
dene,” the trade and the public, upon seeing applicant’s goods, are likely to be confused 
and misled into the belief that applicant’s goods are manufactured and sold by the opposer, 
to the damage of the opposer. 


I think that is a charge of infringement. 

Accordingly, the Court is of the opinion that an actual controversy exists be- 
tween the plaintiffs and the defendant in respect of the infringement of a trade- 
mark or trade-marks. 

So—and only because I think that an actual controversy exists, within the 
jurisdiction of this court—I enter upon the further investigation of the question 
of whether or not the marks are confusingly similar. 

The Court agrees with the contention of plaintiffs that there have been so 
many registrations of trade-marks including the letters “sulfa,” “sulfe,” or “sulfo,” 
and containing the letters “dene” and “dine,” that the prefix “sulfa” and the 
suffix “dine” cannot be considered as the dominating elements in the defendant’s 
marks, and the Court does not believe that plaintiffs’ mark can be said to be con- 
fusingly similar to the defendant’s marks. 

There will be a decree for the plaintiff. 

Counsel for the plaintiffs may prepare, and within a short day, and on notice 
present, drafts of findings of fact and conclusion of law,* and a judgment order, 
to give effect to what the Court has indicated in its view. 





* FINDINGS OF Facr AND CoNcLUSIONS oF Law: 
Findings 

1. This is a suit brought by A. C. Merrick and John R. Kneebone, d.b.a. Brookfield Labora- 
tories, for a Declaratory Judgment to determine their rights with respect to the use of the 
trade-mark “Sulfodene.” 

2. Plaintiffs are natural persons residing in the Northern District of Illinois, Eastern Divi- 
sion, and are doing business as a co-partnership under the name Brookfield Laboratories. 

3. Defendant is a Maryland corporation, is licensed to do business in the State of Illinois, 
and has designated as its registered agent C. T. Corporation System in the Northern District 
of Illinois, Eastern Division. 

4. The amount in controversy exceeds three thousand dollars ($3,000.00), exclusive of 
interest and costs. 

5. The controversy further involves the question of infringement of trade-marks regisicred 
in the United States Patent Office under the laws of the United States, 15 U. S. C. 1114 (1). 

6. For many years Plaintiffs have engaged in the manufacture of preparations used in the 
treatment of diseases of domestic animals, including a medicinal preparation, in liquid form, for 
external application to domestic animals for the purpose of treating eczema of mycotic origin. 
These preparations have been distributed and sold by Plaintiffs throughout the United States 
and in various parts of the world. 

7. From March 1, 1943, to April, 1946, Plaintiffs continuously marketed in the United States 
their medicinal preparation, in liquid form, for external application to domestic animals, to the 
containers of which was applied the trade-mark “Sulfadene.” 

8. In April, 1946, Plaintiffs changed the spelling of their mark to “Sulfodene.” Since 
April, 1946, Plaintiffs have continuously marketed in the United States and are now marketing 
ae preparation, to the containers of which was and is applied the trade-mark 

ulfodene.” 

9. Plaintiffs have never sold their medicinal preparation under the name “Sulfodene” or 
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“Sulfadene” for human use, and have not recommended, at any time, the use of their preparation 
for human beings. 

10. Plaintiffs have expended in excess of one hundred forty-five thousand dollars 
($145,000.00) in advertising their product, and their sales of their product bearing the mark 
“Sulfadene” or “Sulfodene” have amounted to approximately $100,000.00 per year. 

1. On August 27, 1947, Plaintiffs filed in the United States Patent Office an application, 
Serial No. 532,552, for registration of their trade-mark “Sulfodene” for a medicinal preparation 
in liquid form for external application to domestic animals, in Class 6, Chemicals, Medicines, 
and Pharmaceutical preparations ; which application was passed for publication on January 23, 
- and was published in the Official Gazette of the United States Patent Office on February 17, 
194 

12. On March 16, 1948, Defendant filed in the United States Patent Office a Notice of 
Opposition to the registration of Plaintiffs’ trade-mark “Sulfodene.” The allegations in the 
Notice of Opposition included the following : 


1. Sharp & Dohme, Incorporated, is engaged in the manufacture of pharmaceutical, 
biological, and other related products, and has been engaged in the manufacture of such 
products for many years. 

2. Among the many products manufactured and sold by Sharp & Dohme, Incorporated, 
are the products identified by the trade-marks: 


(a) SULFATHALIDINE, which has been registered in the United States Patent Office 
under date of August 8, 1944, as No. 408,341 for a preparation for internal use 
effective against ailments of the alimentary tract, in Class 6, in the name of 
Sharp & Dohme, Incorporated, which trade-mark has been continuously used 
by Opposer since June 11, 1943, and 

(b) SULFASUXIDINE, which has been registered in the United States Patent Office 
under date of March 17, 1942, as No. 394,111 for pharmaceutical preparations 
useful as bactericides and as antiseptics and for the treatment and prevention of 
infections of the gastro-intestinal tract and useful as intestinal antiseptics and 
for the prevention and treatment of dysentery, vacillary dysentery, cholera, 
colitis, typhoid fever, and for the prevention and treatment of infection during 
intestinal and abdominal operations, in Class 6, in the name of Sharp & Dohme, 
Incorporated, which trade-mark has been continuously used by Opposer since 
November 5, 1941. 


The Applicant’s trade-mark and the above trade-marks of the Opposer are used upon 
similar goods or goods of the same descriptive properties. 

The Applicant’s trade-mark is confusingly similar to the above trade-marks of the 
opposer. 

The Applicant’s claimed date of first use, April, 1946, is subsequent to the first use of 
the above trade-marks owned by Sharp & Dohme, Incorporated. 

Because of the use of a trade-mark by the Applicant consisting of the word “Sulfo- 
dene,” the trade and the public, upon seeing Applicant’s goods, are likely to be confused 
and misled into the belief that Applicant’s goods are manufactured and sold by the 
Opposer to the damage of the Opposer. 


13. Plaintiffs allege that Defendant’s allegations as set forth, in the Notice of Opposition 
have cast a cloud upon Plaintiffs’ title to their trade-mark “Sulfodene” and their right to use 
said trade-mark “Sulfodene” and that there is inherent in Defendant’s allegations in the Notice 
of Opposition a charge of infringement and a threat of suit in the future for infringement. 

14. Defendant’s salesmen knew of Plaintiffs’ use of the trade-marks “Sulfadene” and “Sulfo- 
dene” throughout the period of use of said marks, but Defendant has made no charge of 
infringement against Plaintiffs except that included in the allegations of said Notice oi 
Opposition. 

15. At the trial Defendant offered no evidence of confusion or likelihood of confusion and 
submitted no other evidence, standing on the grounds stated in the Motion to Dismiss, lack 
of — over the subject matter and failure to state a claim upon which relief can be 
granted. 

16. There are registered in the United States Patent Office for goods in Class 6, relating te 
chemicals, medicines and pharmaceutical preparations, at least seventy-five trade-marks having 
the prefix “Sulfa,” “Sulfe” or “Sulfo” and at least fifty trade-marks having the suffix “dene” 
or “dine.” The prefix “Sulfa” and the suffixes “ine” and “ene” have definite meanings as applied 
to chemical terms. 


a Mh SS 


Conclusions 


1. This court has jurisdiction of the cause of action in view of the facts (a) that there is 
diversity in citizenship of the parties and the jurisdictional amount has been established, (b) that 
a federal question is involved under the Trade-Mark Statute, 15 U. S. C. sec. 1051 et seq, and 
(c) that the suit is brought under the Declaratory Judgment Statute, 28 U. S. C. sec. 2201. 

2. The allegations in the Notice of Opposition filed by Defendant in the United States 
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Patent Office charge that Plaintiffs’ use of their trade-mark “Sulfodene” on Plaintiffs’ product 
constitutes an infringement of defendant’s rights with respect to its trade-marks “Sulfa- 
tholidine” and “Sulfasuxidine,” registered in the United States Patent Office. This raises an 
“actual controversy” under the Declaratory Judgment Statute, 28 U. S. C. 2201. 

3. In view of the prior trade-mark registrations introduced in evidence, the prefix “Sulfa” 
and the suffix “dine” are not distinctive and cannot be said to be the dominant parts of Defend- 
ant’s marks “Sulfathalidine” and “Sulfasuxidine.” Accordingly, Defendant cannot rely upon 
the prefix “Sulfa” and the suffix “dine” of its marks to establish the distinctiveness of these 

arks. 
” 4. Plaintiffs’ marks “Sulfodene” is not confusingly similar to Defendant’s registered marks 
“Sulfathalidine” and “Sulfasuxidine”; there has been no confusion in trade; and the use of 
Plaintiffs’ mark and Defendant’s marks on their respective preparations is not likely to cause 
confusion or mistake or to deceive purchasers as to the source of origin of such preparations. 

5. Defendant cannot prevent Plaintiffs from using the mark “Sulfodene” in connection 
with the sale, offering for sale, or advertising of Plaintiffs’ medicinal preparation. 





FITZGERALD v. BLOCK 
No. 10273—U. S. D. C. E. D. Pa.—December 8, 1949 


TrapE NAMES—BASIS OF RELIEF—SECONDARY MEANING 

“(UE)” and “UE” held to have acquired secondary meaning identifying unincorporated 
association represented in suit by plaintiff. 

Generic words “electrical, radio and machine workers” held not to have acquired sec- 
ondary meaning. 

TraDE NAMES—CONFUSING SIMILARITY—PARTICULAR INSTANCES 

The designation “UE-CIO” held confusingly similar to “(UE)” and “UE,” both used 
by labor unions. 

TraDE NAMES—MarkKS Not CONFUSINGLY SIMILAR—PARTICULAR INSTANCES 

“IUE-CIO” and “IUE” held not confusingly similar to “UE.” 

“International Union of Electrical, Radio and Machine Workers” and “International 
Union of Electrical, Radio and Machine Workers, C. I. O.,” held not confusingly similar 
to “United Electrical, Radio and Machine Workers of America.” 

“International” and “International C. I. O.” held not confusingly similar to “United Elec- 
trical, Radio and Machine Workers of America.” 

Courts—ConFLict oF LAwS—APPLICABLE LAW 

In an unfair competition suit between citizens of different states, local law controls; and 

Pennsylvania law of unfair competition held the same as federal law. 
CourTts—PRELIMINARY INJUNCTIONS—SCOPE OF RELIEF 

Defendant restrained, pending further order of the Court, from using plaintiff’s name 
“United Electrical, Radio and Machine Workers of America,” the designations “(UE)” and 
“UE-CIO,” and insignia, union labels, and other identification devices now used by plaintiff. 


Unfair competition suit by Albert J. Fitzgerald against Harry Block. Plain- 
tiff’s motion for preliminary injunction granted in part and denied in part. 


Saul C. Waldbaum, of Philadelphia, Pa., for plaintiff. 
M. H. Goldstein, of Philadelphia, Pa., for defendant. 


Baro, D. J.: 


This case is now before me on motion for a preliminary injunction. The plain- 
tiff in his complaint seeks to enjoin the defendant in the capacities listed below, his 
agents, representatives, servants, employees and attorneys, from appropriating, 
using or claiming the use of (1) the name “United Electrical, Radio and Machine 
Workers of America” (hereinafter called United), or any other name, including 
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“International Union of Electrical, Radio and Machine Workers” (hereinafter 
called International), which is similar to “United”; (2) the designation “(UE)” 
or “UE” or any other designation, including “UE-CIO,” which is similar to “UE”; 
and (3) the insignia, union labels and other identification devices belonging to 
United, or any other insignia, union labels or other identification devices which are 
similar to these belonging to United. 

On the basis of the pleadings and the testimony taken at a hearing on Novem- 
ber 14, 1949, I make the following special 


Findings of Fact 


1. The plaintiff is Albert J. Fitzgerald, individually, as representative of United, 
and as representative of the members of United. The plaintiff is a citizen of 
Massachusetts. 

2. The plaintiff is a member and the duly elected president of United. 

3. The defendant is Harry Block, individually, as representative of Interna- 
tional, and as representative of the members of International. The defendant is a 
citizen of Pennsylvania. 

4. The defendant is a member of International and is the field director and a 
member of the administrative committee formed by the Congress of Industrial 
Organizations (hereinafter called the C. I. O.) to promote the organization and 
formal establishment of International. 

5. The amount in controversy, exclusive of interest and costs, is in excess of 
$3,000. 

6. United and International are unincorporated associations known as trade or 
labor unions. 

7. On November 2, 1949, at its national convention, the C. I. O. expelled, for 
the purposes of this injunction, United from the C. I. O. and issued a union charter 
to International. 

8. One of the purposes of International is to organize subdivisions in the same 
areas and localities as do now exist subdivisions of United. 

9. International uses or intends to use the name “International” or the name 
“International, C. I. O.” 

10. International uses or intends to use the designation “UE-CIO,” the desig- 
nation “IUE-CIO,” or the designation “IUE.” 

11. United uses the designations “(UE)” or “UE.” Occasionally in the 
past, because of its affiliation with the C. I. O., United has used the designation 
“UE-CIO,” but only in small print in conjunction with its full name. 

12. Membership in United and in International is limited to workers in the 
electrical, radio and machine manufacturing industries. 

13. The persons who will have to deal or affiliate themselves with United or 
International are the workers and the employers in the electrical, radio and machine 
manufacturing industries. 

14. These workers and employers have been informed by International of the 
foregoing facts in paragraphs 7-11, inclusive, and know what the current labor 
situation is in these indutries. 
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15. The names adopted by International and United are not of such nature as 
to confuse International with United in the minds of these workers and employers. 
16. The words “electrical, radio and machine workers” are generic words. 

17. Both International and United use these words generically in their names— 
vig., to describe the trades or occupations of their members. 

18. International had no intent to deceive or perpetrate a fraud on either 
these workers, these employers, or the general public by the use of these words 
in its name. 

19. As used by United, these words have not acquired a secondary meaning. 

20. United has used the letters “UE” as a designation or an abbreviation of its 
name for fourteen years. 

21. During this period and under the designation “UE” United has expended 
large sums of money to (1) negotiate union contracts with employers; (2) make 
contracts for the purchase of supplies and equipment; (3) make and distribute 
union labels, buttons, and other insignia or identification devices; (4) make mov- 
ing picture films which have been distributed and shown throughout the United 
States and Canada to millions of persons in addition to members of United; 
(5) print and distribute millions of copies of pamphlets, books, leaflets and other 
publications, many of which are found in school, college and public libraries all 
over the United States and Canada; and (6) sponsor for the past two years a noted 
news commentator on a nation-wide radio program known as “UE On the Air.” 

22. United has for some years been referred to as “UE” in newspaper items 
and on radio broadcasts. 

23. “UE” has become a short designation for United; it has come to indicate 
to the general public that United is the source or origin of whatever it refers to. 

24. The designation “UE,” as used by United, has acquired a secondary mean- 
ing. 

25. In effect, International’s use of the designation “UE-CIO” is an attempt 
to trade or capitalize on the reputation and good will of United by confusing the 
general public as to the source or origin of whatever it refers to. 

26. The designation “UE-CIO,” as used by International, is so similar to “UE”’ 
that “UE-CIO” is likely to cause such confusion in the minds of the general 
public, especially since the C. I. O. has of its own volition expelled United from 
the C. I. O. 

27. The designations “IUE-CIO” and “IUE” as used by International, are suf- 
ficiently distinct and dissimilar from “UE” that they are not likely to cause such 
confusion in the minds of the general public. 

28. No evidence has been introduced to show that International has in any 
way attempted to infringe upon or unfairly compete with United by appropriat- 
ing, using, or claiming the use of insignia, union labels, or other identification devices 
belonging to or similar to those belonging to United. 


Conclusions of Law 


1. This Court has jurisdiction of this case on the grounds of diversity of citi- 
zenship in a class or representative action. 
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2. The substantive law of Pennsylvania is controlling. 

3. The principles of unfair competition as followed by the Pennsylvania courts 
are the same as these followed by the federal courts. 

4. United is entitled to the sole use of its name. 

5. The words “electrical, radio and machine workers,” as used by United, have 
not acquired a secondary meaning. 

6. The name “International” or the name “International, C. I. O.” does not 
unfairly compete with United’s right in its name. 

7. United is entitled to the sole use of the designations “(UE)” and “UE.” 

8. The designations “(UE)” and “UE,” as used by United, have acquired a sec- 
ondary meaning. 

9. The designation “UE-CIO,” as used by International, does unfairly compete 
with United’s rights in the designations “(UE)” and “UE.” 

10. The designations “IUE-CIO” and “IUE,” as used by International, do not 
unfairly compete with United’s right in the designations “(UE)” and “UE.” 

11. United is entitled to the sole use of such insignia, union labels, and other 
identification devices that it now uses. 

12. The defendant in the capacities listed above, his agents, representatives, 
servants, employees and attorneys, is not preliminarily enjoined from appropriat- 
ing, using or claiming the use of: 

(1) The name “International Union of Electrical, Radio and Machine Workers” or 


the name “International Union of Electrical, Radio and Machine Workers, C. I. O.”; and 
(2) The designations “IUE-CIO” and “IUE.” 


13. The defendant in the capacities listed above, his agents, representatives, 
servants, employees and attorneys is preliminarily enjoined until further order of 
this Court from appropriating, using, or claiming the use of: 


(1) The name “United Electrical, Radio and Machine Workers of America” ; 
(2) The designations “(UE),” and “UE-CIO”; and 
(3) Such insignia, union labels and other identification devices that United now uses. 


14. Each side shall bear his own costs to date. 





CAPITAL TELEVISION CORPORATION v. TELCO TELEVISION, INC. 
N.Y. S. Ct., Kings County—January 31, 1950 


CourTS—PRELIMINARY INJUNCTIONS—GENERAL 
Injunction pendente lite will not be granted unless denial will work irreparable injury to 
plaintiff ; and in order to obtain such remedy, plaintiff must clearly establish right to the relief. 
Where substantial dispute exists as to facts underlying plaintiff’s claim, preliminary 
injunction should be denied. 
CourRTS—PRELIMINARY INJUNCTIONS—PARTICULAR INSTANCES 
On facts of record, plaintiff held to have failed to sustain burden of establishing irreparable 
injury and its undisputed right to preliminary injunction. 


Unfair competition suit by Capital Television Corporation against Telco Tele- 
vision, Inc. Plaintiff's motion for preliminary injunction denied. 
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BELDOCK, J.: 


In this action for injunctive relief, plaintiff seeks a temporary injunction restrain- 
ing defendant from using in any advertisement a drawing described as “an anthropo- 
morphic animation of a cathode ray television receiver tube upon the face of which 
are drawn cartoon-like representations of eyes, nose and smiling mouth.” Con- 
cededly both parties are engaged in a highly competitive television service business. 

Plaintiff claims that in the spring of 1949 it entered upon an advertisement 
campaign in this city with the view of soliciting “second year” service contracts 
on television sets, and that many of its competitors, including the defendant, fol- 
lowed suit. In conjunction with this advertising program plaintiff alleges that it 
employed a commercial artist who contrived a “character” who was named “Cappy” 
to distinguish the particular advertising material of plaintiff Capital Television 
Corporation. The “character” is depicted by a drawing of eyes, nose and smiling 
mouth on the face or top of a television tube. Plaintiff claims that through exten- 
sive advertising (in excess of $20,000), this claimed service mark has become 
identified in the public mind with the particular service contract of the plaintiff and 
thus has acquired a secondary meaning. Plaintiff asserts that thereafter defendant 
proceeded to imitate this animated cathode tube by widely advertising a similar 
drawing and by otherwise imitating plaintiff's form of advertising, including the 
prominent listing of a series of telephone numbers to be called; all of which it is 
alleged resulted in misleading and deceiving the public into believing that they were 
purchasing the service of the plaintiff. 

Defendant denies the alleged infringement, asserting that there is no deceptive 
advertising ; that the drawings are distinguishable and different, and that plaintiff 
has not established such prior use as to create secondary meaning in the mind of the 
public. 

On this motion for an injunction pendente lite, plaintiff to prevail must clearly 
establish its right to the relief and such remedy will not be granted unless a denial 
will work irreparable injury to the plaintiff. The law is well settled that where a 
substantial dispute exists as to the facts underlying plaintiff’s claim for relief, an 
injunction pendente lite should be denied and the matter relegated to the trial court. 
Morrin v. Structural Steel Board of Trade, Inc., 231 App. Div. 673; Voorhees & 
Hobart, Inc. v. Hobart, 251 App. Div. 111; Pine Hill-Kingston Bus Corp. v. Davis, 
225 App. Div. 182. In the instant case there is such a substantial dispute as to the 
facts underlying plaintiff’s claim which cannot be determined on the affidavits on this 
motion. It has not been clearly shown that the two drawings are so similar in 
nature as to warrant the conclusion on this motion that the public is being deceived. 
Furthermore, plaintiff’s claim of loss of business is sharply disputed by defend- 
ant, who contends it is the result of other causes. 

Accordingly, plaintiff has not sustained the burden of establishing its undisputed 
right to a temporary injunction, nor has it shown that irreparable injury would 
result from the denial of the motion. The motion is, therefore, denied. Submit 
order. 
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GENADEEN CATERERS, INC. v. HOTEL GENADEEN, INC., Et at. 
N. Y. S. Ct., Queens County—January 17, 1950 


Courts—J UDG MENT—CONTEMPT 

Defendants’ advertisements published prior to service of judgment cannot be the subject 
of motion to punish defendants for contempt. 

Defendants’ advertisement inviting the public to call upon “Lapidus Bros., the Ideal 
Kosher caterers for joyous occasions at the Hotel Genadeen, 271 B. 19th St., Far Rockaway 
7-2727,” held not to violate injunction against “using the name ‘Genadeen’ in any fashion or 
together with any other words in conjunction with the operation of the catering business, 
whether within or without the hotel premises located at No. 271 Beach 19th Street, Far 
Rockaway, New York.” 

Defendants, so enjoined, held entitled to use word “Genadeen” in bona fide address at 
Hotel Genadeen, in conducting catering business under another name. 


Unfair competition suit by Genadeen Caterers, Inc., against Hotel Genadeen, 
Inc., e¢ al. Plaintiff’s motion to punish defendants for contempt denied. 
See also: 39 T. M. R. 727. 


Curr, J.: 


Motion by plaintiffs to punish defendants for contempt, for violating the pro- 
visions of the restrictive provisions of the judgment entered herein, denied. The 
only advertisement which may be considered on this application is the one whereby 
the public is invited to call upon “Lapidus Bros., the Ideal Kosher caterers for 
joyous occasions at the Hotel Genadeen, 271 B. 19th St., Far Rockaway 7-2727.” 
The other advertisements were prior to service of judgment and therefore they 
cannot be the subject of this motion. The judgment decreed that defendants Hotel 
Genadeen, Inc., and Joseph Lapidus be “enjoined from using the name ‘Genadeen’ 
in any fashion or together with any other words in conjunction with the operation 
of the catering business, whether within or without the hotel premises located at 
No. 271 Beach 19th Street, Far Rockaway, New York.” Defendant Joseph Lapidus 
has the right to engage in the catering business. He was never enjoined. So 
have Lapidus Bros. They may call themselves “the Ideal Kosher caterers.” The 
fact that Joseph Lapidus was a defendant enjoined as aforesaid does not interfere 
with his carrying on a catering business. Whatever business he engages in, he has 
the right to have an address. It happens that Hotel Genadeen is his bona fide 
address. He conducts that hotel. The defendants have not been enjoined from 
using the name “Genadeen” in the hotel business. At the trial of this action plain- 
tiffs sought only to enjoin defendants in the use of “Genadeen” in connection with 
the catering business, not the hotel business. Whether they had the right to use 
the name “Hotel Genadeen’’ was not decided at that trial. I do not find that the 
defendants are using the name “Genadeen” in connection with catering. Lapidus 
Bros. are using the word “Genadeen” only in their address. They say in the “ad” 
that they are the caterers. They cannot be expected to abandon their address, nor can 
the suggestion of plaintiffs, that they omit “Hotel Genadeen” and simply state the 
street and number of the hotel as their place of business, be imposed upon them. 
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The injunction restrains them from using “Genadeen” in their catering business. 
I do not find that they have done so. 





WYETH, INCORPORATED v. JEFFREYS LABORATORIES, 
INCORPORATED 


Commissioner of Patents—January 3, 1950 


OPPOSITIONS—PROOF OF OWNERSHIP AND USE—EFFECT OF REGISTRATION 
Opposer’s 1905 Act registration held prima facie proof of ownership of the mark therein 
disclosed, and of use thereof. 
OPpPposITIONS—EVIDENCE—BURDEN OF PROOF 
Opposer having burden of proof to establish that goods of the parties have the same 
descriptive properties, held to have failed to sustain that burden. 
Caution must be exercised in drawing inferences as to specific composition or use of 
products, on basis of dictionary definitions, in absence of evidence. 
TRADE-MARKS—Goops OF DIFFERENT DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
On facts of record, bacterial enzyme material comprising a culture of enzyme-producing 
bacteria on granular solids, and extract of such culture or a concentrate of such extract for 
the hydrolysis or degradation of starchy and/or proteinaceous substances in the precooking, 
conversion or fermentation of grain mashes and the like, held goods of different descriptive 
properties from an elixir of the digestive ferments, under 1905 Act. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Wyeth, Incorporated, against Jeffreys Laboratories, 
Incorporated. Opposer appeals from dismissal of notice of opposition. Affirmed. 


Dudley Browne and Louis H. Baer, of New York, N. Y., for opposer. 
Hammond & Littell, of New York, N. Y., for applicant. 


DanliEts, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences dismissing a notice of opposition to an application for registration of a 
trade-mark for “‘bacterial enzyme material comprising a culture of enzyme-producing 
bacteria on granular solids, and extract of such culture or a concentrate of such 
extract for the hydrolysis or degradation of starchy and/or proteinaceous sub- 
stances in the precooking, conversion or fermentation of grain mashes and the 
like,” under the Trade-Mark Act of 1905. The mark sought to be registered con- 
sists of the word “Liquezyme.” 

The notice of opposition sets up opposer’s ownership of the trade-mark 
“Liquenzyme” as applied to “an elixir of the digestive ferments,’ and registra- 
tion No. 60,630 thereof, registered February 12, 1907, twice renewed, under the 
Trade-Mark Act of 1905, for those products. The notice of opposition alleges 
that the marks are confusingly similar, and that the products to which the parties 
respectively apply them possess the same descriptive properties. Opposer properly 
proved ownership of the registration above referred to, which constitutes prima 
facie proof of ownership of the mark therein disclosed and of use thereof. Ely & 
Walker Dry Goods Co. v. Sears, Roebuck & Co., 24 C. C. P. A. 1244, 90 F. 2d 257 
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[27 T. M. R. 462] ; and Rosengart v. Ostrex Co., 30 C. C. P. A. 1046, 136 F. 2d 
249 [33 T. M. R. 284]. 

The marks being practically identical, and such prima facie proof of use ante- 
dating any use claimed by applicant, the only question presented for consideration 
is that of whether or not the goods to which the parties affix the marks possess the 
same descriptive properties. The Examiner of Interferences has held that the 
opposer has the burden of proof and, not having presented any evidence other than 
a copy of its registration to establish the specific nature of the products involved, 
has failed to sustain that burden. He interpreted the description of the opposer's 
products contained in its registration, together with the labels filed with the notice 
of opposition as indicating that the opposer’s product was a medicinal preparation, 
while applicant’s product was intended for industrial use and without apparent 
medicinal or pharmaceutical properties. 

On this appeal, it is the contention of opposer that the description contained 
in the registration in no way limited it with respect to its use of its product, either 
to one for fermenting bulk carbohydrates or proteins or as a medicinal preparation 
for causing fermentation of food (comprising carbohydrates and proteins). It is 
contended that an examination of the dictionary definition of “elixir” and “diges- 
tive ferments’” would have made clear that opposer’s goods were similar to the 
goods of the applicant. By analysis and construction of such dictionary definitions, 
the opposer attempts to show that a ferment and an enzyme operate in the same 
manner and attempts to show that both products have similar properties and operate 
in much the same fashion. 

That an elixir may be a strong extract or tincture which might be used in other 
than medicinal sense can hardly be questioned. Comparison of the definition of the 
goods, however, appearing in the applicant’s application and opposer’s registration, 
suggests little in common, and applicant’s description clearly limits the products 
for which registration is sought to industrial uses and presumably uses on bulk 
material. In the description of goods contained in opposer’s registration, there is no 
suggestion of industrial use or use on bulk material. Such indication as to the 
nature of the products on which opposer’s mark is actually used as appears in the 
record would indicate that it was a medicinal product. The label filed is one for a 
product for human use, specifying a dose of “two to four teaspoonsful before meals,” 
and referring to the palatable qualities of the product. This registration as applied 
for and registered was placed in what was then “Class No. 67, Pharmaceutical 
preparations, plasters, and proprietary and veterinary medicines,” for purposes of 
Patent Office classification. Neither from the description of the respective products, 
nor from the definitions referred to by opposer can any conclusion as to any pre- 
cise similarity between the products be made. Caution must be exercised in draw- 
ing inferences as to specific composition or use of products in the absence of evi- 
dence. Lever Brothers Company v. Butler Manufacturing Company, 24 C. C. P. A. 
1000, 88 F. 2d 842 [27 T. M. R. 227] ; Standard Laboratories, Inc. v. The Procter. 
& Gamble Company, 35 C. C. P. A. 1146, 167 F. 2d 1022 [38 T. M. R. 768]. Giving 
full weight to the opposer’s carefully prepared argument based upon dictionary 
definitions, I am unable to determine that there is any such similarity between the 
products as to indicate that customers or potential customers might regard them 
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as emanating from the same source and therefore must find that opposer has failed 
to sustain its burden of proof with respect to such similarity as to establish likeli- 
hood of confusion. I accordingly agree with the Examiner of Interferences that 
“on the record here presented it does not appear that these products possess any 
common attributes, or are otherwise related in any way calculated to induce pur- 
chasers to believe that they emanate from a common source, and hence that they 
are deemed to possess different descriptive properties within the meaning of the 
statute.” Daggett & Ramsdell v. Bonat & Bro., 35 C. C. P. A. 937, 166 F. 2d 151 
[38 T. M. R. 448] ; Standard Laboratories, Inc. v. The Procter & Gamble Com- 
pany, supra. 
The decision of the Examiner of Interferences is affirmed. 





PARFUMERIE DE RAYMOND v. LACTONA, INCORPORATED 
Commissioner of Patents—January 5, 1950 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Starlite” held confusingly similar to “Sparkelite,” used on identical goods, under 
1905 Act. 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
In determining question of confusing similarity, the marks must be considered in their 
entireties and descriptive or even disclaimed material may not be disregarded. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Parfumerie De Raymond against Lactona, Incorpo- 
rated. Applicant appeals from decision sustaining notice of opposition. Affirmed. 


Klein, Alexander & Cooper, of New York, N. Y., for opposer. 
Robert M. Dunning, of St. Paul, Minn., for applicant. 


DanIELs, A. C.: 


This is an appeal by the applicant, Lactona, Incorporated, from the decision of 
the Examiner of Trade-Mark Interferences sustaining a notice of opposition to its 
application for registration under the Trade-Mark Act of 1905, of a trade-mark, 
“Starlite,” for “hair brushes and hair brush handles.” 

The opposer relies upon its prior use and ownership of the trade-mark “‘Sparke- 
lite,” as a trade-mark for “hair brushes,” which was registered under the Act of 
1905 on December 15, 1942, registration No. 399,136, and said registration has 
been made of record herein. 

The only question raised on this appeal is that of similarity of the marks of 
the parties, opposer’s priority of use being conceded, and the products being 
identical. ‘“Sparkelite” and “Starlite” are, as found by the Examiner of Inter- 
ferences, quite similar in sound. They also have some common connotation, as 
the word “sparkle” is to some extent associated with stars and their light. In 
Webster’s New International Dictionary, for example, “the stars sparkle... . ,” 
is used as an illustration of the use of the word “sparkle.” While there are 
certain differences in appearance between these words, the sequence of letters is 
quite similar. 
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The applicant contends that much of the similarity results from the use of 
the common syllable “lite,” which it is said is descriptive. Assuming it to be 
descriptive, the marks must be considered in their entireties, and descriptive or 
even disclaimed material may not be disregarded. The Buckeye Soda Company 
v. Oakite Products, Inc., 19 C. C. P. A. 1034, 56 F. 2d 462 [22 T. M. R. 205]; 
General Chemical Company v. Garden Products Company, 554 O. G. 541, 58 
U. S. P. Q. 679. Nor, even if such descriptive meaning is accepted, is there 
such difference between the balance of the marks as was present in the cases of 
Younghusband v. The Kurlash Co., 25 C. C. P. A. 886, 94 F. 2d 230 [28 T. M. R. 
132]; and Miles Laboratories, Inc. v. Foley & Company, 32 C. C. P. A. 714, 
144 F. 2d 888 [34 T. M. R. 335], cited by the applicant. The marks here 
involved seem as similar as those involved in Pepsodent Co. v. Comfort Manufac- 
turing Co., 23 C. C. P. A. 1224, 83 F. 2d 906 [26 T. M. R. 481]; Beck, Koller & 
Company, Inc. v. Bakelite Corporation, 24 C. C. P. A. 1290, 90 F. 2d 349 [27 
T. M. R. 559] ; Vital Foods Corporation v. Miles Laboratories, Inc., 33 C. C. P. A, 
1136, 156 F. 2d 77. 

The decision of the Examiner of Trade-Mark Interferences is affirmed. 





PHILADELPHIA QUARTZ COMPANY v. FLOWER FOODS, INC. 


Commissioner of Patents—January 5, 1950 


TRADE-M ARKS—REGISTRABILITY— DESCRIPTIVENESS 

For ex parte determination as to whether or not a word is descriptive as applied to a prod- 
uct, Examiner held entitled to refer to published materials including dictionaries, patent 
specifications, advertising material, books and other publications. 

Whether or not mark sought to be registered is descriptive or misdescriptive depends 
upon usage. 

While letters used alone or in combination with other features may function as trade- 
marks, if applicant’s mark consisting of the letter “B” indicates to the public that applicant’s 
product contains vitamin “B,” it is descriptive and unregistrable. 

TRADE-MARKS—MarKS CAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 

On facts of record, the letter “B” held neither descriptive nor misdescriptive of composi- 
tion containing chemical ingredients for strengthening, feeding and promoting the develop- 
ment of cut plants and flowers, under 1905 Act. 

Since opposition has been dismissed, any doubts should be resolved in favor of applicant. 

CANCELLATIONS—PROOF OF DAMAGE—PARTICULAR INSTANCES 

On facts of record, applicant held to have failed to establish such injury as to entitle it to 

cancellation of opposer’s registration. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Philadelphia Quartz Company against Flower Foods, 
Inc. Applicant counterclaims for cancellation of opposer’s registration. Applicant 
appeals from refusal of registration and dismissal of counterclaim. Reversed as to 
refusal of registration and affirmed as to dismissal of counterclaim. 


Henry C. Parker, of Washington, D. C., for opposer. 
McKnight & Comstock, of Chicago, Ill., for applicant. 
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apm RAS AE SS 
DANIELS, A. C.: 


The Examiner of Trade-Mark Interferences has dismissed the opposition to an 
application for registration of a trade-mark under the Act of 1905, for “a composi- 
tion containing chemical ingredients for strengthening, feeding, and promoting the 
development of cut plants and flowers.” The mark sought to be registered by the 
application to which opposition was filed consists of the letter “B.””. The Examiner 
of Interferences further held, without reference to the issues of the opposition, that 
the applicant’s mark is merely descriptive of the goods, and that accordingly the 
applicant is not entitled to the registration thereof. The Examiner also dismissed 
a counterclaim of applicant requesting cancellation of registration No. 80,944, for 
the letter “B,” registered under the Trade-Mark Act of 1905, February 14, 1911, 
and renewed, for “silicate of soda.” 

The applicant has appealed from the ex parte refusal to register its mark and 
from the dismissal of its counterclaim. Opposer did not appeal from the dismissal 
of the notice of opposition, and therefore the issues involved in the opposition need 
not be considered. 

The basis of holding that the applicant’s mark was merely descriptive and accord- 
ingly should not be registered, is the finding of the Examiner of Interferences that 
vitamin B is suitable for use as an ingredient for plant foods and the like, and 
that the use of the letter ““B” would be an indication of such a vitamin content. The 
opposer introduced certain publications under former patent rule No. 154(e), con- 
taining advertisements in which reference was made to plant nutrients stated to have 
contained vitamin B. The Examiner of Interferences, after noting applicant’s con- 
tention that such publications were not competent evidence, stated that a consid- 
eration of them impelled an investigation of competent authority and accordingly 
referred to certain statements made in chemical dictionaries with respect to experi- 
ments with plant nutrients containing vitamin B. On the basis of such publications, 
the ex parte holding of descriptiveness was made. The applicant contends that it 
was improper to consider these publications. For ex parte determination as to 
whether or not a word is descriptive as applied to a product, the Examiner may 
refer to a wide variety of published material, and dictionaries, patent specifications, 
advertising material, books and other publications are frequently referred to for 
this purpose. The extent to which such published articles might be considered if 
the dispute were one as to the actual use or action of vitamins need not be con- 
sidered. Whether or not the mark sought to be registered is or is not descriptive 
(or misdescriptive) of a product and its registration might preclude others from 
proper use of such a word in such descriptive sense is, however, one of usage, and 
in my opinion, for such ex parte consideration the Examiner’s reference to the 
chemical dictionaries was proper and the publications introduced by the opposer 
might also be considered, even though the Examiner did not choose to rely upon 
them. 

As already indicated, the question is not, whether or not applicant’s product 
or any similar product actually contains vitamin B, or whether the use of vitamin B 
compounds in such a product is desirable or effective, but, whether or not the mark 
as used would indicate such content to the public. If it does, it clearly should not 
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be registered, since, if descriptive, any one is entitled to the use thereof, and if 
not it would be misdescriptive. W.G. Reardon Laboratories, Inc. v. B. & B. 
Exterminators, 71 F. 2d 515, 22 U. S. P. Q. 22; Barber-Colman Co. v. Overhead 
Door Corporation, 20 C. C. P. A. 1118, 65 F. 2d 147 [23 T. M. R. 251]. 

Letters used either alone or in connection with other features may function as 
trade-marks. (See Nims on Trade-Marks, Fourth Edition, page 599, and cases 
there cited.) When, however, they are used on any product in such a manner as 
to indicate its vitamin content, such letters would clearly be descriptive and unregis- 
trable. Nutrition Research Laboratories v. John Wyeth and Brother, Incorporated, 
563 O. G. 589, 61 U. S. P. Q. 503; The Upjohn Company v. The Maltine Company, 
553 O. G. 1058, 51 U. S. P. Q. 483; Ex parte Consolidated Products Company, 
607 O. G. 587, 76 U. S. P. QO. 127; Ex parte Dixie Medicine Corporation, 590 O. G. 
70 U. S. P. Q. 366. When applied to products which are clearly vitamin prepara- 
tions as in The Upjohn Company v. The Maltine Company, supra, and Nutrition 
Research Laboratories v. John Wyeth and Brother, Incorporated, supra, any use 
of a letter which might designate a vitamin might clearly lead the public to ascribe 
that meaning thereto. This is probably also true as to food and other products 
which contain vitamins or have become connected with vitamins by public acceptance, 
advertising, or otherwise. Except as to products commonly associated with pos- 
sible or probable vitamin content, there is no reason to believe that the letter B 
used alone would be regarded as descriptive. 

I am, however, unable to agree that applicant’s preparation stated to prolong 
the life of cut flowers is one which would naturally be associated with or believed 
to indicate vitamin content. No vitamin B preparation is actually used in the prod- 
uct. As used on the labels presented there is no reference to vitamins, nor to any 
use of the product, which would cause the mark to be associated with any vitamin 
product. Even accepting all the published material referred to, there is little evi- 
dence of any actual use of any vitamin B preparation in connection with plant 
nutrients, and the advertisements submitted by opposer would not indicate any con- 
tinuous substantial reference to any such use. These refer to plant nutrients and 
neither they nor the chemical dictionary indicate any extensive use of vitamin B, 
if in fact, they established any use whatever in plant nutrients. Further, while 
applicant’s product may be broadly a plant nutrient, its use for cut flowers differen- 
tiates to some extent from the uses referred to in the chemical dictionary. There- 
fore, while agreeing with the Examiner as to the propriety of considering the publi- 
cations to which he referred, and even the others not mentioned by him, I cannot, 
upon the record before me, determine that the mark as used would be regarded by 
the public as having reference to vitamin content in the product. It appears to be 
used in an arbitrary manner and would apparently have no other significance. Nor 
would such use seem to preclude use in a descriptive sense of a proper reference to 
vitamin content of such a product by others. It is accordingly my opinion that it 
has not been established that the mark, as used, is either descriptive or misdescrip- 
tive, and, the opposition having been dismissed, any doubt should be resolved in 
favor of the applicant. Accordingly, I cannot agree with the Examiner of Inter- 
ferences that the application should be refused ex parte. 

It is not considered necessary to review the grounds of applicant’s appeal from 
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the Examiner of Interferences’ holding that it is not entitled to cancellation of 
opposer’s registration above identified, it being sufficient to state that I agree with 
the conclusion of the Examiner of Interferences that the applicant has not estab- 
lished such injury as to entitle it to cancellation thereof. 

The decision of the Examiner of Interferences in so far as it states “it is adjudged 
that the applicant is not entitled to the registration for which it has made applica- 
tion” is reversed; otherwise affirmed. 


INTERNATIONAL BROTHERHOOD OF ELECTRICAL WORKERS 
v. ROCKE INTERNATIONAL ELECTRIC CORP. 


Commissioner of Patents—January 5, 1950 


CANCELLATIONS—EVIDENCE—PARTICULAR INSTANCES 
In view of prior filing date of respondent’s application for the registration sought to 
be cancelled, petitioner cannot rely upon its registrations. 
Testimony submitted by petitioner for purposes of establishing likelihood of confusion 
and priority held insufficient. 
TRADE-MARKS—MarkKS Not CoNFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“International Electric’ with the words “Rocke” and “Corp.,” appearing above and 
below these words and all being enclosed in a framelike design, held not confusingly similar 
to composite mark consisting of concentric circles bearing the words “Union Made,” the 
letters “IBEW,” the words “Affiliated with American Federation of Labor,” the words 
“International Brotherhood of Electrical Workers,” and the words “Organized Nov. 28, 
1891,” under 1905 Act. 
Registrant’s mark held not to constitute an appropriation of petitioner’s corporate name, 
under 1905 Act. 
TraADE-MARKS—CONFUSING SIMILARITY—GENERAL 
Likelihood of confusion cannot be avoided by a newcomer adopting an essential part of a 
mark formerly used by others and merely adding to it or removing portions from it. 
CANCELLATIONS—PrRooF OF USE—EFFECT OF STATE REGISTRATION 
Registration of petitioner’s mark under New York State Law held entirely without evi- 


dentiary value. 


Appeal from Examiner of Interferences. 

Trade-mark cancellation proceeding by International Brotherhood of Electrical 
Workers against Rocke International Electric Corp. Petitioner appeals from dis- 
missal of petition for cancellation. Affirmed. 


A. Yates Dowell, of Washington, D. C., for petitioner. 
Mock & Blum, of New York, N. Y., for registrant. 


DaniE;s, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences dismissing a petition to cancel trade-mark registration No. 393,232, issued 
January 27, 1942, under the Trade-Mark Act of 1905. The mark disclosed in the 
registration sought to be cancelled comprises the notation “International Electric” 
with the words “Rocke” and “Corp.” in smaller print, appearing above and below 
these words, all of the words being inclosed within a framelike design. The prod- 
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ucts set out in such registration are “radio receiving and radio transmitting tubes, 
fluorescent light tubes, or lamps.”’ 


It is alleged in the petition for cancellation that petitioner has, since a date prior 
to any date alleged by respondent been “continuously engaged in and been asso- 
ciated with the manufacture and sale in large quantities throughout the United 
States and Canada, of electrical equipment and related products bearing its name 
and trade-mark, both of which include the word ‘International.’” It is further 
alleged that the petitioner has widely advertised its goods sold under its trade- 
mark “International Brotherhood of Electrical Workers” and has established a 
valuable good will in association therewith. Petitioner has proven ownership of 
trade-mark registrations, No. 428,998, registered April 15, 1947, for “electrical 
equipment—namely, electric light bulbs” ; and No. 431,576, registered July 29, 1947, 
for “electrical equipment and supplies—namely, electric signs, switchboards, motors, 
and generators,’ which were registered as collective trade-marks in accordance 
with the Trade-Mark Act of 1905 as amended June 10, 1938, for the products 
mentioned. The mark disclosed in petitioner’s label consists of several concentric 
circles. Outside the circles appear the words “Union Made,” and the letters 
IBEW. The outer circle, colored white, contains the words “Affiliated with 
American Federation of Labor.” The second circle is of darker color and con- 
tains the words, “International Brotherhood of Electrical Workers.” Within the 
wide central circle appears a design feature and the words, “Organized Nov. 28, 
1891.” 

The petition alleges that the simultaneous use of respondent’s mark and peti- 
tioner’s union label will create a likelihood of confusion in the public mind, and 
that in view of petitioner’s alleged prior use of its mark upon electrical equipment, 
and of its firm name, the respondent’s mark should be cancelled. 

The Examiner of Interferences dismissed the petition for cancellation on the 
ground that the petitioner had failed to show prior use of the composite mark 
shown in the registrations and specimens on any goods which could be said to 
possess the same descriptive properties as those set out in respondent’s registration. 

The Examiner correctly held that the petitioner could not rely upon its regis- 
trations in view of the prior filing date of respondent’s application for the registra- 
tion sought to be cancelled. He further held that the evidence submitted by peti- 
tioner was vague and indefinite and failed to establish prior use of the petitioner’s 
composite mark on any goods which possess the same descriptive properties as 
those of respondent. I agree with the conclusion of the Examiner of Interferences 
that petitioner’s testimony submitted for the purpose of establishing likelihood of 
confusion and prior use is not sufficiently definite and unequivocal to justify a 
finding that petitioner used the mark on any merchandise of the same descriptive 
properties on which respondent uses its mark prior to respondent’s application for 
registration. 

It is unnecessary to review this testimony in detail. No specific sales are estab- 
lished, and while the label was undoubtedly adopted and used in connection with 
various union activities prior to any use by respondent, there is no showing that it 
was affixed to any specific goods which were sold prior to that date. 
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Even, however, if it were to be assumed for the purpose of argument that prior 
to respondent’s registration, petitioner’s union label may have been affixed to some 
merchandise resembling that for which respondent has obtained registration, it is 
my opinion that the respondent’s trade-mark and petitioner’s union label are so dif- 
ferent in appearance, use and purpose as to eliminate any reasonable likelihood of 
confusion. According to petitioner’s brief its label serves to identify workmanship 
of union members. It has been used and was registered as a collective mark. The 
only similarity between the respondent’s mark and the petitioner’s union label lies 
in the common use of the word “International” in conjunction with the word “Elec- 
trical” by petitioner and the word “Electric” by the respondent. These words do 
not appear side by side in petitioner’s label “International” being used in connection 
with “Brotherhood” and “Electrical” in connection with the word “workers.” It 
would seem clear that even to a superficial observer, respondent’s mark consists 
of its corporate name and is used to identify merchandise manufactured by it, while 
petitioner’s label functions exclusively to signify that merchandise manufactured 
and sold by others was made by members of the union. Neither “International” 
nor “Electrical” are emphasized particularly and appear only as relatively small 
parts of petitioner’s label. Any doubt as to the significance of the emblem is 
removed by the prominent statement that it is affiliated with the American Fed- 
eration of Labor and remaining language of the label. It is of course true that a 
newcomer cannot adopt an essential portion of a mark formerly used by others and 
by adding or removing portions thereof avoid likelihood of confusion. Carmel 
Wine Co. v. California Winery, 38 App. D. C. 1, 1912 C. D. 428. In my opinion, 
the fact that the words “International” and “Electrical” appearing as part of the 
rather lengthy name of petitioner’s organization and accompanying the other fea- 
tures referred to is entirely insufficient to justify a finding that use of the words 
“International Electric” as part of the trade-mark for electrical products might lead 
to confusion. 

The questions to be considered under the name clause appear to be the same 
as those arising under the confusion in trade clause, and are accordingly disposed 
of by the foregoing comments. 

In its brief on appeal, petitioner refers to certain registrations of the same mark 
in the State of New York as evidence of use. Under the laws of the State of 
New York, labels and marks may be registered without any allegations that they 
were actually in use and are entirely without evidentiary value. 

The decision of the Examiner of Interferences is affirmed. 
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BROWN & BIGELOW v. THE INTERNATIONAL SILVER COMPANY 
Commissioner of Patents—January 10, 1950 


OPpPoOSITIONS—APPEALS—PLEADING AND PRACTICE 
CANCELLATIONS—APPEALS—PLEADING AND PRACTICE 

Examiner’s dismissal of counterclaim for cancellation, included in answer to notice of 
opposition, held a final judgment within meaning of Rule 54(b) of the Federal Rules of 
Civil Procedure from which an appeal lies to the Commissioner, since the examiner’s action 
finally disposed of the proceeding for cancellation and left nothing open for further consid- 
eration of that phase of the proceeding. 

Request that consideration of contemporaneous petition to Commissioner for exercise of 
supervisory authority, in connection with examiner’s striking of paragraph of answer, be 
postponed until hearing of appeal, granted. 

OPpposITIONS—PLEADING AND PRACTICE—SUSPENSION 

Suspension of proceedings in opposition continued, pending determination of appeal from 
dismissal of counterclaim for cancellation, without prejudice to any appropriate action by 
either party. 


Petition and appeal from Examiner of Interferences. 

Trade-mark opposition by Brown & Bigelow against The International Silver 
Company. Applicant counterclaims for cancellation of opposer’s registrations. 
Appeal to Commissioner lies from the dismissal of counterclaim. 


Howard L. Fischer, of St. Paul, Minn., for opposer. 
Matthew T. Mayes, of Meriden, Conn., and Nims, Verdi & Martin (Wallace H. 
Martin and Walter J. Halliday, of counsel), of New York, N. Y., for applicant. 


DANIELS, A. C.: 


By decision dated August 15, 1949, the Examiner of Trade-Mark Interfer- 
ences dismissed a counterclaim for the cancellation of certain registrations of opposer 
filed by applicant in the above entitled matter and ordered that paragraph 9 of 
the answer (relating to a matter of defense rather than to the counterclaim) be 
stricken from the answer. By decision dated November 4, 1949, upon a request 
for reconsideration, the Examiner of Interferences adhered to his decision. In the 
decision of August 15, 1949, the Examiner of Interferences set the limit for appeal 
“from the foregoing decision on the counterclaim . . . .” to “coincide with that here- 
inafter to be set in the decision on final hearing.” 

The applicant has filed an appeal from the decision of the Examiner of Inter- 
ferences dismissing the counterclaim, and a petition requesting that supervisory 
action be taken to overrule the Examiner of Interfences’ action in striking para- 
graph 9 of the answer. In the petition it is requested that the petition and the 
appeal be heard and considered at the same time, and these documents were accom- 
panied by a request that all proceedings be suspended “pending final determination 
of the accompanying appeal and petition... .” Acting upon the suspension of 


the proceedings, the Examiner of Interferences noted, in effect, that in accordance 
with rule 54(b) of the Federal Rules of Civil Procedure, there is no interlocutory 
appeal from the decision dismissing the counterclaim and that the appeal from the 
latter decision is not deemed to be in order. Nevertheless, proceedings were sus- 
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pended pending determination of the questions presented by the petition and appeal. 
It is apparent that under this latter ruling the Examiner of Interferences has ruled 
that no appeal lies from the dismissal of the counterclaim at the present time. Rule 
54(b) of the Federal Rules of Civil Procedure, as amended, provides: 


When more than one claim for relief is presented in an action, whether as a claim, 
counterclaim, cross-claim, or third-party claim, the court may direct the entry of a final 
judgment upon one or more but less than all the claims only upon an express determina- 
tion that there is no just reason for delay and upon an express direction for the entry of 
judgment. 

In the absence of such determination and direction, any order or other form of decision, 
however, designated, which adjudicates less than all the claims shall not determine the 
action as to any of the claims, and the order or other form of decision is subject to revision 
at any time before the entry of judgment adjudicating on the claims. 


The notes of the advisory committee submitting the proposed amendments to 
these rules indicate clearly that this rule was intended to avoid piecemeal appeals 
and would indicate that no appeal was proper at the present time. The last- 
mentioned ruling of the Examiner of Interferences is in accordance with this 
section. 

This does not, however, take into consideration the nature of a counterclaim 
interposed in an opposition proceeding. This is an independent action, until recently 
not permitted to be interposed as a counterclaim. Visible Index Corp. v. Visual 
Records Corporation, 557 O. G. 592, 59 U. S. P. Q. 278; Lentz Bros. Baking Co. v. 
The Whipple Company, 567 O. G. 750, 63 U. S. P. Q. 13. Since the decision in 
the case last cited, such counterclaims have been permitted, but represent an inde- 
pendent proceeding for which a separate statutory fee is now required. Such can- 
cellation proceedings are also permitted as independent proceedings. See for 
example, E. J. du Pont de Nemours & Company v. Celanese Corporation of 
America, 33 C. C. P. A. 1061, 167 F. 2d 484. 

In granting the motion to dismiss the counterclaim, the Examiner of Inter- 
ferences finally disposed of the proceeding for cancellation in this case and left 
nothing open for further consideration on that phase of the proceeding. It is true 
that there was no “express determination that there is no just reason for delay, 
.... (Rule 54(b) of the Federal Rules of Civil Procedure, supra), but this 
appears to me to be inherent in the action granting the motion to dismiss, and it 
clearly is a final disposition of the counterclaim. If the opposition and cancellation 
were independent proceedings an appeal would clearly be proper. Section 20 of 
the Trade-Mark Act of 1946. The dismissal appears to be an “express direction 
for the entry of judgment” as required by section 54(b) of the Federal Rules of 
Civil Procedure, insofar as practice in the Patent Office corresponds to any such 
procedure. While technically an application for an express finding “that there is 
no just reason for delay,” or to sever the proceedings in accordance with rule 42(b) 
of the Federal Rules of Civil Procedure might be desirable (The William Carter 
Company v. William B. Schwartz, 169 M. D. 49), it is believed that the dismissal 
of the counterclaim constitutes a final action which is the full equivalent of the 
“entry of judgment” thereon and which should be subject to appeal. It is accord- 
ingly believed that the appeal from the dismissal of the counterclaim should be 
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set for hearing in due course, and since there appears to be no question but that 
the matter presented by the petition might well be considered at the same time, 
consideration of the petition will be postponed until hearing of the appeal from 
the dismissal of the counterclaim unless further action in the opposition proceeding 
should require earlier consideration. 

The foregoing lengthy review has been required only in order to determine 
whether or not the petition should be heard at the present time without awaiting 
the hearing of the appeal. Withholding consideration of the petition necessarily 
assumes that the proceeding in the opposition will continue to be suspended pend- 
ing determination of the appeal, and since opposer has interposed no objection, it 
is assumed that the present suspension will remain in effect. The foregoing is, 
however, without prejudice to any appropriate action by either party in connection 
with either the petition, the appeal, or the opposition proceeding. 





BRAND v. FAIRCHESTER PACKING CO. 


Commissioner of Patents—January 10, 1950 


CANCELLATIONS—PROOF OF DAMAGE—GENERAL 
Section 2 of 1920 Act and section 24 of 1946 Act, relating to cancellation of registrations, 
held identical in effect; and each requires petitioner to show that he would be injured or 


damaged. 
On facts of record, petitioner held to have failed to establish that he would be injured or 


damaged. 
TRADE-MARKS—REGISTRABILITY—GENERAL 
Section 2(c) of 1946 Act is made applicable to the supplemental register by section 26 


thereof. 

Under 1920 and 1946 Acts, composite mark consisting of the words “Arnold Brand,” 
appearing on a representation of a seal, below which appear the words “The Seal Of Quality” 
and the firm name of the registrant, held to signify the “Arnold” brand of tomatoes and not 
to indicate connection with petitioner having personal name “A. Arnold Brand” but having 
no connection with the tomato business. 


Appeal from Examiner of Interferences. 

Trade-mark cancellation proceeding by A. Arnold Brand against Fairchester 
Packing Co. Petitioner appeals from dismissal of petition for cancellation. 
Affirmed. 


A. Arnold Brand, of Chicago, IIl., pro se. 
Robert J. Marcus and John P. Chandler, of New York, N. Y., for registrant. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences dismissing a petition for cancellation of trade-mark registration No. 
429,475, registered April 29, 1947, under the Trade-Mark Act of March 19, 1920, 
for fresh tomatoes. 

The mark shown in the registration sought to be cancelled consists of a rep- 
resentation of a seal upon which appear the words “Arnold Brand.” Below the 
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representation of the seal are the words, “The Seal of Quality,” and respondent’s 
firm name. 

The petition for cancellation alleges that respondent was not entitled to the 
registration of the mark shown, since it includes the petitioner’s name. It is 
alleged that the petitioner is an attorney, generally known as Arnold Brand; that 
he specializes in patent and trade-mark matters; that he is admitted to the bar of 
various courts and to practice before the Patent Office; that he participates in 
various civic and educational activities, and is a member of a number of societies 
or organizations; that through such activities his name has become known and 
is included, not only in the usual directories, but in the lists of members of various 
societies and organizations and in various publications devoted to furnishing in- 
formation as to persons of prominence in various localities or lines of endeavor. 
By failure to object or respond to requests for admissions, the respondent has 
admitted these allegations, and no question is raised but that petitioner is well 
known in connection with such activities. 

Accepting these facts, the Examiner of Interferences has held that “it does not 
appear from the record presented that petitioner is engaged in any business in- 
volving the sale of any product, much less fresh tomatoes,” and that “accordingly 
the petitioner has failed to establish that he would be injured” by the registration 
sought to be cancelled. 

By petition for reconsideration, the petitioner contended that the matter should 
be considered under the provisions of the Act of 1946, rather than the Act of 
1920. This petition was denied, the Examiner of Interferences indicating that 
the Act of 1920 applies. On this appeal, petitioner contends that the matter should 
be considered under the Act of 1946, but that whether considered under that Act 
or the Act of 1920, the inclusion of a name of any living individual in a trade-mark 
registration is improper and subject to cancellation by the individual bearing that 
name without any proof of damage. 

This proceeding was filed prior to the effective date of the Trade-Mark Act 
of 1946. Under section 46(a) of that Act, it is provided that its coming into 
effect shall not affect any proceeding “then pending.” With respect to the neces- 
sity of proving damage to petitioner, however, it is unnecessary to determine 
whether this proceeding is governed by the Act of 1946 or the Act of 1920. By 
the terms of section 46(b) of the Act of 1946, subsisting registrations under the 
Act of 1920 are subject to and entitled to the benefits of the provisions of the New 
Act relating to marks registered on the Supplemental Register. If considered 
under the Act of 1946, therefore, section 24 would apply. With respect to damage, 
section 2 of the Act of 1920 and section 24 of the Act of 1946, the provisions of 
the respective Acts relating to cancellation of registrations are, in effect, identical. 
Each requires that the petitioner show that he would be injured or damaged. 
McKesson & Robbins, Inc. v. Centaur Co., 156 M. D. 576, 8 U. S. P. Q. 217; 
Kellogg Company v. National Biscuit Company, 544 O. G. 695, 55 U. S. P. Q. 
213 (petition for rehearing, 546 O. G. 604, 55 U. S. P. Q. 487). 

I agree with the conclusion of the Examiner of Interferences that the record 
does not show that petitioner is engaged in any business involving the sale of any 
products, and certainly not any business involving fresh tomatoes, or goods of 
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similar descriptive properties, and that accordingly he has failed to establish that 
he would be injured or damaged. Certain-Teed Products Corporation v. Clark, 
1925 C. D. 57, 337 O. G. 476; Servel, Inc. v. Universal Slide Fastener Company, 
Inc., 551 O. G. 738, 57 U. S. P. Q. 330; Technicolor, Inc. et al. v. Koh-I-Noor 
Bleistiftfabrik L. & C. Hardtmuth, 507 O. G. 1044, 43 U. S. P. Q. 17. 

While the foregoing may be sufficient to dispose of this case, the petitioner 
contends that, under the Act of 1946, the registration of the name of any living 
individual without his written consent is prohibited, and that any mark including 
such a name was improperly registered and such trade-mark should be cancelled. 
It is further contended by petitioner that the importance of this matter to petitioner 
requires that it be considered without regard to the determination of the question 
of damage. While perhaps unnecessary, it should be noted that section 2(c) of 
the Trade-Mark Act of 1946 (made applicable to marks registered on the Sup- 
plemental Register by section 26 thereof) provides that: 


No trade-mark ., . . shall be refused registration on the Principal Register on account 
of its nature unless it— .... (c) Consists of or comprises a name... . identifying a par- 
ticular living individual .... 


In the registration sought to be cancelled, the word “Brand” appears to be used 
in the sense of “trade-mark.” The common usage of this word in that connection 
requires no discussion and the fact that the registered mark contains the word 
“Brand” used with the word “Arnold” in that sense does not, in my opinion, 
signify that it is the name of any individual, much less that it identifies any particular 
living individual. There is clearly nothing in the record to indicate that the regis- 
tration sought to be cancelled identifies petitioner with the tomato business, nor 
to indicate that the use of this mark would lead the public to believe that he was 
connected therewith. The only suggestion of such connection is contained in an 
allegation that upon the publication of respondent’s mark in the Official Gazette 
of the United States Patent Office, petitioner was telephoned by one or more per- 
sons asking if he had gone into the vegetable business. I do not understand peti- 
tioner to question that this was intended to be a jocular comment by a member 
of the patent bar, and without questioning the occurrence of the statement, cannot 
accept it as indicating that the mark identified the petitioner. 

Considered under the Act of 1920, the same conclusions would be reached. 
The registration of a name of an individual was not permitted under the Act of 
1905, but such marks when refused registration under the Act of 1905, and even 
after opposition proceedings, were permitted registration under the Act of 1920, 
since the name clause of the Act of 1905 did not apply to registration under the 
Act of 1920. Thus under the Act of 1920, or the Act of 1946, the mark must be 
regarded as signifying the “Arnold” brand of tomatoes, and nothing is presented 
to connect it with petitioner. 

A number of the cases cited by petitioner were decided under the Act of 1905, 


and are not considered pertinent to the question involved which would be con- 
trolled by either section 2 of the Act of 1920 or section 24 of the Act of 1946. 
While various other questions are raised by petitioner and it is stated that they 
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present questions of importance which should be decided, they are considered 
subordinate and collateral to the foregoing. 
The decision of the Examiner of Interferences is affirmed. 





THE TONI COMPANY v. DI ORIO; 
DI ORIO v. THE TONI COMPANY 


Commissioner of Patents—January 10, 1950 


CANCELLATIONS—PRroor OF UsE—GENERAL 
“Pina-Tonic” and “Pina Tonol” held to have been abandoned by respondent, prior to 
institution of these proceedings, and cannot be relied upon by respondent to support his own 
petition for cancellation. 
'  “Pina-Tonic” and “Pina Tonol” held not minor variations of nor legal equivalents of 


“Tone-Oil.” 
CANCELLATIONS—=PLEADING AND PRACTICE—PETITION 
Amendment of respondent’s petition for cancellation of petitioner’s registration, refused 
where petition and proposed amendment, seeking to insert allegations as to respondent’s prior 
use of “Pina-Tonic” and “Pina Tonol,” failed to allege similarity between the additional 
words sought to be set up and petitioner’s registered mark. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Tone-Oil” held confusingly similar to “Toni,” used on similar goods, under 1920 Act. 
CANCELLATIONS—PrROOF OF DAMAGE—GENERAL 
Respondent held to have failed to establish that “Toni” is merely the name of an individ- 
ual; and since “Toni” is not name of respondent, he would not be injured by petitioner’s 
registration thereof ; and since respondent’s use of “Tone” is subsequent to petitioner’s use of 
its mark, respondent held to have failed to establish damage or injury, under 1905 Act. 


Appeals from Examiner of Interferences. 

Trade-mark cancellation proceedings by The Toni Company against Frank 
Di Orio and by Di Orio against The Toni Company. Di Orio appeals from can- 
cellation of his registration and dismissal of his petition for cancellation. Affirmed. 


Rowland V. Patrick, of Boston, Mass., for The Toni Company. 
Richards & Geier, of Newark, N. J., for Di Orio. 


DanieEts, A. C.: 


These are cancellation proceedings submitted upon the same record and briefs 
and disposed of by the Examiner of Trade-Mark Interferences in a single decision. 

In cancellation No. 5105, The Toni Company, hereinafter referred to as peti- 
tioner, requests cancellation of registration No. 429,523, registered April 29, 1947, 
by Frank Di Orio, hereinafter referred to as the respondent, under the Trade-Mark 
Act of March 19, 1920. The mark disclosed in that registration comprises the 
word “Tone-Oil” for “liquified cream for permanent waving.” 

The petition for cancellation alleges petitioner's prior use and ownership of the 
trade-mark “toni” for “home permanent waving kit consisting of curlers, cold wave 
waving lotion, and neutralizer powder used in permanent waving of the hair,” and 
sets up petitioner’s ownership of several registrations of that mark under the Trade- 
Mark Act of 1905 for permanent waving products which include the products listed 
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above. It is alleged that the mark sought to be cancelled is applied to goods of the 
same descriptive properties as the products upon which petitioner has used its 
mark, and that the marks resemble each other to such an extent that confusion in 
trade is likely. 

Cancellation No. 5137 requests cancellation of petitioner’s registration of the 
word “toni,” No. 428,681, registered under the Act of 1905, April 1, 1947, for 
“hair waving lotion and neutralizer,” it being alleged that “toni” consists of a sur- 
name not distinctively displayed and that it was therefore improperly registered 
under that Act. 

At final hearing, the Examiner considered a motion by respondent, entitled in 
each proceeding, to amend his answer in the one case and his petition in the other, 
by inserting allegations as to his prior use of the trade-marks “Pina-Tonic” and 
“Pina Tonol” since a date prior to any date of use claimed by petitioner. 

The Examiner of Trade-Mark Interferences has sustained the petitioner’s 
petition for cancellation of respondent’s registration of “Tone-Oil,” No. 429,523, 
and has dismissed respondent’s petition No. 5137, for cancellation of petitioner’s 
registration under the Trade-Mark Act of 1905 above identified; he also denied 
the motion to amend the petition and answer of respondent in the two proceed- 
ings. The notice of appeal sets up 16 numbered grounds of appeal, two of which 
are referred to in the brief filed herein. If I correctly understand the contentions 
set out in the brief, the respondent relies primarily upon the alleged error of the 
Examiner of Interferences in denying the motion to amend and in holding that 
respondent’s trade-marks “Pina-Tonic” and “Pina Tonol” differ substantially 
from respondent’s trade-mark and that they are not legal equivalents of the trade- 
mark “Tone-Oil.” It is further argued that the petition for cancellation should 
not have been sustained and apparently that the respondent’s petition for cancella- 
tion should have been. To the extent that I may have misunderstood the respond- 
ent’s contentions on this appeal and he may rely upon any of the other errors 
assigned, it is my opinion that any such additional points not considered specifically 
herein are adequately and correctly disposed of in the decision of the Examiner of 
Trade-Mark Interferences. 

The testimony of respondent indicates that prior to its first use of the word 
“Tone-Oil” as applied to his permanent waving cream, he had successively used the 
words “Pina-Tonic” and “Pina Tonol” on a similar preparation. It is argued by 
respondent that “Pina-Tonic” and “Pina Tonol” and “Tone-Oil” are “slight varia- 
tions” of the same mark which were used consecutively. That these are not minor 
variations of the same mark seems apparent from examination thereof, and they 
cannot be considered to be the legal equivalents of each other. E-Z Mills, Inc. 
v. Martin Brothers Co., 25 C. C. P. A. 992, 95 F. 2d 269 [28 T. M. R. 207]; 
Botany Worsted Mills v. M. & W. Thomas Corp., 569 O. G. 538, 63 U. S. P. Q. 
302; Ostrex Company, Inc. v. Euromerica Medical Products, Inc., 499 O. G. 792, 
40 U. S. P. Q. 297. Further, as found by the Examiner of Interferences, the use 
of the first two words was abandoned prior to the institution of these proceedings, 
and accordingly could not be relied upon by respondent in his own petition for 
cancellation. Old Monk Olive Oil Co. v. Southwestern Coca-Cola Bottling Co., 
28 C. C. P. A. 1091, 118 F. 2d 1015 [31 T. M. R. 203], and Model Brassiere Co. 
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y. Bromley-Shepard Co., 18 C. C. P. A. 1294, 49 F. 2d 482 [21 T. M. R. 382]. 
Nor does the respondent’s petition for cancellation of registration No. 428,681, 
nor the proposed amendment thereto allege similarity between the additional words 
now sought to be set up and the mark of petitioner. I accordingly agree with the 
Examiner of Interferences that the amendment sought “could obviously serve no 
useful purpose.” 

With respect to the petitioner’s claim for cancellation, its use of the mark at 
least as early as July, 1944, is established by uncontradicted testimony and by 
documentary evidence. Such use is prior to any date of use of “Tone-Oil” by 
the respondent. The word “Oil” forming part of respondent’s mark as registered 
is manifestly a generic term as applied to the goods here involved and to the ex- 
tent that it may have any significance, the word “tone” must necessarily be the 
portion of the mark upon which purchasers would rely in identifying such goods. 
The resemblance between these marks appears obvious, and I agree with the con- 
clusion of the Examiner of Trade-Mark Interferences that their concurrent use 
upon permanent wave material would be quite likely to result in confusion in 
trade. 

With respect to the respondent’s petition for cancellation of petitioner’s regis- 
tration, the Examiner of Interferences has found that the respondent’s evidence 
does not support its contention that “toni” is merely the name of an individual, 
and that respondent would not, in any event, be injured thereby, since “Toni” 
is not his name and his use of “Tone” is subsequent to petitioner’s use of its mark. 
I agree with the Examiner of Interferences that no injury or damage to respond- 
ent will result from the continuance of petitioner’s registration. 

The decision of the Examiner of Interferences is affirmed. 





SHRAGE & PINES v. KAYLON, INC. 
Commissioner of Patents—January 10, 1950 


TRADE-MARKS—GooDS OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 

Women’s pajamas held goods of the same descriptive properties as boys’ shirts and 
blouses, under 1905 Act. 

TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 

In determining question of confusing similarity, the marks must be considered in their 
entireties and descriptive or disclaimed material may not be disregarded. 

The so-called doctrine of cumulative dissimilarities cannot be applied where the goods 
possess the same descriptive properties and the marks considered in their entireties closely 
resemble each other. 

TRADE-M ARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 

“Tommie Tuckins,” the word “Tuckins” being disclaimed, held confusingly similar to 

“Tommy Tucker,” used on similar goods, under 1905 Act. 


Appeal from Examiner of Interferences. 
Trade-mark cancellation proceeding by Shrage & Pines against Kaylon, Inc. 
Registrant appeals from cancellation of registration. Affirmed. 











154 TRADE-MARK REPORTER 40 T. M.R. 





Leon M. Strauss, of New York, N. Y., for petitioner. 
Pennie, Edmonds, Morton and Barrows, of New York, N. Y., for registrant. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the petition for cancellation of trade-mark registration No. 
352,190, registered November 23, 1937, under the Trade-Mark Act of 1905, for 
“women’s pajamas.”” The mark shown in that registration consists of the words 
“Tommie Tuckins.” During the prosecution of the application for registration, 
“Tuckins” was disclaimed, it being stated that this is a recognized type of pajamas. 
Petitioner relies on its ownership and use of its trade-mark “Tommy Tucker,” 
applied to “boys’ shirts and blouses,” registered under the Act of 1905, Novem- 
ber 29, 1921, and renewed, alleging that the goods possess the same descriptive 
properties, and that there is likelihood of confusion between the marks as applied 
thereto. 

Respondent contends that particularly in view of the difference in connotation, 
there is no likelihood of confusion between the marks and that the goods differ to 
such an extent that there is no likelihood of confusion. Petitioner has endeavored 
to show use of its mark on pajamas as well as shirts and blouses. The Examiner 
of Interferences states that such testimony “is not as definite as it might have 
been” and on the record presented any such use must have been sporadic, and it 
cannot be found that it was continuous or extensive. As found by the Examiner 
of Interferences, the products set out in the registration of the respective parties 
possess the same descriptive properties within the meaning of the Act of 1905 even 
without reference to any use of petitioner’s mark on pajamas. Vanity Fair Mills, 
Inc. v. Pedigree Fabrics, Inc., 34 C. C. P. A. 1043, 161 F. 2d 226; Kaylon, Incorpo- 
rated v. Rosenberg, 613 O. G. 1101, 78 U. S. P. Q. 208; Ex parte Raymond Wells, 
573 O. G. 558, 65 U. S. P. Q. 51. 

“Tommy Tucker” and “Tommie Tuckins,” differ in meaning, but as found by 
the Examiner of Interferences are quite similar in composition and sound. Respond- 
ent contends that “Tuckins” having been disclaimed, there is no likelihood of 
confusion. The marks must be considered in their entireties and descriptive or 
disclaimed material may not be disregarded. The fact that a substantial portion 
of the mark has been disclaimed is not sufficient to avoid cancellation if the marks 
considered in their entireties are confusingly similar. If the descriptive term 
“Tuckins” is not to be considered, it should not have been included in the registra- 
tion, and the disclaimer is not sufficient to remove the similarity in sound and 
appearance above referred to. Manchester (Home & Export), Limited v. The Printz 
Biederman Co., 35 C. C. P. A. 1245, 168 F. 2d 758; Celanese Corporation of 
America v. Worth Bros., Inc., 515 O. G. 837, 45 U. S. P. QO. 497; L. Shafarman, 
Inc. v. Aborn Hat Manufacturing Co., 16 U. S. P. 0. 9, 23 T. M. R. 76; Vi-Jon 
Laboratories, Inc. v. Lentheric, Incorporated, 30 C. C. P. A. 916, 133 F. 2d 947. 

Nor can the so-called doctrine of cumulative dissimilarities be applied where the 
goods possess the same descriptive properties and the marks, considered in their 
entireties, so nearly resemble each other as in this case. 

The decision of the Examiner of Interferences is affirmed. 


LL 
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FASHION PARK, INC. v. GOODALL-SANFORD, INC. 


Commissioner of Patents—January 19, 1950 


OpposiITIONS—PROOF OF OWNERSHIP—EFFECT OF REGISTRATION 
Opposer’s 1905 Act registration constitutes prima facie proof of ownership of its mark. 
TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Piece goods held goods of the same descriptive properties as men’s clothing, under 
1905 Act. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Pro-Slak” held confusingly similar to “Par-Slak” used on similar goods, under 1905 Act. 
TRADE- MARKS—CONFUSING SIMILARITY—GENERAL 
In view of close similarity of both the marks and the goods, no question of “cumulative 
dissimilarities” can be considered. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Fashion Park, Inc., against Goodall-Sanford, Inc. 
Applicant appeals from decision sustaining notice of opposition. Affirmed. 


Edward G. Roe, of New York, N. Y., for opposer. 
Borowsky & Burrows, of New York, N. Y., for applicant. 


DaNnIELs, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences sustaining the notice of opposition to an application for registration of a 
trade-mark for “‘water-repellent, coated piece goods of mohair, wool, silk, cotton, 
linen, rayon, nylon and protein fibres, and of mixtures thereof,’ under the Trade- 
Mark Act of 1905. The mark sought to be registered consists of the notation 
“Pro-Slak.” 

Opposer relies upon its ownership and prior use of the trade-mark ‘“Par-Slak” 
and has proven ownership of registration thereof No. 282,365, registered April 21, 
1931, under the Trade-Mark Act of 1905 for “coats, vests, pants, and overcoats for 
men and boys.” It is alleged that the goods to which the parties apply the marks 
possess the same descriptive properties and that the marks so nearly resemble each 
other as to give rise to likelihood of confusion. 

The registration above referred to constitutes prima facie proof of ownership 
of the mark. Ely & Walker Dry Goods Co. v. Sears, Roebuck & Co., 25 C.C. P. A. 
1244, 90 F. 2d 257 [27 T. M. R. 462], and no question as to opposer’s priority is 
raised. The applicant contends that there is not sufficient resemblance between 
the marks of the respective parties and that particularly in view of the fact that it 
seeks registration of the mark for piece goods while opposer’s registration is for 
completed clothing, there is no likelihood of confusion. Piece goods and men’s 
clothing possess the same descriptive properties. Rogers Peet Co. v. B. F. Good- 
rich Co., 31 C. C. P. A. 1191, 143 F. 2d 880; Goodall-Sanford, Inc. v. Miller Bros. 
Hat Co., Inc., 606 O. G. 538, 76 U. S. P. Q. 64; Sexton Mfg. Co. v. Goodall 
Worsted Co., 17 C. C. P. A. 1196, 40 F. 2d 1017; Rogers Peet Company v. Boott 
Mills, 560 O. G. 544, 60 U. S. P. Q. 383. In addition, however, it is established by 
the applicant’s testimony that the fabric upon which it uses the mark here involved 
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is prepared particularly for use in golf slacks and is actually made up by a wholly- 
owned subsidiary into such slacks. A specimen of such slacks made by that sub- 
sidiary contains the following language: 
Goodall Fabric 
sunfrost 
Reg. U. S. Pat. Off. 
The PRO-SLAK MODEL 
Reg. U. S. Pat. Off. 
TAILORED BY GOODALL 


The fabric being prepared particularly for use in such a garment, it appears from 
this record that not only do the goods possess the same descriptive properties, but 
there is a direct relationship between them. 

“Pro-Slak” and “Par-Slak” are, as found by the Examiner of Interferences, 
quite similar in sound and appearance. Applicant contends, however, that there 
is a substantial difference in meaning. Both are golf terms, and as such might be 
closely associated in the public mind, particularly by prospective purchasers relying 
upon recollection and recommendation. 

I accordingly agree with the Examiner of Interferences that the marks resemble 
each other to such an extent that as applied to the products of the parties there is 
reasonable likelihood of confusion. In view of the close similarity of both the marks 
and the goods, no question of “cumulative dissimilarities” can be considered. 

The decision of the Examiner of Interferences is affirmed. 





THE FR CORPORATION v. J. H. LEWIS, INC. 
Commissioner of Patents—January 19, 1950 


TRADE-MarKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Waterless cleaner for the hands held goods of the same descriptive properties as detergent 
soap powder and soapless detergent, under 1905 Act. 
TRADE- MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Skoot,” accompanied by descriptive material which is disclaimed, held confusingly 
similar to “Scoop,” used on similar goods, under 1905 Act. 
Fact that certain additional material appears on applicant’s labels, held insufficient to 


distinguish between them. 
TRADE- MARKS—CONFUSING SIMILARITY—GENERAL 
Similarity in sound alone has been held sufficient to give rise to reasonable likelihood of 


confusion. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by The FR Corporation against J. H. Lewis, Inc. Ap- 
plicant appeals from decision sustaining notice of opposition. Affirmed. 


Schaines & Liberman, of New York, N. Y., for opposer. 
M. S. Meem, of Washington, D. C., for applicant. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences sustaining the notice of opposition to an application under the Act of 1905 for 
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registration of a trade-mark for “waterless cleaner for the hands.” The mark 
sought to be registered consists of the word “Skoot,” accompanied by certain 
descriptive material which has been disclaimed. 

The notice of opposition relies upon opposer’s ownership and prior use of the 
trade-mark “Scoop,” and of registration thereof as a trade-mark for “detergent 
soap powder,” registration No. 409,977, registered October 31, 1944, under the 
Act of 1905, and registration No. 418,373, for “a soapless detergent,” registered 
December 18, 1945, under the Act of 1905. Likelihood of confusion is alleged 
between the marks as applied to the goods which are stated to possess the same 
descriptive properties. 

Applicant raises no issue as to priority but contends that the goods do not 
possess the same descriptive properties, and that the marks do not resemble each 
other to such an extent that, as applied to the goods, there is any likelihood of con- 
fusion. Applicant agrees that the Examiner correctly describes its product as a 
“cream-like substance, which liquefies when exposed to air, and is designed for 
use in removing grease, oil and general dirt from the hands.” It is put up in glass 
jars while opposer’s detergent is a packaged powdered substance primarily used 
as a general household cleanser. It is established that applicant’s product is sold 
through the automotive trade and retail paint stores and similar outlets, while 
opposer’s presumably is sold through normal retail stores. Under well-settled 
authority, however, such cleansing preparations must be considered to possess the 
same descriptive properties. The Procter & Gamble Co. v. J. L. Prescott Co., 
18C. C. P. A. 1433, 49 F. 2d 959 [21 T. M. R. 314]; The Bon Ami Co. v. McKes- 
son & Robbins, Inc., 25 C. C. P. A. 826, 93 F. 2d 915 [28 T. M. R. 87]; Hunting- 
ton Laboratories, Inc. v. Mathieson Alkali Works, Inc., 517 O. G. 823, 46 U. S. 
P. Q. 388; Barton Manufacturing Co. v. Hercules Powder Co., 24 C. C. P. A. 982, 
88 F. 2d 708 [27 T. M. R. 220]. 

In support of its contention that the marks are dissimilar, applicant relies pri- 
marily on the obvious difference in meaning. They are, however, quite similar 
in sound and appearance, and similarity in sound alone has been held sufficient to 
give rise to reasonable likelihood of confusion. Celanese Corporation of America 
v. E. I. du Pont de Nemours & Co., 33 C. C. P. A. 857, 154 F. 2d 143 [36 T. M. R. 
130, 133] ; McKinnon & Co. v. Hyvis Oils, Inc., 24 C. C. P. A. 1105, 88 F. 2d 699 
[27 T. M. R. 254]. Nor is the fact that certain additional material appears on 
applicant’s labels sufficient to distinguish between them. California Canneries Co. 
v. Lush’us Products Co., 18 C. C. P. A. 1480, 49 F. 2d [21 T. M. R. 520]; W. B. 
Roddenbery Co. v. Kalich, 34 C. C. P. A. 745, 158 F. 2d 289 [37 T. M. R. 73]. 

The decision of the Examiner of Trade-Mark Interferences is affirmed. 
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CARNAC, INC. v. KANMAK TEXTILES, INC. 
Commissioner of Patents—January 20, 1950 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Kanmak” held confusingly similar to “Carnac,” used on similar goods, under 1905 Act. 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
Sound alone may be sufficient to create confusing similarity. 
TRADE-MARKS—Worps CAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
Opposer’s mark “Carnac” would be generally regarded as arbitrary and applicant held to 
have failed to establish its contrary contention. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Carnac, Inc., against Kanmak Textiles, Inc. Appli- 
cant appeals from decision sustaining notice of opposition. Affirmed. 


Klein, Alexander & Cooper, of New York, N. Y., for opposer. 
Mock & Blum, of New York, N. Y., for applicant. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Interferences sustaining 
the notice of opposition to an application for registration of the notation “Kanmak” 
under the Trade-Mark Act of 1905, as a trade-mark for “‘piece goods of wool, 
cotton, rayon, flax and nylon.” 

The notice of opposition alleges opposer’s ownership and prior use of the trade- 
mark “Carnac” for “cotton piece goods,” and alleges that applicant’s mark so nearly 
resembles its trade-mark “Carnac” that, as applied to the products of the parties, 
there is likelihood of confusion. It further relies upon the name clause of the Act 
of 1905. Opposer’s priority of use of the trade-mark “Carnac” as applied to cotton 
piece goods has been established by stipulation of facts. Opposer has also proven 
ownership of registration of “Carnac Permafit,” as a trade-mark for such goods 
under the Trade-Mark Act of 1905, No. 290,681, registered January 12, 1932. 

There being no question as to opposer’s prior use of the trade-mark “Carnac,” 
and the goods concededly possessing the same descriptive properties, and applicant’s 
goods being in part identical with those of opposer, the only question for considera- 
tion is that of similarity of the marks. As pointed out by the Examiner of Interfer- 
ences the beginning and end of the marks is identical in sound and there is some 
similarity between the remaining letters of each of the marks. I agree with the 
examiner that the marks of the parties here involved resemble each other at least to 
as great an extent as those involved in The Procter & Gamble Company v. The Dill 
Company, 560 O. G. 546, 60 U. S. P. Q. 423, and must be considered confusingly 
similar within the meaning of the Act of 1905. While the similarity is greater in 
sound than in appearance, both marks are arbitrary and confusion in sound alone 
may be sufficient. Skol Company, Inc. v. Olson, 33 C. C. P. A. 713, 151 F. 2d 200; 
McKinnon & Co. v. Hyvis Oils, Inc., 24 C. C. P. A. 1105, 88 F. 2d 699. 

Applicant contends that opposer’s mark is not arbitrary, but the meanings 
ascribed to it do not appear to be fully established, and it would appear that it would 
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be generally regarded as arbitrary. Nor does the fact that applicant may have 
selected its marks as a result of the fact that its president’s name is Mack Kahn 
appear to be sufficiently apparent to establish any distinction between these marks. 

In view of the foregoing it is not considered necessary to review the Examiner 
of Interferences’ finding on the similarity between applicant’s mark and opposer’s 
corporate name, it being sufficient to state that I agree with the conclusions reached 
by the Examiner of Interferences. 

The decision of the Examiner of Interferences is affirmed. 





LEHN & FINK PRODUCTS CORPORATION v. NEY 


Commissioner of Patents—January 26, 1950 


OpposITIONS—PLEADING AND PRACTICE—GENERAL 

Registration of opposer, identified in stipulated facts but not pleaded in notice of opposi- 
tion, could not be relied upon by opposer. 

TraDE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 

Skin ointment for pimples, eczema, itch, skin rash, chafing, athlete’s foot, and insect bites, 
held goods of the same descriptive properties as liquid germicidal, bactericidal, disinfectant 
and antiseptic preparation used for treating most if not all of the same ailments, under 
1905 Act. 

Fact that one is liquid and the other an ointment held insufficient to differentiate between 
the products; and similarity of the products is not affected by fact that opposer’s product 
has additional uses. 

TrADE- MARKS—CONFUSING SIMILARITY—GENERAL 

In view of decision that the goods of the parties possess the same descriptive properties, 
doctrine of “cumulative dissimilarities” does not apply. 

The sound of marks alone is sufficient to render confusion likely, though precise pro- 
nunciation which the public will give to a trade-mark cannot be determined. 

TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Neyso” held confusingly similar to “Lysol,” used on similar goods, under 1905 Act. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Lehn & Fink Products Corporation against Abe Ney. 
Opposer appeals from dismissal of notice of opposition. Reversed. 


Klein, Alexander & Cooper, of New York, N. Y., for opposer. 
Julian J. Wittal, of New York, N. Y., for applicant. 


DaNIELs, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences dismissing an opposition to an application under the Trade-Mark Act of 1905 
for registration of the word ‘“‘Neyso” for “a skin ointment for pimples, eczema, 
itch, skin rash, chafing, athlete’s foot, and insect bites.” 

Opposer relies on its ownership and prior use of the trade-mark “Lysol,” and 
it is stipulated that opposer is the owner of registration No. 381,120, registered 
September 10, 1940, for a “preparation recommended for germicidal, bactericidal, 
bacteriostatis, disinfectant, antiseptic, microbicidal and other parasiticidal pur- 
poses;....” which are stated in the registration to be used for a long list of specific 
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purposes. These include, “. ... the treatment of wounds, cuts, abrasions .. . .; 
“. . . the treatment of skin diseases, infections, irritations, rashes, itches, and 
inflammations of parasitic bacterial or fungus origin generally” (also of non-para- 
sitical origin) ;... . “for ringworm or athlete’s foot ;” “.. . . for the care and treat- 
ment of the hair and scalp generally ;” for insect bites, etc. This list includes many 
other purposes for which the preparation is recommended, some of which are 
medicinal, some germicidal, some for household cleaning and home sanitation, and 
for agricultural or industrial uses. 

By the stipulation of facts another registration of opposer is also identified, 
which covers, among other products an antiseptic ointment. The Examiner of 
Interferences found, however, that this use was not pleaded in the notice of opposi- 
tion and could not be relied upon, which conclusion is challenged by the opposer. 
There is no apparent reference to this registration or to such product in the notice 
of opposition, and it is my opinion that, on the pleading presented, this ruling was 
correct. If, however, the products for which applicant seeks registration of its 
mark do not sufficiently resemble those identified in the registration above referred 
to, No. 381,120, it is probable that the additional registration would add little to 
opposer’s rights. 

The Examiner of Interferences dismissed the opposition in view of the cumula- 
tive effect of the differences between the goods and the marks. As to the difference 
in the goods he found that: 

opposer’s goods accordingly are in part adapted for use in treating the same skin disorders 
as the goods for which applicant seeks registration, and hence the products of the parties 
to a certain extent are in the nature of competitive goods of the same descriptive proper- 
ties. The specific differences between them, however, are deemed to be substantial. That 
of the applicant is exclusively a medicinal preparation, marketed in the form of an oint- 
ment for treating specified minor skin disorders. The liquid preparation of the opposer, 
on the other hand, is of extensive utility in various fields as hereinabove indicated, and the 
trade appeal of such preparation is deemed to be distinctively different than that of an 
ointment of the character sold by the applicant, notwithstanding that the respective goods 
may be used in treating similar complaints. 


Based upon the registration admittedly properly pleaded, No. 381,120, opposer’s 
liquid product is used for treating most, if not all, of the specific ailments for which 
applicant’s medicated skin ointment is used. The fact that one is liquid and the 
other an ointment cannot be sufficient to differentiate between the products. The 
Southern Cotton Oil Company v. Globe Grain and Milling Company, 4 U. S. P. Q. 
146; The Physicians & Hospitals Supply Co., Inc. v. Bayer-Semesan Company, 32 
C. C. P. A. 1228, 150 F. 2d 422 [35 T. M. R. 258]; Enoch Morgan’s Sons Com- 
pany v. The Sanitary Products Company, 52 App. D. C. 281, 285 F. 1015. 

The fact that opposer’s product may have additional uses in other fields cannot 
detract from the fact that both are sold and recommended for treatment of the 
same afflictions. The similarity of the products seems to me to be apparent, and 
is not affected by the fact that opposer’s product has additional uses. In re Keller, 
Heumann & Thompson Co., 23 C. C. P. A. 837, 81 F. 2d 399; Abbott Laboratories 
v. Ayerst, McKenna & Harrison, Limited, 600 O. G. 674, 73 U. S. P. Q. 489; and 
Schering Corporation v. Penilin, Inc., 611 O. G. 1024, 77 U. S. P. Q. 474 (Pet. 


recon. 615 O. G. 817, 78 U. S. P. 0.4375). 
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It should be emphasized that the stipulation of facts indicates that opposer’s 
prior use of its trade-mark for the products stated is not questioned, and that it is 
established that the mark has been used for many years as applied to such products 
and that sales and advertising under the mark have been large and extensive. The 
packages or pamphlet identified by the stipulation emphasize the use for treatment 
of certain skin ailments and insect bites. Therefore without reference to the addi- 
tional registration which opposer now contends should be considered, it is my 
opinion that the goods of the parties not only possess the same descriptive properties 
but are in part identical in character and purpose and I cannot agree that as found 
by the Examiner of Interferences, there is substantial difference. 

This requires consideration of the similarity of the marks. The Examiner of 
Interferences did not pass upon this except to say that there are material differences 
between them, which, when considered with those present between the goods, are 
sufficient in their cumulative effect to indicate lack of confusion. In view of my con- 
clusion as to the nature of the goods, no question of cumulative dissimilarities can 
be considered. There are readily apparent differences between “Neyso” and “Lysol.” 
As to meaning both appear to be completely arbitrary upon the record presented, 
since the alleged derivation of applicant’s mark from its firm name would not be 
apparent or likely to be considered by purchasers or prospective purchasers. 

Opposer contends that the “ey” in “Neyso” would be pronounced “eye,” and 
cites a number of words in which that pronunciation is given to such letters. Appli- 


se? 


cant also cites others in which it is pronounced as if spelled wth a long “a” or 


otherwise. The precise pronunciation which the public will give to a trade-mark 
cannot be determined. The American Products Company v. F. A. Leonard, 19 
C.C. P. A. 742, 53 F. 2d 894 [22 T. M. R. 64]. “Neyso” appears to me to be as 
similar to “Lysol” as those of‘*Tri-So” and “Lysol” considered by the First Assist- 
ant Commissioner in Lehn & Fink Products Corporation v. Barrett Products Co., 
Inc., 519 O. G. 1055, 47 U. S. P. Q. 82, 83. In that case it was stated: 


It is my opinion that the marks of both parties are purely arbitrary as applied to the 
goods involved, and would convey no meaning to the average individual other than that 
acquired through the trade-mark use. Marks of this character are more likely to be con- 
fused than are marks that “are made up of ordinary words used in everyday conversation.” 
The Bon Ami Co. v. McKesson & Robbins, Inc., 25 C. C. P. A. 826, 93 F. 2d 915 [28 
T. M. R. 87]. In appearance applicant’s mark differs considerably from opposer’s, but 
when pronounced the two marks sound very much alike; and it is now well settled that 
similarity in the sound of marks is alone sufficient to render confusion likely. 


Accordingly, since in my opinion the goods resemble each other closely, there 
appears to be sufficient resemblance between the marks to give rise to likelihood of 
confusion from their concurrent registration. 

The decision of the Examiner of Interferences is reversed. 
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SEECK & KADE, INC. v. R. J. MORAN CO. 


Commissioner of Patents—February 1, 1950 


CANCELLATIONS—PROOF OF DAMAGE—GENERAL 
On facts of record, applicant counterclaimant held to have failed to sustain burden of 
establishing injury resulting to it from opposer’s registration of “Pertussin.” 
OpposITIONS—RIGHT TO OPpPosE-—GENERAL 
If the mark sought to be registered is confusingly similar to one previously used, it is not 
entitled to registration. Therefore, it is not necessary that opposer be the owner of a regis- 
tration of the mark on which it relies, nor that opposer have exclusive rights to such a mark 
in order to maintain an opposition. 
Validity of opposer’s registration is immaterial, so far as the opposition is concerned. 
OPPoSITIONS—CONFUSING SIMILARITY—GENERAL 
Alleged descriptiveness of opposer’s mark could be considered only insofar as any claimed 
lack of distinctiveness might indicate lack of confusion. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Syrutussin” held confusingly similar to “Pertussin,” used on similar goods, under 1905 
Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Seeck & Kade, Inc. against R. J. Moran Co. in which 
applicant counterclaims for cancellation of opposer’s registration. Applicant appeals 
from decision sustaining notice of opposition and dismissing counterclaim. Affirmed. 


C. P. Goepel, of New York, N. Y., for opposer. 
Harold E. Cole, of Boston, Mass., for applicant. 


DAaNIELs, A. C.: 


This is an appeal by the applicant, R. J. Moran Co., hereinafter referred to as 
Moran, from the decision of the Examiner of Trade-Mark Interferences sustaining 
the notice of opposition filed by Seeck & Kade, Inc., hereinafter referred to as 
Seeck & Kade, to Moran’s application for registration of a trade-mark for “cough 
syrup” under the Trade-Mark Act of 1905. The mark sought to be registered con- 
sists of the word “Syrutussin.” Moran also appeals from the dismissal of its coun- 
terclaim for cancellation of Seeck & Kade’s registration of the word “Pertussin,” 
as a trade-mark for a “medicinal preparation recommended for the treatment of 
coughs, irritations of the throat, catarrhal conditions, and affections of the respira- 
tory tract generally,” No. 271,212, registered May 27, 1930, under the Trade-Mark 
Act of 1905. 

The notice of opposition was based upon Seeck & Kade’s ownership and prior 
use of the trade-mark “Pertussin,” as shown in the registration which Moran seeks 
to cancel, alleging that the goods possess the same descriptive properties and the 
marks so nearly resemble each other that confusion is likely. The counterclaim for 
cancellation of Seeck & Kade’s registration of “Pertussin” is based upon the allega- 
tion that it is a mere misspelling of the word “Pertussis,” which is defined in Funk 
& Wagnall’s College Standard Dictionary as: 


Whooping-cough ; also popularly any violent convulsive or spasmodic cough. 
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With respect to the counterclaim, Moran has submitted no testimony, relying 
upon its cross-examination of Seeck & Kade’s witnesses and dictionary definitions 
of the word “Pertussis.”” The Examiner of Interferences has found that Moran has 
not established any injury resulting from the registration, since there is no showing 
that its product is or might be used for the treatment of whooping-cough and there 
is no indication that the registration would prevent any proper descriptive use of 
the technical term by Moran in connection with any product which it now makes, 
citing Goheen Corporation v. White, 29 C. C. P. A. 926, 126 F. 2d 481 [32 T. M. R. 
241]; United States Time Corporation v. Medicated Products, 597 O. G. 609, 72 
U. S. P. Q. 377; J. Rosenholtz, Inc. v. Annetta Dresses, Inc., 602 O. G. 686, 74 
U. S. P. Q. 299. It does not appear necessary to repeat the examiner’s compre- 
hensive analysis of these and other cases as applied to these products. In addition 
“Pertussin” has, however, been used for many years, and has apparently been rec- 
ognized as a trade-mark for opposer’s product for the treatment of common coughs, 
irritations of the throat, and similar ailments without any apparent conflict with 
the use by others of the word “Pertussis” in a descriptive sense with regard to 
remedies for whooping cough. It is not recommended for whooping cough and the 
labels submitted indicate that it should be used only for coughs and irritations result- 
ing from colds, dust, or smoking, and apparently it could not properly be used for 
whooping cough. As found by the Examiner of Interferences, “Pertussin” has func- 
tioned as a trade-mark, and a valuable one, for opposer’s product for many years. 
In view of the extensive and long use without any showing of interference with the 
legitimate use of the term “Pertussis,” the examiner’s holding that Moran has failed 
to sustain the burden of proof of showing that he would be damaged by the regis- 
tration sought to be cancelled by the counterclaim must be affirmed. 

Regardless of the validity of the registration of “Pertussin,’ and even though 
it were descriptive of opposer’s product, its use by Seeck & Kade has been estab- 
lished and such use antedates any use of its mark claimed by Moran by many years. 
Seeck & Kade has used this word on cough syrup since 1921 and such product 
bearing the mark has been sold in extremely large quantities and has been widely 
advertised and on the record presented must be found to have attained substantial 
public recognition. To maintain an opposition it is not necessary that an opposer 
be the owner of a registration of the mark on which it relies, nor that it have exclu- 
sive rights to such a mark, since, if the mark sought to be registered by applicant 
is confusingly similar to one previously used it is not entitled to registration. Cali- 
fornia Piece Dye Works v. California Hand Prints, Inc., 34 C. C. P. A. 907, 159 
F, 2d 871 [37 T. M. R. 164] ; Vi-Jon Laboratories, Inc. v. Lentheric, Incorporated, 
30 C. C. P. A. 916, 133 F. 2d 947 [33 T. M. R. 211]; Speed Products Company, 
Inc. v. Tinnerman Products, Inc., 83 U. S. P. Q. 490 

So far as the opposition is concerned, therefore, the question of the validity of 
Seeck & Kade’s registration is immaterial and the alleged descriptiveness of “Per- 
tussin” could be considered only insofar as any claimed lack of distinctiveness might 
indicate lack of confusion. As found by the Examiner of Interferences “Pertussin”’ 
has been used by opposer for many years. Not only do “Pertussin” and ‘“Syrutus- 
sin” include the identical suffix, but their initial portions have some resemblance 
in sound. I agree with the Examiner of Trade-Mark Interferences that consider- 
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ing these words in their entireties, the resemblance between them, particularly with 
respect to sound, considerably outweighs the differences and accordingly that the 
notice of opposition was properly sustained. 

The decision of the Examiner of Interferences is affirmed. 


EX PARTE EUTECTIC WELDING ALLOYS CORPORATION 


Commissioner of Patents—January 3, 1950 


TRADE-MaARK Act OF 1946—REGISTRABILITY—SECTION 2(E) 
TRADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
One devising a new process or material and applying to it the obvious and apparent 
descriptive terms which would normally be applied thereto, does not thereby add distinc- 
tiveness to the term so used. 
Fact that an accepted abbreviation is used rather than the whole word does not change 
descriptive meaning. 
“LowTemp” held merely descriptive of alloys in various forms suitable for welding, 
brazing, soldering and hard-surfacing operations, under 1946 Act. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Eutectic Welding Alloys Corpo- 
ration. Applicant appeals from refusal of registration, under 1946 Act. Affirmed. 


Connolly & Hutz, of Wilmington, Del., for applicant. 
DanlELs, A. C.: 


This is an appeal from the final refusal of an application for registration of a 
trade-mark for “alloys in various forms suitable for welding, brazing, soldering and 
hard-surfacing operations,” on the Principal Register under the Trade-Mark Act of 
1946. The mark sought to be registered consists of the notation “LowTemp.” 

Registration has been refused under section 2(e) (1) of the Trade-Mark Act 
of 1946, which requires refusal of a mark which, “when applied to the goods 
of the applicant is merely descriptive or deceptively misdescriptive of them, ... .” 
Applicant contends that the mark consists of a single word, although the letter “T” 
appears in the middle and is capitalized. Both the specimens and drawing appear 
to indicate a space between them, but I find no distinction whether the notation is 
considered as one or two words. It is the applicant’s contention that ““LowTemp” 
is not a dictionary word, but was coined by applicant. It is conceded, however, that 
“temp” is a recognized abbreviation of “temperature.” See Webster’s New Inter- 
national Dictionary. The applicant concedes that “LowTemp” is obviously an 
abbreviation of “low temperature.” Applicant further contends that “ ‘Low Tem- 
perature Welding Alloys’ and ‘Low Temperature Welding Rods’ are expressions 
that were not found in either common or trade language prior to their introduc- 
tion by applicant’s predecessor,” and that “they do not have any technical signifi- 
cance accurately to describe a particular type or class of such alloys.” __ 

From this, it is argued that, applicant having introduced a new type of welding 
and applied this term thereto, the word must be regarded as having a new or unusual 
meaning. One devising a new process or material and applying to it the obvious 
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and apparent descriptive terms which would normally be applied thereto does not 
thereby add distinctiveness to the term so used. Kellogg Company v. National 
Biscuit Company, 305 U. S. 111, 39 U. S. P. Q. 296. 

The Examiner has reviewed various statements occurring in a “welding encyclo- 
pedia,” some written by an official of applicant as indicating the descriptive use 
of the term, and applicant concedes that “. . . . numerous references could be found 
in the literature to welding, brazing and soldering at ‘low temperature.’” It is not 
considered necessary to rely upon such technical data. The ordinary dictionary 
definition, as well as the common understanding of welding, or soldering, or brazing 
indicates the necessity of an alloy melting and flowing into the metal to be welded 
or otherwise treated. 

The application of the term “‘low temperature” to an alloy for such use obviously 
implies that it fuses at a low, or relatively low temperature, and appears to be the 
most aptly descriptive term which could be used. The statement that “ ‘low tem- 
perature’ does not immediately convey any definite meaning to the mind of the 
person seeing it or hearing it with reference to alloys for welding, brazing and like 
purposes,” and that “it requires mature thought and consideration before the 
intended significance is understood and even then the mind is left in doubt” cannot 
be accepted either on the technical definitions or from ordinary understanding of 
the term as applied to this product. Nor does the fact that an accepted abbrevia- 
tion is used rather than the whole word “temperature” change this meaning. 
Ex parte Syncro Machine Co., 548 O. G. 771, 56 U. S. P. Q. 421; California 
Cyanide Company v. American Cyananud Company, 17 C. C. P. A. 1198, 40 F. 2d 
1003 [20 T. M. R. 266, 447]. 

Applicant further contends that welding cannot be performed at a temperature 
which is actually low. The descriptive nature of the mark must be considered 
as applied to the goods on which the mark is used [Section 2(e) (1)], and what 
might be a high temperature as applied to other articles may be low as applied to 
these. 

The cases cited by applicant have been considered but in view of what appears 
to be the obvious descriptive character of the mark need not be reviewed. 

The decision of the Examiner of Trade-Marks is affirmed. 
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EX PARTE PEERLESS OF AMERICA, INC. 
Commissioner of Patents—January 11, 1950 


TRADE-MARKS—Worps CAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
The word “Beam” held the significant portion of applicant’s mark and not descriptive of 
electric air-circulating fans, under 1905 Act. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Air Beam,” the word “Air” being disclaimed, held confusingly similar to “Sunbeam,” 
used on identical goods, under 1905 Act. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Peerless of America, Inc. Ap- 
plicant appeals from refusal of registration. Affirmed. 


Ferd Bing, of Chicago, IIl., for applicant. 
DanliELs, A .C.: 


This is an appeal from the final refusal of an application for registration under 
the Act of 1905 of the notation “Air Beam,” (the word “Air” being disclaimed) 
as a trade-mark for “electric air circulating fans,” in view of a prior registration 
of the word “Sunbeam,” No. 390,181, registered September 9, 1941, for a wide 
variety of electrical appliances, including fans. 

Applicant contends that there is a difference in appearance, sound and, par- 
ticularly, in significance between these marks. The applicant cites a number oi cases 
such as Miles Laboratories, Inc. v. Foley & Company, 32 C. C. P. A. 714, 14 
F. 2d 888 [34 T. M. R. 335], in which the common portion of the marks was 
given little weight in the comparison of the marks, and attempts to apply this to 
the word “Beam’’ forming a portion of these marks. However, in the cases cited 
the portion of the mark referred to was considered to be descriptive, which can- 
not apply to the common portion of these marks. “Beam” is the more significant 
portion of applicant’s mark and “Air” has been disclaimed. The over-all effect of 
the word applicant seeks to register and that of the prior registration appear to 
me to be very similar. Ew Part The Union Fork & Hoe Company, 72 U.S. P. Q. 
347; The Enro Shirt Company v. Celanese Corporation, of America, 551 O. G. 
736, 57 U. S. P. Q. 282; and W. B. Roddenbery Co. v. Kalich, 34 C. C. P. A. 
745, 158 F. 2d 289 [37 T. M. R. 73]. 

The decision of the Examiner of Trade-Marks is affirmed. 
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PART I 


TRADE-MARKS AND UNFAIR COMPETITION—THE DEMISE OF 
ERIE v. TOMPKINS? 


Julius R. Lunsford, Jr.* 


Judge Learned Hand recently said that the Lanham Act “did indeed put fed- 
eral trade-mark law upon a new footing.’”* The eminent jurist stated further : 


The Act of 1905 had made the registration of a trade-mark only prima facie evidence 
of ownership, and the question must be regarded as never finally settled whether it created 
a substantive federal trade-mark law, as distinct from the common law of the states, or 
whether it merely gave jurisdiction to the district courts and certain procedural advantages 
to the owner. The Lanham Act put an end to any doubts upon that score, and to the con- 
fused condition in which those doubts involved the whole subject, especially after Erie 


Railroad Company v. Tompkins.” 


This statement was in accord with the position previously stated by Diggins 
in Federal and State Regulation of Trade-Marks. Yet two months later District 
Judge Reeves, asserting that he was applying the general law of trade-marks, held 
that State law applies in federal court actions for infringement of a trade name.** 

Does the Johnson case, supra, mean that the doctrine of Erie v. Tompkins* 
is no longer applicable in cases involving trade-marks? It is the purpose of this 
article to explore and endeavor to ascertain the effect, if any, of the Lanham Act 


on the doctrine. 





* Member of the Georgia Bar. - 
Author's Note: It has been said that trade-marks are in a period of transition. The accuracy 


of this statement has been illustrated by the request for a model state trade-mark bill by the 
National Association of Secretaries of State at its annual conference in October; by the meeting 
of The United States Trade Mark Association’s Coordinating Committee in November to draft 
some suitable amendments to the Lanham Act; and the voluminous literature explaining the 
new Act which has extended over into non-legal publications such as Fortune, Tide, and Printer’s 
Ink. Yet the courts seem hesitant to consider the impact of the Act—now over two years old— 
only one court having touched directly on its effect. upon the Erie doctrine. This article is 
written with the hope that it might serve as an impetus to the courts to interpret the Act in 
order to either show that amendments are unnecessary or to serve as a guide for amendments 
necessary to carry out the intent of the Act. 

1. S. C. Johnson & Son v. Johnson, 175 F. 2d 176, 178 (C. C. A. 2 1949); cert. denied 
18 L. W. 3124 (Oct. 18, 1949). 

2. Idem, but see Kitty Kelly Shoe Corporation v. Stallings, 84 F. Supp. 816 (D. C. E. D. 
_ 1949): “. . . . the Trade-Mark Act of 1946 does not give the plaintiffs any substantive 
rights.” 

3. 14 Law & Contemp. Prob. 200 (1949) at page 213: “The Lanham Act not only eliminates 
the effects of the Erie Decision in the Federal Courts, but makes state law wholly ineffective 
in all cases of unfair competition in commerce subject to the power of Congress.” 

4a. Cook Paint & Varnish Co. v. Cook Chemical Company, 82 U. S. P. Q. 409 (D. C. W. D. 
Mo. decided Aug. 8, 1949). Important extensions of the Erie Railroad doctrine were made 
recently by the Supreme Court. State laws relating to security for litigation expenses, denying 
access to state courts by foreign corporations not qualified to do business in the state, and pro- 
viding that an action is not commenced until the summons is served, were held applicable in 
federal diversity suits. Woods v. Interstate Realty Co., 17 L. W. 4565 (Aug. 2, 1949) ; United 
States v. National City Lines, Inc., 17 L. W. 4459 (Aug. 2, 1949); and Cohen v. Beneficial 
Industrial Loan Corp., 17 L. W. 4530 (Aug. 2, 1949). 

4b. 304 U. S. 64 (1938). 
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I. Historical Background 





In order to properly approach this question it is necessary to study the back- 
ground and development of the Erie doctrine and to examine the pertinent charac- 
teristics of trade-marks and unfair competition. The protection of trade-marks 
originated as a police measure to prevent “the grievous deceit of the people by 
the sale of defective goods.’® This is one of the major bases of protection under 
present-day thinking. A person cannot adopt and use a mark which so resembles 
another in sound or appearance as to mislead, confuse or deceive purchasers. The 
Supreme Court has said: “The consumer is prejudiced if, upon giving an order 
for one thing, he is supplied with something else. In such matters, the public is 
entitled to get what it chooses, though the choice may be dictated by caprice, or by 
fashion, or perhaps ignorance.”* Therefore, the doctrine of unfair competition is 
based upon the theory of protection to the public as well as upon the right of the 
seller to enjoy the good will and reputation symbolized by his trade-mark. 

The first American trade-mark case to be reported was decided in 1837. State 
laws under different titles, but all looking toward the protection of the public by 
means of the regulation of marks on goods, were passed in New York in 1845; 
Connecticut in 1847; Pennsylvania in 1847; Massachusetts, 1850; Ohio, 1859; 
Iowa, 1860; Michigan, 1863; Oregon, 1864; Nevada, 1865; Kansas, 1866; Maine, 
1866; Missouri, 1866. An examination of the state statutes today will reveal that 
there has been little, if any, change in the original enactments. They were framed 
along the same general policy, the purpose being to supplement the common law 
by making infringement of marks registered in the office of the Secretary of State 
a misdemeanor. State registration was not a condition to ownership. State laws 
were ineffective to protect interstate business and as business, aided by extensive 
national advertising, expanded, grew and developed there was need for a national 
act. The first federal law was passed in 1870 and held unconstitutional in 1879. 
This was followed by the Act of March 3, 1881, superseded by the Act of Feb- 
ruary 20, 1905, which was supplemented by amendments in 1920 and 1938. The 
present Act was passed in 1946 and became effective July 5, 1947. A more com- 
plete history of trade-mark laws is given by Daphne Robert who devotes an entire 
chapter to this subject.’ 

The law of trade-marks is but a part of the broader law of unfair competition." 
Unfair competition is the genus, and the infringement of trade-marks is one of the 
species. All trade-mark cases are cases of unfair competition and involve the same 
legal wrong. Under our system of jurisprudence the infringement, as enunciated 
by the trade-mark statutes, is more judicially potent than the law of unfair com- 
petition, the latter having originated out of the artificial common-law distinction 


5. Schechter, The Historical Foundations of the Law Relating to Trade-Mark, p. 20 (1925). 

6. F. T. C. v. Algona Lumber Co., 291 U. S. 67, 78 (1933). 

7. Robert, The New Trade-Mark Manual (1947), Chap. 12, p. 228; the first trade-mark 
case was Thomson v. Winchester, 19 Pick. 214. The 1870 Act was held unconstitutional in 
Trade-Mark Cases, 100 U. S. 82. 

8. United Drug Co. v. Rectanus, 248 U. S. 90, at p. 97 (1918) ; Hanover Star Milling Co. v. 
Metcalf, 240 U. S. 403, at pp. 412-13 (1916). 
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between technical and non-technical trade-marks. Mr. Justice Pitney supported 
this view in the following language: 


The essence of the wrong consists in the sale of the goods of one manufacturer or 
vendor for those of another. ... This essential element is the same in trade-mark cases 
as in cases of unfair competition unaccompanied with trade-mark infringement. The pro- 
tection accorded trade-marks is merely protection against swindling.® 


The Trade-Mark Act of 1905 was our basic statutory law until 1947. It was 
the result of piecemeal legislation in which Congress sought to provide adequate 
definitions of the rights and remedies afforded to trade-mark owners.’° The benefits 
of the Act were procedural only and the nature and scope of the right in a registered 
trade-mark remained a common-law matter. The common law of the forty-eight 
states was uncertain due to the lack of precedents.** The cases were usually con- 
fined to disputes between local merchants.” Trade-mark and unfair competition 
cases were usually confined to commercial centers which resulted in some states 
having little or no decisional law. Therefore, the courts were handicapped in 
affording adequate protection because they had no uniform law to guide them. Sev- 
eral authorities, in commenting on the slow progress of the courts in endeavoring to 
uphold honesty in commercial dealings, pointed out that the damage was done before 
the courts had formulated the rules of the game.’* The confusion and conflict 
in the laws of the various states was responsible for the enactment of the succeed- 
ing federal laws. The need for uniform regulation was recognized as early as 1921. 
This situation coupled with the inadequacy of the 1905 Act and the added confusion 
subsequent to 1938 was responsible for the passage of the Lanham Act. 


9. Hanover Star Milling Co. v. Metcalf, 240 U. S. 403, at pp. 412-13. Since many acts not 
strictly competitive are included under the term “unfair competition” see the definition in Nims, 
Vol. I, Unfair Competition and Trade-Marks, 30-35 (1947); Derenberg, Trade-Mark Protec- 
tion and Unfair Trading, Chap. II at page 41, et seg. (1936) ; Haines, Efforts to Define Unfair 
Competition, 29 Yale L. J. 1, at p. 9 (1919-20) ; 29 Harv. L. Rev. 763 (1919) ; 13 Ill. L. Rev. 
708 (1919) ; Lunsford, Are Our Courts Protecting Secondary Meaning Marks? 39 T. M. R. 767 
(1949); Rogers, The Lanham Act and the Social Function of Trade-Marks, 14 Law and 
Contemp. Prob. 173 (1949) at p. 180, quoting Senator Pepper’s remarks when the Lanham Bill 
was reported favorably on May 14, 1946; Diggins, Federal and State Regulation of Trade- 
Marks, 14 Law. & Contemp. Prob. 200 (1949) ; Handler, Unfair Competition, 21 Iowa L. Rev. 
175, 179 (1936). See also: International News Service v. The Associated Press, 248 U.S. 215 
(1918), and Steiff v. Bing, 215 Fed. 204 (S. D. N. Y. 1914), where it was said unfair com- 
petition consists of selling goods by means that shock judicial sensibilities. 

10. Lunsford, Trade-Mark Infringment and Confusion of Source; Need for Supreme Court 
Action, 35 Va. L. Rev. 214; Robert, Commentary on the Lanham Trade-Mark Act, 15 
U. S. C. A. 265 (1948) ; cf. Brown, Book Review, 58 Yale 511 (1949); Diggins, op. cit. supra. 
1902), National Telegraph News Co. v. Western Union Tel. Co., 119 Fed. 294, 299 (C. C. A. 7, 
12. Rogers, Unfair Competition, 35 T. M. R. 126, at 130 (1945), and New Concepts of 
Unfair Competition, 38 T. M. R. 259, at 263 (1948). 

13. Nims, The Law of Unfair Competition, Ch. 5 (1917): “It seems sometimes as if the 
progress of the unscrupulous merchant and manufacturer is inventing new schemes for filching 
away the trade of others unfairly has been far more rapid than that of the courts in finding 
ways of protecting the honest business man against such schemes.” Rogers, New Concepts of 
Unfair Competition Under the Lanham Act, 38 T. M. R. 259, 270 (1948): “Experience shows 
that by the time the judicial machinery arrives at a place where the pirate was yesterday, ready 
to deal with him, that elusive person has moved forward and is still a little ahead—at a place 
where the courts will not reach him until tomorrow—and is there engaged in doing something 
which will enable him to advantage himself at someone’s else expense in some manner hitherto 
unthought of.” See also: Rogers, The Ingenuity of the Infringer and the Courts, 11 Mich. L. 
Rev. 358 (1913). 
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II. Erie v. Tompkins 


On April 25, 1938, the Supreme Court of the United States overruled the theory 
of Swift v. Tyson** and introduced a new doctrine which required Federal Courts 
to apply the substantive law of the state in which they sit.*° This highlighted the 
lack of uniformity in the laws of the states to which subsequent decisions attest. 
The significance of the decisions has been commented upon by numerous writers." 
As frequently is the case, some courts have used the views expressed therein as 
guideposts for their decisions. An examination of the cases reveals that the views 
of the commentators have been confirmed to a certain degree. In the first trade- 
mark case decided by the Supreme Court after the Erie case, Kellogg Company v 
National Biscuit Company,” the court stated that the Erie doctrine applied to trade- 
mark cases."* Since this case involved common-law trade-marks it is necessary 
to determine the trend developed by subsequent decisions. In doing so this dis- 
cussion will be confined to (a) trade-marks registered in the United States Pat- 
ent Office; (b) common-law claims joined with a registered trade-mark; (c) com- 


mon-law trade-marks and unfair competition ; and (d) conflict of laws with respect 


to intent.’® 


(A) Trade-Marks Registered in the United States Patent O ffice 


The federal courts had jurisdiction in cases involving infringement of trade- 
marks registered under the Trade-Mark Act of 1905.” Though some courts have 
held otherwise” questions arising under the Trade-Mark Act with respect to 


14. 16 Pet. 1, 10 L. Ed. 865 (1842). 

15. Erie Railroad v. Tompkins, 304 U. S. 64 (1938). 

16. Shulman, The Demise of Swift v. Tyson, 47 Yale L. J. 1336; Tunks, Categorization 
and Federalism: “Substance” and “Procedure” After Erie R. Co. v. Tompkins, 34 Ill. L. Rev. 
271 (1939) ; Zlinkoff, Erie v .Tompkins: In Relation to the Law of Trade-Marks and Unfair 
Competition, 42 Col. L. Rev. 955 (1942) reprinted in 32 T. M. R. 81 (1942) ; Some Reactions 
to the Opinion of Judge Wyzanski in National Fruit Products Co. v. Dwinell-W right Co., 
37 Bull. 131 (1942), and Monopoly versus Competition, 53 Yale L. J. 514 (1944); Chaffee, 
Unfair Competition, 53 Harv. L. Rev. 1289, 1299 (1940); Clark, State Law in the Federal 
Courts: The Brooding Omnipresence of Erie v. Tompkins, 55 Yale L. J. (1946). The most 
recent treatment (after Lanham Act) is found in Diggins, Federal and State Regulation of 
Trade-Marks, 14 Law & Contemp. Prob. 200 (1949). 

17. 305 U. S. 111 (1938). 

18. Idem, note i, p. 113. Cf., Armstrong Paint & Varnish Works v. NuEnamel Corporation, 
305 U. S. 315 (1918). Only a few days after the Erie case the Supreme Court held: “The 
doctrine applies though the question of construction arises not in an action at law, but in a suit 
of equity.” Ruhlin v. New York Life Ins. Co., 304 U. S. 202, at p. 205. 

19. S. C. Johnson & Son v. Johnson, 175 F. 2d 176, 178, 179 (C. C. A. 2, 1949): “Never- 
theless, although it is no longer open to doubt that the present act created rights uniform 
throughout the Union, in the interpretation of which we are not limited by local law, it does 
not follow that, in determining what these are, we are not to be guided by the existing common- 
law, especially in regard to issues as to which that law was well settled in 1946.... It is quite 
enough to explain the change of diction in the Lanham Act that Congress wished to—make 
the protection of the new right coextensive with the law of unfair competition as it was in 1946, 
just as the Act of 1905 had made it coextensive with the law of 1905.” 

20. 33 Stat. 728 (1905), 15 U. S. C. Sec. 97; The Federal Judicial Code, effective Septem- 
ber 1, 1948, also contains a further expression of the Congressional intent to broaden the 
jurisdiction of the federal courts in trade-mark and unfair competition matters. 28 U. S. C. 
Sec. 1338(b). 

21. Mishawaka Rubber & Woolen Co. v. S. S. Kresge Co., 119 F. 2d 316 (C. C. A. 6, 
1941), modified by Supreme Court discussed infra; Folmer Graflex Corp. v. Graphic Photo 
Service, 44 F. Supp. 429 (D. C. D. Mass. 1942). 
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registrability, infringement, defenses and remedies, are governed by federal law.”* 
Section 34 of the Judiciary Act of 1789 declares: “The laws of the several states 
except where the Constitution, treaties or statutes of the United States otherwise 
require or provide shall be regarded as rules of decision in trials at common-law, in 
the courts of the United States, in cases where they apply.’’”* 

The Erie doctrine was held by the Supreme Court not to extend beyond cases 
where the federal court’s jurisdiction is predicated upon diversity of citizenship.” 
Mr. Justice Jackson speaking for the court, in interpreting a federal statute which 
codified the common law, stated: 


Were we bereft of the common law, our federal system would be important. This 
follows from the recognized futility of attempting all-complete statutory codes, and is 
apparent from the Constitution itself.”® 


In the Mishawaka case,” the Supreme Court granted certiorari “solely to review 
the provisions of the decree dealing with the measure of profits, and damages for 
the infringement found by the lower courts.” Mr. Justice Frankfurter writing 
for the majority, pointed out: 


The right to be protected against the unwarranted use of the registered mark has been 
made a statutory right by that Act. Thaddeus Davids v. Davids, 233 U. S. 461, 471... . 
The starting point of the case before us is respondent’s infringement of the petitioner’s 
trade-mark in violation of the federal Act.** 


Likewise, Mr. Justice Black’s dissenting opinion, was concluded as follows: 


Finding nothing in the Trade-Mark Act of 1905 which compels such a result, I can see 
no abuse of discretion in the decree of the trial court which the Circuit Court of Appeals 
affirmed.?® 


Seventh Circuit cases* had held that claims for infringement of a registered 
mark were governed by federal law but claims of unfair competition based solely on 
defendant’s use of the mark in question were governed by state law. Subsequently, 
in 1943, the Court reversed those decisions on the latter point in the Philco case™ 
and stated: 


The policy of a statute which Congress has enacted under its constitutional power to 
regulate interstate commerce may not be defeated or obstructed by state law, whether deci- 
sional .... or statutory®* .... but held that application of the Act was limited to that 


22. Philco Corp. v. Phillips Mfg. Co., 133 F. 2d 663 (C. C. A. 7, 1943); National Fruit 
Products Co. v. Dwinell-Wright Co., 47 F. Supp. 499 (D. C. Mass. 1942). See also Callman, 
Unfair Competition and Trade-Marks, Vol. 2, p. 1584 (1945); Clark, State Law in Federal 
Courts, 55 Yale L. J. 267 at pp. 282-3 (1946). 

23. 1 Stat. 92 (1789), 28 U. S. C. A. 725 (1928) ; Rev. Stat. Sec. 721 (1875), 28 U. S. C. 
Sec. 725 (1946). 

24. D’Oench, Duhme Co. v. Federal Deposit Ins. Co., 62 Sup. Ct. 676 (1942). 

25. Idem, at p. 685. 

26. 316 U. S. 203, 205 (1942). 

27. Supra, note 21. 

28. 316 U. S. 203, 205, 206 (1942). 

29. Idem, at p. 209. 

30. Rytex v. Ryan, 126 F. 2d 952 (C. C. A. 7, 1942), and Time, Inc. v. Viobin Corporation, 
128 F. 2d 860 (C. C. A. 7, 1942). Cert. denied 317 U. S. 673 (1943). 

31. Philco Corp. v. Phillips Mfg. Co., 133 F. 2d 663 (C. C. A. 7, 1943). 

32. Idem, at pp. 671-672. 
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part of the field of unfair competition having to do with “passing off” effected solely by the 
use of a trade-mark.** 


It is believed with respect to trade-mark infringement that the better view 
was expressed by the First Circuit in Dwinell-Wright Company v. National Fruit 
Products Company. In that case the court decided that federal and not state 
local law governed claims of trade-mark infringement, even with respect to differ- 
ent goods, in a suit where the marks in dispute had been registered under the 1905 
Act, and the jurisdiction of the Court was predicated in part upon that Act, 
although diversity of citizenship was present also. In any event this analysis has 
shown that even prior to the Lanham Act questions involving the registered mark 
should be governed by federal law. 


(B) Common-Law Claims Joined With a Registered Trade-Mark 


Zlinkoff concluded his Reactions to Opinions of Judge Wyzanski*™ as follows: 


. the solution for the difficulties can be avoided by having the local law govern all 
claims and issues over which the federal court’s jurisdiction is sustainable simply by 
virtue of diversity of citizenship, but that all issues over which federal jurisdiction is sus- 
tainable other than upon the basis of diversity be governed by federal law.*” 


Federal jurisdiction over a common-law claim joined with a federal cause of 
action in absence of diversity of citizenship could only be predicated upon the doc- 
trine of Hurn v. Oursler.° This case held that it is a general rule that where the 
federal court has acquired jurisdiction by virtue of a federal question it may decide 
also the local questions involved. It decreed that claims of copyright infringement 
and unfair competition are not separate causes of action but are different grounds 
asserted in support of the same cause of action. This doctrine has been applied to 
trade-marks by the Supreme Court since the Erie doctrine.’ In addition Mr. 
Justice Jackson pointed out that the Supreme Court had not extended the Erie 
doctrine to cases not involving diversity of citizenship. This should answer the 
question as to the applicability of the doctrine to cases joining the two claims. 

Some courts have not taken that approach. In Triangle Publications v. New 
England Newspaper Pub. Co.** it was held that state law would apply when the 
sole issue was one of unfair competition. We have discussed previously the Seventh 
Circuit’s decisions in the Ryan and Time cases. These cases were eventually over- 
ruled by the Philco case, which unfortunately contained the limitations that only 
the decisional law that existed in 1905 should apply. 


33. Idem, at p. 672. 

34. 140 F. 2d 618 (C. C.. A. Est, 1944). The district court, supra, held plaintiff did not have 
a cause of action for unfair competition under Mass. law but did have a cause of action for 
infringement under federal law. Plaintiff did not appeal from the dismissal of its claim for 
unfair competition. See Zlinkoff, Monopoly v. Competition, 53 Yale L. J. 514, at 542, et seq.. 
where he advocates a restriction of the Tompkins doctrine in this field. The Lanham Act 
fulfilled his desire: Lunsford, op. cit. supra, 35 Va. L. Rev. 214 (1949). 

35a. Supra, note 16. 

35b. 32 T. M. R. 131, at p. 135. 

36. 289 U. S. 238, (1933). 

37. Armstrong Co. v. NuEnamel, 305 U. S. 315. 

38. 46 F. Supp. 198 (D. C. D. Mass. 1942) ; 56 Harv. L. Rev. 298 (1942). 
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Should the courts adopt this position in respect to the Lanham Acct it is believed 
that the Bulova decision” is controlling. There Judge Sweeney held that an unfair 
competition count is also governed by federal law when the jurisdiction of the 
court does not depend upon diversity. The Eighth Circuit decided the Seventeen 
case“ on the basis of the Nu-Enamel case,” and went a step further and applied 
general law. Judge Yankwich also decided the Brooks case** on general law and 
commented that he was bound only by decisions of the Ninth Circuit..* Judge 
Clark has cited several cases where the issue was decided on the basis of general 
law without mentioning the Erie case.* 

This writer is in accord with Zlinkoff and, while there is conflict on this sub- 
subject, believes that “the law of competition should walk shoulder to shoulder 
with commerce.””* 


(C) Conimon-Law Trade-Marks and Unfair Competition 


Where the violation of a common-law trade-mark and unfair competition con- 
stitute the cause of action, jurisdiction of a federal court rests solely on diversity. 
Prior to the Lanham Act most of the commentators were in agreement that the 
question must be determined by local law. This section is included solely for a 
premise to discuss the effect of the Lanham Act on this phase, infra. The Supreme 
Court in Pescheur Lozenge Co., Inc.” v. National Candy Co., Inc., held: 


The only cause of action that this record could possibly support is for unfair competi- 
tion and common-law infringement, to which local law applies.*® 


However, Professor Chaffee questioned the wisdom of applying the Erie doctrine 
to any case involving unfair competition.” 


(D) Conflict of Laws With Respect to Intent 


The question of intent affords an interesting subject for the application of the 
Erie doctrine since the doctrine has been held to apply to suits in equity.** Intent 
is not important in infringement cases involving technical trade-marks. For many 


39. Bulova Watch Co. v. Stolzberg, 69 F. Supp. 543, at 546 (D. Mass. 1947) ; 60 Harv. L. 
Rev. 821 (1947). 

40a. Hanson v. Triangle Publications, 163 F. 2d 74 (C. C. A. 8, 1947). 

40b. Supra, note 18. 

41. Brooks Bros. v. Brooks Clothing of California, 60 F. Supp. 442 (D.C. S. D. Calif. 1945). 

42. Idem, at p. 448. 

43. 55 Yale L. J. 267 at p. 283; R. C. A. Mfg. Co. v. Whiteman, 114 F. 2d 86 (C. C. A. 2, 
1940) ; American Fork & Hoe Co. v. Stampit Corp., 125 F. 2d 472 (C. C. A. 6, 1942), and 
J.C. Penney Co. v. H. D. Lee Mercantile Co., 120 F. 2d 949 (C. C. A. 8, 1941). Diggins points 
out that a great body of federal law was built up and practically speaking there was a substan- 
tive federal common law. 14 Law & Contemp. Prob. 202 (1949). See also: Chaffee, Unfair 
Competition, 53 Harv. L. Rev. 1289 at p. 1299 (1940). 

44. B.V.D. Co. v. Davega City Radio, 16 F. Supp. 659 (S. C. S. D. N. Y. 1936), 28 U. S. C. 
Sec. 1338 (1948) ; King Pharr Canning Operations, Inc. v. Pharr Canning Co., 85 F. Supp. 150 
(W. D. Ark. 1949). 

45. 315 U. S. 666 (1942). 

_ 46. Idem, at 667. For other cases see Addressograph-Multigraph Corp. v. American Expan- 
sion Bolt & Mfg. Co., 124 F. 2d 706 (C. C. A. 7, 1941), and those cited supra. 

47. 53 Harv. L. Rev. 1289, 1299. 

48. Mutual L. Ins. Co. v. Johnson, 293 U. S. 335 (1934). 











176 TRADE-MARK BULLETIN 40 T. M.R., 





years the federal courts have relieved the owner of a trade-mark from the burden 
of proving fraudulent intent in a suit for infringement.. The Supreme Court has 
recognized the presumption of intent under these circumstances.” A technical 
trade-mark may be infringed unintentionally as well as fraudulently and conse- 
quently an innocent infringement will be enjoined without regard to defendant’s 
intent.” 

Some of the American courts divide unfair competition cases into two classes: 
(1) those that hold that it is not what the defendant intended, but what he did, 
that a court must consider; and (2) those which hold that when the action is based 
on fraud, direct or implied, the fraud must be proved. The former is considered 
the majority view while the latter is classified as an exception to the general rule. 

The Supreme Court held in 1877, in McLean v. Fleming,” that to obtain an 
injunction restraining unfair competition intent to deceive must be proved. Subse- 
quently, the Court made the following comment: 


Undoubtedly an unfair and fraudulent competition against the business of the plaintiff— 
conducted with the intent, on the part of the defendant, to avail itself of the reputation of 
the plaintiff, to palm off its goods as plaintiff’s would, in a proper case, constitute ground 
for relief . ... but the deceitful representation or perfidious dealing must be made out or 
be clearly inferable from the circumstances.™ 


Mr. Justice Holmes suggested doubt as to the position of the court in 1914.* 
Though McLean v. Fleming has never been specifically overruled, Mr. Justice 
Holmes two years later held that the defendants would be chargeable for what 
was an intentional wrong “although the case is wholly devoid of any indication of 
an actual intent to deceive or to steal the reputation of plaintiff’s goods.” 

The general trend is to lay less emphasis on the distinction between trade-mark 
infringement and unfair competition and to give weight to evidence upon which 
inferences of fraudulent intent may be based. The Circuit Courts of Appeal are 


49. Lawrence Mfg. Co. v. Tenn. Mfg. Co., 138 U. S. 537, 549 (1891). 

50. Gulden v. Chance, 182 Fed. 303, 306 (C. C. A. 3, 1910) ; Coty, Inc. v. Parfums de Grand 
Luxe, 298 Fed. 865 (C. C. A. 2, 1924). 

51. Elgin National Watch Co. v. Illinois Watch Case Co., 179 U. S. 665 (1900) ; cf. Ameri- 
can Clay Mfg. Co. of Pa. v. Am. Clay Mfg. Co. of New Jersey, 198 Pa. 189, 193 (1901). 

52. 96 U. S. 245 (1877). 

53. Lawrence Mfg. Co. v. Tenn. Mfg. Co., 138 U. S. 537, 549, 551 (1891). The court 
cited several English cases among which was Thompson v. Montgomery, 41 Ch. Div. 1889, 
where the court found that the defendant had acted with fraudulent intent, but did not indicate 
that this finding was necessary for the granting of relief. The English rule is that the defend- 
ant’s intent is not an essential part of the cause of action. Millington v. Fox, 3 Myl. & Cr. 388 
(1938) ; Cutler summarized it as follows: “If the effect would be to pass off his (defendant's) 
goods as those of the plaintiff, then his honesty of purpose or the absence of any intention to 
deceive is no defense.” Passing Off (1907). 

54. Waterman v. Modern Pen Co., 235 U. S. 88 (1914). 

55. Straus v. Notaseme, 240 U. S. 179, 182 (1916). 

56. Nims, Unfair Competition and Trade-Marks, Vol. 2, p. 1089 (1947) ; Derenberg, Trade- 
Mark Protection and Unfair Competition, 736 (1936) ; Rogers, Comments on the Modern Law 
of Unfair Trade, 3 Ill. L. Rev. 553, “It seems absurd to hold that one trader who uses a label or 
name by means of which his goods are sold as another’s, fraudulently intending this result, 
commits an actionable trespass, while another who uses the same label or name with the same 
result though accidentally or in an honest belief that he has a right, does not. The injury is the 
same in either case and the remedy ought to be.” Warner & Co. v. Lilly & Co., 265 U. S. 526 
(1924) ; Enterprise Mfg. Co. v. Landers, Frary & Clark, 131 Fed. 683 (C. C. A. 2d, 1904); 
F. W. Fitch Co. v. Camille, Inc., 106 F. 2d 635 (C. C. A. 8th, 1939) ; Lunsford, The Unwary 
Purchaser in Unfair Trade Cases, 1 Mercer L. Rev. 48, at p. 50 (1949). 
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practically uniform in holding that it is not necessary to prove intent in unfair 
competition cases.” 

Some state courts followed the English rule prior to McLean v. Fleming.” 
While the state courts have been slow to follow the precedent of federal decisions,” 
today the majority of them are in accord. Texas seems to be one state in the vast 
minority. An early decision of the Texas court followed the early position of the 
United States Supreme Court.” Unless precluded by statute it may be that Texas 
will follow the general trend today. The situation in the State of Illinois is an 
excellent example of the trend. There are a lot of old cases that held that the only 
kind of unfair competition is the passing off variety, and that the defendant’s goods 
must compete directly with plaintiff’s.°* This ancient concept was finally aban- 
doned in 1943.°° Georgia has a statute passed in 1859, when the law of unfair 
competition was in its infancy, which requires proof of intent. However, the court 
has recognized that the better view is that an actual fraudulent intent need not be 
proved. A recent case indicates that Georgia is willing to accept and adopt the 
modern and general rule.* It is hoped that the future interpretation by the courts 
will follow the trend that the real basis is the protection of plaintiff’s good will and 
the prevention of deceit of the public, thus relieving the requirement that fraud 
must be proved. 


III. The Lanham Act 


On July 5, 1947, the new Trade-Mark Law® became effective. It embodies 
many of the provisions of the prior statutes and much of the case law on the sub- 





57. Coty, Inc. v. Parfums de Grande Luxe, 298 F. 865 (C. C. A. 2d, 1924) ; John H. Wood- 
bury, Inc. v. Wm. A. Woodbury Corp., 23 F. Supp. 162 (S. D. N. Y. 1938); Photoplay 
Pub. Co. v. La Verne Pub. Co., 269 F. 730 (C. C. A. 3, 1921) ; Socony-Vacuum Oil Co., Inc. 
v. Rosen, 108 F. 2d 632 (C. C. A. 6, 1940) ; Mishawaka Rubber & Woolen Mfg. Co. v. S. S. 
Kresge Co., 119 F. 2d 316 (C. C. A. 6, 1941) ; Manitowac Pea-Packing Co. v. Numsen & Sons, 
93 Fed. 196 (C. C. A. 7, 1899). 

58. Holmes, Booth & Haydens v. Holmes, Booth & Atwood Mfg. Co., 37 Conn. 278 (1870) ; 
Davis v. Kendall, 2 R. I. 566 (1850). 

59. Wirtz v. Eagle Bottling Co., 50 N. J. Eq. 164, 24 Atl. 658 (1892); Higgins Co. v. 
Higgins Soap Co., 144 N. Y. 462, 39 N. E. 490 (1895) ; McCann v. Anthony, 21 Mo. App. 83 
(1886) ; Kansas Milling Co. v. Kansas Flour Mills Co., 89 Kan. 855, 133 Pac. 542 (1913) ; 
Colgate Abstract Co. v. Coal County Abstract Co., 180 Okla. 8, 67 Pac. 2d 37 (1937) ; Eckhart 
v. Consolidated Milling Co., 72 Ill. App. 70 (1897) ; Atlas Assur. Co. v. Atlas Ins. Co., 138 Ia. 
282, 112 N. W. 232 (1907) ; Boston Shoe Shop v. McBroom Shoe Shop, 196 Ala. 262, 72 So. 
102 (1916) ; Dodge Stationery Co. v. Dodge, 145 Col. 380, 78 Pac. Rep. 879 (1904) ; Churchill 
Downs Distilling Co. v. Churchill Downs, Inc., 262 Ky. 567, 90 S. W. 2d 1041 (1936); Lamb 
Knit Goods Co. v. Lamb Glove & Mitten Co., 120 Mich. 159, 78 N. W. 1072 (1899) ; Federal 
Securities Co. v. Federal Securities Corp., 129 Ore. 375, 276 Pac. 1100. 

60. Goodman v. Bohls, 3 Tex. Civ. App. 183, 22 S. W. 11 (1893). 

61. Time, Inc. v. Viobin Corp., 128 F. 2d 860 (C. C. A. 7, 1942) ; The Stevens-Davis Co. v. 
Mather & Co., 230 Ill. App. 45 (1923). 

62. Lady Esther, Ltd. v. Lady Esther Corset Shoppe, 317 Ill. App. 451, 46 N. E. 2d 165 
(1943) ; Metropolitan Opera Ass'n v. Metropolitan Opera Ass’n of Chicago, 79 U. S. P. Q. 386 
(D. C. N. D. Ill. 1949). 

63. Atlanta Paper Co. v. Jacksonville Paper Co., 184 Ga. 205, 190 S. E. 777 (1937) ; cf. Saun- 
mw. Atlanta Company v. Drive It Yourself Co. of Georgia, 158 Ga. 1, 123 S. E. 132 

64. Kay Jewelry Co. v. Kapiloff, 204 Ga. 209, 49 S. E. 2d 19 (1948) ; 38 Harv. L. Rev. 370 
(1925). The modern view is adequately expressed by the Wisconsin case of Adam Hat Stores, 
Inc. v. Scherper, 45 F. Supp. 804 (D. C. E. D. Wisc. 1942): “It is not necessary to prove 
intentional fraud if the court sees that the customers are confused.” 

65. Act of July 5, 1946, 60 Stat. 427, 15 U. S. C. Sec. 1051 (1946), et seq. 
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ject, but it eliminates many of the prior limitations on protection generally, and 
broadens the rights and remedies of the owners of registered marks. It is the pur- 
pose of this article to ascertain and examine the extent to which the Act has brought 
uniformity. 

A. Purpose 


The report of the Senate Committee on Patents urged passage of the Act in 
the following language: 


The theory once prevailed that protection of trade-marks was entirely a state matter 
and that the right to a mark was a common-law right. This theory was the basis of 
previous national trade-mark statutes. Many years ago the Supreme Court held... . 
that there is no common law. It is obvious that the states can change the common law 
with respect to trade-marks and many of them have, with the possible result that there 
may be as many different varieties of common law as there are states. A man’s rights in 
one state may differ widely from the rights which he enjoys in another. 

However, trade is no longer local, but is national. Marks used in interstate commerce 
are properly the subject of federal regulation. Jt would seem as if national legislation 
along national lines securing to the owners of trade-marks in interstate commerce definite 
rights should be enacted and should be enacted now.® 


This statement, especially the italicized portion, shows a clear intent to enact 
a uniform trade-mark act. Furthermore, Congress was cognizant of the defects, 
obscurities, and uncertainties of the prior law and the need for a uniform federal 
law. We have a direct statement of a national policy stated specifically by Congress 
in the Act: 


The intent of this Act is to regulate commerce within the control of Congress by mak- 
ing actionable the deceptive and misleading use of marks in such commerce; to protect 
registered marks used in such commerce from interference by state or territorial legisla- 
tion; to protect persons engaged in such commerce against unfair competition; to prevent 
fraud and deception in such commerce by the use of reproductions, copies, counterfeits, or 
colorable imitations of registered marks; and to provide rights and remedies stipulated by 
treaties and conventions respecting trade-marks, trade names unfair competition entered 
into between the United States and foreign nations. 


In summation, the purpose of the Act as above stated, is to protect trade-marks 
and to suppress unfair competition. 


B. The Effect of the Lanham Act 


The Lanham Act is entitled “An Act to provide for the registration of trade- 
marks used in commerce, to carry out the provisions of certain international con- 
ventions, and for other purposes.” This preamble and the expression of intent leave 
no doubt that the Lanham Act has removed the application of the Erie doctrine, 
relating to (A) Trade-Marks Registered in the United States Patent Office, and 
(B) Common-Law Claims Joined With a Registered Trade-Mark.® Therefore, 


66. Sen. Rep. No. 1333, 79th Cong. 2d Sess. (1946). 

67. 60 Stat. 443, 15 U. S. C. Sec. 1127 (1946). 

68. Philco Corp. v. Phillips Mfg. Co., 133 F. 2d 663 (C. C. A. 7, 1943), led the way for 
cases under the new Act where the right of action arises under the federal law and jurisdiction 
is given the Federal Courts. Robert, The New Trade-Mark Manual, 194 (1947): “All questions 
involving the rights of a registrant will be determined under that law (Lanham Act).” S. C. 
Johnson & Sons v.'Johnson, 175 F. 2d 176 (C. C. A. 2d, 1949) at p. 178: “The Lanham Act 
put an end to any doubts upon that score, and to the confused condition in which those doubts 
involved the whole subject, especially after Erie Railroad v. Tompkins.” It may be noted 
here in passing that, as of the present time, there are two conflicting court decsions with regard 
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the discussion under this section will be confined to (C) Common-Law Trade- 
Marks and Unfair Competition. 

Rogers,” Robert,” and Diggins” are all of the opinion that the Erie doctrine 
is no longer binding on the federal courts with respect to unfair competition. Yet 
to date the courts have failed to so interpret the Act.” Mr. Rogers argued in 1945 
that the various treaties the United States has made with most of the nations of 
both hemispheres had given us a Federal Code of Unfair Competition. Ten years 
earlier he and Doctor Ladas as a committee of the American Group of the Inter- 
national Association for the Protection of Industrial Property reported to the 
Commissioner of Patents that the International Convention for the Protection of 
Industrial Property was self-executing in the United States.* The judiciary 
attempted to inject this new and broader concept of unfair competition into Ameri- 
can law in the Bacardi case.” The Bacardi case held that the Inter-American Con- 
vention was self-executing and created substantive rights. This decision was the 
basis for Rogers’ argument in 1945. However, the decision has been subjected to 
the passive resistance of the courts in the same manner in which the courts treated 
McLean v. Fleming on fraudulent intent. Three years later and after the effective 
date of the Lanham Act, Rogers again pointed out that we have a National Code of 
Unfair Competition and that the Federal Courts are given jurisdiction to enforce 
it under the Lanham Act.** Still the courts are silent on this proposal. 

The most recent treatment of this subject has been by Bartholomew Diggins, 
cited frequently herein. Mr. Diggins presents a strong argument to support the 
contention that the Erie doctrine is eliminated. Section 39 of the Lanham Act 





to the territorial scope of the new Act in infringement cases. In Cole of California v. Collette, 
79 U. S. P. Q. 267 (D. C. Mass. 1948), it was held that a purely local infringer was liable 
under the Act on the ground that his sales adversely affected registrant’s right to use the mark 
in commerce, while the opposite conclusion was reached in C. B. Shave Corp. v. Peter Pan 
Style Shop, Inc., 84 F. Supp. 86 (D. C. N. D. Ill. 1949). The former view is supported by 
Adam Hat Stores v. Scherper, 45 F. Supp. 804 (D. C. E. D. Wisc. 1942), decided prior to the 
Lanham Act. 

69. Rogers, Introduction to The New Trade-Mark Manual, XIX (1947): “I suggest, there- 
fore, that the binding force of the decisions of the courts of the various States with respect to 
unfair competition and the obligation on the Federal Courts to apply them, supposed to result 
from Erie v. Tompkins, are now removed. I suggest further that State decisions have been 
supplanted by the conventions and the Federal statute, and for the first time citizens of the 
United States are assured in Federal Courts of effective protection against unfair competition 
by national law.” For a complete treatise on the effect of treaties see McDougal and Lans, 
Treaties and Congressional-Executive Agreements, 54 Yale L. J. 181 (1945). 

70. Robert, The New Trade-Mark Manual, 177 (1947): “The new Act makes an action 
for unfair competition relief a statutory right of action and protection will be granted under the 
Federal law and not limited to the common law of the states.” 

71. Diggins, op. cit. supra, 14 Law & Contemp. Prob. 200, at p. 213: “The Lanham Act 
not only eliminates the effects of the Erie decision in the federal courts, but makes state law 
wholly ineffective in all cases of unfair competition.” 

72. Food Fair Stores, Inc. v. Food Fair, Inc., 83 U. S. P. Q. 14 (C. C. A. 1, 1949), held 
that state law governs unfair competition action in federal court; Browning King Co. of New 
York v. Browning King Co., 176 F. 2d 105 (C. C. A. 3, 1949) ; Cook Paint and Varnish Co. v. 
Cook Chemical Co., 82 U. S. P. Q. 409 (D. C. Kan. 1949). 

73. Rogers, Unfair Competition, 35 T. M. R. 126 (1945) ; Bacardi Corporation v. Domenech, 
311 U. S. 150 (1940). 

74. 30 Bull. of U. S. T. M. Ass’n 1 (1935). 

_ 7. 311 U. S. 150 (1940); Ladas, The Self-executing Character of International Conven- 
tions on Industrial Property and Their Effects on Substantive Rights, 36 T. M. R. 5 (1941); 
Freer, Some Concepts of Unfair Competition at Home and Abroad, 36 T. M. R. 51 (1941). 

ise New Concepts of Unfair Competition Under the Lanham Act, 38 T. M. R. 259, 
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confers jurisdiction on the federal courts of “all actions arising under the Act, with- 
out regard to the amount in controversy or to diversity or lack of diversity of the 
citizenship of parties.””” . His construction of Section 39 with Section 44% is cer- 
tainly worthy of consideration and from his discussion it would seem that cases 
involving “effective protection against unfair competition” which would include 
all trade-mark and trade name cases, and cases involving protection of trade names 
or commercial names would be actions “arising under” the Lanham Act. He rea- 
sons that when Sections 39 and 44 are construed together it must be concluded that 
Congress intended that unfair competition cases should be actions arising under 
the Lanham Act. While it is true that the Act fails to define “unfair competition” 
the author avers it is for the federal courts to find and decide the meaning of the 
term in the same manner as the federal courts would interpret the remedies.” 
The Lanham Act is intended “to protect persons engaged ... . in commerce 
against unfair competition. . . .° Unfair competition, as used in section 44," 
deals with the broad concept of unfair competition and not merely with “passing 
off” in cases where technical trade-marks are not involved. Section 44(g) 
alludes to this concept in affording protection to trade names or commercial 
names “without the obligation of filing or registration whether or not they form 
parts of marks.” It was thus the intent of Congress to deal not only with 
“registered marks” but with “marks” which are entitled to registration, “trade- 
marks which are entitled to registration,” “trade names” and unfair competi- 
tion. Section 44(h) states that any foreign national, resident or business, “shall 
be entitled to effective protection against unfair competition” and that all the 
remedies in the Act for infringement of trade-marks “shall be available so far 
as they may be appropriate in repressing acts of unfair competition.” Section 
44(i) provides that United States citizens or residents are entitled to the same 
benefits as those granted to foreign persons under this section. The commenta- 
tors” have pointed out that by reading the language of this section in the light 
of the legislative history there seems to be a development of a new body of fed- 
eral statutory law against unfair competition and an action for unfair competi- 
tion in commerce would be one “arising under this Act.’** If their view is cor- 
rect then jurisdiction over such causes is granted to the federal courts. If this 
reasoning is adopted by the courts then federal substantive law will be applied 
and not the common law of the states, thus depriving the Erie Doctrine of its 
effect on cases involving a common-law trade-mark and unfair competition. 
Why haven’t the courts considered the impact of the new legislation? Mis- 
labeling of food and drugs is prevented under the Food and Drugs Act, unfair 
methods of competition are suppressed under the Federal Trade Commission Act 
as well as under the Robinson-Patman and Sherman Anti-Trust Act. Is there 





77. 60 Stat. 440, 15 U. S. C. Sec. 1121 (1946). 
78. 60 Stat. 441, 15 U. S. C. Sec. 1126 (1946). 
79. Diggins, 14 Law & Contemp. Prob. 200 (1949), at p. 211. 

80. 60 Stat. 444, 15 U. S. C. Sec. 1127 (1946). 
81. 60 Stat. 441, 15 U. S. C. Sec. 1126 (1946). All of the terms in quotations are defined in 

Sec. 1127 commonly referred to as Sec. 45. It is noteworthy that “unfair competition” is not 

defined in Sec. 1127. ; 
82. Rogers, Robert, Diggins, supra. See also: Callmann, False Advertising as a Competi- 

tive Tort, 38 T. M. R. 1048 (1948); Rogers, “Introduction to Robert,” The New Trade-Mark 

Manual, XVI, et seg. (1947) ; Robert, idem, at p. 168, et seq. 

83. 60 Stat. 440, 15 U. S. C. Sec. 1121 (1946). 
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a difference between those acts and the Lanham Act which attempts to govern 
markings in general? It may be that the answer is dependent upon the answers 
to the following questions: Why is there no provision for protection nor defini- 
tion of “unfair competition” in the Act? When the definition of the term is left 
to the courts does this impose upon the court the duty to legislate, which is pro- 
hibited? Is the expression of intent in section 45 insufficient since there is no clear 
nor specific mention of “unfair competition” elsewhere? 

An attempt will be made to answer these questions in reverse order. The 
general rule of law is that no intent may be imputed to the legislature in the 
enactment of a law other than such as is supported by the fact of the law itself.“ 
In other words, intent must be determined primarily from the language of the 
statute.*° However, a statutory definition is to be read in connection with other 
provisions of the statute to which the statutory definition applies. The position 
of the commentators, supra, is that when this is done no doubt remains. The 
question still remains whether the body of the Act is clear and unambiguous. 

In answer to the second question it is common knowledge that it is not within 
the province of the court to legislate or to supervise legislation. However, the 
Supreme Court has stated that the right to protection against unfair competition 
is the right to protection in the conduct of a lawful business, thus defining 
unfair competition and deciding what acts constitute unfair competition. The 
Act provides that the persons mentioned in section 44 shall be entitled to effec- 
tive protection against unfair competition and the same remedies provided for 
infringement are available in repressing unfair competition. 

The remaining question would appear to be answered by Rogers: “... . the 
specific methods of doing business which are forbidden are not so clearly defined. 
However, that is as it should be. For the courts are dealing with shrewd and 
ingenious defendants—with calculating competitors—who would like nothing better 
than to be told ‘this is as far as this court will go. You are safe so long as you 
refrain from these specific practices.’ ’** However, the reasoning of Judge Learned 
Hand in the Johnson case*® might apply with equal force in this connection. If 
Congress really meant to create rights uniform throughout the nation with respect 
to unfair competition it should have said so more clearly. 

Why wasn’t the law of unfair competition afforded equal dignity with the law 
of trade-marks in the Act? Callmann seems to have the answer to this query.” 
He reasons that the law of trade-marks is commonly said to be a branch of our law 


84. Deun. ex. deun Scott v. Reid, 10 Pet. (U. S.) 9 L. Ed. 519 (1836). 

85. MacKenzie v. Hare, 239 U. S. 299 (1915). 

86. International News Service v. The Associated Press, 248 U. S. 215, at p. 236 (1918). 

87. Rogers, New Concepts of Unfair Competition, 38 T. M. R. 259, at p. 269 (1948). See 
also: F. T. C. v. Gratz, 253 U. S. 421, at p. 437; 53 Harv. L. Rev. 828 (1940) ; March, Unfair 
Competition Defined, 37 T. M. R. 731 (1947). See also: 59 C. J. 973 (1932): “A statutory 
grant of power or right carries with it by implication, everything necessary to carry out the 
power or right and make it effectual and complete, but powers specifically conferred cannot be 
extended by implication. Where a statute deals with a genus, and the thing which afterward 
comes into existence is a species thereof, the language of the statute will generally be extended 
to the new species.” 

88. S. C. Johnson & Son v. Johnson, 175 F. 2d 176 (C. C. A. 2d, 1949), at p. 181: “If 
Congress really meant to allow every first user of a mark ... . it seems to us that it would 
have said so more clearly.” 

89. Callmann, False Advertising as a Competitive Tort, 49 Col. L. Rev. 876, 38 T. M. R. 
1043 (1948). 
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of unfair competition as pointed out herein. The courts were reluctant in emanci- 
pating unfair competition from its common-law servitude and giving impetus to 
the development of its common-sense concept. He points out that the Lanham 
Act is in harmony with this tradition. 

In construing the Act as to whether or not it eliminated the Erie doctrine in 
unfair competition cases it might be well to examine section 43(a) which provides: 


Any person who shall . . . . use in connection with any goods or services, ... . false 
designation of origin, or any false description or representation, . . . . and shall cause such 
goods or services to enter into commerce, . . . . shall be liable to a civil action .... by 


any person who believes that he is or is likely to be damaged by the use of any such false 
description or representation.” 


This provision codified the proposition, enunciated by the cases,” that a willfully 
false use of a geographical name on goods might be enjoined and established a 
broader concept by omitting the word “willful.” Callmann aptly pointed out that 
the Second Circuit withdrew the comfort offered by the new Act” by holding in 
the California Sportswear case that the new provision merely codifies the doctrine 
of the earlier cases. However, the court was cognizant of the Lanham Act but 
unfortunately the decision was rendered on June 20, 1947, two weeks before the 
effective date of the Lanham Act.* In any event, this section is cited for the pur- 
pose of showing that Congress expressly provided for unfair competition actions 
involving false advertising. 

In an article dealing with an analogous subject Professor Bunn argues that 
neither the Federal Trade Commission nor the courts have been given exclusive 
jurisdiction to enforce the Federal Trade Commission Act.* He advances the 
theory that United States District Courts have jurisdiction of actions under either 
the Federal Trade Commission Act or the Lanham Act without regard to the 
citizenship of the parties or the amount in controversy since both are Acts of Con- 
gress regulating commerce. If his position is correct then federal law is applicable 
to all unfair competition actions involving interstate commerce to the exclusion of 
consideration of state law. 

The fact that it is a general principle to favor such construction of federal statutes 
as would afford uniform application of the law throughout the nation® should not 
be overlooked. Of equal import is the theory that in the interpretation of statutes 
the legislative will is the controlling factor.” The intent can be clearly ascertained 
as stated in section 45. 

In summation, the comments of Mr. Justice Jackson are apropos. The eminent 


90. 60 Stat. 441, 15 U. S. C. Sec. 1125(a) (1946). 

91. Pillsbury-Washburn Flour Mills Co. v. Eagle, 86 Fed. 608 (C. C. A. 7, 1898) ; Grand 
Rapids Furniture Co. v. Grand Rapids Furniture Co., 127 F. 2d 245 (C. C. A. 7, 1942). 

92. Supra, note 89. 

93. California Apparel Creators v. Wieder of California, Inc., 162 F. 2d 893 (C. C. A. 2, 
1947), cert. denied, 332 U. S. 816 (1947). 

94. Idem, at 900, 901. 

95. Bunn, The National Law of Unfair Competition, 62 Harv. L. Rev. 987 (1949). See 
Adler v. Northern Hotel Co., 175 F. 2d 619 (C. C. A. 7, 1949) and cf. Fields v. Washington, 
173 F. 2d 701 (C. C. A. 3, 1949), on federal jurisdiction under the Rent Act of 1947. 

96. F. T. C. v. Bunte Bros., 312 U. S. 349 (1941). 

97. United States v. N. E. Rosenblum Truck Lines, 315 U. S. 50 (1942); United States 
v. Cooper Corp., 312 U. S. 600 (1941). 
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jurist in an address to the American Law Institute** pointed out that a formal 
statute is no longer a safe guide for lawyers’ advice. In answering the question 
whether a statute should mean what was in the minds of the Congress or what its 
language reasonably conveys, he concluded that a statement of basic principles of 
statutory contruction is needed. 


IV. Conclusion 


The extent to which particular situations will be subject to the Lanham Act 
depends upon the determination by the courts of what acts affect commerce: Ter- 
ritorial scope of the Act. The Act applies to “all commerce which may be lawfully 
regulated by Congress.”*® There should be no difficulty in finding that (a) trade- 
mark infringement involving a registered mark; and (b) trade-mark infringement 
involving a registered mark joined with unfair competition are actions “arising 
under” the Lanham Act within the meaning of section 39.°° Does the scope extend 
to an unfair competition action when both parties are engaged in interstate com- 
merce and the unfair competition acts occur in that commerce? Does the scope 
extend to an action where the plaintiff is engaged in interstate commerce and the 
defendant is engaged in a local business? These are the questions that must be 
finally determined by the courts.’” 

The most desirable solution is to find that there is no distinction between unfair 
competition and trade-mark infringement.°? However, popular demand or the 
desirability of such a finding adds nothing to and detracts nothing from the duty 
of the court to construe the law as it is.*°* Judge Clark has pointed out that “the 


Act is rather clearly the expression of . . . . views vigorously held by persons and 
groups who were able to exercise a persuasive influence in the halls of Congress 
during its long period of germination... . For some time I have been urging my 


colleagues to a consideration of the impact of the legislation.”** It is hoped that 
the courts will adopt the policy as stated by Judge Grosscup: “Are we to fail our 
plain duty for mere lack of precedent? We choose, rather to make precedent,’”*” 
and answer the question: Does Erie v. Tompkins still apply to unfair competition 
actions ? 


98. Jackson, The Meaning of Statutes: What Congress Says or What the Court Says, 
34. A. B. A. J. 535 (1948). 

99. 60 Stat. 443, 15 U. S. C. Sec. 1127 (1946) ; March, Territorial Scope of the Trade-Mark 
Act of 1946, 38 T. M. R. 955 (1948). 

100. 60 Stat. 440, 15 U. S. C. Sec. 1121 (1946). 

101. Diggins, op. cit. supra, 14 Law & Contemp. Prob. 200, 212; Robert, The New Trade- 
Mark Manual, Ch. 11 (1947); United States v. Wrightwood Dairy Co., 315 U. S. 110, 120 
(1942) ; Mandeville Farms v. Sugar Co., 334 U. S. 219, 229-235 (1948) ; Judge Wyzanski has 
held that an action based on unfair competition relative to trade-mark infringement gives the 
federal court jurisdiction and it is immaterial that defendant is engaged only in local sales. 
Cole of California, Inc. v. Collette of California, Inc., 79 U. S. P. Q. 267 (D. C. Mass. 1948). 

102. Chaffee, Unfair Competition, 53 Harv. L. Rev. 1289, 1298 (1940). 

103. 50 Am. Jr. 212 (1944); but see Palmer, The Court and the Popular Will: What Is 
Their True Function In Our Legal System, 35 A. B. A. J. 101 (1949). 

104. S. C. Johnson & Son v. Johnson, 175 F. 2d 176, dissenting opinion 180, 181 (C. C. A. 2d, 
1949) ; Robert, The New Trade-Mark Manual, 170-177 (1947). 

105. National Telegraph News Co. v. Western Union Telegraph Co., 119 Fed. 294, 299 
(C. C. A. 7, 1902). 
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SOME OBSERVATIONS ON THE LAW OF COSMETIC 
ADVERTISING 


By Hugo Mock* 


There is, of course, no specific statute covering cosmetic advertising only and the 
provisions of the Food and Drug law and the Wheeler-Lea amendment cover drugs 
as well as cosmetics. What I shall say herein will apply equally to pharmaceutical 
advertising, but less directly to food advertising. However, I am not making any 
distinction between advertising in general—circulars, displays and labels. 

For more than the forty years since the passage of the first food and drug law, 
there have been dozens of cases occupied with the legal distinction between labeling 
and advertising but I do not think this battle is any credit to either the cosmetic 
or pharmaceutical industry—lies which are prohibited on labels should not be 
legal in newspapers or on the radio so for the purposes of this paper I shall make 
no distinction between labeling and advertising. 

The purport of my brief remarks is to try to show that the Federal Trade Com- 
mission and the Food and Drug Administration have been unnecessarily rigid in 
their standards of advertising cosmetics and drugs, more rigid than is required for 
the protection of the public and with the possible disadvantage also of preventing 
much of the logical development of both industries. 

This is not a plea for less rigorous standards in judging what may properly be 
marketed in cosmetics or drugs and the Food and Drug Administration and the 
Federal Trade Commission are to be commended for their vigilance in preventing 
the circulation of harmful drugs and cosmetics. However, it may be mentioned 
in passing, that where there has been widespread damage to the health of the public 
by the circulation of harmful drugs and cosmetics in the last decade, such damage 
has in most instances occurred through inadvertence and in unexpected places and 
in many instances the first information as to the circulation of these products came 
from the manufacturers themselves. 

Unfortunately, some of the same rules that apply to political publicity are current 
in the governmental attitude toward cosmetic advertising. You may promise a new 
heaven and a new earth provided your language is general and not specific. The 
courts have lent their sanction to the use of the word “ideal” and we not only have 
ideal perfumes and cosmetics, but ideal pens and hundreds of other ideal articles. 

“Miracle” is another word which has received the sanction of the government 
inside and outside the Patent Office and we have miracle perfumes and miracle 
salves which are lawfully sold. However, the Federal Trade Commission has said 
that rejuvenescence is misleading in the implication that a visit to the fabled fountain 
of Ponce de Leon is unnecessary. It seems to me that the Federal Courts are more 


Editor’s note: See R. P. Hazzard Co. v. Emerson’s Shoes, Inc., 84 U. S. P. Q. 336 (D. Mass. 
1950), decided since this article was prepared. 

* Member of New York Bar; address delivered before the Food, Drug and Cosmetic Section 
of the New York State Bar Association, January 26, 1950. 
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liberal. Judge Lacombe said, in the case of Holeproof Hosiery Co. v. Wallach 
Bros., 172 Fed. 859, concerning the trade-mark “Holeproof” as follows: 


Defendant contends that complainant has no standing in a court of equity because the 
name it has applied to its hosiery “Holeproof” is false and misleading. We are not 
impressed by this argument. No one surely could be misled into the belief that holes will 
not appear in complainant’s socks if they are worn long enough, and it is difficult to con- 
ceive that any one could be fatuous enough to suppose that by the use of such a word he 
could deceive people by inducing a belief that the goods to which it was applied would 
never wear out. It is a boastful and fanciful word, easily to be distinguished from the 
“Syrup of Figs” and similar cases where the name or description involved misstatements 
as to the manufacture of the advertised product. 


In the case of the word “ideal,” Waterman v. Shipman, 130 N. Y. 301, the 
Court said: 

We think that the word “Ideal,” as applied by Mr. Waterman to fountain pens of his 
own manufacture, comes within the comprehensive definition of a trade-mark as given in 
Selchow v. Baker (supra), and that the plaintiffs, as the owners of the name, are entitled 
to the protection which the law affords to owners of trade-marks, notwithstanding the 
fact that the name is also used to designate the invention. Upon the facts found, the 
plaintiffs were entitled to an injunction restraining the defendants from using the word 
“Ideal” as applied to fountain pens. 


It must be remembered that the writers of our statutes in an attempt to make 
them sufficiently all-inclusive, use language so general that it is difficult to comply 
with the law. A characteristic instance is the Sherman Act itself. This statute 
passed in 1890 says: 


Every contract in restraint of trade or commerce among the several states or with 
foreign nations is hereby declared to be illegal. 


Business Week says in its issue of December 17, 1949 as follows: 


It became obvious a long time ago, for example, that the Sherman Act was so sweeping 
in its language that any attempt to get a bigger percentage of potential business could 
be illegal. This seemed so preposterous that the government prosecutors have never 
attempted to push the law to the fullest extent. 


Literally, this statute is being violated thousands of times every day because 
there are thousands of instances in the sale of ordinary merchandise where such 
sales constitute a limited restraint of trade so the courts in order to render the 
Sherman Act workable at all have read into it a rule of reason, and we should have 
a similar rule of reason in the interpretation of the Food and Drug law and of the 
Wheeler-Lea Act. 

The Federal Trade Commission is engaged in a long struggle with some of 
the publishers about the use of the word “free.” I am aware that the law is not 
made for the protection of the highly intelligent, but even for the average or below 
average person. All this litigation about the use of the word “free” is merely a 
useless academic struggle about the meaning of words because everybody agrees 
that any use of the word “free,” whether you speak of free air or free speech, is con- 
ditioned by other circumstances. Even if you send for a free sample of some- 
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thing, it is not entirely free because you have to pay the postage on a letter or postal 
card to get it. 

As an example of the unsatisfactory working of some of the Federal Trade 
Commission cases, I cite the Bristol-Myers case, Docket No. 4861. In the first 
place, the complaint in this case was issued October 28, 1942, and a cease and 
desist order was issued November 15, 1949. It would seem that if the public wel- 
fare were involved in this case and the use of the respondent’s goods was deleterious 
to the public welfare, it should not have taken seven years to come to a conclusion 
about the advertising involved. The case is being appealed and I, therefore, will 
mention only one paragraph of the cease and desist order which precludes the 
respondent from disseminating any advertisement which says 

that modern or current diets or soft well-cooked foods do not give the gums the exercise 

and stimulation they need or that such diets or foods make the gums susceptible to 

trouble. 


In other words, you must not advertise that gums need exercise. 

It is difficult to fight either the Food and Drug Administration or the Federal 
Trade Commission if it has a set policy and for that reason many a small manu- 
facturer who has not the will or resources to fight the Federal Trade Commission 
has entered into stipulations which were not only unfair but untrue. I quote from 
Stipulation No. 3171, 33 Federal Trade Commission 1664, as follows: 

A perfumer agreed to cease and desist from labeling or otherwise referring to said 
products as “Flower Oils” or through the use of the name of a flower or by means of 
said words “Flower Oils,” in connection with a flower name, or otherwise, so as to import 
or imply that said products are or have been made or compounded from the absolute 
or true oil of flowers or of the named flower, when in fact such is not the case. If the 
odor of a perfume product simulates that of a particular flower, and the name of such 
flower is used to describe such simulated odor, then in that case, the name of such flower 
shall be accompanied by some other word or words printed in equally conspicuous type 
so as to indicate clearly and unequivocally that said product is not made or compounded 
from the oil of the name flower and that the odor of such fragrance is not derived from 
or the result of the use of the oil of the named flower. (July 1, 1941.) 


In the first place, there are many floral names used for perfumes where the 
particular flowers have no odor at all, such as the daisy, or bluet or asphodel. Then 
there is a long list of floral odors where it has been impossible to use the natural 
flower in the manufacture of the odor and I refer to such popular odors as Lily- 
of-the-Valley and Violet. Then there are numbers of other odors which are blends 
and which may have a number of floral constituents but where the prevailing note 
is that of a single flower. As a matter of fact the purchaser of perfumes is never 
interested in the chemical or natural constituents of the perfume but only in the 
odor and its persistence and if the Federal Trade Commission were to adhere in 
carrying out the form of labeling suggested in the stipulation just referred to it 
would render all perfume labeling immediately chaotic and confusing to the public. 

I do not wish to imply that the representative of the Commission who prepared 
this stipulation had any ill motive in preparing such a stipulation but he simply had 
no knowledge whatsoever of perfume manufacturing, selling or labeling and appar- 
ently the respondent did not feel financially qualified to fight the Commission’s 
stipulation. 
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There is another perfume stipulation, 33 Federal Trade Commission 1687, 
where the particular perfumer agreed that he will cease and desist from repre- 
senting that his said perfumes represent exotic fragrances of tropical flowers from 
Hawaii. Many flowers grow in Hawaii, some odoriferous and some not and as 
far as I know there is no such thing as a standard fragrance which would repre- 
sent the Hawaiian flowers. I think it would be very possible for some of our 
technicians in the essential oil trade to reproduce the exotic fragrance of flowers 
from Hawaii in their laboratories better than it can be done in Honolulu. There 
is a well-known odor in the perfume trade known as Chypre, which is supposed 
to represent the fragrance of flowers from the Island of Cyprus but, of course, this 
perfume is not made from Cyprian flowers. 

There are many other stipulations scattered through the reports of the Fed- 
eral Trade Commission which seem to me unnecessarily harsh—one a cease and 
desist order against the use of the term “anti-acid” or words of like meaning, 
41 Federal Trade Commission 400; another, 41 Federal Trade Commission 420, 
that said preparation will smooth out lines, will correct signs of age or imperfec- 
tions, or will give one a clear complexion; another, 41 Federal Trade Commis- 
sion 371, representing directly or by implication that respondent’s product pene- 
trates the skin; representing directly or by implication that respondent’s product 
induces a natural lubrication of the skin. I don’t know what a natural lubricant of 
the skin is although I do know that people have anointed themselves with oils of 
some kind for thousands of years and I do not think that the use of favorite oils 
such as coconut oil or the like has been entirely useless. The executive vice-presi- 
dent of the Toilet Goods Association some time ago made a plea for research and 
the development of what he called “Active Cosmetics.” 


One trend which I think will increase and probably give all of us worry and trouble 
is that toward preparations which might be called “active cosmetics.” Sales of old line 
products such as cold cream, face powder, lipstick and many others will certainly con- 
tinue but I believe we will have more products containing an active ingredient which may 
be expected to have a definite physiological effect upon the skin. This trend is already 
apparent not only in the field of hormone creams which has attracted so much attention, 
but in dentifrices, hair preparations, and I know of developments in other lines which 
may be equally important. Conservatives in the industry sometimes feel that products 
of this sort should be left to the medical profession or at the very least to the pharma- 
ceutical manufacturer. I do not share this feeling. It is my belief that an active cos- 
metic, one which has an actual physiological effect, if backed by sound research which 
will prove both its effectiveness and its complete safety in general use should be launched 
and promoted by cosmetic manufacturers rather than by others. I think the cosmetic 
industry will miss a tremendous opportunity if it leaves the development and sale of these 
products to manufacturers in other fields. 


One direction in which I think both the Food and Drug Administration and the 
Federal Trade Commission are wrong in their approach to advertising in the field 
of cosmetics and drugs is that they insist upon a 100 percent standard if articles 
are advertised for a specific purpose, a standard which it is impossible for any 
article to reach. 

For many decades, quinine has been known as a specific for malaria but it does 
not cure anything like 95 percent of the cases. 
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We have been recently informed that there is not one athlete’s foot, but five 
different diseases masquerading under the generic name of athlete’s foot just as 
there are dozens of skin conditions which are called eczema. Under the present 
rules enforced by the governmental authorities, it seems that it is unlawful to men- 
tion any particular disease on a label or in advertising unless the article can cure 
all cases of that disease which is impossible. 

If the advertising is entirely truthful and mentions its limitations, I believe 
that opportunity should be given to acquaint the public with the virtues of an 
article even though it is not reactive in all cases. 

We are beginning to understand from the wonders of psychosomatic medicine 
that in dealing with a cosmetic or a drug, the effect of same is very largely dependent 
upon the condition of the user. The effect of a vitamin food, a drug, or a cosmetic 
cannot be stated quantitatively because it will depend largely on the condition and 
the attitude of the particular consumer. I am not asking to let down the bars, to 
permit unscrupulous exploitation of the public but I think a modus vivendi should 
be reached with the Federal Trade Commission and the Food and Drug Admin- 
istration by which the manufacturer would not be stigmatized as a criminal in 
making honest and modest claims for his product. 

In conclusion, on the question of the use of superlatives, I quote as an authority 
no less a person than the sage of Concord, Ralph Waldo Emerson. In his poem, 
“Each and All,” he says: 


The lover watched his graceful maid, 

As ’mid the virgin train she strayed, 

Nor knew her beauty’s best attire 

Was woven still by the snow-white choir. 

At last she came to his hermitage, 

Like the bird from the woodlands to the cage ;— 
The gay enchantment was undone, 

A gentle wife, but fairy none. 


There are no absolutes when it comes to standards of beauty, or even standards 
for truth as we have learned to take into account the eye and the mind of the 
beholder. 

A certain amount of free speech must go with free enterprise. The advertiser 
of foods, drugs, or cosmetics should be permitted a reasonable approach to the 
problem similar to what is legal and proper in advertising other commodities. 

I think these problems present no insuperable difficulties which a little sense of 
humor and a little common sense will not solve. 

The curse of bigness to which our Justice Department is so sensitive may have 
effected some of our Washington bureaus. When you consider that the Federal 
Trade Commission has jurisdiction over every kind of competition, including public 
utilities and the thousands of corporations which dominate the American scene it is 
conceivable that in also trying to supervise drug and cosmetic advertising, they are 
covering too much territory. It might be better according to the recommendation 
of the Hoover Commission to turn back the supervisions of advertising in the drug 
and cosmetic field to the Food and Drug Administration. 
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HOME COUNTRY REGISTRATION—ARTICLE 6 PARIS 
CONVENTION* 


Walter Wintery 


The Problem 


The Swiss newspaper ‘“‘Neue Zurcher Zeitung,” No. 1909, dated September 13, 
1948, contained an interesting report on the Lanham Act. The author raised the 
question whether registration on the United States Supplemental Register is a suffi- 
cient basis for registration of the same trade-mark on the Swiss Register, and con- 
versely, whether the United States, by registering a trade-mark of a foreign Unionist 
on the Supplemental Register, complies with its obligation under the Paris Con- 
vention (Art. 6, i.e., telle-quelle clause). The author of the newspaper article 
answered both questions in the negative. The present paper studies this problem. 
For that purpose, it appears necessary to analyze the relevant legal basis and also 
to ascertain what practical purpose the requirement of prior registration of a foreign 
trade-mark in the country of origin is designed to serve. 


The Legal Regulations 


A) The pertinent provisions of the Paris Convention (P. C.) 


Article 2, P. C., recites the principle of legal assimilation of foreign Unionists to 
natives. This article also forbids the enjoyment of any industrial property rights 
to be made dependent upon possession of a domicile or establishment in the country 
where protection is sought. The requirement with respect to the appointment of 
a resident agent to represent the foreign applicant is the only additional burden 
which may be imposed on the foreign applicant. It is to be noted that in this funda- 
mental provision concerning the assimilation of foreign Unionists to natives “the 
rights specially provided by the present Convention” (surpassing the assimilation) 
are explicitly reserved. Article 6 is also of importance in connection with the 
present study. Article 6(A) sets forth that, with certain exceptions, every trade- 
mark duly registered in the country of origin shall be registered and protected “in 
its original form” (“telle-quelle”’) in other countries of the Union. Such other 
countries are entitled, before registering such trade-mark, to request the applicant 
to produce a certificate of registration in the country of origin. Article 6(B) sets 
forth the only reasons for which registration may be refused or cancelled. 

What is the relation between Articles 2 and 6? It is striking that with respect 
to trade-marks which must be registered by a foreign Unionist in accordance with 
Article 6, prior registration in the country of origin may be requested. On the 
other hand, Article 2 imposes the principle of assimilation of foreign Unionists to 
natives. Whereas Article 6 may appear to establish an exception to the principle 
of assimilation, the converse will follow in the present discussion. In general, the 


_ * Authorized translation with minor changes by Maurice W. Levy from a paper appearing 
in Bulletin du Groupe Suisse de A. I. P. P. I., série V, fascicule 3, 1949, page 166. 
t Basel, Switzerland. 
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principle of assimilation governs the basic law of the Union. A national of a country 
of the Union can never have in another country of the Union less right than a natiye 
of such other country, but he may very well have more rights than the native. The 
latter is the case with respect to all such material rights which the Convention posi- 
tively and expressly grants." These fundamental principles which dominate the 
whole law of the Union also apply with respect to the relation between Articles 2 
and 6, the latter being thus subordinate to the former. From this consideration, it 
follows that a Unionist may apply in any foreign Union country for registration of a 
trade-mark on the basis of Article 2, and that such trade-mark must be admitted for 
registration and protection if the conditions therefor as imposed on natives are com- 
plied with, in other words, if the trade-mark meets requirements of the municipal 
legislation. Under these circumstances, the country of importation may not require 
that the trade-mark be registered in the country of origin. Article 6 is not involved 
in such a case.” If, on the other hand, a Unionist requests registration of a trade- 
mark not conforming to the requirements of the internal legislation in the country 
of importation, and for which consequently even a native would not qualify for pro- 
tection, then the former can base his request on Article 6 and the country of importa- 
tion must allow the application unless one of the reasons for rejection as set forth in 
Article 6(B) applies. With respect to an application under 6(A), countries of the 
Union are entitled to demand proof of prior registration in the country of origin. 
Thus, under the law of the Union, two kinds of foreign trade-marks must clearly be 
distinguished : 


(a) trade-marks corresponding to the internal legislation of the country of importation, 
hereinafter designated as “trade-marks conforming to internal legislation,” and 

(b) trade-marks which do not correspond to the internal legislation of the country of 

importation, but which are entitled to registration and protection under Article 6, 

hereinafter designated as “telle-quelle” marks. 


It is thus evident that Article 6 exemplifies rights accorded to nationals of for- 
eign Convention countries which surpass the claim to assimilation with natives of 
the country in which registration is sought. 

Certain groups are of the opinion that Article 6 should be interpreted as entitling 
the countries of the Union to request the production of a certificate of registration 
in the country of origin in connection with any registration of a trade-mark of a 
foreign Unionist, even if the trade-mark meets the requirements of the internal 
legislation of the country of importation.* This interpretation, however, appears 
to be incompatible with the whole philosophy of the Union law, and is not corrobo- 
rated by the history of Article 6. 


At the London Conference for the Revision of the Convention, held in 1934, 
the question of dependency of foreign Unionists’ trade-marks on prior registra- 
tion thereof in the respective countries of origin was discussed. No unanimous 
conclusion was reached. However, new paragraph D was adopted as an addi- 


1. See “Propriété Industrielle” (1925), p. 238; Ladas, International Protection of Industrial 
Property, 1930, pp. 203-205, 210. 
. Ladas, l.c., p. 539. 
3. Cf., “Propriété Industrielle,” 1934, p. 141. 








. MR, 


aii 


-ountry 
L Native 
>. The 
N posi- 
ate the 
icles 2 
tion, it 
on of a 
ted for 
> COm- 
nicipal 
equire 
volved 
trade- 
untry 
r pro- 
Dorta- 
rth in 
of the 
rigin, 


rly be 


for- 
2s of 


tling 
tion 
of a 
ral 
ears 
obo- 


34, 
tra- 
ous 
1di- 


trial 








40 T. M.R. HOME COUNTRY REGISTRATION 191 
CL 
tion to Article 6. Paragraph D provides that a foreign trade-mark, if it conforms 
to internal legislation of the country of importation, becomes independent of 
the mark in the country of origin as soon as it has been registered in the coun- 
try of importation. The question may arise whether it is proper to infer from 
this amendment that trade-marks conforming to internal legislation prior to their 
registration in the country of importation may be considered to be dependent 
upon prior registration in the country of origin. In the author’s opinion, this 
question is to be answered negatively for reasons which follow. 


(1) Article 2 provides for the principle dominating the entire Conven- 
tion agreement. If the contracting parties had wish to make an exception 
thereto, this would have had to be laid down expressly in the instrument of 
the Convention, and it would not appear proper to conclude in favor of the 
existence of an exception merely on the basis of an argumentum e contrario. 
Neither Article 6D nor any other article explicitly authorizes Union coun- 
tries to ignore the principle of assimilation (Article 2) for foreign trade- 
marks conforming to internal legislation. Article 6 states expressly merely 
that such conforming foreign trade-marks (in any case) are independent 
after their registration. This follows from Article 2. 

(2) The several revisions of the Convention have never altered the prin- 
ciple of Article 6. The first sentence of Article 6 has remained materially 
unchanged since 1883. No conference of Union countries has ever recog- 
nized Article 6 to constitute an exception to the principle of Article 2. Such 
exceptions, which, in the practice of certain Union countries, are made by 
requesting Unionists in all countries to produce proof of prior registration 
in the country of origin, are erroneous. 

(3) Considering the circumstances which led to the acceptance of Article 
6(D) by the London Conference, it is apparent that this amendment is not 
to be construed as a commitment of dependency of foreigners’ trade-marks 
which conform to internal legislation. As may be seen from the Actes de la 
Conférence de Londres, there were, as at prior conferences, two opposing 
groups of countries. The majority group adhered to the principle of domina- 
tion of Article 2 over Article 6, whereas the minority group maintained that 
Article 6 constituted an exception to the principle of Article 2. In accord- 
ance with the opinion prevalent in the majority of Union countries, Article 6 
only applies to telle-quelle marks and does not apply to trade-marks con- 
forming to internal legislation. In order to restrain, within practical limits, 
the (improper) interpretation of the Convention by the minority group, 
attempts were made to provide expressly in the Convention, at least partly, 
for the (correct) interpretation asserted by the majority group. Negotia- 
tions led to Article 6(D), which was unanimously approved. However, by 
the acceptance of the paragraph, the majority group did not renounce its 
opinion with respect to the relation of Articles 2 and 6. Moreover, it will 
be noted that paragraph D is appendant to Article 6, and is not, in context, 
associated with Article 2. Nor is it an independent provision which could 
be asserted to limit both Articles 2 and 6. 











192 TRADE-MARK BULLETIN 40 T. M.R., 


In accord with the opinion prevalent in the majority of the Union countries‘ 
Article 6 only applies to telle-quelle marks and does not apply to trade-marks con- 
forming to internal legislation.® 

Article 5 (C) (1) is also of interest in that said paragraph provides that in any 
country in which use of a registered trade-mark is compulsory, the absence of such 
use, unless justified, can lead to cancellation of the registration only after lapse of 
a reasonable period. This provision, therefore, also grants a Unionist a right which 
surpasses a claim to assimilation with natives. The substance of this right evi- 
dently is that a foreign Unionist who does not first use his trade-mark in a Conven- 
tion country may, nevertheless, obtain registration and valid protection in that 
country, and only continued non-use of the trade-mark may entail invalidation, pro- 
vided that use of the trade-mark is a necessary condition for validity in the particular 
country concerned.® 
B) The law of Switzerland and certain countries (except U. S. A.) 


Article 7 of the Swiss Trade-Marks Act provides: 
Registrations of trade-marks may be obtained by 


(1) Industrial and other producers having a producing establishment in Switzerland and 
traders possessing an establishment in said country; 

(2) Industrials, producers and traders having their establishment in a country granting 
reciprocal rights to Switzerland, provided that they furnish proof that their trade- 
marks or trade names are protected in the relevant country ; 

(3)... . If imported trade-marks correspond to Swiss legislation, then foreign appli- 
cants .... are relieved from furnishing proof that their trade-marks are protected 
in the relevant country, provided the said country grants reciprocal rights to 
Switzerland.’ 


Thus, in the absence of special reciprocal agreement, and the Paris Convention 
is not automatically considered as such, proof of registration in the country of origin 
is a compulsory condition for the registration of a trade-mark for a foreign Unionist 
in Switzerland even where the imported trade-mark corresponds to internal Swiss 
legislation, as required of Swiss nationals. This has been the practice of the Swiss 
trade-mark office. The decision of the Swiss Federal Court, dated February 17, 
1931, and the Message of the Federal Council to the Parliament, dated Septem- 
ber 20, 1937, concerning the amendment of the Trade-Marks Act, are to this 
effect. The Swiss law in this respect is similar to that in a number of other coun- 
tries of the Union, e.g., Belgium, Brazil, Denmark, Finland, France, Germany, 
Greece and Sweden.® 


C) The law of the U.S. A. 
The Lanham Act established Principal and Supplemental Registers. Title IX 


4. See Ladas, /.c., p. 541; and “Actes de la Conférence de Londres.” 

5. See Ladas, l.c., p. 539; and Pinzger, “Das Deutsche Warenzeichenrecht,” Beck’sche Ver- 
lagsbuchhandlung, Munchen und Berlin (1937), p. 325. 

6. See Ladas, l.c., p. 501 et seq., 570 et seq. 

7. List of countries for which the Swiss Government has stated reciprocity to exist: Aus- 
tralia, Denmark, Germany, France, Great Britain and Northern Ireland, Eire, Italy, Yugoslavia, 
—— New Zealand, Netherlands, Norway, Union of South Africa, Czechoslovakia, and 

ungary. 

ae See Ladas, /.c., p. 541; for Germany see section 35 WzG, paragraph 3, and Pinzger, I.c., 
p. ; 
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atries* deals with International Conventions. In this title, foreigners are given special 
5 con- rights which they may claim under International Conventions. The term “for- 
eigner” is obviously here employed to indicate a national of a Convention country. 

n any A foreign Unionist, under section 44(b), may have his trade-mark registered on the 
Such Principal Register or on the Supplemental Register in the same way as a United 
Se of States national if the trade-mark complies with the legal provisions concerned, 
Which and such foreign Unionist, in such case, is not under the obligation to furnish proof 
t evi- of prior registration in the country of origin. Applicants not domiciled in the United 
nven- States are required to appoint a representative in that country under section 1(d). 
that A foreign Unionist may register on the Principal Register by filing an applica- 

pro- tion which must meet all the requirements for that Register, including an allegation 

cular of use “in commerce.” Other requirements must also be met, and these require- 






ments include a specification of “the mode or manner in which the mark is used 
in connection with such goods,” and the application must be accompanied by “such 
number of specimens or facsimiles of the mark as actually used as may be required 
by the Commissioner.” 

It is apparent that the United States assimilates foreign applicants to Ameri- 






























- can nationals (except that applicants not domiciled in that country are required 
1g to name a representative in the United States). Moreover, the Lanham Act (sec- 
e- tion 44) accords foreign Convention country nationals the special rights provided 
by Article 6, P. C. By virtue of section 44(c), a person entitled to the benefits 
i- of section 44(b) may register a mark in the United States even without alleging 
" use “in commerce.” The registration in this country, however, will not be granted 
until the mark has, in fact, been registered in the country of origin of the applicant. 
tion The Relation Between the National Systems of Law and the P. C. 
= As shown above, the F. < law for trade-marks is governed primarily by 
sles Article 2. It is submitted that the discriminatory imposition of restrictions upon 
ee foreign Convention applicants, as compared to natives of the country concerned, 
7 is unjustified. Foreign applicants should not be required to furnish proof of prior 
sal: registration of their trade-marks in the country of origin where they comply fully 
this with the law of the country of importation in all other respects. ; It should be neces- 
mn sary to furnish such proof at best if the foreign Unionist wishes to enforce the 

i registration of a telle-quelle mark. 

ny, = te , . ' 
F For reasons of practicability, the Convention does not require proof of valid 
material protection in the country of origin, but it is sufficient that, at the time of 
validation of the original trade-mark in the country of importation, the trade-mark 
IX has been formally registered in the country of origin. Note, for example, section 
“_ 44(e) of the Lanham Act. It will, however, be assumed that registration in the 
country of origin must at least establish “true prospect” (Morf) for material pro- 
- tection. It is interesting to note in this respect that Canada probably will not recog- 

nize registration on the United States Supplemental Register as constituting a suffi- 
“4 cient proof of protection in the country of origin, probably since Canada does not 
and consider such registration to warrant a “true prospect” for material protection in 






the United States of America, as note “The Prerequisite of Trade-Mark Registra- 
tions in Canada,” George A. Riches, 39 T. M. R. 104. 
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Under the above principles, Swiss practice is not acceptable with respect to regis- 
tration and protection of foreign Unionists’ trade-marks conforming to Swiss 
internal requirements, in that the Swiss practice appears to be contrary to the 
Convention. In the author’s opinion, such practice is made proper neither by the 
similar attitudes of certain other Convention countries nor by the fact that the 
Swiss legislation has followed in this respect the Message by the Federal Council 
dated September 20, 1937, nor by the fact that the Federal Supreme Court, in its 
decision of February 17, 1931, does not distinguish with respect to the requirement 
of registration in the country of origin between telle-quelle marks and trade-marks 
conforming to internal legislation. It does not appear in any one of those instances 
that the problem which is discussed in the present paper had been thoroughly exam- 
ined. As to telle-quelle marks, Swiss practice appears to be in accordance with 
the Convention. However, in Switzerland, telle-quelle marks hardly play any part 
at all (personal information from the Director of the Swiss Trade-Mark Office; 
no Federal Supreme Court decision thereon), and this is explained by the fact 
that the reasons for which the Swiss Trade-Marks Act permits applications for 
registration to be denied or protection withdrawn are practically identical with those 
cited in Article 6 (B) of the P. C. 

Likewise, the practice of other countries—the law of which, as regards to require- 
ment of prior registration in the country of origin, is similar to Swiss law—is not 
in conformity with the P. C. with respect to applications for trade-marks conforming | 
to internal legislation. In the writer’s judgment, revision is desirable. 

On the other hand, the law of the United States as now in force appears to be 
fully in accord with the Convention in respect of foreign Unionists’ trade-marks 
conforming to United States legislation. Foreign Unionists may obtain registra- 
tion and protection under the same condition as natives without any discrimination. 
Telle-quelle marks, too, are registered and protected, if proof of prior registration 
in the country of origin is furnished.” Thus, Convention obligations in this respect 
are followed for telle-quelle marks. The question as to whether a foreign Unionist’s 
trade-mark shall be registered on the Principal or on the Supplemental Register is 
to be answered on the basis of the same requirements as apply to an application 
submitted by a United States national. 

The preceding legal considerations lead to the conclusion that in many coun- 
tries (including Switzerland) the requirement for prior registration in the country 
of origin for trade-marks conforming to internal legislation should be discontinued. 
It is appropriate to examine whether such revision would entail substantial and 
unjustified disadvantages for the country concerned, especially with respect to its 
economy. 

The public has a legitimate interest in assuring that trade-mark registers, already 
overburdened, be used only by directly interested parties. With this principle in 
mind, trade-mark laws state, as a rule, that only proprietors of business establish- 

ments may register their marks (certain exceptions being disregarded for the pur- 
poses of this paper). This applies to nationals of the country concerned; they, 






9. Translator cites Ex parte British Insulated Callender’s Cable, Limited, 83 U. S. P. Q. 319, 
and Ex parte Drewry & Edwards, 83 U. S. P. Q. 166, and questions whether foreign Unionists 
may register in U. S. marks which have not been used. 
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as a rule, have to produce evidence of their established business or declare that they 
will use or are using the trade-mark. In most countries non-use of a trade-mark 
or lack of established business is sufficient basis for refusal of trade-mark protection. 

The same conditions may also be imposed upon foreign Unionists under the 
p.C. They, too, may be requested to furnish proof that they are owners of an 
established business within the Convention-territory, or, at least, they must declare 
that they use the mark in that territory. For purposes of registering a mark in a 
second Convention country, it may be convenient to allow proof of established busi- 
ness or of use of the mark in the country of origin to be replaced by proof of regis- 
tration of the mark in the country of origin. In any case, for trade-marks which 
conform to internal legislation, no other purpose of the requirement of home country 
protection could be ascertained. However, it is not only contrary to the Conven- 
tion, but it does not appear to serve any useful purpose, to accept the home- 
registration certificate as sole proof of the possession of established business or of 
use of the mark in the Convention territory. The foreign Unionist rather should 
be given the opportunity to furnish such proof by other means, e.g., by the produc- 
tion of an extract from the Register of Commerce, and such practice would not 
appear to harm seriously national economy. 

The situation, however, is different with respect to telle-quelle marks, that is 
to say, in cases where, by virtue of the P. C., a country is compelled to register a 
trade-mark which does not conform to internal legislation. In that case, the position 
of the foreign applicant is superior to that of a national of the country concerned. 
However, such advantage should not surpass rights to which such national is entitled 
to claim in the home country of the foreign Unionist. In this respect, a principle 
of the P. C. is that a trade-mark registered in the home country of the owner shall, 
as far as possible, also enjoy protection in all countries adhering to the Convention. 
Thus, it is legitimate for a Convention country, where an application for registra- 
tion of a telle-quelle mark is made, to require proof of prior registration of that 
mark in the country of origin. 

It follows that adjustment of the practice in Switzerland and certain other coun- 
tries, in line with the recommendations made above, would not entail serious dis- 
advantages to the national economies of those countries. 


Conclusion 


The above considerations lead to the conclusion that under the Paris Conven- 
tion, a member country should not require prior registration in the country of 
origin as a preliminary condition for registration and protection of a Unionist’s 
trade-mark whenever the trade-mark conforms to the internal laws of the country 
of importation. In any case, if it is the traditional practice in a Union country to 
require for all foreign origin trade-marks prior registration in the country of origin, 
there should be no reason to stipulate special conditions as to the quality of protec- 
tion in the country of origin. On the other hand, the effect of the protection in 
the country of importation must be equal to the protection which a native may 
obtain for a mark of similar nature. Non-use of trade-marks should not bar regis- 
tration thereof and should be allowed to entail only withdrawal of protection after 
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a lapse of a reasonable period, provided the trade-marks registered by natives would 
also be jeopardized under similar conditions. 

The legal situation is different for telle-quelle marks. In such cases, according 
to the Paris Convention, it is permissible and appears to be materially justified to 
impose as a preliminary condition upon foreign applicants the obligation to furnish 
proof of prior registration in the country of origin. But in such cases, there seems 
to be no reason to require any specific quality of protection in the country of origin, 
provided the registration in the country of origin may be considered as prima facie 
evidence of protection of the mark. The Paris Convention, however, contains no 
provision as to the degree of protection to be granted to a telle-quelle mark in a 
country of importation. Thus, if the national law of a Convention country provides 
for two qualitatively different forms of registration, then the authorities do not 
act contrary to the Convention if telle-quelle marks which do not conform to the 
internal law of the country of importation are confined to the Register with less 
effective protection as long as by such action foreign Unionists are not treated less 
favorably than native applicants. 

It would appear appropriate to strive for uniform acceptance of the above prin- 
ciples concerning the subordination of Article 6 to Article 2, and to make it clear 
that prior protection in the country of origin may be a compulsory condition for 
registration of marks of foreign Unionists only where the mark does not conform to 
internal national law of the country of importation. The Conference of the Union 
countries which is to be held in 1951 will offer an occasion for such revision of the 
agreement, all the more so as the A. I. P. P. I. will, in any case, suggest an altera- 
tion in respect of the second sentence in Article 6 (A) ; and it would appear that, 
concurrently, the above suggestions could easily be taken into consideration. Thus, 
for purposes of discussion, a suggestion is made to add to said sentence (irrespec- 
tive of any other changes provided thereto) the following provision which has been 
recommended by the Quebec Conference of the International Chamber of Commerce: 


Prior registration in the country of origin shall not be a condition for obtaining regis- 
tration and protection in other Union Countries if the trade-mark fulfills the requirements 
of the laws in force in the country in which protection is sought.’® 


10. After completion of the present paper, a suggestion for the same purpose as established 
by the International Chamber of Commerce, was published in “La Propriété Industrielle,” 
Vol. 65, p. 13. 
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PROPOSALS FOR REFORM OF FEDERAL TRADE COMMISSION 
PROCEDURE 


By Eric Haase* 


This report will deal with proposals made since 1940 to modify the procedure 
of the Federal Trade Commission. 

The major proposals have been: (1) The suggestions of the Attorney-General’s 
Committee on Administrative Procedure; (2) The Reece Bill permitting the courts 
to reverse the Commission when its orders were not based on findings supported 
by a “preponderance of the evidence” and the later endorsement of this principle 
by Acting Chairman Lowell B. Mason of F. T. C.; (3) The Administrative Pro- 
cedure Act and changes in Commission procedure instituted under it; (4) The 
O’Hara Bill to provide for trial of Federal Trade Commission cases in the Federal 
district courts, endorsed by a committee of the American Bar Association; and 
(5) The suggestions of the Hoover Commission on Reorganization of the Execu- 
tive Branch of the Government. 

The report is not concerned with such substantive changes as the bill S. 1008, 
sponsored by Sen. Joseph C. O’Mahoney (D., Wyo.), to legalize systematic freight 
absorption and zone pricing arrived aft independently, legislation which, in some 
stages, proposed to make price reductions to meet the equally low prices of competi- 
tion an absolute defense for price discrimination under the Robinson-Patman Act. 


This bill, having passed both the Senate and the House, is now in a conference 
committee. 

Nor is the report concerned with amendments to the Clayton Antitrust Act 
enforced by the Federal Trade Commission such as S. 56, the bill passed by the 
House to restrict corporate mergers effected through purchase of physical assets. 


Report of Attorney-General’s Committee on Administrative Procedure 


The first critical scrutiny by a Government body of the Federal Trade Com- 
mission in recent years was a report issued in 1940 by the Attorney-General’s Com- 
mittee on Administrative Procedure. This Committee was appointed at the insti- 
gation of the late President Roosevelt after his veto of the Walter-Logan Bill to 
bring about uniformity in the procedure of quasi-judicial agencies. 

This Committee recommended: (1) That the F. T. C. publicize simultaneously 
wherever possible the reply by a respondent with its own complaint; (2) That it 
give trial examiners greater freedom in the issuance of subpoenas; and (3) That 
its findings take the form of a narrative statement of the facts involved in each 
case. 

“Under the present form of the Commission’s decisions it is frequently impos- 
sible to appreciate what business methods are involved; in addition, the decisions 
are of indifferent value as precedents or guides for business men and attorneys 
both within and without the Commission,” the Committee said. 


* President and Treasurer, Public Policy, Inc. Member, Publishers Information Committee 
of the United States Trade-Mark Association. 
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The report stated: “The Federal Trade Commission exercises a dual policy- 
making role... . first, in selecting the cases, . . . and, second, in disposing of those 
cases. .. . From the point of view of the persons who do or may come in contact 
with the Commission the most important single function of that agency .. . . is 
the deciding of cases on the basis of formal proceedings—proceedings which in- 
volve matters of fully as great consequence as those coming before the judges of 
United States District Courts. 

“That agency’s decisions are usually lacking in precedent value because of the 
failure to state the basis for decisions. . . . The nakedness of the Commission’s 
decisions extends not only to the facts, but also to questions of law. Except in a 
limited number of cases, the decisions contain no discussion of the principles of 
law under which the conduct in question is held to be illegal; neither is there any 
reference made to prior decisions of the Commission or the courts. . . . Too many 
of the Commission’s counterparts produce reasoned opinions to permit entertain- 
ing the notion, that, in the administrative process, there is no room for giving the 
reasons underlying judgment.” 

With the appointment of Commissioner Mason in 1945, the Commission started 
the policy of handing down written opinions in narrative form in those cases where 
the decision was not unanimous. By 1950 the commission had apparently adopted 
a policy of handing down written opinions when an examiner was reversed or where 
the matter involved a basic principle, even though their decision was arrived at 
unanimously. 


The report also noted the fact that “there is no clear line between the Com- 
mission’s general jurisdiction over advertising and the jurisdiction of the Food 
and Drug Administration over label advertising. Prior to the 1938 (Wheeler- 
Lea) amendments which added section 12 to the Federal Trade Commission Act, 
false and misleading advertising had been considered an unfair method of com- 
petition under that Act. Section 15, also added in 1938, defines ‘false advertise- 
ment’ for the purpose of section 12 as ‘an advertisement, other than labeling, which 


, 


is misleading in a material respect... .’ This specific exception for the purpose 
of section 12 may be construed as evidencing a legislative intention that the Com- 
mission jurisdiction over false and misleading advertising should exclude the 
label field, over which the Food and Drug Administration is given sweeping juris- 
diction by the Federal Food, Drug and Cosmetic Act of 1938.” 

In a statement of additional views, three members of the Attorney-General’s 
Committee—Carl McFarland, E. Blythe Stason and Arthur T. Vanderbilt—urged 
separation of functions of administrative agencies, such as the Federal Trade Com- 
mission, and a wider scope of judicial review. 

Criticizing the combination of functions as investigator, prosecutor, judge and 
jury being vested in any one agency, this report pointed to the Court of Claims, 
Customs Court and Tax Court to substantiate the statement that “it is as simple 
to create a special court as to create a board or new commission.” 

The report further implied that internal separation of functions within an 
administrative agency was not enough because staff members were still dependent 
on the will of the-Commission itself ; “we think this dependence cannot be eliminated 
by measures short of complete segregation into independent agencies.” 
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The additional report also stated on the subject of judicial review: 


The present scope of judicial review is also subject to question in view of one of 
the prevalent interpretations of the “substantial evidence” rule set forth as a measure 
of judicial review in many important statutes. Under this interpretation, if what is 
called “substantial evidence” is found anywhere in the record to support conclusions 
of fact, the courts are said to be obliged to sustain the decision without reference to 
how heavily the countervailing evidence may preponderate—unless indeed the stage 
of arbitrary decision is reached. Under this interpretation, the courts need to read 
only one side of the case and, if they find any evidence there, the administrative action 
is to be sustained and the record to the contrary is to be ignored. The courts, of course, 
should not weigh meticulously every bit of evidence. Indeed, such a requirement would 
prove a very undesirable burden. But the courts should set aside decisions clearly 
contrary to the manifest weight of the evidence. Otherwise important litigated issues 
of fact are in effect conclusively determined in administrative decisions based upon 
palpable error... . 

Until Congress finds it practicable to examine into the situation of particular agencies, 
it should provide more definitely by general legislation for both the availability and 
scope of judicial review in order to reduce uncertainty and variability. .. . 


The Reece Bill—H. R. 2390—79th Congress 


To deal with some of the questions raised by the Attorney-General’s Commit- 
tee there was introduced on February 27, 1945, a bill H. R. 2390 (79th Congress) 
by B. Carroll Reece (R., Tenn.). 

The bill was designed to accomplish the following: 

(1) To make it clear that courts could modify the orders of the Commission. 
This was already authorized by statute, but the statutory provision, it was argued, 
had been so interpreted as to reduce the remedy to a nullity. (Since the introduc- 
tion of this bill in 1945, it has become clear from Supreme Court rulings in the 
A. P. W. and Alpacuna cases and the Circuit Court’s (7th) ruling in the Parker 
Pen case that where the courts consider an order too harsh they will remand the 
order to the Commission and ask that the Commissioners consider whether a lesser 
remedy would suffice. 

(2) To require the findings of the Commission to be supported by a preponder- 
ance of the evidence in order to be conclusive on the courts. (The F. T. C. Act pro- 
vided that the findings of the Commission as to the facts were conclusive if sup- 
ported by “evidence,” which had been interpreted by the courts to mean substantial 
evidence.” ) 

(3) To place a ceiling on penalties for violation of cease-and-desist orders of 
$1,000 for each violation and to set a ceiling of $10,000 in the aggregate for viola- 
tion of a single order. The present Act provides a maximum penalty of $5,000 
for each violation of the Commission’s orders and sets no aggregate limit. (The 
courts have never imposed fines in excess of $10,000, but recently (1948) the 
Commission sued, in the Canadian Ace case, Manhattan Brewing Company, Chi- 
cago, for more than $300,000 in fines, but the court assessed less than $10,000.) 

(4) To remove from the Federal Trade Commission jurisdiction matters over 
which the Food and Drug Administration has jurisdiction. This was primarily 
designed to curb regulation of labeling of foods, drugs and cosmetics by the F. T. C., 
since F. D. A. is already responsible for such regulation. 
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(5) To define “labeling,” there being no definition of labeling in the F. T. C. 
Act. 

(6) To redefine “false advertisements,” against which F. T. C. was authorized 
to proceed, so as to delete from the definition the words “material with respect to 
the consequences which may result from the use of the commodity to which the 
advertisement relates under the conditions prescribed in said advertisement or 
under such conditions as are customary or usual.” 

Instead it was proposed that F. T. C. should take into account in deciding 
whether an advertisement is false, whether the advertisement failed to reveal facts 
material in the light of its representations “so as to prevent deception resulting 
from indirection and ambiguity, as well as from statements which are false.” (New 
matter in quotation marks.) 

x * x 

Hearings on the Reece Bill were held before a House Interstate and Foreign 
Commerce Subcommittee headed by Rep. George G. Sadowski (D., Mich.), on 
January 29-30, February 27-28 and March 4-11, 1946. 

Most of the testimony by proponents of the bill had to do with the substitu- 
tion of the “preponderance of evidence” for the “substantial evidence” rule. These 
included representatives of the Association of National Advertisers (I. W. Digges), 
Advertising Feredation of America (Charles Murphy, now a Justice of the New 
York Supreme Court), U. S. Trade-Mark Association (Sylvester J. Liddy), as 
well as Dr. Robert Swain, editor of Drug Trade News and Drug Topics, and 
Kenneth Perry, Vice-President and General Counsel, Johnson & Johnson. 

Hugo Mock, on behalf of the Toilet Goods Association, also testified in favor 
of the ‘‘preponderance of evidence” rule but said that his association wanted adver- 
tising, as well as labeling, of foods, drugs and cosmetics to be the exclusive con- 
cern of the Food and Drug Administration. 

The only witnesses testifying specifically in favor of the amendments to the 
Wheeler-Lea Act (Nos. 4 to 6 above) as well as in favor of the “preponderance 
of evidence” rule were James F. Hoge, on behalf of the Proprietary Association 
of America and George H. Frates, on behalf of the National Association of Retail 
Druggists. Doctor Swain also noted that he believed Congress had intended to 
vest exclusive jurisdiction over labeling in the Food and Drug Administration in 
1938. 

Others who filed statements in favor of the bill included: Motor and Equipment 
Manufacturers Association; Chadbourne, Wallace, Parke & Whiteside; Drug, 
Chemical and Allied Trade Sections of the Board of Trade, New York; Chamber 
of Commerce of the State of New York; Cream of Wheat Corp.; Associated Drug 
and Chemical Industries of Missouri; Charles Wesley Dunn, on behalf of the 
Grocery Manufacturers of America and American Pharmaceutical Association ; 
International Apple Association; Southern Commissioners of Agriculture; Na- 
tional Drug Trade Conference; The Alberty Food Products; Parke, Austin & 
Lipscomb. 

In general, witnesses criticized the Commission’s dual role as prosecutor, judge 
and jury and emphasized the restricted scope of the review of the Commission’s 
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orders available in the Circuit Courts of Appeal. They also alluded to the trivial 
nature of many of the cases brought and to the time-consuming procedure of the 
Commission involving considerable expense and travel in arguing a case. 

They further pointed out that: (1) F. T. C. is not restricted to the taking of 
legally competent and relevant evidence; (2) that although F. T. C. was estab- 
lished so that business could find out in advance whether proposed actions would 
violate the Sherman Act, F. T. C. decisions are ambiguous and generally of no 
value as precedents and guides; (3) that other administrative agencies generally 
hear the private claims of two contesting parties and are not themselves litigants, and 
that F. T. C. cases are similar in nature to those tried in the district courts under 
the Food, Drug and Cosmetic Act, the Sherman Antitrust Act, and the Post Office 
mail fraud statutes; (4) that under the present law the Commission need not estab- 
lish that anyone has actually been deceived to support a finding of consumer de- 
ception conclusive upon the courts, nor need it establish that a competitor has been 
injured to support a charge of unfair competition—and there need be no proof even 
of wrongful intent; (5) that under the procedure then in effect the Commission 
made available blank subpoenas to the trial attorney supporting its complaint but 
a respondent had to petition the Commission itself during a hearing before a trial 
examiner in order to obtain a subpoena; (6) that immunity could be obtained by 
the Commission’s witnesses but not by those of the defendant; (7) that F. T. C. 
may and has compelled witnesses to disclose secret formulae; (8) that approval of 
an action by another Government agency does not bar the Commission from pro- 
ceeding against the permitted action; (9) that Federal Trade Commissioners them- 
selves do not attend the trial but render the verdict; and (10) that the trial ex- 
aminer, while equivalent to a jury, does not possess its powers of decision. 

The Food and Drug Administration, in a letter from Commissioner Paul N. 
Dunbar to Congressman Reece, took the position that there should be no division 
of responsibility over advertising and labeling of those commodities. “Inevitably, 
there have been differences of opinion between the two agencies (F. T. C. and 
F. D. A.) in evaluating scientific evidence essential to the control of the regulated 
commodities, and in determining the meaning to the public of advertising and 
labeling claims,” Commissioner Dunbar wrote. 

Commissioner Dunbar pointed out that the courts had held that proceedings 
of the Federal Trade Commission were res adjudicata against more drastic actions 
under the Food and Drug Administration based on the same facts. He also pointed 
out that the courts had upheld the claims of respondents before F. T. C. that their 
testimony in proceedings before the Commission had given them constitutional 
immunity from testifying in subsequent F. D. A. actions. 

The Commissioner of Foods and Drugs further stated: “Imparment of con- 
sumer protection arises through undue delays in the settlement of issues caused by 
duality of jurisdiction,” citing the Carter Little Liver Pill case where F. D. A. 
cannot proceed until a Commission proceeding begun September 25, 1943, is ulti- 
mately terminated. 

The bill was opposed by the Federal Trade Commission represented by Com- 
missioner Ewin L. Davis, William T. Kelley, Walter B. Wooden, Richard P. 
Whitely and James W. Cassedy, and Commissioner Robert E. Freer. 
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Also appearing in opposition to the bill were: Gilbert H. Montague, attorney, 
New York; Mrs. Elizabeth Rohr, Washington representative, Consumers’ Union; 
Mrs. Margaret D. Thompson, of the American Home Economics Association; Mrs. 
Sylvia Wubnig, National League of Women Shoppers; Irving Richter, United 
Automobile Workers, C. I. O.; Mrs. Leon H. Keyserling, representing the Ameri- 
can Association of University Women, and Benjamin C. Marsh, of The People’s 
Lobby. 

The Commission argued that the judicial review procedure had worked satis- 
factorily for 30 years and was common to other administrative agencies. It held 
that “substantial evidence” had been construed by the courts to mean “such 
relevant evidence as a reasonable mind might accept as adequate to support a 
conclusion.” It further stated, through Judge Davis, that the meaning of the 
phrase “preponderance of the evidence” is a matter on which the courts are not 
in complete agreement. It argued that the fact that relatively few cases are appealed 
meant that respondents are generally satisfied with the result of Commission pro- 
ceedings, rather than that the scope of review was too limited. 

The F. T. C. statements put heavy emphasis on the fact that “the Commis- 
sion is peculiarly qualified as ‘a body of experts .. . . informed by experience’ to 
fashion the remedy to be applied in its own proceedings.” 

The Commission argued that a maximum penalty of $10,000 would not dis- 
courage combinations and conspiracies in restraint of trade. 

The Commission opposed the change in the definition of false advertisement 
on the ground that “in large numbers of cases the adoption of the proposed amend- 
ment would leave sellers free to advertise dangerous products to the public without 
warning. Frequently such preparations are sold by mail order and the only warn- 
ing which purchasers receive before purchasing the product would be the warning 
contained in advertisements.” 

The Commission further argued that under section 5 of its organic Act, as 
amended authorizing it to prevent “unfair methods of competition in commerce, and 
unfair and deceptive acts or practices in commerce,” it has “jurisdiction over labeling 
of all commodities” and, therefore, its orders on labeling of foods, drugs and cos- 
metics were not an indirect attempt to control labeling through its advertising 
powers, as charged by some proponents. The Commission pointed out that the 
Wheeler-Lea Act, by adding the words “unfair and deceptive acts or practices in 
commerce,” had enlarged instead of lessened its powers over labeling. 

During the hearings Rep. Joseph P. O’Hara (R., Minn.), made it clear that 
he thought the best remedy for the present judicial procedure was a trial de novo 
in the district court. Rep. Dwight L. Rogers (D., Fla.), another member of the 
subcommittee, favored retaining the present procedure but making the orders of 
the Commission only prima facie evidence in district court trials. 

Mr. Montague argued that before changing the judicial review procedure, 
Congress should wait until after the Administrative Procedure Bill, then pending 
before Congress, was enacted and its effects were known. 

Shortly after the hearings Mr. Reece resigned from Congress to become Chair- 
man of the Republican National Committee. 
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ee 


The subcommittee voted to recommend a favorable report on the bill to the 
full Interstate and Foreign Commerce Committee but before the full committee 
could act, the 79th Congress adjourned sine die. 


The Administrative Procedure Act 


As a result of the findings of the Attorney General’s Committee on Administra- 
tive Procedure, and especially the report of Messrs. McFarland, Vanderbilt and 
Stason referred to above, an Administrative Procedure Act sponsored by the 
American Bar Association, designed to set up a code of uniform practice among 
administrative agencies, was enacted into law by the 79th Congress. 

Section 10(e) of the Administrative Procedure Act provides that “the review- 
ing court... . shall... . hold unlawful and set aside agency action, findings, and 
conclusions held to be unsupported by substantial evidence. . . .” 

The reports of both the Senate and House Judiciary Committees on the Ad- 
ministrative Procedure Act stated: “ ‘Substantial evidence’ means evidence which 
on the whole record is clearly substantial, plainly sufficient to support a finding 
or conclusion . . . . material to the issues. Difficulty has come about by the prac- 
tice of agencies and courts to rely upon something less—suspicion, surmise, im- 
plications or plainly incredible evidence. Although the agency must do so in the 
first place, under this bill it will be the duty of the courts to decide in the final 
analysis and in the exercise of their own independent judgment whether on the 
whole of the proofs brought to their attention the evidence in a given instance is 
sufficiently substantial to support a finding, conclusion, or other agency action 
or inaction. In reviewing a case under this . . . . category the court must base 
its judgment upon its own review of the entire record or so much thereof as may 
be cited by any party.” 

The Congressional Committee reports also state that “where laws are so 
broadly drawn that agencies have large discretion, the situation cannot be remedied 
by an administrative procedure act but must be treated by the revision of statutes 
conferring administrative powers.” 

Shortly after the enactment of the Administrative Procedure Act, the Com- 
mission revised its policies and procedures to bring them into conformity with the 
new law. This action by the Commission was interpreted in some quarters as a 
concession to the claims of those who were advancing the Reece Bill and as a 
means of convincing Congress that such legislation was unnecessary. The major 
changes in policy were outlined in a letter to President Truman dated February 
15, 1946. 

These included : 

(1) Institution of “specific projects for simultaneous investigations as to all 
members of an industry engaging in similar illegal practices.” 

(2) Elimination of “avoidable duplication of effort or conflicts in the scientific 
work of the Federal Trade Commission and the Food and Drug Administration.” 

Subsequently the Commission announced as its policy: “In the exercise of 
jurisdiction with respect to commodities and practices concerning which other 
federal agencies also have functions, the Commission shall cooperate with such 
agencies to avoid unnecessary duplication or conflict of effort. 
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“The Commission shall not institute proceedings in matters such as the label- 
ing and branding of commodities where the subject matter of the questioned por- 
tion of the labeling and branding used is, by specific statute, made a direct responsi- 
bility of another federal agency.” 

(3) Establishment of a Division of Stipulations, with a procedure “for a pro- 
posed respondent to present informally full facts and argument and to meet the 
facts and arguments of a representative of the office responsible for the preliminary 
investigation.” 

(4) Greater independence of trial examiners and clear delineation between 
their duties and those of the Commission as a litigant. 

(5) Expansion of the functions of the trade practices conference division. 


The O’Hara Bill—H. R. 3871—80th Congress 


In the 80th Congress, on January 3, 1947, Rep. Joseph P. O’Hara re-introduced 
the Reece Bill as H. R. 125. 

Later in the same year he introduced as H. R. 3871 a bill to require the Com- 
mission to try cases brought after its enactment in the Federal District Court for 
the district where the defendant has his residence or principal place of business. 

In speaking on H. R. 3871 before the U. S. Trade-Mark Association on April 
23, 1948, Mr. O’Hara said: 


The types of cases the Commission is hearing are the same kinds of cases the 
district courts are constantly deciding—trade-mark cases, false advertising, misbrand- 
ing, palming off, disparagement of competitors. It requires no special body claiming 
expert judgment to decide these matters. It requires the common sense of a Federal 
Court. Courts have been deciding these kinds of cases for generations. District Courts 
have proved their ability to dispose of such cases in a few weeks rather than after many 
years at great expense to all parties, including the taxpayer. 

Well over half of the Commission’s cases concern foods, drugs and cosmetics. These 
cases involve the same issues as the misbranding and false labeling cases of the Food 
and Drug Administration which are always decided in the first instance by a District 
Court. 

The Commission shares concurrent jurisdiction over the antitrust laws with the 
Department of Justice. But does the Antitrust Division have the power to decide 
its own cases? Certainly not. It argues them in the Federal District Courts. 

In its judicial function the Commission differs materially from agencies which truly 
have administrative functions, such as rate-making and licensing. When I. C. C. sits 
as a court, it weighs the conflicting claims of two private parties. It doesn’t decide 
between itself and its adversary in a case it has already prejudged. 

The District Judges of the United States are appointed for life. They receive higher 
salaries than even the Commissioners and far more compensation than the examiners. 
They need look to no one for reappointment. They do not change their rules to accord 
with what is currently popular under any Administration—Democratic or Republican. . . . 

.... This bill does assure justice. Justice is a matter of right—not a matter of 
sufferance on the part of any Commission whose membership and policies may change 
from year to year. 


Hearings on the O’Hara Bill (H. R. 3871) were held before the full House 
Committee on Interstate and Foreign Commerce on April 28-29 and May 10, 
1948. 
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Favoring the bill were representatives of the Advertising Federation of Amer- 
ica (John Dwight Sullivan), U. S. Trade-Mark Association, Association of Na- 
tional Advertisers (1. W. Digges), Proprietary Association of America (James F. 
Hoge, U. S. Trade-Mark Association (Henry B. King) and the following individ- 
uals: Casper W. Ooms, attorney, Chicago and former U. S. Commissioner of 
Patents ; Leslie D. Taggart, attorney, New York; and Kenneth Perry, Vice-Presi- 
dent and General Counsel, Johnson & Johnson, New Brunswick, New Jersey. 

Mr. O’Hara also inserted in the record statements from Dean Roscoe Pound 
and Circuit Court Justices John D. Martin and Curtis L. Waller favoring the 
bill. 

Opposing the bill was the Federal Trade Commission represented by Commis- 
sioner Robert E. Freer, Walter B. Wooden, and James W. Cassedy. Also Wendell 
Berge, attorney, Washington, D. C., and former U. S. Assistant Attorney General ; 
George J. Feldman, attorney, Washington, D. C.; and S. Chesterfield Oppenheim, 
professor of law and acting dean, George Washington University Law School, 
Washington. 

Gilbert H. Montague, New York attorney, also testified that his “feeling is 
(Congress) ought to wait two or three years and see how (the Administrative 
Procedure Act) stands up in the courts, and how the commissions behave. . 

If the Administrative Procedure Act does not (remedy the situation), give them 
the works.” 

The general line of argument by witnesses on both sides was similar to that of 
witnesses on the “preponderance of evidence” rule in the Reece Bill. 

On June 15, 1948, the Committee reported the bill favorably to the House 
Democratic Committee members, with the exception of Eugene J. Keogh (D., 
N. Y.), and Dwight L. Rogers (D., Fla.), dissented. 

The Committee majority report stated: 


The purpose of this bill is to assure a fair trial before an independent tribunal of 
cases brought under the Federal Trade Commission Act... . 

Under the present statute, a defendant before the Commission has no recourse to the 
courts until after the administrative process has been exhausted. It is not at all unusual 
for several years to elapse between the time of issuance of a complaint and the rendering 
of its final decision by the Commission. 

Even then the scope of review of the Commission’s decisions is severely restricted. 
This was brought out at hearings held by this Committee 2 years ago on the bill 
H. R. 2390 as well as at hearings on the present measure. Orders of the Commission 
become final 60 days after issuance unless appealed to the appropriate circuit court 
of appeals of the United States. The Circuit Court must uphold the Commission if its 
order is based on findings supported by substantial evidence. The Commission is not 
required to establish that its findings are supported by the greater weight of the evi- 
dence. ... 

The committee feels that public confidence in the Commission would be improved 
and the usefulness of that body enhanced if it ceased to be the adjudicating body in 
cases which it prejudges and prosecutes. 

The Federal Trade Commission serves an essential function in the detection, investi- 
gation, and prosecution of those engaged in illegitimate business practices. The need 
for such a fact-gathering body as the protector of the public was not questioned by 
any witness before this committee. 
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Nor did any witness before this committee urge any change in the broad condemna- 
tion of unfair practices under this statute. 

This legislation proposes only a procedural reform and no substantive change in the 
Federal Trade Commission Act. .. . 

The competency of the courts to decide issues presented in Federal Trade Commis- 
sion actions has not been questioned. Cases brought under the Federal Trade Com- 
mission Act, involving cheating, fraud and deceit, are of the same nature as those which 
have been tried in the courts since time immemorial. The same sorts of cases are always 
brought in the courts when the Federal Food, Drug and Cosmetic Act or the Sherman 
Act are invoked. 

The logic of separation of functions was freely admitted by the witnesses opposing 
the bill who appeared before this committee. In fact, these witnesses sought to establish 
that the Commission itself had recognized the principle by erecting safeguards against 
vesting powers of prosecution and adjudication in the same individual. 

However, the fact remains that under the present procedure those performing both 
functions are responsive to the will of the same final authority—the members of the 
Federal Trade Commission themselves. If it is sound practice to attempt to separate 
these functions within the agency, it can hardly be argued that the complete separation 
which this bill seeks would not be even more desirable. 

The range of practices condemned by the Federal Trade Commission Act is so broad 
that every safeguard should be adopted to assure against prejudiced decisions as to what 
constitutes unfair methods of competition or unfair and deceptive acts and practices. 

There is a diaphonous line of demarcation between legitimate puffery and illegitimate 
claims injurious to the public. In drawing this line the courts are influenced by long- 
run social changes. The long terms of the justices, the nature of the common law, and 
the binding authority of previous decisions assure a continuity of policy. The Commis- 
sion, on the other hand, frequently changes its policies, thus throwing the business com- 
munity into confusion. 

While protection of the public interest is paramount, frequent changes in policy hardly 
serve the public interest. Such changes are likely to inhibit and stifle business in the 
use of advertising and promotion methods. 

Advertising, a symbol of the enterprise system, is part and parcel of the American 
way of life. Advertising is mass persuasion. By stimulating new desires, it raises 
people’s sights and thus helps to advance the American standard of living. It provides 
the stimulus to American business for constant improvement of its products. 

Advertising is needed today as never before to induce the public to buy the products 
of industry and thereby sustain our present levels of production and employment. 

Business has long recognized that deceptive advertising not only is uneconomic in 
the long run but undermines public confidence in advertising generally. Advertising 
media have long had in force rigid standards of ethics for advertising content. 

The business community is as interested in protection of the public from the charlatan 
as is the Federal Government. 

But to fulfill its role, advertising must continue to persuade by presenting truthfully 
to the consumer the advantages of buying the goods advertised. To force the advertiser 
to detail the reasons why people might not like his product would contradict the purpose 
of advertising. 

The committee feels that a common-sense approach in determining the legitimacy 
of questioned advertising would result from district court trial of cases brought under 
the Federal Trade Commission Act. 

The Commission has also sought on occasion to deprive businesses of slogans and 
trade-marks. Such devices are often among the principal assets of a business, having 
achieved widespread public good will as a result of advertising. Confiscation of such 
property is a serious matter. In such cases, the committee believes, defendants should 
be accorded the type of impartial hearing provided in this bill. 

It is not the intent of this legislation to deprive the Commission of its authority to 





40 T. M.R. REFORM OF F. T. C. PROCEDURE 207 


accept stipulations from those who wish to admit violations of the law and waive their 
right to a trial. Nor is it intended that the bill should in any way interfere with the trade- 
practice conference procedure of the Commission. That body may continue to promulgate 
general rules for the guidance of a particular trade or industry, with the understanding that 
violations of those rules involving practices which the Commission believes to be illegal 
will be prosecuted in the district courts. 

The Committee believes that these procedures which minimize the need for litigation 
are desirable. However, under this legislation, when the Commission becomes a litigant, 
it will cease to be the adjudicating agency in cases brought after the bill’s enactment.— 
House Report 2352, 80th Congress, 2nd Session. 


Congress adjourned sine die a few days later, without time to act on the bill. 


O’Hara Bill—H. R. 1561—81st Congress 


On January 17, 1949, Congressman O’Hara re-introduced as H. R. 1561 the 
bill known in the last session as H. R. 3871. 

Following its introduction, public statements in favor of the bill were issued 
by three associations which had previously supported it; Advertising Federation 
of America in a statement by its President, Elon G. Borton; U. S. Trade-Mark 
Association in a statement by its Secretary, Henry B. King; and Association of 
National Advertisers in a statement by the Chairman of its Government Relations 
Committee, George S. McMillan. 

In the meantime, in September there had been a debate on the bill before the 
American Bar Association House of Delegates at Seattle, Washington, with Miss 


Daphne Robert, assistant trade-mark counsel, Coca-Cola Company, supporting 
the measure and Wendell Berge opposing. 

As a result of this debate, the A. B. A. Section on Corporation, Banking and 
Mercantile Law adopted the following resolution, which was also endorsed by the 
Patent Trade-Mark and Copyright Section: 


Whereas, Section 5 of the Federal Trade Commission Act gives to the Commis- 
sion broad powers of investigation, prosecution and adjudication of cases involving un- 
fair methods of competition in commerce and unfair or deceptive acts or practices in 
commerce; and 


Whereas, the majority of cases arising under Section 5 result from complaint of com- 
petitors who have the right to proceed in the courts for redress against unfair methods 
of competition and unfair or deceptive acts or practices; and 


Whereas, neither the legal rules of evidence nor the Federal Rules of Civil Procedure 
are applicable to the trial of such cases before the Commission; and 


Whereas, it is contrary to all tenets of our jurisprudence to vest in a single body the 
power to serve simultaneously in the roles of investigator, complainant, prosecutor, judge 
and jury; and 


Whereas, the interests of the public and of business and industry, generally, would 
be best protected by a regular trial before a regularly constituted court; 


Now, therefore, be it resolved, That the American Bar Association recommends to 
the Congress an amendment to the Federal Trade Commission Act removing from the 
Commission its authority to adjudicate cases arising under Section 5 of the Act and 
vesting such authority in the several United States District Courts, such cases to be 
prosecuted by the Commission as complainant before such Courts; provided, however, 
that the Commission shall retain its authority to accept, prior to the filing of a com- 





208 TRADE-MARK BULLETIN 40 T. M.R. 


plaint, stipulations from those who wish to admit violations of Section 5 of the Act, 
and its authority to hold Trade Practice Conferences for the promulgation of general 
rules for the guidance of a particular trade or industry. 


On January 29, the House of Delegates referred this resolution to its Com- 
mittee on Administrative Procedure to study its effect on legislation now being 
considered to establish an Administrative Court. 

At the same time, Congressman O’Hara amended his bill to include the A. B. A.’s 
suggested proviso retaining the stipulation and trade practice conference pro- 
cedures. 

The O’Hara Bills have been referred to the House Commerce subcommittee 
on F. T. C., S. E. C. and F. C. C., of which George G. Sadowski (D., Mich.), is 
Chairman. 


Hoover Commission Report on F. T. C. and F. D. A. 


The report of the Hoover Commission (on Reorganization of the Executive 
Branch of the Government) itself on Regulatory Commissions makes only two 
recommendations which would affect F. T. C.: (1) “Appointments to member- 
ship on commissions are sometimes below standard because of the inadequate 
salaries offered, or the failure of the Executive to appreciate the importance of 
these positions.” (Both the House and Senate have since passed legislation increas- _ 
ing the salaries of Federal Trade Commissioners from $10,000 to $15,000 a year.) 
(2) “That the statutes be amended so as to permit the Commissioners to delegate 
routine, preliminary, and less important work to the members of the staffs under 
their supervision.” 

The Hoover Commission report on the Department of Agriculture, however, 
recommends that all regulatory functions, including regulation of advertising, re- 
lating to food products be transferred to the Department of Agriculture and that 
those relating to drugs and cosmetics be placed under a reorganized Drug Bureau 
administered by the public health agency. 

Commissioners James K. Pollock and James H. Rowe, Jr., dissented from this 
recommendation, noting that “both the Committee on Medical Services and the 
Brookings Institution recommended that regulation of foods and drugs be continued 
as a part of the reorganized public health service of the Federal Security Agency or 
its successor. The Agricultural Committee task force, on the other hand, recom- 
mended that the Food and Drug Administration be returned to the Department 
of Agriculture. The compromise position of the Commission has not been advo- 
cated by any of our task forces and appears to us to be fundamentally unsound, 
since it would presumably involve disintegrating an efficient organization, on a 
basis which, in our opinion, is not feasible and would involve duplicating field 
personnel and laboratory equipment. We would, therefore, suggest that the whole 
matter be subject to very careful investigation before any action is taken.” 

The Commission itself had stated in the Agricultural report, among other 
things: “Requirements for labeling and advertising of foods and drugs should be 
substantially identical; the same misrepresentations are likely to occur in both 
labeling and advertising and should be dealt with at the same time. Labeling is 
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handled by the Federal Security Agency and advertising by the Federal Trade 
Commission with diverse requirements enforced through diverse procedures.” 

In the task force report on the Federal Trade Commission published by the 
Commission on Reorganization, it is recommended that the President designate a 
Chairman of F. T. C. to serve at the President’s pleasure and that the Chairman 
be the administrative head of the agency. The report is critical of F. T. C. (1) for 
not having published opinions explaining the reasons or principles on which its 
decisions have been based and (2) for having allocated its efforts on the hit-or- 
miss basis of complaints until recently, rather than having proceeded in the light 
of its limited resources and the overall objectives of the statutes. 

The report states: “. ... The Commission’s record is disappointing. The 
reasons have been various. The Commission has been hampered by inadequate 
funds, hostile court rulings, mediocre appointments. Its operations, programs and 
administrative methods have often been inadequate, and its procedures cumber- 
some. It has largely been absorbed in petty matters rather than in basic prob- 
lems... . 

“. . . The Federal Trade Commission has fallen far short. As the years 
have progressed, the Commission has become immersed in a multitude of petty 
problems; it has not probed into new areas of anti-competitive practices; it has 
become increasingly bogged down with cumbersome procedures and inordinate 
delays in the disposition of cases... . 

“The Commissioners themselves are the key to the success of the Commission. 
With notable exceptions, appointments to the Federal Trade Commission have been 
made with too little interest in the skills and experience pertinent to the problems 
of competition and monopoly, and too much attention to service to political 
party.... 

“Until recently the Commission did not make public any of the opinions written 
by its members. Because of a current division in policy, opinions were made 
public in perhaps a dozen cases during the past year. If the Federal Trade Com- 
mission is to fulfill its function of exploring and developing a new field of law, 
such opinions are a necessity. Previous recommendations in favor of such 
opinions . . . . have gone largely unheeded. We recommend that the Commis- 
sion establish a policy of writing opinions in all cases, and that if necessary, the 
statute be amended to require such opinions.” 

On Relations with the Food and Drug Administration. “A conflict now ex- 
ists between the Federal Trade Commission and the Food and Drug Administra- 
tion. The Administration has statutory responsibility in the field of labeling of 
foods, drugs and cosmetics. The Commission has similar powers over false and 
misleading advertising. Efforts have been made to minimize the conflict: The 
Administration has conducted investigations for the Commission, and the Com- 
mission has withdrawn from the field of labeling. 

“But the divided jurisdiction has created difficulties. Stipulations on adver- 
tising accepted by the Federal Trade Commission have precluded proceedings by 
the Food and Drug Administration against similar labels. Testimony given before 
the Federal Trade Commission has led to constitutional immunity in court pro- 
ceedings brought by the Food and Drug Administration. 
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“At present, most of the responsibility in the food, drugs, and cosmetic indus- 
tries is held by the Food and Drug Administration, which has a substantial staff, 
research laboratories, and field agents. A small fraction of the work is lodged in 
the Federal Trade Commission, which has no research facilities, no field staff, 
and only three technical specialists. Since the technical problems are dominant 
in the investigation of false advertising, it is recommended that the area of false 
misleading advertising of foods, drugs and cosmetics should be transferred to the 
Food and Drug Administration.” 

The Agricultural Task Force said in its report: “The advertising and label- 
ing of foods should not be separately administered and the view which led to 
original separation perhaps no longer prevails.” 

In a letter to John L. McClellan (D. Ark.), Acting Chairman Lowell B. Mason, 
on behalf of the Commission, said that there was no opposition on its part to the 
appointment of a permanent, rather than a rotating, Chairman, but that the Com- 
mission was opposed to the Hoover Commission recommendation that its jurisdic- 
tion over advertising be transferred to the Food and Drug Administration. 

Commissioner of Foods and Drugs, Paul N. Dunbar, in a letter commenting 
on the Hoover Commission proposals, to Senator McClellan, Chairman of the 
Committee on Expenditures in the Executive Department said that F. D. A. op- 
posed the proposal that it be split into a food bureau under the Department of 
Agriculture and a Drug Bureau under the Public Health Agency. He did not . 
comment on transfer of advertising jurisdiction, although he has often been on 


record as favoring the vesting of control over advertising and labeling of these 
commodities in a single agency. 


Recommendations of Commissioner Mason 


In a statement of minority views attached to the 1948 annual report of the 
Commission, Acting Chairman Lowell B. Mason, who has since been appointed 
for reappointment to a full seven-year term as Commissioner, stated that Congress 
should broaden the F. T. C. Act to permit circuit courts to determine whether the 
Commission decides cases on the greater weight of the evidence. 
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PART II 


THE RADIO SHACK CORPORATION v. THE RADIO SHACK, INC., 
ET AL. 


No. 9854—C. A. 7—February 28, 1950 


CourTts—ConFLict oF LAws—APPLICABLE LAW 

In unfair competition suit based on diversity of citizenship, federal court is required to 
apply the appropriate state law. 

Hazelton Boiler Co. v. Hazelton Tripod Boiler Co., 142 Ill. 494, criticized and distinguished 
but held that, as applied to the facts of that case, it states the Illinois rule. 

UNFAIR COMPETITION—BASIS OF RELIEF—GENERAL 

Illinois law held not to bar plaintiff, advertising on a national scale and doing mail order 
business in all parts of the United States, from securing injunctive relief against defendant’s 
pirating its name and business. 

Plaintiff held not required to have license to do business in Illinois, since plaintiff has 
no headquarters or offices in Illinois and conducts its business there by mail. 

Trade name will be protected even though the words are of a descriptive character, if 
they have acquired a distinctive meaning in the market place. 

Confusion of origin or sponsorship and not confusion of goods is the controlling factor. 

Knowingly adopting the same trade name as plaintiff should and must be considered 
fraud. 

TraDE NAMES—NAMES CAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 

Plaintiff held to have established that its trade name “Radio Shack” identified its business 
to customers and users of radio equipment. 

CourTS—PLEADING AND PRACTICE—DEFENSES 

Rule 7(a) of Federal Rules of Civil Procedure held not to require answer or reply to 
affirmative defenses such as estoppel, laches, abandonment and acquiescence, in absence of 
order by trial court. 

UNFAIR COMPETITION—AFFIRMATIVE DEFENSES—ESTOPPEL, LACHES, ABANDONMENT AND 
ACQUIESCENCE 

On facts of record, findings of trial court overruling the affirmative defenses of laches, 

acquiescence, estoppel and abandonment sustained. 
CouRTS—PLEADING AND PRACTICE—PRE-TRIAL CONFERENCE 

While it is unfortunate that District Judge at conclusion of pre-trial conference did not 
dictate or direct an order setting forth specifically any stipulations agreed upon, held, on facts 
of record, that there was no understanding that issues raised by counterclaim would be 
separately tried. 

UnFaAIR COMPETITION—SCOPE OF RELIEF—ACCOUNTING 

Winning plaintiff held not entitled to monetary award of damages, or an accounting of 
profits, as a matter of course, in every case. 

In absence of proof of palming off or fraud, except in knowingly adopting the same trade 
name as plaintiff, held that injunction against use of name without allowance of accounting 
satisfies equities of case. 

TraDE NAMES—NAMES CONFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“The Radio Shack, Inc.” held confusingly similar to “The Radio Shack Corporation.” 


Appeal from Northern District of Illinois. 
Unfair competition suit by The Radio Shack Corporation against The Radio 
Shack, Inc., Leonard Ashbach, Mort Friedman, and R. Jenkins. Defendants appeal 
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from judgment granting injunction and accounting and damages. Modified to elimi- 
nate provision for accounting and damages; otherwise affirmed. 


James W. Close, W.S. Bodman, and G. E. Hale, of Chicago, IIl., for plaintiff. 
Edward Sternberg and Sol H. Ashbach, of Chicago, IIl., for defendants. 


Before Major, Chief Judge, and Kerner and Durry, Circuit Judges. 
Durry, C. J.: 


This is an action for unfair competition. Plaintiff, a Massachusets corpora- 
tion organized in 1935, is and has been engaged in the selling of radio and electronic 
parts and equipment to amateur radio operators, referred to as “ham operators,” to 
servicemen who repair radio sets, to colleges, laboratories, and others. Plaintiff 
advertises on a national scale, issues catalogues, and does a large mail order busi- 
ness in all parts of the United States. Plaintiff and its predecessors have operated 
under the business name of “Radio Shack” since 1924. 

In July, 1946, the individual defendants named in the complaint organized the 
defendant corporation under the laws of the State of Illinois. Defendant Ashbach 
had been engaged as a distributor of radio parts for some 15 years, and defendant 
Friedman had been a ham operator since 1935, and in the radio business for about 
17 years. Defendant corporation proceeded to conduct its business in direct com- 
petition with plaintiff, selling similar articles of radio equipment, advertising in 
magazines of national distribution, and issuing catalogues or fliers. Mail orders from 
various persons and concerns throughout the United States accounted for a part of 
the business of defendant corporation. Defendant corporation claims, however, 
that a large proportion of its entire business was done in the State of Illinois. 

Defendants filed an answer denying unfair competition, and several months later 
filed an amended answer which presented affirmative defenses of estoppel, laches, 
abandonment, acquiescence, and that the trade name of “Radio Shack” was publici 
juris. Defendants also filed a counterclaim, based upon an alleged conspiracy 
between plaintiff and various manufacturers and jobbers to have the manufacturers 
and jobbers refuse to sell goods and equipment to defendants. 

The term, “Radio Shack,” refers primarily to that part of a ship where the radio 
apparatus is located and operated. The term is also applied by ham operators to 
the location in their homes or other buildings where their radio sending and receiv- 
ing apparatus is located and operated. 

The trial court found that as applied to a business operation, the name, “Radio 
Shack,” refers to the enterprise operated by plaintiff, that customers of radio and 
electronic equipment are familiar with the phrase as plaintiff's trade name, and that 
the adoption and use by the defendants of the phrase, “Radio Shack,” as a trade 
name has caused, and its continued use would cause, confusion in the minds of the 
customers in the field in which plaintiff and defendants have carried on their busi- 
ness operations, and in the minds of the public generally. In the decree defendants 
were “permanently enjoined from carrying on business in the name of the plaintiff, 
or in any approximation thereof likely to confuse purchasers of radio equipment, or 
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in any way infringing plaintiff’s trade name.” Defendants’ counterclaim was dis- 
missed and the court reserved jurisdiction as to accounting and damages. 

Some 22 years after plaintiff herein was organized, and long after the plaintiff 
had widely used its corporate name as its trade name, defendants deliberately went 
into direct competition, using for all practical purposes the identical corporate and 
trade name. For some four years prior to incorporation of the defendant company 
at least one of its officers had knowledge of the plaintiff and of the operation of its 
business. Sufficient credible evidence sustains the findings of the trial court, and 
its conclusions of law are justified unless, as defendants claim, Illinois recognizes 
a most unusual principle of law, which we are bound to apply in the case at bar. 

We must follow the rule stated by the Supreme Court in Pecheur Lozenge Co., 
Inc. v. National Candy Co., Inc. (1942), 315 U. S. 666 [32 T. M. R. 194] and 
Fashion Originators’ Guild of America, Inc., et al. v. Federal Trade Commission 
(1941), 312 U. S. 457, that in an action for unfair competition we are required to 
apply the appropriate State law* which in this case is that of Illinois. 

Defendants rely almost entirely on Hazelton Boiler Co. v. Hazelton Tripod 
Boiler Co., et al., 142 Ill. 494, 30 N. E. 339, decided in 1892. Our labors have been 
increased considerably by the fact that the opinion printed in the Northeastern 
Reporter and dated March 24, 1892, differs in several material aspects from the 
opinion printed in Vol. 142 of the Illinois Reports and dated October 14, 1892. The 
latter opinion is not only later in date, but the Illinois Reports are the official reports 
for the Supreme Court of Illinois. It is apparent that on a petition for rehearing the 


court deleted portions of the opinion which it had released on March 24, 1892. 

An examination of the opinion in the Hazelton case on file in the office of the 
Clerk of the Supreme Court of Illinois discloses those portions of the original 
opinion which were deleted. Before setting same forth, so far as they may be perti- 
nent to the decision in the case at bar, a review of the facts in the Hazelton case 
seems desirable. 


In 1881 Hazelton invented certain improvements for steam boilers and formed 
a partnership in New York with one Kennedy to manufacture and sell boilers. The 
partnership was dissolved and Hazelton went to Illinois. Early in 1884 the partners 
reconciled their differences and a new partnership was organized under the name of 
The Hazelton Boiler Company. The manufacture of boilers was undertaken and 
the product was widely advertised as Hazelton boilers. However, on July 10, 1884, 
the second partnership was dissolved, and Hazelton sold and assigned all of his 
interests, including his letters patent, to a brother of his former partner. Kennedy 
and two brothers continued to operate the business as partners, under the name of 


1. But see interesting article by Professor Charles Bunn in Vol. 62, Harvard Law Review, 
p. 987 (1949), entitled, “The National Law of Unfair Competition.” Professor Bunn cites the 
provision of the Federal Trade Commission Act of 1914, as amended in 1938: “Unfair methods 
of competition in commerce and unfair or deceptive acts or practices in commerce are hereby 
declared unlawful.” His conclusion is quite persuasive that as the act nowhere provides that 
the jurisdiction of the Federal Trade Commission is exclusive by authorizing enforcement 
when the public interest is involved, “a court having jurisdiction of a private unfair competition 
case involving interstate commerce should, therefore, apply the federal law established by the 
Act,” adding that if there were any doubt about this proposition before 1946, it has been dispelled, 
at least for the most important forms of unfair competition, by Sec. 43 (a) of the Lanham Act. 
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The Hazelton Boiler Company. On June 23, 1888, The Hazelton Boiler Company 
was organized as a New York corporation, and it acquired the business of the Ken- 
nedy partnership on April 13, 1889. In the meantime Hazelton had moved to Chi- 
cago, and on February 29, 1888, with several associates organized Hazelton Tripod 
Boiler Company, as an Illinois corporation, which manufactured boilers in the State 
of Illinois. Both plaintiff and defendant company sold directly to customers. The 
New York corporation, as plaintiff, sued in a State court of Illinois to restrain the 
Illinois corporation from using the name, “Hazelton Tripod Boiler Company,” and 
the words, “Hazelton Boiler,” and the word, “Hazelton,” in their business of manu- 
facturing and selling steam boilers. The Supreme Court of Illinois decided plaintiff 
was not entitled to injunctive relief. 

In its opinion the court pointed out that so far as the suit related to the right 
of the defendant to make use of its corporate name in the transaction of business, 
two obstacles confronted the plaintiff, saying: 

.... The first grows out of the fact that the complainant is a junior corporation seek- 
ing to contest with a senior corporation the right of the latter to the use of its corporate 
name, and the second arises from the position of the complainant as a foreign corporation 
seeking to contest with a domestic corporation the right of the latter to the corporate name 
given by the sovereignty which created it. 


The court then strongly emphasized that the incorporation of the defendant cor- 
poration antedated that of plaintiff by four months, and that if there were any 
infringement, it was the plaintiff and not the defendant who was the aggressor. 
Then follows the paragraph relied on by defendants (with the portion, deleted on 
the rehearing, italicized), to-wit: 


But the complainant is in the attitude of a foreign corporation coming into this State 
and seeking to contest the right to the use of a corporate name which this State, in 
furtherance of its own public policy and in the exercise of its own sovereignty, has seen fit 
to bestow upon one of its own corporations. For such a purpose, a foreign corporation, 
ordinarily, at least, can have no standing in our courts. Such corporations do not come 
into this State as a matter of legal right but only by comity, and they cannot be permitted 
to come for the purpose of asserting rights in contravention of our laws or public policy. 
It is competent for this State, whenever it sees fit to do so, to debar any or all foreign 
corporations from doing business here, and whatever it may do by way of chartering 
corporations of its own, cannot be called in question by corporations which are here only 
by a species of legal sufferance. 


In the original opinion, the paragraph just quoted contained the following addi- 
tional language: 


We would not be understood, however, as holding that cases may not arise where the 
name of a foreign corporation has so far become its trade-mark or trade name as to entitle 
it to protection in our courts against infringement caused by the chartering of a domestic 
corporation by the same name. We only wish to hold that the present case is not one of 
that character.” 


We do not know of any State court which has cited the Hazelton Boiler Co. 
case with approval. On its face, the opinion is legally unsound, and quite under- 


2. Two and one-half pages following this language were likewise deleted, but are not perti- 
nent here. 
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standably other courts have refused approval of its doctrine. Judge Learned Hand, 
in United States Light & Heating Co. of Maine v. United Staes Light & Heating 
Co. of New York, et al., 181 F. 182, paid his respects to the Hazelton decision in 
the following language (p. 184): 


.... No one contends that a domestic corporation may not get an injunction against 
another domestic corporation forbidding the piracy of its own name, and this is true as 
well in the federal as in the state courts. The distinction made in the Illinois decision 
is that a foreign corporation, which comes into the state by sufferance, cannot prevent the 
state from naming its own corporations as it will. However, this proves too much, 
because a court is as much bound by the act of a state government in giving a corporate 
name, when complaint is made by a domestic corporation, as when by a foreign corporation. 
The question is not who complains. . . 2 


This court in The Peck Brothers and Co. v. Peck Bros. Co. (1902), 113 F. 291, 
cert. den. 187 U. S. 643, emphatically rejected the doctrine announced in the state- 
ment from the Hazelton case heretofore quoted, saying (p. 301): 


.... Is it possible that a sovereignty of a state can be thus invoked to perpetrate a 
fraud? ... Then could one who, in connection with a business to which his name had 
been attached and had given value to it, having disposed of the right to use that name to 
another, and so by the law prohibited from using it in connection with a like business 
under circumstances that would work a fraud, be enabled to effect the fraud by simply 
becoming incorporated under that name under the sovereignty of the state of Illinois. 
We cannot bend our judgment to the conclusion that a sovereign state designed thus to 
confer immunity for wrong. .. . 


But defendants repeat again and again that the Peck case was decided before 
Erie Railroad Co. v. Tompkins, 304 U. S. 64, and therefore is not controlling, and 
that the foregoing quotation from the Hazelton case states the applicable rule of law 
in the State of Illinois; and they confidently and somewhat smugly assert, “The 
doctrine of the Erie case with its inexorable command . . . . dominates the scene.”’ 

In the Hazelton case the Illinois Supreme Court gave emphasis to the fact that 
the plaintiff had not been licensed to do business ini that State. Defendants in the 
case at bar likewise insist that the plaintiff herein is without remedy because of 
failure to have a license to do business in Illinois. However, there was no legal 
necessity for plaintiff herein to obtain such a license. It had no headquarters or 
offices in Illinois ; it conducted its business in Illinois by mail. Under such circum- 
stances it is well established that a State license to do business in Illinois is not 
required. International Textbook Co. v. Pigg, 217 U.S. 91, 106-107; North Amer- 
ican Co. v. Securities & Exchange 326; American Art Works v. Chicago Commis- 
sion, 327 U. S. 686, 695; Leigh Portland Cement Co. v. McLean, 245 Ill. Picture 
Frame Works, 264 Ill. 610; Hagen Paper Co. v. East St. Louis Pub. Co., 190 
Ill. App. 581. 

In the recent case of Metropolitan Opera Assn., Inc. v. Metropolitan Opera Assn. 
of Chicago, Inc., et al. (N. D., E. D., Ill.), 81 F. Supp. 127, wherein a foreign cor- 
poration was plaintiff, the learned trial judge, who has had long experience with 


3. In the case of International Committee of Y. W. C. A. v. Y. W. C. A., 194 Ill. 194, 
62 N. E. 551, the Supreme Court of Illinois approved the issuance of an injunction which 
enjoined an Illinois corporation from using the name under which it was incorporated. 
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Illinois law, granted an injunction restraining the defendant, an Illinois corporation, 
from using the word “Metropolitan,” although that word was a part of its corporate 
name. The court distinguished this case from the Hazelton case on the ground that 
the controlling circumstances on which that decision was based were that there 
could not be confusion in the minds of the prospective purchasers. Further, the 
court was of the opinion that in view of the Y. W.C. A. case, supra, the doctrine 
herein before quoted from the Hazelton case* is no longer the law of Illinois. 

The statement in the Hazelton opinion, hereinbefore quoted and relied upon by 
defendants has not been expressly overruled by the Illinois Supreme Court. When 
we consider the contents of the portions of the original opinion which were deleted 
upon rehearing, we have no doubt of the attitude of the court at that time on the 
principle of law there expressed. Although we are quite convinced that if this ques- 
tion were before the Illinois Supreme Court today it would overrule the unsound 
and archaic doctrine of the quoted portion* of the Hazelton opinion, we are com- 
pelled to hoid that as applied to the facts of that case it states the Illinois rule. How- 
ever, in spite of some broad generalization in the Hazelton opinion, we are entirely 
justified in not extending the unsound doctrine there announced beyond a situation 
comparable to the facts in that case. 

We believe that the case at bar can be fairly and adequately distinguished from 
the Hazelton case. In Hazelton, each corporation was selling boilers direct to cus- 
tomers at points nearly 1,000 miles apart, and they were not in fact in competition. 
Here there is no question as to the competition between the plaintiff and the corpo- 
rate defendant. In Hazelton, defendant was incorporated in Illinois prior to the 
date of plaintiff’s incorporation. Here the corporate defendant was incorporated in 
1946, with at least some of the incorporators knowing of the plaintiff and its busi- 
necs activities, whereas plaintiff had been incorporated in 1935. In Hazelton, 
the court placed considerable emphasis on the right of a person (Hazelton) to use 
his own name in his business. In considering the form of the assignment which 
Hazelton had made, the court stated: 


.... We therefore think that the intention on the part of Hazelton to divest himself 
of the right to use his own name in any business in which he might see proper to engage, 
is not shown with such clearness and certainty as would justify the courts in undertaking 
to enforce it. 


In the case at bar the element of the use of one’s own name in his business is 
not present. 

We hold that the rule of law recognized in the State of Illinois does not bar the 
plaintiff herein from seeking and securing an injunction against an Illinois corpora- 
tion pirating its name and its business. 

We pass now to a consideration of the defendants’ claim that the plaintiff's 
trade name is not composed of coined or fanciful words so as to merit protection 
under the principles of the law of unfair competition. True it is that ‘Radio Shack” 
is a descriptive term, but when plaintiff’s predecessor started to use the term in 
1924 and when plaintiff was organized in 1935 and continued to use it, these words 


4. But with the deletions, as italicized. 
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had not previously been used to indicate a merchant of radio equipment. Thus, as 
applied to such a business the words were arbitrary and fanciful. A trade name 
will be protected even though the words are of a descriptive character if they have 
acquired a distinctive meaning in the market place. Plaintiff offered proof that 
customers and users of radio equipment recognized their trade name, “Radio Shack,” 
as identifying their business, and the district court so found. There is no sound 
basis for disturbing that finding, and we approve it. 

Defendants argue that as plaintiff does not manufacture the goods it sells, it 
follows that there cannot be customer confusion. But as this court pointed out in 
Consumers Petroleum Co. v. Consumers Co. of Illinois, 169 F. 2d 153, 162 [38 
T. M. R. 861], it is the confusion of origin or sponsorship, and not the confusion of 
goods, which is the controlling factor. A corporation may build up a fine reputa- 
tion for financial responsibility, and business integrity and fair dealing, in the field 
within which it transacts its business, in which event its trade name should ordi- 
narily be entitled to protection. The wrong in this case consists in a realization on 
the plaintiff’s general reputation—an appropriation of plaintiff’s good will by con- 
fusing the minds of prospective customers as to the identity of the dealer who is 
offering the goods to the public. 

In all cases of unfair competition, it is principles of old fashioned honesty which 
are controlling. J.J. Case Plow Works v. J. I. Case Threshing Machine Co., 162 
Wis. 185, 201. 

In an amended answer defendants plead various affirmative defenses, such as 
estoppel, laches, abandonment, and acquiescence, and that the trade name of “Radio 
Shack” was publici juris. Defendants argue that as plaintiff did not answer or 
reply to these defenses, they stand admitted by the pleadings. This point is not well 
taken. Rule 7(a), F. R. C. P., provides that there shall be a complaint and an 
answer, and there shall be a reply to a counterclaim denominated as such. After 
referring to cross-claims and third-party complaints and answers thereto, the rule 
provides that no other pleadings shall be allowed, except that a court may order a 
reply to an answer or a third-party answer. Here there was a reply to the counter- 
claim, but the court did not order a reply to the affirmative defenses. As a matter 
of pleading they stand denied. Rule 8(d), F. R. C. P. 

Defendants’ argument that plaintiff has abandoned its trade name and has 
acquiesced in its use by others, and that it is guilty of laches and is now estopped 
to assert its rights in its trade name, and that “Radio Shack” is publici juris, is 
based on the following showing. In the State of New York for some years past a 
business has been conducted under the name of “Uncle Dave’s Radio Shack”’; that 
in Green Bay, Wisconsin, one Jarvis conducted a small shop under the title, “Radio 
Shack,” which was devoted largely to local radio repair work, but did sell some 
broadcast radio parts on a local basis; and that Radio Shacks have been registered 
in Los Angeles, California, and Detroit, Michigan. There was also introduced in 
evidence a letter written by a clerk of the plaintiff (without the authority of its 
officers) stating that plaintiff had no objection to the use by Jarvis of the name, 
“Radio Shack,” in his business in Green Bay. The trial court found that Jarvis 
was not in competition with plaintiff. As to the registrations in Los Angeles and 
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Detroit, registration without proof of user is not a sufficient defense. It is user, not 
registration, that confers rights in a trade name. Harvey v. American Coal Co., et 
al., 50 F. 2d 832, 835 [21 T. M. R. 495]. 

The testimony herein showed that other than the plaintiff and the defendant cor- 
poration none of the other Radio Shacks mentioned by defendants had ever advertised 
in magazines of national circulation except “Uncle Dave’s Radio Shack,” whose pro- 
prietor used the name, “Uncle Dave’s Radio Shack,” in advertisements run in De- 
cember, 1931, and in February and October, 1932. At the same time and since he 
also operated his business under the name, “Fort Orange Distributing Company.” 
Jarvis of Green Bay did not start in business until six months before the corporate 
defendant herein was organized. The New York corporation, “Radio Ham Shack,” 
was also organized about six months prior to the defendant corporation, but none of 
the individual defendants had ever heard of it. The president of the plaintiff corpora- 
tion and several witnesses of prominence in the radio industry testified they did not 
know of the use of “Radio Shack” in connection with the business of selling radio 
parts and equipment by anyone except the plaintiff until the defendant corporation 
adopted the same trade name. The findings of the trial court overruling the various 
affirmative defenses are not clearly wrong, and we shall therefore not disturb such 
findings. 

Defendants urge that the district court erred in dismissing the counterclaim 
and point out that they had demanded a jury trial on those issues. Defendants 
state further that at a pre-trial conference it was agreed that only the question of 
an injunction would be first tried. Apparently the district judge and counsel for the 
plaintiff did not so understand, or agree to a piecemeal trial of the issues herein. 
It is unfortunate that at the conclusion of the pre-trial conference the district judge 
did not dictate or direct an order setting forth specifically any stipulations that may 
have been agreed upon. 

Pre-trial conferences should be given every possible encouragement by the 
courts. Many crowded dockets have been brought up to date or at least greatly eased 
as a result of pre-trial conferences. Here the trial court very appropriately con- 
ducted such a conference. Twenty-seven pages of the printed record are devoted to 
what is designated as “Argument on Pre-Trial Conference.” It is apparent that 
this so-called argument is a report of a colloquy between the court and counsel. 
We cannot find any statement of an understanding that the issues raised by the 
counterclaim would be separately tried. There was an agreement that the question 
of an accounting should be deferred until it was determined whether an accounting 
would be necessary. Furthermore, counsel for the defendants replied in the nega- 
tive when the court asked at the pre-trial conference, “There won’t be a jury in 
this case?” It is also of some significance that at the trial certain questions were 
asked of witnesses by counsel for the defendants which could only have been 
material to the issues raised by the counterclaim. We find no error in the court's 
dismissal of the counterclaim. 

There remains for consideration the question of an accounting. It does not 
follow as a matter of course that in addition to an injunction a winning plaintiff in 
every case of unfair competition is entitled to a monetary award in the form of 
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damages or an accounting of profits. Consumers Petroleum Co. v. Consumers Co. 
of Illinois, supra, p. 163 [38 T. M. R. 861]. The character of the conduct giving rise 
to the unfair competition is relevant to the remedy which should be awarded. 
Champion Spark Plug Co. v. Sanders, et al. doing business as Perfect Recondition 
Spark Plug Co., 331 U.S. 125, 130 [37 T. M. R. 323]. In the case at bar there was 
no proof of palming off of goods by defendants, nor of fraud, except in so far as 
knowingly adopting the same trade name as plaintiff should and must be considered 
fraud. At the time of the oral argument in this court counsel for defendants repre- 
sented that steps had been taken by his clients to avoid confusion on the part of pur- 
chasers and the public by adding the words, “of Chicago, Illinois,” after defendants’ 
corporate trade name. Under the circumstances of this case we are of the opinion 
that the injunction as entered by the district court satisfies the equities of this case. 

Except for the modification of eliminating Paragraph 4 pertaining to an account- 
ing and damages, the judgment herein is affirmed, with costs allowed to the plain- 
tiff. 


FEDERAL TELEPHONE & RADIO CORPORATION v. FEDERAL TELE- 
VISION CORPORATION 


No. 170—C. A. 2—February 28, 1950 


CouRTS—PRELIMINARY INJUNCTION—GENERAL 
On facts of record, held that there is no proof, such as preliminary injunction demands, 
that any confusion has occurred, that plaintiff will wish to enter related field in which 
defendant operates, or that there will be any possible damage to plaintiff's reputation. 
UnFaiR COMPETITION—BASIS OF RELIEF—GENERAL 
It is well settled that if defendant’s use of name made it more difficult for plaintiff to 
go into related field, or if defendant’s reputation in the trade was bad and so damaged 
plaintiff’s reputation, plaintiff, first user, might compel defendant as later user to distinguish. 
No doctrine exists by which first user of specific name or description is given power to 
prevent its use by others. 
Question in such case is: What damage to the first user will the second do by use of 
first user’s mark, and what burden will it impose upon second user effectively to distinguish ? 
TRADE-NAMES—NAMES Not CONFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Federal Television Corporation” held not confusingly similar to “Federal Telephone & 
Radio Corporation.” 


Appeal from Southern District of New York. 

Unfair competition suit by Federal Telephone & Radio Corporation against Fed- 
eral Television Corporation. Plaintiff appeals from denial of preliminary injunc- 
tion. Affirmed. 


Paul Kolisch, of New York, N. Y., for appellant. 
Elliott L. Biskind, of New York, N. Y., for appellee. 


Before L. Hanp, Chief Judge, and Swan and Cuase, Circuit Judges. 
L. Hanp, C. J.: 


The plaintiff appeals from an order, denying its motion for a preliminary injunc- 
tion, in an action to prevent the defendant from using the name, “Federal,” or its 
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corporate name “Federal Television Corporation,” in the sale at retail of television 
receivers, “boosters,” and the like. Its claim is founded upon the similarity between 
its own name and the defendant’s and between the goods sold by both. The facts 
stated in the affidavits, on which the motion was heard, were as follows. The name 
of the plaintiff’s predecessor, a California corporation organized in 1909, was 
“Federal Telegraph Company,” which until 1931 was engaged in transmitting 
wireless messages, building radio stations, and making radio and telegraph equip- 
ment. In 1931 the International Telephone and Telegraph Corporation bought out 
the old company and moved it to Newark; and in 1942 merged it with another of 
its subsidaries under its present name. The new company—the plaintiff—contin- 
ued the old business of making and selling to manufacturers parts for telephone, 
telegraph, radio, television equipment and other like equipment; until in the year 
1946 it began to sell radio receivers at retail. When the motion was made it had 
sold about 100,000 of these through some 4,500 retail dealers, and it has always 
sold them under the name, ‘‘Federal” ; they are the only sales of receivers under that 
name, although during the years 1925-1927 the plaintiff's predecessor had sold radio 
sets under another name. The defendant was organized in February 1948; as we 
have said, its business is the manufacture and sale at retail of television receivers 
and “boosters.” The plaintiff asserts that confusion has developed as to these; and 
in its affidavits it gave the names of four retailers—‘“sales representatives”—who 
telephoned to ask why they had not been informed that it was manufacturing tele- 
vision apparatus. When, however, the defendant’s attorney telephoned to two of 
these, they denied making any such statements ; and he was unable to find the other 
two in the telephone directories of the cities where the plaintiff said that they lived. 
After the beginning of the action the International Telephone and Telegraph Cor- 
poration started manufacturing television receiving sets, through another of its sub- 
sidiaries, the Capehart-Farnsworth Corporation; but it did so under that name. 
Thus, not only must we lay aside the possibility that the defendant can divert cus- 
tomers from the plaintiff; but there is no proof, such as a preliminary injunction 
demands, that any confusion has so far occurred. 

The plaintiff might have proved that the name, “Federal,” had become so 
attached to the sale of its radio receivers that buyers of the defendant’s television 
receivers and “boosters” supposed that they were getting the plaintiff’s wares. Even 
then, the confusion would not extend to those of the plaintiff’s customers who are 
manufacturers, for such buyers know the persons with whom they deal; and any 
confusion would be limited to retail dealers and their customers. Therefore, it 
could affect the plaintiff only in one of two ways: (1) it might make it more difficult 
for the plaintiff to sell television sets, if it ever wished to go into that field; (2) its 
general reputation might be damaged, if the defendant’s reputation in the trade was 
bad. It is indeed well-settled that these two interests are at times enough to give 
the first user of a name or mark the power to compel anyone, who uses it later, to 
distinguish his wares. We have had occasion a number of times to discuss this 
doctrine, its scope and limits—the last time at some length'—and it would merely 


1. S.C. Johnson & Son v. Johnson, 175 F. 2d 176 [39 T. M. R. 557]. 
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cumber the books to repeat what we have said. Although there appears to be a per- 
sistent belief that the first use of a specific name or description gives a power to 
the first user to prevent its use by others, it is important to remember that no such 
doctrine exists. In all such cases there is only one question: what damage to the 
first user will the second do by the use of the first user’s mark, or name or make-up, 
and what burden will it impose upon the second user effectively to distinguish the 
goods ? 

It is enough to dispose of the case at bar that the plaintiff failed to show that 
either of the two interests which we have just mentioned will be endangered by 
defendant’s use of the word, “Federal.” It has already appeared that there is no 
reason to suppose that the plaintiff will wish to sell television receivers; and, as the 
case now stands, any possible damage to the plaintiff’s reputation is purely conjec- 
tural. True, it is always possible, when two merchants use the same name, that 
some confusion may arise, and that the reputation of one may therefore be trans- 
ferred to the other; but there is no substantial basis for such a conclusion in the 
record before us. We have already disposed of the putative instances of actual con- 
fusion ; and of any such possibility among manufacturers. As for retailers and their 
customers, it is conceivable that the word, ‘Federal,’ may lead them to believe that 
the defendant’s television sets come from the plaintiff, and that, if the defendant’s 
reputation becomes unsavory, the blame may be put on the plaintiff. However, 
there is so far no evidence of this, and we should have no warrant for depriving 
the defendant of whatever good will it has already acquired by its sales under its own 
name. It started the user in entire good faith, the word is in general use for all 
sorts of purposes, and the plaintiff's pretension to monopolize it is without any pres- 
ent basis that we can discover. 

Order affirmed. 


CENTURY DISTILLING COMPANY v. CONTINENTAL DISTILLING 
CORP. 


No. 9789—U. S. D. C. E. D. Pa.—March 6, 1950 


TRADE- MARK INFRINGEMENT—ACCOUNTING—GENERAL 
Century held to have sustained its burden of proving that part of its “Dixie Dew” profits 
were not due to infringement of “Dixie Belle.” 
Infringer undertaking to show profits were not due to infringement held not required to 
establish that fact beyond all doubt. 
TRADE-MARK INFRINGEMENT—ACCOUNTING—DEDUCTIONS 
In computing deductions for (a) cost of sales, (b) salesmen’s salaries and expenses, 
(c) general sales office expense, and (d) general and administrative expense, such deductions 
should not be made on basis of allocation of all such costs incurred by Century regardless 
of whether manufacture and sale of “Dixie Dew” whiskey increased such costs. 
Century is not entitled to deduction for interest on investment. 
Continental is not entitled to any part of terminal profit received by infringer, Century, 
upon sale of its business. 
Federal income and excess profits tax payments held not permissible deductions in case 
of deliberate wrong-doing. 
Century held entitled to allowance for salesmen’s salaries and expenses as found by 
master. 
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Evidence of record held sufficient to justify allowance for freight as a cost of sales. 
Century held not entitled to any allowance as cost of sales for unidentified discounts, 
returns and allowances. 
Master’s conclusion as to amount of allowance for general sales office expenses sustained, 
Interest on “Dixie Dew” profits allowed at rate of 6 percent per annum from date oj 
filing of master’s report. 
Master’s conclusion that 75 percent of Century’s profit on “Dixie Dew” is not attributable 
to the infringement, adopted by the court. 
TRADE-MARK INFRINGEMENT—ACCOU NTING—GENERAL 
One who gains by unlawful appropriation of something belonging to another must turn 
over what he so obtained to the owner; and in fixing amount to be paid for trade-mark 
infringement, court may take into account substantial advantages gained by wrongdoer, 
though such advantages are not reckoned as part of his profit by orthodox accounting 
methods. 
TRADE-MARKS—INFRINGEMENT—GENERAL 
Century’s conduct held willful and deliberate but not “fraudulent” in the sense of intended 
to deceive the public as to the nature or origin of the goods. 


Suit under R. S. 4915 by Century Distilling Company against Continental Dis- 
tilling Corp. to compel issuance of registration, in which defendant obtained judg- 
ment on counterclaim for trade-mark infringement awarding accounting. Opinion 
on specific issues as to accounting. 


Joseph S. Clark, Jr., of Philadelphia, Pa., for plaintiff. 
Leonard L. Kalish and Robert T. McCracken, of Philadelphia, Pa., for defendant. 


KIRKPATRICK, C, J.: 


In any case of the magnitude of this one, in which more than 9,000 pages of 
testimony have been taken, a piecemeal disposition by the Court may be found 
desirable. Certain specific issues have been submitted to the Court which the parties 
regard as the principal points to be decided. The following statement may be taken 
as the Court’s final conclusions upon these issues. 

(1) Century has sustained its burden of proving that a part of its “Dixie Dew” 
profits were not due to its infringement of Continental’s “Dixie Belle” trade-mark. 

Note: Throughout this case Continental has maintained that the opinion of the 
Court in the Mishawaka case, 316 U. S. 203 [32 T. M. R. 254], lays down a rule to 
the effect that an infringer, undertaking to show that his profits, in whole or in part, 
were not due to the infringement, must establish that fact beyond all doubt or by 
some equivalent measure of proof. Such a burden of proof would be entirely for- 
eign to any theory of tort liability and almost, if not quite wholly, impossible to 
meet. To all practical intents it would amount to a pure penalty. Under such a 
rule, in most cases the windfall to the trade-mark owner which Justice Frankfurter 
says may arise “where it is impossible to isolate the profits which are attributable 
to the use of the infringing mark” would consist of practically all the profits. The 
statute does not warrant and the opinion does not announce any such rule. 

The whole argument is based upon a sentence in the opinion [32 T. M. R. 254]: 
“The plaintiff of course is not entitled to profits demonstrably not attributable to 
the unlawful use of his mark.” If Justice Frankfurter used the word “demonstrably” 
otherwise than meaning “capable of being shown or made evident by reasoning or 
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proof” (and I do not believe he did) then the sentence would mean no more than 
“It goes without saying that the plaintiff is not entitled to profits shown beyond all 
possibility of doubt not to be attributable to the unlawful use of its mark,” which, of 
course, is quite true but which is a long way from saying that the plaintiff is entitled 
to profits which the defendant has proved, by a fair preponderance of evidence suffi- 
cient to satisfy any finder of fact, not to have had any relation to the infringement. 

(2) In computing the deductions to which Century Distilling Company is en- 
titled for expenses of (a) cost of sales, (b) salesmen’s salaries and expenses, (c) 
general sales office expense, and (d) general and administrative expense, such 
deductions should not be made to Century on the basis of allocation of all such costs 
actually incurred by Century whether variable or nonvariable, i.e. regardless of 
whether the manufacture and sale of “Dixie Dew” whiskey increased the amount of 
such costs. 

Note: Most of the apparently conflicting decisions upon this point in infringe- 
ment accounting cases can be understood if not completely reconciled if it be borne 
in mind that they all represent an effort to apply a general well-settled principle, 
about which there is no dispute, to situations which are usually very complex and 
which differ widely not only in the problems peculiar to the business in hand, but 
also in the nature, completeness and degree of certainty of the proof upon which 
the Court is called to act. The principle is that one who gains by the unlawful 
appropriation of something belonging to another must turn over what he so obtained 
to the owner. In infringement cases the mechanics of restitution necessarily takes 
the form of paying money but it does not follow that, in fixing the amount to be 
paid, the Court may not take into account substantial advantages gained by the 
wrongdoer even though such advantages did not accrue to him in the form of cash 
and are not reckoned as part of his profit by orthodox accounting methods. “In 
settling an account between a patentee and an infringer of the patent, the question 
is, not what profits the latter has made in his business, or from his manner of con- 
ducting it, but what advantage has he derived from his use of the patented inven- 
tion”, Tilghman v. Proctor, 125 U. S. 136, 147. The “differential” or “marginal” 
cost method of accounting adopted by the master is justified as one way of making 
the infringer pay the rough equivalent of the real, though intangible, advantages 
inherent in the manufacture and sale of one brand as a companion to a well integrated 
line of brands as part of a large-scale or continuous operation. Such advantage is 
generally reflected in the absorption of costs which would otherwise have to be 
allocated to other brands and also to some extent in the stimulation of trade through 
the use of a “leader.” 

(3) Century is not entitled to any deduction for interest on investment. 

Note: I agree fully with the master that allowing interest on investment is 
absolutely inconsistent with the differential or marginal cost theory. That theory 
is the cornerstone upon which the whole structure of this accounting has been based 
and I think it is sound. I do not, however, agree with the master that because of 
what was said in a number of cases the inconsistency must be accepted in this account- 
ing. An examination of the authorities shows that, logically or illogically, the allow- 
ance of interest on investment as a charge against profits has in most cases turned 
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upon the degree of culpability of the infringer’s conduct. For example, in Duplate 
Corporation v. Triplex Safety Glass Co., 81 F. 2d 352, 356, a decision of the Third 
Circuit Court of Appeals, Judge Thompson said “Jnasmuch as we sustain the ruling 
of the court below that the defendants’ infringement was not willful and deliberate, 
we think that this is a case in which to apply the well-established principle that an 
infringer is entitled to a reduction of profits by allowance of interest on invested 
capital.” On the other hand, in Hamilton Shoe Co. v. Wolf Brothers; 240 U.S. 251, 
261, in which interest was not allowed, the Court pointed out “And it is to be remem- 
bered that defendant does not stand as an innocent infringer,” and then went on to 
say, “the imitation of complainant’s mark was fraudulent. 

It seems that the courts, without drawing any very sharp lines, have generally 
recognized three kinds of infringement in patent and trade-mark cases, namely, 
innocent, willful and fraudulent. Whatever the infringement in this case may or 
may not have been, it certainly was not innocent. The typical case of “innocent” 
infringement is where the defendant puts his goods on the market without any 
knowledge of the existence of the plaintiff’s mark, and there may be others. But in 
this case there can be no possible question that Century’s conduct was willful, under- 
taken and persisted in with full knowledge of Continental’s rights, and, if it adds 
anything, it can also be characterized as deliberate. It was not fraudulent if “fraudu- 
lent” be taken, as it generally is, to mean an intent to deceive the public as to the 
nature or origin of the goods. In other words, I do not believe that Century 
intended or expected anyone to buy “Dixie Dew” bourbon whiskey under the im- 
pression that they were buying “Dixie Belle” gin. Nor do I believe that Century 
intended or expected that the public, in buying “Dixie Dew,” would think that they 
were buying a product of the Continental Distilling Company although this result 
may actually have occurred in a few negligible instances. The fact is that Century 
thought it had a good trade-mark which would sell its goods, that it knew that 
Continental was building up a reputation by the use of a similar, although not 
identical, trade-mark and that it was quite willing to go into very large-scale pro- 
duction and sale of the article, with at least a presumed knowledge that it had no 
right to it, and taking the risk that it might be held an infringer. Therefore, inas- 
much as this infringement was willful, I think the only proper and logical course is 
to disallow all interest on investment as a deduction. 

(4) Continental is not entitled to any part of the terminal profit received by 
Century upon the sale of its business. 

Note: Continental’s claim in this regard depends wholly upon the proposition 
that Century has been declared to be a trustee ex maleficio of the profits. As pointed 
out by Justice Holmes in Larson Co. v. Wrigley Co., 277 U. S. 97, 99, “To call the 
infringer an agent or trustee is not to state a fact but merely to indicate a mode of 
approach and an imperfect analogy by which the wrongdoer will be made to hand 
over the proceeds of his wrong.” The liability to account for profits is statutory, a 
fact which makes it unnecessary to fit it into any frame of existing legal theory. It 
arises, not from any relationship, real or fictitious between the owner of the mark 
and the infringer, but from public policy and the mandate of the Statute and, while 
for some purposes it is convenient and helpful to apply the principles of trusteeship 
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ex maleficio, the “imperfect analogy” is not to be made an absolute basis of liability 
in all cases. 

(5) Federal income and excess profits tax payments are not permissible deduc- 
tions in computing Century’s “Dixie Dew”’ profits. 

Note: What has been said in connection with the disallowance of interest on in- 
yestment largely applies here. Although I have not characterized Century’s con- 
duct as fraudulent, it was, undeniably, conscious and it was deliberate wrongdoing, 
and what Justice Holmes said in Larson Co. v. Wrigley Co., supra, at page 100, 
covers the case: “in a case of what has been found to have been one of conscious 
and deliberate wrongdoing, we think it just that the further deduction (taxes) 
should not be allowed.” 

(6) Century is entitled to an allowance for salesmen’s salaries and expenses in 
the amount found by the master. 

Note: In applying the differential cost method of accounting for profits to this 
item, the master had a difficult problem. In spite of the fact that “Dixie Dew” 
undoubtedly helped sell Century’s entire line, there was no evidence that “Dixie 
Dew” was ever sold by Century at an abnormally low price (considering its place 
in that line) for the purpose of stimulating trade in other brands. On the contrary 
the evidence supports the master’s finding that a measurable sales effort was ex- 
pended upon it. Century needed a low priced bourbon to meet competition with 
other manufacturers who put out a complete line of whiskies, in addition to which 
there is no reason to think that Century did not expect that “Dixie Dew” would 
have profit possibilities on its own merits. Hence, since the item under considera- 
tion did not belong entirely in the category of nonvariables, some part of it had to 
be allocated to ‘“‘Dixie Dew” sales. However, there was no entirely accurate method 
of making the allocation, because the sales department expenses were not (as they 
rarely are) identifiable with specific sales or specific commodities, so that the mas- 
ter, in adopting a workable basis for his allocation, had to accept certain factors 
which Continental criticises as arbitrary but which nevertheless represent reasoned 
conclusions based upon competent evidence, factual and expert. Such a factor is the 
“point of reference beyond which additional expenses would begin to be incurred by 
additional sales volume.” I am of the opinion that the master was justified in using 
the method which he adopted to allocate salesmen’s salaries and expenses to cost 
of “Dixie Dew”’ sales. 

Continental’s further criticism that the allowance for this item involved a dupli- 
cation of a part or all of the allowance for commissions is fully answered by the 
testimony of Century’s Secretary-Treasurer. 

(7) The evidence is sufficient to justify an allowance for freight as a cost of 
sales. 

Note: I agree that in view of the adverse decisions of 1936 and 1937 and Judge 
Maris’s interlocutory decree of 1938 there was not much excuse for Century’s fail- 
ure to keep its records in such shape that the exact amount of freight incurred by 
each “Dixie Dew” shipment could have been shown at the accounting without the 
vast amount of trouble and expenditure of time which the master felt would have 
been necessary in view of the state in which its books actually were. However, the 
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question is not whether a penalty should be imposed upon Century but simply 
whether there was sufficient evidence produced from which an allowance in some 
amount could properly be made. It appears that there was. Therefore an estimate 
arrived at by a method of allocation is proper as a basis for an allowance for freight. 
In general, the master’s approach to the problem is approved. However, the 
amounts to be allowed on account of freight should be less than the amounts allowed 
by the master. Of course, all “Dixie Dew” shipped by freight incurred freight 
charges. However, there is a total absence of proof as to how much of it was 
shipped in carload lots although it appears that a substantial amount was. There- 
fore, as between carload lot rates and rates on svialler quantities any estimate is 
necessarily a mere guess. The only certainty is that “Dixie Dew” could not have 
incurred less than carload lot rates. Therefore, the amount allowed by the master 
for freight should be reduced to a figure which would represent the freight on 
“Dixie Dew” assuming that it was all shipped in carload lots. 

(8) Century is not entitled to any allowance as a cost of sales for unidentified 
discounts, returns and allowances. 

Note: Like the freight charges, the items included under this head were always 
incurred with respect to specific sales and could have been identified from Century’s 
records or, if they could not, Century, with full knowledge of adverse decisions, 
should have made them so. As in the case of the freight charges, Century failed to 
produce evidence by which returns and allowances could have been set against the 
specific sales to which they properly belonged but relied for its proof upon a method 
of allocation. However, there is this difference between the proof adduced to sup- 
port the item of freight and that adduced to support this item. In the case of the 
freight the evidence showed that the total amount chargeable to “Dixie Dew” could 
not have been less than a proved minimum. This is not true of the present item. 
In the case of the freight item, Century’s claim for allowance above the proved mini- 
mum has been disallowed and, on the same reasoning, this entire item must be dis- 
allowed. In addition, it is probable that the labor and time necessary to prove these 
items, by identifying them with the sales to which they belong, would be consider- 
ably less than in the case of the freight charges. 

(9) The sum of $23,782.67, part of the general sales office expenses, is properly 
allowable as an item of cost. 

Note: Here, of course, no identification with respect to individual brands was 
possible no matter how the records were kept. A portion of the general sales office 
expenses was properly deductible under the marginal or differential cost method, 
which general method was the basis of the master’s report and has been approved. 
The only question here is whether the evidence produced before the master justified 
his conclusion as to the amount of the allowance. The Court is of the opinion that 
it did. 

(10) Interest on “Dixie Dew” profits will be allowed at the rate of six percent 
per annum from the date of the filing of the master’s report. 

Note: This is the rule adopted by the Circuit Court of Appeals for the Third 
Circuit in Gotham Silk Hosiery Co. v. Artcraft Silk Hosiery Mills, Inc., 147 F. 2d 
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209—a case in which it could not well be said that the defendant’s wrongdoing was 
innocent. 

(11) The master’s conclusion that seventy-five percent of Century’s profit on 
“Dixie Dew” is not attributable to the infringement is adopted by the Court. 

Note: The master’s conclusion is a fact finding. It was arrived at after a careful 
weighing of a number of factors established by competent proof after an exhaustive 
presentation of facts, figures and opinion which left no possible corner of the field 
unexplored, and after a ten-year investigation and study of the entire business in 
which the contending parties were engaged. His report is outstanding in thorough- 
ness and clarity, and evinces a k en insight and a scrupulously fair consideration of 
both sides of every issue presented. To say that his finding is guess-work or that 
it is arbitrary or capricious is to ignore realities. In the ordinary conduct of busi- 
ness and in human affairs generally, decisions of vital importance are made and 
policies adopted upon far less complete data and far less thorough consideration. 

I accept the master’s finding and adopt it as the finding of the Court, rephrasing 
part of the sentence on page 165 which relates to the last twenty-five percent as fol- 
lows: “Another twenty-five percent of total sales can, conservatively, be eliminated 
as representing sales which could not have resulted from, or been affected by, any 
likelihood of confusion,” etc. I have conferred with the master who has advised me 
that the sentence as rephrased correctly represents the thought he had in mind. Re- 
gardless of that, however, I state it as the independent finding of the Court. 


On Reargument 


I adhere to the rulings as made. 

Of the various matters urged upon the Court by both sides at the re-argument, 
the only one which calls for comment is the allocation of freight charges. This was 
one of the comparatively few points at «hich the Court did not adopt the master’s 
report. 

The master evidently proceeded with the thought in mind that, being without 
evidence from which the allocation could be made with absolute accuracy, it was 
incumbent upon him to make as fair an estimate as he could. This is a perfectly cor- 
rect approach where the item is one as to which, under normal accounting practice, 
the records will not contain evidence from which an accurate allocation can be 
made. In an accounting of this kind, there are undoubtedly items as to which it is 
necessary, if any allocation is to be made, to resort to a “fair” method as dis- 
tinguished from an accurate one. An example is the item of salaries of general 
officers. I doubt that it would ever be possible to produce a record of the actual 
days or hours devoted by any officer to any particular product. Business records 
are not kept in that fashion. That, however, is not the case with freight charges. 
As a matter of fact, every item of freight charges is identified with a particular prod- 
uct at the time it is paid out. Records can be kept so that it would be easier to make 
an apportionment of freight charges than of purchase of supplies, labor or almost 
any other item. As pointed out, throughout the accounting period Century was a 
trade-mark infringer with proceedings pending against it and with adverse decisions 
of the Patent Office against it. If there was any good reason why it could not have 
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kept its record of freight charges so that an absolutely accurate apportionment 
could have been made it has not been made clear to me. As a matter of fact, even 
as the records were kept, such apportionment could have been made but it would 
have involved such a vast amount of labor and effort that Century, in apportioning 
such freight charges, chose a short cut based on an allocation by volume of shipments 
without reference to the distinction between carload and less than carload shipments, 
confirmed by a spot check. 

I do not say that the master did not adopt the fairest possible method on the 
evidence which he had before him, but beyond the minimum which I allowed, there 
was at best a probability that it was accurate instead of a certainty as there would 
have been if Century had been able or willing to present the actual figures. 


R. P. HAZZARD CO. v. EMERSON’S SHOES, INC., ET AL. 
No. 7230—U. S. D. C. D. Mass.—February 2, 1950 


TRADE-MARKS—STATUTORY INFRINGEMENT—PLEADING AND PRACTICE 

Plaintiff, having the burden of showing affirmatively that the alleged infringing mark was 
used in interstate commerce, or in intrastate commerce which substantially affected interstate 
commerce, held neither to have pleaded nor proved it. 

Defendants operating local retail stores held to have made intrastate sales exclusively, 
with the exception of sporadic and isolated instances held not to affect substantially interstate 
commerce. 

CourTs—J URISDICTION—GENERAL 

Federal court has jurisdiction over cause of action for unfair competition, in suit between 

citizens of different states involving the requisite jurisdictional amount. 
Courts—ConrFtict of Laws—APPLICABLE LAw 

Federal court follows Massachusetts law in unfair competition suit, where jurisdiction is 
based on diversity of citizenship. 

Unrair CoMPETITION—BASIsS OF RELIEF—GENERAL 

Wherever the natural and probable consequences of the use of his name by a newcomer 
have caused confusion of the public in differentiating the newcomer’s goods or establishment 
from the goods or business of an old established competitor, the newcomer has been required 
to take steps necessary to eliminate such confusion. 

Mere use of name which defendants had a right to use does not in and of itself constitute 
unfair competition. 

Defendants held not to have passed off its goods as plaintiff’s, nor practiced fraud on 
the purchasing public. 

Plaintiff held to have failed to sustain burden of proving confusion. 

TRADE-MARKS—SECONDARY MEANING—GENERAL 

Plaintiff having burden of establishing secondary meaning in the mark “Emerson,” held 
to have failed to sustain that burden. 

The word “Emerson” having acquired no secondary meaning as designating plaintiff's 
product, its rights are not enlarged by Mass. G. L. (Ter. Ed.) c. 110, § 7A. 

TRADE-MARKS AND TRADE NAMES—Marks Not CoNnFuSINGLY SIMILAR—PARTICULAR INSTANCES 

Plaintiff having failed to prove secondary meaning in the words “The Emerson Shoe,” 
held not entitled to injunction restraining defendants from using the trade name “Emerson’s 
Shoes.” 


Trade-mark infringement and unfair competition suit by R. P. Hazzard Co. 
against Emerson’s Shoes, Inc., McElroy-Kerstein, Inc. and The Arlington Shoe 
Corporation. Judgment for defendants dismissing complaint with costs. 
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Lee M. Freidman and Freidman, Atherton, King & Turner, of Boston, Mass., for 
plaintiff. 
Bailen, Snyder & Vernaglia and Herman Snyder, of Boston, Mass., for defendants. 


McCarthy, D. J.: 


This is an action for trade-mark infringement and unfair competition. The 
plaintiff has waived an accounting for damages and profits and seeks only to restrain 
the defendants from violating its rights in certain trade-marks containing the words 
“The Emerson Shoe” registered in the United States Patent Office on July 28, 1914 
(No. 98649) and May 4, 1920 (Nos. 130711, 130712, and 130713) by the Emerson 
Shoe Company. All of these marks have been renewed. These trade-marks were 
assigned and transferred to another corporation, the Emerson Shoe Manufacturing 
Company, which in turn assigned and transferred them to the plaintiff on March 25, 
1931, and have at all times since been owned by the plaintiff.* 

The plaintiff is a corporation organized under the laws of Maine, with its usual 
place of business in Augusta, Maine, but since 1933 has not been registered as doing 
business in Massachusetts. 

The defendant Emerson Shoes, Inc., is a Massachusetts corporation having its 
principal place of business since July 15, 1945, in Boston, Massachusetts. This 
corporation conducts a retail shoe store at 169 Harvard Avenue, Allston, Massa- 
chusetts, and at 305-A Harvard Street, Brookline, Massachusetts. 

The defendant McElroy-Kerstein, Inc., is a Massachusetts corporation, organ- 
ized in 1940, which corporation at the present time conducts a retail shoe store in 
Waltham, Massachusetts. Its stock is wholly owned by the defendant, Emerson’s 
Shoes, Inc. 

The defendant, The Arlington Shoe Corporation, is also a Massachusetts 
corporation, organized on May 27, 1946, and at the present time conducts a retail 
shoe store in Arlington, Massachusetts. Fifty per cent of the capital stock is owned 
by Emerson’s Shoes, Inc., and the remainder by one Harold A. McElroy. 

The amount in controversy exceeds three thousand dollars ($3,000). 

The plaintiff manufactures and sells men’s shoes throughout the United States 
and has built up a large business. “The Emerson Shoe” constitutes part of plain- 
tiff’s output.” Since approximately the year 1937, the plaintiff has ceased sup- 


1. The Emerson Shoe Company was dissolved by decree of the Supreme Judicial Court of 
Massachusetts, Equity No. 43871, in 1926. The Emerson Shoe Manufacturing Company was 
likewise dissolved in 1931, Equity No. 54865. : 

There was also a Massachusetts corporation known as The Emerson Shoe Stores Company. 
In 1924 this corporation changed its name to the Nosreme—a reverse spelling of “Emerson”’— 
Shoe Stores; in 1926 a Receiver was appointed upon its petition for dissolution and thereafter 
was dissolved by decree of the Supreme Judicial Court in Equity No. 43872. 

A New York corporation, The Emerson Shoe Stores Corporation, did business at Rockland, 
Mass., and 68 Summer Street, Boston, Mass. In February, 1931, the leases and fixtures of the 
store at Boston were sold to the Regal Shoe Company of Whitman, Mass. This corporation 
was dissolved in New York on September 29, 1931. 

2. Plaintiff’s total volume of factory sales of all brands manufactured by it, excluding shoes 
marked “Emerson” or “The Emerson Shoe” has averaged over three million dollars per year 
since 1940. The total volume of factory sales of shoes manufactured by it and marked 
“Emerson” or “The Emerson Shoe” has averaged over eighty-five thousand dollars ($85,000) 
per year since 1940. These Emerson shoes were resold by distributors “all over New England 
and the United States.” (Plaintiff’s answer to Defendants’ Interrogatories No. 14 and No. 15.) 
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plying retailers directly with shoes marked “The Emerson Shoe” but rather 
has sold its production of shoes stamped “The Emerson Shoe” in this area to two 
distributors and more recently it has confined its sales to one distributor. It does 
not manufacture shoes marked “The Emerson Shoe” except on a specific order 
from the distributor and makes up no stock to be kept for sale. It uses no dis- 
tinctive dies or lasts for “The Emerson Shoe” and uses the same dies and lasts 
interchangeably for the manufacture of other shoes. The plaintiff will stamp on 
shoes manufactured on order any name requested by the distributor or whole- 
saler giving the order, and will use the same dies or lasts as are used in the case 
of “The Emerson Shoe.” 

The plaintiff’s advertising of ““The Emerson Shoe,” at least on the retail level, 
has been negligible. With the exception of one advertisement in a Providence, 
Rhode Island, newspaper in June, 1949,° no advertisements of any kind were pro- 
duced subsequent to the year 1940. There was no radio advertising of any kind. 
The advertisements which the plaintiff offered at the trial of this case appeared in 
trade journals directed to the wholesale shoe trade and were published prior to 
1940. 

The plaintiff attempted to prove through one Frank A. Spector, a Boston 
wholesale shoe dealer who is the sole distributor of “The Emerson Shoe” in this 
area, that its “Emerson Shoe” is placed in retail stores in Lynn, Salem, Peabody, 
Danvers, Brookline, Waltham, Cambridge, and Arlington. I was unimpressed by 
Mr. Spector’s testimony and the plaintiff was unable to produce any evidence, 
documentary or otherwise, to substantiate its allegations. However, for the pur- 
poses of this case, I will assume in plaintiff’s favor that its distributor did place some 
“Emerson Shoes” with local retailers for sale to the consuming public since 1938. 

Prior to January 10, 1938, a retail shoe store was conducted by one Mark D. 
Emerson at 169 Harvard Avenue, in Allston, under the name of “Emerson’s Shoe 
Store,” together with certain other stores owned by Mr. Emerson. Edward 
Kerstein* of Brookline, Massachusetts, was conducting a hosiery counter in the 
Allston store. On January 10, 1938, Kerstein purchased from Mark Emerson the 
assets, stock in trade and good will of the Allston store. Included in the purchase 
was the use of the trade name, together with the right on the part of Kerstein to 
assign, transfer and license unto others the privilege of using the name “Emerson.” 
Kerstein continued to conduct the retail shoe store business in Allston under the 
same trade name as before. The business prospered and in 1940 a second store 
was opened at 470 Massachusetts Avenue, Arlington, Massachusetts. In 1944 a 
store was opened in Newtonville, Massachusetts, but this store was subsequently 
closed. In 1945 a retail shoe store was opened at 305-A Harvard Street, Brook- 
line, Massachusetts, and at or about the same time Kerstein caused to be organized 
the defendant Emerson’s Shoes, Inc. Finally, in 1946, a retail shoe store was 
opened at 246 Moody Street, Waltham, Massachusetts. All of these stores are con- 
ducted under a uniform policy. Kerstein licensed each of the stores to use the 


3. The complaint in this action was filed on December 30, 1947. 
4. See Silbert v. Kerstein, 318 Mass. 476. 
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trade name of “Emerson’s Shoes” and accordingly, all are conducted under the 
trade name of “Emerson’s Shoes” and business certificates to that effect were duly 
filed. 

The defendant’s stores carry only nationally advertised branded shoes. They 
do not carry “The Emerson Shoe.” In the field of men’s shoes they carry, among 
others, “Bostonian” and “Roblee’”; in women’s shoes, “Vitality” and “Enna Jet- 
tick” ; in boys’ shoes, “Boy Scout’’; in children’s shoes, the “Stride-Rite.”’ These 
are all nationally advertised brands, well known to the average consumer of retail 
shoes. The defendants, in their advertising and in their display-windows, feature 
these nationally advertised brands. 

On the outside of each of the defendants’ stores is a large sign, “Emerson’s 
Shoes.” In the case of two of the signs, the names of some of the trade-marked 
brands carried in the store appear in smaller letters on the sign. On the windows 
of each of the stores appears the name of the store as on the sign. The name also 
appears on price tags, wrapping paper, and stationery used by the defendants. 
In the windows of the defendants’ stores there is a display of men’s, women’s and 
children’s shoes. On some of the footwear displayed there are price tags bearing 
the word “Emerson’s.” On other shoes there are price tags bearing the brand 
name of the shoe, e.g., “Stride-Rite,” “Roblee.” Whenever the price tag bears only 
the word “Emerson’s,” the shoe bearing such a tag is to be found in the vicinity of 
a card or other form of advertisement bearing the name of a nationally advertised 
brand. In some instances a pair of shoes is marked with both the “Emerson’s” 
price tag and a tag bearing the name of the national brand such as “Bostonian Jr.” 
Many of the shoes are turned so that the brand name is visible. On no shoe is the 
name “Emerson’s” stamped or marked. 

In the interior of these stores there are signs which in each instance indicate 
some of the brands carried, e.g., “Enna Jetticks, America’s Smartest Walking 
Shoes,” “Roblee, Shoes for Men,” “Vitality Shoes for Women.” The stock is kept 
fully visible. The shoes are kept in their original shoe box and placed in tiers, one 
upon another. The boxes are so placed that the names of the shoes contained 
therein are clearly visible to the customer. In every instance the names displayed 
are those of nationally advertised branded shoes. No carton or shoe box is stamped 
or marked ‘“Emerson’s.” 

The defendants’ stores specialize in the sale of children’s shoes and a large part 
of their gross business consists of the sale of shoes to children. 

The defendants advertise in the various local newspapers circulated in the areas 
where the stores are located. The total dollar volume of advertising has been 
approximately $3,500 per year. The four outside signs placed on each of the stores 
involved an expenditure of approximately $5,000. 

The defendants conduct a local retail business, that is to say, their customers 
are largely within a twenty-five-mile limit and there are no charge-account cus- 
tomers located outside of Massachusetts. No sales have been made outside the 
Commonwealth of Massachusetts; on perhaps half a dozen occasions, after a sale 


5. Approximately fifty per cent of the defendants’ sales are of children’s shoes. 
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of children’s shoes, the defendants’ store would, as a matter of convenience to the 
customer, ship the shoes purchased to a boys’ or girls’ camp located outside the 
Commonwealth. 

Until the fall of 1947 no complaint was made by the plaintiff to the defendants 
with respect to the latters’ use of the word “Emerson’s” in their trade name, 
although the witness Spector testified that he had known for ten years defend- 
ants were in the shoe business and “might have told” the plaintiff’s sales manager. 
In October, 1947, the plaintiff called upon them to cease the use of that word and, 
upon refusal, brought this action. 

The first issue involved is whether the plaintiff has shown a right to relief under 
the trade-mark statutes of the United States, Trade-Mark Act of 1946 (Lanham 
Act), §§ 1 et seg., 15 U. S. C. A. §§ 1051 et seq., which repealed the Trade-Mark 
Act of 1905, 33 Stat. 724, 15 U.S. C. A. §§ 81 et seq. 

Section 32 of the Act reads, in part: 


(1) Any person who shall, in commerce, (a) use, without the consent of the registrant, 
any reproduction, counterfeit, copy, or colorable imitation of any registered mark in con- 
nection with the sale, offering for sale, or advertising of any goods or services on or in 
connection with which such use is likely to cause confusion or mistake or to deceive pur- 
chasers as to the source of origin of such goods or services; or (b) reproduce, counterfeit, 
copy, or colorably imitate any such mark and apply such reproduction, counterfeit, copy, 
or colorable imitation to labels, signs, prints, packages, wrappers, receptacles, or adver- 
tisements intended to be used upon or in connection with the sale in commerce of such 
goods or services, shall be liable to a civil action by the registrant for any or all of the 
remedies hereinafter provided. .. . 


Section 45 provides that: 


In the construction of this Act, unless the contrary is plainly apparent from the 
context— .... 
The word “commerce” means all commerce which may lawfully be regulated by 


Congress. ... 

For the purposes of this Act a mark shall be deemed to be used in commerce (a) on 
goods when it is placed in any manner on the goods or their containers or the displays 
associated therewith or on the tags or labels affixed thereto and the goods are sold or 
transported in commerce... . 

The intent of this Act is to regulate commerce within the control of Congress by 
making actionable the deceptive and misleading use of marks in such commerce; to pro- 
tect registered marks used in such commerce from interference by state, or territorial 
legislation. 


Under Article 1, § 8, Cl. 3 of the Constitution of the United States, Congress 
has the power to regulate commerce among the several states, which embraces 
power to act in respect of matters in intrastate commerce if those matters sub- 
stantially affect interstate commerce. 

Did the acts of the defendants which are here complained of take place in 
commerce which may lawfully be regulated by Congress? Plaintiff had the bur- 
den of showing the affirmative of this proposition and I find that it has not sustained 
that burden. It did not plead that the alleged infringing trade name was used in 
interstate commerce or in intrastate commerce which substantially affected inter- 
state commerce; nor did it prove it. The evidence, on the other hand, established 
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that the defendants operated local retail stores, that their sales were intrastate 
exclusively and were sales of “goods acquired and held by a local merchant for 
local disposition.” Walling v. Jacksonville Paper Co., 317 U. S. 564, 570, 63 S. Ct. 
332, 336, 87 L. Ed. 460. The goods which defendants sold locally came from 
out of the Commonwealth, it may be conceded, but they had come to rest within 
Massachusetts and interstate commerce had ceased. Schechter Poultry Corp. v. 
United States, 295 U. S. 495, 55 S. Ct. 837, 79 L. Ed. 1570, 97 A. L. R. 947; 
Higgins v. Carr Bros. Co., 317 U.S. 572, 63 S. Ct. 337, 87 L. Ed. 468. The most 
that the plaintiff has shown is that the defendants’ stores, on a half-dozen occa- 
sions, shipped children’s shoes out of state as a matter of convenience to a customer 
after a sale had been consummated. Such transactions had, at most, an incidental, 
indirect and remote effect upon interstate commerce. Such casual, trifling, occa- 
sional, irregular, sporadic and isolated shipments in interstate commerce, when 
compared with the total volume of defendants’ business, and made not as a regular 
course of their business, should not be found to affect substantially interstate com- 
merce. See Folmer Graflex Corporation v. Graphic Photo Service, D. C., 44 F. 
Supp. 429, 433 [32 T. M. R. 208] ; and compare, under the Fair Labor Standards 
Act of 1938, 29 U. S. C. A. 8§ 201 et seg.; Goldberg v. Worman, D. C., 37 F. 
Supp. 778, 779; Hook v. Nashville Breeko Block & Tile Co., D. C., 39 F. Supp. 
369, 370; Hill v. Jones, D. C., 59 F. Supp. 569, 572; Urban v. Victory Naval Uni- 
form Co., D. C., 71 F. Supp. 270. 

I am unable, therefore, to find that the alleged infringing trade name was 
employed in interstate commerce to any such extent as would entitle the plaintiff 
to relief under the trade-mark statutes. Since the defendants’ use of the trade 
name was not “in commerce,” the plaintiff is not entitled to relief on that ground 
under the Lanham Act, C. B. Shane Corporation v. Peter Pan Style Shop, Inc., 
D. C., 84 F. Supp. 86 [39 T. M. R. 330] ; Samson Crane Co. v. Union Nat. Sales, 
D. C., 87 F. Supp. 218, or under the Trade-Mark Act of 1905, U S. Printing & 
Lithographing Co. v. Griggs Cooper & Co., 279 U. S. 156, 158, 49 S. Ct. 267, 73 
L. Ed. 650; Horlick’s Malted Milk Corp. v. Horluck’s, 9 Cir., 59 F. 2d 13, 14 
[22 T. M. R. 319] ; Lewis v. Mars, 1 Cir., 62 F. 2d 406, cert. den. 288 U. S. 611, 
53 S. Ct. 405, 77 L. Ed. 985; Fred Benioff Co. v. Benioff, et al., D. C., 55 F. Supp. 
393 [34 T. M. R. 284]. 

The question now remains whether the defendants were guilty of unfair com- 
petition in the use of the trade name “Emerson’s Shoes.” This court has jurisdic- 
tion of this cause of action, which was well pleaded, the requisite diversity of 
citizenship and amount in controversy being present. The defense to the allega- 
tions of unfair competition is lack of secondary meaning and lack of confusion 
among the purchasing public. The Massachustts rules of law are to be followed. 
National Fruit Product Co. v. Dwinell-Wright Co., D. C., 47 F. Supp. 499, 504, 
[32 T. M. R. 516]. : 

By-passing the issue of secondary meaning, I have been unable to find any 
credible evidence of confusion or facts from which it could be inferred that the 
public has been misled in any way by the defendants in the use of the phrase 
“Emerson’s Shoes.” The defendants did not adopt an arbitrary trade name but 





234 TRADE-MARK REPORTER 40 T. M.R. 


rather a name already established by Mark D. Emerson and are entitled to the 
same rights and privileges which Mark D. Emerson enjoyed. The mere use of 
a name which the defendants had a right to use does not in and of itself constitute 
unfair competition. Russia Cement Co. v. LePage, 147 Mass. 206, 208, 209; 
Burns v. William J. Burns Int. Detective Agency, 236 Mass. 553; California Fruit 
Growers Exch. v. Sunkist Baking Co., 7 Cir., 166 F. 2d 971, 976. 

Wherever the natural and probable consequences of the use of his name by a 
newcomer have caused confusion to the public in differentiating his goods or place 
of business from the goods or location of an old established competitor using a 
similar name, the newcomer has been required to take such steps as may be nec- 
essary to eliminate such confusion. Cain’s Lobster House, Inc. v. Cain, 312 Mass. 
512, and cases cited therein. 

But in the instant case the defendants have shown that they have so conducted 
their business in all respects that there has been and should be no confusion occa- 
sioned by the use of their trade name. The advertising displays and the arrange- 
ment of the goods in the stores are calculated to impress upon the shopper of aver- 
age intelligence that the only shoes sold by the defendants were nationally adver- 
tised branded products. The defendants did not deliberately “palm off” their shoes 
as the shoes of the plaintiff. No fraud was practiced on the purchasing public. 
(No witness representing the latter was presented.) The case would be stronger 
for the plaintiff if its product, “The Emerson Shoe,” were widely known in the 
area in which the defendants’ stores operated. But there is no evidence that any 
section of the purchasing public identifies the trade name of the plaintiff’s shoes 
or that anyone buys “The Emerson Shoe” because it is “The Emerson Shoe.” 
Plaintiff did not advertise “The Emerson Shoe” on the retail level and, since 1940, 
did not advertise on any level. It did nothing to build up the reputation of this 
particular product, which, after all, did not differ from other shoes which were 
marked with other names, the dies and lasts being the same. The name in itself 
is not so fanciful or distinctive as to become impressed upon the mind of the average 
shopper. “Emerson” has become a rather common mark. See Emerson Electric 
Manufacturing Co. v. Emerson Radio & Phonograph Corp., et al., D. C., 24 F. Supp. 
481 [28 T. M. R. 525]. I cannot find that the name “The Emerson Shoe” has 
acquired a secondary meaning to the purchasing public’as designating shoes manu- 
factured by the plaintiff and its predecessors. If its products once had a secondary 
meaning, I find that that meaning has not persisted so as to enable plaintiff to seek 
equitable relief at this time. The burden is upon the plaintiff to establish second- 
ary meaning and confusion by a preponderance of the credible evidence. I find 
that it has not fulfilled that burden. 

The word “Emerson” having acquired no secondary meaning as designating 
the plaintiff’s product, its rights are not enlarged by Mass. G. L. (Ter. Ed.) c. 110 
§ 7A, inserted by St. 1947, c. 307, if that statute is retrospective, (see Food Fair 
Stores, Inc. v. Food Fair, Inc., D. C., 83 F. Supp. 445, 451-2 [38 T. M. R. 1085]; 
Mann v. Parkway Motor Sales, Inc., 1949 Mass. Advance Sheets, 421 [39 T. M. R. 
474]. 
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As was said in Brooks Bros. v. Brooks Clothing of California, D. C., 60 F. Supp. 
442, 448 [35 T. M. R. 99], in the last analysis what a court tries to do in each case 
of unfair competition, is to determine whether the particular action of a person was 
what was the decent thing to do in trade. Here I find that all efforts to mislead 
the public have been avoided by the defendants; the public has not been deceived 
and in all reasonable probability will not be deceived by the use of the defendants’ 
trade name. Any success which the defendants have derived from their business 
has been the result of hard work, competent service and their own valuable good 
will, and not the result of any trading upon the plaintiff’s good will and reputation. 
I conclude that the plaintiff is not entitled to an injunction. 

Judgment will be entered for the defendants, with costs. 


MATERNALLY YOURS, INC. v. YOUR MATERNITY SHOP, INC. 
No. 52-348—U. S. D. C. S. D. N. Y.—January 25, 1950 


CouRTS—PLEADING AND PRACTICE—STAY OF PROCEEDINGS 
Defendant’s motion for stay of federal court suit granted, where prior action pending in 
state court between same parties based on same alleged trade-mark infringement and unfair 
competition. 
Defendant should not be harassed and vexed with two actions pending in two separate 
courts over substantially the same subject matter. 


Trade-mark infringement and unfair competition suit by Maternally Yours, Inc. 
against Your Maternity Shop, Inc. Defendant’s motion for stay of subsequent fed- 
eral court suit granted. 


Irving Frederick Goodfriend, of New York, N. Y., for plaintiff. 
Hartman, Sheridan & Tekulsky, of New York, N. Y., for defendant. 


IrviNG R. KaurMan, D. J.: 


The Court has before it a motion by the defendant for a stay of the instant 
federal action pending a determination of an action heretofore instituted in the 
Supreme Court of the State of New York, County of Bronx, based on the same 
subject matter. Both actions are based upon the same alleged trade-mark infringe- 
ment and unfair competition. Though substantially the same issues are in dispute 
in the two actions and the Court of Appeals in this Circuit has held that the trade- 
mark registration only confers procedural advantages and does not enlarge the 
registrant’s substantive rights—Best & Co. v. Miller, 167 F. 2d 374 [38 T. M. R. 
543], still the federal court can more effectively dispose of all questions raised in 
the action because it alone can determine the validity of the federal registrations 
of the trade-mark. Nevertheless, the defendant should not be harassed and vexed 
with two actions pending in two separate courts over substantially the same subject 
matter. Therefore this motion will be granted unless the plaintiff agrees not to 
proceed further with its action in the Supreme Court of the State of New York, 
Bronx County, until the action in this court has been determined. 
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COOK PAINT AND VARNISH COMPANY v. COOK CHEMICAL COM- 
PANY 


No. 4911—U. S. D. C. W. D. Mo.—December 29, 1949 


UnFairR COMPETITION—SCOPE OF RELIEF—TERRITORIAL DECREE 
Since plaintiff’s trade territory is limited to all or parts of States of Missouri, Kansas, 
Nebraska, Iowa, Minnesota, Michigan, Illinois, Oklahoma, Arkansas, and Texas, held it 
would not be proper to render decree enjoining defendant from carrying on its business or 
from advertising as it may desire in territory not now used by plaintiff, and that injunctive 
decree will be limited to above-named States. 


Unfair competition suit by Cook Paint and Varnish Company against Cook 
Chemical Company. Judgment for plaintiff granting injunction. Opinion on de- 


cree to be entered. 
See also 39 T. M. R. 811. 


Caldwell, Downing, Noble & Garrity, Robert B. Caldwell, Robert E. Eastin, and 
M. D. Blackwell, of Kansas City, Mo., for plaintiff. 

Mosman, Rogers, Bell, Field & Gentry, Clay C. Rogers, and C. Earl Hovey, oi 
Kansas City, Mo., for defendant. 


REEVES, C. J.: 


Counsel for the parties are in disagreement as to the limitation of the decree 


to be entered in the above case. The defendant through its counsel seeks to limit 
the decree, injunctive in its nature to the trade territory of the plaintiff. An exam- 
ination of the authorities indicates that counsel for defendant is justified in the 
contention. In the case of United Drug Co. v. Theodore Rectanus Co., 248 
U. S. 90, loc. cit. 97, the court limited the effect of the decree to the trade territory 
of the one claiming infringement of a trade-mark as in this case. Note the language 
of the court: 


The asserted doctrine is based upon the fundamental error of supposing that a trade- 
mark right is right in gross or at large. (emphasis mine) like a statutory copyright or 
a patent for an invention, to either of which, in truth, it has little or no analogy, ... 
There is no such thing as property in a trade-mark except as a right appurtenant to an 
established business or trade (emphasis mine) in connection with which the mark is em- 
ployed. The law of trade-marks is but a part of the broader law of unfair competition; 
the right to a particular mark grows out of its use, (emphasis mine) not its mere adop- 
tion; its function is simply to designate the goods as the product of a particular trader 
and to protect his good will against the sale of another’s product as his; and it ts not the 
subject of property (emphasis mine) except in connection with an existing business. 
(Emphasis mine.) ... 

The owner of a trade-mark may not, like the proprietor of a patented invention, make a 
negative and merely prohibitive use of it as a monopoly. 


The court further said that: 


A trade-mark confers no monopoly whatever in a proper sense, but is merely a con- 
venient means for facilitating the protection of one’s good will in trade by placing a 
distinguishing mark or symbol—a commercial signature—upon the merchandise or the 
package in which it is sold. 
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The court emphasized that it was never intended in the trade-mark laws to “project 
the right of protection in advance of the extension of the trade, or operate as a claim of 
territorial rights over areas into which it thereafter may be deemed desirable to extend 
the trade. (Emphasis mine.) 






In the case of Griesedieck Western Brewery Co. v. Peoples Brewing Co., 149 F. 
2d 1019, loc. cit. 1022 [35 T. M. R. 211], the Court of Appeals, this circuit, on the 


same subject said : 







The right to the exclusive use of a trade-mark or trade name is limited to the terri- 
tory or market wherein it has become established by use in such territory. 







The recital of the petition or complaint, as well as the evidence, is that plaintiff's 
business or trade territory covers all or parts of the States of Missouri, Kansas, 
Nebraska, Iowa, Minnesota, Michigan, Illinois, Oklahoma, Arkansas, and Texas. 

Under the authorities above mentioned, it would not be proper, therefore, to 
render a decree and to enjoin the defendant from carrying on its business or from 
advertising as it may desire in territory not now used by the plaintiff. Accordingly, 
the injunctive decree will be limited to the above named states. 










BLENS CHEMICALS, INC. v. WYANDOTTE CHEMICAL 
CORPORATION 


N. Y. S. Ct., Kings County—February 27, 1950 










CourTS—PLEADING AND PractTicE—Morion To DisMIss 
Unrair CoMPETITION—BASIS OF RELIEF—LIBEL OR SLANDER OF Goops 
Complaint alleging publication, in bad faith, of known falsehoods concerning plaintiff's 
product, with purpose of taking away business and of intentionally inflicting damage, result- 
ing in damage in the sum of $1,000,000.00 to plaintiff, held fatally defective for failure to plead 
special damages and dismissed with leave to serve amended complaint. 








Unfair competition suit by Blens Chemicals, Inc. against Wyandotte Chemical 
Corporation. Defendant’s motion to dismiss granted with leave to serve amended 
complaint. 


WatsH, J.: 


This is a motion under Rule 106, subdivision 5, of the Rules of Civil Practice 
to dismiss the complaint on the ground that upon its face it does not set forth facts 
sufficient to constitute a cause of action. 

The complaint alleges that the plaintiff is engaged in the business of manu- 
facturing and selling a chemical compound known by the trade name of “Spur”; 
that plaintiff’s revenue is chiefly derived from the sale of “Spur” to laundries; that 
it expends large sums of money for promoting the sale of its product. It further 
alleges that in or about November, 1949, and at other times “unbeknown to the 
plaintiff,” defendant, “in an effort to take business away from the plaintiff herein, 
caused one of its salesmen to exhibit to a customer of the plaintiff a letter” which 
contained knowingly false information concerning the plaintiff's product; that the 
entire course of conduct of the defendant was wanton, without good faith and done 
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with the purpose of intentionally inflicting damage on the plaintiff without justifica- 
tion. It is finally alleged that the plaintiff was damaged in the sum of $1,000,000. 

The letter referred to in the complaint reads as follows: “The recent analysis 
of ‘Spur,’ manufactured by the Blens Chemical Company indicates that a major 
change has been made in the formulation. Whereas before the product was high in 
metasillicate and contained polyphosphate, the last sample is much different. The 
formula as it now stands contains, by our analysis, approximately 60 percent soda 
ash, 17 percent metasillicate and 19 percent caustic soda with a trace of wetting 
agent and pine oil. The polyphosphate has been eliminated. The product does not 
contain any carboxymethyl cellulose. ‘Spur’ as it is now being manufactured is a 
product like our OS, and OS should replace it very satisfactorily. Arlac is far 
superior.” 

Defendant’s attack on the legal sufficiency of the complaint is predicated upon the 
failure of the plaintiff to plead special damages. It is urged by the defendant that 
since the letter upon which this action is founded neither directly nor by inference 
in any way impugns the character, integrity or business practices of the plaintiff, the 
complaint must be considered as one to recover damages for the slander of goods. 
That in such cases special damages must be pleaded is a doctrine long firmly estab- 
lished. 

A good statement of the foregoing rule is set forth in Marlin Fire Arms Co. v. 
Shields, 171 N. Y. 384. There the court stated (p. 390): “Now, it has been the 
law of this state since the decision in Tobias v. Harland, 4 Wend. 537, in which the 


opinion was written by Judge Marcy, that ‘when the words are spoken, not of the 
trader or manufacturer, but of the quality of the articles he makes or deals in, to 
render them actionable per se, they must import that the plaintiff is guilty of deceit 
or malpractice in making or vending them.’ Where the libel or slander is of a 
manufactured article and does not directly impeach the integrity, knowledge, skill, 
diligence or credit of the plaintiffs, the words are not actionable at law unless special 
damage be alleged and proved, and a ‘general allegation of loss of customers is not 


» 99 


sufficient to enable the plaintiff to show a particular injury. 

A recent reiteration of this rule has been stated in Frawley Chemical Corpora- 
tion v. Larson Co., 274 App. Div. 643, later hereinafter referred to. 

The plaintiff, however, maintains that this is not an action for slander of goods 
and that, therefore, the rule requiring the allegation of special damages is not 
applicable. It declares that its cause of action is based on the theory “that the 
defendant intentionally inflicted temporal damage to the plaintiff which requires a 
justification” and that special damages need not be pleaded. 

There is nothing, however, in the subject letter which constitutes any species 
of opprobrium cast against the plaintiff. The statement concerns itself exclusively 
with plaintiff’s product and not with plaintiff itself. It is plaintiff’s contention in 
any event that since the determination in Advance Music Corporation v. American 
Tobacco Co., 296 N. Y. 79, there is no longer any need for the pleading of special 
damages in a case of this character. It was pointed out, however, by Mr. Justice 
Van Voorhis in writing for the court in Frawley Chemical Corporation v. Larson 
Co., 274 App. Div. 643, 645, in commenting upon the Advance case, that “the com- 
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plaint therein sufficiently alleged special damages as the Special Term, . . ., expressly 
had pointed out (183 Misc., 855, 857),” and then proceeded to state: “The instant 
case may well belong to the type of action considered by the Court of Appeals in 
Advance Music Corp. v. American Tobacco Co., but it is not believed that it was 
the intention of the Court of Appeals therein to create a new type of action, nor to 
dispense with the requirement that special damages be pleaded, nor otherwise to 
alter the previously established requirements of this or other existing causes of 
action. (Emphasis supplied.) 

Nor does the case of Musical Artists, Inc. v. Petrillo, 286 N. Y. 226, avail the 
plaintiff. That was an action to restrain the defendant from engaging in certain 
conduct considered detrimental to plaintiff and its members. The complaint, how- 
ever, specifically alleged that plaintiff's member had been notified by prospective 
employers that unless they resigned from membership in the plaintiff corporation, 
and joined defendant’s union, they would not be permitted to fill any professional 
engagement. Obviously, the complaint contained allegations of actual special dam- 
age and in holding the complaint legally sufficient the Court of Appeals did not 
indicate that it was departing from the established rule. 

It seems, therefore, that the rule requiring the allegation of special damages 
in actions like the present has not been abrogated. Consequently, the instant com- 
plaint is fatally defective and defendant’s motion to dismiss is granted, with leave 
however, to serve an amended complaint. Settle order. 


BROWN & BIGELOW v. REMEMBRANCE ADVERTISING PRODUCTS, 
INC. 


S. Ct., N. Y. County—February 14, 1950 


CourTS—J URISDICTION—PRELIMINARY INJUNCTION 
State courts have jurisdiction to enjoin unfair competition even though facts be such that 
acts constituting unfair competition may also constitute trade-mark infringement. 
On facts of record, held that preliminary injunction motion should be denied and question 
as to whether or not there is unfair competition as distinguished from trade-mark infringe- 


ment should be decided upon a trial. 


Unfair competition suit by Brown & Bigelow against Remembrance Advertising 
Products, Inc. Plaintiff’s motion for preliminary injunction denied. 


Klein, Alexander & Cooper, of New York, N. Y., for plaintiff. 
Sidney Robbins, of New York, N. Y., for defendant. 


WALTER, J.: 


Motion for injunction pendente lite is denied. State courts of course have juris- 
diction to enjoin unfair competition as distinguished from trade-mark infringement 
even though the facts be such that the unfair competition may be also the infringe- 
ment of a trade-mark; but the situation here is such that whether or not there is un- 
fair competition as distinguished from trade-mark infringement should be decided 
upon a trial. Order signed. 


LL 
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DIESEL OIL & BURNER CORPORATION OF NEW YORK v. NEW 
YORK DIESEL HEATING CORPORATION 


N. Y. S. Ct., Queens County—February 14, 1950 






TRADE NAMES—CONFUSING SIMILARITY—GENERAL 
The similarity of names which causes confusion is largely a matter of impression. 
Similarity may be visual or auditory. 

TrapE-MarKs—Worps CAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
The word “Diesel” held not descriptive of oil burners and heating equipment. 

TRADE NAMES—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“New York Diesel Heating Corporation” held confusingly similar to “Diesel Oil & Burner 

Corporation of New York, where both were engaged in the same business. 
Unrair CoMPETITION—SCOPE OF RELIEF—PARTICULAR INSTANCES 
Plaintiff held entitled to injunction restraining defendant from using the name “New 

York Diesel Heating Corp.” where defendant’s name was confusingly similar to plaintiff's, 

and on facts of record it appears that defendant chose the name to obtain benefit of plaintiff's 

advertising and reputation, and defendant will not be harmed if compelled to use another 
name. 


Unfair competition suit by Diesel Oil & Burner Corporation of New York 
against New York Diesel Heating Corporation. Judgment for plaintiff granting 
injunction. 


Hit, J.: 






























Plaintiff brings this action to enjoin the defendants from unfair competition, 
and the title of the action suggests the complaint. 

The plaintiff corporation was organized on February 10, 1936; the defendant 
corporation on January 22, 1948. Both sell oil burner and heating equipment. 
The plaintiff has a Manhattan address; the defendant, Queens. Both serve the 
Queens County territory. The plaintiff has advertised in the metropolitan papers 
and on billboards in the territory served since 1936, expending large sums of 
money therefor. The defendant also advertises, but to a lesser extent. During 
the last few years the plaintiff’s business has dropped considerably, it claiming, 
but not proving, that the defendants’ unfair competition is the cause. 

Harry D. Nims writes in his fourth edition of “The Law of Unfair Competi- 
tion and Trade-Marks”: “The rules known as “The Law of Unfair Competition’ 
represent one of the romances of legal history, and one of the most cogent proofs 
of the inherent power of Anglo-Saxon common law to grow, and to adapt its 
growth to the progress of mankind. In 1901, Mr. W. K. Townsend said of this 
law: ‘Not yet fully adopted by all courts, still to be developed in its application to 
particular circumstances and conditions, this broad principle of business integrity 
and common justice is the product and the triumph of the development of the law 
of trade-marks in the last half century, and the bulwark which makes possible 
and protects the world-wide business reputations common and growing more com- 
mon in this new country.’ The roots of this cause of action are hard to find; yet 
there are various analogies in the common law. Like most doctrines of that law, it 
undoubtedly is an outgrowth of human experience in the simple life of earlier days.” 
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The courts are not bound by any strict rules in a case of this nature. General 
terms understood by every business man are used, for example, “‘reaping the benefits 
of another’s industry,” “unfair,” “dishonest,” “misrepresentation.” 

The rule applicable was stated in the jargon of the highway: “Unfair competi- 
tion is a species of commercial hitchhiking which the law finds offensive, and, there- 
fore, prohibits.” Bard-Parker Co., Inc. v. Crescent Mfg. Co., 20 N. Y. S. 2d 759. 

The similarity of names which causes confusion is largely a matter of impres- 
sion. The similarity may be visual or auditory. Casually glancing at the names 
of the plaintiff and the defendant. corporation in this case reveal little similarity, 
but repeating them aloud a few times is just the opposite. The dominant words 
“Diesel” and “New York” suggest a joint entity. The word “Diesel” is not 
descriptive of the products of either the plaintiff or defendant corporation, neither 
sell Diesel motors or services or oil. Any other name would have served any 
honest purpose equally well, and many could be thought of which would be more 
descriptive of the declared purposes of organization. 

An officer of the defendant corporation was asked why he chose the name 
“New York Diesel Heating Corp.” and his reply was that he did not know. With 
hundreds of names to choose from—names much more descriptive of the said 
defendant’s business—it is fair to assume that he chose the name to reap some of 
the benefits of plaintiff’s advertising and reputation. The defendant’s representa- 
tives have not suggested that it will be harmed if it is compelled to use another 
name. 


It follows that the plaintiff is entitled to an injunction restraining the defend- 
ant corporation, its officers, agents, servants and employees from using the name 
of “New York Diesel Heating Corp.” Judgment accordingly, with costs to the 
plaintiff. 


DWINELL-WRIGHT COMPANY v. EMERY & KAVANAGH CO., erc. 
Commissioner of Patents—February 15, 1950 


CANCELLATIONS—PLEADING AND PRACTICE—WAIVER OF OBJECTIONS TO RECORD 
On facts of record, petitioner held to have waived objections to late filing of respondent's 
testimony. 
CANCELLATIONS—PLEADING AND PRACTICE—LACHES 
Respondent’s pleading of laches in its answer held adequate to advise petitioner and 
Examiner of defense relied on by respondent. 
Examiner’s action in referring to Patent Office record in proceeding between petitioner 
and third party as showing notice to petitioner of respondent’s registration, held proper. 
CANCELLATION S—EVIDENCE—NOTICE 
In view of the various proceedings involving petitioner’s marks, and decisions calling 
petitioner’s attention to registrations thereof by others, held that petitioner was or should 
have been aware of numerous other registrations of “White House” including that of 
respondent. 
TRADE-MarKS—Goops OF DIFFERENT DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Considering only the products here involved, and in the absence of other considerations, 
it would ordinarily be necessary to consider petitioner’s tea and coffee and respondent’s 
vegetables to possess the same descriptive properties, but in determining meaning of “same 
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descriptive properties,” or in determining the likelihood of confusion, facts in addition to 
the mere nature of the goods may properly be considered. 

On facts of record, considering the distinctly different and non-competitive fields of trade 
in which the parties are engaged, and petitioner’s delay of more than ten years after notice 
of the existence of respondent’s registration, held that any presumption that the products 
resemble each other to an extent that confusion would be presumed, has been overcome and 
that the goods do not possess the same descriptive properties. 

CANCELLATIONS—DEFENSES—ESTOPPEL 
CANCELLATIONS—PROOF OF DAMAGE—LACHES 

On facts of record, petitioner held to have failed to establish that it is damaged by the 
registration sought to be cancelled; and petitioner’s failure to bring this proceeding earlier 
despite knowledge of respondent’s registration is fatal to the right it might otherwise have had. 


Appeal from Examiner of Interferences. 

Trade-mark cancellation proceeding by Dwinell-Wright Company against Emery 
& Kavanagh Co. (Jones & Kavanagh Co., Ltd., assignee, substituted). Petitioner 
appeals from dismissal of petition for cancellation. Affirmed. 


Mason, Fenwick & Lawrence, of Washington, D. C., for petitioner. 
Harris, Kiech, Foster & Harris, of Los Angeles, Calif., and Bacon & Thomas, of 
Washington, D. C., for respondent. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences dismissing the petition of Dwinell-Wright Company, petitioner, for cancella- 
tion of registration of a trade-mark for “fresh grapes and fresh lettuce,” No. 222,933, 
registered by respondent, Emery & Kavanagh Co. (Jones & Kavanagh Co., Ltd), 
January 11, 1927, and renewed, under the Trade-Mark Act of 1905. The trade- 
mark disclosed in that registration of the respondent consists of the notation “White 
House.” 

Petitioner relies upon its ownership and prior use of the trade-mark “White 
House,” accompanied by a picture of the executive mansion, for coffee, No. 77,625, 
registered under the Act of 1905, April 26, 1910, and renewed; and for tea, 
No. 77,624, registered under the Act of 1905, April 26, 1910, and renewed. It is 
also registered for salted peanuts. It has established extensive use of its mark 
consisting of the word and picture on coffee and tea for many years prior to any 
use of its mark claimed by respondent, and has sold such products bearing the mark 
in large quantities throughout the United States. 

The petition for cancellation alleges that the respondent was not entitled to 
the registration sought to be cancelled, and that petitioner is damaged by such 
registration in view of its prior registrations and use. In support of this it is alleged 
that the mark shown by respondent’s registration is identical with petitioner’s said 
trade-marks, and that the goods possess the same descriptive properties. The 
Examiner of Interferences has dismissed the petition for cancellation, holding that 
while the marks of the parties were identical and the goods possess the same descrip- 
tive properties, the petitioner’s claim for cancellation is barred by laches, pursuant 
to section 19 of the Trade-Mark Act of 1946. In making this finding the Examiner 
of Interferences took official notice of the fact that the registration sought to be 
cancelled in this proceeding was one of those set up in the answer filed by the 
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respondent in an earlier cancellation proceeding against a third party (White House 
Milk Products Co. v. Dwinell-W right Company, 27 C. C. P. A. 1194, 111 F. 2d 490 
(30 T. M. R. 351], affirming 37 U. S. P. Q. 339), so that the petitioner had direct 
notice of the existence of the registration and of respondent’s use of its mark at least 
as early as 1936 when such answer was filed. 

Certain objections and procedural questions raised by petitioner must be con- 
sidered before going into the merits of this appeal. 

It is contended by the petitioner that the record of respondent’s testimony may 
not be considered because it was not filed within the time required by Rule 23.6 
of the Rules of Practice in Trade-Mark Cases. It was, however, filed well in 
advance of final hearing and the record would indicate that petitioner must have had 
a copy of the record prior to the date of filing. Under patent Rule 285 (formerly 
Rule 159), made applicable by Rule 23.5 of the Rules of Practice in Trade-Mark 
Cases, errors or irregularities with respect to depositions, including the filing thereof, 
are waived unless motion to suppress the deposition, or some part thereof, is made 
with reasonable promptness after such defect is or might have been ascertained. 
Petitioner moved to strike certain specific testimony from the record, but made no 
motion to suppress the deposition except as to such specific testimony. The objec- 
tion to the late filing of the testimony was apparently not raised at final hearing and 
is not set out in the petitioner’s grounds for appeal and there is no indication that 
any injury to petitioner resulted therefrom. This objection must be considered to 
have been waived. 

It is further contended by petitioner that the defense of laches is not properly 
pleaded by respondent. There are at least three separate allegations of laches in 
respondent’s answer including specific reference to reliance upon section 19 of the 
Trade-Mark Act of 1946, which by its terms permits consideration of that defense 
in proceedings pending prior to the effective date of that Act (the petition for 
cancellation herein was filed July 2, 1947). It seems clear that the allegations of 
the answer adequately advised petitioner and the Examiner of Interferences that 
respondent relied upon this defense ana ne evidence and proceedings before the 
Examiner of Interferences indicate that both parties were aware of this. 

In addition to its objection to the pleadings and the record petitioner contends 
that there is no proper showing that it had any actual knowledge of respondent’s 
registration until about the time of bringing this proceeding. It is argued that the 
respondent gave no proper notice of its intent to rely upon the answer in the can- 
cellation proceeding against a third party (Dwinell-Wright Co. v. White House 
Milk Co., Inc., supra) as notice to the petitioner, and that the Examiner of Inter- 
ferences acted improperly in referring to such answer as indicating such notice. 
Notice of intent to rely upon that answer was given orally on the record and referred 
to in certain motions prior to the taking of testimony. While the answer in the 
prior proceeding was not physically presented, it is a matter of record in this Office 
and the petitioner having been notified of the intent to rely thereon, the action of 
the Examiner of Interferences in referring to the actual record was proper. Celanese 
Corporation of America v. American Viscose Corporation, 80 U.S. P. Q. 48, Peti- 
tion for Reconsideration, 80 U. S. P. Q. 183. 
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If, however, there were doubt as to the propriety of the action of the Examiner 
of Interferences in referring to the answer filed in the earlier proceeding, there can 
be no doubt that the petitioner was or should have been aware of the existence of 
other registrations of “White House” for various food products since the decisions 
of the courts in various proceedings involving the petitioner’s marks indicate that 
the existence of such registrations was called to its attention. That petitioner, 
represented by skilled counsel, conducted extensive proceedings in the Patent Office 
and the courts relating to its registrations here involved without becoming aware 
of the existence of the numerous other registrations referred to, including that of 
respondent herein, can hardly be suggested. Dwinell-Wright Co. v. White House 
Milk Co., Inc., supra; Dwinell-Wright Co. v. White House Milk Co., Inc. (Circuit 
Court of Appeals, Second Circuit), 132 F. 2d 822, 56 U. S. P. Q. 120, affirming 
52 U.S. P. Q. 578; Dwinell-Wright Co. v. National Fruit Product Co., Inc. (Cir- 
cuit Court of Appeals, First Circuit), 140 F. 2d 618, 60 U. S. P. Q. 304, affirming 
55 U.S. P. Q. 199. If it were questioned, the situation would not be changed, since 
it was clearly put on notice and should have known of their existence. Ordinary 
prudence would have required some investigation. 

b. Knowledge. To be barred from relief under the rule stated in this Section, it is not 
necessary that the plaintiff have actual knowledge of the defendant’s wrongful conduct. It 
is sufficient that, as a reasonable man, he should have that knowledge. He is charged 
with knowledge of the wrongdoing if he knows facts from which a reasonable man would 
infer it or if he knows facts which would lead a reasonable man to make inquiry and 
discover it. Restatement of the Law of Torts, section 751. 


Petitioner's priority being established, and the marks of the parties being identi- 
cal, the only questions for determination on the merits are whether or not the goods 
possess the same descriptive properties and the defense of laches pursuant under 
section 19 of the Trade-Mark Act of 1946. In White House Milk Products Co. v. 
Dwinell-Wright Co., 27 C. C. P. A. 1194, 111 F. 2d 490 [30 T. M. R. 351], the 
United States Court of Customs and Patent Appeals sustained a petition for can- 
cellation of a registration of “White House” for condensed milk brought by this 
petitioner and based upon its registrations here relied upon. It was held in that 
case that the goods possessed the same descriptive properties, and that laches or 
estoppel could not be considered. Accordingly the registration involved in that 
proceeding was cancelled. In an equity proceeding between the same parties, 
Dwinell-Wright Company v. White House Milk Company, Inc. (Circuit Court of 
Appeals, Second Circuit), 132 F. 2d 822, 56 U. S. P. Q. 120, the court held that 
in view of laches and estoppel the petitioner could not be held to have established 
that there was any confusing similarity between those products and an injunction 
was refused. It seems to be suggested that there is conflict between these cases, 
the respondent contending that the decision of the Circuit Court of Appeals for the 
Second Circuit should be followed, and the petitioner that of the Court of Customs 
and Patent Appeals. There appears to me to be no conflict between these decisions, 
since the one dealt only with the statutory right to continue the registration there in 
issue and the other with the right to use that mark. In the equity case the court 
emphasized the action of the plaintiff which was held to constitute an estoppel while 
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in the other case the Court of Customs and Patent Appeals stated [30 T. M. R. 
351]: 


While it seems strange that appellee, under the circumstances herein, has suddenly 
deemed itself injured, this, of course, cannot be considered by this court. 


The merchandise upon which the respondent herein uses the mark appears to 
differ to a greater extent from petitioner’s tea and coffee than that of the respond- 
ent involved in the case last cited. But based upon that decision and others, I agree 
with the conclusion of the Examiner of Interferences that considering only the 
products of the parties here involved, and in the absence of other considerations, 
it would ordinarily be necessary to consider petitioner’s tea and coffee and respond- 
ent’s vegetables to possess the same descriptive properties. WW’. B. Roddenderry Co. 
v. Kalich, 34 C. C. P. A. 745, 158 F. 2d 289 [37 T. M. R. 73]; Cheek-Neal Coffee 
Co. v. Hal Dick Manufacturing Co., 17 C. C. P. A. 1103, 40 F. 2d 106 [20 T. M. R. 
274}. 

In considering the meaning of “same descriptive properties” or in determining 
the likelihood of confusion, it is, however, proper to consider facts in addition to the 
mere nature of the goods. Yale Electric Corporation v. Robertson, 26 F. 2d 972; 
Meredith Publishing Co. v. O. M. Scott & Sons Co., 24 C. C. P. A. 956, 88 F. 2d 
324; Dwinell-Wright Company v. National Fruit Product Company, Inc. (Circuit 
Court of Appeals, First Circuit), 140 F. 2d 618, 60 U. S. P. Q. 304 (affirming 
55 U. S. P. Q. 199) ; Emerson Electric Manufacturing Co. v. Emerson Radio & 
Phonograph Corporation, 24 C. C. P. A. 1115, 89 F. 2d 349 [27 T. M. R. 352] 
(Petition for Rehearing, 24 C. C. P. A. 1279, 90 F. 2d 331 [27 T. M. R. 473]); 
Landers, Frary & Clark v. Universal Cooler Corp., et al. (Circuit Court of sie 
Second Circuit), 85 F. 2d 46, 30 U. S. P. Q. 248. 

In this case the Examiner of Interferences pointed out that while the goods pos- 
sess the same descriptive properties, they pertain to distinctly different and non- 
competitive fields of trade, and further that “the failure of the petitioner earlier to 
bring this proceeding is fatal to the right it might otherwise have had to prevail 
upon its asserted cause of action.” 

In holding that the registration involved in the prior cancellation proceeding 
above referred to (27 C. C. P. A. 1194 [30 T. M. R. 351]) must be cancelled, the 
Court of Customs and Patent Appeals stated that laches could not be considered. 
By section 19 of the Trade-Mark Act of 1946, that defense may now be considered. 
At least as early as 1936 petitioner was aware, or should have been aware, of the 
existence of respondent’s registration. That registration was and apparently con- 
tinued to be of importance to the respondent whose business has increased sub- 
stantially since that date. If the goods were identical or closely similar, it is prob- 
able that mere delay, no matter how long continued, would not overcome the statu- 
tory prohibition against a registration or the continuance of the registration of the 
same mark. Bordo Products Company v. B. A. Railton Co., 36 C. C. P. A. 1059, 
173 F. 2d 981; West Disinfecting Company v. Owen, 35 C. C. P. A. 843, 165 F. 2d 
450; Willson v. Graphol Products Co., Inc., 35 C. C. P. A. 857, 165 F. 2d 446 
(see also, The Kroger Grocery & Baking Company v. Country Gardens, Inc., 609 
0. G. 704, 76 U. S. P. QO. 542). A different situation might also exist if petitioner 
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were now attempting, for the first time, to obtain a registration. Considering the 
difference in the goods, the lack of competitive appeal earlier referred to, the lapse 
of time without taking action appears to distinguish this from the earlier cancellation 
proceeding (27 C. C. P. A. 1194 [30 T. M. R. 351]): 


Between the extreme situations just mentioned there lies a wide range of goods and 
marks of varying degrees of similarity and it is in this range that questions of trade-mark 
infringement naturally become acute. Dwinell-Wright Co. v. National Fruit Co., Inc., 
60 U. S. P. Q. 304 (Circuit Court of Appeals, First Circuit). 

.... When a person delays for an unreasonable time the bringing of an action, his delay 
may be taken as an indication that the class of goods or the boundary of the market with 
reference to which his interest needs protection does not include the goods, services or 
market with reference to which the infringement is claimed. ... The doubt which might 
otherwise be resolved against him may, because of the delay, be resolved in his favor, with 
a resulting limitation of the market and the class of goods with reference to which the 
plaintiff’s interest is protected.... Restatement of the Law of Torts, Section 751. 


In Yale Electric Corporation v. Robertson, supra, (which involved the right 
to registration) the court pointed out that certain constituents of the goods did not 
appear to give them the same descriptive properties “except as the trade has so 
classed them.” It was further stated that the court regarded what the trade thought 
“as the critical consideration.” In this case the trade, and particularly the petitioner 
by its conduct has failed to indicate that it considered these products to be similar. 
While the situation is the reverse of that of the Yale Electric Corporation case, 
since there these facts indicated that the goods were of the same descriptive prop- 
erties, it would seem that the same considerations should apply, and that the delay 
of the petitioner for more than ten years after notice of the existence of the regis- 
tration overcomes any presumption that the products resemble each other to such 
an extent that confusion must be presumed, and indicates that there is no likelihood 
of confusion, and that the goods do not actually possess the same descriptive 
properties. 

I accordingly agree with the conclusion of the Examiner of Interferences that 
the failure of the petitioner to bring this proceeding earlier is fatal to the right it 
might otherwise have had, and that it must be found that, in view of its laches, the 
petitioner has failed to establish that it is damaged by the registration sought to be 


cancelled. 
The decision of the Examiner of Trade-Mark Interferences is affirmed. 
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THE EDWIN H. FITLER COMPANY v. THE GRADY-TRAVERS 
COMPANY, INCORPORATED 
(Two Cases) 


Commissioner of Patents—February 21, 1950 


TrapE-MarkK Act oF 1946—REGITRABILITY—SECTION 2(d) 
OPpPOSITIONS—PLEADING AND PRACTICE—GENERAL 

Notice of opposition held to allege in effect that applicant’s mark so nearly resembles 
that of opposer as to be likely, when applied to applicant’s goods, to cause confusion or 
mistake, in accordance with section 2(d) of 1946 Act. 

OpposITIONS—Proor oF USE—EFFECT OF REGISTRATION 
Opposer’s 1905 Act registration presented, held to establish opposer’s priority. 
TrADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 

(Case 1) Green and gold yarns appearing at intervals on the surface of rope, held con- 
fusingly similar to blue and yellow yarns appearing on the outer surface of opposer’s rope 
in the same way, under 1946 Act. 

(Case 2) Green and gold yarns extending through entire length of rope and visible only 
at the end held confusingly similar to blue and yellow yarns applied to opposer’s rope in the 
same manner and visible in the same way, under 1946 Act. 

TrADE-MARKS—REGISTRABILITY—GENERAL 

Question here involved is that of applicant’s right to register its mark; and if it resembles 
that of prior registration to extent specified in section 2(d), other registrations or uses by 
others would not affect the statutory requirement of refusal under that section. 

Scope or possible extent of opposer’s rights under its registration or applicant’s right to 
use of its mark held not open to consideration in opposition proceeding. 

OpposITIONS—DEFENSES—LACHES, ACQUIESCENCE AND ESTOPPEL 

On facts of record, applicant held to have failed to establish that opposer would or should 
have knowledge of its use of its mark; and defense of laches held inapplicable. 

Where applicant’s mark is confusingly similar to opposer’s prior registration, applicant 
is not entitled to register; and even extensive use by applicant would not bestow upon it a 
right to a registration which is prohibited by the statute. 


Appeals from Examiner of Interferences. 

Trade-mark oppositions by The Edwin H. Fitler Company against The Grady- 
Travers Company, Incorporated. Applicant appeals from decisions sustaining 
notices of opposition. Affirmed in both cases. 


Paul & Paul, of Philadelphia, Pa., for opposer. 
Redding, Greeley & O’Shea, of New York, N. Y., for applicant. 


Daniets, A. C.: 


(Case 1) This is an appeal from the decision of the Examiner of Trade-Mark 
Interferences sustaining the notice of opposition filed by Edwin H. Fitler Com- 
pany to the application of The Grady-Travers Company, Incorporated, for regis- 
tration of a trade-mark for “manila rope,” under the Trade-Mark Act of 1946. 
The trade-mark sought to be registered is described in the application as “being 
applied to the goods by coloring some of the lineal yarns in one of the strands 
of the rope green and other yarns in the same strand gold, said colored yarns, green 
and gold, being immediately adjoining each other and appearing at intervals on 
the surface of the rope.” 





248 TRADE-MARK REPORTER 40 T. M.R. 


The opposer alleges its ownership of certain prior registrations, of which the 
Examiner of Interferences found it necessary to consider only registration No, 
245,091, registered by opposer under the Trade-Mark Act of 1905, on August 7, 
1928, and renewed. The mark of that registration consists of blue and yellow 
colored yarns apparently applied to the rope in the same manner as that of appli- 
cant, since it appears on the outer surface of the rope in the same way. 

The notice of opposition sets up opposer’s prior use of this mark, alleging that 
the goods possess the same descriptive properties and that the registration sought 
by applicant will injure the distinctiveness and value of opposer’s trade-marks and 
is likely to result in confusion and mistake. This appears to be in accordance 
with section 2(d) of the Trade-Mark Act of 1946, and in effect to allege that 
the applicant’s mark so nearly resembles that of opposer as to be likely when 
applied to the goods of the applicant to cause confusion or mistake. 

Opposer has presented no evidence except as to the issuance and ownership of 
its registrations, which is not questioned and establishes opposer’s priority. The 
goods being identical, the only question for consideration is whether or not there is 
such similarity between the marks as to result in likelihood of confusion, and the 
question of laches, raised by the applicant. 

In sustaining the opposition the examiner referred to the decision of the United 
States Court of Customs and Patent Appeals in A. Leschen & Sons Rope Co. v. 
American Steel and Wire Co., 19 C. C. P. A. 851, 55 F. 2d 455. In that case the 
marks involved were strands of different colors in rope, that of the applicant being 
silver and that of the opposer red. In that case the court said: 


The weight of authority is to the effect that a mark is not registrable if color alone is 
its distinguishing characteristic. ... It seems clear that before one trade-mark can be 
registered over the opposition of the owner of another for use on goods of the same 
descriptive properties, the applicant’s mark must show dissimilarity other than color. 

It may be pointed out that the trade-marks of both appellant and appellee are not such 
as are only distinguishable by color, that is to say, that the color is arranged in a particular 
way. As far as the question of confusion is concerned, this fact is immaterial, since both 
parties seek to apply their color in the same manner, and both marks present the same 
appearance except as to color. 


In this case the marks are applied in what appears to be the identical fashion and 
the only difference is the difference between green and gold and blue and yellow, 
which in use appear quite similar. I accordingly agree with the conclusion of the 
Examiner of Interferences that the decision in A. Leschen & Sons Rope Co. v. The 
American Steel & Wire Co., supra, applies to this case and that the mark of the 
applicant bears such near resemblance to that of the opposer as to be likely to cause 
confusion or mistake or to deceive purchasers when applied to the goods involved. 

The applicant contends that the application of color in various manners to 
strands of rope is quite common and has offered certain prior registrations as well 
as testimony as to such contentions. The question here involved is that of the 
applicant’s right to register its mark, and if it resembles that of a prior registration 
to the extent specified in section 2(d), other registrations or use by others, would 
not affect the statutory requirement of refusal under that section. Speed Products 
Company, Inc. v. Tinnerman Products, Inc., 83 U. S. P. Q. 490. The scope, or 
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possible extent of opposer’s right under its registration, or applicant’s right to use 
of its mark is not open to consideration, this being a statutory proceeding. In 
National Biscuit Co. v. Joseph W. Sheridan, 18 C. C. P. A. 720, 44 F. 2d 987 [21 
T. M. R. 277], the court said: 


In the equity cases cited the question of use was involved. In this court the right to 
register is the issue at bar. True enough we have said, in substance, that a trade-mark 
which cannot be defended in the common law is not entitled to registration, but this is 
not saying that all trade-marks which can be defended in the common law, in view of the 
wording of the statute, are entitled to registration. 


See also Skelly Oil Co. v. The Powerine Company, 24 C. C. P. A. 790, 86 F. 2d 
752 [27 T. M. R. 78]. Applicant further suggests that the decision in A. Leschen 
& Sons Rope Co. v. American Steel and Wire Co., supra, is not pertinent since it 
is stated that there is an obvious conflict between that decision and the decision 
of the United States Supreme Court in A. Leschen & Sons Rope Company v. 
Broderick & Bascom Rope Company, 201 U. S. 166. In the Supreme Court deci- 
sion no question as to similarity of marks was raised, the question arising on a 
demurrer to the bill in equity “on the ground that the trade-mark set up in the 
bill was not a lawful and valid trade-mark.” In that case, unlike A. Leschen & Sons 
Rope Co. v. American Steel and Wire Co., supra, or this case, the only question 
involved was the validity of the plaintiff’s mark and no question as to confusing 
similarity of the marks was considered. I fail, therefore, to see any basis for appli- 
cant’s statement that there is any conflict between these cases or that the Supreme 
Court decision applies to this proceeding. 

Applicant further sets up opposer’s laches, stating that it has used the mark for 
many years without objection. The Examiner of Interferences disposed of this 
by stating that there was no showing that opposer had any direct knowledge of 
applicant’s use of its mark. Applicant suggests that in view of its substantial use 
of its mark the opposer must have known of such use. The testimony indicates use 
of applicant’s mark on a substantial number of pounds of rope, but I am unable from 
the record to determine whether such use would be so substantial that a competitor 
in the rope industry would or should have knowledge of it. Regardless of opposer’s 
knowledge of such use, however, I am unable to see how laches can apply in this 
case. Even though applicant has used its mark for a number of years, the present 
application is the first attempt to register it, so far as appears from the record. If it 
is confusingly similar to the opposer’s prior registration, the applicant is not 
entitled to its registration, and even extensive use would not bestow upon the appli- 
cant a right to a registration, which is prohibited by statute. Skelly Oil Co. v. The 
Powerine Company, supra. See also The Kroger Grocery & Baking Company v. 
Country Gardens, Inc., 609 O. G. 704, 76 U. S. P. Q. 542. Nor does the fact that 
other registrations appear to exist change this situation. Applicant makes no claim 
to any rights to or under such registration and there is no indication to the extent 
of use by such prior registrants. 

The decision of the Examiner of Trade-Mark Interferences is affirmed. 


(Case 2) This is an appeal from the decision of the Examiner of Trade-Mark 
Interferences sustaining the notice of opposition filed by The Edwin H. Fitler 
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Company to the application of The Grady-Travers Company, Incorporated, for 
registration of a trade-mark for cotton and manila rope under the Trade-Mark Act 
of 1946. The mark sought to be registered is described in the application as one 
which “consists of two yarns, one green, one gold, extending through the center 
of the entire length of one strand of the rope.” From the specimens and drawings 
and description it is apparent that these strands are twisted and are visible only at 
the end of the rope and when the rope is cut. 

The opposer alleged its ownership of certain prior registrations of which the Ex- 
aminer of Interferences found it necessary to consider only registration No. 241,907, 
registered by opposer under the Trade-Mark Act of 1905, on May 8, 1928, and 
renewed. The mark of that registration consists of blue and yellow colored yarn 
applied to the rope in the same manner as that of applicant and visible in the same 
way. 

The grounds of opposition and the questions presented on this appeal are identi- 
cal with those considered in the decision on appeal in opposition No. 27,502, decided 
concurrently herewith. 

The decision of the Examiner of Trade-Mark Interferences is affirmed. 


THE PROCTER & GAMBLE COMPANY v. AMENTA 
Commissioner of Patents—February 28, 1950 


TRADE-MarKs—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Hair tonic held goods of the same descriptive properties as shampoo, under 1905 Act. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Dermene” held confusingly similar to “Drene,” used on similar goods, under 1905 Act. 
Addition of applicant’s name or other similar material would not remove confusing sim- 
ilarity of the marks here involved. 
TRADE-MARKS—PLEADING AND PRACTICE—AMENDMENT OF APPLICATION 
Question of amending application to include applicant’s name as part of mark, raised in 
brief on appeal to Commissioner, but not raised in grounds of appeal, held not proper at this 
stage of the proceeding. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by The Procter & Gamble Company against Angelo 
Amenta. Applicant appeals from decision sustaining notice of opposition. Affirmed. 


Allen & Allen, of Cincinnati, Ohio, for opposer. 
M. S. Meem, of Washington, D. C., for applicant. 


DanlieEts, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences sustaining a notice of opposition by The Procter & Gamble Company to the 
application of Angelo Amenta for registration of a trade-mark under the Act of 
1905 for “hair tonic.” The mark sought to be registered consists of the word 
“Dermene.” The notice of opposition is based upon opposer’s ownership and prior 
use of the trade-mark “Drene” for a shampoo. Ownership and registration thereof 
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under the Trade-Mark Act of 1905 has been proven and testimony indicating exten- 
sive use of that mark upon opposer’s product since a time prior to any use claimed 
by applicant has been submitted. It is also indicated that the opposer’s product 
has been widely advertised under this mark. 

Applicant contends that its product does not possess the same descriptive prop- 
erties as that of opposer’s, arguing that hair tonic and shampoo are for entirely dif- 
ferent purposes. On the record submitted they are sold through the same channels 
and appear to be closely related. In Standard Laboratories, Inc. v. The Procter & 
Gamble Company, 71 U.S. P. Q. 210, 593 O. G. 592, affirmed 35 C. C. P. A. 1146, 
167 F. 2d 1022, it was held to be improper to make assumptions as to goods being 
sold over the same counters to the same class of purchasers in the absence of any 
evidence on that subject. In this case, it is shown by applicant’s own testimony 
that the same outlets sell both products. They must be considered to possess the 
same descriptive properties. West Disinfecting Company v. Owen, 35 C. C. P. A. 
843, 165 F. 2d 450 [38 T. M. R. 318] ; McKesson & Robbins, Incorporated v. First 
Texas Chemical Manufacturing Co., 34 C. C. P. A. 877, 159 F. 2d 770 [37 T. M. R. 
160] ; Daggett & Ramsdell v. Consolidated Hair Goods Co., Inc., 593 O. G. 590 
71 U.S. P. Q. 168. 

As to the similarity of the marks, I agree with the conclusions of the Examiner 
of Interferences that “the marks ‘Drene’ and ‘Dermene’ are manifestly too nearly 
alike, particularly in sound, to enable their concurrent use for goods as closely 
related in character as those here involved, without giving rise to a reasonable likeli- 
hood of confusion in trade.” 

Applicant, in its brief, further questions the Examiner’s ruling refusing permis- 
sion to amend its application to include its name as part of the mark sought to be 
registered. Not only was this point not raised in the grounds of appeal filed by the 
applicant, but such a request would not be proper at this stage of the proceeding. 
Miles Laboratory, Inc. v. Professional Dental Products, Inc., 171 M. D. 540, 83 
U.S. P. Q. 188. In any event, however, the addition of the applicant’s name or 
other similar material would not affect the question, or remove the confusing similar- 
ity of the marks. Celanese Corporation of America v. E. I. du Pont de Nemours & 
Company, 33 C. C. P. A. 857, 154 F. 2d 143 [36 T. M. R. 130, 133] ; W. B. Rodden- 
bery Co. v. Kalich, 34 C. C. P. A. 745, 158 F. 2d 289 [37 T. M. R. 73]. 

The decision of the Examiner of Trade-Mark Interferences is affirmed. 
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FEDERAL TRADE COMMISSION v. ELD] R VUFG. COMPANY 
FEDERAL TRADE COMMISSION v. ROYA. PHARMACAL 
CORPORATION 


Commissioner of Patents—Marc 5, 1950 


TrapvE-Mark Act or 1946—Score or F. T. C. AutHority- ‘roviso oF SEcTION 14(p) 
CANCELLATIONS—Parties—F. T. C. 

F. T. C. held to have no authority, under section 14 of 1946 Act, to apply to cancel 
1905 Act registrations, irrespective of whether such strations were republished under 
section 12(c) of 1946 Act. 

F. T. C. authority to apply for cancellation of res strations held expressly limited by 
section 14(d) to marks registered on principal register, established by 1946 Act. 

Section 14 is one of the sections specified in section 46(b) as having only limited applica- 
tion to 1905 Act registrations, and 1905 Act registrations are not mentioned in proviso of 
section 14(d), under which these proceedings were brought. 

TrapvE-MarkK Act or 1946—Sratutory CoNSTRUCTIONS—PRoviso oF SECTION 14(D) AND 
SECTION 46(A) AND (B) 

When language of a statute is plain and unambiguous it must be held to mean what it 
expresses. 

Construction of 1946 Act beyond its specific provisions is forbidden by express provisions 
of section 46(a) of the Act. 

Registrations under 1905 Act, by provisions of section 46(b) of 1946 Act, are generally 
subject to provisions of 1946 Act and automatically e.titled to all its benefits except as limited 
in sections 8, 12, 14 and 15. 

Legislative history of 1946 Act held to demonstr te intent of Congress not to give F. T. C. 
broad jurisdiction sought to be exercised here. 

TrapE-MarK Act oF 1946—REPUBLICATION—SEcT™ is 12 (c) AND 8(B) 

Expression “claims the benefits of his Act” .eld to have limited meaning. 

Republication of mark subjects registrant requirement to file affidavit under section 
8(b), but does not subject registratidn to ac’” : by F. T. C. 


Appeals from Examiner of Interferenc: . 

Trade-mark cancellation proceedings by Federal Trade Commission against 
Elder Mfg. Company and Royal Mfg. Co. of Duquesne (name changed to Royal 
Pharmacal Corporation). Petitioner appeals from dismissal of petitions for can- 
cellation. Affirmed in both cases. (See also, 39 T. M. R. 955.) 


Edward W. Thomerson, William J. Thomas and Jess C. Radner, of Washington, 
D. C., for Federal Trade Commission. 


MARZALL, C.: 


These are appeals by the Feder? ™ de Commission from decisions of the 
Examiner of Interferences which di-..ussed two petitions for cancellation for lack 
of jurisdiction. The two appeals were heard together and, since they involve 
essentially the same issue, will be decided together. 

In Cancellation No. 5418, the F. T. C. filed a petition, on May 9, 1949, to cancel 
Trade-Mark Registration No. 276,332, issued October 14, 1930, under the Act of 
February 20, 1905, to the Elder Manufacturing Company for the mark “Perma- 
Shrunk.” The ground for cancellation stated is that the trade-mark had been 
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abandoned. Simultaneously with the petition, there was filed a sworn statement 
by the respondent, exec ite: by its vice-president, waiving service of a copy of the 
petition and notice of <1 farther proceedings and consenting to the entry of an 
order cancelling the registr ‘ion. 

In Cancellation No. 543 the F. T. C. filed a petition, on June 30, 1949, to cancel 
Trade-Mark Registration’ 0. 438,713, issued May 11, 1948, under the Act of 
February 20, 1905, to the k. al Manufacturing Co. of Duquesne, now by change of 
name the Royal Pharmacal wrpn., for the mark “Manfre.” The ground for can- 
cellation stated is that the r< stration was obtained by false representations. With 
the petition in this case wa: »4ed a sworn statement by the respondent, executed 
by its president, waiving ser. ~> and notice of all further proceedings and consent- 
ing to cancellation, and further disclaiming all rights whatsoever in the registration. 

The sole question involved in each of the cases is whether the Federal Trade 
Commission has jurisdiction to bring the petition to cancel. The facts in the two 
cases in so far as they relate to this question are the same, but in the first case 
the mark was republished under the provisions of section 12(c) of the Trade Mark 
Act of 1946 (15 U. S. C. 1062c). 

The Examiner of Interferer ‘es dismissed each petition on the ground that “the 
F. T. C. lacks jurisdiction to intervene against the involved registration.” In Can- 
cellation 5418, the Examiner saiu: 

The proviso clause of section 14 9f the Trade-Mark Act of 1946, under which this pro- 
ceeding was instituted, states that “ihe F. T. C. may apply to cancel . . . any mark regis- 
tered on the principal register establi:.1ed by this Act.” The registration sought to be can- 
celled was granted under the Act of :' m and, therefore, the mark contained therein was 
obviously not registered on the princi, »! a4 register established by the Act of 1946. Nor can 
it be considered to have been so reg,,stered on,the principal register by reason of its 
republication under section 12(c) of t' .,Act of 1946, and hence by the explicit language 
of the proviso clause of section 14, the. js manit2stly no jurisdiction in the F. T. C. to 
apply for cancellation of a registration t,at was obtained under the Act of 1905. 

In the opinion of the examiner nothing. contained in the remaining sections of the Act 
of 1946, notwithstanding petitioner’s con’ention to the contrary, which either explicitly, 
or by implication, can be said to give to the Federal Trade Commission such jurisdiction ; 
rather a construction of the proviso clause of section 14 beyond its explicit language is 
specifically forbidden by the proviso clause of section 46(e) of the Act of 1946 which 
states that “nothing contained in this Act shall be construed as ... . increasing the 
authority of any Federal department or regulatory agency except as may be specifically 
provided in this act.” 

Identical language, except the omission of the part of a sentence referring to 
republication, was used in No. 5437. 

I am constrained to agree with the decisinns of the Examiner of Interferences. 

Cancellation of trade-mark registr:*! ‘*“other than registrations on the Sup- 
plemental Register and under the Act of 1¥’® with which we are not concerned) 
is provided for by section 14 of the Trade-Mark Act of 1946 (60 Stat. 427, 15 
U.S. C. 1064). This section begins: 


Any person who believes that he is or will be damaged by the registration of a mark 
on the principal register established by this Act, or under the Act of March 3, 1881, or the 
Act of February 20, 1905, may upon the payment of the prescribed fee, apply to cancel 
said registration— 
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Then follows four classes (a), (b), (c) and (d) specifying various times and 
conditions with respect to the different categories of registrations, and the section 
concludes with the proviso: 

Provided, that the F. T. C. may apply to cancel on the grounds specified in subsections 


(c) and (d) of this section any mark registered on the principal register established by 
this Act, and the prescribed fee shall not be required. 


These proceedings were not instituted under the opening clause of the section, 
by a “person who believes that he is or will be damaged by the registration of a 
mark . . .,” which is applicable to all categories of registrations, but under the 
proviso at the end of the section. The proviso appears to be quite plain and definite 
in that it refers only to “any mark registered on the principal register established 
by this Act.” It is obvious that a mark registered under the Act of 1905 is not a 
mark registered on the principal register established by the Act of 1946, and that 
section 14 has preserved a distinction. The opening clause of section 14 specifies 
three categories of registrations, namely, “registrations on the principal register 
established by this Act,” “registrations . . . under the Act of March 3, 1881,” and 
“registrations . .. under the Act of February 20, 1905,” the clauses (a), (b), (c) 
and (d) refer to the various categories of registrations to which various provisions 
are applicable, and the proviso at the end of the section includes only one of the 
three categories of registrations recited in the opening clause. The obvious mean- 
ing of the proviso hence is that it applies to only one of the three categories of 
registrations specified in the remainder of the section. 

It is an elementary rule of construction that when the language of a statute is 
plain and unambiguous, it must be held to mean what it expresses. Reading the 
proviso in section 14 either by itself or in connection with the entire section the 
meaning is plain that the F. T. C. is given no authority to apply to cancel registra- 
tions under the Act of 1905. In this respect construction of the Act of 1946 beyond 
its specific provision is forbidden by the Act itself—section 46(a) states that “noth- 
ing contained in this Act shall be construed . . . as restricting or increasing the au- 
thority of any Federal department or regulatory agency except as may be specifically 
provided in this Act.” 

The arguments of the capable counsel of the F. T. C. at the hearing on February 
1, 1950, and the scholarly and able briefs submitted have been carefully considered 
and studied, but in my opinion the conclusion urged cannot be accepted for the 
reasons given above as well as other reasons. 

The Trade-Mark Act of 1946 repealed prior trade-mark legislation, but pre- 
served trade-mark registrations obtained under the prior acts. In preserving these 
registrations the Act of 1946 carefully defined their status and specified which of 
its provisions would be applicable to them. With respect to the status of old regis- 
trations under the new Act, section 46(b) states: 


Registrations now existing under the Act of March 3, 1881, or the Act of February 20, 
1905, shall continue in full force and effect for the unexpired terms thereof and may be 
renewed under the provisions of section 9 of this Act. Such registrations and the renewals 
thereof shall be subject to and shall be entitled to the benefits of the provisions of this Act 
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to the same extent and with the same force and effect as though registered on the prin- 
cipal register established by this Act except as limited in sections 8, 12, 14 and 15 of 
this Act.... 

Marks registered under previous Acts may, if eligible, also be registered under this Act. 


Thus registrations under the Act of 1905 are generally subject to the provisions 
of the new law as though registered on the principal register, except with respect 
to sections 8, 12, 14 and 15. With respect to these four excluded sections, the sec- 
tions themselves must be examined to determine if and in what manner they may 
apply to old registrations. The distinction between the various categories of 
registrations is maintained, and this is particularly true with respect to sections 
8, 12, 14 and 15. Section 14 relating to cancellation is one of the sections specified 
in section 46(b) as having only limited applicability to registration under the Act 
of 1905, and this section does not recite registrations under the Act of 1905 in the 
proviso under which the petitions in these cases were brought. As stated, the 
Act in various provisions maintains the distinction between registrations obtained 
under various acts, and this distinction is further emphasized by the last para- 
graph of section 46(b) which provides that marks registered under previous acts 
may also be registered under the Act of 1946. 

In the first case the trade-mark was republished under the provisions of sec- 
tion 12(c). The foregoing discussion indicates that there is no distinction in results 
between the two cases, but the following additional comments are made. Section 
12(c) provides that the registrant of a mark registered under the Act of 1905 may 
file an affidavit stating “that the registrant claims the benefits of this Act for said 
mark.” A notice of this claim and a reproduction of the trade-mark are then pub- 
lished in the Official Gazette. This procedure is called “republication” in the Patent 
Office rules, the trade-mark having been published once before, when the original 
registration was being sought. The expression “claims the benefits of this Act” 
must have a limited meaning since the registration is automatically entitled, by sec- 
tion 46(b) to all the benefits of the Act except as limited in sections 8, 12, 14 and 
15. The benefits found in these four sections are freedom from cancellation after 
five years except on certain grounds, in section 14, and the eligibility for the incon- 
testable right in section 15, both of which are specifically made applicable to the 
republished registrations by these sections. Once having “claimed the benefits 
of this Act” under section 12(c), the registration is thereupon subjected to another 
provision expressly stated as applicable in section 8(b) ; this is the requirement to 
file an affidavit of use during the sixth year on penalty of having the registration 
cancelled. It could hardly be argued that if a registrant “claimed the benefits of the 
Act” he would thereupon be subjected to another provision, namely action by the 
F. T. C., not expressly stated as being applicable, when the Act carefully specifies 
each of various provisions which are applicable. 

In view of the language of the Act itself it is not necessary to refer to the legis- 
lative history to determine its meaning. However, the legislative history has been 
referred to by the petitioner and has been examined. The legislative history of the 
Act is illuminating and, it seems to me, demonstrates the intention of Congress not 
to give the F. T. C. the broad jurisdiction contended for. 
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The Trade-Mark Act of 1946 was the culmination of a series of bills introduced 
in five successive Congresses, but nothing has been found relevant to the question 
here involved until the 78th Congress. The trade-mark bill in the 78th Congress 
was H. R. 82, which passed the House of Representatives June 18, 1943. As 
passed by the House, the bill did not contain anything analogous to the F. T. C. 
proviso. The Senate Committee on Patents held hearings on the bill (Trade- 
Marks, Hearings before a Subcommittee of the Committee on Patents, U. S. Sen- 
ate, 78th Congress, on H. R. 82, November 15 and 16, 1944) and during the 
course of these hearings the subject of cancellation by a government agency came 
up for the first time. The discussion of this subject is found on pages 138 to 143, 
153 and 154 of the printed hearings. Following these hearings, the Senate Com- 
mittee reported the bill with a number of amendments (Senate Report No. 1303, 
78th Congress, December 4, 1944). One of these amendments specifically pro- 
vided that a government agency could apply to cancel any registration, whether 
obtained under the new Act or under a prior Act; the opening paragraph of sec- 
tion 14 as thus proposed to be amended reading as follows: 


Any person who believes that he is or will be damaged by the registration of a mark 
on the principal register established by this Act, or under the Act of March 3, 1881, or 
the Act of February 20, 1905, may upon the payment of the prescribed fee, or any Govern- 
ment agency which believes that the public interest is or will be adversely affected may 
without the payment of fee, apply to cancel said registration— (H. R. 82, print of bill as 
reported in the Senate.) 


This is plain in giving jurisdiction to cancel all categories of registrations, but 
the bill as thus amended did not pass the Senate and did not become the law. 

In the next Congress, the trade-mark bill was reintroduced in the House of 
Representatives as H. R. 1654. This bill as introduced had incorporated in it at 
least a third of the amendments which had been proposed by the Senate Committee 
in the preceding Congress, but the amendments relating to cancellation by a gov- 
ernment agency were not included. The bill passed the House of Representatives 
with some clerical amendments, but without any provision relating to cancella- 
tion by a government agency, on March 5, 1945. No hearings were held by the 
Senate Committee, but the bill was reported with amendments (Senate Report 
No. 1333, 79th Congress, May 14, 1946) and passed the Senate on June 14, 1946. 
One of the Senate amendments added paragraph (d) to section 14 with a proviso 
at the end reading: 

Provided, That the head of any Government department or agency may apply to cancel 


marks registered under the provisions of section 4 of this Act and the prescribed fee shall 
not be required. (H. R. 1654, print of bill as reported by Senate Cmte.) 


This was a reintroduction of the idea of cancellation by a government agency, but 
in a very restricted form, being limited to collective and certification marks pro- 
vided by section 4 of the bill. 

The House of Representatives disagreed with the Senate amendments and a 
Conference Committee was appointed. The Conference Committee, among other 
things, revised the proviso relating to cancellation by a government agency to read 
as it now stands in the Act. (House of Representatives Report No. 2322, June 24, 
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1946, Conference Report on H. R. 1654). The final result broadened the scope 
of the proviso from collective and certification marks to any mark registered on the 
principal register established by the Act. It would be unreasonable to assume that 
the House of Representatives, disagreeing to the Senate proposal to amend H. R. 
1654 and then accepting a broader substitute, intended anything broader than the 
actual language of the substitute. 

As further showing a definite intention on the part of Congress not to give the 
F. T. C. jurisdiction to cancel all categories of registrations, it may be pointed out 
that section 24 of the Act, relating to cancellation of registrations on the Supple- 
mental Register, and including by virtue of section 46(b) second paragraph, regis- 
trations under the Act of 1920, does not give the F. T. C. any jurisdiction to apply 
to cancel either registrations on the Supplemental Register or registrations under 
the Act of 1920. 

The decisions of the Examiner of Interferences are accordingly affirmed. 


WELLS LAMONT CORPORATION v. NORTH STAR MANUFACTUR- 
ING CO. 


Commissioner of Patents—March 17, 1950 


TRADE-MARKS—Proor oF USE—EFFECT OF REGISTRATION 
Opposer’s registration under 1905 Act held to establish opposer’s priority. 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
In determining question of confusing similarity, the marks must be considered in their 
entireties and descriptive, or even disclaimed, material may not be ignored. 
TrADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
While “white” per se would be descriptive or misdescriptive of work gloves, and was 
therefore properly disclaimed, as used it appears to limit the word “Ox.” 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“White Ox,” the word “white” being disclaimed, held confusingly similar to “White 
Mule,” used on identical goods, under 1905 Act. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Wells Lamont Corporation against North Star Manu- 
facturing Co. Applicant appeals from decision sustaining notice of opposition. 


Parry & Miller, of Washington, D. C., for opposer. 
Clarence A. O’Brien and Harvey B. Jacobson, of Washington, D. C., for applicant. 


DanieELs, A. C.: 


The only question presented on this appeal in this opposition proceeding is as to 
the confusing similarity as to the marks involved. The mark sought to be registered 
under the Trade-Mark Act of 1905 by applicant is “White Ox” for “work gloves.” 
Opposer relies upon its ownership and prior use of “White Mule” as applied to 
identical goods. 

Opposer’s registration, which has been made of record, shows this mark used in 
connection with a representation of a white mule, and the words “it’s tough” (which 
have been disclaimed), and establishes opposer’s priority. The opposition is based 
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upon the alleged confusing similarity of these marks, and the Examiner in sustain- 
ing the opposition has held them to be confusingly similar. Much of applicant's 
argument is based upon the fact that “white” has been disclaimed in its application 
as generally descriptive of work gloves. The marks, however, must be considered 
in their entireties and descriptive, or even disclaimed, material may not be ignored. 
While “white” per se would be descriptive or misdescriptive of work gloves, and 
was accordingly properly disclaimed, as used it appears to limit the word “Ox.” 
The meaning which would be ascribed to the mark is that of “White Ox” gloves, 
rather than of white shade of “Ox Gloves.” ‘White Ox” and “White Mule” appear 
similar, and as applied to a common article such as work gloves might well lead to 
confusion. I accordingly agree with the Examiner of Trade-Mark Interferences 
that “purchasers desiring opposer’s gloves not infrequently may recall merely that 
opposer’s mark consisted of words designating a white work animal, and hence 
might reasonably suppose that gloves sold under the applicant’s mark originated 
with the opposer.” The Gilmore Oil Co., Ltd. v. Wolverine-Empire Refining Co., 
21 C. C. P. A. 943, 69 F. 2d 532 [24 T. M. R. 122]; D. J. Bielzoff Products Com- 
pany v. White Horse Distilleries, Ltd.; 27 C. C. P. A. 722, 107 F. 2d 583 [29 
T. M. R. 646]. 
The decision of the Examiner of Interferences is affirmed. 


EX PARTE NANCY ANN STORYBOOK DOLLS, INC. 
(Two Cases) 


Commissioner of Patents—February 16, 1950 


TRADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
(Case 1) “Dolls of the Month” held descriptive of dolls and inherently incapable of func- 
tioning as a trade-mark for dolls, under 1946 Act. 
(Case 2) “Dolls of the Day” held descriptive of dolls and inherently incapable of func- 
tioning as a trade-mark for dolls, under 1946 Act. 
TRADE-Mark Act oF 1946—REGISTRABILITY—SECTION 2(F) 
(Cases 1 and 2) Long continuous use, no matter how extensive, held of no avail to convert 
phrase inherently incapable of functioning as a trade-mark into one which is distinctive. 
On facts of record, applicant held to have failed to sustain burden of showing that mark 
has or could become distinctive of its goods. 
(Case 1) On facts of record, if there were any doubt that the words sought to be regis- 
tered are completely lacking in trade-mark significance and incapable of functioning as a 
trade-mark, held that it would be necessary to refuse registration under section 2(f), due to 
use of substantially similar marks by others during the five years preceding the filing of the 
application. 


Appeals from Examiner of Trade-Marks. 

Applications for registration of trade-marks by Nancy Ann Storybook Dolls, Inc. 
Applicant appeals from refusal of registrations, under 1946 Act. Affirmed in both 
cases. 


Hugh N. Orr, of San Francisco, Cal., for applicant. 
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DANIELS, A. C.: 


(Case 1) Applicant appeals from the final refusal of the above application for 
registration of a trade-mark consisting of the notation “Dolls of the Month,” for 
“dressed dolls.” The application as filed on June 7, 1943, was one for registra- 
tion of the mark under the Trade-Mark Act of 1905. Thereafter the application 
was amended to request registration under the Act of 1920, and after an unfavor- 
able ruling as to registration under that Act, another amendment to restore it to 
its original status as an application under the Trade-Mark Act of 1905 was filed. 
Thereafter an appeal to the Commissioner of Patents from the final refusal of regis- 
tration under the Act of 1905 was filed, but before the hearing another amendment 
placing the application under the then newly enacted Trade-Mark Act of 1946 was 
presented, and the appeal withdrawn. The amendment to bring this application 
under the provisions of the Trade-Mark Act of 1946, filed on July 28, 1947, 
requested registration on the Principal Register under that Act, and the attorney’s 
remarks accompanying the amendments stated “that the mark is registrable under 
section 2(f) of the Act of July 5, 1946.” A supplemental declaration setting up 
substantially exclusive and continuous use for the “period of more than five years’ 
last past” in commerce was filed thereafter. 

Registration under the Trade-Mark Act of 1946 has been refused on the ground 
that “Dolls of the Month” lacks trade-mark significance and is incapable of dis- 
tinguishing applicant’s goods. This holding is based primarily on Burmel Hand- 
kerchief Corporation v. Cluett, Peabody & Co., 29 C. C. P. A. 1024, 127 F. 2d 318 
(37 T. M. R. 308]. The earlier refusals to register under the Acts of 1905 and 1920 
were also based upon that decision. 

It is the applicant’s contention on this appeal that the mark is arbitrary and 
proper subject matter of registration on the Principal Register without reference 
to the allegations of substantially continuous use for five years in accordance with 
section 2(f) of the Trade-Mark Act of 1946; that, if it is not to be considered 
arbitrary, the manner of use by applicant as well as its long continued use show 
that it has become distinctive in accordance with section 2(f) of the Trade-Mark 
Act of 1946, and that it should, therefore, be registered on the Principal Register 
without regard to its original lack of distinctiveness. 

With regard to the first contention that the mark is arbitrary, it is only neces- 
sary to refer to Burmel Handkerchief Corporation v. Cluett, Peabody & Co., supra. 
In that case the mark under consideration by the court was “Handkerchiefs of the 
Year.” After reviewing the meaning of those words the court stated [37 T. M. R. 
308] : 


We think that the notation sought to be registered is descriptive of the character or 
quality of handkerchiefs. We are further of opinion that the notation inherently cannot 
function as a trade-mark. Such a common expression which can indicate nothing but high 
quality surely would not be indicative of origin to the purchasing public. 


In Nancy Ann Dressed Dolls, Inc. v. Gardel Industries, 74 U. S. P. Q. 301, 602 
O. G. 687, the First Assistant Commissioner, in referring to the application of 
another concern for registration of “Doll of the Month” stated [37 T. M. R. 786]: 
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The expression “Doll of the Month” is descriptive and “inherently cannot function as 
a trade-mark.” Burmel Handkerchief Corporation v. Cluett, Peabody & Co.,29 C. C. P. A. 
1024, 127 F. 2d 318 [37 T. M. R. 308]. 


In Ex parte Durium Products, 15 U. S. P. Q. 57 [22 T. M. R. 529], a similar 
conclusion was reached with respect to the words “Hit of the Week.” See also 
Ex parte Ring Specialty Company, 627 O. G. 925, 83 U. S. P. Q. 35, referring 
to “Ring of the Month.” The phrase applicant seeks to register is the full equivalent 
of those considered in the foregoing cases. The contention that it is arbitrary 
must be rejected in view thereof, it being considered unnecessary to refer to other 
decisions in view of the striking similarity of the subject matter involved in this 
case and those above cited. 

Applicant contends, however, that as used its mark is not a laudatory expression. 
The manner of its use is set out in an affidavit filed during the prosecution of the 
case before the examiner which states that the mark identifies a group of twelve 
dolls which are otherwise identified as “January Girl,” “February Girl,” etc.; 
that each of the dolls of the group is described by a catch line regarded as appro- 
priate to the respective months, for example: “A January Merry Maid for New 
Year,” “A February Fairy Girl for Ice and Snow,” “A Breezy Girl and Arch to 
Worship Me Through March,” to and including “For December Just a Dear Oh, I 
Want a Girl for Each Month of the Year.” Accordingly applicant argues that the 
factual situation differs from that involved in Burmel Handkerchief Corporation v. 
Cluett, Peabody & Co., supra, and that the mark would be recognized as a symbol 
of origin. The obvious meaning of the words sought to be registered appears, 
however, to be that found for “Handkerchiefs of the Year” in Burmel Handker- 
chief Corporation v. Cluett, Peabody & Co., supra, and as found in that case, the 
notation “inherently cannot function as a trade-mark.” This has been the hold- 
ing of the examiner in considering the mark under the Acts of 1905, 1920, and on 
the Principal Register of the Trade-Mark Act of 1946, and in my opinion that 
conclusion is correct. There is no reason to believe that the public would recognize 
it as other than a laudatory expression, and clearly others who might use it in that 
sense (or in the sense claimed by applicant), are entitled to do so. Cridlebaugh 
v. Montgomery, Ward & Co., 34 C. C. P. A. 742, 158 F. 2d 646 [37 T. M. R. 70]. 

Applicant further contends that by its long substantially exclusive and con- 
tinuous use, the mark has become distinctive as provided by section 2(f) of the 
Trade-Mark Act of 1946. In view of the statement of the Court of Customs and 
Patent Appeals that such a phrase is inherently incapable of functioning as a trade- 
mark, it is not believed that long continuous use, no matter how extensive, could 
convert a phrase inherently incapable of functioning as a trade-mark into one which 
is distinctive. Kellogg Company v. National Biscuit Company, 305 U. S. 111, 
39 U. S. P. Q. 296. Assuming such a possibility, however, it must be found that 
on the record presented the applicant would not be entitled to registration under 
section 2(f). The mark has been in use by applicant approximately nine years. 
The affidavit submitted, establishing such use, as well as the records of the Patent 
Office, (Nancy Ann Dressed Dolls v. Gardel, supra, and Op. No. 24,256, not 
reported) show that during that period two other concerns had adopted and used 
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substantially the same phrase in connection with the sale of dolls and attempted to 
obtain registration thereof. Not only does such adoption by others indicate the 
natural use of a generic term by competitors of applicant, but they negative appli- 
cant’s claim of exclusive use for five years “next preceding the date of filing the 
application . . . .”” required by section 2(f). The record would indicate that one 
of the prior users began use of the same term sometime in 1945, and applied for 
registration shortly thereafter. Applicant’s attorney states upon the argument of 
this appeal that such use was discontinued early in 1947. The other apparently 
commenced, as indicated by applicant’s affidavit, to use the term in 1944, and so 
far as is indicated, is still continuing such use, although its application for regis- 
tration thereof has been refused as a result of proceedings instituted by this appli- 
cant (Nancy Ann Dressed Dolls v. Gardel Industries, supra; Gardel Industries v. 
Kingsland, 83 U. S. P. Q. 440). It is the applicant’s contention that such use by 
other parties was unauthorized and improper and violated the rights of the opposer 
and that such unauthorized use cannot indicate that applicant’s use was other than 
substantially exclusive. For the purpose of registration, applicant’s mark, not 
having any arbitrary significance, could be found on this record to have attained dis- 
tinctiveness only on the basis of substantially exclusive use, and the Patent Office is 
authorized to accept such showing of use as “prima facie evidence that the mark 
has become distinctive” only when that condition is shown to have existed. Until 
it had become distinctive, there is nothing of record nor anything which could be 
considered by the Patent Office to indicate that it attained any such distinctive- 
ness or that any use by others was improper. In fact, such use would appear 
merely to constitute a further indication of the generic and inherently non-distinctive 
nature of applicant’s mark. Even though the use was relatively small, and in the 
one case may have been discontinued, the applicant has had no exclusive use of the 
mark since approximately September, 1944, nor for five years next preceding the 
date of its application. 

Once it is determined that a mark is not arbitrary, and it must be considered 
under section 2(f), the burden of showing that the mark, otherwise lacking in dis- 
tinctiveness, has become distinctive is upon the applicant. If, therefore, there 
were any doubt that the words sought to be registered are completely lacking in 
trade-mark significance and incapable of functioning as a trade-mark, which, in my 
opinion, there is not, it would be necessary to refuse registration on the ground 
that applicant has failed to establish that it has become distinctive of applicant’s 
goods. 

The decision of the Examiner of Trade-Marks is affirmed. 


(Case 2) The mark disclosed in the application for registration of a trade-mark 
for “dressed dolls,” under the Trade-Mark Act of 1946 which has been refused 
by the Examiner of Trade-Marks, and is the subject matter of this appeal consists 
of the words “Dolls of the Day.” The history of the application is closely parallel 
to that considered in application Serial No. 461,201, as to which an appeal by this 
applicant is decided concurrently herewith. In this case the applicant states that 
the mark identifies a group of seven dolls, which have been individually identified 
as “Monday’s child,” “Tuesday’s child,” etc., which, as sold, are accompanied by 
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a phrase said to be appropriate to the respective day, as for example: “Monday's 
Child Is Fair of Face,” to and including, “The Child That Was Born on the 
Sabbath Day is Bonny and Blythe and Good and Gay.” 

This case differs from that considered in the companion appeal only in that there 
is nothing to indicate that anyone else has used the specific mark which applicant 
seeks to register by this application during the five years next preceding the appli- 
cation for registration. The question of use of the specific mark by a third party 
was considered in the companion appeal only as a collateral question, and except 
for statements with respect to such specific use, the decision of the other appeal 
applies fully to the issues involved herein, and will not be repeated. Even as to 
such collateral consideration, the use by third parties of the notation “Doll of the 
Month,” involved in the other appeal, illustrates the generic nature of applicant's 
mark. The mark sought to be registered in this case must be found to be inherently 
incapable of functioning as a trade-mark as stated in Burmel Handkerchief Corpo- 
ration v. Cluett, Peabody & Co., 29 C. C. P. A. 1024, 127 F. 2d 318 [37 T. M.R. 
308], and the application was accordingly properly refused. It must further be held 
that even though there has been no use of this mark by others than applicant so 
far as appears, there is no sufficient showing that it has or could become distinctive 
as applied to applicant’s goods. 

For the reasons stated therein, the decision of the Examiner of Trade-Marks 
is affirmed. 


EX PARTE UNIVERSAL METAL PRODUCTS CO., INC. 
Commissioner of Patents—February 28, 1950 


TRADE-Mark Act OF 1946—REGISTRABILITY—SECTION 2(e) 
TRADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
The word “Supersite” held descriptive of automotive vehicle lighting equipment and parts 


thereof. 

The word “Super” held descriptive of automotive vehicle lighting equipment and lamp 
bulbs. 

TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 

“Supersite,” accompanied by design, held confusingly similar to “Super Safe,” used on 
similar goods. 

Prior registration of confusingly similar mark under 1920 Act precludes registration 
under 1946 Act. 

Design feature included in applicant’s mark held insufficient to distinguish from previously 
registered confusingly similar mark. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Universal Metal Products Co., 
Inc. Applicant appeals from refusal of registration under 1946 Act. Affirmed. 


Kimmel & Crowell, of Washington, D. C., for applicant. 
DANIELs, A. C.: 


This is an appeal from the final refusal of an application for registration of a 
trade-mark on the Principal Register under the Act of 1946 for “automotive vehicle 
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lighting equipment, namely headlights, rear lights, foglights, back-up lights, stop 
lights and turn signaling lights, and parts thereof.” The mark sought to be reg- 
istered consists of the word “Supersite.” As presented it is inclosed within two 
slanting lines, apparently representing the field of vision, which extends from a rep- 
resentation of the human eye. 

Registration has been refused under Section 2 of the Trade-Mark Act of 1946, 
on the ground that the mark when applied to the goods of the applicant is merely 
descriptive of them, and in view of a prior registration of the words “Super Safe” 
for lamps for automobiles, under the Act of 1920. 

Applicant’s brief hardly questions that the word “Supersite” is descriptive of 
the goods, and the Examiner’s holding that it is merely descriptive must be affirmed. 
Andrew J. McPartland, Incorporated v. Montgomery Ward & Co., Inc., 35 
c.C. P. A. 802, 164 F. 2d 603 [38 T. M. R. 60] ; In re W. A. Sheaffer Pen Co., 34 
C.C. P. A. 771, 158 F. 2d 390 [37 T. M. R. 63]; Ex parte Wabash Appliance 
Corp., 513 O. G. 1022, 45 U. S. P. Q. 42. While the foregoing would require 
refusal of registration on the Principal Register, the propriety of the refusal of reg- 
istration over the prior registration must also be considered since the applicant’s 
mark might otherwise be eligible on the Supplemental Register. The applicant con- 
tends that lamps for automobiles, the goods set out in the prior registration, are 
lamp bulbs, while its products are entire lamps. As applied to such similar goods, 
however, the marks appear to resemble each other to such an extent as to be likely to 
cause confusion or mistake. While “Super” is descriptive, “Safe” and “Site” have 
some points of resemblance, and considered in their entireties, the points of resem- 
blance appear to be greater than those of difference between these marks. Quality 
Fruit Wines Corporation v. Bardinet, Ltd., 603 O. G. 546, 74 U. S. P. Q. 341, 
Ex parte El Campo Rice Milling Company, Incorporated, 545 O. G. 926, 55 
U.S. P. Q. 421. The inclusion of the design feature is not considered sufficient to 
distinguish between these marks. W. B. Roddenbery Co. v. Kalich, 34 C. C. P. A. 
745, 158 F. 2d 289 [37 T. M. R. 73]. 

The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE GOODALL-SANFORD, INC. 
Commissioner of Patents—February 28, 1950 


TrRADE-MarkK Act oF 1946—REGISTRABILITY—SECTION 2(e) 
TraDE-MarKsS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION DESCRIPTIVENESS 
The word ‘‘Slax” held a phonetic spelling of the word “slacks” and merely descriptive 
cf fabrics which may be used for making slacks. 
Mere misspelling does not avoid descriptiveness. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Goodall-Sanford, Inc. Applicant 
appeals from refusal of registration under 1946 Act. Affirmed. 


Borowsky & Burrows, of New York, N. Y., for applicant. 
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DANIELS, A. C.: 


This is an appeal from the action of the Examiner of Trade-Marks finally refus- 
ing registration of a trade-mark for “fabrics of cotton, rayon, mohair, wool and/or 
combinations thereof, sold in bolt,” on the Principal Register under the Act of 1946, 
The mark sought to be registered is the word “Slax.” 

The Examiner of Trade-Marks has held that “Slax” is a phonetic spelling of 
the word “slacks,” and as applied to fabrics “merely indicates the use [or one use] 
for which the fabrics are made, that is, for making into slacks.” 

The applicant, without stating directly the purpose for which its product is 
made, suggests that it may be used for other purposes such as the manufacture of 
bathrobes, lounging robes or pajamas, and that the term, even if considered a 
phonetic spelling of “slacks” would not be descriptive. Under the Trade-Mark Act 
of 1946, the question is whether or not the term “consists of a mark which (1) when 
applied to the goods of the applicant is merely descriptive ....ofthem....” While 
applicant points out other meanings of the word “slack” it is believed that, as ap- 
plied to fabric, the Examiner is correct in stating that the term would be accepted 
as indicating a type of garment. That fabric may possess properties particularly 
adapted to use in a certain type of clothing is well known, and its designation by the 
name of such article is equally common, as indicated by dictionary definitions of 
“suiting,” “trousering,” etc. See also Fashion Park, Inc. v. Goodall-Sanford, Inc., 
84 U. S. P. QO. 140; Ex parte Goodall-Sanford, Inc., 620 O. G. 1270, 80 U. S. P. Q. 
28. Any manufacturer who may produce such fabric would clearly be entitled to call 
attention to such properties by using the name of the garment involved. Cridlebaugh 
v. Montgomery Ward & Co., 34 C. C. P. A. 742, 158 F. 2d 646 [37 T. M. R. 70]. 
Mere misspelling does not avoid descriptiveness. Standard Paint Company v. Trini- 
dad Asphalt Mfg. Co., 220 U. S. 446, 1911 C. D. 530. 

Since, as applied to these goods the mark must be considered to be merely 
descriptive, the situation is not changed by the fact that the application is one under 
the Act of 1946. Andrew J. McPartland v. Montgomery Ward & Co., Inc., 35 
C. C. P. A. 802, 164 F. 2d 603 [38 T. M. R. 60]. 

The decision of the Examiner of Trade-Marks is affirmed. 
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EX PARTE PENZEL, MUELLER & CO., INC. 
Commissioner of Patents—February 28, 1950 


TrADE-MARKS—Worps INCAPABLE OF ExcCLUSIVE APPROPRIATION—DESCRIPTIVENESS 

The words “Brilliante Model,” accompanied by representation of a star from which rays 
emanate, held merely descriptive of clarinets, under 1905 Act. 

The word “Brilliante” held a mere misspelling of the word “Brilliant,” or of the musical 
term “Brillante,” either of which would be descriptive of clarinets. 

The word “Model” should be disclaimed in any event. 

Fact that star is included in applicant’s mark sought to be registered held insufficient 
to permit registration as a composite mark. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Penzel, Mueller & Co., Inc. Appli- 
cant appeals from refusal of registration under 1905 Act. Affirmed. 


William H. Smyers for applicant. 
DANIELS, A. C.: 


This is an appeal from the final refusal of an application for registration of a 
trade-mark for “clarinets” under the Trade-Mark Act of 1905. The mark con- 
sists of the words “Brilliante Model” accompanied by a representation of a star 
from which rays emanate. 

The mark has been refused as being merely descriptive of the goods. The 
Examiner has stated that it constitutes a mere misspelling of the word “Brilliant” 
and accordingly is descriptive. It has also been suggested that it might be a mis- 
spelling of the musical term “Brillante,” meaning gay, showy and sparkling in style. 
Either would be, as found by the Examiner, descriptive of clarinets and no other 
meaning can be attributed to the word as applied thereto. It is considered to be 
merely descriptive. 

Counsel suggests that “Brilliante” denotes a famous diamond and that this would 
be the proper connotation to ascribe to the term, particularly since it is accompanied 
by the design of a star with rays emanating therefrom, which it is stated would rep- 
resent that famous diamond. How the star would denote a diamond is not apparent 
and the suggestion that the public would regard this as representing that diamond 
cannot be accepted. Nor is the fact that the star is included in the mark sought to 
be registered sufficient to permit registration as a composite mark. W. B. Rodden- 
bery Co. v. Kalich, 34 C. C. P. A. 745, 158 F. 2d 289 [37 T. M. R. 73]. 

It is noted that the Examiner’s statement refers to “Model” as being disclaimed 
and that this is not questioned by the applicant. So far as my examination indicates, 
no such disclaimer appears in the file. In the event further proceedings should 
make it pertinent this word should be disclaimed. 

The decision of the Examiner of Trade-Marks is affirmed. 
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EX PARTE WESTGATE SEA PRODUCTS CO. 
Commissioner of Patents—February 28, 1950 


TRADE-M ARKS—REGISTRABILITY—EFFECT OF PRIOR PROCEEDINGS 

Where Court of Customs and Patent Appeals, by prior decision, sustained opposition to 
application under 1905 Act, by this applicant, for registration of mark sought to be registered 
here, under 1946 Act, the opposition having been brought by owner of prior registration, on 
which the present application is refused, held that the Examiner was correct in refusing 
registration on the basis of such prior registration. 

While decision of Court of Customs and Patent Appeals, under 1905 Act, technically may 
not be res judicata, if there were conflict between that decision and decision in equity suit 
between the same parties, held that the Patent Office, in the absence of intervening change, 
should follow Court of Customs and Patent Appeals, which passed directly on the statutory 
questions as to the right to register and likelihood of confusion between the marks here 
involved, whereas in the equity suit, the only question was the right of the plaintiff there 
(owner of prior registration set up by Examiner here) to restrain this applicant’s continued 
use of its mark. 

TrADE-MarkK Act oF 1946—REGISTRABILITY—SECTION 2(d) 

As applied to identical products, 1946 Act, as did 1905 Act, requires refusal of registra- 
tion of mark confusingly similar to that of prior registrant. 

Proviso of Section 2(d) specifically requires finding, as prerequisite to granting con- 
current registration, that confusion or mistake or deceit of purchasers is not likely to result. 

Decision of Court of Appeals, prior to passage of 1946 Act, dismissing infringement suit ° 
against applicant, held not controlling as direction to Patent Office. 

TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 

“Breast-O’-Chicken” held confusingly similar to ‘‘Chicken of the Sea,” used on identical 

goods, under 1946 Act. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Westgate Sea Products Co. Appli- 
cant appeals from refusal of registration under 1946 Act. Affirmed. 


Wiliam G. MacKay, San Francisco, Cal., for applicant. 
DANIELS, A. C.: 


This is an appeal from the action of the Examiner of Trade-Marks finally refus- 
ing an application for registration of a trade-mark for “canned tuna fish,” under 
the Trade-Mark Act of 1946. The mark sought to be registered consists of the 
words “Breast-O’Chicken.” Registration has been refused pursuant to Section 
2(d) of the Trade-Mark Act of 1946 in view of prior registration No. 97,192, of 
the trade-mark “Chicken of the Sea” for tuna fish and other products, registered 
May 19, 1914, and renewed. 

In finding the marks confusingly similar, the Examiner followed the decision 
of the United States Court of Customs and Patent Appeals in Van Camp Sea Food 
Co., Inc. v. Westgate Sea Products Co., 18 C. C. P. A. 1311, 48 F. 2d 950 [21 
T. M. R. 261], decided April 29, 1931. That case involved an opposition to an 
application by this applicant for registration of the mark here involved, the oppo- 
sition having been brought by the owner of the prior registration on which the pres- 
ent application has been refused. The court held that the applicant was not entitled 
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to registration of this mark, finding specifically that confusion in the mind of the 
public would result in view of the prior use of the mark of the registration now cited 
by the Examiner. 

On this appeal applicant contends that the marks are not confusingly similar, 
and that the Examiner should have followed certain decisions of the Circuit Court 
of Appeals for the 9th Circuit. It is further contended that the applicant is, in 
any event, entitled to a concurrent registration of its mark in accordance with the 
“concurrent use proviso” of Section 2(d) of the Trade-Mark Act of 1946. 

The cases involving the marks here under discussion and others related thereto 
which are referred to by the Examiner and the applicant are as follows: 


(1) Van Camp Sea Food Co., Inc. v. Westgate Sea Products Co., 28 F. 2d 957, 
Circuit Court of Appeals, 9th Circuit, decided November 5, 1928, in which the court 
affirmed an order of the District Court which dismissed the complaint of the owner of 
registration No. 97,192 (the prior registration here relied on) against the present appli- 
cant for infringement of that prior registration through applicant’s use of the same mark 
here sought to be registered. 

(2) Van Camp Sea Food Co., Inc. v. Westgate Sea Products Co., Court of Customs 
and Patent Appeals (18 C. C. P. A. 1311 [21 T. M. R. 261] decided April 29, 1931, in 
which the court held that applicant was not entitled to registration of the mark for which it 
now seeks registration because of its confusing similarity to the mark of the prior reg- 
istration above referred to. This is the case above referred to which the Examiner fol- 
lowed and apparently regarded as controlloing. 

(3) Van Camp Sea Food Co., Inc. v. The Alexander B. Stewart Organizations, 18 
c. C. P. A. 1415, 50 F. 2d 976 [21 T. M. R. 414], Court of Customs and Patent Appeals 
decided May 27, 1931, in which the mark of the applicant was not involved, but in which 
another opposition, based upon the prior registration here considered, was sustained by 
the Court of Customs and Patent Appeals, the decision referring to the prior decisions 
mentioned under paragraphs 1 and 2, supra. 

(4) Van Camp Sea Food Co., Inc. v. Cohn-Hopkins, et al., Circuit Court of Appeals, 
9th Circuit, 56 F. 2d 797, 12 U. S. P. Q. 487, decided March 14, 1932, which was an 
infringement suit brought against this applicant and other parties defendant, including 
The Alexander B. Stewart Organizations for infringement of the same registration over 
which the applicant’s present application has been refused. The Circuit Court of Appeals 
for the 9th Circuit affirmed the dismissal of this infringement suit and held that the owner 
of that prior registration (No. 97,192) was not entitled to an injunction preventing this 
applicant’s use of the mark here involved. 


In Van Camp Sea Food Co., Inc. v. Packman. Bros., decided September 9, 1933, 
4F. Supp. 522, 19 U. S. P. Q. 37 (affirmed by the Circuit Court of Appeals, Third 
Circuit, 79 F. 2d 511, 27 U. S. P. Q. 1), the United States District Court, District 
of New Jersey considered an infringement suit brought by the owner of the prior 
registration here involved against a third party using a mark differing from that of 
this applicant but had occasion to refer to the foregoing series of cases. 

It is the applicant’s contention that there is conflict between the decisions of 
the Court of Customs and Patent Appeals and those of the Circuit Court of Appeals 
above referred to and that the Examiner should have followed the later decision 
of the Circuit Court of Appeals (12 U. S. P. Q. 487, 56 F. 2d 797). If 
there were conflict between these decisions, it would in my opinion be necessary to 
follow that of the Court of Customs and Patent Appeals (18 C. C. P. A. 1311). That 
decision passed directly on the statuory question of the right of registration and 
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the likelihood of confusion between the marks here involved, which were not con- 
sidered nor referred to by the Circuit Court of Appeals. The only question involved 
in the equity proceedings was the right of the plaintiff there involved (the owner 
of the prior registration set up by the Examiner) to the injunction against this 
applicant’s continued use of its mark. In the Circuit Court of Appeals (9th) deci- 
sion (Van Camp Sea Food Co., Inc. v. Cohn-Hopkins, et al., 56 F. 2d 797, 12 
U. S. P. Q. 487), the Court did not consider the question of confusing similarity of 
the goods and no reference to that subject appears in the decision. The two courts 
therefore had different subject matter under consideration. Speed Products Com- 
pany, Inc. v. Tinnerman Products, Inc., 83 U.S. P. Q. 490 (Circuit Court of Ap- 
peals for the Second Circuit) ; National Fruit Products Company, Inc. v. Dwinnell- 
Wright Company, 47 F. Supp. 499, 55 U. S. P. Q. 199 (Circuit Court of Appeals 
for the First Circuit;) and Skelly Oil Co. v. Powerine Co., 24 C. C. P. A., 790, 8 
F, 2d 752 [27 T. M. R. 78]. In the case last cited the Court of Customs and Patent 
Appeals said: 


In equity, the parties ofttimes get themselves into such a position that there is no way 
to prevent resulting confusion from the concurrent use of similar marks. Applicant’s con- 
tention amounts to arguing that since the registrations in the Patent Office show that 
there is already confusion, it should be permitted to further confuse the public. 


It is also clear from the decisions of the Court of Customs and Patent Appeals 
and the Circuit Court of Appeals involving the mark here under consideration that 
neither court regarded the decisions referred to as conflicting. In Van Camp Sea 


Food Co., Inc. v. Westgate Sea Products Co. (summarized in numbered paragraph 
2 above) [21 T. M. R. 261] the Court of Customs and Patent Appeals referred to 
the earlier decision of the Circuit Court of Appeals, 28 F. 2d 957, and found that 
that decision did not indicate that the applicant’s mark was entitled to registration. 

In the second decision of the Court of Customs and Patent Appeals, summarized 
under numbered paragraph 3 above (Van Camp Sea Food Co., Inc. v. Alexander 
B. Stewart Organizations, 18 C. C. P. A. 1415, 50 F. 2d 976 [21 T. M. R. 261] the 
Court of Customs and Patent Appeals referred to the first decision of the Circuit 
Court of Appeals and said: 


Under the statute our duties in reviewing decisions of the Commissioner of Patents in 
trade-mark cases are quite different from those of a district or circuit court of appeals 
in actions such as have been hereinbefore referred to. We determine the correctness 
of the Commissioner’s ruling on the registrability of the trade-mark. The district and 
circuit courts of appeals, in the above cases, were not concerned with this question. Our 
jurisdiction involves the question of the right to register, while the jurisdiction in the cases 
above referred to involves the right to use. California Packing Corp. v. Tillman & 
Bendel, 17 C. C. P. A. (Patents) 1048, 40 F. 2d 108, 394 O. G. 789 [20 T. M. R. 238]; 
B. F. Goodrich Co. v. Hockmeyer, 17 C. C. P. A. (Patents) 1068, 40 F. 2d 99, 394 O. G. 
795 [20 T. M. R. 205]. (Emphasis in decision as reported in 1631 C. D. 566.) 


In the second decision of the Circuit Court of Appeals of the Ninth Circuit (sum- 
marized in numbered paragraph 4 above), the court referred to the decision of the 
Court of Customs and Patent Appeals, 18 C. C. P. A. 1311, 48 F. 2d 950, and to 
the intervening decision of that court (Van Camp Sea Food Co., Inc. v. The Ales- 
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ander B. Stewart Organizations, 18 C. C. P. A. 1415, 50 F. 2d 976 [21 T. M. R. 
414], and said: 


These cases did not involve the question of appellant’s right to the exclusive use of the 
phrase “Chicken of the Sea” as a trade-mark. The Court of Customs and Patent Appeals 
recognized that it had no jurisdiction to decide that question. (Van Camp, etc. v. A. B. 
Stewart Organizations, 50 F. 2d 976 [21 T. M. R. 414], supra.) 


Applicant contends, however, that the second decision of the Circuit Court of 
Appeals of the Ninth Circuit above referred to, 52 F. 2d 797, 12 U. S. P. Q. 487, 
constitutes a final holding that there is no confusion nor likelihood of confusion 
between the marks here involved. As already indicated the court did not mention 
this question, but held in effect that the plaintiff there involved had no enforceable 
rights under its registration. The reference to the prior decisions of the Court of 
Customs and Patent Appeals on the subject of registration includes nothing which 
could be construed as indicating the existence of any conflict. 

In Van Camp Sea Food Co., Inc. v. Packman Bros., 4 F. Supp. 622, 19 
U. S. P. Q. 37 (affirmed by the Circuit Court of Appeals, Third Circuit, 79 F. 2d 
511, 27 U. S. P. Q. 1), the United States District Court, District of New Jersey 
had occasion to comment on this same series of decisions and said [23 T. M. R. 
529] : 

These decisions in the Patent Appeals Court are based upon the duties of the Com- 


missioner under given circumstances, and are clearly differentiated from the Ninth Circuit 
cases, wherein the validity of the complainant’s trade-mark was directly attacked. 


In view of the foregoing I can find no basis for the applicant’s contention that 
the decision of the Circuit Court of Appeals overruled, or in any way questioned, 
the holding of the Court of Customs and Patent Appeals as to confusing similarity 
of the marks here involved. The question before the Court of Customs and Patent 
Appeals arose under the Trade-Mark Act of 1905 while the present application is 
under the Act of 1946. The pertinent provisions of Section 5 of the Trade-Mark 
Act of 1905 and Section 2(d) of the Trade-Mark Act of 1946 appear to be in 
effect the same so far as they apply to a case such as this where the goods of the 
parties are identical. Section 2(d) requires refusal of the registration of a mark 
“which consists of or comprises a mark which so resembles a mark registered in the 
Patent Office . . . . as to be likely, when applied to the goods of the applicant, to 
cause confusion or mistake or to deceive purchasers....” The corresponding sec- 
tion of the provisions of Section 5 of the Trade-Mark Act of 1905 refers to “. . . 
trade-marks .. . . which so nearly resemble a registered or known trade-mark... . 
appropriated to merchandise of the same descriptive properties as to be likely to 
cause confusion or mistake in the mind of the public or to deceive purchasers... .” 

Accordingly as applied to identical products the Trade-Mark Act of 1946 re- 
quires refusal of registration of a mark confusingly similar to that of a prior registra- 
tion, and the first decision of the Court of Customs and Patent Appeals above 
referred to, Van Camp Sea Food Products Co. v. Westgate Sea Products Co., 18 
C.C. P. A. 1311, 48 F. 2d 950 [21 T. M. R. 261], specifically found that to be the 
case as to the marks here involved. 
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That decision having been made in a proceeding under the Act of 1905 may not 
technically be res judicata in the instant proceeding, but the reasons set out therein 
for finding the marks to be confusingly similar appear persuasive and it should be 
followed unless some intervening change requires an opposite conclusion. Accord- 
ingly, in my opinion, the Examiner was correct in holding that the registration 
sought must be refused in view of the prior registration No. 97,192. 

Applicant further contends that the registration of its mark is required under the 
so-called “concurrent use proviso” of Section 2(d) of the Trade-Mark Act of 1946, 
That section provides: 


.... That the Commissioner may register as concurrent registrations the same or 
similar marks to more than one registrant when they have become entitled to use such 
marks as a result of their concurrent lawful use. 


It is, however, specifically provided that the Commissioner or a court must deter- 
mine as a prerequisite to the granting of such a registration, that confusion or mis- 
take or deceit of purchasers is not likely to result, and as to the marks here involved, 
it has heretofore been found by the Court of Customs and Patent Appeals that such 
confusion is likely. Applicant contends that the question of confusion or likelihood 
thereof need not be considered and that the only portion of the proviso which need 
be considered is that which reads: 


. and concurrent registration may be similarly granted by the Commissioner 
with such conditions and limitations when a court has finally determined that more than 
one person is entitled to use the same or similar marks in commerce... . 


It is argued by applicant that this portion of Section 2(d) is mandatory and 
requires registration without reference to the requirements of the proviso as to lack 
of likelihood of confusion or mistake. A reading of the entire section negatives this 
construction and it is believed that registration may be “similarly granted” only 
when it is found that there is no likelihood of confusion. As already indicated, this 
was not the holding of the Circuit Court of Appeals of the Ninth Circuit, 56 F. 2d 
797, 12 U. S. P. Q. 487, which made no reference to this question. That decision 
had no reference to registration, and its context would contradict any suggestion 
that the court regarded marks such as that of applicant as registrable. In fact, if 
that decision were to be followed, it is probable that the application here involved 
would necessarily be refused on other grounds. 

The situation would, of course, be different in connection with any action by a 
court under Section 37 of the Trade-Mark Act of 1946, in which a court might 
direct the Patent Office to take specification, thereby in effect, supervising the 
action of the Commissioner and the Examiner. Obviously, this could not have been 
intended by the Circuit Court of Appeals in 1932. 

Under the concurrent use proviso of Section 2(d), the Patent Office must in 
every case be satisfied that the mark sought to be registered may be used without 
likelihood of confusion and subject to proper conditions and limitations, unless the 
court decision is a definite direction to register the mark. In this instance there 
could have been no such direction. The goods are identical, and no territorial, or 
other marketing differentation is suggested. Under these circumstances, either the 
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psa etietteee 
applicant’s mark resembles the prior registration or it does not. It it does not, bon 
“concurrent” registration is necessary. If it does, no registration—‘concurre 
ise—is proper. 

" ape a - correctly found that the mark of the —— . 
nearly resembles that of the registration = 97,192 as to be likely, when applied to 
identi confusion or mistake. 
eo ek Gs ann oe the Examiner raised no objections to the 
registrability of the mark other than those heretofore considered, apparently a 
ing those grounds of refusal as so fundamental that nothing else need be —— ered. 
I believe that this was proper, but it should be noted in the event that furt “A _ 
ceedings might make it material that there may well be other statutory groun : . 
refusal of the registration sought, at least on the application now presented. uc 
possibility is mentioned only to avoid possible future questions and consideration 
of them is unnecessary if not improper at this time. 

The decision of the Examiner of Trade-Marks is affirmed. 
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PART I 


SOME ADMINISTRATIVE GUIDEPOSTS ON REGISTRABILITY 
Lenore B. Stoughton* 


Although the Lanham Act has been in effect for nearly two years, there is not 
yet any broad background of reported administrative decisions in relation to it. 
The backlog of work under the previous Acts, and the time element involved in 
the prosecution of an application or proceeding and an appeal under the new Act, 
have combined to delay interpretation of many points which will eventually be 
clarified. Even then problems of application will occur again and again; and one 
of the perpetual problems will be the determination of the eligibility of various types 
of marks for registration under the new provisions. 

That is a problem of infinite variety because of the infinite variety of marks— 
good and bad—which are proffered for registration. Some of the decisions are and 
will be so narrowly related to particular marks as to be of little general interest. 
But others will help to establish a general pattern; and already there are some 
which may be taken as a guide for the disposition of analogous questions in the 
future. 

So far not much has needed to be said about name marks. The new Act 
contains several departures from the 1905 Act with respect to such marks; but 
section 2(e) is clear in prohibiting registration of a mark which is “primarily merely 
a surname” and there are at this writing only two decisions of any special interest 
in that connection. 

One of them related to a mark comprising two surnames in combination— 
“Kimberly-Clark” —proposed for the Principal Register without qualification. It 
was argued that such a combination was not “merely” a surname. Registration was 
nevertheless refused on the ground that a combination of two ineligible words does 
not make a registrable mark, and that surnames are eligible for the Principal Regis- 
ter only upon a claim of distinctiveness under the provisions of section 2(f).* 

However, it was also held, there and elsewhere, that the prohibition in section 
2(e) does not necessarily apply to a mark which is the whole name of an individual. 
In the second case referred to, an applicant’s complete personal name was held 
registrable without reference to section 2(f), the Commissioner then observing that 
to call such a mark “ ‘merely a surname’ is a contradiction, since it comprises the 
entire name of an individual.’”* Still it is interesting to note that he added a 
reservation, holding the door open for a different ruling in different circumstances: 


The foregoing comments would, of course, not apply in the event the surname was 
unduly emphasized or otherwise constituted the only significant part of the mark, thereby 





* Member of the New York Bar and of the firm of Rogers, Hoge & Hills. 
1, Ex parte Kimberly-Clark Corporation, 39 T. M. R. 1064, 83 U. S. P. Q. 436. 
2. Ex parte Dallioux, 39 T. M. R. 965, 83 U. S. P. Q. 262. 
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amounting to “a mere device or contrivance to evade the law and secure the registration 
of non-registrable words.” 


Descriptive marks are proving to be more troublesome to the Patent Office 
than name marks. Many applicants have evidently felt that the registers under 
the new Act were intended to be available to any “mark” which had been in use 
for a sufficient length of time, regardless of its nature or the circumstances of its 
use. One applicant presented as a “trade-mark” a whole paragraph of text under 
the heading “The Post-Dispatch Platform,” with the plea that it was entitled to 
registration under section 2(f) because it had been used for many years and was 
recognized by readers as a feature of the newspaper in which it regularly appeared. 

The Commissioner there refused to agree that “the concept or definition of a 
trade-mark or the function thereof is expanded by the 1946 Act,” and held instead 
that the definition in the 1946 Act 


appears not only entirely consistent with the definitions and statements of the nature of 
trade-marks appearing in many decided cases, both under the Act of 1905 and at common 
law, but to have been taken almost literally from such cases and earlier text authority. 


The decisions with respect to the right to register descriptive or generic terms 
appear to be equally consistent with the earlier law. “‘WeeDust’’ was refused as 
merely descriptive within the meaning of section 2(e), for a chemical preparation 
to be dusted upon weeds.* ‘“Plasticsuede” for a flexible sheet material aptly so 
described was held ineligible for either the Principal or the Supplemental Register, 
on the ground that it was so descriptive as to be clearly incapable of distinguishing 
applicant’s goods from a similar product of different origin.® The Supplemental 
Register has likewise been held closed to “Ring of the Month” for finger rings, 
and to “It’s Ripe Tobacco” for cigars.’ 

The phrase “It’s Ripe Tobacco” was proffered for registration as a slogan, with 
a claim of long exclusive use. It was found not capable of distinguishing the 
applicant’s goods as required by section 23, because: 


The mark obviously is intended to signify the applicant’s use of ripe tobacco, a claim 
which may presumably be made by many manufacturers of cigars. 


As to the force of its long use as indicating secondary meaning, the Commis- 
sioner said: 
Nor can the fact that the words may have been used by applicant for many years 
change the nature thereof. Long continued use might, as suggested by the applicant, be 


“persuasive,” in a proper case, but in connection with this term as used on the labels of 
the applicant it would only indicate the continuing use of a laudatory phrase. 


The emphasis on the essential requirement that a mark be “capable of distin- 
guishing” runs throughout the cases dealing with descriptive marks, whether offered 
directly for the Supplemental Register or offered for the Principal Register with a 


. Ex parte The Pulitzer Publishing Company, 39 T. M. R. 861, 82 U. S. P. Q. 229. 
. Ex parte American Chemical Paint Company, 39 T. M. R. 758, 82 U. S. P. Q. 73. 
. Ex parte Pine Hill Products Company, 39 T. M. R. 1062, 83 P. Q. 398. 

S37. 


7 


W.. S. 
. Ex parte Ring Specialty Company, 39 T. M. R. 959, 83 U. S. P. Q. 35. 
. Ex parte Bayuk Cigars, Incorporated, 40 T. M. R. 75, 83 U. S. P. 
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claim of distinctiveness under section 2(f). Considerable attention is also given to 
the manner of use or display of such a mark, as indicated in the case last cited.’ s“?” 

When “Certified” for jewelry was held so descriptive as to be incapable of becom- 
ing distinctive, the Commissioner noted further that, in the manner in which it was 
actually used by the applicant, it merely certified the material from which the prod- 
ucts were made, and that “even if the word otherwise used might have any other 
significance, which appears more than doubtful,” “the continuance of use in this 
fashion over a period of years would appear to emphasize the lack of distinctiveness 
rather than establish the contrary.’” 

An application in relation to table syrups for food purposes showed a mark 
consisting of the words “Sugar Bowl” above a scroll or ribbon carrying the subordi- 
nate phrase “Taste the Taste.” The phrase was held to be “obviously merely a 
laudatory descriptive expression which does not function as a trade-mark,” and 
was required to be disclaimed even after an amendment presented the whole mark 
for registration under section 2(f).° “Look for the Name in the Selvage,””” “5 Full 
Glasses in Every Bottle,”"* and “The Fate of a Fabric Hangs by a Thread”” have 
all been rejected because they did not appear to be used for a trade-mark function, 
as well as because they were regarded as statements of fact that could aptly be used 
by others in like circumstances. In each instance it was found that in actual use 
the phrase was merely a laudatory or explanatory supplement to another term which 
was the real designation of the origin of the goods. 

Perhaps because of the force of other grounds for rejection, not all of such cases 
have been specifically concerned with the question whether or not the term under 
consideration constituted a slogan. “Look for the Name in the Selvage” was found 
to be “entirely collateral and subordinate” to the applicant’s trade-marks and to 
“serve only as an advertising feature calling attention” to those marks, and so was 
denied registration without being characterized as a slogan. “Mention the Geo- 
graphic—It identifies you’’ was so characterized by both the applicant and the 
Examiner, but not explicitly by the Commissioner. His conclusion that it was 
ineligible for registration rested on his finding that it was “a laudatory advertising 
phrase, incapable of designating the applicant’s publication, except to the extent that 
it uses the word ‘Geographic.’ ”* 

However, by affirming the Examiner’s decision in the latter case without correc- 
tion or criticism on the point, the Commissioner at least tacitly approved the rejec- 
tion by the Examiner on the ground that 

slogans capable of distinguishing goods are eligible for presentation on the Supplemental 


Register only and do not qualify for registration on the Principal Register either with or 
without reliance on section 2(f). 


That seems to be the position usually taken when a phrase is presented or classi- 
fied as a slogan. When “The Fate of a Fabric Hangs by a Thread” was held by 


8. Ex parte William B. Ogush, Inc., 39 T. M. R. 1060, 83 U. S. P. Q. 400. 

9. Ex parte Gianelloni, 39 T. M. R. 756, 82 U.S. P. Q. 73. 
. Ex parte William Skinner & Sons, 39 T. M. R. 866, 82 U. S. P. Q. 315. 
. Ex parte Booth Bottling Company, Inc., 39 T. M. R. 179, 80 U. S. P. Q. 79. 
. Ex parte American Enka Corporation, 39 T. M. R. 640, 81 U. S. P. Q. 476. 
. Ex parte William Skinner & Sons, supra. 
. Ex parte National Geographic Society, 39 T. M. R. 967, 82 U. S. P. Q. 446. 
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the Examiner to be a slogan, the Commissioner agreed with the applicant’s argu- 
ment on appeal that the essential question was not whether or not the mark was a 
slogan, and whether or not slogans are registrable, but whether the phrase under 
consideration was or was not a trade-mark used and functioning as such. His own 
decision was therefore based on consideration of the nature of the phrase, and on 
his conclusion that it was “an advertising phrase,” “clearly a laudatory or puffing 
expression,’ which “would simply stand as, and be recognized as, a truism” and 
“would not distinguish or identify any particular thread.””* 
The Commissioner did, however, take the occasion to note that 


both historically and by common understanding, overlong phrases, sentences or clauses 
describing goods have been regarded as advertisements rather than trade-marks. Some- 
where between the few words ordinarily included in a trade-mark and the number of words 
included in a historical novel a line must be drawn. Mere advertising language or features 
even if attached to goods or their containers, cannot be considered to be trade-marks since 
they are or would be just as applicable to the similar products of any manufacturer and 
therefore cannot serve to identify the goods of one person or distinguish from those of 
others. 


And he added: 


While it may be that there are words functioning as trade-marks which might also 
be considered to be a slogan (and there is no particular authority as to when a group of 
words may or may not be a slogan), slogans as such cannot be considered registrable on 
the Principal Register of the Trade-Mark Act of 1946. Only in connection with the 
Supplemental Register and with Service marks are slogans referred to in the Act as 
registrable.... 


It was the question of trade-mark use and function, and not the question of its 
being a slogan, which dictated the refusal to register “5 Full Glasses in Every 
Bottle.’"° That was held, inter alia, to be merely a generic phrase indicating quan- 
tity and incapable of distinguishing the applicant’s goods from the goods of any 
manufacturer offering a like quantity. As a generic term it is comparable to “Fleur 
de Soufre,” which was offered for registration under section 2(f) with a claim of 
exclusive use by the applicant for forty-five years, but which was found to be only 
the French translation of the common name of the product flowers of sulphur, and 
which was accordingly refused on the ground that 


a generic name, being completely incapable of distinguishing the goods of one manufacturer 
from those of another, cannot become distinctive and cannot serve as a trade-mark.” 


Both of these decisions, while rejecting the particular terms involved as generic, 
acknowledged that section 2(f) was intended to permit registration of descriptive 
marks which had become distinctive “through long use and public recognition or 
otherwise,” and both touched upon the measure of proof necessary to support an 
application on a mark which, though highly descriptive, might still be capable of 
acquiring significance as indicating origin. In the first case it was indicated that 
such a mark 


15. Ex parte American Enka Corporation, supra. 
16. Ex parte Booth Bottling Company, Inc., supra. 
17. Ex parte Stauffer Chemical Company, 39 T. M. R. 505, 81 U. S. P. Q. 255. 





40 T. M.R. SOME ADMINISTRATIVE GUIDEPOSTS 279 


is not one which would or should be accepted upon a mere showing of substantially exclu- 
sive use, and additional evidence, to support the claim of exclusivity and to indicate that it 
had become distinctive would, in that event, be required.”?® supra 


In the second case, the Commissioner spoke more explicitly : 


.... In proper cases where a mark comprises a term which may have distinctive signifi- 
cance even though it be a surname, a geographical term or a descriptive term, the affidavit 
of exclusive use often should be accepted. If, however, the mark is considered highly 
descriptive, or predominantly geographical in significance, additional proof that it has 
actually become distinctive is necessary as required under section 2(f) of the Act. The 
burden of proof is on the applicant to show that the mark has become distinctive, and, in 
some instances where the mark is highly descriptive and it seems highly probable that it 
must have been used in the trade to some extent, or that its distinctiveness is otherwise 
open to doubt, such burden would be a heavy one. In such cases proof somewhat analogous 
to the proof required in proving secondary meaning or in unfair competition matters in the 
courts and including, for example, affidavits of disinterested persons familiar with markets 
and marketing customs, references to trade publications, etc., might well be required.1* supra 


This is the most definite statement yet available as to the exact nature of accept- 
able proof of distinctiveness. It was not in any sense an adjudication that proof so 
supplied would be held sufficient in a particular case. It is worth keeping in mind 
as an approximate guide for support to a doubtful mark which is nevertheless 
believed to be registrable because “capable of distinguishing.” It is apparent from 
these and other cases mentioned, however, that an applicant must expect such a mark 
to receive critical scrutiny as to its nature and the exact manner and effect of its 


use, before the Patent Office will be satisfied to pass on to consideration of any 
amount of proof of the asserted distinctiveness. 


nM 
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THE CANADIAN TRADE-MARK 


WITH PARTICULAR REFERENCE TO THE DECISION OF THE SUPREME CourRT 
OF CANADA IN THE REGISTRAR OF TRADE-MARKS v. HARDIE 


By E. Gordon Gowling, K.C.* 


Among the great trading nations of the world, Canada is the last refuge of the 
classic trade-mark. 

I do not propose to enter into an historical account of the development of trade- 
mark law and when I refer to the classic trade-mark, I simply mean a mark which 
evolved over many years until it acquired the characteristics which were universally 
recognized throughout the English-speaking world at the beginning of this century 
as the essential properties of a trade-mark. 

The Statutes differed from jurisdiction to jurisdiction and the decisions of the 
Courts were not always uniform but the fundamental principles that underlay the 
conception of a trade-mark were everywhere consistent and easily ascertained. 

One after another, the United Kingdom, the majority of the British dominions 
and the United States felt the pressure of industry and modernized their law so as 
to conform to the new business techniques that have developed so rapidly in recent 
years. The result in those countries has been to relax the rigid rules that once 
controlled the existence and the use of a trade-mark and in the process, the nature 
of a trade-mark itself has been changed out of all recognition. Whatever an English 
or United States trade-mark may be today, it is not the same thing that was afforded 
protection under that name in days gone by. The full consequences of the revolu- 
tion have not yet made themselves apparent and it would be a bold man who would 
venture to make a categorical statement on the meaning of the modern trade-mark 
which may be assigned without the old restraints or licensed in varying circum- 
stances. 

That situation does not prevail in Canada although I have no doubt that it soon 
will. The changes accepted by our great associates and neighbors cannot fail to 
find their parallel in this country. No useful purpose would be served by an enquiry 
into the advantages that the changes will bring and the disadvantages that they 
will necessarily entail. The course is set and results will follow whether for good 
or ill. 

However, it is unlikely that the Canadian law will be altered in any substantial 
respect immediately and I believe that it will be profitable to examine the meaning 
of a trade-mark as it is understood in this country today. 

When the Canadian Unfair Competition Act was passed in 1932, it did not 
attempt to effect any far-reaching change in the law. It was designed to restate 
the old principles with greater precision and clarity. In some respects it failed to 
accomplish its purpose and there are instances where unfortunate wording has led 
to results that were never contemplated by those who framed the Statute. With 
its failures, we need not be concerned because I propose to concentrate attention 





* Member Ontario, Canada, Bar. 
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on the definition of a trade-mark and, more particularly, on the first fundamental 
roposition embodied in the definition. 

I will deliberately exclude part of the definition that relates solely to that species 
of trade-mark known in Canada as a standardization trade-mark and I will also 
leave out of consideration the somewhat uncommon provisions relating to leasing 
and hiring. Reduced to its bare essentials for our present purposes, section 2(m) 
of The Unfair Competition Act defines a trade-mark as meaning a symbol which 
has become adapted to distinguish particular wares falling within a general category 
from other wares falling within the same category, and is used by any person in 
association with wares entering into trade and commerce for the purpose of indi- 
cating that they have been manufactured or sold by him. 

It will be observed at once that the definition involves two distinct propositions. 
The first is that a trade-mark means a symbol which has become adapted to distin- 
guish particular wares and the second is that it must be used by a person in associa- 
tion with wares for the purpose of indicating that they have been manufactured or 
sold by him. 

At a later date I may be permitted to conduct an investigation into the second 
proposition but, in this Article, it is my intention to confine myself to an examina- 
tion of the meaning and consequences of the requirement that a trade-mark means 
a symbol which has become adapted to distinguish particular wares. 

In a sense, the very words of the definition are plain enough and require no 
explanation. In any view of the matter, a trade-mark is necessarily a mark of iden- 
tification and to perform this function, it must be distinctive so that it can set the 
wares in association with which it is used apart from other wares of the same 
description. 

It is only possible to add something of value to that statement by approaching 
the problem from the negative standpoint and inquiring whether there are symbols 
that are not adapted to distinguish. 

Let me say at the outset that there are an infinity of circumstances in which it 
may be found that a given symbol is not adapted to distinguish. Clearly, it is imprac- 
tical to discuss or even imagine all of the situations that may present themselves. 
However, there are classes of circumstances which, by their nature or the frequency 
of their occurrence, merit special attention. 

A symbol that is merely descriptive when applied to the wares in association 
with which it is used is not adapted to distinguish such wares. 

Descriptiveness may arise in several ways. A word may be descriptive because 
it is the name of the wares themselves; it may be descriptive of some characteristic 
or quality or function of the wares or it may be descriptive of the geographic origin 
of the wares. For example, the word “Soap” cannot distinguish a particular kind 
of soap from other kinds because it is the name common to every kind; the word 
“Satisfactory” is useless to distinguish between wares that all have satisfactory 
characteristics and the word “Montreal” will hardly serve to particularize one set 
of wares originating in that area. 

As is usual, clear cases present no difficulty but words may be descriptive in a 
greater or less degree and many will be found to be so slightly descriptive of the 
wares to which they are attached that they are actually adapted to distinguish in 
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the trade-mark sense. Such words are usually termed “suggestive” and they are 
very popular with traders who value their advertising value above the wide ambit 
of protection to which an arbitrary trade-mark is entitled in law. 

I have referred to descriptive and suggestive words but it will be apparent that 
a design may so clearly depict the wares or the character of the wares to which it is 
attached as to be equally objectionable. 

A symbol that is misdescriptive of its associated wares falls within the same ban, 
A trader can no more distinguish his wares from his competitor’s by labeling them 
with a false description than he can by asserting the truth. This proposition is not 
founded on any principle of wrongdoing but on the simple ground that a mark that 
is merely descriptive or misdescriptive is not actually distinctive. 

A symbol that in its ordinary signification is a surname is not adapted to distin- 
guish particular wares. No one would seriously contend that the fine old family 
name of “Smith” would ordinarily identify the wares of one particular trader bear- 
ing such a name from those manufactured or sold by other members of that numerous 
family. The fact that surnames are regularly registered in the Trade-Marks Office 
without special proof is no evidence to the contrary. The practice arose out of a 
misunderstanding of the wording of section 26 (1) (c) of The Unfair Competition 
Act and is clearly wrong in principle. 

In dealing with surnames, I have taken the precaution of limiting my observa- 
tions to a symbol that is a surname in its ordinary signification. That language is 
not found in the Canadian statute but is suggested by the British legislation. 
Unquestionably, many words sometimes occur as surnames that are not so in their 
ordinary signification. The word “Dolphin” is not unknown as a patronymic but, 
in my opinion, it is not thereby robbed of its capacity as a trade-mark. Once it is 
admitted that a word may be a surname, no clear rule can be devised for determining 
whether it is such a surname in its ordinary signification. That is a question of fact 
that will depend in the last analysis on the Tribunal before which it comes for 
decision. 

Closely connected with the rule relating to surnames is the rule that a succession 
of letters of the alphabet simpliciter is not adapted to distinguish. Apparently, this 
rule was formulated because the initials of traders are frequently used by them in 
association with their wares and the same initials might belong to many traders 
operating in the same field who may legitimately wish to use them in their busi- 
nesses. It was observed in the House of Lords that initials are even less adapted for 
trade-mark purposes than names. 

A symbol that is common to the trade is necessarily not adapted to distinguish 
particular wares in that trade. What is used as a mark by all or by many cannot 
point effectively to a specific origin. To be common to the trade, a symbol need 
not be descriptive or misdescrptive. If, in fact, it has been used widely by inde- 
pendent persons in association with wares of a general class, it will be valueless as 
a trade-mark. 

I have been careful to examine the problem in terms of the definition of a trade- 
mark and, accordingly, I have avoided discussing the question of registrability. It is 
perfectly true, of course, that many of the circumstances which prevent a symbol 
from attaining the status of a trade-mark are specified as grounds for denying it 
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registration if it is applied for in the Trade-Marks Office. In view of the fact that 
only trade-marks can be admitted to registration, this may be regarded as a work of 
supererogation but, no doubt, it is justified for the purpose of making assurance 
doubly sure and facilitating the administration of the Registrar of Trade-Marks 
by providing him with definite statutory rules on which rejections may be based. 

In considering those symbols that are not adapted to distinguish particular wares, 
we have been examining broad rules of general application and, while always allow- 
ing that their employment in specific cases may present difficulty, they have appeared 
simple enough. But a quick survey will reveal that in most instances, the rules 
have been qualified. We have seen that symbols that are merely descriptive or 
misdescriptive or are surnames according to their ordinary signification or a suc- 
cession of letters of the alphabet simpliciter are not adapted to distinguish. These 
qualifications not only admit within the scope of the definition of a trade-mark 
words that are suggestive rather than descriptive or that are more normally the 
names of natural objects than surnames, but they also open up the whole question 
of acquired distinctiveness. 

A recent decision of the Supreme Court of Canada has made this subject one of 
current interest and has established an important principle of law in Canada. 
I, therefore, propose to treat it in considerable detail as the special excuse and pur- 
pose of this Article. 

Let us assume that we are concerned with a symbol that is prima facie not 
adapted to distinguish for one or other of the reasons given above. The word 
“Sheen” as applied to thread will serve as an example. 

Since the word “Sheen” has a descriptive significance when used in association 
with thread—indicating that it has a lustre—it is prima facie not adapted to dis- 
tinguish the thread of one manufacturer from another. If that is all that can be 
said of the matter, the word “Sheen” is not within the definition of a trade-mark 
and can neither be registered nor protected as such. 

However, it may be possible to show that the word “Sheen’’ has been used by a 
particular trader in association with his thread for a great many years and over 
a substantial part of Canada so that it has come to distinguish his wares from all 
others of the same category. Notwithstanding the fact that it is descriptive, the 
word “Sheen” can be shown to have acquired distinctiveness. The acquisition of 
distinctiveness in this sense is sometimes expressed by saying that the symbol has 
a secondary meaning as the trade-mark of a particular trader. This latter expression 
is useful because it indicates the dual nature of the symbol—its primary meaning 
is descriptive and its secondary meaning is distinctive. 

We are now in a position to determine what must be proved in order to estab- 
lish that a symbol has acquired distinctiveness and so become adapted to distinguish 
particular wares. 

The words “adapted to distinguish” used in section 2(m) of The Unfair Com- 
petition Act were borrowed from the British legislation where they have appeared 
for many years. Actually, in the British Act, they occur in the definition of a 
registrable trade-mark whereas in the Canadian statute, they are in the definition 
of a trade-mark and, consequently, control its character whether registered or 
unregistered. The result is that the judicial interpretations of those words in the 
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courts of the United Kingdom may be read against the same words in The Unfair 
Competition Act but with an even more extended effect. The British decisions 
must be studied with care because whatever has been held in that country to prevent 
a mark from being a registrable trade-mark, may equally prevent it from being a 
trade-mark at all in Canada. . 

The relevant provisions of section 9 (5) of the British Trade-Marks Act of 1905 
provided as follows: 


9. A registrable trade-mark must contain or consist of at least one of the following 
essential particulars :— 

(5) Any other distinctive mark, but a name, signature, or word or words, other than 
such as fall within the descriptions in the above paragraphs (1), (2), (3) and (4), shall 
not, except by order of the Board of Trade or the Court, be deemed a distinctive mark. 


The concluding words of section 9 are important: 


For the purposes of this section “distinctive” shall mean adapted to distinguish the 
goods of the proprietor of the trade-mark from those of other persons. 

In determining whether a trade-mark is so adapted, the tribunal may, in the case of a 
trade-mark in actual use, take into consideration the extent to which such user has rendered 
such trade-mark in fact distinctive for the goods with respect to which it is registered or 
proposed to be registered. 


If the matter were res integra, it might very well be thought that every symbol 
is a trade-mark if, by long and extensive use, it has come to actually distinguish 
the wares of the owner from all other wares falling within the same category. This 
would constitute distinctiveness in fact but, as will be seen, there may be a vast 
difference between a mark that is distinctive in fact and one that is adapted to 
distinguish. 

Kerly, in his well-known work on Trade-Marks (6th Edition, page 183), has 
made this comment on the policy underlying the provisions of section 9 (5) of the 
British Trade-Marks Act of 1905: 


Before the decision in the Perfection Case, (Crosfield & Sons, Ltd.’s Application, 1910, 
26 R. P. C. 561, 837) which is fully referred to below, it was thought that it was the policy 
of the Act to admit to registration all marks which had by user become in fact trade- 
marks, that is to say, distinguished the goods of the proprietor of the mark from those of 
other traders, even although in the case of a word mark that result was only due to the 
word having acquired a secondary meaning different from or additional to its ordinary or 
primary meaning; and, before the decision referred to, a very considerable number of 
orders had been made, in most instances by the Board of Trade, for the registration of 
words under paragraph 5 which bore such a secondary meaning. After that decision, how- 
ever, it became much more difficult to obtain registration of a word as a distinctive word 
especially in cases in which a secondary meaning was sought to be established. For, as 
will be seen below, one point decided by the Court in this and other cases is that, even 
although the applicant may have the right to a common law protection in respect of a word, 
it does not follow that he is entitled to obtain registration of it. 


In many cases involving the provisions of section 9 (5), the courts in the United 
Kingdom differentiated sharply between words that were distinctive in fact and 
words that were distinctive in the sense of being adapted to distinguish. This is 
clearly illustrated by the following passage from the Reasons for Judgment of Lord 
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Justice Buckley Jn the Matter of an Application by Leopold Cassella & Co. to Regis- 
ter a Trade-Mark (1910, 27 R. P. C. 453 at page 459) : 


The Respondents have applied for registration of the word “Diamine” as a Trade- 
Mark, and have applied for an Order of the Board of Trade or of the Court under Sec- 
tion 9 (5) of the Trade-Marks Act, 1905, directing registration of the same. Mr. Justice 
Neville has directed the Registrar to proceed with the registration. This is an appeal 
from his Order. The Application is one which does not come in the first instance before 
the Registrar. He cannot proceed unless the Board of Trade or the Court, under Section 
9 (5) of the Act, direct him to proceed. In this case the matter has been referred to the 
Court. The Court can, but is not bound to direct the registration to proceed if it is satis- 
fied that the word is, in the language of the Act, a distinctive word, that is to say, a word 
adapted to distinguish the goods of the proprietor of the Trade-Mark from those of other 
persons. By these last words the Act seems to me to contemplate that the word which 
it is sought to register is one which, as a word, is adapted to distinguish the goods, and 
not a word which may by user acquire the capacity of distinguishing the goods. Any word 
in the English language might probably by user be capable of producing a distinction. 
For instance, if the trader took the word “probably,” a word having no sense or meaning 
at all with reference to the subject-matter, and always put “probably” on his goods, that 
might in time come to distinguish his goods from those of others, but it cannot be reason- 
ably said that the word “probably” is a word adapted to distinguish. The Act meant that 
the trader may take a word which from something in the word itself, say the fact that no 
one had ever heard the word before, that it was an invented word, or that it indicated the 
particular trader as distinguished from another trader, but always from something found 
in the word itself as distinguished from the way in which it is used, makes it such as to 
answer the description, that that word is adapted to distinguish the goods. The Act does 
provide that, not in every case, but in a particular case, namely, that in which, not the 
word, but the Trade-Mark is in actual use, the tribunal may take into consideration the 
extent to which user has rendered the Trade-Mark distinctive. This goes to show that 
except in the particular case the mark, and not the result of the user of the mark, is the 
thing to be regarded. 


Moreover, the same point is emphasized in the Judgment of Lord Russell of 
Killowen in A. Bailey & Co., Ltd. v. Clark, Son & Morland, Ltd. (1938, 55 R. P. C. 
253). In that case, Mr. Justice Clauson held that the word “Glastonburys” was 
a geographical name prima facie unregistrable under the provisions of section 9, 
paragraphs (1)-(4) of The Trade-Marks Act, 1905, and that the evidence was 
insufficient to establish that the word was generally distinctive of the Respondent’s 
goods. The Court of Appeal took a different view of the evidence and held that 
the word ‘“Glastonburys” had become distinctive in fact because it had achieved 
a secondary meaning as indicating the goods of the Respondent. In the House of 
Lords, Lord Russell of Killowen was prepared to agree with Mr. Justice Clauson, 
but expressed the following opinion at page 262: 


But I am prepared to decide this Appeal upon the assumption that the true view of the 
evidence is that which was adopted by the Court of Appeal. Even upon that footing I am 
of opinion that upon the facts of this case this Appeal should be allowed. It appears to me 
to be, from one aspect, a stronger case for refusing registration than the case of Liverpool 
Cables (46 Reports of Patent Cases, 99). That decision laid down no new law. It was 
based upon the view, well established by previous authority, that distinctiveness in fact is 
not conclusive upon the questions whether a Mark is “distinctive” as defined in Section 9, 
and whether it ought to be registered. Let me cite from the speech of Lord Parker in the 
case of Registrar of Trade-Marks v. W. & G. Du Cros, Limited (L. R. (1913) Appeal 
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Cases, 624, at page 637), which expressed the unanimous views of your Lordships’ House. 
He said: “But the tribunal is not bound to allow registration even if the mark be in fact 
distinctive. A common law mark is still not necessarily registrable. If the tribunal finds 
that a mark is anywhere, or among any class of people, in fact, distinctive of the goods of 
the applicant, it may be influenced by this fact in determining whether it is adapted to 
distinguish these goods from those of other persons, but distinctiveness in fact is not con- 
clusive, and the extent to which the tribunal will be influenced by it must, in my opinion, 
depend on all the circumstances, including the area within which and the period during 
which such distinctiveness in fact can be predicated of the mark in question.” 

Much the same views had been expressed by Lord Justice Hamilton in R. J. Lea, 
Limited, (L. R. (1913) 1 Chancery 446, at page 463), when he said: “Further the Act 
says ‘adapted to distinguish’; the mere proof or admission that a mark does in fact distin- 
guish does not ipso facto compel the Judge to deem that mark to be distinctive. It must 
be further ‘adapted to distinguish,’ which brings within the purview of his discretion the 
wider field of the interests of strangers and of the public.” 


These and other similar judicial interpretations of section 9 (5) are reflected 
in section 9 (3) of the present British Trade-Marks Act which is in the following 
terms: 


9. (3) In determining whether a trade-mark is adapted to distinguish as aforesaid the 
tribunal may have regard to the extent to which— 

(a) the trade-mark is inherently adapted to distinguish as aforesaid; and 

(b) by reason of the use of the trade-mark or of any other circumstances, the trade- 
mark is in fact adapted to distinguish as aforesaid. 


The same principle is to be detected in Canada in an Exchequer Court decision 
which preceded the important Judgment of the Supreme Court of Canada to which 
I shall refer hereafter. The essential difference between words that are distinc- 
tive in fact and words that are distinctive in the sense of being adapted to distinguish 
is the true explanation of the conclusion arrived at by Mr. Justice Cameron in 
Standard Stoker Company v. Registrar of Trade-Marks (1947 Exchequer Court 
Reports, 437). In that case, an application had been made under the provisions of 
section 29 of The Unfair Competition Act to register the word “Standard” for use 
in association with locomotive stokers on the ground that it had acquired a second- 
ary meaning. The learned Judge found, at page 440: 


The Affidavits used by the petitioner in support of his application would indicate quite 
clearly that to the users of locomotive stokers in Canada the word “Standard” as used in 
Canada by the petitioner has come to mean the stokers of the petitioner. That evidence is 
uncontradicted. But by judicial decisions certain common English words have been held 
to be incapable of distinctiveness and, therefore, not registrable as trade-marks. In this 
category are purely laudatory words. 


The remarks of Mr. Justice Cameron are a suitable introduction to the next 
rule that must engage our attention. 

Not only is there a difference between symbols that are not distinctive in fact 
and symbols that are not inherently adapted to distinguish, but the necessary con- 
sequence is that those of the latter character can never become trade-marks how- 
ever long and extensively they may be used by a single trader in association with 
his wares. 
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The authority most often cited in support of this proposition of law is undoubt- 
edly the decision of the Court of Appeal Jn the Matter of an Application by Joseph 
Crosfield & Sons Ltd. to Register a Trade-Mark (supra). That case arose under 
the provisions of section 9 (5) of the British Trade-Marks Act, 1905, and involved 
a special application to register the word “Perfection” as a trade-mark for common 


soap. 
The Master of the Rolls said at page 854: 


It is apparent that no word can be registered under this paragraph unless it is “distinc- 
tive”—that it to say, is “adapted to distinguish” the goods of the proprietor from the goods 
of other persons. There are some words which are incapable of being so “adapted” such 
as “good,” “best” and “superfine.” They cannot have a secondary meaning as indicating 
only the goods of the applicant. There are other words which are capable of being so 
“adapted,” and as to such words the tribunal may be guided by evidence as to the extent to 
which use has rendered the word distinctive. It is easy to apply this paragraph to geo- 
graphical words, and it is possible to suggest words having direct reference to character or 
quality which might be brought within it. But an ordinary laudatory epithet ought to be 
open to all the world and is not, in my opinion, capable of being registered. 


Lord Justice Fletcher Moulton said at page 858: 


The extent to which the Court will require the proof of this acquired distinctiveness to 
go will depend on the nature of the case. If the objections to the word itself are not very 
strong it will act on less proof of acquired distinctiveness than it would require in the case 
of a word which in itself was open to grave objection. I do not think, for instance, that 
any amount of evidence of user would induce a Court to permit the registration of ordinary 
laudatory epithets, such as “best,” “perfect,” etc. On the other hand, in the case of a 
peculiar collocation of words it might be satisfied with reasonable proof of acquired distinc- 
tiveness even though the words taken separately might be descriptive words in common use. 


The principle so clearly laid down in the Perfection Case was further amplified 
and explained Jn the Matter of an Application by Leopold Cassella & Co. to Regis- 
ter a Trade-Mark (supra). A special application was made under the provisions 
of section 9 (5) of the British Trade-Marks Act, 1905, for registration of the 
word “Diamine” in respect of dyes. Mr. Justice Neville found that throughout a 
very great portion of the United Kingdom for upwards of twenty years, the word 
“Diamine” had been associated with the dyes of the applicant, and had been known 
throughout the trade as indicative of nothing else but the fact that the dyes in ques- 
tion were the product of the applicant, and that on the evidence as it stood, there 
was no indication that anyone would be injured by allowing the registration. The 
Court of Appeal took the view that notwithstanding the evidence adduced, the word 
“Diamine” was not adapted to distinguish. 

I have already quoted from the Reasons for Judgment of Lord Justice Buckley 
and to this may be added what was said by Lord Justice Kennedy at page 460: 


But, apart from this, I certainly am of opinion that, as the Master of the Rolls held in 
the Crosfield case of a “mere laudatory epithet” like “Perfection,” so in the case of a mere 
descriptive epithet like “Diamine” such evidence of user and understanding in a large sec- 
tion of the trade cannot avail to give a registrable character to an epithet which is not in 
in its natural and recognized meaning adapted to distinguish the goods of the trader who 
seeks to appropriate it as his Trade-Mark under the Act of 1905. 
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The principle of law was again restated by the Court of Appeal in W’. N. Sharpe 
Ltd. v. Solomon Bros. Ltd. (1915, 32 R. P. C. 15) where it was held that the 
word “Classic” used in association with Christmas and greeting cards is not adapted 
to distinguish. Lord Justice Kennedy reviewed the Perfection Case and the Dia- 
mine Case and then pointed out that Lord Parker had given a useful test of unadapt- 
ability in Registrar of Trade-Marks v. W. & G. Du Cros. Ltd. (1913, 30 R. P. C. 
660). What Lord Parker said is in special reference to a combination of letters, 
but the principle which he lays down is of general application. Is the mark one 
which other traders are likely to desire to use in the ordinary course of their business? 

The decision of the Comptroller-General In the Matter of a Trade-Mark “Palm- 
olive” (1932, 49 R. P. C. 269) is instructive. At page 272 he said: 


It is clear from this evidence that, to a large number of persons dealing in, using or 
otherwise acquainted with the Applicants’ goods, the word “Palmolive” does in fact dis- 
tinguish those goods as goods derived from a definite trade source. That fact, however, 
is not sufficient to establish that the Mark is one which is “distinctive” of the Applicants’ 
goods (in the sense of being adapted to distinguish), within the meaning of Section 9 (5) 
of the Acts—see for example the “Perfection” and “Orlwoola” cases (26 R. P. C. 847 
and 850) and the Liverpool Cables Case (46 R. P. C. 99)—and I must therefore consider 
whether having regard to the nature of the word and the surrounding circumstances, the 
word is one which can be said to be “distinctive” within the meaning of Section 9 (5). 


After considering the character of the word “Palmolive” and the nature of the 
trade, the Comptroller-General came to the conclusion that the word is not one 
which can be considered as being “distinctive” in the sense of adapted to distinguish 
the soap and similar articles of the Applicants within the meaning of section 9 (5). 

Before leaving the Decisions of the Courts in the United Kingdom, reference 
should be made to the Judgment of the Judicial Committee of the Privy Council in 
The Canadian Shredded Wheat Co. Ltd. v. Kellogg Co. of Canada Ltd. et al. (1938, 
55 R. P. C. 125). At page 145, Lord Russell of Killowen enunciated a very broad 
proposition : 

A word or words to be really distinctive of a person’s goods must generally speaking be 
incapable of application to the goods of anyone else. 


The law established by the Perfection Case, the Diamine Case, the Classic Case 
and others discussed above has been followed in this country and applied directly 
to situations arising in proceedings under the provisions of section 29 of The Unfair 
Competition Act. 

In Fisher v. British Columbia Packers Limited (1945 Exchequer Court Reports 
128), the learned President of the Exchequer Court held that the word “Sea-lect” 
is merely a corruption or misspelling of the laudatory epithet “Select”? and as such 
is incapable of distinctiveness and ought not to be registered as a trade-mark. At 
page 133 of his Judgment, he said: 


There are some words which, because of their nature, are common property and cannot 
be made the subject of monopoly. They are incapable of distinctiveness. 


At pages 139 to 141, the President examined the provisions of section 29 of The 
Unfair Competition Act, compared them with the provisions of section 9 (5) of 
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the British Trade-Marks Act of 1905 and expressed the view that the Judgment in 
the Perfection Case is an excellent guide to follow in dealing with applications under 
section 29. He said at page 141: 


The authority of that case should be followed and it should be held that a laudatory 
epithet such as “Select,” including any corruption or misspelling of it such as “Sea-lect,” 
should not be made the subject of a declaration of registrability as a word mark under 
section 29, no matter what the extent of its user may be. Such an epithet is incapable of 
being or becoming a word mark. The petitioner’s application under section 29 must, there- 
fore, be dismissed. 


I have quoted freely, perhaps you will think too freely, from the foregoing deci- 
sions in the British and Canadian Courts, but my excuse is that they form a back- 
ground that is essential to a clear understanding of the Judgment of the Supreme 
Court of Canada in The Registrar of Trade-Marks v. Hardie (1949, S. C. R. 483). 

In that case, the Petitioner adopted the word “Super-Weave” for use in associa- 
tion with textiles including cotton goods and synthetic textiles. He used it con- 
tinuously from 1933 and the litigation with respect to it did not begin until the 
spring of 1947. There was some dispute as to the extent of such use but that need 
not detain us as it is irrelevant to the issue that we are now pursuing. 

It was admitted that the word “Super-Weave” was originally descriptive or 
misdescriptive of the character or quality of textiles and, therefore, could not be 
registered under the ordinary provisions of The Unfair Competition Act because 
of the terms of section 26 (1) (c) which prohibit registration of words of that type. 

In these circumstances, the Petitioner applied to the Exchequer Court of Canada 
for a Declaration under the provisions of section 29 of The Unfair Competition Act. 
I have already had occasion to refer to this section and it is now necessary to repro- 
duce its first subsection which reads as follows: 


9. (1) Notwithstanding that a trade-mark is not registrable under any other pro- 
vision of this Act it may be registered if, in any action or proceeding in the Exchequer 
Court of Canada, the court by its judgment declares that it has been proved to its satisfac- 
tion that the mark has been so used by any person as to have become generally recognized 
by dealers in and/or users of the class of wares in association with which it has been used, 
as indicating that such person assumes responsibility for their character or quality, for the 
conditions under which or the class of person by whom they have been produced or for 
their place of origin. 


Mr. Justice Cameron granted the Declaration sought by the Petitioner over the 
opposition of counsel for the Registrar of Trade-Marks and an appeal was taken 
by the latter to the Supreme Court of Canada. 

In the Appeal Tribunal, no serious attempt was made to challenge the finding 
that the word “Super-Weave” had been so used by the Petitioner as to have become 
generally recognized by dealers in and users of textiles as indicating that the Peti- 
tioner assumed responsibility for their character and quality or for their place of 
origin. The principal attack was based on the ground that it is apparent from the 
opening words of section 29 that provision is only made for the registration of 
a trade-mark. It was submitted by counsel that this inevitably leads to the conclu- 
sion that in order to ascertain whether a word is entitled to registration as the result 
of a Declaration of the Court under the provisions of section 29, it is necessary to 
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determine whether the word is a trade-mark and that in order to ascertain whether 
it is a trade-mark, it is necessary to determine whether it is adapted to distinguish 
within the meaning of section 2(m). 

It was argued on behalf of the Registrar of Trade-Marks that the compound 
word “Super-Weave” clearly indicates and describes textiles that have a superior or 
superfine weave, an attribute that is unquestionably much desired by purchasers and 
users of such wares and, therefore, an attribute which a trader in textiles would 
naturally wish to emphasize in offering his wares for sale. Argument was directed 
in the Exchequer Court of Canada to the question of determining whether the word 
“Super-Weave” is a laudatory word or merely a descriptive word. Actually, there 
can be little doubt that it is purely laudatory since it indicates as clearly as possible 
that the textiles in association with which it is used are of superor quality. How- 
ever, as appears from the authorities discussed above, precisely the same principles 
apply to both laudatory and merely descriptive words, the former being only a 
particular class of the latter. 

Finally, counsel for the Registrar of Trade-Marks took the position that the 
word “Super-Weave’” is so clearly descriptive of the wares in association with which 
it is used that it is not and cannot be adapted to distinguish such wares regardless 
of any evidence that could be adduced. That submission led to the critical conten- 
tion that the word “Super-Weave” does not constitute a trade-mark within the . 
meaning of section 2(m) of The Unfair Competition Act and, therefore, could not 
be admitted to registration under the provisions of section 29 or otherwise. 

The foregoing submissions were accepted by the Supreme Court of Canada and 
the Appeal was allowed. No particular interest attaches to the finding that the word 
“Super-Weave” is laudatory when applied to textiles. That is a question of fact 
and the finding only determined a narrow issue of special concern to the Petitioner 
before the Court. What is important is that the Judges came to the conclusion 
that the words “adapted to distinguish” in section 2(m) of The Unfair Competition 
Act should be given the meaning attributed to them in the British statute and in 
the authorities mentioned above. On this point, the Court was not unanimous. 
Mr. Justice Rand and Mr. Justice Kellock felt that in order to show that a symbol 
“has become adapted to distinguish” it is only necessary to establish that it is dis- 
tinctive in fact and they accordingly took the view that no symbol is excluded by its 
nature from becoming a trade-mark. This interpretation is expressed by Mr. Justice 
Kellock at page 495 as follows: 


By the terms of section 2 (m) of the Canadian Statute however, if the symbol “has 
become adapted to distinguish” and “is used” for any of the purposes mentioned in the 
paragraph, that is sufficient to constitute a registrable mark provided it is not excluded 
under such sections as sections 14, 26 and 27. The court, in considering whether or not 
any particular word satisfies the provisions of the definition section, has no discretion under 
the Canadian Statute to exclude any word at the threshold of the hearing or to refuse to 
hear evidence designed to establish that in fact it has become adapted to distinguish. Sec- 
tion 26 (1) (c) excludes all words which are clearly descriptive or misdescriptive of the 
character or quality of the wares in connection with which it is proposed to use them and 
no differentiation is made as among words or classes of words whether laudatory or other- 
wise. In my opinion therefore it is not open to the court to exclude any word apart from 
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ether the sufficiency of the evidence adduced in support of its having become adapted to distin- 
suish guish the wares of the applicant. 
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However, the remaining three Judges decided the question of law to the contrary. 
ound After setting out the provisions of section 2(m), Mr. Justice Estey said at 


Or or page 504 : 
s and 


vould 
rected 


This definition is divided into two main parts: First, it is required that the symbol “has 
become adapted to distinguish” particular wares from others within the same category, and 
second, it must be “used by any person in association with wares entering into trade or 
word commerce for the purpose of indicating to dealers...” The purpose of a dealer in adopting 
there a trade-mark is that it distinguishes his wares from those of all other dealers. A trade- 
ssible mark, therefore, in that sense must be distinctive. The word “distinctive,” however, does 
as not appear in definition 2 (m): On the contrary, the words are “has become adapted to 

fl distinguish.” The phrase here appears for the first time in our statute law, but the phrase 
ciples “adapted to distinguish” has been in the statute law of Great Britain since the enactment 
mily a of the Trade-Marks Act, 1905. S. 9 (5) of this latter statute provides in part “distinc- 
tive shall mean adapted to distinguish,” and as above explained, this phrase has been given 
a meaning, as indicated by the quotation from R. J. Lea, Limited, supra, different from 
; that of “distinctive in fact.” The essential difference is that a symbol which distinguishes 
which in fact the wares of the particular person is not sufficient to obtain registration under the 
irdless British statute. It must in addition be established that the word is “adapted to distin- 
onten- guish” which involves wider considerations of the rights and interests of the public in the 
—e words of our language and more particularly of those commonly and ordinarily used in 
commendation and praise of wares. The rights of the public in these words have long 
Id not been protected and dealers prevented from obtaining the exclusive right or monopoly in 
their use through the registration of them as trade-marks both in the law of Canada and 

Ja and Great Britain. Partlo v. Todd (1888, 17 S. C. R. 196). 
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And at page 508, he concluded: 


The language and plan of our statute is substantially different from the Trade-Marks 
Act of 1905 in Great Britain but in principle its provisions for registration are similar 
je and in effect much the same. It has always been recognized in both the common and 
etition statute law of both countries that with respect to trade-marks there are words of such 
and in common and ordinary use that no person should be permitted to adopt them as trade-marks 
and thereby acquire the exclusive right or monopoly to the use thereof. Even if in a 
particular instance in relation to specific wares evidence established “distinctiveness in 
a fact” there remained that larger consideration of public interest which prevented their 
is dis- classification as words “adapted to distinguish.” No amount of use by an individual could 
1 by its defeat the public interest and make possible their adoption as a trade-mark. In the present 
Justice enactment Parliament has not only not indicated a change but has adopted the phrase 

“adapted to distinguish” well known in the law of Great Britain under which this very 

principle is protected. Its meaning and position in Great Britain would be present to 
“has Parliament in the adoption of this phrase, and, indeed, it might with propriety be suggested 
1 the that the language was for that very reason adopted. In any event, a survey of the relevant 
luded sections and of the statute as a whole lead to the conclusion that the phrase “adapted to 
distinguish” has the same meaning in our statute as under the statute of Great Britain. It 
follows that words commonly used and appropriately described as laudatory epithets 
cannot become registrable as trade-marks. 
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fi The importance of the decision in The Registrar of Trade-Marks v. Hardie is 


agua not that the word ‘“‘Super-Weave” was denied registration or even that the rule 
ther- in the Perfection Case was applied to it. There were indications in earlier cases 
from that purely laudatory words, and perhaps other symbols, would not be placed on 
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the Register whatever evidence might be adduced in their favor. The significant 
feature of the Judgment is that for the first time the Supreme Court of Canada 
critically examined the definition of a trade-mark in section 2(m) of The Unfair 
Competition Act and attached to the words “adapted to distinguish” all of the con- 
sequences that the interpretation of the British Courts have given to the same words 
in the legislation of that country. 

Whatever the situation may be in the United Kingdom, it has been decided that 
in Canada a symbol that is not adapted to distinguish in the sense of being both dis- 
tinctive in fact and inherently adapted to distinguish must not only be refused regis- 
tration but cannot even be regarded as a trade-mark for any purpose. 


YOU AND MOTION PICTURES 
By Louis B. Mayer* 


It is not only a genuine privilege to be invited to join with you today, but I am 
honored, indeed, to be on the same dais with this great American, Dr. Millikan. 

The presence here of the learned Dr. Millikan brings promptly to mind the great 
debt we owe to our American scientists. Surely, there is scarcely a moment in 
our everyday lives that is not made more comfortable, efficient, and happier, by 
their achievements. 

But let us not forget, that without the enterprise of the manufacturer, and the 


creation of markets for new products by advertising, much of the advancement 
offered by science would remain hidden within the confines of the laboratory. 

Yes, Mr. Abt, I am very aware of the value of brand names. I recall that shortly 
after Metro-Goldwyn-Mayer had become established as a successful studio, I made 
a trip to Europe. I met all kinds of people, on the trains, waiters in the hotels, 
business men. 

But they didn’t seem very impressed by the name of Mayer when I was intro- 
duced. Then somebody would mention something about my connection with 
American films. 

“Herr Meyer of the cinema?” they would repeat. “O yes, the Lion pictures!” 

That, gentlemen, is how we became famous. We started out with a trade-mark 
people the world over remembered. 

Yes, we of the motion picture industry are in a brand name business too. We 
have our brand names, in our trade-marks, and also in the names of our stars. 
These are the products we have to sell. Let us suppose, for example, that we were 
to advertise a picture starring Spangler Arlington Brugh, Judy Gumm and Jeanette 
Morrison. I doubt if we would sell any tickets. But give these stars their brand 
name identifications, Robert Taylor, Judy Garland and Janet Leigh, and the box 
office would do very well, indeed. 

There was a time, some of you may recall, when motion picture actors had no 
identity. Their names never appeared on the films. Those were the days when 


* Vice President, Loew’s, Inc. An address at Brand Names Foundation Luncheon, New 
York, N. Y., April 5, 1950. 
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feature pictures were only a few hundred feet long. You saw five or six subjects 
inan hour. Today’s single feature runs an hour and a half or more. As motion 
pictures developed, so did the curiosity of the public. They wanted to know who 
the players were. And so our box office names were born. Today it is not in- 
frequent that the title of the picture itself is of secondary importance. How often 
have you been asked a question like, “Have you seen the new Lana Turner pic- 
ture?” 

In 1924 when Metro-Goldwyn-Mayer came into being through the merger of 
three separate producing companies, we determined to make our trade-mark really 
stand for something, to be the first in motion picture entertainment, to produce the 
best pictures humanly possible, and to live up to our advertising. We have tried, 
very conscientiously, to fulfill that promise. 

We know, as you do, that popular demand must be created for any product. 
Public appetite must be stimulated. There are, of course, popular favorites in com- 
mercial products as well as in motion picture stars. I could not tell you why one 
person will walk up to a counter and ask for one brand of toothpaste while a second 
customer demands a different kind. And I cannot tell you why a theatregoer will walk 
past one box office and pay his money at another down the street. We are a people of 
free choice, and thank God that it should be so. And I know of no greater illus- 
tration of our system of free enterprise than that there exists such competition for 
the choice of the individual, be it for a brand of mattress, a motion picture, or a 
candidate for the Presidency. 

There is a certain psychology about the brand names. I want to confess that I 
am a victim of this phenomenon. If you advertise a product successfully, I find 
myself buying it, and liking it. Some other product might be just as good, might be 
exactly the same, but the special brand psychology has convinced me that product 
isthe best. Nothing else could taste as good to me. 

In the motion picture industry we believe in advertising. We spend many 
millions every year to advertise our pictures. We know as you do that fine product 
isnot enough. It must be merchandised and advertised so attractively and cleverly 
that it develops its own brand name appeal. 

Our problem of advertising and merchandising is made difficult as no two pic- 
tures are alike. Every picture is a fresh creation. 

In most businesses when you gentlemen originate and establish a brand name 
product, that merchandise is set. Your package, your ingredients, will be the same 
tomorrow as they are today. 

To create and then introduce to the public hundreds of new and different prod- 
ucts each year is a formidable task indeed. 

But necessity is the mother of invention and our sales and advertising depart- 
ments have met the challenge. 

It has been said that everybody has two businesses, his own, and motion pic- 
tures. Motion pictures are our business but they are really yours, too. For I am 
certain that no medium has been so instrumental in popularizing commercial prod- 
ucts as has the screen. Wherever our films are shown, there are also demonstrated 
the products of American industry. I suspect this may be why you invited me 
here today. 
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I recall that shortly after the merger that created Metro-Goldwyn-Mayer, | 
went to Italy to look after the production of “Ben Hur” which we had inherited, 
Upon my return to this country I stopped in Washington to see my very dear 
friend, then the Secretay of Commerce, Mr. Herbert Hoover. He had requested 
my report on a question he asked before I went to Italy, could so gigantic a produc- 
tion be successfully made, far from its home base of supply, under the social and 
economic conditions existing under the Fascist regime. I had to report that it could 
not, that we were bringing the company back to Culver City to finish the picture, 

Mr. Hoover took me to see the President. I felt very sentimental about visiting 
President Coolidge, especially since he was from Massachusetts where I began my 
career. I was flattered, too, that anything I might have to say should interest the 
President of the United States. I was surprised how important he considered 
motion pictures. Mr. Hoover told him, “Mr. President, our commerce used to 
follow the ships carrying the American flag into foreign ports. Today it follows 
our motion pictures.” 

He told the President how the fad of bobbed hair, popularized in our films, had 
spread throughout Europe, how the styles in clothing, the many comforts and con- 
veniences of American life, household appliances and kitchen utilities, were being 
demanded in foreign markets following their introduction through our motion 
pictures. 

Some twenty years ago our gifted art director, Cedric Gibbons, tried a startling . 
idea in home design for the settings used in “Our Dancing Daughters.” He called 
it, “Moderne,” simple, clean of line, functional, beautiful and comfortable. Cer- 
tainly a far cry from the stuffy, dust-catching type of much home decoration. Well, 
you know how popular “Moderne” has become. You see its influence on every 
hand today. A little later, Gibbons introduced another vogue, the charming early 
American farmhouse sets for “When Ladies Meet.” I could not begin to tell you 
how many people wrote in for plans or how many times this particular set was 
copied in real life. You can scarcely go through any American community without 
finding a counterpart in design. 

Such influence on the living and purchasing habits of people throughout the 
world is beyond estimate. If a motion picture scene shows a refrigerator, wash- 
ing machine, a new type of furniture, a spring style, a trinket, novelty, something 
new in electric razors, or whatever the product may be, the resultant demand, the 
appetite and desire to possess is overwhelming. You advertise. We dramatize. 

We were made very aware of this screen potency when Clark Gable and 
Claudette Colbert made “It Happened One Night.” There was a scene, you may 
recall, where Clark Gable removed his shirt. You probably do not recall, however, 
that when he took his shirt off his torso remained bare. No undershirt. Well, it 
wasn’t long before we heard the screams of the underwear manufacturers. It seems 
that male America was following the no-undershirt style inspired by Mr. Gable. 
Let me assure you gentlemen, particularly those who may be associated with the 
manufacture of undershirts, Mr. Gable has kept his on ever since. 

Then there was our young Dr. Kildare who discovered that goat’s milk had 
caused undulant fever in one of his patients. We heard from the Goat Milk Pro- 
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ducers Association. Believe me, gentlemen, I had no idea of how many thousands 
of people there are in this country who raise goats! 

This far-reaching influence of the screen is not entirely appreciated in certain 
countries. There has been, in recent years, an intensified resistance in some foreign 
nations. Barriers have been set up against us. Must stop the showing of American 
pictures, they say, or their people will become too Americanized. That would be a 
tragedy, now wouldn’t it? 

Russia is not the only place where our films are barred. There are other coun- 
tries, too, that do not want their people to see the happiness and prosperity of 
America. They want to keep their people in ignorance, so that the lies and mis- 
conceptions our enemies tell about us can be believed. The United States spends 
billions of dollars to help the economy of the nations of people who are still free. 
But what is more important than to bring them enlightenment, information, the 
truth about the freedom of our Democracy, so that they, too, shall not yield to 
pressure and become enslaved. 

Our newspapers, magazines, and radio do not enter these countries to a sufficient 
degree. But, even so, the language is foreign to them. But for our foreign markets, 
we see that our motion pictures speak the language of every country they are 
shown in. Think what it can mean to show these people how our American 
workers live, the automobiles they drive, their sons and daughters attending our 
institutions of higher education, all the benefits and opportunities that exist in our 
paradise of Democracy. Yet our government allows barriers to be erected against 
us. 

Yes, it would be “good business” for the motion picture industry if these foreign 
markets were all open to us—yes, and it would be good business for al/ American 
industry as well—but, most important of all, it is the best way to show to the people 
of the world what Amcrica stands for and has to offer. Our motion pictures, gentle- 
men, are the most powerful ambassadors of Americanism we could have. I believe 
it is the responsibility of our government to send them into every nation on earth 
if, for no other reason, than that there are countries who want to keep them out. 

I don’t have to tell you of the great part our motion pictures played in the war. 
Ask General Eisenhower! General MacArthur! Admiral Nimitz! Ask any of our 
soldiers, sailors, marines, airmen, what motion pictures meant to them behind the 
battlefronts, on the ships, in the jungles, wherever they served. We are very proud 
of this record, grateful for the privilege to have served our country. Let me ask 
you this, what do you suppose any other nation would give to have a motion picture 
industry like ours? 

Gentlemen, the industries you represent here today are the backbone of our 
nation’s economic life. We have built together, prospered together. We have much 
to be grateful for, much to be proud of, and much to protect, and I cannot help but 
think we should take time out right now, that we put aside for the moment thoughts 
of business gain, and devote ourselves to fortifying the foundations of our Demo- 
cracy with new cement and new steel. Let us profit by the lessons of yesterday. 
Let us not wait too long. Let us not leave it to others. Most of all, let us think. 

You remember how prohibition came about. We all laughted at it. It couldn’t 
happen here. But while we were busy with our jobs, it did happen. 
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We didn’t take Hitler too seriously at first either. And I am mindful of the 
indifference that greeted the first warnings against Communism sounded by my 
dear friend, a truly great American, William Randolph Hearst. He had the fore- 
sight, the courage, the patriotism. Most people thought him an alarmist, didn’t pay 
very much attention to what he had to say about this menace to our freedom. There 
are many today who wish they had given more heed. 

It is difficult, of course, to understand that there could be those who call them- 
selves Americans and yet would destroy everything for which it stands. We know 
of children who have a beautiful new toy, how they worship it for a moment, and 
then tear it apart to find out how it works and to see if they can’t make it better, 
only to find they’ve destroyed their prized possession! But those are children, 
We never had any idea there could be grown men who could do that to their 
country. Thank God for the vigilance of the American press and radio, that they 
awakened us, I hope, before it was too late. 

Yes, my friends, this is a time for thought and deliberation. We must make 
certain our ship of state is headed on the right course, sailing in safe waters. We 
have seen how helpless is the mightiest of battleships once she veers from the 
straight channel and mires on a shoal. 

Another great danger we must all face realistically is taxation. There are gov- 
ernment taxes, state taxes, county taxes, city taxes and taxes on practically every- 


thing that is purchased—yes—even death and inheritance taxes. The tax situation. 


is a problem, and a very great problem, to all of us. We need the help of the press 
and radio to give the people the truth about who is really paying these taxes, that 
it is not only big business and those in the high income brackets, but everyone! 

How many housewives do you think know how much of the price of a loaf of 
bread goes for taxes. We must show them just where, and how, and for what, this 
tax money is spent. 

The cry today is to balance the budget by raising taxes. Keep raising taxes. I 
haven’t heard very much about balancing the budget by not spending so much. By 
not wasting so much. What if a wife told her husband she couldn’t do anything 
about balancing her household budget, unless He went out and made a lot more 
money? What would that husband be likely to say—or do? 

Weare a very fortunate people. There are few countries left in this world where 
exist such opportunities to be enjoyed. Only under a system of free enterprise, 
such as ours, could there be the constructive spirit of competition, that has provided 
the incentive which is responsible for our incomparable productivity. Let us guard 
this well, let us protect it with all our strength. Let us not be too occupied with our 
own individual interests that we have no time to look out for the perilous shoals 
ahead. It may be later than we think! 
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TURNABOUT IS FAIR PLAY 
BEING A COMMENTARY ON A COMMENTARY 


By Arthur A. March* 


It appears that the giraffe has placed its neck irretrievably into the trade-mark 
field. Mr. Ooms, in his paper delivered before the regional meeting of the Asso- 
ciation of National Advertisers, Inc., which appeared in the June, 1949 issue of 
The Trade-Mark Reporter, allowed the creature a chance to place its nose in the 
open door whereupon it apparently became so enamoured of the trade-mark situa- 
tion (especially on perfumes) that it entered the maze “lock, stock and giraffe.” 
To say that this complete entry took place without the able assistance of Mr. 
Middleton in his article appearing in the November issue of The Trade-Mark 
Reporter would, of course, be in depreciation of the appreciation to be extended 
to such a deserving effort. Having thus been smitten front and rear it is undoubt- 
edly the spindle-legged creature’s desire to flee back to its natural habitat, returning 
as it came unfettered with knowledge of grade trade, nimble symbols or even “Daks”’ 
slacks. However, to allow it to return without some explanatory remarks con- 
cerning the aforementioned article would be folly. 

The trader should not, after reading Mr. Middleton’s enjoyably relaxing dis- 
course on the generic (including some byplay on the Genesis), be lulled into think- 
ing that his trade-marks are inviolate without definite precautionary measures being 
taken in many instances. Mr. Middleton inakes some ado about all lawyers being 
idealists. For this he has undoubtedly earned the accolade of the entire Bar. How- 
ever, this idealism is nevertheless to be administered in a practical manner. From 
the article I get the impression that the “idealistic” lawyer cautions his client at 
all times ‘“‘to put the word ‘brand’ preferably in red directly under the” trade-mark. 
However, that such extreme measures are in fact prescribed in all instances has 
been rightfully characterized by Mr. Ooms as “considerable nonsense.” Never- 
theless, let us assume that such procedure was prescribed and even adhered to. 
Woe to the trader! Instead of asking for a “Coke,” a “Ford,” a “Philco,” a “Stet- 
son,” etc., the resultant confusion from the presence of the word “brand” under 
the trade-mark in advertising would undoubtedly lead the perplexed purchaser and 
the confused consumer into requesting a “brand” drink or a “brand” hat or a 
“brand” car or a “brand” radio. Thereafter all products would be known not by 
their trade-mark but rather by the term “‘brand.”’ Thus we find no need for coining 
a name like “Giraffe” about which so much has already been written. Despite 
such an ominous outlook and counting on the innate intelligence of the American 
people blessed both by God and by Mr. Middleton, we can remain secure in the 
knowledge that although the term “brand” is used extensively in connection with 
the trade-mark in advertising (even in red), while other things may pass away 
the use of the trade-mark shall not pass away. However, it would appear to be 
heresy to suggest that the word “brand” be used in advertising copy even where 





* Member of the New York and Connecticut Bars. 
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such use was necessary to save a trade-mark (as it is in many instances) despite 
the presence in the same advertising copy of words and symbols of little importance, 
Does the use of the completely disreputable word “brand” result in the destruction 
of said copy? Of course not. 

In a more serious vein for the nonce it must be remembered that under our 
present trade-mark law it is only the acts of commission or omission on the part 
of the trade-mark owner which can destroy his rights to the mark. If the adver- 
tiser uses such words as “brand” and symbols such as @), his right may not be 
abrogated. It has been written that despite the “preachments of the pundits there 
is very little a poor trader can do, once an intractable public takes the bit in its 
teeth and goes galloping down the corridors of time” and destroys the trade-mark 
by using the mark as a generic term. On the contrary, however, it is a fact that 
today more than ever the “preachment of the pundits” is to be complied with for, 
while previously the efforts of the trade-mark owners did not prevail in a very few 
isolated instances, today such cautionary measures should result in the retention 
of the trade-mark right. Even in prior years, who is to say how many trade-marks 
were saved by following the advice of the “idealistic pundit.” In any event it 
cannot be overemphasized that today it is the activity of the owner of the mark 
which controls his exclusive right thereto unless the law does not mean what it 
expressly states or that we are in the position of another long-necked creature, the 
ostrich. | 

It has been and is well-recognized that the amount of precautionary measures 
necessary to protect the mark depend upon the circumstances of each particular 
case. Extensive precautionary measures are essential with regard to certain marks 
and entirely unnecessary with regard to others. To say that such measures are 
always necessary or on the other hand never necessary is to become like the afore- 
said ostrich with regard to the facts of trade. 

As to the use of the name of the goods along with the trade-mark, the selection 
of the examples such as “Philco,” “Ford,” “Pepsodent,” “Stetson” and “Coke” in 
Mr. Middleton’s article is indeed a happy one for many reasons. The marks referred 
to are always used as trade-marks and are, in fact, we are sure, under the constant 
surveillance of “idealistic” people to insure against the remotest chance of their 
being placed in jeopardy. One need only read the advertisements of these marks 
to be aware of this fact. In addition they are all used on goods which are in keen 
competition with the products of others so that there is not even the remotest pos- 
sibility of their becoming the generic name for the article itself, for the competition, 
advertising as extensively as any of the aforesaid trade-mark owners, would cer- 
tainly make at least some slight effort to inform the customers that there are other 
commodities of like nature on the market. “Ipana’” would not like “Pepsodent” 
to become the generic name for toothpaste, “Chevrolet” would not like “Ford” to 
become the generic name for automobiles, “Adam” would not like “Stetson” to 
become the generic name for hats and so on ad infinitum. In fact the competitors 
would certainly refuse to permit such a thing to occur. 

These fortunate facts are not found in all fields of endeavor, however. It there- 
fore behooves the trade-mark owner to examine the necessity of using the term 
“Brand” or the generic name in the particular field in which he is laboring, not for 





{.R. 
spite 
ance, 
ction 


our 
part 
lver- 
It be 
here 
n its 
nark 
that 
for, 
few 
ition 
arks 
nt it 
nark 
at it 
, the 


ures 


ular 
arks 

are 
fore- 


tion 
”” in 
rred 
stant 
their 
arks 
keen 
pos- 
tion, 
cer- 
ther 
ent” 
” to 
to 
itors 


9 


ere- 
erm 
+ for 


40T. M.R. TURNABOUT IS FAIR PLAY 299 
fie dates tiaecteslttnetnlitn ceisler NE 
love, we are sure, but understandably for profit. It may well be that the absence 
of advertising competitors and precautionary measures may result in the trader find- 
ing himself without a brand name but rather with a generic name for the goods. 
One need only consider the “Pyrex” example which Mr. Middleton so artfully 
neglected to “try on for size” to know that under certain circumstances, unpalatable 
as it may be, the term “brand” and the common generic name for the goods is 
necessarily used along with the trade-mark. 

In addition people who read The Trade-Mark Bulletin (who quite surprisingly 
are the only ones reading this article at the present time) also know without having 
names cited, of extensive campaigns being conducted at the present time to save 
trade-marks which had almost passed into the outer darkness of the “genescriptive”’ 
simply because the simple rules with regard to protecting such trade-mark rights 
were not followed. If it appears that because of the “galloping public” no action 
on the part of the trade-mark owner could have saved a mark at the time when it 
was in jeopardy, it seems ever so much more pertinent to use precautionary measures 
today when only the action or inaction of the trade-mark owner can cause loss of the 
right. 

Unfortunately the importance of the proper selection of a trade-mark at the 
outset has been glossed over. Again we find the happy circumstances prevalent 
in the selection of examples such as “Ford,” “Philco” and “Stetson” wherein they 
are all marks which, as far as the goods themselves are concerned, are completely 
and truly coined word marks. Even the euphonious “Daks” for slacks is such a 
mark. However, more often than not it is proposed in the selection of a new trade- 
mark that the mark be approximately the actual name of the product. When such 
a mark is devised which steps over the boundary (as yet undefined) from the 
“merely descriptive” to the “only suggestive” the necessity for pointing out that 
the word is in fact a trade-mark should be obvious even to those few who do not 
read The Bulletin. On such a new mark the ® cannot be used for a considerable 
period of time due to the inability to obtain a registration of the mark at once. 

On a new article of merchandise, even if patented, the trade-mark must be in 
contradistinction to the generic name thereof and the generic name must be used 
therewith. At the risk of being called a “Monday morning quarterback” if the 
trade-marks whose rights were lost had been called at all times “Aspirin headache 
tablets” or “Kelp Ore mineral salts” or “Amiesite asphalt,” they might have been 
saved, and more especially so if the word “brand” had been used in connection there- 
with. In fact by proper attention paid to the “preachment of the pundits” a mark 
used descriptively in an expired patent may be saved as were such trade-marks as 
“Tabasco” and “Vaseline.” It is apparently true that under the trade-mark law as 
it stood at the time no amount of effort by the owners of Cellophane would have 
sufficed to retain the exclusive rights to the mark because of the public action in 
refusing to recognize Cellophane as anything but a generic name. It does not seem 
inappropriate to repeat, that today such a situation is highly improbable in view 
of the necessity for acts of commission or omission on the part of the trade-mark 
owner in order for there to be a loss of the right. 

As an example of the selection and use of a trade-mark in advertising, let us 
refer to the already well-used ‘“Daks” slacks (which by now must be urgently in 
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need of a pressing). Let us assume that by diligent prosecution some extremely 
able “idealist” were to obtain a patent on fur-lined slacks (over the citation, of 
course, of a polar bear) or that even in the absence of such patent protection, “Daks” 
were the only fur-lined slacks and that no other slacks could make this statement, 
It certainly appears possible under these circumstances that the erudite ad writer 
who cracks “Relax in Daks” without burdening his copy with the generic word 
“slacks” or without reference to the hated word “brand” might find that the public 
has taken the name “Daks” to be the generic name for fur-lined slacks and thus have 
created a market for “Daks” with no exclusive right to the name itself. In this 
instance the potential customer for “Daks’” would not still be potential as Mr. 
Middleton has stated, but would probably have bought this type of slacks known 
as ‘“‘Daks” from some other manufacturer thereof. It thus appears that under these 
circumstances at least the wages of no “brand” is no trade-mark and results in no 
customers potential or otherwise. 

Even should the number of trade-marks lost by becoming “the common descrip- 
tive name of any article or substance” be “minuscule” (which, it is submitted, they 
are not in comparison, not to the three hundred thousand trade-marks registered, 
but rather to the well-known trade-marks actually in use), nevertheless, every pre- 
caution should be taken to see that your trade-mark is not added to this list so that 
the “minuscule” list grows to “minute” proportions. 

In contradistinction to my esteemable predecessors whose discourses made for 
such pleasurable reading, my conclusion is if you have a valuable trade-mark, do not, 
under any circumstances, relax. 





TRADE SLOGANS 


The following slogans have been received and entered on the records of the Asso- 
ciation: 


 nkndeeind dee ivabehhehdne sees Seen ewneedheeneeeeevaaaneta Karl B. Stickley 
SEEDS CIEE GCSE Sisidia solnsiecisie slew mceaidebincinsione oawelnete Cluett, Peabody & Co., Inc. 





ERRATUM 


Editor’s note on page 184 of March, 1950, issue should have appeared at foot 
of page 183, in connection with “Trade-Marks and Unfair Competition—The 
Demise of Erie v. Tompkins?” by Julius R. Lumford, Jr. 
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OPPOSITION TO PRESIDENTIAL REORGANIZATION PLAN NO. 5 
By Sylvester J. Liddy* 


Since the Chairman has requested that each witness state his qualifications and 
whom he represents, I wish to say that my name is Sylvester J. Liddy. I ama 
member of the law firm of Munn, Liddy & Glaccum and I am admitted to practice 
in the courts of the State of New York and in the United States Patent Office. 

I served six terms as Chairman of the Committee on Trade-Marks and Unfair 
Competition of the Association of the Bar of the City of New York, and three terms 
as Chairman of the Committee on Trade-Marks of the New York Patent Law As- 
sociation. I am a member of the American Bar Association Committee on Trade- 
Marks. 

I have been acting counsel for The United States Trade Mark Association for 
the past nine years and appear here on behalf of that Association. 

The United States Trade Mark Association is a non-profit organization which 
has functioned for over seventy years. Its membership is divided into two classes— 
regular members who are outstanding business concerns throughout the country 
and who own trade-marks, and associate members who are attorneys-at-law and 
most of whom are engaged in the practice of trade-mark and patent law and who 
appear regularly before the Patent Office and in the courts of this country on trade- 
mark matters. I have attached to my statement a Roster of Members, Officers, Di- 
rectors and Committees of The U. S. Trade Mark Association. 

I wish to address my remarks particularly to the effect Reorganization Plan No. 
5 could have on the operations of the United States Patent Office and more specifi- 
cally on the operations of the Patent Office with respect to trade-mark matters. 

Plan No. 5 would transfer to the Secretary of Commerce all functions of all 
other officers of the Department of Commerce and all functions of all agencies and 
employees of such department exempting only the Civil Aeronautics Board, The 
Inland Waterways Corporation and the Advisory Board of the latter corporation. 

It should be noted in passing that the Patent Office was not included in the 
Hoover Commission report. 

Section 2 of the Plan provides that the Secretary of Commerce may from time 
to time “make such provisions as he shall deem appropriate authorizing the per- 
formance by any other officer, or by any agency or employee, of the Department 
of Commerce of any function . . . . transferred to the Secretary.” Under such 
authority, there is nothing that would prevent a Secretary from authorizing the 
performance of the duties of the Commissioner of Patents by any other employee 
or agency within the department, or splitting any one function of the Patent Office 
away from the others in an arbitrary manner. 

Section 4 of the plan goes even further; it would authorize the Secretary of 
Commerce from time to time to effect such transfers within his department “of any 


* Statement before Senate Committee on Executive Expenditures, April 27, 1950, as acting 
counsel for The United States Trade Mark Association. 
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of the records, property, personnel, and unexpended balances (available or to be 
made available) of appropriations, allocations and of other funds of such Depart- 
ment as he may deem necessary.” . . . 

Since 1802 the Patent Office has been a distinct and separate unit, first under the 
State Department and ultimately in the Commerce Department. 

In trade-mark matters as well as in patent matters, many of the officials of the 
Patent Office perform judicial functions. “It is not consistent with the idea of judi- 


cial action that it should be subject to the direction of a superior. . . . Such sub- 
jection takes from it the quality of a judicial act.” (Butterworth v. Hoe, 112 U.S. 
50). 


Neither the Patent Office nor its officials need any defense by me, but speaking 
from a personal experience of 23 years of practice before the Trade-Mark Tribunals 
in the Patent Office, I can assure your Committee that through the years, I have 
known of no body of men better qualified to administer the ex parte and inter parte 
proceedings involving trade-marks in the Patent Office than the staff that has been 
in office during that time and the staff presently in office. These officials have 
shown a keen awareness not only of the rights of litigants but of the public interest. 
I might add, parenthetically, that I bear my share of scar tissue at the hands of 
these same officials. 

It would be, in my opinion, a grave mistake to entrust these duties to men from 
other branches of the Commerce Department regardless of how able such officials 
may be and for the men presently handling these matters in the Patent Office to be 
transferred to other duties. It should be borne in mind that while decisions of the 
Patent Office Tribunals in trade-mark cases are not controlling on our equity courts, 
these courts have long recognized that decisions of the Patent Office Tribunals are 
to be given great weight, and this is properly so since the confidence thus expressed 
by our courts is based on the recognition of the fact that the officials of the Patent 
Office performing their judicial duties in connection with trade-marks are men who, 
by long experience and training, are particularly competent in this field. If, under 
this Plan, such experienced officials should be replaced by officials from other 
branches of the Department of Commerce, no matter how competent such other 
officials may be in their particular field, this confidence of our equity courts is apt 
to be destroyed and with it the confidence of the public. 

I have no objection to Plan No. 5 except insofar as it does affect the Patent 
Office and while much has been said and will be said in elaboration of these objec- 
tions, as far as the Patent Office is concerned, I wish to reiterate that the primary 
concern of The U. S. Trade Mark Association is in connection with the administra- 
tion of the Federal Trade-Mark Act and the functions of the Patent Office in con- 
nection therewith, and that is why we oppose Plan 5. 
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CHINA TRADE-MARK SITUATION 
By N. F. Allman 


In June, 1949, the Ministry of Industry and Commerce of the North China 
People’s Government promulgated a set of ‘Provisional Regulations Governing 
Registration of Trade-Marks in the North China District.” This district then 
covered the provinces of Hopei, Shansi, Chahar and Suiyuen. These regulations 
gave priority to the first applicant for registration rather than the first user of a 
trade-mark in obtaining registration. 

In October, 1949, the Bureau of Industry and Commerce of the Shanghai Peo- 
ple’s Government promulgated a set of regulations entitled “Measures Governing 
the Provisional Use of Trade-Marks by Merchants & Factories in Shanghai.” This 
set of regulations was confined to the Shanghai area. The Shanghai regulations 
varied from the North China regulations in that first user of the trade-mark was 
entitled to registration as against the first applicant. 

The Central Government of the People’s Republic of China was organized at 
Peking on October 2, 1949. This Central Government has a Law Commission con- 
sidering the revision of all Chinese laws in the area under its jurisdiction and the 
Commission is now working on a Trade-Mark Law. It is expected that this 
Trade-Mark Law will be promulgated in the near future. In January, 1950, the 
above two provisional regional Trade-Mark Laws were abolished. Therefore, 
pending promulgation of a national Trade-Mark Law by the Central Government 
of the People’s Republic of China, there is no machinery for registration of trade- 
marks in the areas under the control of this Government. 

The Trade-Mark Law of the Kuomintang Nationalist Government is still in 
effect in the areas under the control of that Government. 


ADVERTISEMENT 


Wanted by large mid-west Corporation, experienced trade-mark lawyer, 


preferably also qualified to assist in patent work. Please state education, 


experience, age, and salary desired. Write Box 100, United States Trade- 


Mark Association, 522 Fifth Avenue, New York 18, N. Y. 
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PART II 


LUCIEN LELONG, INC. v. LENEL, INC., Et At. 
No. 12845—C. A. 5—April 8, 1950 


TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—BASIS OF RELIEF—GENERAL 
No man can have any right to represent his goods as those of another. 
Whether a false representation has been made is generally a question of fact. 
Evidence of record held clearly to support findings of no infringement and no unfair 
competition or violation of settlement agreement. 
TRADE-MarKs—Marxks Not CONFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Bellezza” held not an infringement of “Balaiza,” used on similar goods, in view of simi- 
lar marks used on competing goods by others and fact that purchasers of such commodities 
are meticulous and do not depend solely on pronunciation but rely upon reputation of the 
makers. 
“Lenel” held not confusingly similar to “Lucien Lelong.” 
TRADE-MARKS—MArRKsS INCAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
There is no particular color combination associated with appellant’s products; and it is 
elementary that a color or container cannot be a trade-mark. 
District court’s holding that there can be no trade-mark in a package, the shape of a bot- 
tle, or a letter of the alphabet affirmed. ; 
CoNTRACTS—DEFENSES—GENERAL 
While settlement agreement, terminating prior litigation between plaintiff and one of the 
defendants, provided that defendants’ products should not be sold in containers bearing the 
words “Distributed by Lenel-New York—Chicago-Contents 4 fluid ozs.,” complaint as to de- 
fendants’ continued use of the words held not well taken since the law requires such informa- 
tion to be supplied to the public. 
CouRTS—FEDERAL APPELLATE PROCEDURE—RULE 52(a) 
APPEALS—SCOPE OF REVIEW—EFFECT OF TRIAL Court FINDINGS 
Under Rule 52(a) of Federal Rules of Civil Procedure, findings of fact made by district 
court should not be disturbed unless clearly erroneous. 


Appeal from Northern District of Texas. 

Trade-mark infringement, unfair competition and breach of contract suit by 
Lucien Lelong, Inc. against Lenel, Inc., et al. Plaintiff appeals from judgment dis- 
missing complaint. Affirmed. 


Joseph H. Schley and Jack A. Schley, of Dallas, Tex., and James P. Hume, Gerrit 
P. Groen, and Harold S. Walters, of Chicago, Ill., for appellant. 
Henry Klepak, of Dallas, Tex., for appellees. 


Before Ho-tmes, McCorp and Borau, Circuit Judges. 


Homes, C. J.: 


This appeal is from a judgment for the defendant in an action under the laws 
of the United States for trade-mark infringement, unfair competition in trade, and 
breach of contract. The amount involved, exclusive of interest and costs, exceeds 
the sum of $3,000, and federal jurisdiction rests both on federal questions and di- 
versity of citizenship. The facts are as follows: 
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Lucien Lelong, Inc., an Illinois corporation, was organized in 1928 for the pur- 
pose of making and selling perfumes, colognes, powders, beauty aids, and miscel- 
janeous bath accessories. At the time of its organization, Lucien Lelong, a French 
designer and perfumer, had a substantial interest in the company and took an ac- 
tive part in designing and selecting the products produced by the company. Ap- 
pellant’s products are well known to the public, and are sold throughout the United 
States. Its bottles are of a special design, and a gold monogram has usually been 
used on top of the box containing its products. The monogram consists of the let- 
ters “LL,” arranged so as to resemble two right angles enclosed in a square. Ap- 
pellant secured United States Trade-Mark Registrations on the name “Balaiza,” 
the “L L” monogram, and the name “Lucien Lelong.” 

Lenel, Inc., is a Texas corporation, and competes with the appellant in the sale of 
the products above mentioned. In 1942, the name “Lenel’ was adopted, and it 
entered the field of over-the-counter sales in direct competition with appellant. In 
1945, appellant filed suit against Lionel Rothchild, one of the appellees, charging 
a design and trade-mark infringement, and unfair competition. This litigation 
was terminated as the result of a settlement between the parties whereby Rothchild 
agreed not to sell said products in boxes and bottles having the same general ap- 
pearance as Lelong’s, and not having the words “Distributed by Lenel-New York— 
Chicago-Contents 4 fluid ozs.” written around the bottom of the boxes. 

Appellant contends that the appellees have failed to carry out their settlement 
agreement, and have violated it by wrongfully imitating its boxes as to shape, color- 
ing, and background, and by failing to discontinue the use of the wording “Dis- 
tributed by Lenel-New York—Chicago-Contents 4 fluid ozs.” It further contends 
that appellees are using the name “Bellezza” as a trade-mark on colognes sold in 
competition with appellant’s products, and that the use of such a name constitutes 
an infringement of its trade-mark “Balaiza’; also that the appellees’ use of the 
name “‘Lenel” and of an “L” monogram on their boxes constitutes unfair competi- 
tion in that they are imitations of appellant’s trade name and trade-mark. 

No man can have any right to represent his goods as the goods of another. This 
principle was first laid down by Lord Justice Turner in Burgess v. Burgess, 3 De 
G. M. & G. 896, 904, and has been adopted by the courts of this country. Whether 
a false representation has been made is generally a question of fact. In Modern 
Products Supply Company v. Drachenberg, 152 F. 2d 203, the court held that 
findings of the district court on questions of patent infringement should not be 
disturbed unless clearly erroneous. The evidence here clearly supports the find- 
ing that there was no infringement of appellant’s trade-mark “‘Balaiza.”” There is 
for sale to the public other merchandise of the same type as that sold by the parties 
litigant, and it bears names somewhat similar to those here. Among other trade 
names on the market are “Ballarina,”’ “Balalaika,”’ “Ballet,” “Bellezea,” and “Bel- 
lodgia.” The pronunciation of these names might bring about a sounding of simi- 
larity ; but buyers of such commodities are meticulous and do not depend solely on 
pronunciation. They rely on the reputation of the makers of these various brands. 
There is a marked distinction between the name “Lenel,” represented by a single 
“L,” and the name “Lucien Lelong,” represented by the double “‘L L” enclosed in 
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a square. From the trade-marks and labels presented in the exhibits, it is evident 
to us that the full name Lucien Lelong is used. There should not be any confusion 
resulting from the use of the words “Lenel’” and “Lucien Lelong.” 

Appellant’s contention regarding the breach of settlement agreement cannot 
be sustained. It is elementary that a color or container cannot be a trade-mark, 
There is no particular color combination associated with the appellant’s products, 
The complaint as to the use of the words “Distributed by Lenel-New York—Chi- 
cago-Contents 4 fluid ozs.” is not well taken; the law requires such information to 
be supplied the public. 

The court below found that there had been no violation of the settlement agree. 
ment; no unfair competition; and no violation of appellant’s trade-mark rights, 
since there can be no trade-mark in a package, the shape of a bottle, or a letter of 
the alphabet. There was also a ruling that the appellees should not recover any- 
thing by reason of their cross-action. No appeal was taken by appellees, and for 
that reason we are not concerned with any matter presented by the cross-action. 
The issues of fact on this appeal depend upon whether the findings below were 
clearly erroneous within the meaning of Rule 52(a) of the Federal Rules of Civil 
Procedure. We think they were not, and that there is no reversible error in the 
record. Consequently, the judgment appealed from is affirmed. 





INTERNATIONAL FORWARDING CO. v. BREWER, Etc. 
No. 12952—C. A. 5—April 5, 1950 


CouRTS—PLEADING AND PRACTICE—MOTION FOR JUDGMENT ON THE PLEADINGS 
TRADE NAMES—CONFUSING SIMILARITY—GENERAL 
Denial of plaintiff’s motion for judgment on the pleadings affirmed without prejudice to 
plaintiff’s right to re-apply in modified form as to (1) and (2), where plaintiff, prior user of 
“International Forwarding Co.,” prayed for injunction: (1) enjoining defendant from using 
“International Forwarding Service” and the word “International” in any manner in combi- 
nation with the word “Forwarding” or “Service” as part of trade name; (2) enjoining de- 
fendant from thus using these words in soliciting, procuring, or transacting business; and 
(3) that defendant be enjoined from using words, actions, conduct, silence or actions in a 
manner calculated to deceive the public and plaintiff’s customers into believing that they are 
doing business with plaintiff, or into believing that defendant’s salesmen, agents, etc., are 
employed by or acting for plaintiff. 
While there is no issue of fact that the use of the names and words covered by (1) and 
(2) of the prayer was wrongful, and that plaintiff was entitled to injunctive relief, held that 
the broad relief asked for under (3), in view of defendant’s denials, presents issues of fact 
and should not be granted on the pleadings. 


Appeal from Southern District of Florida. 

Unfair competition suit by International Forwarding Co. against H. Austin 
Brewer, doing business as International Forwarding Service. Plaintiff appeals 
from denial of motion for judgment on the pleadings. Affirmed. 


L. H. Hedrick, of Miami, Fla., for appellant. 
No appearance for appellee. 
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Before Hutcueson, Chief Judge, and WALLER and RussELL, Circuit Judges. 


Per CURIAM: 


Appellant plaintiff below, brought this suit for damages and to enjoin the de- 
fendant below: from using the trade name, “International Forwarding Service,” 
or any other name confusedly similar to International Forwarding Co., the com- 
pany and trade name of plaintiff, or to “International Service,” plaintiff's slogan ; 
and from the use of words, conduct, silence or actions calculated to deceive or mis- 
lead the public into believing that they are doing business with the plaintiff. 

Alleging that, with the purpose and result of unfairly competing, with plain- 
tiff, and of confusing and deceiving the public and persons desirous of transacting 
business with it and its affiliate and subsidiary, defendant deliberately selected the 
name “International Forwarding Service,” and, though warned and directed to de- 
sist, continues to deceive, confuse, and mislead by using said name and practices. 

The relief prayed by plaintiff was: (1) that defendant be enjoined from using 
the words “International Forwarding Service” and the word “International” in 
any manner in combination with the word “Forwarding” or “Service” as a part of 
defendant’s trade name; (2) that it be enjoined from thus using these words in 
connection with the soliciting, procuring or transaction of business for defendant ; 
and (3) “that they be further enjoined from the use of words, actions, conduct, 
silence or actions in a manner calculated to deceive or mislead the public and par- 
ticularly the customers of Plaintiff into believing they are doing business with Inter- 
national Forwarding Co., or into believing that such salesmen, agents, employees 
and servants are employed by, or acting for, said plaintiff.” There were also pray- 
ers for damages and a general prayer for equitable relief. 

Defendant set up: as a first defense that the complaint fails to state a claim for 
relief ; for a second defense that the action is now barred by laches; and a third de- 
fense that the name sought to be enjoined is not sufficiently similar to plaintiff’s 
name to cause confusion or deceive anyone. 

There was further a denial that the use of the name has misled or deceived 
anyone, a denial that the plaintiff has suffered any harm or damages by reason of 
defendant’s acts, and a denial that defendant ever represented to anyone that he was, 
or represented, the plaintiff, International Forwarding Co., or ever did business 
with anyone under that name. 

The pleadings standing thus, plaintiff, expressly waiving damages and asking 
judgment only “for the injunctive relief prayed and for its costs,” moved for judg- 
ment on the pleadings. 

From the interlocutory order’ denying its motion, plaintiff has appealed,” in- 
sisting that there were no issues of fact to be decided and that on the pleadings it 
was entitled to the relief asked. 


I aa pacientes  a 


1. “After argument on motion of plaintiff for judgment on the pleadings, it appears that 
there are issues of fact to be decided and the motion is denied.” 

2. Under Sec. 1292(1), Title 28 U. S. C. C/o, Ettelson v. Metro, 317 U. S. 188; Sims v. 
Greene, 160 F. 2d 512; Raylite Elec. Corp. vy. Noma Elec. Corp., 170 F. 2d 914; Banco v. Tag- 
gart, 276 F. 388; In-A-Floor Co. v. Diebold, 91 F. 2d 341. 
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We do not think so. If plaintiff had limited the relief asked in its motion to the 
relief numbered (1) and (2) above, its motion should have been granted, because, 
upon the pleadings, there is no issue of fact that the use of such names or words 
was wrongful as to plaintiff, and that plaintiff was entitled to injunctive relief from 
that use. 

The difficulty with plaintiff’s cause arises from the fact that the relief it asked 
was much broader than this, and that the very broad relief asked for in number (3) 
above ought not to have been granted on the pleadings in view of defendant’s denials 
of an intent to defraud. 

The judgment is, therefore, affirmed, but without prejudice to the right of the 
plaintiff, if it is so advised, to reapply for judgment on the pleadings for the relief, 
in the modified form indicated above, in numbers (1) and (2). 


SUNBEAM CORPORATION v. SUNBEAM FURNITURE CORP., Et at. 
No. 8727-Y—U. S. D. C. S. D. Cal_—February 20, 1950 


TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—BASIS OF RELIEF—GENERAL 
There is little if any distinction between principles applicable to infringement of trade- 
marks and trade names. 
Likelihood of confusion is test for determining whether actionable wrong is inflicted by 
defendant upon plaintiff through use of similar mark; proof of actual confusion is not 
required. 
Trade-mark infringement and unfair competition may exist despite dissimilarity of the 
fields and lack of market competition, if confusion as to source is likely. 
CourTs—J URISDICTION—GENERAL 
Federal court having acquired jurisdiction in case where claim of unfair competition is 
joined with substantial and related claim under federal trade-mark laws, held entitled to 
retain jurisdiction though it finds only remedy to which plaintiff is entitled is against unfair 
competition. 
Courts—ConFLict of LAws—APPLICABLE LAW 
Federal court in unfair competition suit held bound to follow state law as declared by 
Court of Appeals and courts of California. 
TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—SCOPE OF RELIEF—PARTICULAR 
INSTANCES 
Defendants held to have infringed plaintiff’s trade-mark “Sunbeam” by using it on 
electrical lamps, and to have competed unfairly with plaintiff by using “Sunbeam” in their 
their corporate and firm names in selling electrical products. 
Plaintiff held entitled to injunction restraining defendants’ use of “Sunbeam” in conjunc- 
tion with their products. 


Trade-mark infringement and unfair competition suit by Sunbeam Corporation 
against Sunbeam Furniture Corp., Arthur M. Luster, Melvin R. Luster, and 
Frieda Luster, doing business as Sunbeam Furniture Sales Co., and Expert Lamps, 
Inc. Judgment for plaintiff granting injunction. 


Rogers & Woodson, Beverly W. Pattishall, William T. Woodson, Lewis S. Garner 
and John F. McCanna, of Chicago, Ill., and Lyon & Lyon and Reginald E. 
Caughey, of Los Angeles, Cal., for plaintiff. 
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Huebner, Beehler, Worrell, Herzig & Caldwell, Vernon D. Beehler, and Herbert A. 
Huebner, of Los Angeles, Cal., for defendants. 


YaNKWICH, D. J.: 


The plaintiff, Sunbeam Corporation, is an Illinois corporation which has been 
engaged continuously since 1912 in the manufacture and sale of electrical appliances. 
It owns and operates a large manufacturing establishment in Chicago, Illinois, 
where its products are produced. Its business is national and international in scope. 
It owns and operates subsidiary manufacturing plants in Toronto, Canada, and 
Sydney, Australia—which are also engaged in the manufacture of various electrical 
appliances. It has dealers and distributors in all the states of the United States 
and in many foreign countries, through which its appliances are sold and distributed. 
The annual volume of business done by the plaintiff amounts to many million dollars 
a year. It spends large sums of money in advertising its products. 

In the year 1921, the plaintiff adopted, and has since used, the trade-mark “Sun- 
beam” on its products. Its use of the trade-mark has been continuous since that 
time, and many products, such as electric irons, mixers, shavers, toasters, lamps and 
other similar products, have been sold under the trade-mark. 

Beginning August 2, 1921, and up to July 28, 1948, the plaintiff has registered 
its trade-mark “Sunbeam” in the United States Patent Office for a large variety of 
products. Since February 8, 1946, the plaintiff has used, nationally, “Sunbeam” 
as a part of its corporate name. Beginning in 1946, and long after the adoption and 
use by the plaintiff of its trade-mark “Sunbeam,” the defendant, Sunbeam Furni- 
ture Corporation, a corporation, and the individual defendants, Arthur M. Luster, 
father, Melvin R. Luster, son, and Frieda Luster, mother, began the sale of electric 
household appliances, especially electric lamps, to which the label “Sunbeam” was 
attached. They also used the name “Sunbeam” in their corporate name, and as a 
trade name and mark for some of the products sold by them. 

By the complaint, the plaintiff sought injunctive and other relief on the ground 
of infringement of trade-mark and unfair competition. 

The defendants have denied infringement. 

The evidence in the case showed that electrical lamps bearing the trade-mark 
“Sunbeam” on labels attached to them were manufactured by Expert Lamps, Inc., 
an Illinois corporation, controlled by the Luster family and were displayed on the 
floor of the defendant’s establishment at Los Angeles, and also in their display win- 
dow, and that such lamps were purchased from the defendants. 

Results of surveys conducted in Los Angeles by various persons employed by 
the plaintiff, at an interval of two years, showed that a majority of the persons to 
whom a photograph of the lamp sold by the defendant with the trade-mark “Sun- 
beam” on it was shown, thought that the product was that of the plaintiff. 

Other facts are referred to in the Opinion which follows. 

These facts are established beyond dispute: The plaintiff has a trade-mark and 
the defendant has none. In the use of the trade-mark, the plaintiff preceded by 
many years the defendant in the use of the name “Sunbeam.” 

While the use of the name “Sunbeam” by the plaintiff as part of its corporate 
name is of recent origin, the trade-mark “Sunbeam” as applied to its products 
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dates back many years. The pleadings in the case admit the existence of the trade- 
mark and the use of the name in association with various products in the electrical 
field by the plaintiff and its predecessor in interest for a long period of time. 

The validity of the trade-mark has not been attacked in any manner. So the 
only question which the court is confronted with in this case is whether there is 
similarity in the names, which is likely to create confusion. If that is answered 
in the affirmative, the question of actual result becomes immaterial, in view of the 
present status of the case—the plaintiff having waived damages in open court seek- 
ing only an injunction against the use by the defendant of the name “Sunbeam” in 
conjunction with the products which it sells. 


I. Trade-Marks and Trade Name Infringement 


Whatever may have been the state of the law in the past, at the present time, 
there is little, if any, distinction between the principles which apply to trade- 
mark infringement and the principles which apply to infringement of trade names. 
The latter type of infringement is of judicial origin, while the former is of statutory 
origin. 

The basis for the action for infringement is Section 1114 of Title 15 of the 
United States Code, which provides, in substance, that anyone who shall, in com- 
merce, use, without consent of the registrant, any reproduction, and so forth, of a 
registered trade-mark “in connection with the sale, offering for sale, or... . repro- 
duce, counterfeit, copy, or colorably imitate any such mark... . shall be liable for 
any or all of the remedies hereinafter provided.” 

The legal foundation for infringement of a trade name is of judicial origin, 
Courts, in applying the principles of equity, fair dealing, and in seeking to prevent 
one from enriching himself at the expense of what another had built up, and also in 
trying to protect the public against the deception which flows from “palming off” 
or “passing” one’s goods as those of another, to the development of which one has 
not contributed, have evolved the doctrine of unfair competition. 

The last Congress, which recodified Title 28, did away with the uncertainty 
which existed in the past as to our power in granting relief under the unfair com- 
petition count when we found that there was no infringement of the trade-mark. 
The statute now specifically states that the court, having acquired jurisdiction, can 
exercise it, even though it should find that the only remedy to which the plaintiff 
is entitled is unfair competition and not trade-mark infringement. 

The provision is subdivision (b) of Section 1338 of the new Title 28, which 
reads: 

The District Courts shall have original jurisdiction of any civil action asserting a claim 


of unfair competition when joined with a substantial and related claim under the copy- 
right, patent or trade-mark laws. 


In my discussion with counsel I pointed to the Restatement which contains very 
explicit summaries of the law. I refer especially to paragraphs 715, 716, 717 of the 
Restatement on Torts, and more particularly to comment (a) under Section 71/7, 
which shows that, at the present time, there is little difference between the principles 
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-ade- applicable to the two branches of the law, and especially to comment (b) under 
Tical that section, which reads as follows: 
The liability imposed under the rule stated in this section protects a person against 
) the harm to his business which the actor might cause by misleading prospective purchasers 
re is into identifying the actor’s goods, services, or business with those of the other. The 
ered ultimate issue in infringement cases is the likelihood that prospective purchasers will be so 
f the misled. 
eek This statement gives the law as it has been declared by our Court of Appeals 
- and by the Courts of California, which we have to follow on the cause of action relat- 
jing to unfair competition. 
In Safeway Stores v. Dunnell, 1949, C. A. 9, 172 F. 2d 649 [39 T. M. R. 116], 
one of the latest cases on the subject, there is a statement of the law which bears upon 
ime, the chief defense offered in this case—namely, that the fields are not competitive. 
ade- After referring to the Stork Club case, Chief Judge Denman uses his language: 
mes, 
tory Even assuming the absence of any competition of toilet tissues and Dunnell’s covers for 
> protection of toilet users, Stores is entitled to its injunction. The principle is well stated 
in Judge Learned Hand’s opinion in Yale Electric Corporation v. Robertson, 2 Cir., 26 F. 
the 2d 972, at page 974, “However, it has of recent years been recognized that a merchant 
com- may have a sufficient economic interest in the use of his trade-mark outside the field of 
of a his own exploitation to justify interposition by a court. His mark is his authentic seal; 
pro- by it he vouches for the goods which bear it; it carries his name for good or ill. If an- 
» ber other uses it, he borrows the owner’s reputation, whose equality no longer lies within his 
. own control. This is an injury, even though the borrower does not tarnish it, or divert 
: any sales by its use; for a reputation, like a face, is the symbol of its possessor and 
1gin, creator, and another can use it only as a mask. And so it has come to be recognized 
vent that, unless the borrower’s use is so foreign to the owner’s as to insure against any identifi- 
0 i cation of the two, it is unlawful. 
50 In 
. As to Stork Restaurant v. Sahati, 1948, C. A. 9, 166 F. 2d 348 [38 T. M. R. 
a 431], reference should be made to sub-heading 7 of the opinion in which Judge Gar- 
recht, at that time our Chief Judge, sums up the paragraph to follow: 
uinty 
‘om- Direct or “market” competition is not an essential ingredient of unfair competition. 
lark. The text reads: 
can 
ntif The appellees insist that, because of their “most humble field of operation” they can- 


not be considered to be in competition with the appellant whose place “is of the highest.” 

P Since they are not in competition at all, obviously—so runs their argument—they cannot 

hich be in unfair competition with the appellant. Plausible as this contention may seem, it 
does not correctly state the law. 


m Then follows the reference to the Benson case (Academy of Motion Picture Arts 
e and Sciences v. Benson, 1949, 15 Cal. 2d 685 [30 T. M. R. 563]), and a longer 

quotation from Judge Learned Hand’s opinion, which includes the portion already 
very | given. However, the reference to this case in this opinion and in the other opinions, 
r the shows that the principles which it declared are thoroughly embedded in the law of 
717, California and in the law of this Circuit. Indeed, Judge Denman refers to the 


iples Benson case and cites it in Footnote 3 of his Opinion in Safeway Stores v. Dunnell, 
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supra. The Benson case is one of the clearest cases we have of the application of 
the rule that unfair competition may exist, despite dissimilarity of field. 

The action was brought by the Academy of Motion Picture Arts and Sciences— 
a group composed of persons interested in motion pictures, either as directors, pro- 
ducers and others, whose chief object is educational in conducting surveys and 
research relating to motion pictures and in fostering equality in pictures, in settling 
disputes between its members, and the like. The defendant was conducting a 
dramatic and coaching school instructing persons in the art of acting for motion 
pictures and the stage. The court held there that the absence of identity of field, not 
only of product, is not sufficient. The summary of the ruling is brief. It reads: 


And it does not appear necessary that the parties be in competitive businesses or that 
the injury has already occurred. It is sufficient if the names, although not identical, are 
sufficiently similar to cause confusion and injury. 


So these cases lay down two fundamental principles: One is that it is the 
likelihood of confusion which determines whether an actionable wrong has been 
inflicted by the defendant on the plaintiff through the use of a similar mark, and not 
the actual result. In other words, if the court can say from the evidence before it 
that the similarity is such as is likely to create confusion, then it is not material 
whether the record shows that confusion did actually result. 

The other principle is that infringement may occur, although the field of activity 
of the late comer be not the same. As to trade-mark infringement, the statute 
speaks of the likelihood “to cause confusion or mistake or to deceive purchasers as 
to the source of origin of such goods or services” (15 U.S. C. A., Section 1114 (1)). 

As to unfair competition, the courts, in like manner, stress the likelihood of con- 
fusion of source. The language of Judge Learned Hand in Yale Electric Corpora- 
tion v. Robertson, 1928, C. A. 2, 26 F. 2d 972, 973, is very explicit: 


The law of unfair trade comes down very nearly to this—as judges have repeated 
again and again—that one merchant shall not divert customers from another by represent- 
ing what he sells as emanating from the second. This has been, and, perhaps, even more 
now is, the whole Law and the Prophets on the subject, though it assumes many guises. 
Therefore, it was at first a debatable point whether a merchant’s good will, indicated by 
his mark, could extend beyond such goods as he sold. How could he lose bargains which 
he had no means to fill? What harm did it do a chewing gum maker to have an iron- 
monger use his trade-mark? The law often ignores the nice sensibilities. 





Then the opinion states that if there is imitation, it matters not that the imitation 
is by one who does not occupy the same field. In sum, the courts have become 
realistic and say if I, by means of years of practice of a trade or profession, or by 
years of manufacturing of a certain product, have succeeded in having that product 
identified with my name, then, regardless of any trade-mark rights, the latecomer 
in the field should not, by applying it to an entirely different product, capitalize— 
or, to use the street expression—‘‘cash in” on what I have builded. 

It is significant that Judge Garrecht in the Stork Club case, supra, quoted this 
paragraph from Judge Hand’s opinion in full. 

It is always interesting to study the history of these cases, and to see whether 
they are just special cases which call for special language, or whether they enunciate 
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a principle that has been followed since. Some of the cases found actual confusion. 
Also, that the field was, in some respects, the same or similar. 

But both principles which we are discussing have been applied to cases in which 
there is total absence of similarity. The Benson case, already referred to, illus- 
trates this. That decision was rendered in 1940. Reference should be made to 
some later cases on the subject. The first one is Wood v. Peffer, 1942, 55 Cal. App. 
24116. The court there said, at page 122: 


It is true that the complaint contained no allegation of actual business competition 
between the parties. However, defendant did not demur upon that ground, and at the trial 
made no objection to evidence which, as hereinafter stated, clearly proved the existence of 
such competition. 


The opinion then refers to a group of older cases which had insisted that competi- 
tion is necessary and states that these cases represent the minority rule, and disap- 
proves them. It rules finally that the present rule is that it is not necessary to prove 
actual market competition where the purpose of the action is to secure injunctive 
relief. The court adds: 

And in line with the foregoing statement, our own Supreme Court has held that so 


far as injunctive relief is concerned, it is not necessary that the parties be in actual com- 
petition if confusion and deceit will result from the acts of the defendant. 


(See, Academy of Motion Picture Arts and Sciences v. Benson, supra, pp. 691- 
692 [30 T. M. R. 563]. 


Another case is Winfield v. Charles, 1946, 77 Cal. App. 2d 64. That opinion has 
avery good summary of the law of California: 


It is unnecessary, in such an action, to show that any person has been confused or 
deceived. It is the likelihood of deception which the remedy may be invoked to prevent 
“Tt is sufficient if injury to the plaintiff’s business is threatened, or imminent, 

to authorize the court to intervene to prevent its occurrence. 


And again: 


Appellant argues that the record shows that plaintiff and defendant do not manu- 
facture the same items or solicit the same trade and customers. Plaintiff’s name has be- 
come a valuable asset in connection with any equipment associated with automobiles, and 
the evidence shows that the bulk of defendant’s business is manufacturing automobile 
jacks and wrenches. However, it is not always necessary to prove actual market com- 
petition where the purpose of the action is to secure injunctive relief. It was stated in 
Wood v. Peffer, “We are aware, however, that equity may be invoked without market 
competition. Emphasis should be placed on the word.-‘unfair’ rather than ‘competition.’ ” 

Plaintiff has established a reputation for reliability and meritorious products. If 
articles which are not produced by him are attributed to him or associated with his name 
the injury is obvious. The court stated in the case of Del Monte Special Food Company 
v. California Packing Corporation, 34 F. 2d 774, at page 775 [19 T. M. R. 443]: “The 
injury to the appellee by the use of the Del Monte Brand by the appellant does not result 
from preventing sale by appellee of oleomargarine of its own, but from a representation 
to the public that it produces a product which it does not in fact produce and over which 
it has no control. Its reputation for quality is therefore placed to some extent in the 
hands of a corporation who owes it no allegiance and has no concern in maintaining the 
high reputation established by the appellee, and who may utilize that reputation to sell 
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the public an inferior production.” Furthermore, in the interest of fair dealing courts 
of equity will protect the person first in the field doing business under a given name to 
the extent necessary to prevent deceit and fraud upon his business and upon the public. 
For this purpose the second in the field may be enjoined from using the name, even though 
the principal places of business are at a considerable distance from each other.... “No 
inflexible rule can be laid down as to what conduct will constitute unfair competition. 
Each case is, in a measure, a law unto itself. Unfair competition is a question of fact... . 
The universal test is whether the public is likely to be deceived.” 


In Sunbeam Corporation v. Sunbeam Lighting Company, 1949, D. C. Calif., 83 
F. Supp. 429, we were concerned with the same trade-mark. There it was con- 
tended that the field was different, because the chief product of the defendant cor- 
poration was lighting fixtures of the fluorescent type. The answer was: 


I did not intend to rule, and could not very well rule, under the law of the Ninth 
Circuit, that the mere fact that the custom of the late comer came from a limited seg- 
ment of an industry is sufficient to avoid infringement. Indeed, the rule is the other way. 
For, if there is any principle established firmly in the law of the Ninth Circuit, and in the 
law of California, which must govern the unfair competition phase of the case—it is that 
infringement and unfair competition may be found to exist as between non-competitive 
fields and products. 


After citing the Safeway and the Stork Restaurant cases, the opinion continues: 


And it is implicit in the last decision of our Court of Appeals on the subject, Lane 
Bryant, Inc. v. Maternity Lane Limited of California, Ninth Circuit, 173 F. 2d 559 and 
in the leading California cases which have, time and again, been referred to by our courts 
in disposing of these matters.... All these cases adopt as the test, the effect of imita- 
tion on the average person and stress the point that the power of a court of equity may 
be invoked “without market competition.” They do not limit the application of the rule 
to fanciful names. They apply it to ordinary names when they have acquired a secondary 
meaning, i.e., they have become so associated with a product as to create what the Re- 
statement (Restatement, Torts, Section 730) calls “confusion of source” in the minds of 
the public. Any other rule would be unrealistic and encourage deception and fraud. 


So that, whatever may be the attitude of courts elsewhere, the law has been laid 
down for my guidance by the decisions of the Court of Appeals for the Ninth Cir- 
cuit and the decisions of the highest courts of the State of California. We, in Cali- 
fornia, are fortunate in having a big body of law on the subject, which, if at all, is 
more strict, as against the infringer than the federal law would be, because they 
eliminate from consideration altogether the problem of fraud, which many lower 
court decisions in many states consider essential before a recovery can be had for 
unfair competition. 

II. Infringement is Present 


The facts here are very clear to me, and they are made clearer by the deposition 
of Arthur Luster, the father, and controlling stockholder of the defendant corpora- 
tion and of Expert Lamps, Inc. It is apparent from this deposition and the history 
of the defendant, that we are dealing with a corporation which manufactures the 
product which is sold here, and which is controlled, just as the local corporation 
is controlled, by members of the same family. 

The defendant is not in the position of an unfortunate wholesaler, who may be 
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caught with the product of a manufacturer, a product which he has bought in due 
course of business and whom “some rapacious person” was trying to “nail to the 
cross” for a single, or a sporadic sale. We have here a situation in which a manu- 
facturer is doing business under a different name, but having adopted as a trade 
name for electric products, for lamps, the name “Sunbeam,” causes to be organized 
in California a corporation, of which he owns 50 per cent of the stock—a corpora- 
tion of which he, as well as his wife are officers—a corporation which is run by 
one of his sons and which he advertises in his eastern advertisements as one of the 
outlets for the lamps which the Eastern concern manufactures. 

This presents an entirely different situation than the ordinary situation of a 
wholesaler who merely distributes an article under a label, over which he has no 
control, an article which comes into his shop along with the product of other manu- 
facturers. 

The argument advanced by the defendant’s attorney that we should not penalize 
a wholesaler for a situation which is beyond his control and hold him to be an 
infringer merely because, upon a product which he has sold, there was a trade-mark 
or trade name which he may not even have seen, loses its entire force, because it 
simply does not apply to the facts proved in this case. 

The wholesaler here involved has an interest in promoting the sale of the prod- 
uct made by the other corporation, because both are family corporations, controlled 
and owned by the same persons. So that, if motive were material, you have a 
motive there which changes the act from a fortuitous one into an act done delib- 
erately for the purpose of achieving a definite result. 

In the light of what has been said, the conclusion is inevitable. There is infringe- 
ment of the trade-mark and also infringement of the trade name by the defendant. 
The use of the name, its attachment to an electrical product, is of a character that is 
likely to result in confusion. The evidence in the case shows that it did result in 
confusion. 

Even if there were no direct evidence of confusion, the conclusion is inevitable 
that the use of such a name by the defendant, under the circumstances, is likely to 
create confusion. The name was established deliberately, from the very beginning, 
even before the present corporate name was adopted. While they were a sales 
corporation they used the name “Sunbeam.” And the explanation of the defend- 
ant that ‘“Sunbeam” related to sunshine just does not carry conviction, in view of 
the fact that long before the defendant came to California his family corporation, 
when he was still a young boy attending school, was using the name in conjunction 
with their products. 

What they did was merely to extend to the Pacific Coast the name which they 
had used in conjunction with these products in the East. The continuity is there, 
to show that it was not a fortuitous adoption of a name which had already been 
used in the East in the manufacture of electric lamps. 

The evidence offered on the part of the defendant does not, in reality, contradict 
the evidence of the plaintiff. All we have is the testimony of the defendant Melvin 
Luster and one of his salesmen, to the effect that no confusion has ever been called 
to their attention. 
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Giving full credence to that statement, it would lose its entire significance in 
view of the conviction of the court that the use of the name under the particular 
circumstances is likely to, and did, result in confusion. 

The right of the plaintiff to the trade-mark has not been challenged. The pri- 
ority of their use of it is thoroughly established. 

Judgment will, therefore, be for the plaintiff. 


COLUMBIA BROADCASTING SYSTEM, INC. v. COLUMBIA OF 
NEW YORK, INC. 


N.Y. S. Ct., N. Y. County—March 23, 1950 


TRADE NAMES—SECONDARY MEANING—PARTICULAR INSTANCES 
The word “Columbia” held capable of acquiring secondary meaning; and claims that 
it is descriptive, geographical or generic held without force under circumstances of this 
case. 
Plaintiff held to have established that its trade name “Columbia” has acquired secondary 
meaning identifying plaintiff in field of radio and television. 
TRADE NAMES AND UNFAIR COMPETITION—BASIS OF RELIEF—GENERAL 
Defendant’s use of name “Columbia” in selling television sets held unfair competition with 
plaintiff which had established secondary meaning in radio and television field, despite ab- 
sence of evidence of competition. 
While defendant’s intent is held immaterial, its whole conduct is held an attempt to 
deceive the public into believing that defendant’s television sets were made by plaintiff. 
Proof of monetary injury or actual confusion held not required to entitle plaintiff to 
injunction. 
TrAvE NAMES AND UNFAIR COMPETITION—SCOPE OF RELIEF—PARTICULAR INSTANCES 
Since plaintiff’s trade name “Columbia” is well known, has acquired secondary meaning 
identifying plaintiff, and is synonymous with radio and television, second comer attempting 
to use the name should be required at least to distinguish clearly between its goods and 
articles manufactured, or in reasonable contemplation of manufacture by plaintiff. 
Plaintiff held entitled to judgment against defendant for all relief demanded in com- 
plaint. 


Unfair competition suit by Columbia Broadcasting System, Inc. against Colum- 
bia of New York, Inc. Judgment for plaintiff, granting injunction. 


GAVAGAN, J.: 


I am satisfied that the evidence here overwhelmingly establishes that this plain- 
tiff’s name has acquired a secondary meaning in the field of radio and television 
and that the defendant’s use of the name “Columbia” in its business in conjunction 
with selling television is unfair to the plaintiff despite the absence of any evidence 
of competition between the parties which is not germane to the nature of the relief 
sought in the plaintiff’s complaint. 

I further hold that the defendant’s intention is immaterial. However, it appears 
apparent that the defendant adopted this name advisedly and their whole action— 
the form of advertising in newspapers, the signs placed upon the building occupied 
by them on the Grand Concourse—is an attempt to deceive the public into believing 
that the defendant’s purchasers were purchasing television sets manufactured by 
the plaintiff. 
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Columbia’s name is well known; it is synonymous with radio and television and 
anyone attempting to use the name should be required at least to distinguish clearly 
between what they were offering for sale and articles manufactured or in reasonable 
contemplation of manufacture by the plaintiff. 

Furthermore, I hold that proof of monetary injury or actual confusion of name 
is not required in order to entitle this plaintiff to an injunction. 

The cases applicable to the principles of this case are far too numerous to need 
mention, but as to the secondary nomenclature of the defendant’s name, a very 
pertinent case by Mr. Justice Shientag in Metropolitan Opera Association v. Pilot 
Radio Corporation (189 Misc. 505, 508), where he succinctly says: 


So well known is the plaintiff that I have no hesitation in taking judicial notice of 
the fact that the Metropolitan Opera or the Metropolitan Orchestra or the Met Orchestra 
are all normal ways of referring to the plaintiff and that the use of the words “Metro- 
politan Orchestra,” whether coupled with the words “Symphony” or “Opera,” is mislead- 
ing when used by any group in New York not connected with the plaintiff. The claim 
that the word “Metropolitan” is a descriptive, geographical or generic name is without 
force under the circumstances of this case. 


I hold that the claim that the word “Columbia” is a descriptive, geographical 
or generic name is without force under the circumstances of this case. 

There are also two other good cases on the point that the word “Columbia” 
like “Metropolitan” is capable of acquiring a secondary meaning and usage (Colum- 
bia Grammar School v. Classon, 120 Misc. 841, and People ex rel. Columbia Chem- 
ical Co. v. O’Brien, 101 App. Div. 296), although in the latter case the writ was 
quashed on other grounds entirely. 

Another excellent case is on the use of the term “Standard” (Standard Oil Co. 
of Maine v. Standard Oil Co. of New York, 45 F. 2d 309. 

A very interesting case on this point, affirmed by the Court of Appeals, is the 
case of Amusement Securities Corporation v. Academy Pictures Distributing Corpo- 
ration (162 Misc. 608, aff’d 250 App. Div. 710 [1st Dept.], and aff’d 277 N. Y. 557). 

Another very interesting case for anyone to peruse on the same point is Stand- 
ard Oil Co. v. Michie (34 F. 2d 802, 804). 

It is needless for me any further to discuss or analyze authorities. They are 
too numerous. 

Judgment is directed upon the merits in favor of the plaintiff against the defend- 
ant for all the relief demanded in the complaint. 


————— EEE 
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THE MAY DEPARTMENT STORES COMPANY v. MAYCOURT 
HOSIERY MILLS, INC. 


Commissioner of Patents—March 22, 1950 


TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Hosiery held goods of the same descriptive properties as dress and negligee shirts, under 
1905 Act. 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
In determining question of confusing similarity, the marks must be considered in their 
entireties, and even unregistrable or disclaimed material may not be completely disregarded. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Maycourt” held confusingly similar to “Maycrest” and “Maycraft,” used on similar 


goods, under 1905 Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by The May Department Stores Company against May- 
court Hosiery Mills, Inc. Applicant appeals from decision sustaining notice of 
opposition. Affirmed. 


John B. Hosty of Chicago, IIl., for opposer. 
Paul & Paul of Philadelphia, Pa., for applicant. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences sustaining the notice of opposition of The May Department Stores Company 
to an application of Maycourt Hosiery Mills, Inc., for registration of a trade-mark 
for hosiery, under the Trade-Mark Act of 1905. The mark sought to be registered 
consists of the notation “Maycourt.” 

The notice of opposition alleges opposer’s prior use and ownership of several 
prior registrations of marks including the word “may” as the initial portion thereof 
for various articles of clothing. The Examiner of Interferences found it necessary 
to consider only registrations No. 268,756, and No. 268,757, which disclose, respec- 
tively, the words, “Maycrest’”’ and “Maycraft,”’ as trade-marks for “dress and 
negligee shirts,” each registered March 18, 1930, under the Trade-Mark Act of 
1905. It is further alleged that applicant’s goods and those on which opposer uses 
its mark possess the same descriptive properties, and that applicant’s mark so nearly 
resembles those of opposer as to give rise to likelihood of confusion in accordance 
with section 5 of the Trade-Mark Act of 1905. 

The goods possess the same descriptive properties, although there are obviously 
specific differences between them. Much of the applicant’s argument on this appeal 
is directed to the proposition that “May,” common to both opposer’s and applicant’s 
marks, is a “common surname” and lacks secondary meaning. The applicant pre- 
sents a number of prior registrations which include “May” as a portion thereof 
as indicating this, in accordance with Huntington Laboratories, Inc. v. Onyx Oil & 
Chemical Company, 35 C. C. P. A. 819, 165 F. 2d 454 [38 T. M. R. 327], and the 
brief contains the following question: 
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Is the opposer entitled to a monopoly on all combinations of the common indistinctive 
surname “May” with other words and even in a market not its own, because it has regis- 
tered eight such combinations ? 


It seems unnecessary to answer this specific question since opposer is alleging 
confusing similarity between the applicant’s mark and the particular marks referred 
to, and the question of what rights opposer may or may not have to the word “May” 
as such are not subject to consideration herein. The ultimate question for con- 
sideration is whether or not applicant is entitled to a registration which would give 
it prima facie exclusive rights to a word also including this so-called common sur- 
name. In determining this, the question of similarity or dissimilarity of the marks 
in their entireties must be considered. It is unnecessary to refer to the prior regis- 
trations submitted by applicant to determine that “May” is well known as a sur- 
name. It also has other meanings, and in fact the registrations submitted by ap- 
plicant emphasize that it is not always used as a surname (for example, “May- 
flower,” ““May Queen,” “Maya,” etc.). Even if this portion of the mark is con- 
sidered as a surname, unregistrable or even disclaimed material may not be com- 
pletely disregarded in determining the likelihood of confusion. Such portion may 
of course be given less weight than arbitrary portions of a mark (Miles Laboratories, 
Inc. v. Foley & Company, 32 C. C. P. A. 714, 144 F. 2d 888 [34 T. M. R. 335], 
but the marks must be considered in their entireties. 

Considered on this basis I agree with the conclusion of the Examiner of 
Interferences that the resemblance between the marks, “Maycourt,” “Maycraft,” and 
“Maycrest,” are such that there is reasonable likelihood of confusion. Elizabeth 
Arden Sales Corporation v. The Phillips & Benjamin Company, 602 O. G. 684, 74 
U.S. P. Q. 267; Talcum Puff Co. v. E. Burnham, 296 F. 1014, 54 App. D. C. 267 ; 
Southern Cotton Oil Co. v. General Vegetable Oil Co., Inc., 26 U. S. P. Q. 43, 159 
M. D. 426. 

While the goods here differ to the same extent as those involved in Desmond’s 
Inc. v. Samalto Hosiery Mills, 612 O.G. 791, 78 U. S. P. Q. 26, the marks are 
considered to resemble each other to a greater extent. Nor in my opinion is this 
case controlled by Valpo Company v. Solis, Entrialgo y Compania, 36 C. C. P. A. 
1160, 175 F. 2d 457 for the same reason. Applicant places much emphasis on the 
decision of the Commissioner of Patents in Kentucky Distilleries & Warehouse 
Company v. P. Dempsey & Company, 1907 C. D. 309, 130 O. G. 2373. As pointed 
out in Valpo Company v. Solis, Entrialgo y Compania, supra, differences in facts 
which by themselves might appear minor are sufficient to distinguish such cases and 
the Commissioner’s decision in Kentucky Distilleries & Warehouse Co. v. P. Demp- 
sey & Co., supra, indicates that a number of special circumstances were considered in 
that case. 

The decision of the Examiner of Interferences is affirmed. 


—_—_—_—_—_—_—_——=—————_ 
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FOLEY & COMPANY v. ARMOUR AND COMPANY 
Commissioner of Patents—March 23, 1950 


TRADE-Mark Act oF 1946—REGISTRABILITY—SECTION 2(D) 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 

Under section 2(d) of 1946 Act, question to be decided is whether or not applicant's 
mark so resembles opposer’s mark as to be likely, when applied to applicant’s goods, to cause 
confusion or mistake. 

Fact that mark registered under ten year clause of 1905 Act is surname and would be so 
recognized, held necessarily and properly considered in determining question as to confusing 
similarity. 

TRADE-MArRKS—Marks Not CoNFUSINGLY SIMILAR—PARTICULAR INSTANCES 


e. 


“Folestrin” held not confusingly similar to “Foley” or “Foley’s,” used on similar goods, 
under 1946 Act. 
TRADE-MarkKs—Goops OF THE SAME CLASS—PARTICULAR INSTANCES 
Medicinal products consisting of estrogenic hormone. compositions and cold, cough, lung 
and bronchial medicines, etc., while not identical, held goods of the same class. 
If doubt existed as to dissimilarity of the marks, consideration of the differences of the 
goods to which they are applied would be proper. 
OPpPosITIONS—PLEADING AND PRACTICE—GENERAL 
Examiner’s refusal to consider different mark and registration thereof by opposer for 
similar goods, not set out as one of the grounds of opposition, held correct. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Foley & Company against Armour and Company. 
Opposer appeals from dismissal of notice of opposition. Affirmed. 


McKnight & Comstock, of Chicago, Ill., for Opposer. 
Carl C. Batz, of Chicago, IIl., for Applicant. 


DaNIELs, A. C.: 


This is an appeal by the opposer, Foley & Company, from the decision of the 
Examiner of Trade-Mark Interferences dismissing its notice of opposition to an 
application of Armour and Company, for registration of a trade-mark on the Princi- 
pal Register under the Trade-Mark Act of 1946, for “estrogenic hormone composi- 
tions.” The mark sought to be registered consists of the word “Folestrin.” 

The notice of opposition alleges ownership and prior use of the trade-marks 
“Foley,” registered February 24, 1920, and renewed, No. 129,456 and ‘‘Foley’s,” 
registered January 13, 1920, and renewed, No. 128,697, and of registration thereof 
under the ten-year proviso of the Trade-Mark Act of 1905, for “cold, cough, lung, 
and bronchial medicines, laxatives and cathartics, salves for injuries to and diseases 
of the skin, and toilet creams; colic, diarrhea, bowel, kidney, and bladder medicines, 
vermifuge, and pile-ointments.” Ownership of these registrations has been proven 
and extensive use of the marks on products such as those above stated and the fact 
that large sums spent for advertising thereof has been established. Opposer’s mark 
has been used on the products stated for many years prior to applicant’s use of its 
mark and from.the extent of use the fact that they have attained substantial recogni- 
tion must be accepted. 
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The Examiner of Interferences, in dismissing the notice of opposition, held 
that the marks are dissimilar and that if there were any doubt as to this, the differ- 
ences in the marks considered together with the differences in the products indicate 
that there was no likelihood of confusion. Under Section 2(d) of the Act of 1946, 
the question to be decided would appear to be whether or not the applicant’s mark 
so resembles the opposer’s mark as to be likely, when applied to the applicant’s 
goods, to cause confusion or mistake. “Foley” and “Folestrin” both begin with the 
same letters, but otherwise have no resemblance in sound or appearance and do not 
appear to resemble each other to such an extent as to give rise to likelihood of con- 
fusion. As to meaning, the difference is obvious. “Folestrin” so far as appears is 
an arbitrary term while “Foley” is a well-known surname. That, as found by the 
Examiner of Interferences, “Foley” would be so recognized appears obvious. Op- 
poser criticizes this ruling, arguing that the examiner’s statement that “Foley” or 
“Foley’s” as an “ordinary surname” is improper, since the marks are registered 
under the ten-year proviso and constitute valid technical trade-marks. It is stated 
by the opposer that this constitutes an attack on its registration. I agree that a 
mark so registered and used so extensively over a long period of years must be 
considered as a valid trade-mark entitled to all benefits of the Trade-Mark Act, and 
certainly this cannot be questioned in a proceeding of this kind. This does not mean, 
however, that it would not be recognized by the public as a surname, and considera- 
tion of this in determining similarity or lack of similarity between the marks is 
necessary and proper and does not constitute an attack on the validity or scope of 
opposer’s registration. This difference in meaning, as well as the greater difference 
between the sound and appearance of the marks clearly distinguishes from Sharp & 
Dohme, Incorporated v. Abbott Laboratories, 571 O. G. 520, 64 U. S. P. Q. 248. 

The goods of each of the parties are medicinal products. While the marketing 
methods differ, these are always subject to change and they must be considered to 
come within the same general class of goods. They are, however, not identical, and 
if doubt existed as to dissimilarity of the marks, consideration of the differences 
in the goods to which they are applied would be proper. 

Opposer further appeals from the Examiner of Interferences’ refusal to con- 
sider its registration of a totally different mark for products very similar to those 
of applicant. The examiner correctly found that this mark or the registration 
thereof was not set out as one of the grounds of opposition. Sears, Roebuck and Co. 
v.W. F. Hirschman Co., Inc., 524 O. G. 819, 48 U. S. P. Q. 588; Norma-Hoff- 
man Bearings Corporation v. Edw. H. Hufnagel, 29 C. C. P. A. 732, 123 F. 2d 
648 [31 T. M. R. 115]. In any event, however, both that registration and the use 
claimed were subsequent to applicant’s use. They might indicate some interest on 
opposer’s part in the expansion of its business to include such goods but in view of 
the fact that a different mark was used, the pertinency of such facts, even if pleaded 
is not apparent. 

Accordingly in my opinion the applicant’s mark does not so nearly resemble the 
mark used by opposer as to be likely, when applied to the goods of the applicant, 
to cause confusion or mistake or to deceive purchasers. 

The decision of the Examiner of Interferences is affirmed. 


—_—_—<— iE 
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ABBOTT LABORATORIES v. HOSPITAL LIQUIDS, INC. 
Commissioner of Patents—March 23, 1950 


INTERFERENCES—DEFENSES—ESTOPPEL 
TRADE-MARKS—PLEADING AND PRACTICE—RES JUDICATA 
Abandonment of prior application by junior party, under 1905 Act, for registration of 
same mark, after refusal on ground of descriptiveness, held not res judicata upon which 
senior party may rely, because same issue is not involved in present interference. 
If contention of senior party as to descriptiveness were adopted, it would be necessary 
to refuse its registration of the same mark for the same goods. 
TRADE-MARKS—MARKS Not CONFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Venoset” held not confusingly similar to “Clyset,” used on same goods, under 1946 Act. 


Appeal from Examiner of Interferences. 

Trade-mark interference between Abbott Laboratories and Hospital Liquids, 
Inc. From decision awarding priority to Abbott Laboratories, Hospital Liquids, 
Inc., appeals. Affirmed. 


Edwin Phelps of Chicago, IIl., for Abbott Laboratories. 
McKnight & Comstock of Chicago, Ill., for Hospital Liquids, Inc. 


DANIELS, A. C.: 


This is an interference proceeding involving the application of Abbott Labo- 
ratories, the junior party, filed September 18, 1947, for registration of a trade-mark 
on the Principal Register under the Act of 1946 consisting of the word “Venoset” 
for “sterile disposable venoclysis sets consisting of a rubber tubing connector, plastic 
tubing, and a needle adapter,” and the application of Hospital Liquids, Inc., the 
senior party, filed December 18, 1946, under the Act of 1905, for registration of the 
same mark for “sterile administration sets for use by physicians or in hospitals for 
the parenteral injection of fluids or blood, comprising a sterile dispensing tube, a 
drip member, a length of rubber tubing and a needle adapter.” 

The Examiner of Interferences has ruled that the junior party is entitled to the 
registration for which it has made application and that the senior party is not. 
Hospital Liquids, Inc., the senior party, appeals from this decision. 

Abbott Laboratories’ priority was established and is not questioned. Hospital 
Liquids, Inc., contends, however, that Abbott Laboratories’ abandonment of a 
previous application under the Trade-Mark Act of 1905 for registration of this same 
trade-mark after refusal on the ground of descriptiveness estops it from filing its 
present application or contesting the interference proceeding. 

The proceedings in the prior application do not present the same issue as that 
involved in this contested proceeding, and are not res judicata which can be relied 
upon by Hospital Liquids, Inc. If any estoppel exists it would appear that it is 
one which would preclude Hospital Liquids, Inc., from contending that the applica- 
tion of Abbott Laboratories is barred by descriptiveness while, at the same time, 
attempting to obtain its own registration for the same mark for the same goods. 
It is unnecessary to consider the possibility of such estoppel, but it is noted that if 
this contention of Hospital Liquids, Inc., were adopted, it would be necessary to 





er 
tic 
“ 
en 


Op 


ha 


gr 
th 


g0 


an 
inc 








| 7 


of 
ich 


ict. 


Gs, 


ds, 


bo- 
ark 
et” 
stic 
the 
the 
for 
Ls 


the 
10t. 


ital 
fa 
me 

its 


hat 
lied 
t is 
ica- 
me, 
ods. 
it if 
7 to 


40T.M.R. AUTOGRAPHIC REGISTER v. AUTO-WRAP 323 





refuse its registration on that ground. Hospital Liquids, Inc., also contends that 
the mark sought to be registered by Abbott Laboratories is confusingly similar to 
the trade-mark “Clyset” for these same products registered December 3, 1943 by 
Hospitals Liquids, Inc., under the Trade-Mark Act of 1905, No. 404,630. I agree 
with the conclusion of the Examiner of Interferences that there is no such similarity 
between “‘Venoset” and “Clyset” as to indicate that there is likelihood of confusion 
from their concurrent registration. 
The decision of the Examiner of Trade-Mark Interferences is affirmed. 





AUTOGRAPHIC REGISTER COMPANY v. AUTO-WRAP 
CORPORATION 


Commissioner of Patents—March 27, 1950 


TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Paper bags and merchandise envelopes held goods of the same descriptive properties as 
paper strips, leaves and sheets, in the nature of office supplies, under 1905 Act. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Autowrap” held confusingly similar to “Autosnap,” “Autopack,” and “Autofold,” used 
on similar goods, under 1905 Act. 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
In determining question of confusing similarity, it is proper to consider the significance 
of the marks of the parties. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Autographic Register Company against Auto-Wrap 
Corporation. Opposer appeals from dismissal of notice of opposition. Reversed. 


Johnson & Kline, of Bridgeport, Conn., for opposer. 
Green & Durr, of New York, N. Y., for applicant. 


Murpnuy, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences dismissing the opposition of the Autographic Register Company to the applica- 
tion for registration under the Trade-Mark Act of February 20, 1905 of the mark 
“Autowrap” of the Auto-Wrap Corporation for paper bags and merchandise 
envelopes, and holding that the applicant is entitled to the registration sought. 

No testimony was taken by either party; both parties filed briefs, but only the 
opposer was represented at the oral hearing. 

In its notice of opposition the Autographic Register Company alleged that it 
has been engaged in the sale in interstate commerce for many years of plain litho- 
graphed and printed papers, strips, leaves and sheets and that it is the owner of 
the following registered trade-marks which have been used and applied to the paper 
goods sold by it, all of which are prior to the filing date of the applicant and its 
earliest alleged use: ‘“Autopack,” Autoroll,” “Autofold,” “Autotab,” “Autosnap,” 
and “‘Autoset.” Copies of the trade-mark registrations above mentioned have been 
incorporated in the record and it is noted that each states that the trade-mark is 
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usually applied or fixed directly to the goods or to the packages containing the 
same by engraving, printing or embossing the trade-mark thereupon or by apply- 
ing thereto a label on which the trade-mark is shown. 

It is alleged that the goods in respect to which the applicant is seeking to register 
its alleged trade-mark are goods of the same descriptive properties as the goods 
upon which the opposer has used its aforementioned marks, and that the trade- 
mark sought to be registered so nearly resembles the trade-marks of the opposer 
as to be likely to be mistaken by a purchaser of ordinary intelligence exercising 
ordinary discretion, and is likely to cause confusion or mistake in the mind of the 
public or to deceive customers. It is further alleged that the predominating prefix 
of applicant’s trade-mark and the predominating prefixes of each of the opposer’s 
trade-marks are identical, and the alleged trade-mark of the applicant and the trade- 
marks of the opposer are so similar that members of the purchasing public would be 
likely to be confused. 

The examiner has stated that it is true, the respective goods of the parties are 
both paper products, but has held that this fact alone is insufficient as a basis for 
holding them to be goods of the same descriptive properties, since a great number 
of wholly unrelated articles of commerce are made of paper, and, in the absence of 
evidence establishing that opposer’s sheet, strips and leaves which are in the nature 
of office supplies and the applicant’s bags and merchandise envelopes which appar- 
ently are items of general utility, are so related in any particular that purchasers 
would be likely to ascribe thereto a common source of origin, held that said goods 
possess different descriptive properties within the meaning of the statute. 

Applicant appears to stress the fact that there is no evidence of any kind in the 
record that establishes that paper forms constituting opposer’s goods are goods of 
the same descriptive properties as those of applicant. In the case of Joseph Tetley 
& Co., Inc. v. Bay State Fishing Co., 29 U. S. P. Q. 34, 23 C. C. P. A. 969, 468 
O. G. 278, 1936 C. D. 319, the Court found from the record and without the benefit 
of evidence, as no evidence was taken by either party, that fish in cans has the 
same descriptive properties as tea. This conclusion seemed to be predicated largely 
on the manner in which the respective goods were sold. It is asserted in the instant 
case that applicant’s products are sold by packing jobbers and used in the wrapping 
and packaging departments of stores and that they are not used in the business 
office where records are kept as are the stationery supplies of the opposer ; that the 
products of the opposer are used by different persons and by different departments 
and sold through different sources; and that there is no evidence in the record to 
show that the products are bought, sold or used in common, or connected in any 
means by persons in the trade. Therefore, it is argued there is no reason to sup- 
pose that there is any similarity of the goods. 

The use of billing forms by department stores and other establishments is a 
common practice, as is also the use of packaging supplies such as applicant's, and 
it is not unreasonable to conclude that in many instances both the office supplies and 
the packaging supplies will be offered for sale in the same channels of trade and 
purchased by the same purchasing agent or user, Lever Brothers Co. v. Butler 
Manufacturing Co., 33 U. S. P. Q. 38, 24 C. C. P. A. 1000, and it is believed that 
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confusion might reasonably result in the mind of the purchaser where goods of 
such or similar nature are exhibited for sale side by side. 

In the case of Opposition No. 15,798, decided May 20, 1937, between the Auto- 
graphic Register Company, the present opposer, and Automatic Paper Box Cor- 
poration, the Examiner of Trade-Mark Interferences held that paper board boxes 
were goods of the same descriptive properties as the paper strips, sheets and leaves 
of the opposer herein. It seems to me that the paper bags and merchandise envelopes 
of the applicant herein are even more closely related to the paper strips, sheets, 
etc., of the opposer than paper boxes would be. 

After careful consideration of all of the record now before me, I am convinced 
that the goods of the applicant and of the oppesr possess the same descriptive 
properties ; therefore, the question of whether or not the marks are so closely 
related as to result in confusion in trade must be considered. 

Since the Examiner of Trade-Mark Interferences found that the goods of the 
two parties were not of the same descriptive properties, he did not make any par- 
ticular holding as to whether or not the marks, which are not identical, were con- 
fusingly similar. He merely commented that the mark “Autosnap” was deemed to 
be the most pertinent. 

In the present instance, “Autosnap” and “Autowrap” are believed to be confus- 
ingly similar. Both have the same number of letters and both words have similar 
appearance in that both begin with “Auto” and end in “ap.” Furthermore, both 
words are closely related phonetically as “snap” and “wrap” may be easily confused 
if the person pronouncing them is not careful of his diction. 

It is proper to consider the significance of the words in determining confusion. 
I believe that the words “pack” and “fold” have such an obviously close relation- 
ship to the word “wrap” in connection with packaging operations that further dis- 
cussion on this point is unnecessary. 

Therefore, I believe the word “‘Autowrap” is likely to cause purchasers to be 
confused with the words “Autopack” and “Autofold” when applied to goods hav- 
ing the similarity as that existing herein. 

The decision of the Examiner of Trade-Mark Interferences is reversed. 
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HAUGHTON ELEVATOR COMPANY v. SEEBERGER, Etc. 
Commissioner of Patents—April 3, 1950 


CANCELLATIONS—BASIS OF RELIEF—ABANDONMENT 
The word “Escalator” held to have become recognized by the general public as the name 
for a moving stairway, as the result of registrant’s course of conduct causing the mark to 
lose significance as an indication of origin, and registration thereof cancelled. 
ABANDON MENT—EVIDENCE—GENERAL 
On facts of record, registrant’s course of conduct causing the word “Escalator” to lose 
its significance as an indication of origin held demonstrated by meaning of the word to the 
general public resulting from registrant’s own use of the word as a generic and descriptive 
term in patents, in its advertising addressed to the trade, and in standard safety code pre- 
pared by committee upon which registrant had responsible representatives who made no pro- 
test. 


Appeal from Examiner of Interferences. 

Trade-mark cancellation proceeding by Haughton Elevator Company against 
Charles D. Seeberger (Otis Elevator Company, assignee, substitute). Registrant 
appeals from cancellation of registration. Affirmed. 


Marshall, Marshall & Leonard, Toledo, Ohio, for Petitioner. 
Watson, Bristol, Johnson & Leavenworth, of New York, N. Y., for Respondent. 


Murpuy, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences sustaining the petition of the Haughton Elevator Company to cancel the 
trade-mark “Escalator” Registration No. 34,724, issued May 29, 1900, to Charles 
D. Seeberger, assigned to the Otis Elevator Company, and duly renewed May 29, 
1930; and recommending its cancellation. 

Both parties took testimony, filed briefs, and were represented at the oral hear- 
ing. 

The Examiner of Trade-Mark Interferences sustained the petition for cancel- 
lation and recommended that the registration be cancelled on the ground that the 
term “escalator” has become a descriptive name to both the general public and to 
engineers and architects and that, to them, the term not only does not mean a mov- 
ing stairway made by the respondent but rather means any moving stairway with- 
out reference to the maker thereof. 

He further held “that the respondent not only has not been successful in pre- 
venting the use of the term ‘escalator’ from becoming a common descriptive name, 
but, by its own use thereof as a generic term, has given assent to such use.” 

On careful consideration of the record in this case, it appears, and it does not 
seem to be disputed, that the term “escalator” is recognized by the general public 
as the name for a moving stairway and not the source thereof. It further appears 
that respondent has used the term as a generic descriptive term instead of an indi- 
cation of origin, in a number of patents which have been issued to them and has also 
so used the name in their advertising matter which has appeared in magazines ad- 
dressed to the trade which would be likely prospective customers for such devices. 
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Thus, in the Architectural Forum for March, 1946, Petitioner’s Item 75 herein, ap- 
pears an advertisement beginning as follows : “Otis elevators Otis escalators.” From 
this it is seen that the word “escalators” is used generically or descriptively and 
without any trade-mark significance just as is the word “elevators.” Also, in the 
same magazine for January, 1946, on page 184, thereof, Petitioner’s Item 76, ap- 
pears the advertisement of the Otis Elevator Company with the name “Otis,” in a 
circle, prominently displayed near the middle of the page, beneath which is this 
notation in bold letters “The Meaning of the Otis Trade-Mark.” Beneath this, in 
part, is the following : 


To the millions of daily passengers on the Otis elevators and escalators, the Otis trade- 
mark or name plate means safe, convenient, energy-saving transportation. 

To thousands of building owners and managers, the Otis trade-mark means the utmost 
in safe, efficient, economical elevator and escalator operation. 


It is obvious to me from this advertisement that the trade-mark emphasis is on 
the word “Otis” and its significant mark because here, again, the word “escalator” 
or “escalators” is written in small letters and in the same manner and same context 
as the word “elevator” or “elevators” which obviously has no trade-mark signifi- 
cance. 

It also appears that the Otis Elevator Company had two responsible represent- 
atives on the committee which prepared the “Standard Safety Code for Elevators, 
Dumbwaiters and Escalators,” Petitioner’s Item 64. In this model code, “escalator” 
is defined as a moving inclined continuous stairway or runway used for raising or 
lowering passengers. Throughout, the word “escalator” is used descriptively with- 
out any indication that it designates origin of the type of device under consideration. 
It does not appear that any protest was made by the Otis Elevator Company or their 
representatives on the committee to the generic and descriptive use of the word 
“escalator.” Thus the course of conduct of the respondent was such as to cause 
the mark of “escalator’’ to lose its significance as an indication of origin. 

Upon careful consideration of the record, I am not convinced that the Examiner 
erred in sustaining the petition for cancellation and in recommending that Registra- 
tion No. 34,724 be cancelled. 

The decision of the Examiner of Trade-Mark Interferences is affirmed. 
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SHARP & DOHME, INCORPORATED v. BROOKFIELD LABORA- 
TORIES 


Commissioner of Patents—April 6, 1950 


TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
Prior registrations, just as dictionaries, patents or other indications of common usage, may 
be considered for purpose of indicating meaning of terms. 
In determining question of confusing similarity, marks of the parties must be considered 
in their entireties and descriptive or even disclaimed portions may not be ignored. 
Portions of mark having well recognized descriptive meanings will be given less weight 
in comparing marks. 
TRADE-MARKS—EVIDENCE—COMMON USAGE 
Consideration of prior registrations of marks containing prefixes “Sulfo” and “Sulfa” 
held unnecessary to determine that these syllables are widely used as indicating a group or 
family of drugs. 
Proof as to common usage of “Sulfa” held unnecessary; and it is apparent that “dene” 
and “dine” are common suffixes. 
TRADE-MArKS—Marks Not CoNFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Sulfodene” held not confusingly similar to “Sulfathalidine” and “Sulfasuxidine,’ 
ering the differences in the marks and the goods, under 1946 Act. 
TRADE-MArKS—Goops OF THE SAME CLASS—PARTICULAR INSTANCES 
Medicinal preparation in liquid form for external application in treatment ot eczema of 
mycotic origin in domestic animals, held goods of the same general class as preparations 
useful as bactericides and as antiseptics, etc., under 1946 Act. 
OPpposITIONS—PLEADING AND PRACTICE—MOTION TO STRIKE 
Action of Examiner of Interferences in striking paragraphs of answer held proper on 
ground that they were conclusions as to action of primary examiner, without bearing on ques- 
tion before Examiner of Interferences. 


’ 


consid- 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Sharp & Dohme, Incorporated against Brookfield 
Laboratories. 

Applicant appeals from decision sustaining notice of opposition. Reversed. 


Raymond Underwood and Thomas G. Gillespie, Jr., of Glenolden, Pa., for opposer. 
Soans, Pond & Anderson, of Chicago, IIl., for Applicant. 


DaNIELs, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences sustaining the notice of opposition of Sharp & Dohme, Incorporated, to an 
application of Brookfield Laboratories for registration of a trade-mark for “‘a medici- 
nal preparation in liquid form for external application in the treatment of eczema of 
mycotic origin in domestic animals,” on the Principal Register under the Trade- 
Mark Act of 1946. The mark sought to be registered consists of the word “Sulfo- 
dene.” 

Opposer relies upon its ownership and prior use of its trade-marks “Sulfathali- 
dine,” registered under the Act of 1905, August 8, 1944, registration No. 408,341, 
for “a preparation for internal use effective against ailments of the alimentary tract,” 
and “Sulfasuxidine,” registered under the Act of 1905, March 17, 1942, registration 
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No. 394,111, for “pharmaceutical preparations useful as bactericides and as antisep- 
tics and for the treatment and prevention of infections of the gastro-intestinal tract 
and useful as intestinal antiseptics and for the prevention and treatment of dysen- 
tery, vacillary dysentery, cholera, colitis, typhoid fever, and for the prevention and 
treatment of infection during intestinal and abominal operations.” In the notice of 
opposition it is alleged that the marks of the parties bear such near resemblance as 
to be likely when applied to the goods to cause confusion or deception of purchasers. 

Applicant’s contention that its mark is not confusingly similar to those of the 
opposer is based to a substantial extent upon its contention that “Sulfo” and “Sulfa” 
are commonly used as designating a particular type of medicine or chemical and that 
“dine” is a common suffix used in connection with many similar preparations. In 
this connection it has referred to a number of registrations of trade-marks stated to 
be for similar products as indicating that “Sulfo” and “Sulfa” are widely used as 
indicating a group or family of drugs. The Examiner did not give any substantial 
weight to these prior registrations and he held that applicant could not contend that 
the portions of the mark referred to did not contribute to the capacity of its own 
mark to function as a trade-mark, since they make up the entire mark. He further 
held that in view of the occurrence of these syllables in each of the marks of the 
parties, the use thereof by third parties cannot materially detract from the resem- 
blances of the marks here involved. He did, however, indicate that the prior reg- 
istrations might be considered for the purpose of indicating the meaning of the 
terms specified. I believe that this is correct, just as the use of a term in dic- 
tionaries, patents, or other indications of common usage may be considered. This 
appears to have been in accordance with the ruling of the court in Huntington 
Laboratories, Inc. v. Onyx Oil & Chemical Company, 35 C. C. P. A. 819, 165 F. 
2d 454, and of the District Court for the District of Columbia in Kraft Walker 
Cheese Company, Proprietary Limited v. Kingsland, 75 F. Supp. 105, 75 U.S. P. Q. 
318. See also William R. Warner & Co., Inc. v. Novocol Chemical Mfg. Co., Inc., 
622 O. G. 1274, 81 U. S. P. Q. 169. However, in my opinion, it is unnecessary to 
consider them in this case to determine that “Sulfo” and “Sulfa” are widely used 
as indicating a group or family of drugs. This is demonstrated by chemical dic- 
tionary definitions, definitions appearing in nontechnical dictionaries, and the use of 
such drugs as sulfanilamide, sulfathiazole and sulfapyridine, are matters of common 
knowledge. No proof as to the common usage of “Sulfa” is considered necessary. 
There is more doubt as to any chemical meaning of “dene” and “dine,” but it is ap- 
parent that this is a rather common suffix. The question here involved, however, 
is not the scope or validity of opposer’s registrations, but whether or not the appli- 
cant is entitled to a registration of its mark. For this purpose the marks of the 
parties must be considered in their entireties and descriptive or even disclaimed 
portions thereof may not be ignored. In such comparison portions of a mark having 
well recognized descriptive meanings will be considered but will be given less 
weight since it must be considered that they possess less distinctiveness than other 
portions of the mark. Miles Laboratories, Inc. v. Foley & Company, 32 C. C. P. A. 
714, 144 F. 2d 888 [34 T. M. R. 335]; West Disinfecting Company v. Lan-O-Sheen 
Company, 35 C. C. P. A. 706, 163 F. 2d 566 [37 T. M. R. 657]; Kraft-Walker 
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Cheese Company, Proprietary Limited v. Kingsland, supra. Considered on this 
basis, I cannot agree with the Examiner of Interferences that there is likelihood of 
confusion between the mark for which applicant seeks registration as applied to its 
goods and the marks of opposer. The Examiner has found that the mark of the 
applicant might be a telescoped version of the marks of the opposer, as in the case of 
Thymo Borine Laboratory v. Winthrop Chemical Company, Inc., 33 C. C. P. A. 
1104, 155 F. 2d 402 [36 T. M. R. 204]. In the instant case, as in the case last 
cited and the others referred to in that decision, the applicant’s mark consists of the 
first and last portions of the prior registration but omits a substantial intermediate 
portion thereof. Neither in the case cited, nor in the others referred to therein, is 
the initial portion such a commonly-used term having such an evident meaning as 
that of the applicant here. In the instant case, the goods of the parties would fall 
into the same general class. However, even accepting opposer’s argument that its 
products, or products of the same nature, might be used in the treatment of animals 
as well as humans, there are obvious differences between them. Considering both 
the differences in the marks and in the goods, it is my opinion that the applicant’s 
mark does not so nearly resemble those of opposer’s prior registrations as to be 
likely, when applied to the goods of the applicant, to cause confusion or mistake or 
to deceive purchasers. These conclusions make it unnecessary to consider in detail 
the applicant’s appeal from the action of the Examiner in striking certain paragraphs 
of the answer. It seems sufficient, therefore, to state that I agree with the action 
of the Examiner of Interferences on the ground that the paragraphs were mere 
conclusions as to actions of the Examiner of Trade-Marks having no bearing on the 
question before the Examiner of Interferences. Carrier Corporation v. Hudson 
Motor Car Company, 580 O. G. 513, 67 U. S. P. Q. 122. 
The decision of the Examiner of Interferences is reversed. 





LENNAN LIGHTS, INCORPORATED v. UNITED STATES ELECTRIC 
MFG. CORPORATION 


Commissioner of Patents—April 19, 1950 


CANCELLATIONS—EVIDENCE—PROOF OF USE 

Oral testimony as to actual sales corroborated to some extent by documents, held clear 
and convincing in view of all the circumstances and accepted as establishing priority. 

Oral testimony as to occasional sales by petitioner’s predecessor after he had disposed of 
his rights and agreed to discontinue business, held vague and ambiguous and not acceptable 
to establish continuing sales under mark. 

TRADE-MARKS—ABANDONMENT—GENERAL 
TRADE-M ARKS—ASSIGNMENTS—EFFECT OF LICENSES 

Patent licenses transferring to licensee the goodwill, trade-marks, trade names and trade 
rights, together with a list of customers, and providing that the licensee shall reassign to 
licensor all such goodwill, trade-marks, and trade rights upon termination of the license, held 
to constitute a complete abandonment by licensor and unless use of mark was continued by 
licensee nothing was left to revert to licensor. 

On facts of record, licensee, having made no use of mark assigned, held to have com- 
pleted the abandonment by its action. 
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TRADE-MARKS—ACQUISITION OF RIGHTS—GENERAL CANCELLATIONS—RIGHT TO RELIEF—GEN- 
ERAL 

Petition for cancellation held properly dismissed where, on facts of record, registrant’s 

use of mark began in period between petitioner’s abandonment of practically identical mark 

for identical goods and petitioner’s subsequent resumption of use of previously abandoned 
mark. 


Appeal from Examiner of Interferences. 

Trade-mark cancellation proceeding by Lennan Lights, Incorporated against 
United States Electric Mfg. Corporation. Petitioner appeals from dismissal of 
petition for cancellation. Affirmed. 


Robert W. Fulwider, of Los Angeles, Cal., and Thomas J. Byrne, of New York, 
N. Y., for petitioner. 
Morris Kirschstein, of New York, N. Y., for respondent. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Interferences dismissing 
the petition of Lennan Lights, Inc. for cancellation of trade-mark registration No. 
354,946, issued under the Act of 1905, March 1, 1938 to respondent, United States 
Electric Mfg. Corporation. The mark disclosed by said registration consists of 
the notation “Rubberlite” for use on flashlights. The petition for cancellation al- 
leges petitioner’s ownership and prior use of “Rub-R-Lite” as a trade-mark for 
flashlights and alleges that the applicant was not entitled to the registration at the 
time it made application therefore in view of such prior use. 

Abandonment of its mark by respondent was also alleged, but no proof has been 
offered to any such alleged abandonment, and that question is not raised on this 
appeal. In view of the identity of the goods and practical identity of the marks 
and the fact that the petition is based solely upon such claim of prior use, the only 
question for consideration is that of the dates of the use by the respective parties. 

The respondent contends that it was in fact the prior user. The Examiner of 
Interferences has found that no date of use of the respondent’s mark is established 
prior to September, 1937, the date of first use claimed in its application. It was 
further found that petitioner’s testimony established that its predecessor, Mr. Len- 
nan, had sold flashlights in conection with its mark begining prior to September 23, 
1937 and at least as early as July, 1937. Respondent challenges the sufficiency of 
such proof. It is based almost entirely upon oral statements of Mr. Lennan, the 
petitioner’s predecessor. There are, however, certain orders, letters, orders for 
labels and similar documents which corroborate to some extent the definite state- 
ments of Mr. Lennan that he used the mark as of that date. Since oral testimony, 
if clear and convincing in view of all circumstances may be accepted, I accept the 
examiner’s finding that Mr. Lennan used the mark in connection with flashlights at 
least as early as July, 1937 and continued such use until September, 1937. 

The examiner further found, however, that notwithstanding such prior use the 
petitioner was not entitled to prevail in view of the abandonment of such use of 
the mark by said predecessor. The flashlights then sold were manufactured by 
Mr. Lennan, and he had filed several applications for United States Letters Patent 
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covering such flashlights or features thereof. On March 8, 1937, he entered into a 
license agreement with a large manufacturer of flashlights by the terms of which he 
granted exclusive rights under such applications for patent and further trans- 
ferred to the licensee “the goodwill, trade-marks, trade names, and trade rights” 
owned by him with respect thereto, together with a list of customers. The term of 
such license agreement was to extend from the date thereof until the expiration 
date of any or all United States patents granted on any of the applications specified, 
unless sooner terminated either by default or on notice at the option of the licensee 
after one year from the date of the agreement. The agrement further provided 
that in the event of such termination “the licensee shall reassign to the licensors all 
such goodwill, trade-marks and trade-rights.” It is further provided in said license 
agreement that until the licensee thereunder shall notify the licensors in writing 
that it was ready to commence the manufacture and sale of the flashlights involved, 
the licensor W. N. Lennan was to continue, and he agreed to continue, the manu- 
facture and sale of flashlight cases under the patent rights and under his existing 
trade-marks and trade names, and was to use his best efforts to promote the sales 
thereof. Mr. Lennan reserved the rights to so manufacture and sell these products 
for his own account during that period. This reservation or privilege was to ex- 
tend until notice that the licensee was ready to commence such manufacture, but 
not longer than six months after the date of the agreement (March 8, 1937). No 
definite date of notification that the licensee was ready to commence manufacture 
appears in the record, but the latest date of sale established by reference to any 
order, letter, or other document was in September of 1937 shortly after the expira- 
tion of the six months period. It is clearly the intent of the agreement as found by 
the Examiner of Interferences that Mr. Lennan turn over to the licensee all rights 
to any mark and the entire goodwill of the business relating to these flashlights 
upon the expiration of the six month period in which he reserved the rights to 
continue. 

Thereafter the licensee manufactured flashlights and paid royalties to Mr. Len- 
nan, the petitioner’s predecessor until December, 1940, when it gave notice of its 
intention to terminate the agreement and in view of such notice all rights under 
the agreement terminated three months thereafter. The licensee made no use of 
the notation ““Rub-R-Lite” or any other trade-mark or trade name of petitioner's 
predecessor. There was no provision in the license agreement requiring it to use 
such marks although it was granted the right to do so if it wished. Shortly after 
the granting of the license, the licensee notified petitioner’s predecessor of its in- 
tent to use its own trade-mark (stated by petitioner to be widely known) and it 
is respondent’s contention that this advised said predecessor that no use was to be 
made of the mark here involved. Petitioner contends that notice of the intent to 
use the other trade-mark did not indicate that it would not also continue the good- 
will of the business and make use of the mark here involved, in addition to use of 
the licensee’s other mark. In any event, the licensee made no use of the mark here 
involved. 

It is the petitioner’s contention that the license agreement did not constitute an 
abandonment of the mark but constituted a grant of a right to use to a licensee with 
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full right to reversion. In my opinion, however, the license agreement constituted 
a complete abandonment of use of such mark so far as petitioner’s predecessor, Mr. 
Lennan, was concerned, and unless such use was continued by the licensee nothing 
was left to revert to him. The agreement clearly foreclosed him from any further 
manufacture of the products and required not only assignment of the mark but 
specified that he did “hereby assign” any trade-marks and trade names, and, in 
effect, turned over the entire goodwill of the business. Mr. Lennan actually de- 
voted himself “to other activities” thereafter. It is true that upon termination of 
the license agreement he promptly re-entered the field and used the mark. In the 
meantime, however, respondent’s application had been filed on October 25, 1937, 
after all rights to Lennan had been assigned to his licensee who made no use of the 
mark. Therefore at the time the respondent’s application for the registration sought 
to be cancelled was filed, there is nothing to indicate that Lennan himself had any 
rights in the mark. Macwilliam v. President Suspender Company, 46 App. D. C. 
45,1917 C. D. 179; The Penetrene Corporation v. Plough, Inc., 29 C. C. P. A. 1029, 
128 F. 2d 591 [32 T. M. R. 375]. Accordingly, having abandoned it completely in 
favor of the licensee, who completed such abandonment by its action, nothing was 
left to revert to Lennan on the termination of the license agreement. 

It is, however, contended that Lennan during the period from September 1937 
to March 1941 when he resumed manufacture, continued to make occasional or 
sporadic sales of flashlights which he had on hand. While the examiner accepted 
the statements of Mr. Lennan as to his use during the period from July to Septem- 
ber, 1937, that testimony referred to actual sales, some of which were corroborated 
to some extent by documents. As to the intervening period from 1937 to 1941 
there are only general statements of Mr. Lennan that he made an occasional sale 
to someone who might want one. No customers are named; no records produced ; 
no dates or quantities of sale are specified. Such vague and ambiguous evidence 
cannot be accepted, particularly when by written agreement he had already dis- 
posed of his rights and agreed to discontinue such business. B. R. Baker Company 
v. Lebow Brothers, 32 C. C. P. A. 1206, 150 F. 2d 580. 

In view of the foregoing I agree with the conclusion of the examiner that any 
use of the mark in question by petitioner’s predecessor and any rights thereto, had 
become abandoned prior to respondent’s application for the registration sought to 
be cancelled. 

In view of the foregoing, it is not considered necessary to consider certain other 
points raised by respondent. 

The decision of the Examiner of Interferences is affirmed. 


EE 
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THE PROCTER & GAMBLE COMPANY v. MOORE, etc. 
Commissioner of Patents—April 27, 1950 


OPpPosITIONS—APPLICABLE LAW—PARTICULAR INSTANCES 
1905 Act held applicable to opposition to application pending under that Act. 
OPpposITIONS—BASIS OF RELIEF—GENERAL 

In order to sustain opposition under 1905 Act, it must be shown that the goods of the 

parties possess the same descriptive properties. 
TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—GENERAL 

Likelihood of confusion may be considered in determining whether or not goods of the 

parties possess the same descriptive properties, under 1905 Act. 

Neither fact that both products are related to cleanliness, nor that they may be sold in 
the same establishments, is controlling in determining whether goods possess the same 
descriptive properties, but, on facts of record, these circumstances must be given substantial 
weight. 

TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 

Louse powder for poultry, livestock, and dogs held goods of the same descriptive proper- 
ties as soap, though not competitive in the sense that purchasers would accept one for the 
other. 

TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 

“Duz Mor” held confusingly similar to “Duz,” used on similar goods, under 1905 Act. 

Applicant having taken opposer’s well-known arbitrary mark in its entirety, there is rea- 
sonable likelihood that confusion or mistake as to origin will arise if such marks are applied 
to the goods of the parties. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by The Procter & Gamble Company against Fred H. 
Moore (Hilltop Laboratories, Inc., assignee, substituted). Opposer appeals from 
dismissal of notice of opposition. Reversed. 


Allen & Allen, of Cincinnati, Ohio, for opposer. 
Parry & Miller, of Washington, D. C., for applicant. 


DANIELs, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences dismissing the notice of opposition of the opposer to an application under the 
Trade-Mark Act of 1905, for registration of a trade-mark for “louse powder for 
poultry, livestock, and dogs.” The mark sought to be registered consists of the 
notation “Duz Mor.” The opposer relies upon its ownership and prior use of 
“Duz,” as a trade-mark for soap, alleging that applicant’s mark so nearly resembles 
that mark as to be likely to cause confusion or mistake. It further alleges that the 
goods of the parties possess the same descriptive properties. Opposer’s ownership 
of its mark and of registration thereof under the Trade-Mark Act of 1905 has been 
established, it being shown that the mark has been applied to opposer’s soap product 
for many years and that the product bearing that mark has been sold in extremely 
large quantities and advertised extensively. The opposer also has established its 
use of a collateral phrase “Does More” used in connection with its trade-mark on 
the goods and in advertising. 

The Examiner of Interferences dismissed the notice of opposition without con- 
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sidering the similarity of the marks on the ground that the products of the parties 
“clearly pertain to different classifications of merchandise, and, hence, are goods of 
different descriptive properties within the meaning of the statute.”” Opposer chal- 
lenges this ruling on the ground that the proceeding should be considered under the 
Trade-Mark Act of 1946 and that accordingly no question as to the “descriptive 
properties” of the goods should be considered. In my opinion the Trade-Mark Act 
of 1905 applies to this proceeding since it involves a pending application under that 
Act (Section 47 of the Trade-Mark Act of 1946; Andrew J. McPartland, Inc. v. 
Montgomery Ward & Co., Inc., 35 C. C. P. A. 802, 164 F. 2d 603 [38 T. M. R. 60], 
and accordingly it must be shown that the goods possess the same descriptive prop- 
erties (Meredith Publishing Co. v. O. M. Scott & Sons Co., 24 C. C. P. A. 956, 88 
F. 2d 324). However, likelihood of confusion may be considered in determining 
whether or not products of the parties possess the same descriptive properties in 
accordance with the provisions of the Trade-Mark Act of 1905. Three in One Oil 
Co. v. St. Louis Rubber Cement Co., 24 C. C. P. A. 828, 87 F. 2d 479; Yale Electric 
Corporation v. Robertson, 26 F. 2d 972. 

The opposer took testimony purporting to establish the similarity of these goods. 
No testimony was taken by the applicant and accordingly its goods may be con- 
sidered only as described in its application, that is, “louse powder for poultry, live- 
stock, and dogs.” Opposer’s testimony established that its product is used for a 
wide variety of cleaning purposes. While it is stated that it is adapted for use in 
washing animals, such as dogs, and certain letters from customers indicate that it 
has been at times used for that purpose, it is not advertised or recommended for that 
purpose and such use in a few instances is “obviously a fugitive one,” in view of 
the large quantities of the product sold by opposer (The Procter & Gamble Com- 
pany v. Sweets Laboratories, Inc., 30 C. C. P. A. 1294, 137 F. 2d 365 [33 T. M. R. 
416]. The removal of lice, while going beyond mere washing, is closely associated 
with cleanliness and sanitation, as is soap. It was further established that at least 
in some marketing areas each of the products is sold in the same establishment and 
that each would on many occasions be purchased by the same customers. Neither 
the fact that both products are related to cleanliness nor that they may be sold in 
the same establishments is controlling. Nevertheless, accompanied by the other 
circumstances of the case they must be given substantial weight. 

It seems clear from the testimony as well as from the normal meaning which 
would be given to the description of applicant’s product that no one would confuse 
louse powder and soap in the sense of accepting one for the other and to that extent 
they are not competitive. As was stated by the Court in C. E. Langfield v. Solvit- 
All Corporations, 18 C. C. P. A. 1313, 49 F. 2d 480 [21 T. M. R. 264], in consider- 
ing solvents for cleaning, disinfecting and deodorizing toilet bowls on the one hand, 
and a dry cleaning preparation for cleaning garments, draperies, fabrics, etc., on 
the other : 


They are both used for cleaning purposes by the general public, are sold in the same 
stores, and, although a purchaser would not confuse the two products, confusion as to their 
origin would probably result should the parties use their trade-marks concurrently. 

We are of opinion, therefore, that the goods are of the same general class and possess 
the same descriptive properties .... 
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See also Lever Brothers Company v. The Sitroux Company, Inc., 27 C. C. P. A, 
858, 109 F. 2d 445 [30 T. M. R. 84]. The Procter & Gamble Company v. J. L. 
Prescott Company, 18 C. C. P. A. 1433, 49 F. 2d 959 [21 T. M. R. 314]; Barton 
Mfg. Co. v. Hercules Powder Co., 24 C. C. P. A. 982, 88 F. 2d 708 [27 T. M. R, 
220]. The goods of the parties here involved appear to resemble each other as 
closely as those involved in the foregoing cases. In Lever Brothers Company y, 
The Sitroux Company, Inc., supra, the court warned against regarding any case as 
controlling in matters of this kind stating [30 T. M. R. 84]: 


. . there is rarely any decision of any court that is sufficiently analogous to be 
absolutely controlling. ... Where the circumstances in a decided case differ, even only 
to a slight degree, from those in a case to be decided, it is often difficult to determine 
just what effect those differences should be given. 


The cases above cited, appear, however, to be more nearly applicable to the 
question here involved than those cited by the applicant. The products involved in 
The Procter & Gamble Company v. Sweets Laboratories, Inc., supra, in my opinion, 
differ to a greater extent than do the products here involved. While this may not 
be true of Standard Laboratories, Inc. v. Procter & Gamble Co., 35 C. C. P. A. 1146, 
167 F. 2d 1022 [38 T. M. R. 768], in that case the opposer presented no evidence 
and the court’s comments relate to a substantial extent to the failure to establish 
similarity. In both of the cases last cited, and relied on by applicant, the marks also 
differed at least to some extent. 

Not only have the courts adopted a liberal view as to the breadth of the term 
“same descriptive properties” as applied to cleaning materials, but this same con- 
clusion has been reached in matters involving insecticides. In Vick Chemical Com- 
pany v. Central City Chemical Company, 22 C. C. P. A. 996, 75 F. 2d 517 [25 
T. M. R. 179], the court, while approving the dismissal of the opposition in view 
of the cumulative dissimilarities of the marks and goods, specifically held that insecti- 
cides and medicated salve, nose and throat drops, etc., possessed the same descriptive 
properties. In Ford Motor Company v. Ford Insecticide Corporation, District 
Court, E. D. Michigan, 72 U. S. P. QO. 355, 356, the court said: 


Both the United States Patent Office and practically all federal courts now recognize 
that the goods of parties litigant do not have to be of the identical descriptive properties 
before a trespasser can be prevented from using a long-established and well-known trade- 
mark. This because the courts recognize that the general public must be protected from 
deception and confusion. 


While that case did not pass upon the phrase “same descriptive properties” the 
defendant was restrained from using its mark upon insecticides in view of plaintiff's 
prior use on fertilizers. 

In view of the foregoing it is my opinion that the goods of the parties possess 
the same descriptive properties. In reaching this conclusion the fact that opposer’s 
mark has been used on extremely large quantities of goods and has been widely 
advertised so that it has attained wide public recognition has been considered. This 
is considered proper in a case involving any doubt as to the descriptive properties 
of the goods, and particularly where, as here, no facts have been submitted by the 
applicant to contradict the opposer’s proof, or to establish any differentiation be- 
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tween the goods. In Lever Brothers Company v. The Sitroux Company, Inc., 
supra, the court said [38 T. M. R. 768]: 


A consideration that we think is important is present in the case at bar and involves 
the fact that there is always more likelihood of confusion relative to the sale of goods 
where all of a trade-mark is taken and appropriated by another, if such trade-mark is 
arbirtrary and fanciful in character. After much advertising, that character of mark 
seems to more definitely indicate the origin of its user’s goods than a mark which consists 
of a word in common, ordinary use... . 


See also Three in One Oil Co. v. St. Louis Rubber Cement Co., supra. 

In this case as in Lever Brothers Company v. The Sitroux Company, Inc., supra, 
the applicant’s mark is arbitrary, has been advertised on a most substantial scale and 
attained wide public recognition. That the marks are similar can hardly be ques- 
tioned. Lever Brothers Company v. The Sitroux Company, Inc., supra. In view 
of the foregoing it is my opinion that the opposer has established ownership of its 
mark, that the goods possess broadly the same descriptive properties, that the appli- 
cant has taken opposer’s well-known mark in its entirety, and that in view of the 
circumstances presented, there is reasonable likelihood that confusion or mistake 
will arise between such marks as applied to these products. 

The decision of the Examiner of Trade-Mark Interferences is reversed. 


HERSHEY CHOCOLATE CORPORATION v. YORKANA CIGAR CO. 
Examiner of Interferences—April 3, 1950 


TrRADE-MARK Act OF 1946—REGISTRABILITY—SECTION 2(f) 
OprosITIONS—Proor oF UsE—GENERAL 

Applicant having taken no testimony, held restricted to its filing dates and to have failed 
to prove substantially exclusive and continuous use in commerce for five years next preceding 
filing dates of its applications. 

On facts of record, opposer held to have established priority of use of “Hershey” and 
“Hershey’s” on chocolate and chocolate products but not to have sold any tobacco products, 
and whether opposer has right to enter tobacco field held questionable in view of transfer 
of non-chocolate activities of opposer’s predecessor to third party. 

TRADE-MarK Act or 1946—LIKELIHOOoD OF CONFUSION—GENERAL TRADE-MARKS—CONFUSING 
SIMILARITY—PARTICULAR INSTANCES 

Use of “Hershey” on cigars, cigarettes, cheroots, smoking and chewing tobacco, held 
likely to cause confusion of purchasers of opposer’s chocolate products sold under same mark 
through same dealers to same class of purchasers. 

OpposITIONS—EFFECT OF Prior DEcISIONS—GENERAL 

Except as to statements of law, prior decisions held to have little bearing on issues pre- 
sented in trade-mark opposition cases because of differences in facts. Pittsburgh Brewing 
Co. v. Ruben, 3 F. 2d 342 and Beech-Nut Packing Co. v. Lorillard Co., 273 U. S. 629, dis- 
tinguished. 

OrrosITIONS—DEFENSES—EFFECT OF THIRD Party Uses 

Third party use of a trade-mark or trade name held generally not a defense in opposition 
proceedings. 

If confusion exists in mind of public because of registration or use of marks confusingly 
similar to opposer’s, applicant should not be permited to add to confusion. 

On facts of record, held that use of “Hershey” by concerns in bakery and ice cream field, 
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established by persons bearing the name of “Hershey,” does not cause confusion; and that 
applicant’s primary motive in adopting the mark “Hershey” was to take advantage of op- 
poser’s reputation. 

TRADE-Mark Act or 1946—Use By RELATED ComMpANY—SECTION 5 


OPposITIONS—ProoF OF DAMAGE—GENERAL 

Section 5 of 1946 Act held inapplicable because opposer is not involved in this proceeding 
as a “registrant” or “applicant.” 

Opposer held to have failed to prove that it legitimately controls or is controlled by Her- 
shey Estates in respect to the nature and quality of its goods; and opposer held to have failed 
to plead or prove that damage to Hershey Estates would be damage to opposer. 

Opposer held to have failed to sustain cause of action under Section 5 of the 1946 Act, 
where only connection shown between opposer and Hershey Estates is that both succeeded to 
different activities of Hershey Chocolate Company and controlling stock interest in both js 
held by fourth corporation not a party to this proceeding. 

OPpPposITIONS—PLEADING AND PRAcCTICE—GENERAL 
Opposer held not entitled to rely upon registration not pleaded but introduced in evidence. 


Trade-mark opposition by Hershey Chocolate Corporation against Yorkana 
Cigar Company. Notice of opposition sustained and applicant adjudged not en- 
titled to registration under Section 2(f) of 1946 Act. 


John D. Myers, of Philadelphia, Pa., for opposer. 
Mason, Fenwick & Lawrence, of Washington, D. C., for applicant. 


SAKIs, Examiner of Interferences: 


This is an opposition proceeding under the Act of 1946 in which only opposer 
has filed testimony, and both parties have filed briefs and were represented at the 
hearing. 

In both applications of applicant the mark disclosed consists of the word “Her- 
shey” in script, the mark of application No. 508,948 being that word alone, whereas 
the mark of application No. 508,949 discloses that word on a background of over- 
lapping circular figures. Both marks are used for cigars, cigarettes, cheroots, smok- 
ing tobacco and chewing tobacco. 

Both applications were filed under the Act of 1905. Upon refusal of registra- 
tion of this mark under that Act “‘on the ground that it is a surname not distinctively 
displayed,” the applications were converted to applications for registration under 
the Act of 1946 and were amended to bring them under Section 2(f) of that Act, 
applicant alleging in a sworn declaration filed in each application, that the mark 
“thas been in substantially exclusive and continuous use in commerce—for the period 
of five years next preceding the filing of this application.” 

The opposer’s right of action is predicated upon general allegations of confusion 
in trade and unfair competition. More specifically, the two main points relied upon 
by opposer are as follows: 

1. In view of Opposer’s long used, nationally known and famous trade-marks “Her- 
shey” and “Hershey’s,” (on chocolate and chocolate products, parenthesis added), Ap- 
plicant’s alleged trade-mark “Hershey” when applied to its cigars and other tobacco prod- 
ucts would be likely to cause confusion or mistake or to deceive purchasers, and Op- 


poser would be damaged by the registration thereof. 
2. In view of the use of the mark “Hershey” on cigars by Opposer’s affiliated com- 
pany, Hershey Estates, the mark “Hershey” has not and could not become distinctive of 
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Applicant’s tobacco products and is not registrable to Applicant under the provisions of 
Section 2(f) of the Trade-Mark Act of 1946. 


As a statutory ground of opposition, the opposer relies upon Sections 2(d) and 
5 of the Act of 1946. 

Applicant having taken no testimony, is restricted to its record date. Hence its 
allegation that its two marks have been in substantially exclusive and continuous 
use in commerce for the period of five years next preceding the filing of its re- 
spective applications and which is challenged by the opposer, is deemed not proven. 

The opposer’s priority of use of the marks “Hershey” and “Hershey’s” on 
chocolate and chocolate products is not disputed by applicant and is deemed estab- 
lished by the evidence. 

Opposer has not sold any tobacco products nor is there anything in the record 
showing any intention or contemplation on its part to enter the tobacco business. 
In fact, it may be questionable whether opposer has the right to enter the tobacco 
field, in view of the fact that according to the proofs, in 1927 two new corporations 
were organized, opposer and the Hershey Estates, and their predecessor the Her- 
shey Chocolate Company then sold only its chocolate activities to opposer and sold 
its non-chocolate activities to Hershey Estates. It appears that the non-chocolate 
activities of the Hershey Estates includes the sale of cigars. What the specific 
arrangement was in this transfer of the business of the predecessor to the two said 
corporations, is not clear from the record, but there is an implication of exclusive- 
ness of the two corporations in their respective fields of chocolate and non-chocolate 
activities. Nevertheless, in the opinion of the examiner, the opposer should pre- 
vail in this proceeding on the grounds alleged in its said main point 1, and in view 
of Section 2(d) of the Act, for the reasons given below. 

The opposer has proven the following facts: Its products have the reputation 
of being of the highest quality and are known, distributed, and sold throughout the 
United States and abroad under the trade-marks ‘“‘Hershey” and “Hershey’s.” Its 
products are handled in the United States by over nine thousand five hundred deal- 
ers and sold to the public in the United States by over one million retail outlets. 
Shipments of these products amount to more than ten thousand carloads per annum, 
valued at more than one hundred million dollars. These products are sold to the 
public in drugstores, grocery stores, cigar stores, gasoline stations, roadside stands, 
subways and railroad stations, places of amusement, theaters, soda fountains, news 
stands, on trains, and at football games and other gatherings. These products are 
usually displayed and sold to the public together with other brands of confectionery, 
and as a rule are displayed and sold side by side with tobacco products. According 
to one witness, “. . . . on trains, particularly, you have the so-called hawkers, 
carrying tobacco, carrying confectionery and chocolate products, out of a basket.” 
Also in “ . arenas and sports activities these things are given to the vendor 
in the basket which contains candies, Hershey and other similar items, and con- 
tains cigars and cigarettes.” As a rule, the same dealers who carry the products 
of opposer, also deal in tobacco products, and in the various retail outlets the same 
persons sell both opposer’s products and tobacco products. The same class of peo- 
ple who purchase opposer’s chocolate products, purchase also tobacco products, and 
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“generally, when a person goes in—or very often—and buys any tobacco products 
they will also buy candy products.” Opposer’s products and tobacco products are 
usually purchased for the same purpose—in the language of the witnesses— “as 
stimulants or refreshers,” “as a lift,” “both provide the so-called ‘pick-up’ and are 
used by various people for that purpose.” 

The witness Alesker, who is general manager of various corporations having a 
large number of retail outlets of opposer’s products and of tobacco products, and 
who had also experience as a vender, gave among others, the following example 
of a likelihood of confusion : 


Q. 80. Would the sale by hawkers from the same baskets with Hershey chocolate 
bars of a Hershey brand of tobacco products, such as cigars and cigarettes, be likely to 
cause confusion or mistake or to deceive purchasers ? 

A. I believe it would deceive a customer to an extent, because the customer doesn’t 
stop to analyze when the hawker is selling, and when the product is being sold by the same 
person, with the same trade-mark, it would naturally lead to belief that it is manufactured 
by the same people. 


Applicant cites the following cases in support of its contention that the goods 
specified in its applications are not related to opposer’s products: Pittsburgh Brew- 
ing Co., et alv. R. Ruben 1923 C. D. 83, 3 F(2) 342; 317 O. G. 4; 1923 App. D. C,, 
wherein it was held that applicant’s cigars, stogies, snuff, chewing, smoking and 
leaf tobaccos, were not the same nor deceptively similar to opposer’s goods, namely 
near beer, soft drinks, and ice cream and that, therefore, there was no likelihood 
of confusion if the mark “Tech” were concurrently applied by both parties to their 
respective goods. Beech-Nut Packing Co. v. Lorillard Co., 287 F. 271; 299 F. 834; 
7 Fed. (2d) 967 ; 273 U. S. 629; 712 Ed. 810, 1927 C. D. 237, wherein petitioner 
sought an injunction against the use of the mark “Beechnut” by the defendant in 
connection with chewing tobacco and cigarettes in view of the use by the petitioner 
of the mark “Beech-Nut” on ham, bacon and many other food articles “‘so diverse 
as chewing gum, peanut butter, and ginger ale.’ Applicant has quoted extensively 
in its brief from these two cases, and there can be no denying that the language 
quoted is in point. However, in the opinion of the examiner, the decisions in 
those two cases are not controlling here, because of material differences in the facts 
of those cases from the facts of this case. As stated by the U. S. Court of Customs 
and Patent Appeals in Celanese Corporation of America v. E. I. Du Pont de Nem- 
ours & Co.,69 U.S. P. Q. 101, 103, 33 C. C. P. A. 948, 154 F. (2d) 146: 


It has been frequently stated in effect, that “Prior decisions, except as to statements of 
law, have but little bearing on the issues presented in trade-mark opposition cases, be- 
cause of differences in facts.” See Lactona, Inc. v. Lever Brothers Company, 32 C. C. 
P. A. (Patents) 704, 144 F. 2d 891, 63 U. S. P. Q. 62; International Vitamin Corpora- 
tion v. Winthrop Chemical Co., Inc., 32 C. C. P. A. (Patents) 899, 147 F. 2d 1016, 64 
U. S. P. Q. 574.: 


In the Pittsburgh Brewing Co., et al. v. Ruben case, the applicant was not seek- 
ing to take advantage of the reputation of the opposers, but was adopting the trade- 
mark “Tech” to take advantage of the popularity of the Carnegie Institute of Tech- 
nology which the Court stated “is frequently referred to in common parlance as the 
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Tech . . .,” and opposers had adopted the mark “Tech” for the very same pur- 
pose. Moreover, the question in that case was whether the respective goods were 
of the same descriptive properties under the 1905 Act, whereas in the Act of 1946 
the test of the same descriptive properties was omitted and the criteria of likelihood 
of confusion were broadened. 

Likewise in the Beech-Nut Packing Co. v. Lorillard Co. case, which was a pro- 
ceeding in equity charging infringement of a registered trade-mark and unfair 
competition, the Court obviously was of the opinion that the defendant, the Loril- 
lard Company, was not seeking to trade upon the reputation of the plaintiff. The 
Supreme Court there said: 


The Lorillard Company is at least as well known to those who do not despise tobacco 
as the Beech-Nut Company is to its refined customers. . . . 


Under the facts of the instant case, on the other hand, the conclusion is inescap- 
able that the primary motive of applicant in adopting the mark “Hershey” was to 
take advantage of the reputation of opposer. No explanation has been given by 
applicant as to why it adopted this mark. No one connected with applicant’s busi- 
ness bears the name of “Hershey” nor is the locality in which applicant has its busi- 
ness known by that name. On the question of likelihood of confusion in trade un- 
der situations similar to that of this case see the following cases: Yale Electric Corp. 
v. Robertson, et al. 21 F. (2d) 467, 26 F. (2d) 972, wherein it was held that there 
would be likelihood of confusion if the mark “Yale” were used on flashlights and 
batteries by appellant in view of the well-known use of the same mark on locks 
and keys by appellee. Waterman Co. v. Gordon, 72 F. (2d) 272, wherein it was 
held that there was likelihood of confusion in the origin of the goods, if plaintiff’s 
well-known mark “‘Waterman’s” used for fountain pens were permitted to be used 
by defendant on razors. 

Applicant calls attention to the fact that the name “Hershey” is not used exclu- 
sively by opposer, but it is also used by the J. S. Hershey Baking Co., of York, Pa., 
selling bakery products and by the Hershey Creamery Company selling ice cream, 
and that moreover, it is a common name found in the telephone directory of cer- 
tain large cities. The record shows that both the J. S. Hershey Baking Co. and 
the Hershey Creamery Company were established by persons bearing the name of 
“Hershey,” that the products of the former are marked with the full name of J. S. 
Hershey Baking Company and that, on the other hand, confusion does result by 
reason of the fact that the Hershey Creamery Company sells its ice cream under the 
name of ““Hershey’s.” (Record 304.) Moreover, third party use of a trade-mark 
or trade name is generally not a defense in a proceeding such as this. Hygienic 
Products Co. v. Huntington Laboratories, Inc., 31 C. C. P. A. 773, 139 F. (2d) 508, 
60 U. S. P. Q. 205; Carrier Corp. v. Hudson Motor Car Co., 67 U.S. P. Q. 122; 
Atlantic Seafood Packers v. Florida Fruit Canners, Inc., 77 U. S. P. Q. 96, 35 C. C. 


P. A. 985. In the last cited case the Court said: 
If confusion exists in mind of public because of registration or use of marks confus- 


ingly similar to opposer’s, we should not allow applicant to add to confusion by permitting 
registration of marks which are confusingly similar to those of appellee. 
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As to the name “Hershey” being a common name, see Swift & Co. v. Swift 
Food Distributing Corp., 22 T. M. R. 13 and Swift & Co. v. Ray Sales Co., 29 
U.S. P. Q. 122; 13 F. S. 340, 25 T. M. R. 643, in which the use of the trade name 
“Swift” by persons not bearing that name was involved. The telephone directories 
relied upon by applicant to show that the name “Hershey” is a common name, show 
the name “‘Swift” to be even more common. Moreover, the word “swift” is a dic- 
tionary word. Yet the Court in those two cases did not hesitate to issue an injunc- 
tion when it appeared that the mark was adopted by the defendant to take advantage 
of the high reputation established by Swift & Company. It should be noted also 
that the name “Waterman” involved in Waterman Co. v. Gordon, supra, is also a 
relatively common name. 

With respect to said “main point 2,” upon which opposer relies, it has been 
proven that the Hershey Estates sold cigars under various marks which included 
the word “Hershey,” prior to any use of the word “Hershey” by applicant on its 
goods. The sale of cigars under its said marks by Hershey Estates was discon- 
tinued during the last war due to inability to procure their manufacture as a result 
of shortage of Sumatra tobacco and the shortage of labor. Hershey Estates con- 
tinued, however, to sell cigars of others, and its president, Mr. Ziegler, testified 
that there was no intention on the part of Hershey Estates to abandon the use of 
these marks on cigars and that it intended to resume the sale of such cigars “as 
soon as” the manufacturers “could supply us with the cigars.” Resumption of sale 
of such cigars, however, did not commence until after the institution of this pro- 
ceeding. Applicant contends that Hershey Estates did abandon the said marks 
used on its cigars and that such abandonment was effective at the time applicant 
adopted its own marks for the goods specified in its application. It is unnecessary 
to decide the question of abandonment in this proceeding, for the reason that Her- 
shey Estates is not a party to the proceeding. Section 5 of the Act is not applicable 
here, because that section provides that the use by a related company “shall inure 
to the benefit of a registrant or applicant for registration,” and opposer is not in- 
volved in this proceeding as a “registrant” or ‘‘applicant.”” Opposer’s Registra- 
tion No. 54,041 was not pleaded, and although in evidence, cannot be relied upon. 
Kraft Cheese Co. v. The Fisher Dairy and Cheese Co., 70 U.S. P. Q. 544. More- 
over, the Act defines “Related Company” as “any person who legitimately controls 
or is controlled by the registrant or applicant for registration in respect to the na- 
ture and quality of the goods or services in connection with which the mark is used.” 

Opposer in this proceeding has not proven that it so controls or is controlled by 
the Hershey Estates, nor has it proven or pleaded that damage to Hershey Estates 
would be damage to opposer. In this connection see The Oxweld Railroad Service 
Company v. Eutectic Welding Alloys Corp., 83 U. S. P. Q. 254. In that case it 
was held that the opposition could not be maintained by a subsidiary under Section 
5 of the Act of 1946 where the pleadings alleged damage not to it, but to the parent 
corporation. The Commissioner there said: 

Any other construction would be contrary to the ordinary rule as to bringing of pro- 


ceedings by the real party in interest and as to subjecting defending parties to a multi- 
plicity of actions. 
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The only connection between opposer and Hershey Estates proven is that both 
are successors to the Hershey Chocolate Company, but in different activities and 
that the entire stock of Hershey Estates and the controlling interest in the stock of 
opposer (whose stock is registered on the N. Y. Stock Exchange), is held by still 
another corporation, as trustee for the Hershey Industrial School. The said trus- 
tee, likewise, is not a party to this proceeding. It is the opinion of the examiner, 
therefore, that on the grounds set forth in opposer’s said “main point 2” and with 
respect to Section 5 of the Act, opposer has not made a case. 

For the reasons given above, the notice of opposition is hereby sustained, and 
it is further adjudged that the applicant is not entitled to the registration for which 
it has made application. 

Limit of appeal: May 3, 1950. 





THE COCA-COLA COMPANY v. RODRIGUEZ FLAVORING SYRUPS, 
INC., ETC. 


Examiner of Interferences—April 7, 1950 


OpposITIONS—BASIS OF RELIEF—GENERAL 

In opposition proceeding, where opposer has priority, whether or not opposer’s mark 

has been properly registered or is subject to registration under any Act is immaterial. 
CANCELLATIONS—BASIS OF RELIEF—PROOF OF DAMAGE 

Since validity of opposer’s registration is immaterial in opposition, held that opposer’s 
reliance upon its registrations has no bearing upon question whether applicant is entitled 
to relief sought in counterclaims for cancellation. 

Counterclaims may not be entertained unless they are sufficient to constitute independent 
causes of action under the statute. 

Applicant for cancellation must show some special interest in subject matter of registra- 
tions under attack other than any which he might possess in common with other members 
of the general public. 

CANCELLATIONS—PLEADING AND PracTicE—MorIions To DiIsMIss 
CANCELLATIONS—PROOF OF DAMAGE—PARTICULAR INSTANCES 

Motion to dismiss counterclaims for cancellation of registrations of “Coca-Cola” by sub- 
sequent user of “Mavis Cola” granted on following grounds: 

(1) Though applicant may be entitled to use the word “Cola,” as part of mark, it has no 
right to use “Coca” on product not containing coca derivatives and has no right to use com- 
bination term including either, which is colorable imitation of opposer’s mark “Coca-Cola.” 

(2) The alleged grounds for cancellation referred to under (f), (h), (j) and (k) held 
irrelevant. 

(3) Assignment and licenses involved held to warrant no inference that opposer has 
parted with its proprietary rights in its mark. 

(4) Alleged grounds for cancellation designed as foundation for charge of fraud or 
deception in connection with opposer’s use or registration of its mark held matters of public 
concern which cannot involve private right of action. 


Trade-mark opposition by The Coca-Cola Company against Rodriguez Flavor- 
ing Syrups, Inc. (The Mavis Corporation, assignee, substituted), in which applicant 
counterclaims for cancellation of opposer’s registrations. Counterclaims dismissed. 


BaILey, Examiner of Interferences: 


This case comes up on motions filed January 18, 1950, by the opposer to dis- 
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miss the applicant’s counterclaims for cancellation and to strike portions of the 
counterclaims and answers. Both parties have filed briefs thereon. 

The applicant’s application, which is pending under the Act of 1905, discloses 
the notation “Mavis Cola,” reproduced in script in association with the word 
“Mix,” for use upon syrups, concentrates, and extracts for non-alcoholic maltless 
beverages in the nature of soft drinks. The word “Cola” and “Mix” contained in 
this mark have been disclaimed. 

As grounds of opposition, it is alleged that the applicant’s mark is appropriated 
to the same classification of goods and bears such near resemblance to the opposer's 
previously adopted mark “Coca-Cola” as to be likely to cause confusion in trade. 
The opposer has pleaded ownership of four registrations for its mark, namely, No. 
22,406, issued in 1893 under the Act of 1881, No. 47,189 issued in 1905 under the 
10-year proviso of the Act of 1905, and Nos. 238,145 and 238,146 issued in 1928 
under the general provisions of the Act of 1905. The goods described in these reg- 
istrations comprise non-alcoholic beverages and/or syrups for making the same. 

The applicant, in addition to denying that the marks of the parties bear such 
near resemblance as to be likely to cause confusion, has pleaded a number of af- 
firmative defenses, and by separate counterclaims has applied for cancellation of 
each of the above identified registrations, as well as another Registration No. 
229,380 owned by the opposer. The latter registration covers the same mark and 
classification of goods as the others, and issued in 1927 under the general provisions 
of the Act of 1905. 

As grounds for cancellation, the applicant alleges in its counterclaims that the 
opposer’s mark in its entirety is merely descriptive of products of the kind here 
involved, the term “Coca” thereof having reference to an extract of coca, and “Cola,” 
to an extract of cola; (a) that the opposer’s registrations Nos. 229,380, 238,145 
and 238,146 under the general provisions of the Act of 1905 are invalid, since that 
Act does not admit of registration of descriptive terms except under the 10-year 
proviso thereof; (b) that the aforesaid registration No. 22,406 is similarly invalid 
in that the Act of 1881 under which it issued contains no provision for the registra- 
tion of descriptive terms; and (c) that Registration No. 47,189 was improperly 
granted for the reason that the registrant lacked exclusive use thereof as a trade- 
mark during the critical 10-year period. Registration No. 22,406 further has been 
challenged for the asserted reason (d) that the registrant neither at the time of 
its application therefor nor for many years subsequent thereto made use of “Coca- 
Cola” upon any beverage, and Registration No. 47,189, on the additional ground 
(e) that the registrant, in applying therefor, knew as a matter of fact that it had not 
had exclusive use of the mark during said 10-year period. All of these registrations 
of the opposer also have been generally attacked in the counterclaims upon the 
purported grounds contained in paragraphs 83 to 95, 98, and 100 to 121 of the first 
counterclaim and incorporated by reference in the others. Briefly stated, these 
appear to be, in substance, (f) that the opposer’s mark passed into the public domain 
in 1915 because of the expiration of a copyright registration obtained by a predeces- 
sor of opposer for a label containing its mark; (g) that the opposer and its predeces- 
sors from titae to.time “have assigned to and licensed others to use the name 





ne 
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‘Coca-Cola’ on beverages or sirups for making beverages without any assignment 
or transfer of the good will of the business in connection therewith”; (h) that the 
opposer or its predecessors have (improperly) obtained three successive design 
patents for substantially the same design of bottle used in marketing its goods; 
(i) that the opposer’s goods contain no substantial quantity of either coca or cola 
extracts or derivatives; (j) that the opposer now uses the word “Coke” on its 
goods, although the term refers to an ingredient once present but no longer con- 
tained therein ; and (k) that the opposer uses its mark without displaying therewith 
a registration notice. 

Referring to the motion to dismiss, the applicant seems to have assumed, in 
effect, that the opposer’s reliance upon its registered mark in this case in and of itself 
js injurious to the applicant, and that should the opposer’s registrations be invalid 
for any of the reasons averred in the counterclaims, they should forthwith be can- 
celled regardless of any interest which the applicant might possess in the subject 
matter thereof. It is conceded, however, that the opposer, through its predecessors, 
has made use of its mark upon the specified goods since prior to the earliest date of 
use claimed by the applicant. Insofar as the merits of the notice of opposition may 
be concerned, therefore, it is immaterial here whether or not the opposer’s mark 
has been properly registered or is now subject to registration under any Act. Cali- 
fornia Piece Dye Works v. California Hand Prints, Inc., 602 O. G. 6, 159 F. 2d 
871, C. C. P. A.; The United States Time Corp. v. Medicated Products, 82 
U.S. P. QO. 441; Speed Products Co., Inc. v. Tinnerman Products, Inc., (C. C. A. 
4th Cir.) 83 U. S. P. QO. 490. Consequently, the opposer’s reliance upon its reg- 
istration of “Coca-Cola” herein, has no bearing upon the question whether the ap- 
plicant is entitled to the relief requested in its counterclaims, which hence may not 
be entertained unless they are sufficient in themselves independently to constitute 
good causes of action under the statute. The Goheen Corp. v. The White Co., 541 
O. G. 241, 126 F. 2d 481, C. C. P. A.; The United States Time Corporation v. 
Medicated Products Co., supra; New England Glass Works, Inc. v. Untermeyer, 
Robbins & Co., 74 U. S. P. Q. 137; Polaroid Corp. v. Sun Glass Industries, 67 
v.35. P.O. 2D. 

For the purpose of establishing probable injury or damage within the contempla- 
tion of Section 13 of the Act of 1905 or the corresponding Section 14 of the Act of 
1946, governing cancellation proceedings, an applicant for cancellation must show 
some special interest in the subject matter of the registration under attack other than 
any which he might possess merely in common with other members of the general 
public. As stated by the Court of Customs and Patent Appeals in the case of 
United Shoe Machinery Corporation v. Compo Shoe Machinery Corporation (421 
0. G. 4, 56 F. 2d 292, 19 C. C. P. A. 1009) : 


The statute gives any person who believes he would be damaged the right to oppose, 
and any person who shall deem himself injured the right to petition for cancellation. 
These provisions are very broad and should be broadly construed. Of course, Congress 
did not mean to grant these rights to a mere intermeddler—to one who had no interest in 
the use of the term, and thereby authorize such a person to interfere in the affairs of others 
and in the business of the Patent Office. Certainly the person seeking to cancel a reg- 
istration or oppose an application for registration must have a greater interest than a 
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member of the general public who by such registration suffers no invasion of his rights 
and privileges. It is well understood in the application of equitable remedies that one 
who seeks such application is bound to show an interest in a suit personal to himself and 
not such an interest as he has only by virtue of being a citizen. 


In the present case, it is the opinion of the Examiner that the counterclaims 
for cancellation fail to indicate that the opposer’s registrations are inconsistent with 
any right which the applicant is entitled to assert. 

It may be assumed for present purposes that each of the opposer’s registrations 
was improperly granted on certain of the grounds stated in the counterclaims, in- 
clusive of the allegations that both “Coca” and “Cola” are descriptive of goods of 
the character here involved and, taken separately, are misdescriptive of the par- 
ticular product of the opposer. Likewise, it may be supposed that the appplicant’s 
goods in substantial quantities contain cola derivative, although there is no sugges- 
tion here that this is a fact, and that the applicant’s right to use the word “Cola” 
in its primary sense is therefore absolute. It is nowhere intimated, however, that 
the applicant’s product contains a coca derivative.. Even though, therefore, the 
applicant may be entitled to employ the word “cola” as a part of its mark, it can 
possess no right to use both of these terms in connection with its goods, much less 
a combination of terms, including either thereof, which may colorably imitate the 
opposer’s mark. To the extent, at least, that the counterclaims relate to the 
inherent meaning of “Coca-Cola,” the applicant accordingly is without standing to 
contest the opposer’s exclusive use and/or registration of such designation as a 
trade-mark. The United States Time Corporation v. Medicated Products Co., 
supra, and cases therein cited; also, J. Rosenholz, Inc. v. Annetta Dresses, 74 
U.S. P. Q. 299; Antoine Chiris Co., Inc. v. Koppers Company, Inc., 78 U.S. P.Q. 
333; The Schiff Co. v. The Scholl Mfg. Co., Inc., 66 U.S. P. Q. 358; The Perry 
Knitting Co. v. Wilson Bros., 59 U. S. P. Q. 396. 

Some of the grounds for cancellation not involved or fully disposed of by the 
foregoing, such as (f), (h), (j) and (k) manifestly are wholly irrelevant to the 
opposer’s right of registration As to the allegations (g), relative to the assignment 
and licensing of the opposer’s mark, these warrant no inference that the opposer has 
parted with its proprietary rights therein. FE. 7. Du Pont de Nemours & Co. v. 
Celanese Corporation of America, 613 O. G. 493, 77 U.S. P. Q. 364, C. C. P. A.; 
Section 5 of the Act of 1906. In the latter regard, furthermore, the counterclaims 
are fatally defective in that the applicant does not claim a superior right in a con- 
fusingly similar mark. Mishawaka Rubber & Woolen Mfg. Co. v. Bradstone Rub- 
ber Co., 516 O. G. 272, 109 F. 2d 219, C. C. P. A.; Vick Chemical Co. v. Thomas 
Kerfoot & Co., Ltd., 463 O. G. 693, 80 F. 2d 73, C. C. P. A.; The Arrow Importing 
Co., Inc. v. Driesen, Meyer & Oronsky, 74 U. S. P. QO. 66; Leon v. McKesson & 
Robbins, Inc., et al., 74 U. S. P. Q. 140. Likewise, since the opposer is concededly 
the prior continuous user as between the parties, it is clear that the alleged licenses 
or assignments may not give rise to any rights in the applicant as against the 
opposer. 

The grounds for cancellation remaining for consideration apparently are de- 
signed as a foundation for a charge of fraud or deception in connection with the 








one 


‘laims 
with 


tions 
S, in- 
ds of 
par- 
cant’s 
gges- 
Cola” 
_ that 
, the 
t can 
1 less 
e the 
) the 
1g to 
as a 
Co., 
5, 74 
P.O 


erry 


y the 
) the 
ment 
r has 
0. V. 
 *. 
aims 
con- 
Rub- 
mas 
ting 
n& 
ledly 
nses 

the 


de- 
the 


40 T. M.R. JOHNSON & SON v. GOLD SEAL 347 
ae seer eS eS SSR SSS 
opposer’s use and/or registration of its mark. Any such question, however, is a 
matter of public concern which cannot involve a private cause of action based upon 
nothing more than the alleged fraudulent or deceptive conduct itself. Mido, S. A., 
et al. v. Harvel Watch Co., 82 U. S. P. Q. 24; Tidy House Products Co. v. Tidy 
House Paper Products Co., 80 U.S. P. Q. 527; California Apparel Creators, et al. 
vy. Wieder of California, Inc. (C. C. A., 2nd Cir.) 74 U.S. P. Q. 221; Trunz, Inc. v. 
Farmer Boy Corp. & Equipment Co., Inc. (New York Supreme Court), 78 
0. S. P. @. a. 

For the reasons indicated, none of the counterclaims in this case is deemed to 
state a claim upon which relief can be granted. 

Accordingly, the motion to dismiss is granted; each of the counterclaims is 
dismissed ; and the motion to strike portions thereof is denied without prejudice. 

Limit of appeal: May 8, 1950. 

x * x 

In the event of an appeal from the foregoing decision dismissing the counter- 
claims, the parties are allowed until 15 days after the filing of such an appeal in 
which to file a motion under Civil Procedure Rule 42 (b) for a separate trial of the 
issues of the notice of opposition. Proceedings herein are otherwise suspended. 





S. C. JOHNSON & SON, INC. v. GOLD SEAL COMPANY’ 
Examiner of Interferences—May 4, 1950 


TRADE- MARKS—REGISTRABILITY—GENERAL APPLICATIONS—PLEADING AND PRACTICE—PETITION 
TO MAKE SPECIAL 

Petition to make application special was granted in view of series of infringement suits 

which applicant was about to bring at time of filing application. 
OpposITIONS—BASIS OF RELIEF—GENERAL 

Opposition may be instituted by competing industry member, who may not own conflicting 
trade-mark or registration, on grounds that mark sought to be registered is descriptive or 
generic or deceptive. 

It is not necessary that opposer deal in identical merchandise; it is sufficient if opposer 
is engaged in closely competing business which might be handicapped if registration of 
descriptive or deceptive term were allowed. 

OpposITIONS—ISSUES—REGISTRABILITY 
TRADE-M ARKS—REGISTRABILITY—GENERAL 

Issue whether trade-mark is registrable or unregistrable as generic or misdeceptive, etc., 
becomes inter partes if raised by opposer or petitioner for cancellation. 

TrRADE-MarK Act oF 1946—AppEALs—SeEcTION 21 R. S. 4915—PLEADING AND PrRacTICE— 
PARTIES 

It is clear from Section 21 of 1946 Act that Commissioner of Patents is not necessary 

party to inter partes proceedings under R. S. 4915, but he may at his option intervene. 
OpPosITIONS—EVIDENCE—PROOF OF DESCRIPTIVENESS 

Survey, though it may be entitled to little probative force for other purposes, held to 
show that vast number of housewives assume that “Glass Wax” may either be a wax or con- 
tain wax. 





1. Editor’s Note: This and the following case were heard and decided by Dr. Derenberg 
after he was designated as an Examiner of Interferences in addition to his functions as Trade- 
Mark Counsel of the Patent Office. 
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TRADE-MarK Act OF 1946—REGISTRABILITY—SECTION 2 (e) 
TRADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 

Term which technically is misdescriptive may be a fanciful trade-mark and not descriptive, 
or deceptively misdescriptive, when used entirely arbitrarily in connection with a product, 

“Glass Wax” held barred from registration, under 1946 Act, by Section 2 (e). 

TRADE-MarK Act OF 1946—REGISTRABILITY—SECTION 2 (a) 
TRADE- MARKS—REGISTRABILITY—DECEPTIVENESS 
On facts of record, “Glass Wax” held not deceptive under Section 2 (a) of 1946 Act. 
TRADE-MarkK Act oF 1946—REGISTRABILITY—SECTION 2 (f) 
TRADE- MARKS—REGISTRABILITY—SECONDARY MEANING 

“Glass Wax” may be at most misdescriptive in sense that such suggestion of deceptive- 
ness may be overcome by showing of distinctiveness under Section 2 (f). 

While it is not necessary for applicant to rely on trade-mark use for a five-year period 
under Section 2 (f), and record shows that “Glass Wax” may have come to identify appli- 
cant’s product, Examiner has no jurisdiction to pass on registrability of “Glass Wax” under 
Section 2 (f), in present proceeding, since applicant does not seek registration under Section 
2 @). 

Reference to Section 2 (f) in petition to make application special, held not sufficient to 
bring application under that section. 

TRADE-MARKS—REGISTRABILITY—UNCLEAN HANDS 
On facts of record, alleged misuse of registration notice on applicant’s product held not 
of such character as to deprive applicant of right to register. 


Trade-mark opposition by S. C. Johnson & Son, Inc., against Gold Seal Com- 
pany. Notice of opposition sustained and applicant adjudged not entitled to reg- 
istration as sought under 1946 Act. 


Thomas L. Mead, Jr., and Francis C. Browne and Kenford R. Nelson for Opposer. 
Paul, Paul & Moore mal Beale and Jones for Applicant. 


DERENBERG: Examiner of Interferences. 


This is an opposition proceeding in which both parties have taken testimony, 
have submitted briefs, and were represented at the hearing. 

The mark here sought to be registered consists of the words “Glass Wax.” 
Registration is sought under the Act of 1946, in Class 4, for a glass cleaner and 
polisher. Applicant has alleged use since about September 15, 1945. 

In its petition to make special, but not in its application, applicant has stated 
that it is seeking registration under Section 2 (f) of the Act of 1946. The petition 
to make special was granted in view of a series of infringement suits which applicant 
was about to bring at the time of the filing of the application, and has since instituted. 

A notice of opposition was duly filed by opposer, setting forth that it would be 
damaged by the registration because of the alleged descriptive or deceptively mis- 
descriptive character of applicant’s mark. More particularly, opposer has alleged 
that it has built up a valuable public good will toward wax products generally, and 
that this good will would be damaged if registration were awarded to applicant for 
a product which did not contain wax. Applicant’s mark is referred to in the notice 
as consisting of two generic words, including the word “wax” on a product which, 
in fact, contained no wax. It is also stated that opposer and others should not be 
deprived of the use of two merely descriptive terms which are both “commonplace 
expressions used extensively in the wax industry.” 
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Applicant’s motion to dismiss the opposition and a motion for judgment filed 
by opposer in answer thereto were both denied by the Examiner. To its answer, 
applicant added a counterclaim for cancellation of opposer’s Registration No. 
389,413, which discloses the trade-mark “Carnu” for an automobile cleaning and 
wax polishing preparation, which mark was one of a series of opposer’s marks 
relied upon in the notice of opposition. However, this counterclaim was subse- 
quently withdrawn after opposer had amended its notice of opposition by deleting 
therefrom any reference to the “Carnu” registration, and no ruling appears neces- 
sary with regard thereto. 

Both parties have taken voluminous testimony. Applicant’s printed record alone 
covers approximately 1,500 pages, and includes testimony of housewives all over 
the United States. Opposer, likewise, has offered an unusually large number of 
exhibits and much testimony; among the exhibits is a printed survey by Elmo 
Roper on the attitude of some 5,000 housewives toward certain polishing agents, 
and particularly applicant’s product. 

It is the applicant’s contention that the present case raises two inter partes 
issues and one ex parte issue. According to applicant’s brief (p. 3), the inter partes 
issues are these: 

A. Whether the Opposition must be dismissed because the Notice of Opposition fails 
to allege any facts tending to show Opposer would be damaged (as required by the 


Statute and Rules) ; 
B. Whether the Opposition must be dismissed for failure by the Opposer to prove, 
under its Notice of Opposition, facts showing damage to Opposer. 


The ex parte issue is stated to be: 


C. Whether Applicant is entitled to registration of the trade-mark “Glass Wax” for 
use on its cleaner and polish. 

I. With regard to the inter partes issues as thus stated, the applicant has stren- 
uously argued that, regardless of the nature of its mark, the opposition should be 
dismissed on the ground that opposer has neither alleged nor proven damage to it, 
since it has never used the word “Glass Wax” in its own trade and since a general 
allegation of damage to a competitor’s good will was too vague and indefinite to 
serve as the basis for an opposition proceeding. In other words, it is, in effect, 
applicant’s contention that opposer is in the position of a mere “inter-meddler,” 
who owns no mark which may be confusingly similar to applicant’s, and who has 
never made a descriptive use of the term “Glass Wax” itself. Consequently, it is 
asserted by applicant (brief, p. 18) that opposer has no greater interest in this 
proceeding “‘than any other member of the general public.” 

The Examiner is unable to agree with the applicant in this respect. It is well 
settled by a long series of court decisions that an opposition proceeding may be 
instituted by one who may not own a conflicting trade-mark, or previous registra- 
tion, on the ground that the mark sought to be registered is descriptive, or generic, 
or deceptive. Such oppositions have been sustained on the theory that a competing 
industry member should not be deprived of the right to make a descriptive use of 
the term. Similarly, one who is making an honest, commercial use of an allegedly 
deceptive term has been held entitled to file opposition or cancellation proceedings. 
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A leading case in the former regard is Burmel Handkerchief Corporation v. Cluett, 
Peabody & Co., Inc., 29 C. C. P. A. 1024; 127 F. 2d 318, where the opposer, 
although it was not using the phrase “Handkerchiefs of the Year” itself, was held 
entitled to bring opposition proceedings on the sole ground that it, too, was engaged 
in the handkerchief business. The court said, after finding the term “Handkerchiefs 
of the Year” incapable of functioning as a trade-mark: 


In our opinion there would be a probability of damage to appellee and other manu- 
facturers of handkerchiefs by the registration of appellant’s mark. “Of the Year” is a 
common expression of high quality as applied to any object and one which we think any 
business is entitled to apply to its goods. Jf the exclusive right to use such expression 
as applied to handkerchiefs were granted appellant, we feel that appellee together with 
other manufacturers of handkerchiefs would probably be damaged. 


The same principle has been applied many times in recent decisions by the Com- 
missioner. Thus, the Commissioner said, in Ever-Dry Corporation v. Consolidated 


Cosmetics, 82 U.S. P. Q. 158: 


It is, however, established that applicant has for a number of years manufactured and 
sold an anti-perspirant and deodorant, although under a trade-mark having no resemblance 
to that of opposer, and is therefore a competitor of opposer as to this specific product. 
Under numerous decisions if the mark is found to be merely descriptive of the goods, 
any manufacturer of such products must be presumed to be damaged thereby, and accord- 
ingly entitled to maintain a cancellation proceeding. Burmel Handkerchief Corporation 
v. Cluett, Peabody & Co., 29 C. C. P. A. 1024, 127 F. 2d 318 (53 U. S. P. Q. 369); The 
Armstrong Mfg. Co. v. The Ridge Tool Company, 30 C. C. P. A. 755, 132 F. 2d 158 
(56 U. S. P. Q. 165) ; and United Shoe Machinery Corporation v. Compo Shoe Machinery 
Corp., 19 C. C. P. A. 1009, 56 F. 2d 292 (12 U. S. P. Q. 246). 


The same ruling was made in allowing an opposer to challenge the registrabil- 
ity of the term “Lanolin Plus” since opposer was engaged in the cosmetic business 
marketing lanolin products, even though he had never used the exact phrase sought 
to be registered. (Botany Worsted Mills v. Lanolin Plus Cosmetics, Inc., 76 
U. S. P. Q. 618.) It seems clear from these decisions, and many others, that the 
applicable rule is' not as narrow as stated by applicant on page 21 of its brief, viz., it 
is not necessary that the opposer deal in the identical merchandise which is marketed 
by the applicant. It must suffice if opposer is engaged in a closely competing busi- 
ness which might be seriously handicapped if registration of the alleged descriptive 
or deceptive term were allowed. There is nothing to the contrary in the case of 
Goheen Corporation v. White Co., 29 C. C. P. A. 926, 126 F. 2d 481 (53 U.S. P. Q. 
52), or in the Commissioner’s decision in J. Rosenhols, Inc. v. Annetta Dresses, 
Inc., 74 U.S. P. Q. 299. In the White case, the court itself had observed: 


If White had alleged in its petition for cancellation, and offered proof establishing that 
it, at the time of filing the petition, was manufacturing and selling a waterproofing com- 
pound similar to that of Vita-Var, and that it intended to use and was in a position to 
use the word “Hydrolite” in selling its water-proofing compound, a different situation 
with respect to the right to file a petition for cancellation might have been presented. 


And in the latter case, the Commissioner denied the petitioner’s right to bring 
cancellation proceedings on the ground that petitioner had never exercised the right 
to use the word in question descriptively, nor did it appear “that petitioner will 
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ever have occasion to do so.” That is not the situation here since opposer has in 
the past been making glass cleaning products and has, of course, used the word 
“wax” on an enormous scale on its products just as the applicant appears to have 
ysed and is now using the word “wax” in a descriptive sense in connection with 
products other than his window cleaner. 

Opposer’s evidence strikingly shows that applicant’s product is sold in fierce 
competition with opposer’s wax products, even though the latter may not be glass 
cleaners but other polishing materials. Opposer has submitted a mass of photo- 
graphs showing that in retail stores over the country “Glass Wax” is found on the 
shelf in the immediate vicinity of and among opposer’s wax products, thereby creat- 
ing a strong association in the public’s mind that in a broader sense these products 
belong in the same class and fulfill the same general purpose. Moreover, testimony 
has been introduced by the opposer to the effect that at least one of its products, 
sold under the trade-mark “Carnu,” has in the past been used for window cleaning 
purposes. 

It seems clear to the Examiner, therefore, that an allegation by a competitor, 
who (rightly or wrongly) alleges that the word “Glass Wax,” as used by applicant, 
is either generic, descriptive, or deceptive, is a sufficient basis for a showing of 
damage and that the present opposition should not be dismissed on the ground that 
opposer is a mere “intermeddler.”” In the Examiner’s opinion, opposer’s notice of 
opposition and proofs are sufficient to set forth a cause of action in the sense that 
opposer is entitled to a ruling on the merits of its contention. 

It is clear from what has been said that the Examiner considers the issue of 
registrability of applicant’s mark as an inter partes issue, which may be properly 
raised by an opposer. The Examiner cannot agree with the applicant’s contention 
that the issue whether a mark sought to be registered is generic or misdescriptive 
or otherwise unregistrable is always and for all purposes an ex parte issue. On the 
contrary, since it is well settled that oppositions and cancellations may be instituted 
on the basis of such allegations, the conclusion must be reached that such ex parte 
issues may become inter partes matters if raised by an opposer or petitioner for 
cancellation. If applicant were correct in his analysis of inter partes and ex parte 
issues, the anomalous result would be reached, and indeed has been reached by appli- 
cant in its brief, that an opposition based, as the vast majority of them are, on a 
previous registration of a similar mark by an opposer would be an ex parte issue, 
while reliance by opposer on a previously used unregistered similar mark would 
constitute an inter partes issue. The controlling criterion is not so much the nature 
of the issue, i.e., for instance, the alleged confusing similarity or genericness or 
deceptiveness of the mark, etc., as it is the procedural form in which it is raised; 
in other words, if confusing similarity with a previous mark (registered or not) is 
alleged as ground for an opposition proceeding, such ground becomes an inter partes 
issue because of the fact that the allegation of opposer’s damage is based thereon, 
although the Examiner may still consider such allegations as an ex parte ground 
of rejection if, for other reasons opposer’s allegation of damage and his notice of 
opposition should be found wanting in substance. Applicant in its brief expresses 
concern about and lamentation over the widespread confusion which existed under 
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the Act of 1905, in determining whether and under what circumstances the Commis- 
sioner of Patents should be a necessary party in R. S. 4915 proceedings resulting 
from inter partes decisions by the Commissioner based on ex parte grounds. Hoy- 
ever, Section 21 of the Act of 1946 seems to have entirely eliminated such confusion 
by making it clear that the Commissioner shall not be a necessary party to an inter 
partes proceeding under R. S. 4915 but may, in his option, intervene. Cf. Gardel 
Industries v. Kingsland, et al. (C. A. D. C.) 83 U. S. P. Q. 440. Applied to the 
case at bar, this would clearly mean that the question of unregistrability of “Glass 
Wax” on the ground of its being either generic or deceptive, since properly 
raised by the opposer, has become an inter partes issue which must be decided on 
the merits as between the parties to this proceeding. 

II. In now proceeding to an examination of the merits of the opposition, it be- 
comes necessary to determine whether the term “Glass Wax” falls within the pro- 
hibition of Section 2(e) of the Act of 1946, which prohibits registration of marks 
on the principal register which are “merely descriptive or deceptively misdescrip- 
tive” of the goods to which they are applied. With the exception of the case of 
Andrew J. McPartland, Inc. v. Montgomery Ward & Co., Inc., 164 F. 2d 603: 
606 O. G. 520; this language has not found a judicial interpretation since the Act 
of 1946 became effective. In the McPartland case, the Court of Customs and Patent 
Appeals indicated, by way of dictum, that the elimination from the Act of 1946, of 
the words descriptive “of the character or quality of such goods” was in the nature 
of an editorial change only and did not change the test theretofore applicable for 
determination of the descriptive nature of a trade-mark. The conclusion was then 
reached that the word “Kwixtart,” a misspelling for “quick start,” was a common 
descriptive term used to describe the character or quality of electric storage bat- 
teries and therefore unregistrable under either the old or the new act. The court 
further held that ordinarily a word which consists entirely of two unregistrable 
syllables does not become registrable by combining them into one word and, further- 
more, cannot become registrable by the adding of a disclaimer to the effect that no 
claim was made to the individual syllables each apart from the other. Similarly, the 
Court of Customs and Patent Appeals held in the leading case of In re Midy Labora- 
tories, Inc., 25 C. C. P. A. 1294, 104 F. 2d 617, 42 U.S. P. Q. 17, that the words 
“Piperazine-Midy” were unregistrable under the Act of 1905 as consisting only of 
the combination of a descriptive term and a surname, both of which were not 
registrable separately. In the Midy case, too, any rights in the words “Piperazine” 
and “Midy” separately were disclaimed, and the application sought to register 
these words only in “the precise relation, association and arrangement shown.” 
The court, in upholding the Commissioner, said that no mark was registrable under 
the Act of 1905 which did not include at least one element that was registrable with- 
out disclaimer. In applying similar reasoning under the 1946 Act, the Commis- 
sioner recently held that a combination of two common surnames did not render the 
combined word registrable on the principal register unless the application was based 
on Section 2 (f) of the Act of 1946 as having acquired secondary meaning and 
distinctiveness in trade. Consequently, the composite mark “Kimberly-Clark” was 
refused registration both under the old Act (Ex parte Kimberly-Clark Corp., 79 
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u. S. P. Q. 274, 617 O. G. 941) and under the new Act (Ex parte Kimberly- 
Clark Corp., 83 U.S. P. QO. 436, 629 O. G. 882). In both cases, the Commissioner 
relied on the Court of Customs and Patent Appeals’ decision in Jn Re Midy Labora- 
tories, Inc. 

In the present case, too, the applicant emphatically states at the beginning of its 
brief (p. 2) that it does not claim any exclusive right to the single word “glass” or 
to the single word “wax” but only to the word combination “Glass Wax.” If these 
two words were properly descriptive of applicant’s product, the case would probably 
end right then and there, and a decision would be required both under the old Act 
and under the new Act to the effect that a combination of two descriptive words 
cannot constitute a technical trade-mark under the authorities just quoted. It is 
the applicant’s contention, however, that the word “wax” as here used has an arbi- 
trary significance, rendering the term “Glass Wax” a coined, arbitrary word and 
susceptible of registration on the principal register, even in the absence of an appli- 
cation seeking registration under Section 2(f) of the new Act based on acquired 
distinctiveness and secondary meaning. In this connection, applicant contends, and 
his record entirely bears out this contention, that the word “Glass Wax” was un- 
known in the English language before applicant coined it and that the word “wax” 
had never before been applied to a window cleaning liquid. Indeed, with regard to 
the nonexistence of the term “Glass Wax” prior to the time when applicant’s prod- 
uct was first introduced, either as a scientific or a commercial term, applicant’s rec- 
ord is quite strong and convincing. The witness Schrampfer stated that not only 
were the words “Glass Wax” not a commonplace expression used extensively in the 
wax industry, as contended by opposer, but that they had not been found in any of 
the literature which she had searched (applicant’s record, vol. 1, p. 39). The wit- 
ness Ditter likewise testified that the word was never discovered in searching 
through all existing patents and pertinent books in the Library of Congress. Rob- 
ert P. White testified (p. 138) that after reading a very large number of scientific 
publications and dictionaries with regard to wax products, he never once came 
across the use of the term “glass wax.” 

Opposer, on the other hand, bases his case on the theory that if the term “Glass 
Wax” was not descriptive, it certainly was “misdescriptive,” in creating a false 
impression in the public mind that applicant’s product was a wax or at least con- 
tamed wax. As evidence of the fact that the word “Glass Wax” is at least mis- 
descriptive, opposer heavily relies on Exhibit 62, a report by Elmo Roper, reflecting 
the attitude of some 5,000 housewives toward applicant’s product, most of whom 
testified to the effect that they thought there was some wax in applicant’s product. 
Opposer also calls attention to a story appearing in “Consumers’ Research Bulle- 
tin” for October, 1948 (Opposer’s Exhibit 1), in which the following language oc- 
curred : 


The name seems a misnomer because wax was not found in the product, or if it was 
present, it was present in too small a proportion to justify the name “Glass Wax.” . 


In other words, opposer takes the position that the mark “Glass Wax” is either 
descriptive or misdescriptive and, under familiar rules established under the Act of 
1905, unregistrable as a trade-mark in either case. 
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The Examiner is constrained to agree with opposer that, under the relatively 
few precedents available under the Act of 1905 on this exact question, the word 
“Glass Wax” would have been held unregistrable under that Act. The closest 
analogy would seem to be offered by the case of Bonide Chemical Company, Ine. 
(46 F. 2d 705; 18 C. C. P. A. 909; 8 U.S. P. Q. 297), which involved the alleged 
registrability of the term “Crow-Tox” on a preparation for protecting seed against 
birds. Registration was first denied on the ground that the word was merely 
descriptive of the goods, indicating the equivalent of “crow poison” and therefore 
descriptive of a poisonous preparation for killing crows. The application was then 
amended by inserting the word “non-poisonous” so as to seek registration of the 
word “Crow-Tox” for a nonpoisonous preparation. The Examiner rejected the 
application in this form, too, stating that it was immaterial whether or not a mark 
was truly or falsely descriptive, and citing In re National Phonograph Co., 128 
O. G. 1295; 1907 C. D. 550. In affirming the Examiner, Assistant Commissioner 
Moore made the following observation, which would seem directly applicable to the 
case now before the Examiner. He said: 


Therefore, in order to determine whether words or devices used as trade-marks are 
descriptive of the goods or are deceptive, it is necessary to ascertain the probable effect 
such words or devices, when given their usual meaning, have upon the public mind. The 
meaning of some descriptive words or devices used as trade-marks is so foreign to the 
qualities or characteristics of the class of goods with which they are used as to render it 
unlikely that they would ever be regarded as used descriptively or deceptively. In such 
cases the marks are arbitrary and fanciful and form proper technical trade-marks. It is 
where the meaning of the words or devices is descriptive of the qualities or characteristics 
of the class of goods with which they are used as trade-marks that their registration is 
prohibited by the Trade-Mark Act. 


’ 


He then reached the conclusion that the word “Crow-Tox” was misdescriptive 
with regard to a nonpoisonous product, and the Court of Customs and Patent Ap- 
peals affirmed his ruling, after mentioning that this case raised the “somewhat novel 
question” whether, under the registration statute, a word may be registered as a 
trade-mark when it is used upon a preparation which it in fact misdescribes. “It 
does not speak the truth. If it did, admittedly, it would not be registrable. Since 
it speaks falsely, may it be admitted as not descriptive?” Although the Act of 1905 
did not expressly exclude misdescriptive words from registrability, the court 
reached the conclusion that no one could acquire legal title in a mark upon an allega- 
tion that it was not “descriptive” because it was false or misleading. (The question 
whether an exclusive right might have been acquired in such a term through 10 
years exclusive use prior to the Act of 1905 was not presented in the Bonide case.) 
In further commenting upon the fact that there was little direct authority on the 
purely registration feature of misdescriptive marks, the court made this interesting 
observation : 


This is probably due to the fact that there have been few instances where attempts 
have been made to register marks upon their face descriptive, but avowed in the application 
not to be, for the reason that it was intended to use them upon products that would not 
conform to the implication or meaning of the marks. 


Similarly, when the Court of Customs and Patent Appeals was confronted, a 
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few years later, with the registrability of the word “Metallized” for radio resistors 
(International Resistance Company, 69 F. 2d 566, C. C. P. A. 1934), it was held 
that the word was either descriptive or misdescriptive. It was again held that the 
word was unregistrable under the Act of 1905. The court followed the same rule 
subsequently in In re Hair Net Packers, Inc., 28 C. C. P. A. 715; 115 F. 2d 254; 
47 U.S. P. Q. 270, and more recently in Cridlebaugh v. Montgomery Ward & Co., 
Inc., 34 C. C. P. A. 742; 72 U.S. P. Q. 135. In the former, involving registration 
of the word “Professional” for hair curlers, etc., the court said: 


This court and other courts have frequently held that as to registrability, it does not 
help the situation for a trade-mark to be misdescriptive rather than descriptive. 


In using the “Metallized” case as leading example, the “Restatement of the Law 
of Torts” (Sec. 3-14, b.) states that a designation may be regarded as descriptive 
“though it ascribes to the goods a quality or attribute which they do not have but 
might have. The issue is not whether the designation describes accurately but 
whether it describes.” (Italics ours.) 

If the word “Glass Wax” is examined in the light of these authorities, it would 
seem clearly to fall within the same category to which the word “Crow-Tox” and 
similar terms were held to belong. It is undoubtedly true, as so well stated by 
Commissioner Moore in the Bonide case, that the meaning of certain descriptive 
words used as trade-marks may be so foreign to the qualities or characteristics of 
the goods with which they are used as to render it unlikely that they would ever be 
regarded as used descriptively or deceptively. That would probably be true of the 
use of the word “nuts” in “Grapenuts,” or “nut” in “Beech-Nut,” or “Ivory” as to 
soap, and innumerable others. It was also held true by the Court of Customs and 
Patent Appeals in the case of Armstrong Cork & Insulation Co. v. Banner Rock 
Products Co.,9 U. S. P. Q. 309 (C. C. P. A. 1931), where it was held that the 
term “Rock Cork,” although misdescriptive, was used in such a way on a building 
material not containing cork that few, if any, persons could be led to believe that 
the material was actually a cork product. 

However, it is the Examiner’s opinion that the word “wax” in connection with 
applicant’s product is not in this latter category. It appears clearly from both the 
applicant’s and opposer’s records that “Glass Wax” is advertised and sold in con- 
junction and association with other wax products; that there are other liquid glass 
cleaners which are similar to applicant’s product ; and that not even applicant’s presi- 
dent, Schafer, when testifying, was certain whether or not his product actually con- 
tained wax. When asked whether he knew what was in the product (applicant’s 
record, p. 257), he said: 


I would truthfully say I do not know the chemical composition of any of our products 
except in general quality results tested by myself. 


Subsequently he said (p. 310) : 


A. I have testified that I do not know the ingredients of “Glass Wax,” but that I am 
familiar with the fact that it leaves a wax-like film on glass and metal surfaces to 
which it is applied, and to me— 

XQ952. Then you named the product “Glass Wax” without regard for any likelihood 
of containing wax; is that correct? 
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A. I have testified as to how I named the product “Glass Wax” previously in this 
testimony. As close as my honest recollection, that is the truth. 


Even if opposer’s Exhibit 62 (the Roper survey) may be entitled to little 
probative force for other purposes, it certainly shows that a vast number of house- 
wives rightly or wrongly assume that “Glass Wax” may either be a wax or contain 
wax. It cannot be said, therefore, that the use of the word “wax” in connection 
with applicant’s window cleaner is so foreign to the qualities or characteristics of 
the product as to render it unlikely that the word may be regarded as descriptive 
of the product. That being so, the conclusion seems inescapable that “Glass Wax” 
would not be considered a technical trade-mark under the Act of 1905 and the 
adjudicated cases thereunder. 

The question then arises whether the change in the language in Section 2 (e) of 
the Act of 1946 was intended to overcome the effect of the sound principle of law 
established in the Bonide and other cases. It will be noted that the new law excludes 
not only merely descriptive terms but also terms which are “deceptively misde- 
scriptive” of the applicant’s goods. Originally this provision read “merely descrip- 
tive or misdescriptive,” and it was not until the hearings on H. R. 102, in 1941, that 
the word “deceptively” was added to “misdescriptive’” upon a suggestion by the 
Assistant Commissioner of Patents. The words “or misdescriptive” had been added 
by an amendment suggested by the American Bar Association (Hearings, H. R. 
102, p. 83), and it was pointed out at the hearing that that language would be too 
broad in that it might exclude from registration such words as, for instance, 
“Tvory” for soap (p. 85, ibid). It was stated that when applied to soap, “Ivory” 
was perfectly registrable, although misdescriptive. In order to permit registration 
of such terms, the word “deceptively” was added before the word “misdescriptive.” 
In the light of this history of Section 2 (e), it would seem to follow that the distinc- 
tion made by Commissioner Moore in the Bonide case has been carried into the new 
Act to the extent that a term which, while technically misdescriptive, if used entirely 
arbitrarily in connection with a product, may be a technical trade-mark and not 
descriptive or deceptively misdescriptive, while terms such as “Crow-Tox” or 
“Glass Wax” would be barred by Section 2 (e) just as they had been barred under 
the old law. 

III. However, contrary to the old Act, the question does not end here. Under 
the Act of 1946, the further question might arise whether the word as used is so 
deceptive as to come within the prohibition of deceptive marks in Section 2 (a) of 
the Act which cannot be overcome by proof of distinctiveness, or whether the mis- 
descriptive term is of such a character that it may qualify, upon a proper showing, 
for registration under Section 2 (f) of the new Act. Under that section a mark 
may be registered because of acquired distinctiveness in all cases except those 
referred to in paragraphs (a), (b), (c), and (d) of Section 2, which excludes 
deceptive marks but not marks which are descriptive, or misdescriptive without 
being in fact deceptive so as to fall within the prohibition of Section 2 (a). 

The Examiner is of opinion that the record fails to show that the word “Glass 
Wax” is, in fact, deceptive under Section 2 (a). On the contrary, the conclusion 
seems justified from the voluminous record presented by the applicant that the 
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term may be at most misdescriptive in the sense that such suggestion of deceptive- 
ness may be overcome by a showing of distinctiveness under Section 2 (f). The 
apparent anomaly of barring deceptive marks absolutely while permitting registra- 
tion of “deceptively misdescriptive” terms under Section 2 (f) is explained by the 
legislative history of Section 2 (e) and further borne out by the language of Section 
2 (f) itself, which expressly refers to Sections 2 (a), (b), (c), and (d) only and 
not to any part of Section 2 (e). In the Examiner’s opinion, the word “Glass 
Wax,” while not an initially valid technical trade-mark for reasons stated, is prob- 
ably no more deceptively misdescriptive today than the words “nonfluid oil” were 
held to be in one of the earlier leading cases (New York & New Jersey Lubricant 
Co.v.O.W. Young, 94 Atl. Rep. 570). When these words were attacked as either 
descriptive or deceptively misdescriptive, the highest court of the State of New 
Jersey made these interesting observations : 


The only difficulty in the case arises from the fact that the parties agree that the com- 
plainant’s product was a grease—the complainant in the effort to persuade the court that 
the words “non-fluid oil” were not descriptive, and were subject to exclusive appropria- 
tion; the defendant in order to persuade the court that the words were deceptive. 

The product might with propriety be called either an oil or a grease. The meaning 
of common English words is not determined a priori with scientific accuracy and nicety. 
Even the lexicographers seem to regard fluidity as a necessary characteristic of an oil, 
disregarding the existence of palm oil, cocoanut oil, cylinder oils, and vaseline. In the 
case of an article of commerce, the meaning of a term is the growth of common usage 
of the mercantile community. One man looking at the consistency of the product, not 
unknown but somewhat unusual for an oil, might well call the article a grease; another 
knowing its actual composition and the mechanical character of the mixture which gave 
the desired consistency might well call it an oil. In neither case would a purchaser be 
deceived. One to whom fluidity was desirable could not help seeing that the com- 
plainant’s article was not what he desired; the one to whom oil of such consistency as to 
be nonfluid was desirable would get what he wanted. 


In other words, the court held that as a result of common usage, a quasidescrip- 
tive term may be called an oil instead of a grease without any purchaser being 
actually deceived thereby. So here. Even though the word “Glass Wax” might be 
a “misnomer” and even though numerous anonymous witnesses interviewed by Mr. 
Roper’s staff (opposer’s Exhibit 62) may have testified that they thought there was 
wax in applicant’s product, there is no proof or indication that anyone felt actually 
deceived when informed that the product contained no wax. Similar testimony was 
taken in the “Rock Cork” case previously referred to. The Court of Customs and 
Patent Appeals there said, with regard to this type of testimony: 


Much testimony was taken by both parties, chiefly of witnesses who were in some 
way interested in or had been interested in the manufacture, sale or construction of 
refrigerating units of some kind. Most of appellant’s witnesses testified that upon seeing 
the term “Rock Cork” they would assume that the material contained cork; a few of 
them said that they did assume that it contained cork, but no one of them testified that he 
had been influenced, in any degree, to purchase appellant’s product on account of his be- 
lieving that it contained cork. 


Exactly the same would seem to be true in the present case. While it would be 
naturally expected that housewives when asked whether “Glass Wax” contained 
wax, would answer the question in the affirmative, there is nothing in the Roper 
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survey or in opposer’s record which would show that anyone would have felt actually 
deceived if informed that there was no wax in the product. Both opposer’s and 
applicant’s records show, on the contrary, that practically all those who have actually 
used the product are highly pleased with its action whether it may contain wax or 
not. The record shows overwhelmingly that applicant’s product has developed 
into a highly successful and popular cleaning product, and that the words “Glass 
Wax” may well have come to mean to the public applicant’s new, familiar product 
rather than a cleaner which may or may not contain wax. The situation is strik- 
ingly similar to the early history of the “Coca-Cola” trade-mark. When that famous 
mark was attacked as being either descriptive or deceptively misdescriptive, the 
Supreme Court said in one of the most celebrated trade-mark cases in its history 


(Coca-Cola Co. v. Koke Co. of America, 254 U. S. 143, 41 S. Ct. 113, 1920) : 


The argument does not satisfy us. We are dealing here with a popular drink not with a 
medicine, and although what has been said might suggest that its attraction lay in pro- 
ducing the expectation of a toxic effect the facts point to a different conclusion. Since 
1900 the sales have increased at a very great rate corresponding to a like increase in 
advertising. The name now characterizes a beverage to be had at almost any soda foun- 
tain. It means a single thing coming from a single source, and well known to the com- 
munity. It hardly would be too much to say that the drink characterizes the name as 
much as the name the drink. In other words, “Coca-Cola” probably means to most per- 
sons the plaintiff’s familiar product to be had everywhere rather than a compound of 
particular substances. 


Several decades before the “Coca-Cola” case, the House of Lords, in an equally 
well-known decision (Reddaway v. Banham (1896) A. C. 199), held that the words 
“camel hair” had acquired a secondary meaning as a trade-mark for the plaintiff's 
belting material although there was no camel’s hair in its product. Lord Herschell 
there said: 

I think the fallacy lies in overlooking the fact that a word may acquire in a trade a 
secondary signification differing from its primary one, and that if it is used to persons in 


the trade who will understand it, and be known and intended to understand it in its sec- 
ondary sense, it will none the less be a falsehood that in its primary sense it may be true. 


In the Examiner’s opinion, the history, success and legal character of the word 
“Glass Wax,” as used by the applicant, bears close analogy to “Coca-Cola,” “Camel 
hair,” and innumerable other famous trade-marks which have been held to have 
acquired a secondary meaning despite their “original weakness.” Such marks were 
not registrable under the Act of 1905 unless they had been in exclusive trade-mark 
use for ten years prior to 1905 (as “Coca-Cola,” for instance, was). It was for the 
purpose of making such marks registrable on the principal register that Section 2 (f) 
was incorporated into the Act of 1946. Nor is it necessary for an applicant under 
Section 2 (f) to rely upon an exclusive trade-mark use for a five-year period. Ever 
since the “Dyanshine” case (Warren D. Barton, et al. v. The Rex-Oil Company, 
Inc., 2 F. 2d 402; C. C. A. 3rd, 1924), it has been realized that under modern 
advertising conditions, secondary meaning may be established almost overnight. It 
was there said: 


The test of secondary meaning is whether the trade-mark has become broadly known 
to the public as denoting a product of certain origin. Therefore, in looking for a sec- 
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ondary meaning this court is controlled by the fact that such a meaning has been acquired 
in the mind of the public, rather than by the time it has taken for that fact to become 
established. The time in this case was unusually short, due to unusual circumstances ; 
yet it is perfectly plain that by circumstances rather than by time the complainants’ 
trade-mark had acquired a secondary meaning within the full sense of that term. 


IV. While the Examiner believes that applicant’s record strongly suggests that 
no one, before applicant entered the field, had ever applied the term “Glass Wax” 
to a product of this kind, and that, as testified by applicant’s witnesses, the product 
has obtained enormous popularity, the question still remains whether the Examiner 
has jurisdiction to pass upon the registrability of “Glass Wax” under Section 2 (f) 
in the present proceeding. This question must be answered in the negative. It will 
be noted that applicant has not availed itself of its statutory privilege to seek reg- 
istration under Section 2 (f) but has here applied for registration of the term “Glass 
Wax” as an originally coined, arbirtary mark, which does not require reliance on 
that section. It is true that in its petition to make special, applicant’s then attorney 
stated : 


For the Commissioner’s information the applicant is seeking registration of this trade- 
mark under Section 2 (f) of the Lanham Trade-Mark Act of July 5, 1946. The applicant 
believes himself to be the first to adopt and use the words “Glass Wax” as applied to a 
glass cleaner and will submit to the Examiner of Trade-Marks affidavits from all parts 
of the United States showing use of the mark and extensive advertising of the same 
through trade channels, newspaper advertising, and radio advertising. 


However, the application was never amended, so as to bring it within Section 
2 (f) of the Act, and no allegation of distinctiveness either through five years use 
or otherwise appears in applicant’s pleading, as required by the Rules of Practice 
of the Patent Office with regard to Trade-Marks, and particularly Rule 8.1. It is 
true that applicant’s voluminous record seeks to prove distinctiveness, but opposer 
has consistently argued that proof of distinctiveness under Section 2 (f) is not an 
issue in the present proceeding in view of applicant’s failure to apply under that sec- 
tion. 

The Examiner is unable to agree with the applicant in its contention that Sec- 
tion 2 (f) is an issue in this proceeding because the opposer in its notice of oppo- 
sition referred to the term “Glass Wax” as incapable of distinguishing applicant’s 
goods. This allegation by opposer challenges the eligibility of the word “Glass 
Wax” as a trade-mark on the ground that it may be a “generic” term, but it cannot 
be an answer to a claim of acquired secondary meaning or distinctiveness which is 
not found in the opposed application. That the opposer’s just quoted statement was 
intended to characterize the word “Glass Wax” as a generic expression is borne 
out by the fact that opposer argues this point at some length at page 3 of its brief 
and also in appendix “F” thereto. In view of the conclusions already reached pre- 
viously in this opinion, it is sufficient to state here that the Examiner fails to find 
that the word “Glass Wax” is or has become a generic term. Moreover, a refer- 
ence to Section 2 (f) in a petition to make special is not sufficient as a matter of 
pleading to bring an application under that section. As a matter of fact, it was indi- 
cated by the Examiner on at least one previous occasion that the present applica- 
tion was not under Section 2 {f). In his ruling on applicant’s motion to extend the 
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time for taking testimony for a period of four months, the Examiner, in denying 
the motion, said (Paper No. 41, p. 2): 


The applicant, however, is here seeking to register “Glass Wax” as a technical trade- 
mark, rather than as a term which has become distinctive of its goods within the meaning 
of Section 2 (f) of the Act; and the sole statutory issue involved in the case is that of 
whether, as alleged in the notice of opposition, that notation is merely descriptive or 
deceptively misdescriptive of the goods with which used. 


It is true that, upon reconsideration, applicant’s request was subsequently 
granted, but there is no indication that the Examiner changed his mind with regard 
to the character of the application here involved; he granted the extension only for 
the purpose of giving applicant an opportunity to take rebuttal evidence, particularly 
in connection with opposer’s Exhibit 62, the Roper survey. 

Before concluding this opinion, certain collateral points and motions should be 
disposed of. 

With regard to the alleged deception of the Patent Office to which opposer fre- 
quently alludes, it is the Examiner’s opinion that no proof of such deception has 
been submitted and that, more particularly, the alleged misuse of the registration 
notice on applicant’s product was not of such character as to deprive applicant of its 
right to registration. 

With regard to certain letters and communications from the Federal Trade Com- 
mission, concerning possible investigations by that agency concerning the propriety 
of using the word “Glass Wax,” suffice it to say here that neither the Commis- 
sioner’s letter of October 4, 1949, attached to the applicant’s brief, nor any subse- 
quent communication which opposer seeks to introduce in evidence by way of a 
motion to reopen the proceeding, would have any bearing upon the now pending 
proceeding. What action, if any, the Federal Trade Commission might take with 
regard to “Glass Wax” is no more pertinent at the present time on the issue of 
registrability than would be the fact that numerous court proceedings have been 
instituted against alleged infringers of applicant’s marks and that counterclaims 
seeking to invalidate its mark have been entered in such proceedings. 

Furthermore, there is no need to rule upon the admissibility of evidence of the 
transcript of the oral hearing before the Examiner, which was taken upon mutual 
agreement of the parties but was obviously not intended to become part of the 
official record on which the Examiner was to base his decision. 

Summarizing, it is the Examiner’s opinion that the opposer was entitled to insti- 
tute this proceeding, and that the opposition must be sustained for the reason that 
the application now before the Examiner seeks registration of the word “Glass 
Wax” as a technical trade-mark, without having been presented under Section 2 (f) 
of the Act of 1946, under which section alone, in the Examiner’s opinion, applicant’s 
mark might qualify for the principal register. 

Accordingly, the opposition is hereby sustained and it is further adjudged that 
the applicant is not entitled to the registration of the word “Glass Wax” as sought 
in the present application. 

Limit of appeal: June 5, 1950. 
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BAXTER LABORATORIES, INC. v. DON BAXTER, INC. 
Examiner of Interferences—April 10, 1950 


TrapE-MARrK Act oF 1946—CoNcURRENT REGISTRATIONS—SECTION 2 (d) 
TRADE-M ARKS—REGISTRABILITY—GENERAL 

Application for concurrent registration would have to specify goods and area for which 
applicant desires registration. 

Issues as to concurrent registration for restricted area held not pertinent to present pro- 
ceeding because unrestricted registration is sought on present application. 

TrapE-MarK Act oF 1946—RELATED ComMpANyY—SECTIONS 5 AND 45 
TRADE- MARKS—REGISTRABILITY—LEGITIMATE CONTROL 

Whether or not opposer’s use constitutes use by a “related company,” as defined in Sec- 
tion 45, depends upon whether applicant exercises sufficient degree of control, whether it be 
by stock control or control by license agreement. 

On facts of record, opposer held not a related company, as defined in Section 45, but an 
independent, friendly competitor, in no real sense controlled or supervised by applicant as to 
nature and quality of the goods, and therefore opposer’s use of mark sought to be registered 
does not inure to benefit of applicant. 


’ 


Trade-mark opposition by Baxter Laboratories, Inc., against Don Baxter, Inc. 
Notice of opposition sustained and applicant adjudged not entitled to registration as 
related company under 1946 Act. 


Dawson, Ooms, Booth & Spagenberg for opposer. 
Lyon & Lyon for applicant. 


DERENBERG, Examiner of Interferences. 


This is an opposition proceeding in which both parties have taken testimony, 
filed briefs, and were represented at the hearing. 

The applicant’s application discloses the word “Baxter.” Registration is sought 
on the principal register under the Trade-Mark Act of 1946 for a series of solu- 
tions for parenteral use which are set forth in detail in the application as finally 
amended. Applicant claims use of said mark on such products since July 19, 1929. 
In its declaration, the applicant has recited as an “exception” to its exclusive right 
to use the mark in commerce “Baxter Laboratories, Inc.” More particularly, it is 
stated that Baxter Laboratories, Inc., has the right to use the identical mark in 
connection with certain intravenous solutions containing dextrose or salt in con- 
tainers other than ampoules or vials by reason of licenses granted by applicant to 
Baxter Laboratories, Inc., and covering some 37 states, as recited in the declaration. 
Applicant further alleges in its declaration that it has, with the exception noted, 
used the word “Baxter” exclusively as a trade-mark for a period of five years next 
preceding the filing of the application and that, therefore, the mark has become dis- 
tinctive of its product and qualifies for registration under Section 2 (f) of the Trade- 
Mark Act of 1946. The opposer in the present case is Baxter Laboratories, Inc., 
ie., the same party which, in applicant’s application, is referred to as a licensee and a 
related company and whose use of the mark, as set forth in the application, is 
alleged to “inure to the benefit of the applicant” under Section 5 of the Act of 
1946, 
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The opposition is here based on the contention that opposer no longer is, if jt 
ever was, a “related company” as that term is defined in the Trade-Mark Acct, since 
applicant does not exercise legitimate control in respect to the nature and quality 
of opposer’s goods and since, moreover, no relationship of parent and subsidiary 
exists today between applicant and opposer. Opposer insists that it presently has 
independent rights to use the trade-mark “Baxter” in the entire area referred to as 
an “exception” in applicant’s application. In other words, it appears to be opposer's 
position that the applicant here may at most be entitled to a registration covering 
the Western territory in which opposer is not using the mark. Such a registration, 
if sought by the applicant, might fall within the definition of a concurrent registra- 
tion under Section 2 (d) of the Trade-Mark Act of 1946. If the applicant, through 
instituting a concurrent use proceeding and by making the proper allegations pro- 
vided for that type of proceeding, had applied for a concurrent registration, it would 
have had to specify under Section 1 of the Act of 1946 and under the Rules of 
the Patent Office “the goods and area for which the applicant desires registration.” 
The application here presented makes no such limited claims; on the contrary, it 
seeks a registration covering the entire territory of the United States by referring 
to opposer as a related company rather than as a concurrent user. 

It is true that applicant, in its brief, raises three issues, the first two of which do 
not rely on or refer to opposer’s status as a related company but are framed so as 
to seek registration of the mark “Baxter” for the 11 Western States alone with re- 
gard to certain products covered by the license under which opposer operates, and 
for the entire country with regard to all other items referred to in the application. 

The Examiner agrees with the opposer, however, that the first two issues thus 
stated by the applicant in its brief are not properly raised in the present proceeding 
since the form of applicant’s application as presently worded seeks an unrestricted 
registration by setting up opposer as a “related company” whose use of the mark, 
even in the latter’s own territory, would inure to the benefit of applicant and entitle 
it to a registration for the entire country and for all goods. There is no occasion, 
therefore, in the present proceeding to consider the question whether the concurrent 
use of the mark “Baxter” by both parties under condition and limitations which 
would eliminate any likelihood of confusion might authorize the issuance of a con- 
current registration under Section 2 (d) of the Act of 1946. As now presented, 
applicant’s application must be denied unless it can be established that the use of 
the mark by the opposer constitutes use by a “related company” as defined in Sec- 
tion 45 of the Act. This determination in turn depends upon a finding whether 
applicant, at the present time, exercises a sufficient degree of control, whether it be 
stock control or control by license agreement, which would permit a finding to the 
effect that opposer’s use actually inures to applicant’s benefit as a “legitimate” use 
by a related company and is not used in such a manner as may deceive the public. 

While no case raising this exact point has yet been decided since the effective 
date of the Act of 1946, it is the Examiner’s opinion that the evidence fails to show 
that opposer is today a related company as defined in Section 45. Rather the con- 
clusion seems inescapable, from an examination of the history of the two parties 
and of the extensive correspondence which appears in the record, that opposer, if it 
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ever had the status of a true related company, has lost such position many years 
ago and today appears to have established independent rights of its own in the trade- 
mark here sought to be registered. 

It appears that there is little dispute between the parties about certain salient 
facts in this case. It is agreed that the relationship between them is governed in 
the main by a series of license agreements, more particularly opposer’s Exhibit 
No. 5. 

Under that agreement, the present opposer was formed as a so-called manufac- 
turing corporation for the purpose of manufacturing and selling certain intravenous 
solutions in 37 named States in the United States, as well as in Canada and all other 
foreign countries. The license thus granted was termed to be “exclusive, permanent, 
perpetual and irrevocable.” It was further stated that Dr. Donald E. Baxter, who 
was also the founder of applicant, was “to plan the establishment and equipment 
of the laboratory” of opposer, and that a staff of properly trained technical men was 
to be employed by the licensee under the technical supervision and control of Dr. 
Baxter. Under Section 5 of the contract, the licensee was given the right to use 
any trade name or other name under which any of the products had been sold or 
may be sold in the future. The agreement also contemplated the issuance of all 
authorized common stock of the licensee to Dr. Baxter. The contract provided for 
the payment of certain royalties by the licensee on each bottle of certain solutions 
made in accordance with the licensor’s original formulae. It is admitted that such 
royalties are still being paid by the licensee-opposer at the present time. 

If the terms of this and the other agreement were determinative of the issue here 
involved in and by themselves, there might have been a basis for a finding that op- 
poser was originally intended to be a related company, since Dr. Baxter not only 
had stock control but apparently could have actively directed and determined the 
manufacturing policies of opposer. The record shows, however, that, as years 
went by, opposer became more and more independent and today is not in any real 
sense controlled or even supervised by applicant. In 1935 Dr. Baxter sold his stock 
in opposer and no one connected with applicant has admittedly been associated with 
opposer’s board of directors ever since that time. As a matter of fact, the applicant 
here does not contend that there exists any stock control over opposer. Without 
reviewing the voluminous evidence in detail, it seems to the Examiner to bear out 
opposer’s contention that at least for the last ten years the two parties operated on 
a basis of friendly competitors who found it to their mutual interest to advertise 
jointly, exchange information, and benefit from each other’s newly discovered meth- , 
ods. The witness Beardsley, the president of applicant, was asked concerning 
Arthur Cherkin, applicant’s chief chemist: 

Now, what was the authority of Arthur Cherkin as given him by you in relation to 


inspecting or approving or disapproving of any of the products of Baxter Laboratories, 
Inc. ? 


and replied : 


I never authorized Arthur Cherkin to order Baxter Laboratories to do anything. 
However, my instructions were to the effect that if he saw or learned of things or con- 
ditions in respect to their products that he believed to be detrimental to the quality of 
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their products that he should call it to their attention, even to the extent of a request or 
perhaps you might call it a polite order that the thing or condition be corrected. 


On cross-examination, he testified : 


would consider an unethical product, I believe we would object. 

XQ-49. If the product were an ethical product, would you object? 

A. It is my personal opinion, which would have to be approved by the directors of 
our corporation before it became binding upon the corporation, that we would not object. 


The witness Hesset, vice-president of opposer, testified (page 40 of Testimony 
for Opposer) that there was no regularly established supervision or control by 
applicant of opposer’s products. He also testified (page 95) that when applicant’s 
chief chemist came to visit opposer’s plant, all courtesies were extended to him but 
that such visits were usually for the purpose of gathering information or exchange 
of ideas rather than to supervise opposer’s operations. He testified (page 106) : 


RDQ381. Did Mr. Cherkin ever give you the impression that he was examining 
your goods, for the purpose of control? 

A. Never. 

RDQ382. Did he ever give you any instructions with respect to your goods, or as to 
their manufacture? 

A. No. 

RDQ383. Did he or anyone else from Don Baxter, Inc., ever attempt to control the 
nature and quality of your product? 

A. No. 

RDQ384. Did you show Mr. Cherkin, or disclose to him procedures used, outside of 
routine procedures ? 

A. No. 

RDQ385. Have you disclosed anything with respect to protein hydrolysates ? 

A. No. 


The same witness testified (page 17, Testimony for Opposer, August 2, 1949) 
that there was a “spirit of cooperation” between both parties with regard to main- 
taining the products generally similar in appearance. 

Dr. Falk, opposer’s president, testified as follows (pages 22 to 24 of Testimony 
for Opposer) : 


Q81. Have you read the testimony of Mr. Beardsley and Mr. Cherkin in this case 
with respect to the question of control of the nature and quality of the products of your 
company ? 

A. Yes, I have. 

Q82. Prior to this opposition have either of these men ever suggested to you, in per- 
son or in writing, that they have a right of control over the nature and quality of your 
products ? 

A. No, they never have. 

Q83. What has been the relationship between Baxter Laboratories, Inc., and Don 
Baxter, Inc., with respect to any control by either company of the nature or quality of the 
products of the other? 

A. There has been no attempt at control on either side, neither side having the right 
to control. 


XQ-48. You had no objection to Baxter Laboratories selling products other than 
dextrose and intravenous salts solutions above their corporate name, did you? 
A. I think that would depend upon the product. If it were what Don Baxter, Inc., 
; 
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Q84. How did the companies operate with respect to each other ? 


be A. The companies exchanged helpful information freely. If we liked the information 
{ we received from Don Baxter, Incorporated, we used it. If we didn’t like it, we did not 
: use it. 
b Q85. Did the companies operate in different territories? 
an A. Always. 
Q86. Were they competitive? 
an» A. They were in no sense or at no time were they competitive. 
Q87. State whether or not either company was completely and entirely at liberty to 
, accept or reject any suggestion or criticism of the other? 
_ A. They were at complete liberty to do so, and on our side, at least, we always did so. 
* We rejected if we didn’t approve of their suggestions. 
nony Q88. On what basis were technicians or representatives of Don Baxter, Inc., per- 
I “a mitted to visit your plant ? - 

A. They were permitted to visit our plant to obtain helpful suggestions and methods 
ant s in the manufacturing of the solutions they were selling. If any representative of Don 
1 but Baxter obtained admission to our plant with the idea of later on asserting any control, 
ange they obtained admission to the plant under false pretenses. 
ties Q89. If any representative of Don Baxter had asserted a right of control over your 

products, what would you have done? 
ig A. They would have been immediately excluded from the plant. 


This testimony by opposer’s president seems to be borne out by numerous 
to statements and suggestions found in the correspondence between the parties. Thus, 
opposer’s president wrote to applicant as far back as April, 1939 (Opposer’s Exhibit 
42), as follows: 
Now that we are entirely segregated, excepting in journal advertising, I think it un- 
wise for you to mention us in your advertising as an affiliated company. 


of I believe that you will agree with me on this. Anyway, I would like to have an ex- 
pression from you. 


In answer to that letter, applicant’s president said (Opposer’s Exhibit 43) that, 
while there was a very definite relationship between the two companies “because of 
49) the existing agreements between them,” applicant was willing to drop the expression 
“affiliated companies” and use instead the following language: “Other Baxter 
Laboratories located at Glenview, Illinois, College Point, New York, and Toronto, 
Canada.” In his next letter (Opposer’s Exhibit 44), applicant’s president definitely 
agreed to drop the expression “Affiliated Baxter Companies, etc.” Noteworthy, 
also, is opposer’s president’s letter of an even earlier date, November, 1937 (Op- 
poser’s Exhibit 72), in which applicant’s president is informed of a new develop- 
ment invented by opposer. Opposer’s president then made this significant state- 
ment : 


ain- 


ony 


The contract between us calls for the payment of royalties to you for developments 
which you make, but is silent as to developments made by us. Since now the stage has 
been reached where you are interested in using some of our developments, it seems to us 
only fair that you should pay some royalty for them if you use them. 

We are writing you this letter so that you may fully understand our attitude and so 

; that you may not be led into the misapprehension that all of our developments are open 
and available to you without paying any royalty whatever. As questions of the use of our 
developments arise, we will be glad to discuss the matter of license with you. 


— 
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The applicant’s president wrote as early as 1935 (Opposer’s Exhibit 57) as 
follows: 


It would seem that it would be to our mutual advantage to cooperate as closely as pos- 
sible, as our combined efforts should put us in a better position to resist the competition 
which is rapidly increasing on all sides. Of course, we do not feel that a 20% handling 
charge is exactly cooperation. 


If there had been any actual supervision or control at that time, or at any sub- 
sequent time, applicant would certainly have talked in terms of requests and de- 
mands rather than in terms of mutual corporation to resist competition from out- 
siders. Another illustration of the true relationship between the parties is indicated 
in Opposer’s Exhibit 31, in which applicant’s chief chemist inquires about a certain 
new development and states that applicant would be “extremely grateful” if certain 
material could be made available to it and that they would very much appreciate re- 
ceiving certain additional information. These letters are but a few instances taken 
at random by the Examiner, which tend to show that over the course of years, op- 
poser became an independent concern and now uses the name “Baxter” on numer- 
ous products which it sells in its territory without any supervision or control on 
the applicant’s part. Applicant has been unable to prove that the opposer has taken 
any action with regard to its maufacturing policy or products in recent years as a 
direct result of exercise of supervision or control by applicant. 

It thus seems to the Examiner that even in the light of the provisions of Section 
5 and Section 45 of the Act of 1946 giving limited recognition to trade-mark licenses, 
the record here submitted fails to make out a case for showing that the minimum re- 
quirements with regard to the licensor’s control over the nature and quality of the 
licensee’s goods have been satisfied. The few decided cases on this subject (see, for 
instance, E. I. Du Pont de Nemours & Co. v. Celanese Corporation of America, 77 
U. S. P. Q. 364) and the recent literature with regard thereto (Law and Contem- 
porary Problems, Spring 1949, ““Trade-Marks and Related Companies: A New Con- 
cept in Statutory Trade-Mark Law” by Leslie D. Taggart, and “Trade-Mark 
Licensing—A Saga of Fantasy and Fact” by Harry L. Shniderman), as well as the 
Congressional Hearings preceding the enactment of the 1946 Act all stress the point 
that there can be no related company situation in any case in which the products 
bearing the name do not imply a guarantee to the public with regard to uniform 
standards and one controlled source of manufacture. If, as applicant suggests, it 
has already been selling its own products to some extent in opposer’s territory, the 
result might well be that the name “Baxter” has already seriously been impaired as 
a result of simultaneous use thereof in the same territory by both parties to this 
proceeding. Moreover, the record establishes that the opposer has been using the 
name “Baxter” on numerous products which it developed for the first time and with 
regard to which no supervision or approval has been sought from the applicant, nor 
does the basic license agreement (Exhibit 5) contain any such safeguards with re- 
gard to identity and quality of the products or supervision by the licensor as are set 
forth in the license agreement which was before the Court of Customs and Patent 
Appeals in the above-mentioned Celanese case. 

It is accordingly the Examiner’s view that in view of the widespread and uncon- 
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trolled use which opposer has made of the name “Baxter” with regard to a con- 
siderable variety of its own solutions, its use of the name does not inure to the 
benefit of the applicant and, that consequently, applicant is not entitled to the reg- 
istration for which it has here made application. 

The opposition is hereby sustained, and it is further adjudged that the applicant 
is not entitled to the registration for which it has made application. 

Limit of appeal: May 10, 1950. 





EX PARTE CHARMETTE FABRICS COMPANY, INC. 
Commissioner of Patents—March 27, 1950 


TrADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
The word “Pebble” held merely descriptive of the type of surface on fabric or leather and 
therefore unregistrable, under 1946 Act, for piece goods. 
TRADE-MARKS—PLEADING AND PRACTICE—DISCLAIMER 
Refusal to register “Charm Pebble” as trade-mark for piece goods, in absence -of dis- 
claimer of “Pebble” held proper. 
TRADE- MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Charm Pebble” held confusingly similar to “Charmcrepe,” the word “crepe” being dis- 
claimed, used on similar goods, under 1946 Act. 
TrADE- MARKS—REGISTRABILITY—GENERAL 
In case of ambiguity in appearance and description of prior registration of third party, 
held it would be proper to give applicant benefit of doubt and permit its application to be 
passed for publication, and registered in the absence of opposition. 


Appeal from Examiner of Trade-Marks. ; 
Application for registration of trade-mark by Charmette Fabrics Company, 
Inc. Applicant appeals from refusal of registration under 1946 Act. Affirmed. 


Jacob T. Basseches and Paula T. Basseches, of New York, N. Y., for applicant. 
DANIELS, A. C.: 


This is an appeal from the final refusal of an application to register the trade- 
mark “Charm Pebble” as a trade-mark for “piece goods, namely crepe finish fabric 
made of rayon,” on the Principal Register under the Act of 1946. Registration 
has been refused in view of two prior registrations of trade-marks for rayon fabrics 
under the Act of 1905. It has also been refused unless the applicant disclaims 
the word “Pebble,” which the examiner states is a common textile term indicating 
a type of surface of a fabric. 

The applicant has submitted nothing to contradict or question the definition 
from a fabric publication cited by the examiner indicating that “Pebble” refers to 
a type of surface on fabric or leather. The word as applied to this material cannot 
therefore be regarded as suggestive, as contended by the applicant, but must be con- 
sidered to be merely descriptive as applied to such goods. The refusal to register 
in the absence of such disclaimer was therefore proper. 

The mark disclosed in the first of the prior registrations set up by the examiner, 
No. 387,395 registered May 13, 1941, discloses the trade-mark “Charmcrepe” for 
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rayon fabrics, “Crepe” being disclaimed. The more significant part of each of the 
marks consists therefore of the identical word. Considered in their entireties, | 
agree with the examiner that the applicant’s mark so nearly resembles that of the 
prior registration as to be likely, when applied to identical goods to cause confusion 
or mistake or to deceive purchasers. 

Applicant contends that the mark for which it seeks registration differs to a 
greater degree from that of reference cited than the prior registration differed from 
certain earlier registrations owned by the applicant. It is to be noted, that while 
applicant’s earlier registrations have some resemblance to the prior registrations 
cited by the examiner, there is at least an arguable difference between such earlier 
registrations, which is not the case as between the mark now sought to be registered 
and that of the prior third party registration. As pointed out by the examiner, 
applicant’s earlier marks do not cover “Charm” alone, but are combined with other 
features, which may have been regarded as sufficiently distinctive to distinguish 
the other registration from them, while the mark now sought to be registered cannot 
be distinguished from that registration. 

Registration has also been refused in view of another prior third party regis- 
tration of a trade-mark for rayon fabrics. In view of the foregoing, the application 
must, in any event, be refused registration. It should be noted, however, in case 
it might become material, that in view of the ambiguity in the appearance and 
description of the other registration it would, in my opinion, be proper to give appli- 
cant the benefit of the doubt and permit its application to be passed for publication, 


and in the absence of opposition, registered, if that registration were the only bar. 
In view of the existence of the other registration, however, the application must be 
refused. 

The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE AMERICAN MAP COMPANY, INC. 
Commissioner of Patents—March 29, 1950 


TRADE-MARKS—REGISTRABILITY—GENERAL 
Examiner’s references to interviews with official of government agency in connection 
with determining question of registrability disregarded, but, in view of such references, case 
considered reopened to extent that affidavits submitted by applicant after final refusal of 
registration are considered and held to form part of record. 
TRADE-MarK Act oF 1946—REGISTRABILITY—SECTION 2(f) 
TRADE-MARKsS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—GENERAL 
Mark which is actually generic and incapable of identifying goods cannot function as 
trade-mark and therefore would be incapable of becoming distinctive of applicant’s goods. 
Line of demarcation between something so highly descriptive as to be incapable of dis- 
tinguishing and one, which while merely descriptive, may be capable of attaining such dis- 
tinctiveness, is indefinite and sometimes hard to draw. 
TRADE-MarK Act oF 1946—REGISTRABILITY—SECTION 2(f) 
TRADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—GENERIC TERMS 
“Colorprint” held incapable of distinguishing maps and atlases, does not function as a 
trade-mark, and is therefore unregistrable under Section 2(f) of 1946 Act. 
Natural meaning of term sought to be registered is that applicant’s maps are printed in 
color, or are colored prints of particular map. 
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TrabDE-MARK Act OF 1946—REGISTRABILITY—SECTION 2(f) 
TrabE- MARKS—REGISTRABILITY—DISTINCTIVENESS 

Burden of establishing distinctiveness under section 2(f) is on applicant. 

More than exclusive use is required to establish distinctiveness in case of highly descrip- 
tive marks; the mere fact that others may not have used term is not sufficient to establish 
that it may be recognized as a trade-mark. 

That word may be a trade-mark though used with other marks is well established, but it 
must be used in such manner that it will be so recognized. 

Fact that others in the business, familiar with applicant’s commercial practices, associate 
mark with applicant does not indicate that it would be so recognized by the purchasing public. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by American Map Company, Inc. 
Applicant appeals from refusal of registration under 1946 Act. Affirmed. 


Jacob T. Basseches and Paula T. Basseches, of New York, N. Y., and J. Richard 
Paris, of Washington, D. C., for applicant. 


DaNIELs, A. C.: 


This is an appeal from the final refusal of an application for registration of a 
trade-mark for maps and atlases under the Trade-Mark Act of 1946. The mark 
sought to be registered consists of the word “Colorprint.” It was originally filed 
under the Trade-Mark Act of 1905. It was later amended to bring it under the 
provisions of the Act of 1920, and thereafter to bring it under the Act of 1946, 
alleging, in accordance with section 2(f) of that Act, that the mark has become 
distinctive of applicant’s goods. Refusal to register is based upon the examiner’s 
holding that it is generic and incapable of functioning as a trade-mark, that is, 
of indicating origin or ownership of the goods. 

The examiner has referred to dictionaries, encyclopedias, and other material 
indicating that color printing is common and that the words sought to be registered 
must accordingly be applicable to any map printed in color. Applicant contends 
on the other hand that the terms “color print” or “color prints” refer exclusively 
to articles made by engraving and would be considered only as identifying rare, 
or antique prints such as are dealt in by dealers in objects of art. It contends that 
its own maps are made by offset lithography and are not engravings and that, since 
they represent up-to-date geographical information and are sold commercially, they 
cannot be considered rare or specialized objects of art. 

The examiner has also referred to certain interviews with an official of a gov- 
emmment agency, which will be disregarded. In view of such references, however, 
the case is considered reopened to the extent that the affidavits submitted by the 
applicant after final refusal of registration have been considered, and form part of 
the record. 

If the mark is actually generic and incapable of identifying goods, it cannot 
function as a trade-mark. Burmel Handkerchief Corporation v. Cluett, Peabody 
& Co., 29 C. C. P. A. 1024, 127 F. 2d 318 [32 T. M. R. 308]; Ex Parte Relief 
Printing Corporation, 25 U. S. P. Q. 147, 159 M. D. 404; Ex Parte Taylor, 469 
0. G. 772, 30 U. S. P. Q. 211; Ex Parte The Bissell Varnish Company, 614 O. G. 
822,78 U. S. P. Q. 371. See also cases cited in Ex Parte American Enka Corpo- 
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ration, 624 O. G. 972, 81 U.S. P. Q. 476 (pet. recon. 624 O. G. 974, 82 U. S. P.Q, 
41). Such a mark would therefore be incapable of becoming distinctive of an ap. 
plicant’s goods in commerce under section 2(f) of the Trade-Mark Act of 1946, 
It is established by examination of ordinary dictionaries as well as by the encyclo. 
pedia article quoted by the examiner, and it is not questioned by the applicant, tha 
printing in color has been common for many years and that various methods oj 
color printing and lithography are now, and have been for some time in common 
use. That maps, whether engraved, lithographed or otherwise prepared have been 
colored long prior to any use claimed by applicant, cannot be questioned. The 
natural meaning of the term sought to be registered appears to me to be that appli- 
cant’s maps are printed in color, or are colored prints of a particular map. This 
obviously would indicate a common attribute of maps from many sources. 

The fact that antique or rare prints which were colored are dealt in and referred 
to as color prints or “colour prints’ does not affect this. Even in the advertise. 
ments, catalogues, etc., submitted by applicant, these are referred to as “Old English 
Colour Prints,” “Old Colour-Prints,” and “XVIIIth Century Colour-Prints,” ap- 
parently used in the same generic sense. Assuming, however, that the term may 
have a special meaning in establishments dealing with rare prints and objects of 
art, this does not indicate that it would be any less generic when applied to a map. 
It is my opinion that it would necessarily be regarded by the public as indicating 
the fact that the map is printed in color, and so used would indicate a type of map 
which should be open to the use of any map-making concern. I accordingly agree 
with the examiner that the term is incapable of distinguishing applicant’s goods. 

The line of demarcation of something which is so highly descriptive as to be 
incapable of distinguishing an applicant’s goods and one, which while merely de- 
scriptive, may be capable of attaining such distinctiveness is indefinite and some- 
times hard to draw. In the event there were doubt as to applicant’s mark being 
generic to the extent stated the fact that it is highly descriptive would remain under 
any meaning that can be attributed to it, and even if the mark were so considered, 
it has not, in my opinion, been shown to have become distinctive. On the record 
presented, applicant must be considered to have had exclusive use thereof as ap- 
plied to commercial maps. More than exclusive use would, however, be required 
in the case of such a highly descriptive mark, and unless the mark was used in such 
a manner that it could identify applicant’s product, it cannot have become distinctive. 
Rosenberg, et al. v. Shakeproof Lock Washer Company, 20 F. Supp. 959, 35 U. S. 
P. Q. 232. 

The specimens submitted show that applicant’s mark is used as part of the 
phrase “Colorprint Series” appearing as the last of a group of words. These read: 
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The words “Colorprint Series” are in conspicuous type, but not as prominent as 
the portions of the legend quoted above. The other material forming part of this 
legend not quoted consists of applicant’s corporate name, reference to the applicant 
as the “originators and sole manufacturers” of ““Cleartype Maps,” notice as to copy- 
right, scale of miles and other similar material. As used the words ‘“Colorprint 
Series” would appear to distinguish these maps from “Cleartype Maps” not printed 
in color, rather than to distinguish applicant’s maps from those of others. That a 
word may be a trade-mark even though used with other marks is well established, 
but it must be used in such a manner that it will be so recognized. As was stated in 
Rosenberg, et al. v. Shakeproof Lock Washer Company, supra [27 T. M. R. 790]: 


The name “Parker” indicated origin while the words “hardened,” “self-tapping,” and 
“sheet-metal” were ordinary English words descriptive of the product. . . . Obviously 
the indication of origin is the name “Parker-Kalon.” The inconspicuous words “hard- 
ened,” “self-tapping” and “sheet metal screws” are descriptive of the character, opera- 
tion and purposes of the product. . . . The way in which plaintiffs have used the word 
“self-tapping” precludes all possibility that the word has come to indicate to any one the 
origin of the product... . 


See Kellogg Toasted Corn Flake Co. v. Quaker Oats Co., 235 F. 657. 

The mere fact that others may not have used the term is not sufficient to estab- 
lish that it may be recognized as a trade-mark where there is nothing to indicate that 
the public generally would recognize it as indicating source of origin. Kellogg 
Toasted Corn Flake Co. v. Quaker Oats Co., supra. Kellogg Company v. National 
Biscuit Company, 305 U.S. 111, 39 U. S. P. Q. 296; In re St. Paul Hydraulic Hoist 
Company (C. C. P. A.) 177 F. 2d 214, 83 U.S. P. Q. 315. 

The burden of establishing distinctiveness under Section 2 (f) is on the appli- 
cant, and in spite of applicant’s diligence in the presentation of affidavits on the ques- 
tions previously discussed, the evidence submitted fails to carry conviction that the 
mark has attained any distinctiveness, even if it were considered that that would 
be possible. The fact that others in the business familiar with applicant’s com- 
mercial practices have submitted affidavits that they are familiar with the mark 
and associate it with the applicant does not indicate that it would be so recognized 
by the purchasing public. As was stated in Ex parte Fram Corporation, 551 O. G. 
737,57 U.S. P. Q. 330: 


It may well be that to persons who are familiar with applicant’s device, the expres- 
sion “Oil & Motor Cleaner” is indicative of origin in applicant, particularly in view of 
the fact that the expression invariably appears in association with applicant’s registered 
trade-mark “Fram.” But by the general public, I think it would be regarded merely as 
the name of the goods. 


I agree with the Examiner of Trade-Marks that the mark sought to be registered 
is incapable of distinguishing the applicant’s goods and does not function as a trade- 
mark, 

The decision of the Examiner of Trade-Marks is affirmed. 
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EX PARTE MONSANTO CHEMICAL COMPANY 
Commissioner of Patents—April 7, 1950 


TRADE-MarK Act oF 1946—REGISTRABILITY—SECTION 2(e) 
TRADE-MARKS—WorpDs INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 

“Noclamp” held merely descriptive of glues and not registrable on principal register, under 
1946 Act. 

Fact that clamps may, on occasion, be necessary in use of product, does not make mark 
registrable, since descriptive meaning of term is held that which is intended by applicant and 
would be accepted by the public and since section 2(e) of 1946 Act applies to misdescriptiye 
as well as descriptive terms. 

TRADE-M ARKS—DESCRIPTIVENESS—GENERAL 

If name signifies certain physical and chemical properties of goods or indicates the method, 

result or characteristic of their use, it is merely descriptive. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Monsanto Chemical Company, 


Applicant appeals from refusal of registration under 1946 Act. Affirmed. 
J. Russell Wilson, of St. Louis, Mo., and F. M. Murdock, of Springfield, Mass, 
for applicant. 


DANIELS, A. C.: 


This is an appeal from the final refusal of an application for registration of a 
trade-mark for “glues,” on the Principal Register of the Act of 1946. The mark 
sought to be registered consists of the notation “Noclamp.” 

Registration has been refused under Section 2(e) (1) of the Trade-Mark Act 
of 1946, on the ground that it consists of a mark which “when applied to the goods 
of the applicant is merely descriptive or deceptively misdescriptive of them,” it being 
stated by the Examiner that the word would signify that no clamps are needed to 
effect adhesion. The applicant does not question the Examiner’s statement that the 
use of a clamp in the gluing process is well known, but contends that ‘‘Noclamp” is 
not descriptive of a glue, but merely suggests that the use of the glue accomplishes 
a given result. As an illustration applicant states that ““No-Color” glue could be 
descriptive of a glue which is colorless, but that ““Noclamp” does not designate an 
inherent property of a glue. It is also stated that in certain applications of this glue 
it may be possible to do away with clamps but that clamps must be used in many 
cases and accordingly “Noclamp” is not descriptive of glue. In an argument before 
the Examiner it was stated that the term “signifies a glue having certain physical 
and chemical properties as, for example, viscosity characteristics, period of time 
required for gellation under particular temperature and pressure conditions, and 
period of time for a full set.” 

If as stated by the applicant the name signifies certain physical and chemical 
properties of the glue, it is clearly merely descriptive thereof. If on the other hand 
it indicates the method of use or result of the use of the product, it is equally descrip- 
tive. Beckwith v. Commissioner of Patents, 252 U. S. 538, 1920 C. D. 471; Wal- 
green Co. v. Godefroy Manufacturing Co., 22 C. C. P. A. 818, 74 F. 2d 127; 
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In re W. A. Sheaffer Pen Co., 34 C. C. P. A. 771, 158 F. 2d 390; Andrew J. 
McPartland v. Montgomery Ward & Co., Incorporated, 35 C. C. P. A. 802, 164 
F. 2d 603; and Basic Food Materials, Inc. v. Keyes Fibre Co., 34 C. C. P. A. 1117, 
162 F. 2d 422. In the foregoing cases, the mark did not describe the article itseli, 
but referred to a result or characteristic of its use. As such it clearly comes within 
the terms of Section 2(e) (1) of the Trade-Mark Act of 1946. (See discussion on 
this subject in Andrew J. McPartland v. Montgomery Ward & Co., Incorporated, 
supra). Nor does the fact that clamps may, on occasion, be necessary in the use of 
the product make the mark registrable, since it seems apparent that the descriptive 
meaning of the term is that which is intended by the applicant and would be ac- 
cepted by the public, and since section 2(e) (1) applies to misdescriptive as well as 


descriptive terms. 
The decision of the Examiner of Trade-Marks is affirmed. 





EX PARTE BURGESS BATTERY COMPANY 
April 21, 1950 





Commissioner of Patents 


TrapE-MaArK Act oF 1946—REGISTRABILITY—SECTION 1(a) 
APPLICATIONS—-SPECIMENS—CONFORMANCE TO DRAWING 

Registration held properly refused under section 1(a) of 1946 Act because in none of 
specimens submitted does trade-mark shown in drawing appear; and therefore applicant has 
made no showing that mark sought to be registered has actually been used. 

TRADE-MARK Act oF 1946—REGISTRABILITY—SECTION 45 
TRADE-M ARKS—REGISTRABILITY—GENERAL 

While 1946 Act permits registration of numerous trade-marks not registrable under 1905 
Act, there is nothing in new Act permitting registration of material which is not and does 
not function as a trade-mark. 

Definition of trade-mark in Section 45 of 1946 Act does not change fundamental nature 
of a trade-mark under prior Acts. 

TrADE-MARKS—MArKS INCAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 

Mark consisting of series of parallel alternating dark and light stripes of approximately 
equal width on surface of batteries or battery cartons, held merely background dress of goods, 
having no trade-mark significance and incapable of functioning as such. 

Color alone does not function as a trade-mark and where it constitutes only a background, 
as distinguished from an element of a design, it has never been recognized as such for regis- 
tration purposes or otherwise. 

The Barbasol Company v. Jacobs, 160 F. 2d 336, distinguished. 

TraDE-MArK Act oF 1946—REGISTRABILITY—SECTION 2(f) 
TRADE-MARKS—ACQUISITION OF RIGHTS—DISTINCTIVENESS 

On facts of record, applicant held to have failed to establish distinctiveness of mark by 

affidavits and exhibits submitted. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Burgess Battery Company. Ap- 
plicant appeals from refusal of registration under 1946 Act. Affirmed. 


Jones, Tesch & Darbo, of Chicago, Ill., for applicant. 
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DaNIELs, A. C.: 


This is an appeal from the action of the Examiner of Trade-Marks finally re. 
fusing an application for registration of a trade-mark on the Principal Register 
under the Trade-Mark Act of 1946 for “dry batteries and flashlight cases.” The 
mark is described by the applicant as “a design device consisting of a series of paral- 
lel alternating dark and light stripes of approximately equal width.” Applicant al- 
leges that the mark has become distinctive of its goods in accordance with Section 
2(f) of the Act. The application has been refused on the ground “that what is pre- 
sented is but a portion of the over-all ornamentation or decorative dress for the 
goods and that said portion is further but a part of the alternate black and white 
background effect for a medallion design,” and that it is not and does not function 
as a trade-mark. 

As shown in the drawing the mark sought to be registered consists of a slighly 
oblong but almost square field comprising uninterrupted alternate black and white 
stripes. Applicant emphasizes, however, that it does not limit itself to this particu- 
lar color or shape, but claims alternate light and dark stripes, regardless of color, 
and contends that blue or red instead of black stripes would be covered by the regis- 
tration which it seeks. 

As a preliminary basis of refusal it must be stated that in none of the numerous 
specimens submitted does the trade-mark shown in the drawing appear. The 
specimens all show black and white striped packages or casings bearing a red figure 
or shield (referred to by the examiner as a medallion) and the trade-mark “Bur- 
gess.” In some instances there are ornamental red or black stripes above, below, 
or around the striped portion. In none of them does an uninterrupted series of 
stripes of the approximate size or shape shown in the drawing appear. The regis- 
tration sought necessarily would be refused under Section 1(a) of the Act upon 
the application presented, since there is no showing that the mark sought to be reg- 
istered has actually been used. 

The foregoing technical ground of refusal is relatively unimportant. The 
specimens show black and white stripes wherever they may conveniently be dis- 
posed on the carton or case of the battery. In a few instances the sides of the bat- 
teries have very few uninterrupted stripes. In others there are broad expanses or 
panels of such stripes. It is clear that what applicant seeks to register is the use of 
light and dark vertical stripes in any combination that may be used as a surface of 
batteries or battery cartons, and wherever they may be disposed on the surface 
without regard to their interruption by having the red medallion, the word “Bur- 
gess,” or other material, superimposed thereon. 

The United States Court of Customs and Patent Appeals has twice passed upon 
applications under the Trade-Mark Act of 1905 for registration of this same mark, 
once alone (In re Burgess Battery Company, 27 C. C. P. A. 1927, 112 F. 2d 820), 
and once (31 C. C. P. A. 1039, 142 F. 2d 466) in connection with a “shield design 
surrounded by alternate light and dark stripes approximately equal. . . .” (The 
shield apparently was what the examiner now refers to as a medallion.) In each 
instance registration was refused. In the latter the Court of Customs and Patent 
Appeals stated with reference to the former decision: 
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The effect of our decision in said case is that stripes which are a mere dress of the 
goods can have no trade-mark significance, because they do not point out the origin of 
the articles to which the label is affixed. 


And with reference to the combination of the striped background and the shield it 


was said: 


The difficulty with appellant’s position is that, as used, the stripes form no part of the 
design, but are merely a background, not restricted in area, upon which the shield appears. 

To hold that appellant’s mark is registrable without a disclaimer of the stripes would 
involve holding that the stripes possessed some trade-mark significance contrary to our 
holding in the case of Jn re Burgess Battery Company, supra. As we adhere to our hold- 
ing in said case, it follows that the decision appealed from should be affirmed. 


The court’s description of the mark clearly indicates that the applicant’s mark 
sought to be registered in each of the above cases was the same as that now sought 
to be registered and it is my understanding that the specimens are essentially the 
same. While the Trade-Mark Act of 1946 permits registration of numerous trade- 
marks which were not subject to registration under the Act of 1905, there is nothing 
in the new act to permit registration of any material, however described, which is 
not and does not function as a trade-mark. That the definition of a trade-mark 
appearing in section 45 of the Trade-Mark Act of 1946 does not change the funda- 
mental nature of a trade-mark (as distinguished from a registered or registrable 
trade-mark), under prior acts, has been discussed in a number of decisions of this 
Office, and such discussion will not be repeated. See Ex Parte American Enka 
Corporation, 624 O. G. 972, 81 U. S. P. Q. 476 (Pet. Recon. 624 O. G. 974, 82 
U.S. P. Q. 41); Ex Parte William Skinner & Sons, 82 U. S. P. Q. 315, 626 
O. G. 924. The United States Court of Customs and Patent Appeals has found 
that the mark sought to be registered has no trade-mark significance and is not 
capable of functioning as such. Nothing in the Act of 1946 appears to change this 
conclusion, and in the absence of such significance it cannot be registered. 

Applicant argues, however, that the prior decisions of the Court of Customs 
and Patent Appeals referred only to registration and not to the nature or function 
of the mark. I cannot agree with this contention but if it were to be accepted, it 
would not indicate that the mark sought to be registered has become distinctive of 
applicant’s goods. Under well-settled authority color alone does not function as a 
trade-mark and when it constitutes only a background, it has never been recognized 
as such for purposes of registration or otherwise. In A. Leschen & Sons Rope Co. 
v. Broderick & Bascom Rope Co., 201 U. S. 166, 26 S. Ct. 425, the Court said: 


Whether mere color can constitute a valid trade-mark may admit of doubt. Doubtless 
it may, if it be impressed in a particular design, as a circle, square, triangle, a cross, or a 
star. But the authorities do not go farther than this. 


See also Mishawaka Rubber & Woolen Manufacturing Company v. S. S. Kresge 
Company, 49 U. S. P. Q. 419, 119 F. 2d 316; Mishawaka Rubber and Woolen 
Manufacturing Company v. S. S. Kresge (U. S. Sup. Ct.), 316 U. S. 203, 53 
U. S. P. Q. 323; James Heddon’s Sons vy. Millsite Steel & Wire Works, Inc., 
128 F. 2d 6, 53 U. S. P. Q. 579; In re Barrett Co., 48 App. D. C. 586, 262 O. G. 
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167. The most recent decision on this point, however appears to be that of the 
Court of Appeals, 3rd Circuit, in Campbell Soup Company, et al. v. Armour & 
Company, 81 U. S. P. Q. 430. In that case the court considered certain trade- 
mark registrations consisting of red and white bands, and stated: 


What the plaintiffs are really asking for, then, is a right to the exclusive use of labels 
which are half red and half white for food products. If they may thus monopolize red 
in all of its shades the next manufacturer may monopolize orange in all its shades and the 
next yellow in the same way. Obviously, the list of colors will soon run out. 


After considering a number of prior cases the court said: 


Color is a perfectly satisfactory element of a trade-mark if it is used in combination 
with a design in the form, for example, of a picture or a geometrical figure. The Bar- 
basol case is typical. (Barbasol Co. v. Jacobs, 160 F. 2d 336 [C. C. A. 7, 1947].) Here 
was a package using several colors but in a distinct and arbitrary design. The mere di- 
vision of a label into two background colors, as in this case, is not, however, distinct or 
arbitrary, and the District Court so found. 

When we say that plaintiffs cannot have exclusive right to a trade-mark of a red and 
white label we are by no means denying their right to acquire a trade-mark when the color 
is combined with other things in a distinctive design. As a matter of fact, the distinctive- 
ness of plaintiffs’ packages does not depend upon color alone, although each has been 
granted registration of a trade-mark described in terms of color. Each has its name in 
one of the color bands in a uniform and specified type of script. Each has a very distinc- 
tive design on its label. Carnation has a small bouquet of carnation flowers. Campbell 
has a medallion of individual design. Armour, too, does not depend upon color alone. It 
uses different colors with different products and each has the Armour name in an in- 
dividual type of script accompanied by the star which it says has been the mark of its 
goods over many years..... 


In this same case (Campbell Soup Company, et al. v. Armour and Company, 81 
F, Supp. 114, 79 U. S. P. Q. 14, 18), the District Court (E. D. Pa.) made the 
following conclusions of the law: 


2. The red and white banding on the plaintiffs’ labels has not been used by them as a 
badge of exclusive origin, does not in fact function as a badge of exclusive origin, and 
gives no rise to any exclusive right. 

3. Red and White banding is mere tasty dress which cannot be monopolized. 


The comment of the court in distinguishing between mere colored background 
and use of color as an element of a design which might have significance is well set 
out in footnotes 10 and 11 of the Court of Appeals, third circuit, decision in Campbell 
Soup Company, et al. v. Armour and Company, 81 U.S. P. Q. 430. 

Applicant places much emphasis on the decision of the Circut Court of Appeals, 
Seventh Circuit in The Barbasol Company v. Jacobs, 160 F. 2d 336, 72 U.S. P. Q. 
350. This is referred to by the Court of Appeals, Third Circuit, in Campbell Soup 
Company v. Armour & Company, 81 U. S. P. Q. 430, 433, as the typical case in 
which color “is used in combination with a design in the form, for example, of a 
picture or a geometrical figure,” which also appears to distinguish it from this case. 
The fact that applicant uses narrow stripes while broad bands appear, in the trade- 
mark under discussion in Campbell Soup Co. v. Armour & Co., supra, cannot dis- 
tinguish these cases. Both are mere background or color of the package and, in 
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fact, the “bands” under consideration in Campbell Soup Co. v. Armour & Co., 
supra, had a definite shape and relationship while applicant claims contrasting stripes 
of approximate equal width generally without limit as to area. The fact that ap- 
plicant has referred to the stripes in its advertising and upon the goods by various 
phrases such as that stating that they are recognized by their stripes cannot affect 
this conclusion for the reasons given in the District Court decision in Campbell Soup 
Company v. Armour & Co., supra. (See finding of fact, No. 19.) 

Under the authority of the foregoing cases, it must be held as a matter of law 
that applicant’s mark is incapable of distinguishing applicant’s goods and has not 
become distinctive of applicant’s goods in accordance with Section 2(f). 

In view of the foregoing, any discussion of the evidence by which applicant at- 
tempts to show that its mark has become distinctive is considered unnecessary. 
In the event that further proceedings in this case might make it pertinent it should be 
noted that in my opinion the affidavits and exhibits submitted, in spite of the diligence 
and care with which counsel has prepared and presented them, do not establish 
any actual distinctiveness. 

The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE MARS SIGNAL-LIGHT COMPANY 
Commissioner of Patents—April 25, 1950 


TrapDE-MARK Act oF 1946—REGISTRABILITY—SECTION 23—TRADE-MARKS—REGISTRABILITY— 
CAPABILITY OF DISTINGUISHING 

“Configuration of goods” is not defined by 1946 Act; but to be registrable on Supple- 
mental Register, Section 23 requires that it be capable of distinguishing the applicant's 
goods. 

If test to be adopted is that configuration of goods must be bizarre, then to be registrable 
it must be so bizarre, unique or unusual as to be recognized by the public as distinguishing 
applicant’s goods and indicating source. 

Question of what is ornamental held not to govern, since if capable of distinctiveness, one 
which was grotesque would be as much entitled to registration as an attractive or ornamental 
design. 

Shape of configuration of goods held not distinctive; nor is there any indication that com- 
ponents of the composite are or would be regarded as indicating origin. 

Whether or not apparatus such as applicant’s can be distinctive in sense required by 
Section 23 is questionable, as configuration of goods may mean form of particular part or 
characteristic as well as overall shape. 

To extent that previous unfair competition cases may be pertinent, they appear to indi- 
cate that only configuration of characteristic, non-functional features rather than the entire 
article must have been intended by “configuration of goods.” 

Where subject matter is of nature which would clearly be subject to protection under 
the Patent Law, if otherwise eligible, held it would seem clear that the appearance of the 
article should not be registered as a trade-mark. 

TRADE-MarkK Act oF 1946—REGISTRABILITY—SECTION 23—TRADE-MARKS—MARKS INCAPABLE 
OF DISTINGUISHING—PARTICULAR INSTANCES 

Configuration of goods, viz., a seal beam headlight, held a “design” which would not be 
recognized as indicating origin and cannot be considered capable of distinguishing applicant's 
goods under Section 23 of 1946 Act. 


Appeal from Examiner of Trade-Marks. 
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Application for registration of trade-mark by Mars Signal-Light Company, 

Applicant appeals from refusal of registration under 1946 Act. Affirmed. 


Dawson, Booth & Spangenberg, of Chicago, IIl., for applicant. 
DanIELs, A. C.: 


This is an appeal from the final refusal of an application for registration of a 
mark described in the application as a “configuration of goods (trade-mark) . . ” 
The goods are described as “a seal beam headlight” (which it is indicated is jn. 
tended for use on locomotives). Registration was originally sought on the Princj- 
pal Register under the Trade-Mark Act of 1946, but the application has been 
amended to request registration on the Supplemental Register under that Act. 

Registration has been refused on the ground that what is presented is not capable 
of distinguishing the applicant’s goods from the goods of others as required by 
Section 23 of the Act of 1946. The following quotations from the applicant’s brief 
on appeal set out applicant’s description of its mark. 


The application seeks to cover, under the Supplemental Register, the configuration of 
the goods shown in the drawing, namely, a seal beam headlight. 

In the new design of headlight there is a circular plate on which two seal beam head- 
lights are mounted, one above the other, an elongated or elliptical frame being provided 
about each headlight and providing ears at the upper and lower corner portions of the 
frames. The effect of the composite design is interposed, small circles within a large — 
circle, the smaller circles being enclosed by frames somewhat elongated in style and with 
the ears at the corner thereof. 


The foregoing appears to be an accurate description of the material sought to be 
registered, but it should be noted that the “ears at the corner thereof” appear to be 
tabs necessary and adapted for receiving the bolts or studs which attach the individ- 
ual seal beam headlights; the heads of such bolts appearing in the facsimile pre- 
sented, although not being shown in the drawing. The “elongated or elliptical 
frame” appears to be the necessary bracket for permitting the insertion or removal 
of the individual seal beam headlights. It may be assumed that these are especially 
designed for applicant’s headlights, but it is obvious that some frame or bracket is 
necessary to hold the lights and these appear to be such as would be selected to 
perform that mechanical function efficiently including the necessary support and 
fastening means. 

Section 23 of the Trade-Mark Act of 1946 permits the registration of a “con- 
figuration of goods,” providing that it be capable of distinguishing the applicant’s 
goods. No definition of what constitutes a configuration of goods appears in the 
Act, nor has my attention been called to any comprehensive explanation thereof 
in any commentaries on the New Act. 

Applicant bases its argument that its design constitutes a registrable configura- 
tion upon the allegedly unique or bizarre appearance of its headlight. For example 
it is stated: 

The effect of the above design is somewhat bizarre or striking, and the unusual appear- 


ance of the composite mark has caused it to be distinctive of applicant’s headlights since 
the first use thereof in April, 1947. 
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Applicant further states that it “has originated a new configuration which identi- 
fies at a glance the goods of applicant, by mounting two lamps upon a circular 
plate with frames of the lamp extending in a longitudinal direction across the circu- 
lar plate,” and refers to this as a “distinctive outline or configuration” which it says 
“has high trade-mark value.” It further refers to its design as “unique and sur- 
prising” and refers to the circular shape of the shield blending with the smaller 
circles enclosed therein, while the elongated frames having projecting ears, it is 
stated, produce “a strange and bizarre effect.” 

Attached to the brief is a picture of what is said to be the standard lamp on loco- 
motives. This consists of a large headlight, below which appear two smaller lamps 
which are horizontally spaced rather than mounted one above the other, as in the 
case of applicant’s design, and appear to be set in the casing which holds the large 
head lamp rather than in a separate plate, as shown in applicant’s facsimiles. If the 
test of what may constitute a configuration “capable of distinguishing” goods is, 
as suggested by applicant, that it be somewhat bizarre or striking, I find myself in 
factual disagreement with the applicant’s contention that its design would come 
within such definition. I cannot see that there is anything striking, bizarre, or even 
particularly decorative about this design or assembly, either considered alone, or by 
comparison to the picture of a standard headlight. It appears to consist merely of 
two seal beam headlights mounted on a circular plate and such a mounting plate, or 
background, regardless of its shape, would appear to be a matter of selection in a 
particular case with proper regard to appearance and functional efficiency. Noth- 
ing appears to indicate that the particular shape would be regarded as distinctive. 
As already indicated the ears, brackets, etc., are functional, at least to some extent, 
and at least so far as I can determine, there is nothing which would indicate that 
they are or would be regarded as indicating a particular source of origin. 

This is, of course, a matter of personal impression and in fairness to applicant it 
should be stated that I have no qualification as an arbiter of what might be unusual, 
bizarre, or even ornamental in a field such as that here involved. It would appear, 
however, that if applicant’s test is to be adopted, a configuration to be distinctive 
must be so bizarre, unique or unusual that it should be apparent that it is intended 
to distinguish the goods. Nor in this connection would the question of what is orna- 
mental govern, since if capable of distinctiveness, one which was grotesque would be 
as much entitled to registration as one which would be outstanding because of its 
attractive or artistic appearance. It would, however, apparently require that the 
bizarre or unusual feature be of such a nature that it would be recognized by the 
public as indicating origin, and this would depend upon the nature of the distinctive 
feature rather than the intent of the producers of the goods. As was stated in Ex 
parte National Stone-Tile Corporation, 13 U. S. P. Q. 11, 12: 

We also agree with the Commissioner that it is probable that the purchasing public 
would not look upon appellant’s grooves in its tile as constituting a trade-mark; that is 

to say, we do not think the purchasing public would look upon tile containing such 

grooves as indicating origin of the tile, but would be likely to conclude that they were 

formed as a convenient process of manufacture, or to serve a useful function. 

I accordingly disagree with the applicant’s argument that because of its bizarre 
or unusual appearance the design would be capable of distinguishing the applicant’s 
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goods, and in my opinion it constitutes merely a design of such an article, which 
while it may be ornamental and efficient, would be recognized only as such oad 
not as distinguishing the goods of applicant except to the extent that some persons 
may be familiar with the design or ornamentation of any article of manufacture. 

There also appears to be a question as to whether or not an apparatus such as 
that of the applicant can, in any event, be distinctive in the sense of Section 23 of 
the Act. While configuration may mean over-all shape it may also mean the 
form of a particular part or characteristic. As already indicated there is no state. 
ment as to this in the Act itself and so far as I am aware there is no apt precedent, 
It appears to me, however, that on the basis of general principles the latter con- 
struction may be the proper one to be given to this language and that a “configura- 
tion” must refer to a particular part or feature of the goods. Prior to the effective 
date of the Trade-Mark Act of 1946 there was no provision for registration of any 
such subject matter under the laws of the United States. Consideration of similar- 
ity of appearance of products was, however, not uncommon in unfair competition 
matters. 

Any detailed review of such cases would unduly prolong a decision such as this 
and would be useless, since none of them can have any precise bearing on what 
might be registrable under the new Act. It would appear that they indicate that a 
feature of the product in question in each case had acquired a secondary meaning 
and so presumably must have become distinctive of the goods, as is now required’ 
by Section 23. These cases are reviewed in Derenberg’s “Trade-Mark Protection 
and Unfair Trading” at page 116, and in Nims’ “Unfair Competition and Trade- 
Marks,” Fourth Edition, Section 134, page 370. It is to be noted, however, that 
in most, if not all, of such cases, as summarized by these writers, the finding that a 
feature had acquired secondary meaning was based upon a particular feature 
or ornamentation of the article which was referred to as “nonfunctional.” For 
example, in Harvey Hubbel, Inc. v. General Electric Co., 262 F. 155, the court said: 


Nor is this in conflict with the now well-established rule that, if an article has a lead- 
ing and striking characteristic, which characteristic is designedly given by its maker, 
and advertised and exploited, and afterward recognized, particularly by purchasers, 
because of such characteristic, the right to make and use the characteristic can be pro- 
tected by an action, if an imitation is perpetrated. 

Even such cases as Enterprise Mfg. Co. v. Landers, Frary & Clark, 131 F. 
241 (C.C. A. 2d), and Rushmore v. Manhattan Screw & Stamping Works (C. C. A. 
2d), 163 F. 939 (which are among those going to the greatest extremes in enjoining 
such imitation), emphasize minor details of structure, lines, and curves, even though 
they do refer to size and general shape. In these cases as in others referred to by 
writers mentioned, the matter considered was apparently the imitation of certain 
characteristic “nonfunctional” features of the articles which were considered to 
have acquired a secondary meaning. In other cases, imitation of even such fea- 
tures was permitted. See for example Crescent Tool Co. v. Kilborn & Bishop Co. 
(C. C. A. 2d), 247 F. 299, Sinko, et al. v. Snow Craggs Corporation (C. C. A. 7th), 
105 F. 2d 450, 42 U. S. P. Q. 298, and American Fork & Hoe Co. v. Stampit Corp. 
(C. C. A. 6th), 125 F. 2d 472, 52 U. S. P.Q. 210. To the extent therefore that the 
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e of cases referred to may have-any application, they appear to indicate that 
while a particular nonfunctional feature may attain distinctiveness, the over-all 
design of an article itself does not perform that function. Accordingly, to the extent 
that such cases may be considered, they would not appear to indicate that the over- 
all design or manner of mounting applicant’s seal beam headlight would be capable 
of acquiring such distinctiveness. 

A further basis for believing that only the configuration of characteristic fea- 
tures rather than the article itself must have been intended by the words “configura- 
tion of goods” is the fact that articles such as that of the applicant are of the nature 
which would bring them within the scope of the design patent law, if otherwise 
eligible. In Hueter v. Compco, 84 U.S. P. Q. 312, 313, it was said: 


The purpose of the design patent law is to promote the decorative arts and to stimu- 
late the exercise of inventive faculty in improving the appearance of articles of manufac- 
ture. Applied Arts Corporation v. Grand Rapids Metalcraft Corporation, 7 Cir., 67 F. 2d 
428; In re Eppinger (Court of Customs and Patent Appeals), 94 F. 2d 401. 


Without expressing any opinion as to whether or not applicant’s particular seal 
beam headlight might involve invention sufficient to qualify it for such protection, 
it is apparent that lamps, lamp brackets, and similar articles could, if they meet the 
necessary requirements, be so protected. For example, design patent No. 134,296 
for “a lighting unit” shows a double lamp, the face of which resembles applicant’s 
to a substantial extent and includes two circular lamps mounted on a generally cir- 
cular plate. It may be that a fine line of demarcation between the subject matter of 
design patent and a “configuration of goods” cannot be drawn, but where, as here 
the subject matter is of a nature which would clearly be subject to protection under 
the Patent Law if otherwise eligible, it would seem clear that the appearance of the 
article should not be registered as a trade-mark. As was stated in Pope Automatic 
Merchandising Co., et el. v. McCrum-Howell Co. (C. C. A. 7), 191 F. 979: 


If one manufacturer should make an advance in effectiveness of operation, or in sim- 
plicity of form, or in utility of color; and if that advance did not entitle him to a monopoly 
by means of a machine or a process or a product or a design patent; and if by means of 
unfair trade suits he could shut out other manufacturers who plainly intended to share in 
the benefits of the unpatented utilities and in the trade that had been built up thereon, 
but who used on their products conspicuous name-plates containing unmistakably distinct 
trade names, trade-marks, and names and addresses of makers, and in relation to whose 
products no instance of deception had occurred—he would be given gratuitously a monop- 
oly more effective than that of the unobtainable patent in the ratio of eternity to 17 years. 


In Shredded Wheat Co. v. Humphrey Cornell Co., et al., 250 F. 960, the court 
referring to the subject matter of a design patent protection. 


Under the guise of protecting against unfair competition, we must be jealous not to 
create perpetual monopolies. 


The Trade-Mark Act of 1946 clearly was not intended to repeal the law as to 
design patents and it is not believed that an alternate form of protection, without 
limitation as to time, could have been intended. It is unnecessary to consider the 
situation as to applicants whose designs might be too conventional, or too lacking in 
novelty to be eligible for design patent protection. . 
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Applicant’s own description of the material sought to be registered refers to it 
as a “design” and in my opinion this is the correct designation. In my opinion it js 
clearly not subject matter which would be recognized as indicating origin and there- 
fore cannot be considered to be capable of distinguishing the goods. 
The decision of the Examiner of Trade-Marks is affirmed. 
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PART I 


MORE ABOUT “SECONDARY MEANING” TRADE-MARKS 
By Laurence A. Janney* 


In The Trade-Mark Reporter for October, 1949, Julius R. Lunsford, Jr., Esq., 
of the Georgia Bar poses the interesting question: “Are our Courts protecting 
‘secondary meaning’ trade-marks ?” 

In my opinion, every case raises these more significant questions, of greater 
practical importance: (a) Has the user of a supposed “secondary meaning” trade- 
mark, and the advertising agency, selected and administered the mark with enough 
sound judgment to create a secondary meaning that the Court can perceive? 
(b) Has plaintiff's trade-mark counsel adequately ascertained, coordinated and 
established the facts that compel the conclusion that a primarily defective trade- 
mark has acquired a recognized, distinctive secondary meaning, and that the defend- 
ant has appropriated the mark and used it in imitation of that meaning? 

When these questions can be answered affirmatively, and without material 
reservation, then Courts experienced in the field of trade-marks and unfair com- 
petition will almost invariably sustain the plaintiff's complaint and enjoin the 
defendant. Even if a Court be wholly inexperienced in the relevant fields, it is 
generally possible for qualified counsel to supply enough education to the Court 
to ensure a just decision. A very able judge once said to me, speaking from the 
bench, “I don’t know anything about trade-marks and unfair competition, but I can 
recognize fraud when it is shown to me.” 

In litigation for the protection of a secondary meaning trade-mark, the ultimate 
issue is this: Has the defendant committed or threatened an injurious trespass upon 
the plaintiff’s good will which is distinctively symbolized by the latter’s alleged 
trade-mark; or has the defendant merely used words or expressions which he was 
entitled to use honestly for purposes of description, explanation, or self-identification. 
In order to sustain an asserted secondary meaning, it is indispensable that the first 
of these two questions be answerable affirmatively, and the second negatively. 
Otherwise, the plaintiff can have no enforceable claim to trade-mark monopoly 
derived from an acquired secondary meaning. It follows that the responsibility for 
the creation and protection of secondary meaning trade-marks rests squarely upon 
their users, their advertising agents, and their counsel. All of these latter should 
be trained to recognize and conform to the following fundamental principles : 

1. Any word or phrase selected for trade-mark purposes, must be at least 
potentially distinctive and not merely a commonplace expression used in its usual 
sense as generally understood. This point is well illustrated by Mr. Lunsford’s 
comment : 
a 


* Member of the New York Bar. 
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Naturally, one manufacturer should not be given the right to monopolize an ordinary 
word like “ivory” for billiard balls just because he used it first. 


A word or phrase that is aptly descriptive of the related product, or its properties, 
qualities, functions or the like, cannot be used as a trade-mark with any depend- 
able expectation that it can acquire a secondary meaning entitling the user to 
monopolize it. Surnames, geographical names and generic terms can be converted 
into trade-marks only by prolonged and exclusive use which in fact renders them 
reliably distinctive. 

2. It must be convincingly demonstrable that the mark has been recognized by 
the purchasing public as identifying products derived from a single proprietary 
responsibility, whether the source be known or anonymous. In the absence of such 
recognition, or sufficient proof thereof, there is, and should be, little or no hope that 
a Court will uphold the allegation of secondary meaning. 

3. It must be provable that the defendant has caused, or materially threatened, 
an illegitimate trespass upon the plaintiff’s good will—and has not exercised merely 
his right to employ ordinary language in its customary meaning; or to use his true 
surname to identify his own enterprise; or to refer to his own geographical location. 

If trade-mark counsel has ascertained that the adequately provable facts conform 
to the above principles, and if he is prepared to convince the Court to that effect, he 
may well expect to succeed in litigation. If, however, either the facts or the proofs 
or their presentation to the Court are likely to be deficient, counsel should refrain 
from suing. Instead, it would be much wiser to advise his client to substitute a new 
and genuine trade-mark, of intrinsically invulnerable character, to supersede at least 
gradually the defective mark. 

Mr. Lunsford’s comment implies that the Courts have vacillated widely in their 
disposal of suits involving secondary meaning trade-marks. This is true to a cer- 
tain extent, but I believe that a careful scrutiny of the relevant Court decisions 
will discover that the Courts in general are strongly disposed in favor of genuine 
trade-marks, however they may have been created, and are against any copying or 
imitation that trespasses upon the plaintiff’s good will. The apparent vacillation 
must be ascribed, I think, to the widely varying states of fact in respective cases 
with which the Courts have had to deal, and, in some instances, to inadequacies in 
the evidence or presentation. 

Mr. Lunsford remarks, in substance, that instead of treating secondary meaning 
marks as “lifted from the public domain,” Courts are lifting them from the owners 
and returning them to the public domain. To illustrate his point, he refers to the 
cases of Aspirin and Cellophane which, however, are wholly irrelevant. In those 
cases, the Courts found, upon unanswerable evidence, that the names—though they 
were newly invented and meaningless when first adopted, and could have become 
strong trade-marks—were not “returned” to the public domain, but, because of 
misguided policies of the users, the names had been forcibly incorporated in the 
common vocabulary as the only known descriptive names of the products. When 
that had happened, it was too late to conjecture that any secondary meanings could 
be created. The circumstances are the reverse of those involved in cases of valid 
secondary meaning trade-marks. Either Aspirin or Cellophane, in its primary 
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meaning, could have become a perfectly monopolizable trade-mark, but the users 
destroyed the primary meanings and compelled the public to accept the words as 
the only descriptive names of the respective products. 

When the entire perspective of secondary meaning trade-marks is sufficiently 
examined, it becomes evident that the highly speculative uncertainties which beset 
the protection of such marks, cannot be ascribed to the Courts or to divergencies 
in their reasonings in widely differentiated cases. Rather, the uncertainties are 
due to the mistaken selection or administration of marks that are inherently defec- 
tive, and may continue so permanently regardiess of effort and expense that may be 
devoted to their promotion. 

The Courts generally will strictly enjoin any imitation of (a) a trade-mark 
which was meaningless initially and until its honest use endowed it with a single 
distinctive meaning (e.g., “Kodak” ; or (b) a trade-mark consisting of a fanciful 
term that had no significance that could be associated with the related products 
until its use as a trade-mark had given it a new significance (e.g., “Four Roses” or 
“Aunt Jemima’). Certainly it is sounder policy to adopt such marks, than to 
speculate with dubious marks in the hope that at some future time they may become 
protectible. 

Some secondary meaning marks have proved invulnerable and extremely valuable 
(e.g., “Seagram,” “Carstairs” for whiskies). Others, though promoted at great 
cost, have been refused protection. And in numerous instances, even though the 
facts sufficed to validate the trade-marks, they did not suffice to procure complete 
protection of the trade-mark monopoly. Even popularly familiar names have not 
been protected against imitative use, by the sweeping prohibitions that are evoked 
by an intrinsically genuine trade-mark. Authoritative courts have differed con- 
siderably in the scope of prohibition that they have been willing to impose. 

One obstacle to the granting of broad restraint in favor of a surname trade- 
mark, for example, is the fundamental doctrine that every person has a natural 
and incontestable right to use, honestly for legitimate business purposes, his own 
true surname. This is illustrated in the case of “Chickering Pianos” in which the 
defendants, ‘“‘Chickering Bros.,” used the same words. They were forbidden to 
use “Chickering” as the distinguishing name of the pianos, and were admonished 
to replace it by a dissimilar name; but they were allowed to state that the instru- 
ments were produced by Chickering Bros. Thus, the senior Chickering company 
was obliged to submit to the possibility, if not strong probability, of confusion in 
competition between the two names. Undoubtedly, some persons would be misled 
to assume that a piano made by Chickering Bros., however trade-marked, was 
offered under the auspices of the original house of Chickering. And so in the 
limited protection given to the original house there remained a substantial gap 
through which a competitor might be able to trespass upon the authentic good will. 

In another class of cases, an offender has been allowed to continue using the 
surname in controversy, providing he accompany it by a statement disclaiming any 
connection with the senior business. Such disclaimers might be better than nothing, 
if only purchasers could be relied upon to observe and understand them. But 
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usually, the disclaimer notices are inconspicuous and likely to be overlooked, so that 
the protection given is far from perfect. 

Because of the uncertain status of supposed secondary meaning trade-marks, 
and the possibility of their being inadequately protected even if sustained, I am 
convinced that the reliance upon secondary meanings should be discouraged, and 
that users should be urged to follow the much safer course of selecting or substitut- 
ing marks that are meaningless or wholly fanciful. Anyone who is already com- 
mitted to a mark which, upon thorough appraisal, is found likely to be unprotectable 
under the secondary meaning doctrine, would do well to subordinate the potentially 
defective mark to a new and genuine mark, by a gradual process retaining the 
familiar significance of the old mark until purchasers are sufficiently acquainted 
with the new mark. 

If such precautions are taken, they should minimize the need to question whether 
the courts are consistently protecting trade-marks. 





THE REGISTRATION OF DESCRIPTIVE WORDS AND SURNAMES 
IN CANADA 


By Harold G. Fox, K.C.* 


The decision whether a word is distinctive or descriptive is sometimes easy to 
make but at other times presents difficulties with which every practitioner is familiar. 
It has rightly been a principle of the common law, later imported into our statutory 
systems of trade-mark protection, that common words indicative of character or 
quality must be left in the public domain for the free use of all traders unless to do 
so in a particular case would be the means of working a fraud on the public. The 
point at which difficulty often arises is the making of a decision that a particular 
word is not one which is inherently adapted to distinguish but is essentially indica- 
tive of character or quality. Nice questions will be presented in such a case involving 
the application of judgment which, as in so many cases in which value or discretion 
forms a part, will be operative according to personal caprice and not upon any 
defined principle. Just as the question of similarity of trade-marks has been held 
to be a matter of first impression, so the decision as to whether a mark is distinc- 
tive or descriptive must depend upon the impression which the mark leaves upon 
the mind of the person examining it. That impression will, in many cases, be differ- 
ent to different minds but the decision is one which must be made in all cases. 
That decision having been made there should be little doubt as to the relative extent 
of protection accorded to each type of word. There has, however, been demon- 
strated considerable uncertainty as to the correct procedure applicable to the regis- 
tration of words which fall into the non-distinctive category. The present discus- 
sion is aimed at removing some of that obscurity and will be concerned with two 
types of non-distinctive terms, namely, descriptive words and surnames. 

The position of descriptive words in the Canadian law of trade-marks and the 
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appropriate procedure for their protection formed the basis of the judgment of the 
Supreme Court of Canada pronounced in the autumn term of 1949 in General 
Motors Corporation v. Bellows. The judgments of the Exchequer Court of Canada 
have already been reported’ and have also been commented upon in this bulletin.’ 
The proceedings concerned the well-known trade-mark “Frigidaire” which had 
been registered under the provisions of the Trade-Mark and Design Act,’ which 
statute, it will be remembered, was in the main repealed by section 61 of the Unfair 
Competition Act, 1932. The respondent Bellows registered the trade-mark “Frozen- 
aire,’ subsequently to the registration of the “Frigidaire” mark, for refrigerators 
and refrigerator systems, and it was admitted that the two marks were registered 
in respect of similar wares within the meaning of the statute. General Motors 
Corporation moved, under section 52 of the Unfair Competition Act, for an order 
expunging the trade-mark “Frozenaire” on the ground of similarity with the trade- 
mark “Frigidaire.” The respondent Bellows moved to expunge the registration 
of “Frigidaire” on the ground that, being descriptive, it could only have been regis- 
tered upon proof that it had acquired a secondary meaning and that, no such proof 
having been adduced at the time of the application for registration, the registration 
was invalid. General Motors Corporation strongly contested this motion but, at the 
same time, served notice of motion for an order declaring that, if the Court should 
find that “Frigidaire” was a descriptive word, General Motors Corporation was 
now entitled to its registration on the ground that it had, by long use, acquired a 
distinctive, secondary meaning. 

The decision of the Supreme Court is an important one, not only with respect 
to marks registered under the repealed Trade-Mark and Design Act, but also with 
respect to marks registered under the Unfair Competition Act, and an explanation 
of the ratio decidendi will doubtless be of interest to practitioners in the United 
States. 

The Trade-Mark and Design Act provided that the Minister under whose juris- 
diction the Act was administered* might refuse to register any trade-mark “if the 
so-called trade-mark does not contain the essentials necessary to constitute a trade- 
mark, properly speaking.’ By virtue of this provision much of the English law 
relating to distinctiveness of trade-marks was made directly applicable to the system 
of registration set up under the Canadian statute. In determining whether a trade- 
mark was distinctive, the English courts had, inter alia, established that three gen- 
eral types of trade-marks were not per se distinctive, these being surnames and 
geographical and descriptive words. Such marks did not, in the words of the 
statute, “contain the essentials necessary to constitute a trade-mark, properly 
speaking.” Thus, in Standard Ideal Company v. Standard Manufacturing Com- 
pany® the validity of the trade-mark “Standard” arose for decision. Speaking 
in the House of Lords, Lord Macnaghten said: 





1. (1947-48), 7 Fox Pat. C. 19, 130. 

2. 38 T. M. R. 511. 

3. R. S. C. 1927, Ch. 201. 

4. In practice and by delegation the Commissioner of Patents and later the Registrar of 
Trade-Marks. 

5. Sec. 11(e). 

6. (1910), 27 R. P. C. 789. 
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Without attempting to define “the essentials necessary to constitute a trade-mark, 
properly speaking” it seems to their Lordships perfectly clear that a common English word 
having reference to the character and quality of the goods in connection with which it js 
used, and having no reference to anything else, cannot be an apt, or appropriate instru- 
ment for distinguishing the goods of one trader from those of another. Distinctiveness js 
the very essence of a trade-mark. The plaintiff company was therefore not entitled to 
register the word “Standard” as a trade-mark. 


To this general principle there was provided the exception that a word of this 
type could become subject to protection if, through long and extensive use, it had 
lost its primary significance and had acquired a secondary meaning denoting and 
distinguishing only the goods of the particular trader to which it had been applied, 
The classical expression was that of Lord Herschell in the Camel Hair Belting 
Case." On the principle enunciated in that decision, the only manner in which 
such words could be validly registered under the Trade-Mark and Design Act 
was by application to the Exchequer Court for a declaratory order that the word 
offered for registration as a trade-mark had been proved to the satisfaction of the 
court to have lost its primary meaning and to have acquired the secondary signifi- 
cation mentioned by Lord Herschell. At a later stage the practice was simplified 
and, for some ten years prior to the repeal of the Trade-Mark and Design Act, the 
proof of secondary meaning might be adduced on the application to register. This 
was provided by Rule 10 of the Rules and Regulations made under the Trade-Mark 
and Design Act.® 

The Trade-Mark and Design Act provided for the expungement from the 
Register of any registration made “without sufficient cause.” This provision was 
interpreted (so far as concerns the present discussion) to mean that if a surname, 
or a geographical or descriptive word was registered without presentation of ade- 
quate proof that such mark had acquired a secondary meaning, that registration 
was made “without sufficient cause” and must be expunged.” 

In the present case the appellant strongly urged two points before the Exchequer 
Court of Canada and before the Supreme Court of Canada: first, that the trade- 
mark “Frigidaire” was not a descriptive word but was, on the contrary, an invented 


7. Reddaway v. Banham (1896), A. C. 199, 13 R. P. C. 218 at 229: “I think the fallacy lies 
in overlooking the fact that a word may acquire in a trade a secondary signification differing 
from its primary one, and that if it is used, to persons in the trade who will understand it and 
be known and intended to understand it in its secondary sense, it will nonetheless be a falsehood 
because in its primary sense it may be true... . 

“The name of a person, or words forming part of the common stock of language, may become 
so far associated with the goods of a particular maker that it is capable of proof that the use 
of them by themselves, without explanation or qualification by another manufacturer, would 
deceive a purchaser into the belief that he was getting the goods of A, when he was really 
getting the goods of B.” 

8. “A trade-mark consisting either of a surname, a geographical name or adjective, or a word 
having direct reference to the character or quality of the goods in connection with which it 1s 
used, may be registered as a specific trade-mark upon the filing of the prescribed application 
and payment of the prescribed fee, and upon furnishing the Commissioner with satisfactory 
evidence either by statutory declaration or by affidavit, that the mark in question has, through 
long continued and extensive use thereof in Canada acquired a secondary meaning, and become 
adapted to distinguish the goods of the applicant.” 

9. The Bayer Co. v. The American Druggists Syndicate (1924), S. C. R. 558 at 569, per 
Durr, J. 
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word or at least a word having no reference to the character or quality of the goods 
in connection with which it was used, and secondly, that, even if the Court should 
find it primarily descriptive, the evidence now adduced before the Exchequer 
Court was ample to show that “Frigidaire” had lost its primary significance and 
had acquired a secondary meaning distinguishing the plaintiff's goods from all others 
of the same class. The position taken by the respondent on the first of these two 
points was obviously that the word “Frigidaire” was descriptive as being a com- 
bination of the common words “frigid” and “air” and that its commonness in the 
language as a compound word was shown by its derivation from the Latin 
frigidarium, which word had also been imported into the English language. On the 
second point it took the position that, once it had been shown that a mark regis- 
tered under the repealed Trade-Mark and Design Act was descriptive—that, in 
other words, it did not ‘“‘contain the essentials necessary to constitute a trade-mark, 
properly speaking,” its registration could only have been validly made under the 
provisions of Rule 10 and that, if made in the ordinary course, it was made “without 
sufficient cause” and ought to be expunged. According to the respondent’s con- 
tention, the registration, if improperly made, remained void ab initio and no amount 
of proof of secondary meaning was relevant or could cure the defect. The respond- 
ent, of course, admitted that, at the time of the hearing, the trade-mark “Frigidaire” 
had acquired such a secondary meaning—indeed he could not have done otherwise. 
But his position was that evidence directed to that point of time was irrelevant. 
The question had come up for decision in the earlier case of J. H. Munro, Ltd. v. 


‘Neaman Fur Company, Limited,”® but that decision had not been appealed to the 


Supreme Court. In that case the words “Gold Medal Furs” had been registered 
under the Trade-Mark and Design Act and the registered owner sued for infringe- 
ment. In giving judgment dismissing the action, THorson, P., in the Exchequer 
Court, observed : 


If, therefore, the words “Gold Medal Furs” did not possess the requisite distinctive- 
ness at the time of their registration on May 28, 1932, they should not have been regis- 
tered and the registration was invalid. It is not a question whether the words “Gold 
Medal” are clearly descriptive of character or quality within the prohibition of Section 
26 (1) (c) of the Unfair Competition Act, 1932, for it does not here apply, but whether 
at the time of the registration of the words “Gold Medal Furs” they had the distinctiveness 
that is one of “the essentials necessary to constitute a trade-mark.” I have come to 
the conclusion that they did not. The cases indicate, I think, that words of this sort are 
not apt or appropriate for trade-mark use. ... Under the circumstances I have come to 
the conclusion that the plaintiff’s alleged trade-mark “Gold Medal Furs” lacked the neces- 
sary quality of distinctiveness and did not, therefore, contain the essentials necessary to 
constitute a trade-mark, properly speaking, within the meaning of section 11 of the 
Trade-Mark and Design Act and was not validly registered. . . . Moreover, if the 
words “Gold Medal Furs” were not per se apt and appropriate for trade-mark use at the 
time of their registration because of their lack of distinctiveness and, therefore not 
properly registrable, then any subsequent acquisition of a secondary and distinguishing 
meaning denoting only the plaintiff’s furs could not for the purpose of supporting an 
action for infringement give validity to a registration that was invalid when it was made. 





10. (1947), Ex. C. R. 1, 5 Fox Pat. C. 194. 
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In the judgment at trial in the present case, CAMERON, J., accepted that view. 
He held that “Frigidaire” was not an invented word but was descriptive of the 
character or quality of the goods to which it was applied. An entry as it appears 
on the Register, observed CAMERON, J., speaks as of the date of registration. If jt 
was then invalid it remains invalid. No evidence that a secondary meaning had 
been acquired subsequent to registration can affect the question as to whether or 
not the mark at the time of registration was descriptive. Having been registered 
in the ordinary course and not by the appropriate procedure by means of which 
registration was permitted only upon proof of secondary meaning, the mark was 
improperly on the register and must be expunged. 

The appeal to the Supreme Court of Canada was dismissed on both points. The 
majority of the Court held that “Frozenaire” was not similar to “Frigidaire,” and 
the motion to expunge the former was, therefore, dismissed. But the important 
part of the judgment concerns the order for the expungement of the “Frigidaire” 
mark and appears from the language used in the reasons of Ranp and Locke, JJ., 
in the following words: 


The mark therefore without proof under Rule 10 that it had become distinctive by use, 
should have been rejected. 

Mr. Robinson points out that if the Registrar had taken such a stand the owner could 
at that time have attempted at least to bring the application within that Rule and that it 
is unfair at this time to permit the question to be raised. He cites Lord Dunedin in 
Re Reddaway & Co.™ to the effect that the Registrar’s decision should not now be inter- 
fered with unless he has clearly gone wrong. But that, I think, is precisely what has 
happened here; and the applicant must be taken to have assumed the risk involved in it. 

* * x 

Mr. Robinson finally contended that as a declaration has been made under section 29 
the original entry is preserved by the effect of section 52.1... But I cannot interpret this 
language to do more than to allow the Court to deal with a properly registered mark as 
the exigencies of time may have affected it. In the other view, a retroactive validation 
would be given without restriction. A word mark may lose distinctiveness through, for 
instance, becoming the common name of the goods or from disuse or abandonment ; and it 
is these changes leading to residual rights which the section envisages. 


The importance of this judgment will, therefore, readily be seen. If a mark falls 
within the category of non-distinctive marks on the ground of its character as a 
surname or a geographical or descriptive word, it is essential that registration be 
effected only upon following the procedure precisely laid down for the registration 
of words lacking inherent distinctive character. Distinctiveness is to be judged 
at the time of application for registration and not at some subsequent time when 
the validity of the registration comes in question. 

Under the present statute, the Unfair Competition Act, 1932, a word mark is 
registrable if it is not, inter alia, the name of a person, firm or corporation or is not 
“to an English- or French-speaking person clearly descriptive or misdescriptive of 
the character or quality of the wares in connection with which it is proposed to be 
used, or of the conditions of or the persons employed in their production or of their 





1]. (1927), 44 R. P. C. 27 at 36. 
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place of origin.””” Section 29 of the Statute provides for the registration of such 
words upon proof of their acquisition of distinctive and secondary meaning.” This 
section is the present counterpart of old Rule 10 under the Trade-Mark and Design 
Act, except that the evidence of distinctiveness must be adduced before the 
Exchequer Court rather than before the Registrar. 

Under section 52 of the Act the Exchequer Court is vested with jurisdiction on 
the application of the Registrar or of any person interested, to amend or expunge 
an entry from the Register on the ground that, at the date of such application, the 
entry as it appears on the Register does not accurately express or define the existing 
rights of the person appearing to be the registered owner of the mark.’* Whatever 
may be suggested as the meaning to be attached to the words “at the date of such 
application” they cannot be interpreted in a manner which will enable a registered 
owner to cure a defect in the procedure adopted in registering the trade-mark, or, as 
Ranp, J., observed, to operate as giving “a retroactive validation.” Section 26 of 
the statute lays down the rules which define the registrability of word marks. Ifa 
word mark does not fall within any of those definitions then, by the terms of the 
statute, it is an unregistrable mark. If, despite the provisions of the statute, it is 
registered, it remains unregistrable and the action of the Registrar in placing it on 
the Register cannot cure its inherent quality nor can any happening subsequent to 
that date change its objectionable character. It may be true that the mark might 
properly have been registered if an application had been made under section 29. 
The intent of that section is to overcome the implied prohibitions against registra- 
tion contained in section 26. But section 29 provides that a mark which is other- 
wise unregistrable “may be registered” if it is proved to the satisfaction of the 
Exchequer Court that it has acquired a secondary meaning. Emphasis should be 
directed to the words “may be registered.” They can be interpreted only as per- 
mitting the Court to make the declaration as to secondary meaning as a prerequisite 
to registration. If the mark is improperly registered, it remains invalid and should 


12. Section 26(1)(b) and (c). 

13. “29 (1) Notwithstanding that a trade-mark is not registrable under any other provision 
of this Act it may be registered if, in any action or proceeding in the Exchequer Court of 
Canada, the court by its judgment declares that it has been proved to its satisfaction that the 
mark has been so used by any person as to have become generally recognized by dealers in 
and/or users of the class of wares in association with which it has been used, as indicating that 
such person assumes responsibility for their character or quality, for the conditions under which 
or the class of person by whom they have been produced or for their place of origin. 

“(2) Any such declaration shall define the class of wares with respect to which proof has 
been adduced as aforesaid and shall specify whether, having regard to the evidence adduced, 
the registration should extend to the whole of Canada or should be limited to a defined territorial 
area in Canada. 

“(3) No declaration under this section shall authorize the registration pursuant thereto of any 
mark identical with or similar to a mark already registered for use in association with similar 
wares by any person who was not a party to the action or proceeding in which the declaration 
was made.’ 

14. “52 (1) The Exchequer Court of Canada shall have jurisdiction, on the application 
of the Registrar or of any person interested, to order that any entry in the register be struck 
out or amended on the ground that at the date of such application the entry as it appears on the 
Register does not accurately express or define the existing rights of the person appearing to be 
the registered owner of the mark. 

“(2) No person shall be entitled to institute under this section any proceeding calling into 
question any decision given by the Registrar of which such person had express notice and from 
which he had a right to appeal. 
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be expunged. No amount of use can cure this defect and the acquisition of second. 
ary meaning is relevant only on a subsequent motion under section 29 for a declara. 
tion leading to an application to register de novo. 

This was the effect of the third motion in General Motors Corporation v. Bellows. 
The appellant moved in the Exchequer Court for a declaratory order under sec. 
tion 29 adducing proof of the acquisition of secondary meaning in the word mark 
“Frigidaire” as of the date of that application. The motion was unopposed by the 
respondent Bellows both in the Exchequer Court and on appeal and the order was 
made declaring that General Motors Corporation might register the mark after its 
previous registration had been expunged. 

It will be seen that this judgment lays down an important principle applicable to 
many existing marks now on the Register. The principle is applicable not alone to 
descriptive words and geographical terms concerning which the Registrar may, by 
an error of judgment, have permitted registration, but also to cases involving 
names of persons. Errors of judgment or interpretation may easily occur under 
any system which provides for a difference in treatment to be accorded to distinc- 
tive words on the one hand and non-distinctive words on the other hand. But 
there is one point at which there arises a question not of judgment but of principle 
from which may flow the consequence of invalidity of a large number of registered 
marks. That question of principle involves the registrability of surnames. 

Under the Trade-Mark and Design Act, section 11(e) was interpreted to mean 
that a surname did not have “the essentials necessary to constitute a trade-mark 
properly speaking.” Under that statute marks consisting only of surnames were 
denied registration in the ordinary course but were allowed to proceed upon proof of 
the acquisition of a secondary meaning, in the manner above discussed with rela- 
tion to descriptive words. As Durr, C. J. C., said in Magazine Repeating Razor 
Co. of Canada, Ltd., et al. v. Schick Shaver, Ltd.:* 

The registration of a surname which had not acquired a secondary meaning in such a 
manner as to become adapted to distinguish the goods of the applicant, would be wanting 


in the essential elements of a trade-mark within the contemplation of section 11. That, I 
think, was the law governing the registration of trade-marks under the Trade-Marks Act. 


Section 26 of the Unfair Competition Act provides, inter alia, that a word mark 
shall be registrable if it “(b) is not the name of a person... .” In practice the 
Registrar has interpreted this provision as denying registrability only to word 
marks consisting of the full names of persons. He has permitted registration of 
a large number of surnames as word marks on the view that a surname is not the 
name of a person but is only part of the name of a person. 

It is to be noted that section 26(2) provides that: 

An application for the registration of a word mark otherwise registrable shall not be 
refused on the ground that the mark consists of or includes a series of letters or numerals 


which also constitute or form part of the name of the firm or corporation by which the 
application for registration is made. 


This relaxation of the strict provisions of section 26(1)(b) applies only in the 


case of names of firms and corporations. It does not apply in the case of names 
ALLL RE ILS ALLE END tink EE Een 
15. (1940), S. C. R. 465 at 472. 





T.M.R 
se, 
| Second. 
declara. 


Bellows. 
der sec- 
d mark 
| by the 
ler Was 
‘fter its 


‘able to 
lone to 
lay, by 
rolving 
under 
istinc- 
But 
inciple 
stered 


mean 
-mark 
were 
of of 
rela- 
tasor 


ia 
ng 


nark 
- the 
yord 
1 of 

the 


‘ye 


the 
1es 





40T.M.R. DESCRIPTIVE WORDS AND SURNAMES 395 
ek een 
of persons. It is necessary, therefore, to decide whether the Registrar is right in 
interpreting section 26(1)(b) as denying registrability only to the full name of a 

rson or whether in the alternative the expression “the name of a person” can be 
interpreted to mean that person’s surname as well as his full name. 

The classical cases in the old law concern themselves almost entirely with sur- 
names and those were always held not to constitute good trade-marks unless they 
had acquired a secondary meaning. The locus classicus is the statement of Lord 
Herschell in Reddaway v. Banham, to which we have already referred, in which 
he discussed the principle of acquisition of secondary meaning in cases concerning 
“the name of a person or words forming part of the common stock of language.” 
What did Lord Herschell mean by the expression “the name of a person”? In the 
course of his judgment he referred to three cases involving names of persons: Croft 
v. Day," Burgess v. Burgess,* and Turton v. Turton.” 

Croft v. Day was concerned with the use of two surnames to form a firm name. 
Burgess v. Burgess was concerned with the surname “Burgess.” Turton v. Turton 
dealt with the names “Thomas Turton & Sons, Ltd.” used by the plaintiffs and 
“John Turton and Sons” used by the defendants. 

In these cases, therefore, Lord Herschell was using the expression “the name 
of a person” as meaning either his surname or his full name. 

The use of similar expressions in other cases will help to throw some light on 
the question. In Jamieson & Co. v. Jamieson™ the defendant George Jamieson used 
the style “G. Jamieson & Co.” or “G. Jamieson.” In the course of his judgment, 
Linb.ey, M. R., stated that, ““The court ought not to restrain a man from carrying 
on business under his own name... .” 

In John Dewar & Sons, Ltd. v. Dewar” the plaintiffs sued the defendant for 
using his surname as a trade-mark applied to whiskey. The Lord Ordinary said, 
“it may be possible to establish as against a person using his own name to describe 
his own goods, that his name is already so appropriated as to make such description 
unlawful. I do not myself know of any case in which the use by a man of his own 
name has been successfully challenged. . . .” 

In S. Chivers & Sons v. S. Chivers & Co., Ltd.,” the defendant used both the 
style “S. Chivers” and the word “Chivers.” In his reasons for judgment Far- 
WELL, J., apparently used the expression “his own surname” and “his own name” 
quite indiscriminately as applicable to both. 

In J. & J. Cash, Ltd. v. Cash® the defendant used only his surname and in 
his reasons for judgment VAUGHAN-WILLIaAMS, L. J., referred to that conduct as 
“carrying on in his own name a particular trade.” 


_ 16. See the quotation in footnote 7, Emphasis, in the following extracts from judgments, 
1s supplied. 
17. (1843), 7 Beav. 84. 
18. (1853), 3 De G. M. & G. 896. 
19. (1889), 42 Ch. D. 128. 
20. (1898), 15 R. P. C. 169. 
21. (1900), 17 R. P. C. 341. 
22. (1900), 17 R. P.C. 420. 
23. (1902), 19 R. P. C. 181. 
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The leading case in the Canadian Courts is Hurlbut Co. v. Hurlburt Shoe Co 
The plaintiff had registered as a trade-mark the word “Hurlbut,” which was the 
surname of its president, and the defendant had registered his surname “Hurlburt” 
together with certain other devices. In giving judgment, Durr, J., spoke of “the 
name ‘Hurlburt.’”’ He then went on to say: 


The law is quite clear that no man can acquire a monopoly of his own surname in such 
a way as to prevent any other person of the same name honestly using that name in con- 
nection with his goods or business, but that is subject to the important qualification that 
no man is entitled by the use of his own name or in any other way to pass off his goods 
as the goods of another, and if he is using his own name with that purpose, or even, with- 
out the conscious intention of doing so, with the effect of doing so, and if, when he becomes 
aware of the fact that such is the effect of his conduct, he persists in that conduct without 
taking reasonable care to qualify the representation implied in his conduct in such a way 
as to avoid deceiving persons who otherwise would be deceived by it, he cannot be said to 
be using his own name in good faith for his own legitimate business purposes. 


Durr, J., obviously used the words “name” and “surname” as being synonymous 
and this appears to be emphasized by his discussion of the cases in the English 
courts alluded to above. 

The Hurlbut Case was decided under the Trade-Mark and Design Act. Some 
cases have been decided since the passing of the Unfair Competition Act. The first 
of these is J. V. Boudrias Fils Ltée v. Boudrias Fréres Ltée. The action was 
brought for an injunction restraining the defendant company from using the name 
“Boudrias” as part of its corporate name and from selling any of its wares marked 
with the name “Boudrias.” In his reasons for judgment, ANGERs, J., in discussing 
section 9 of the Unfair Competition Act (of which we shall say more in a few 
moments) used the expression “personal names or surnames” and also made use 
of the expression “his patronymic name.” When, however, he came to discuss in 
voluminous detail the preceding English and Canadian cases he used the expres- 
sions “his name” and “his own name” indiscriminately as referring to surnames 
only, full names, and surnames coupled with initials. He summarized the common- 
law principles as being applicable to the use by a man of “his name” or “his own 
name.” At the bottom of page 117 of the report, in discussing section 9 of the 
Statute he used the words “his or their names or surnames” without apparently 
drawing any distinction between this statutory provision and the principle of the 
common law applicable to the right of a man to use his own name as a trade-mark.” 

In Kitchen Overall and Shirt Co., Ltd. v. Elmira Shirt and Overall Co., Ltd.” 
the plaintiff claimed the exclusive use of the unregistered mark “Kitchen” and 
sought to restrain the defendant from using the name “Bruce Kitchen” in associa- 
tion with its wares. The defendant claimed to be entitled to use the name “Bruce 
Kitchen” in view of the fact that one of its officers bore that name. Although the 





24. (1925),S.C. R. 141. 

25. (1934), Ex. C. R. 88. 

26. It should be noted that ANGErs, J., did not employ the exact terminology of the statute. 
Section 9 speaks of “his or their own personal names or surnames.” This fact lends color to the 
suggestion that ANGERS, J., quite properly drew no distinction between a man’s “name” and his 
“surname.” 

27. (1937), Ex. C. R. 230. 
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case turned on the fact that the defendant, being a corporation, was not carrying 
on business under its own name at all and so was not protected under the general 
rule that permits a person to carry on business under his own name, MACLEAN, J., 
in the course of his reasons for judgment, made no distinction between surnames 
and full names but used the word “name” in its generic sense.” 

The precise point fell for decision in Pope’s Electric Lamp Co., Ltd’s Applica- 
tion? Section 9 of the British Trade-Marks Act provided that a registrable trade- 
mark must contain or consist of certain enumerated essential particulars of which 
the first was “the name of a company, individual, or firm represented in a special 
or particular manner.” Paragraph 4, inter alia, excluded surnames. Paragraph 5 
provided that, except on order of the Board of Trade, “‘a name, signature or word 
or words” other than those previously enumerated should not be deemed a distinc- 
tive mark. The applicant company applied to the Board of Trade for an order 
under the section and the application was referred to the Court. In giving judg- 
ment refusing the application WarrincTon, J., said”: “There is no question, 
therefore, that prima facie a surname, unless it is the name of a company, individual 
or firm represented in a special or particular manner cannot be registered.” 

This decision was followed by that of Joyce, J., in R. J. Lea, Ltd’s Application™ 
where application was made to register the names “Boardman’s” and “McEwans.” 
It was there held “that a mere surname of an individual, though it may be adapted 
to distinguish the goods of all the persons, taken collectively, who bear that sur- 
name, from the goods of other persons bearing a different surname, is not adapted 
to distinguish the goods of an applicant from those of other persons within the 
meaning of that expression in the Act.” 

To both WarRINGTON, J., and Joyce, J., the “name” of a person was synony- 
mous with his “surname.” 

In the same year as the Lea case an application was heard by Joyce, J., to regis- 
ter a mark containing the name “Benz.”*’ Joyce, J., directly referred his judgment 
to the terms of the section which, it will be recalled, spoke of “the name of a... 
individual,” and dismissed the application saying: “I must say that a mere surname 
cannot be registered under paragraph 5 of section 9 unless or until the Order of 
the Board of Trade or the Court, therein referred to, is obtained.” 

On appeal, Farwe t, L. J.,* interjected the following remark in the course 
of the argument: “The name of an individual must be his Christian name together 
with his surname, it cannot be his surname alone, for that would not distinguish 
him from the rest of the family having that surname.” In giving judgment, he 
observed that the word “Ben”. . . . “may also be said to be a portion of the name 
of an individual ; for I do not agree that you can sufficiently individualize a person 
by calling him ‘Smith’ or ‘Jones’ without giving his real name as he is known to 





28. In The Gottfried Company v. The Comfort Kimona and Dress Mfg. Company (1948-49), 
8 Fox Pat. C. 111 at 121, O’Connor, J., apparently used the expressions “name of a person” and 
surname” as synonymous. 

29. (1911), 28 R. P. C. 627. 

30. At p. 634. 

31. (1912), 29 R. P. C. 165 at 174. 

32. Application of Benz et Cie (1912), 29 R. P. C. 357. 

33. (1913), 30 R. P. C. 177 at 179. 
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the world, either his baptismal or any other name, which will distinguish him from 
all other persons of the class of Smith or Jones to which he belongs.” 

FarwELL, L. J., then went on to point out that paragraph (4) of section 9 pro. 
vided for the registrability of ‘‘a word or words having no direct reference to the 
character or quality of the goods, and not being according to its ordinary significa. 
tion a geographical name or a surname.” Thus, surnames were excluded by express 
prohibition. He then continued: “Mr. Sargant has not contended that ‘surname’ 
means anything more in paragraph (5) than a surname pure and simple, that js 
to say, ‘name’ in paragraph (5) includes ‘surname’ as much as it includes ‘geo. 
graphical name.’ ” 

Buck ey, L. J., was even more emphatic. Referring to the name “Benz” he 
said: “It is not the name of any individual because the name of an individual is, | 
take it, the name by which he is individualized. You must add his Christian name 
to his surname in order to identify the individual, and the surname alone is not the 
name of an individual; it is only part of the name of the individual ‘Benz.’ ’™ 

On the authorty of the Benz case the Canadian Registrar of Trade-Marks has 
permitted registration of surnames in the ordinary course and without requiring the 
applicant to obtain a declaratory order under section 29 of the Unfair Competition 
Act. His attitude has been that section 26(1)(b) forbids the registration in the 
ordinary course of “the name of a person” and that a surname is not the name 
of a person but only part of the name of a person, as held by the Court of Appeal 
in England. But it is submitted, with respect to the learned Registrar, that he 
misdirected himself in his reading of the Benz case and quite overlooked the essen- 
tial point expressed by FARWELL, L. J., when he observed that ‘name’ . . . . includes 
‘surname.’ ” 

What the Court of Appeal did in the Benz case was to class the full name of an 
individual with a surname as an unregistrable mark except upon proof of distinc- 
tiveness and upon order of the Board of Trade or the Court. It refused to hold 
that one was any more distinctive than the other but, on the contrary, placed them 
both in the same category. What the Canadian Registrar has done, however, is 
quite different. He has, in effect, interpreted the Benz case in exactly the opposite 
manner from that indicated by FARWELL and BuckLey, L. JJ. According to the 
Registrar’s interpretation of section 26(1)(b), the name of a person—that is, his 
full name, including his surname and all his individualizing or Christian names— 
is not sufficiently distinctive to constitute a registrable trade-mark but a person's 
surname alone, without any individualizing or Christian names in front of it, is dis- 
tinctive. This is a startling result and one, I am sure, with which the Registrar 
must no longer find himself in agreement. 

There is some support, of course, for the Registrar’s view in the fact that sec- 
tion 9 and section 26(1)(b) of the Unfair Competition Act use different expres- 
sions. The latter speaks of “the name of a person’; the former speaks of “his or 
their own personal names or surnames.” It is somewhat difficult to ascertain 





34. See also. Aubanel & Alabaster, Ltd. v. Aubanel (1949), 66 R. P. C. 343 at 347, per 
Dancxkwenrts, J.: Allan & Co., Ltd. v. Kates, et al. (1948-49), 8 Fox Pat. C. 1 at 12, per 
Laripitaw, J. A. 
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whether Parliament intended that the expressions used in the two sections should 
be differently interpreted but, on the ordinary rules of statutory construction, it 
cannot be denied that there is some support for the view that “personal names” 
should be interpreted as meaning something other than “surnames.” At the same 
time the view may equally be taken that Parliament was using the one as a mere 
alternative or synonym for the other. It may well be that the expression “the name 
of a person” used in section 26(1)(b) was intended to include both personal 
names and surnames and, as will appear, this seems the only logical construction 
to place upon those words. 

Under the United States Trade-Mark Act of 1905 the registration of a mark 
“which consists merely in the name of an individual, firm, corporation, or associa- 
tion not written, printed, impressed, or woven in some particular or distinctive 
manner” was proscribed.** This provision merely placed in statutory form the 
common-law principle recognized by the courts of the United States before the 
enactment of the 1905 Act, that “a personal name cannot be exclusively appropriated 
by any one as against others having a right to use it.”** In Howe Scale Co. v. 
Wyckoff, Seamans & Benedict,” the Supreme Court, in denying protection to the 
name “Remington” used the expressions “personal name” and “family surname” 
in a synonymous sense. That the Court felt that the Trade-Mark Act of 1905 
made no change in this accepted principle of the common law is clearly shown by 
the words of its judgment in Thaddeus Davids Co. v. Davids*: “As the mark 
consisted of an ordinary surname, it was not the subject of exclusive appropriation 
as a common-law trade-mark.” 

It is, therefore, apparent that, under the trade-mark law of the United States, 
a surname is, for purposes of trade-mark appropriation, regarded as being in the 
same class as “the name of an individual.” That is the only inference which can 
be taken from the decisions of the Supreme Court and which unquestionably fol- 
lows from the principle that “the trade-mark registration act adds nothing to or 
takes nothing from the common-law rights relating to trade-mark ownership and 
use. It merely provides that owners of such marks may have them registered and 
made public, and for remedies in the enforcement of such rights.’”“’ But it is not 
necessary to depend upon inference in settling the interpretation to be placed upon 
the expression “the name of an individual” and its relation to the word “surname.” 
The point came directly for decision before the Court of Customs and Patent 
Appeals in American Tobacco Co. v. Abraham Wix* where Judge LENRoot said: 





35. Act of 1905, Sec. 5. 

36. Howe Scale Co. v. Wyckoff, Seamans & Benedict (1886), 198 U. S. 118; McLean v. 
Fleming (1877), 96 U. S. 245. 

37. (1886), 198 U. S. 118. 

38. (1913), 233 U. S. 461 at 464. 

39. Brown Chemical Co. v. Meyer (1890), 139 U. S. 540, 542; Howe Scale Co. v. Wyckoff 
(1886), 198 U. S. 118, 134, 135. 

40. In re Sawyer Electrical Mfg. Co. (1944), 63 U. S. P. Q. 66, per Jackson, J.; see also 
In re Plymouth Motor Corporation, 46 F. 2d 211; In re Bonide Chemical Co., 46 F. 2d 703; 
American Tobacco Co. v. Abraham Wix (1933), 16 U. S. P. Q. 181. 

41. (1933), 16 U. S. P. Q. 181. 
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Appellant’s counsel has presented a very interesting history of the origin of surnames, 
and contends that the word “surname” is not the same as the phrase “name of an individ- 
ual,” either in language or historical fact. The name of an individual is his baptismal 
name plus his surname, and in using the phrase “name of an individual” in the Trade-Mark 
Act it is presumed that Congress meant what it said and used words precisely. 

In other words, as we understand him, appellant’s counsel contends that by the proviso 
hereinbefore quoted, either the baptismal name or the surname of an individual may be 
registered as a trade-mark, and it is only the combination of the two names that js 
prohibited. 

In this contention we cannot concur. While not questioning the origin of surnames as set 
forth by counsel for appellant, we think that in modern times the significant portion of the 
name of an individual is the surname, and that baptismal names serve only as a means of 
distinguishing between persons bearing the same surname, thus reversing the original sig- 
nificance of surnames as set forth by counsel. It would appear that, centuries ago, the 
surname was adopted for the purpose of distinguishing persons bearing the same bap- 
tismal name... . 

Prior to the enactment of said Trade-Mark Act of February 20, 1905, the Commis- 
sioner of Patents had held that the surname “Engelhard” was not registrable to an 
applicant because it was the surname of the applicant.** This registration was sought 
under the act providing for the registration of trade-marks, approved March 3, 1881, 
which act provided that “no alleged trade-mark shall be registered . . . which is merely 
the name of the applicant.” 

It is therefore our opinion that Congress intended, in the enactment of said proviso of 
said Trade-Mark Act of February 20, 1905, to include within its prohibition mere 
surnames. 


The same principle applied in the law of Canada as well as in the law of England. 
At common law a trade-mark consisting merely of a surname was not subject to 
exclusive appropriation save only upon proof of acquisition of secondary meaning“ 
and that principle was consistently followed under the Trade-Mark and Design 
Act.** The latter statute, it has been held, created no new rights. Registration 
in accordance with its provisions served only to confirm the title to a trade-mark 
the rights in which had been established under the principles of the common law.* 
The same doctrine exists under the Unfair Competition Act, 1932.*° It follows, 
therefore, that, unless Parliament, by clear words in the statute, intended to effect 
a change in the principles of the common law, those principles are still in effect. 
Is there any evidence that Parliament intended to make such a change? 

It is an accepted rule of statutory construction that the grammatical and ordinary 
sense of words is to be adhered to, unless that would lead to some absurdity, in 
which case the grammatical or ordinary sense of the words may be modified, so as 
to avoid that absurdity.” The presumption against absurdity applies where of 
two possible alternative meanings one would lead to an absurdity and the other 
would not. In the present case a construction which permitted the registration of 
surnames and forbade the registration of full names would obviously bring about 





42. Ex parte Englehard, 109 O. G. 1886, C. D. 1904, 122. 

43. See, e.g., Reddaway v. Banham (1896), A. C. 199, 13 R. P. C. 218. 

44. See, e.g., Hurlbut Co., Ltd. v. The Hurlburt Shoe Co. (1925), S. C. R. 141. 

45. Partlo v. Todd (1888), 17 S. C. R. 196 at 200, per Rircute, C. J. 

46. Standard Brands, Ltd. v. Staley (1945-46), 5 Fox Pat. C. 176 at 184, per O'Connor, J. 
47. Re Levy, Ex parte Walton (1881), 17 Ch. D. 746 at 751, per Jesset, M. R. 
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an absurdity. A construction which would include surnames within the expression 
“name of a person” would remove the absurdity. The former construction ought, 
therefore, to be rejected. 

On the principles we have discussed it would seem that “the name of a person” 
may mean either his surname or his full name. If that interpretation is sound then 
many trade-marks consisting of surnames which have been registered in the ordinary 
course by the Registrar since the enactment of the Unfair Competition Act, 1932, 
are invalidly registered. The fact that they may have acquired a secondary meaning 
at the time of their registration or at any later time, is immaterial. Not only must 
such a word have acquired a secondary meaning at the time of application for 
registration: proof must be offered of that fact at the time of application and the 
procedure adopted by the applicant must, at that time, be the appropriate procedure 
provided in respect of words of that particular class. As CAMERON, J., pointed out 
in the Frigidaire case: 

If the registration was invalid, it remains invalid. ... In so far, therefore, as the 


question of registrability arises, the enquiry must be directed to the time of the application 
for registration. 


When the appeal came on for hearing before the Supreme Court of Canada 
Rann, J., in his reasons for judgment, found that the word “Frigidaire” was 
descriptive and then, as we have already seen, held that registration not having 
been effected by means of the procedure established with relation to descriptive 
words, such registration remained invalid and ought to be expunged. Surnames 
are in the same class as descriptive words in that neither class is inherently distinc- 
tive. If a surname has been registered without recourse to the procedure provided 
by Rule 10 under the Trade-Mark and Design Act or section 29 of the Unfair 
Competition Act, 1932, it was improperly registered and the registration remains 
invalid. 

If the view here expressed is the correct one it would be advisable for many 
registrants to cancel their presently existing registrations of surnames and make 
application to the Exchequer Court under section 29 of the statute for an order 
declaring that the name in question has acquired that secondary meaning which 
can alone permit registration as a trade-mark of “the name of a person.” If such 
word marks are left on the register in their present status it is probable that, when 
the need comes to enforce the rights accorded by registration, such rights will meet 
with the fate that overtook “Frigidaire.” 


———_————— 
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THE LEGAL POSITION OF TRADE-MARKS IN AUSTRIA 
By Dr. Paul Abel* 


When Austria was liberated on April 27, 1945, the legal position of trade-marks 
in Austria was in a highly confused condition. Some weeks after the occupation 
of Austria by Nazi Germany (March 13, 1938) it was ordered that from May 14 
1938, registration of trade-marks could no more be applied for in Austria, but 
only at the Reichs Patent Office in Berlin. The Austrian trade-marks legisla. 
tion remained temporarily in force, insofar as trade-marks previously registered 
in Austria were concerned, but in 1940, Austrian law was—with some exceptions— 
replaced by the German legislation in the first line by the German Trade-Marks 
Act, 1936. The effect of all trade-marks registered in Austria was extended to 
Germany and vice versa, insofar as there were not identical or resembling trade. 
marks on the Register enjoying a previous priority. The Austrian Patent Office, 
which had been operating since January 1, 1899," was closed down. The Austrian 
Trade-Marks Registers kept with the Chambers of Commerce in the Austrian 
provinces as well as the Central Trade-Marks Register kept with the Austrian 
Patent Office, were discontinued. Most of the members of the Austrian Patent 
Office—legally as well as technically trained ones—were dismissed or pensioned;. 
some of them who had been friendly to Nazi ideology before the occupation were 
transferred to the Reichs Patent Office. Many persons who were subjected to 
Nazi persecution for political, racial or religious reasons were deprived of their 
enterprises in Austria and the trade-marks pertaining thereto and the enterprises 
and trade-marks concerned were allotted to members or friends of the Nazi party, 
either by contracts concluded under duress and various threats or without con- 
sent or even knowledge of the owners by a so-called Kommissar appointed by the 
German authorities. 

It will be easily understood from the above that at the time of the liberation of 
Austria the Austrian government was confronted with very difficult problems 
including many in the field of protection of industrial property rights, which had 
had a high standard before the occupation. There were at that time in force in 
Austria trade-marks registered up to May 14, 1938, with the Austrian Chambers 
of Commerce, and—with certain exceptions—trade-marks registered at the Reichs 
Patent Office in Berlin. The German Trade-Marks Law applied, but in some 
respects Austrian Law was still in force. Registration in the Austrian Trade-Marks 
Registers had ended in 1938; the Register kept with the Reichs Patent Office in 
Berlin was, as mentioned above, not available as a result of wartime events. Many 
difficult problems had to be solved.” Some members of the dissolved Austrian 
Patent Office who had remained faithful to Austria assembled immediately after 


* Consultant on International Law, London. 

1. See “Festschrift,” paper published in honor of the existence for fifty years of the Austrian 
Patent Office, 1899 to 1949 (edited by the Austrian Patent Office, 115 pages). 

2. A good review of the then prevailing situation is given by Dr. Heinz Kassler, patent 
agent and lecturer at the Vienna University, in his booklet, “Denkschrift ueber den Gewerblichen 
Rechtsschutz in Oesterreich,” 1945. 71 pages. 
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the liberation and undertook the job of restoring the protection of industrial prop- 
erty in Austria. They worked under the most difficult circumstances; their effort 
was beyond praise, indeed. Thus, it became possible that trade-mark applications 
could be filed from the 19th of October, 1945, onwards. 

After very careful consideration and after having obtained support from the 
Austrian associations interested in that field of law, the decisive step was made by 
a Statute, dated May 9, 1947, which came into force on July 18, 1947 (Austrian 
Law Gazette No. 125; called “Markenschutz-Ueberleitungs-Gesetz”).* Some 
weeks afterwards, on August 15, 1947, publication of the Austrian Patent Journal, 
a monthly paper, was resumed. 

It is neither possible nor, for the purpose of this paper, necessary to deal in 
detail with the provisions of the Statute. Only the basic provisions shall be referred 
to in the following lines: 

a. The German trade-marks legislation extended by the Nazis to Austria was 
repealed (section 2) and the Austrian Trade-Marks Law as it stood on March 13, 
1938—which goes back to 1890 and was revised and restated by a Statute of 1935— 
was reintroduced (section 1), though with some alterations, contained in section 3. 

b. One of the most important of those alterations is that in the future trade- 
marks are not to be registered with the Austrian Chambers of Commerce, but— 
like in many other countries such as in the United States and in Great Britain— 
with the Patent Office in Vienna, an important bit of progress advocated by many 
before 1938. Another important change is the introduction of classes. The require- 
ments of applications for registration of trade-marks are contained in a decree of 
July 25, 1947 (Law Gazette No. 208). The classes, numbering 41, were fixed 
by a decree of the same date (Law Gazette No. 207) whereas the fees can be 
seen from the decree of June 15, 1948 (Law Gazette No. 138); to quote only 
one instance, the fee for a trade-mark application is Austrian Schillings 50 plus 
a fee of Sch. 10 for every class (but not for more than 20 classes). The renewal 
fee—the term of protection is ten years and can be extended continuously for ten 
years—amounts to Sch. 100. The text of the Austrian Trade-Marks Act as it 
stands now was republished in the Law Gazette, 1947, No. 206. 

c. Upon receipt of a trade-mark application the mark is examined to deter- 
mine whether it is registrable, in particular whether it is distinctive, not descrip- 
tive and not deceptive. If the application is in order the trade-mark is registered 
in the Trade-Marks Register kept with the Patent Office and published in the 
Trade-Marks Journal (“Oesterreichischer Markenanzeiger”), the publication of 
which started in February, 1948, and takes effect on the twenty-fifth day of every 
month. 

d. The Act further provides that after registration a search shall be made to 
ascertain whether identical marks or similar ones have previously been registered 
in respect of the same goods or the same description of goods and whether applica- 
tions are pending for registration of such marks. If this is the case the owners of 
the respective marks are to be notified but no step is further taken ex officio; it 





3. As to contents of that statute see booklet by Dr. Walter Redlich, lawyer in Vienna, 
entitled “Der Gewerbliche Rechtsschutz in Oesterreich,” Vienna, 1947. 
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is left to the parties to do what they think is required. This so-called system o 
avis préalable has proved to be quite suitable in Austria. But in view of the fag 
that the Austrian Trade-Marks Registers were discontinued during the occupation 
and, as stated above, the Trade-Marks Register kept in Berlin is not available 
that search cannot be carried out for the time being and the operation of the pro. 
vision regarding avis préalable had to be temporarily suspended (section 4 of the 
Act). It is hoped, however, that it will become operative as soon as possible. 

e. The Austrian Trade-Marks Register had to be started anew. This was 
achieved in the following manner (sections 5 to 9 of the Act) : 

In order to secure protection of trade-marks previously in force in Austria 
(either by virtue of registration in Austria or in Berlin), a new application js 
required to be filed in the Austrian Patent Office before a date which will be fixed 
later. Such applications can be made in respect of trade-marks: 

1. Registered in Austria and in force on March 13, 1938; 

2. Registered in Austria between March 13, 1938 and May 14, 1938 (when as 
shown above registration in Austria ended) ; 

3. Registered in Berlin pursuant to applications made with the Reichs Patent 
Office after September 12, 1937 (half a year before Austria’s occupation in view 
of the priority period under the revised Paris Convention) and until the libera- 
tion of Austria (April 27, 1945). 

Such registrations are made under the original priority date. 

Applications filed with the Austrian Patent Office since the aforementioned date 
of October 19, 1945, are dealt with by the Patent Office if the applicant lodges an 
appropriate motion. 

It should be noted that the above provisions apply also to applicants of German 
nationality or to applications made by enterprises situated in Germany. But 
trade-marks applied for with the Reichs Patent Office before September 13, 1937, 
and registered there before April 27, 1945, are not eligible for being transferred to 
the new Austrian Trade-Marks Register. 

It is important to state that the subsequent fate of marks which are capable, 
under the above-mentioned rules, of being entered in the new Register is immate- 
rial, f.i. cancellation for non-payment of renewal fees due after the appointed date. 

f. As a consequence of the dissolution of the Austrian Patent Office and of war 
conditions many foreign trade-mark owners might have been prevented from 
lodging trade-mark applications in Austria. Sections 10 and 11 of the Act, there- 
fore, grant a priority right provided reciprocity is secured. This applies to persons 
who have lodged trade-mark applications abroad after September 12, 1937, and 
apply for registration of the respective marks in Austria within a period the end of 
which will be fixed later. Priority must be claimed expressly. In relation to the 
United States reciprocity is secured by the President’s Proclamation of October 9, 
1948. 

g. Infringements of trade-mark rights are subject, under Austrian Law, to an 
injunction and damages and to penal prosecution. But section 13 exempts infringe- 
ments committed between March 13, 1938, and the coming into force of the Act 
(July 18, 1947) from penal responsibility in view of the not settled legal position 
which existed during that period. 
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It had been questioned—although to my mind without justification—whether 
the membership of Austria to the Paris Convention and to the Madrid Convention 
concerning international registration of trade-marks had ended through her annexa- 
tion by Germany and had revived through her liberation. To remove any uncer- 
tainty Austria has decided to join those Conventions afresh (Law Gazette No. 7 
ex 1948), but it was expressly declared that it was only a continuation of her for- 
mer uninterrupted membership. 

Austria has also joined the Newchatel Agreement of February 8, 1947. 

In view of the close relationship between Trade-Mark Law and Law against 
Unfair Competition, I think I should mention that the Germans had also replaced 
the latter Austrian Law as laid down mainly in an Act of September 26, 1923 
(Law Gazette No. 531), by the respective German Act of June 7, 1909, as amended. 
By an Austrian Statute, dated June 11, 1947 (Law Gazette No. 145), the Austrian 
Law against Unfair Competition was reintroduced in Austria, with some slight 
amendments, mainly adjusting the amount of fines payable under the Act. 

One big task had still to be tackled by the Austrian legislature with regard to 
industrial property (I am not concerned in this review with the restoration of the 
Austrian Law of patents and designs), viz., taking care of trade-mark rights of 
which the owners had been deprived under Nazi rule. This was effected—after 
the most careful preparation—in a Statute of June 30, 1949 (Law Gazette No. 199), 
called the Sixth Restitution Act (the Sixth because it was preceded by five other 
such Acts, dealing inter alia with the restitution of property, rights and interests, 
confiscated by the Nazis or forcibly sold or otherwise disposed of for political, 
religious or racial reasons. 

That Statute deals with the claims of persons who were deprived of their rights 
of industrial property or who were prevented from exercising the same during the 
occupation of Austria by Germany, irrespective of whether that was effected by ille- 
gal actions or by agreements concluded in connection with the coming into power of 
Nazism. It is open to the defendant to show that the alienation of the respective 
rights would have happened even independently of the Nazi régime. Alienations 
or other dealings of the nature just described are null and void. The respective 
rights have to be returned to their rightful owner. Sums paid by the acquirer 
have to be refunded to him only if those sums have been paid at the owner’s free 
disposal. In the case of persons having been prevented from exercising rights of 
industrial property, every person who has benefited thereby has to compensate 
those aggrieved persons in an appropriate manner; failing agreement the com- 
pensation is to be fixed by the Restitution Board which is composed of one judge 
and two lay assessors. 

The provisions of the Statute apply also to claims arising out of deprivation of 
licenses or if licensees were prevented from utilizing them. Claims have to be filed 
within one year from the coming into force of the Act, i.e., before July 15, 1950, 
unless this period is extended generally by an order of the competent Ministry. The 
claims have to be decided by the Restitution Board who may ask the Patent Office 
to delegate one of its members to assist the Board. The Board may at its discretion 
grant some facilities regarding time limits provided for in the Trade-Marks Act— 
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and in the Patent Laws—may grant reopening of procedures concerning cancella. 
tion of trade-marks, etc. 

The Statute contains also very interesting provisions regarding inventions 
which employees had to assign to their employers under Nazi law, but those pro. 
visions do not come within the scope of the present article which is confined to 
trade-marks. 

It can be expected that trade-mark owners who suffered as victims of Nazi 
oppression will get relief under the Statute as far as possible. 

In conclusion some statistical data may be quoted relating to the time when 
trade-mark applications could be filed again in Austria (October 19, 1945) up to 
the end of 1949. During this period 22,529 applications for registration of trade- 
marks have been filed in Austria; 16,208 trade-marks were registered and 571 were 
renewed. 19,753 applications were made by owners of enterprises in Austria and 
14,332 registrations were effected in the name of such enterprises. The applica- 
tions and registrations respectively for enterprises situated in Europe outside 
Austria amounted to 1,961 and 1,224 respectively. 782 applications were filed on 
behalf of enterprises in the United States of America and 619 trade-marks were 
registered pursuant to such applications. Protection in Austria was refused to 196 
internationally registered trade-marks; to another 52 such trade-marks protection 
was refused partly. Protection was not refused, but the claimed priority not granted 
to 189 internationally registered trade-marks and in the case of another 103 trade- 
marks non-recognition concerned only some of the goods in respect of which the 
marks had been registered in the Berne international register. 


I think it can be safely said that Austria has done everything in her power to 
rearrange the legal position of trade-marks and it can be expected that Austria 
will soon enjoy again in the field of Industrial Property the high reputation she 
enjoyed internationally for such a long time until the fateful days of the Ides of 
March, 1938. 





TRADE SLOGAN 


In accordance with our custom, we publish below Trade Slogan in use by one 
of our members with a view to placing on record the member’s claim thereto: 


“PE OE C0 TOIT oo cc ecccvcsvscsseissseccues General Aniline & Film Corporation 
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PART II 


INTERNATIONAL ELECTRIC COMPANY v. INTERNATIONAL. 
ELECTRIC FENCE CO., ef AL. 


No. 12270—C. A. 9—April 14, 1950 


TRADE-MARKS—ACQUISITION OF RIGHTS—CONCURRENT USE 

Where on facts of record, in 1938 trade-mark was first used in far western states by 
T and S, who formed Oregon corporation which was later abandoned; and T continued 
use of mark in far west until 1923, part of the time buying from S who had previously 
gone to Chicago, where S continued use of mark; and T with H in 1941 having formed 
Washington corporation (defendant, which continued use of mark in far west; and T with 
S in 1943, while still connected with defendant, having formed partnership in Chicago, 
which continued use of mark; and T in 1944, having sold his interest in defendant to H; 
and about the same time T having acquired interest of S in Chicago partnership and 
organized Illinois corporation (plaintiff), which continued use of mark, held that plaintiff 
may not exclude defendant from its concurrent right to use of mark. 


Appeal from Western District of Washington. 

Trade-mark infringement suit by International Electric Company against Inter- 
national Electric Fence Co., a Washington corporation, and George N. Hughes. 

Plaintiff appeals from dismissal of complaint. Affirmed. 


William A. Snow, of Chicago, Ill., for plaintiff-appellant. 
George H. Boldt and Metzger, Blair, Gardner & Bolt, of Tacoma, Wash., for 


appellees. 
Before HEALY, BONE and Pope, Circuit Judges. 
Heaty, C, J.: 


Appellant sued to enjoin appellees from using the trade-mark “International” 
on electric fences and allied products, asserting an exclusive right thereto in itself. 
Appellees, on the basis of the same prior use relied on by appellant, claimed a con- 
current right to use the mark in the eleven far western states. The trial court 
determined that appellees’ claim of concurrent right was supported by the weight 
of the evidence, and it rendered judgment accordingly. 

The real actors in this obscure episode, all of whom were witnesses on the trial, 
are three individuals, Turk, Hughes and Soper. The corporate parties are little 
more than window dressing. Appellant, an Illinois corporation, was organized by 
Turk in 1944 and is almost wholly owned by him. The appellee Washington cor- 
poration, jointly organized in 1941 by Turk and Hughes, has since 1944 been 
entirely owned by Hughes. 

The trade-mark “International” appears to have been adopted and first used on 
electric fencers and allied products about the beginning of 1938 by Turk and Soper, 





1. Both parties had sought registration of the mark. Appellees’ application is still pending. 
ae of appellant was granted, and the latter relied on the registration as establishing a prima 
acte case. 
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who formed an Oregon corporation called International Electric Fence Co. for the 
distribution and sale of fencers. The venture proving unprofitable, the corporation 
was abandoned—“allowed,” in the language of Soper, “to die on the vine” ; where. 
upon the two men went their separate ways and for some years thereafter carried 
on business independently of each other. Soper went to Chicago and began ty 
assemble and distribute the devices, using the “International” trade-mark thereon, 
Turk remained in Vancouver and distributed and sold fencers bearing the trade. 
mark, some of these fencers being assembled for him by one Good, although later 
Turk bought his products from Soper. In 1943 Turk, who was at that time stilj 
jointly interested with Hughes in the appellee corporation, went to Chicago and 
formed a partnership with Soper in the electric fencer business. In 1944 he acquired 
Soper’s interest in the partnership, Soper moving to Minneapolis. Turk then 
organized appellant corporation and transferred his fencer business to it. About 
the same time he sold to Hughes his half of the stock in the appellee corporation. 

It seems to be Turk’s position that when the original International Electric 
Fence Co. died of inanition the “International” trade-mark it had developed and 
used became the exclusive property of Soper. Accordingly, he claims that when, 
in 1941, he transferred his electric fencer business and goodwill to the appellee 
corporation, organized and jointly owned by himself and Hughes, that corporation 
obtained no rights in the trade-mark for the simple reason that Turk himself had 
no trade-mark rights to convey. His theory is, further, that when he acquired 
Soper’s partnership interest in Chicago in 1944 he acquired exclusive rights in the 
trade-mark, which rights he thereafter transferred to appellant. This view of the 
matter does not appear to be supported by any satisfactory evidence. Soper’s testi- 
mony, moreover, is to the contrary. Soper indicates that he neither had nor at any 
time claimed to have any exclusive right to the use of the trade-mark. He says 
that Turk and Hughes and their Washington corporation had equal rights with 
himself in the use of the “International” trade-mark. The court found, and we 
think the finding is fully supported, that at the time Turk conveyed his business 
and goodwill to the appellee corporation he had a right to use this trade-mark, and 
that he parted with the right in favor of the corporation of which Hughes is now 
the sole owner. We may assume, as the trial court did, that Turk and his corporation 
acquired from Soper the latter’s interest in the mark; but the ownership of that 
interest does not exclude appellee from its use of the mark. 

Judgment affirmed. 
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TRI-STATE PLASTIC MOLDING COMPANY v. RUZAK 
INDUSTRIES, INC. 
RUZAK INDUSTRIES, INC. v. TRI-STATE PLASTIC MOLDING 
COMPANY, ET AL. 


No. 10997, 10998—C. A. 6—April 11, 1950 


TRADE-SECRETS—SUBJECT MATTER—GENERAL 
On facts of record, contract clause to the effect that molds for box remain plaintiff’s 
property, held to carry with it an inference that defendant was under obligation to keep 
secret the fact that it was manufacturing plastic boxes for shipment to plaintiff's customer. 
Secret consisting of nothing more than that plastic box, as container for fruit cakes, was 
being made for the first time for plaintiff’s customer, was disclosed when defendant manu- 
facturer began shipments to plaintiff's customer; and thereafter boxes became articles of 
merchandise subject to examination by all. 
UnFaIR COMPETITION—BASIs OF RELIEF—GENERAL 
There is no basis for injunctive relief against defendant for breach of confidential rela- 
tionship where plaintiff employed defendant to manufacture boxes for plaintiff’s customer, 
and to ship them to plaintiff’s customer. 
Idea of plastic box for cakes, originated by plaintiff and unprotected by patents, held not 
to give plaintiff monopoly upon such boxes. 
Defendant’s sales of plastic boxes made from other molds, after termination of contract 
with plaintiff, held not to constitute unfair competition in absence of evidence of passing off. 
Plaintiff’s employment of third party to copy defendant’s boxes, though admittedly 
unethical, held not to constitute unfair competition in absence of evidence of misrepresenta- 


tion by plaintiff. 

Appeals from Western District of Kentucky. 

Unfair competition suit by Ruzak Industries, Inc. against Tri-State Plastic 
Molding Company, in which defendant counterclaims for accounting. Both parties 
appeal from decree granting injunction to plaintiff. Reversed. 


Ernest Woodward (Ernest Woodward II, Herbert X. Blum, and Woodward, 
Hobson & Fulton on the brief), of Louisville, Ky., for plaintiff. 

Eugene B. Cochran, of Louisville, Ky., and William Freudenreich, of Chicago, Ill. 
(Charles G. Middleton, Edwin G. Middleton, and Middleton, Seelbach, Wolford, 
Willis & Cochran, of Louisville, Ky., on the brief), for defendant. 

Before Hicks, Chief Judge, and Simons and Martin, Circuit Judges. 
Hicks, C. J.: 
It is well to make it clear at the outset that this was not an action for infringe- 
ment of a patent or violation of a trade-mark. The crux of it is “unfair competition.” 
The Ward Baking Company (herein called Ward) is one of the largest bakers 

of cakes in the country. Herman S. Zaikaner was a promoter and salesman. Ruzak 
Industries, Inc., appellee and cross-appellant, a corporation (herein called Ruzak) 
was organized by Zaikaner but he had no stock in the company. Its stock was 
owned by his daughter and son-in-law, Hyman L. Fetterman. Ruzak was engaged 
in merchandising plastic boxes. Zaikaner styled himself as “the life blood of that 
business.” He testified: “I am the general sales manager, the designer, the creator, 
the idea man.” 
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Zaikaner had a conversation with representatives of Ward, who indicated that 
they were interested in devising a box that would hold a one pound fruit cake ang 
could be readily sold to middle class people. Zaikaner made up a rough plastic 
box with a plastic cover that was air proof and which permitted a view of its cop. 
tents from the outside and which could be re-used for other commodities. He took 
an order from Ward for 300,000 of these boxes. Ruzak was not a molder and wa; 
without capital and Zaikaner began to search for someone who could mold the boxes. 
As a result of negotiations continuing from December, 1946, to April, 1947, appel. 
lant and cross-appellee, Tri-State Plastic Molding Co., a partnership (herein called 
Tri-State), agreed to make the 300,000 plastic boxes for Ward. In the negotiations 
leading up to this agreement, Tri-State was represented by Robert K. Gibbs, its 
principal owner, and who had been in the plastic molding business since 1943. The 
contract is as follows: 


EXHIBIT 13. 
(Original in Book of Original Exhibits as Exhibit 286.) 


RUZAK INDUSTRIES, INC. 
Division of 
TRI STATES PLASTIC MOLDING CO. 


Henderson, Ky., April 10, 1947. 


Tri-State Plastic Molding Co., PURCHASE ORDER 
Henderson, Kentucky Order No. 1198 
Please ship by Per schedule to This Number Must Appear on Invoice 
Per Schedule 


Quantity Items 
300,000 Crystal Clear Polystyrene Boxes, 7% x 3% x 3 $260.00M 
Delivery to start within 6 to 8 weeks. 
Boxes are to be individually wrapped in tissue and packed in car- 
tons in quantities suitable for shipping. 
Sample to be submitted for final approval. 
Boxes to be billed to Ward Baking Co. 
First 250,000 
Ditto Next 250,000 
Ditto Over 500,000 
All molds are the property of Ruzak Industries and shall only be 
used for molding of boxes under their supervision. 


Acknowledge receipt immediately, stating time of shipment. 
SEND INVOICE IN DUPLICATE, Bill of Lading and Shipping Notice to us. 
Note:—This order is to be filed and delivered exactly as specified, and at no price 
higher than last quoted or charged unless so advised. 
TRI STATES PLASTIC MOLDING CO., 
By Robt. K. Gibbs. 


Ruzak contends that this contract involved a trade secret; that the confidential 
relationship between Ruzak and Tri-State required Tri-State to keep this secret 
and that equity will enforce this obligation by injunction. This leads us to the 
inquiry whether such a secret existed, and if so, what it was. We may assume from 
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the nature of the contract that it did exist, but, after all, it consisted of nothing more 
than that a plastic box as a container for fruit cakes was being made for the first time. 

Zaikaner submitted his idea to Gibbs, who in turn had Tri-State’s engineer 
design the box and make the molds for it and Tri-State manufactured the boxes. 
The contract was performed and in accordance with its provisions the molds were 
delivered to Ruzak as its property. 

We think that the clause in the contract, to wit: “All molds are the property 
of Ruzak Industries and shall only be used for molding of boxes under their super- 
yision” carries with it an inference that Tri-State was under an obligation to keep 
secret the fact that it was manufacturing plastic boxes for Ward. See John D. 
Parks & Sons Co. v. Hartman, 153 F. 24, 32 (C. C. A. 6). But this secret was 
yaluable to Ruzak only as long as it was kept a secret and its disclosure was not a 
breach by Tri-State. It was disclosed when Tri-State began the shipments to Ward. 
The boxes then became articles of merchandise subject to examination by and sold 
to prospective customers. Dr. Miles Med. Co. v. Platt, 142 F. 606, 611 (C. C.). 

There is no basis for the injunctive process against Tri-State for a breach of 
confidential relationship. Moreover, it is clear enough that Ruzak lost nothing by 
the disclosure. 

The district court did not furnish us with findings of fact as required by the 
Rules but was content to treat its opinion, delivered orally at the close of the hearing, 
as sufficient. Referring to the situation upon the termination of the contract, the 
court said: “Now everything went along fine.” After that time, however, and 
beginning about July, 1948, Tri-State procured other molds from which it made 
plastic boxes, varying in size, design and capacity, to be used in refrigerators and for 
other purposes, and sold these boxes to the trade, and about the same time Ruzak, 
although continuing to send orders to Tri-State, employed an independent concern 
to copy Tri-State’s molds and manufacture boxes therefrom to be delivered to and 
sold on the general market by Ruzak. This conduct upon Ruzak’s part gave rise 
to the defense of “unclean hands” which the district court did not specifically pass 
upon and which we find it unnecessary to consider. Nor do we find it necessary 
to go into great detail concerning the long continued negotiations between the 
parties except to say that they were characterized by much confusion and frequent 
misunderstandings. We set forth in haec verba the decree from which this appeal 
by Tri-State and cross-appeal by Ruzak arose.* 

Laying to one side the question of confidential relationship which we have 
already considered, we think that, in the exercise of judicial discretion, the injunc- 
tion should not have issued. The district court was of the opinion that the case 


* Plaintiff is the originator of the boxes designated in the Record as 059, 069, 0600 and 
Junior Krisper, and a perpetual injunction is hereby granted, awarded and decreed to the 
plaintiff, Ruzak Industries, Inc., against the, defendants, Tri-State Plastic Molding Company, 
Robert Gibbs, Pat Buckley and Joe Mis, enjoining and restraining them, their workmen, agents, 
servants, associates and employees, and each of them, from directly or indirectly making, selling, 
advertising or offering to make, sell or advertise either as originator or otherwise, any of these 
boxes or any design or process for making same, and from making, selling, advertising or 
designing, or offering to make, sell or design any box of approximately similar size, design 
and appearance of these boxes, which boxes and the design thereof were originated by and are 
the property of the plaintiff, Ruzak Industries, Inc. . 
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involved the “history of an idea” and that this idea originated with Zaikaner, py 
Zaikaner’s idea, that of a plastic box for cakes, did not give either him or Ruzak 
a monopoly upon such boxes. His idea was not protected by either the patent or 
trade-mark laws (Salvage Proc. Corp. v. Acme Tank Cl. Proc. Corp., 94 F. 2d 69, 
70 (C. C. A. 2)) and could be protected only by confidential relationship covered 
by contract, a point which we have already considered and found to be of no ayaij 
to Ruzak. Zaikaner had the right to keep the idea to himself or to manufacture 
boxes himself or employ others to do this for him, but he had no monopoly upon its 
characteristic elements. He could choose for himself the design, size, shape and 
color of the boxes and the quality of the plastic material (polystyrene) and so could 
all other plastic molders, as indeed they were doing, as long as they did not attempt 
to palm off their boxes as those of Zaikaner. Remington-Rand Inc. v. Master-Crajt 
Corp., 67 F. 2d 218, 220 (C. C. A. 6.) The district court found no evidence that 
Tri-State ever undertook to pass off its boxes as those of Ruzak or Zaikaner, and 
we think that it is inequitable to compel Tri-State to refrain from doing that which 
all others engaged in the plastic manufacturing business had a right to do. 

Tri-State seeks by counterclaim to compel Ruzak to account for any profits it 
had earned through the use of its designs, molds and products. The district court 
did not specifically pass upon the counterclaim. The failure to do so illustrates the 
necessity for findings of fact under the Rule. The court did say: “I think they were 
making money so fast out of the sale of this product that Zaikaner got the idea that 
he could get somebody else to manufacture these things possibly for less money than 
the defendant Gibbs.” 

It is true that Ruzak did employ Associated Plastics to copy Tri-State’s boxes. 
Admittedly this was an unethical practice and it was especially so in view of the fact 
that Ruzak was still sending orders to Tri-State, but there is a lack of evidence that 
Ruzak directly or indirectly misrepresented to its customers that these boxes were 
manufactured or distributed by Tri-State. There is evidence to indicate that they 
carried Ruzak’s name to distinguish them from those of Tri-State. 

The decree appealed from is reversed and both the complaint and the counter- 
claim are dismissed. 
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IN RE SERVEL, INC. 
No. 5658—C. C. P. A.—April 3, 1950 


qrape-MarKS—Marks CAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 

“Servel” held a coined, arbitrary, technical trade-mark for household refrigerators, refrig- 
eration apparatus, condensing units, air conditioners, paints, enamels, publications, etc., under 
1905 Act. 

Trapbe-MarKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 

“Inklings” held descriptive of contents of applicant’s periodical published for its employees. 

TrabE-MARKS—REGISTRABILITY—DISCLAIMERS 

Under 1905 Act there was no statutory provision authorizing disclaimer of unregistrable 
subject matter, although practice grew up in Patent Office and was approved by Supreme 
Court in Beckwith case. 

Harsh results, however, were sometimes involved in use of disclaimer, under 1905 Act, 
due to holdings that matter once disclaimed could never be reclaimed. 

Section 6 of 1946 Act remedies deficiency in former practice by providing that Commis- 
sioner shall require disclaimer of unregistrable matter, but that disclaimer shall not prejudice 
rights then existing or thereafter arising the disclaimed matter. 

TraDE- MARKS—REGISTRABILITY—GENERAL 

In proper case, courts may recognize right to registration of one part of composite mark. 

Requirement of the statute, that no mark shall be refused registration if goods of the 
owner may be distinguished thereby from goods of same class, is just as imperative as 
prohibitory provisions against registration enumerated under Section 5 of 1905 Act. 

Citation of authorities in registration cases is of little value except for whatever may be 
contained therein with respect to statement or application of principles of trade-mark law. 

TrADE- MARKS—REGISTRABILITY—MUTILATION 

Registration of “Servel” as trade-mark for periodical held not a mutilation of mark as 

used by applicant in conjunction with the word “Inklings.” 


Appeal from Commissioner of Patents. 
Application for registration of trade-mark by Servel, Inc. Applicant appeals 
from refusal of registration under 1905 Act. Reversed. 


J. L. Kelly (A. Yates Dowell, of counsel), for appellant. 
E.L. Reynolds (Walter J. Derenberg, of counsel), for the Commissioner of Patents. 


Before GARRETT, Chief Judge, and Jackson, O’CoNNELL, and JoHNson, Asso- 
ciate Judges. 


O'CONNELL, J.: 

This is an appeal from the decision of the Commissioner of Patents in which 
the decision of the Examiner of Trade-Marks refusing appellant’s application to 
register the mark “‘Servel” was affirmed on the ground that the mark sought to be 
registered in Class 38 is a mutilation of the mark “Servel Inklings” actually used 
by appellant on a periodical “Published every other Friday by and for the em- 
ployees of Servel, Inc., Evansville, Ind.” 

After final rejection of the mark by the Examiner, appellant appealed to the 
Commissioner of Patents who affirmed:the decision of the Examiner, 75 U. S. P. Q. 
247, From that decision appellant petitioned for reconsideration. The request was 
granted but, upon such reconsideration, the commissioner adhered to his original 


decision, 77 U. S. P. Q. 57. 
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The drawing filed by appellant as part of the application shows the word “Serye|” 
printed in large black letters. The specimens of the mark actually used and file 
by appellant show at the top center of the masthead on the front page a large 
patriotic insignia, characteristic of the war period in which that particular issue was 
published, namely, August 11, 1944. On the left of the insignia, the word “Serye)” 
is printed in block letters, and on the right, the word “Inklings” is printed in a large 
and different kind of type. 

“Servel” is a coined and arbitrary term. “Inkling,” as indicated by the contents 
of the involved publication, means an expression of something, as a rumor, report, 
hint or intimation, concerning the personnel of the Servel organization or the trade. 

Appellant subsequently filed specimens of trade-marks issued to appellant for 
other publications in Class 38 showing use of the word “Servel,” such as The 
Servel Salesman, Servel News, and Servel Refrigograms. The Examiner found 
that the word “Servel” was common to each of those titles and held that while the 
word was an arbitrary feature of each of the marks, it did not constitute the entire 
mark. 

There has been no disagreement between counsel for appellant and the Solicitor 
for the Patent Office that the term “Servel Inklings” would be registrable as a 
whole, although the word “Inkling” is descriptive and in the public domain. The 
point in issue is whether “Servel,” standing alone, is registrable. Appellant urges 


that it is, for the reason that no provision of law requires that the descriptive 


word “Inkling” must be included with the word “Servel” in appellant’s applica- 
tion for registration. 

Appellant in support of its position relies here, as it did before the tribunals of 
the Patent Office, on the decision in the case of In re Standard Underground Cable 
Company, 27 App. D. C. 320. Appellant contends that the rule of law there laid 
down by the court is the proper rule applicable to the facts of the instant case because 
the two cases are on all fours for practical purposes, including trade-mark registra- 
tion. 

The appeal in the case just described was taken from the decision of the Com- 
missioner of Patents refusing to register the appellant’s trade-mark, alleged to 
consist of the word “Eclipse” and used in connection with insulated wire, by attach- 
ment to coils of wire, of a printed label, described as follows in the court’s opinion 
at page 322: 

.... This label has various descriptive words printed upon it, together with the name 
and address of appellant. The word “eclipse” is printed upon a dark background repre- 
senting a partial solar eclipse, and underneath this dark background are the words, 
“Black Core.” The drawing furnished as a part of the application shows only the word 
“eclipse.” 

The question is whether appellant, by printing the word “eclipse” upon the label, with 
certain accessories, must disclose in his application these accessories, or any part of them, 
and, if the latter, which ones. 


The commissioner upon the foregoing fatts refused registration of the mark on 
the ground that the word “Eclipse” was not the mark the appellant had used. The 
court of appeals concluded that the commissioner’s rejection of the application for 
registration was not well founded, and in reversing that decision stated : 
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We repeat that we do not think that Congress intended to confer upon the Commis- 
sioner of Patents authority to say to an applicant how much or how little of the embel- 
lishments appearing in connection with what may be called the essential feature of a 
trade-mark form an actual part of the trade-mark. Rather do we think that this right 
of selection and designation rests with the applicant. No general rule can possibly be 
applied, and where this is the case it is unwise to attempt to exercise a power not ex- 


pressly vested in an executive officer. 
The proper forum for the decision of such questions is the courts where each case can 


be passed upon as it arises. 


The doctrine of the Standard U a Cable Company case was subse- 
quently approved and applied in the cases of Graves v. Gunder, 1908 C. D. 201, Tip 
Top Bottling Co. v. Jones, 1927 C. D. 1, and other cases. 

In overruling the contentions of appellant in the case at bar, the Examiner sum- 
marized his position in the following statement : 


It is believed that the complete title of applicant’s publication is “Servel Inklings” 
and that such is the name by which this particular publication is distinguished from other 
publications. To permit the registration of the word “Servel” alone would amount to a 


mutilation of the mark actually used. 


Support for the views which the Examiner expressed were found, the Examiner 
said, in the following decisions: 


Ex parte Daily Review Corporation, 163 Ms. D. 761; 528 O. G. 1044; 50 U. S. P. Q. 
153; wherein it was held that the use of “Nassau Daily Review Star” did not constitute a 


trade-mark use of “Review-Star” alone. 
Ex parte The Oil City Derrick, 151 Ms. D. 10, 15 T. M. R. 428, refusing registration 
of the mark “Derrick” alone when the complete title was “The Oil City Derrick.” 
Quaker City Flour Mills Co. v. The Quaker Oats Co., Quaker Mills Co. and Amer- 
ican Cereal Co., 214 O. G. 684; 43 App. D. C. 260, holding that use of “Quaker City” did 
not establish trade-mark use of the word “Quaker” alone. 


There is no question of use of appellant’s trade-mark by anyone other than 
appellant. There is no suggestion that “Servel,” standing alone, is merely a geo- 
graphical term, descriptive of the goods, or a device contrived to evade the law. 
However, the situation here presented calls for construction by this court of the pro- 
visions of Section 5 of the Trade-Mark Act of 1905 which, so far as pertinent, read: 


That no mark by which the goods of the owner of the mark may be distinguished from 
other goods of the same class shall be refused registration as a trade-mark on account 
of the nature of such mark unless such mark— 

x * x 

Provided, That no mark which consists merely . . . . in words or devices which are 
descriptive of the goods with which they are used, or of the character or quality of such 
goods, or merely a geographical name or term, shall be registered under the terms of this 
eee 


Appellant contends that the three cases enumerated by the Examiner and relied 
upon by him and the commissioner as controlling are nowise pertinent to the ques- 
tion here in issue for the reason that in each of them the registration of the mark 
involved was prohibited by the mandate of the statute on grounds other than that 
of mutilation. 
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The appellant in the case of the Daily Review Corporation applied for registra. 
tion of the notation, “Nassau Daily Review-Star,” which the appellant had actually 
used as a trade-mark for a daily newspaper. “Nassau” was a geographical term 
and “Daily Review” was descriptive of the goods. The Examiner required dis. 
claimer of “Nassau Daily Review.” The appellant, in lieu of such disclaimer, offereg 
to delete from the drawing the words “Nassau Daily.” The Examiner ruled tha 
such deletion would result in mutilation of the mark and accordingly refused to 
register it in the absence of the disclaimer previously required. On appeal, the 
commissioner sustained the action of the Examiner, having observed that “Daily 
Review,” standing alone, would not be sufficient to function as the appellant's 
trade-mark. 

Appellant in the case at bar correctly points out that each of the three cases 
upon which the Examiner and the commissioner relied are substantially identical, 
There the refusal to register each of the respective marks was due to the use therein 
of geographical or descriptive matter, the deletion of which would destroy the 
identity of the mark. For that reason, the three enumerated cases are not regarded 
as decisive of the question here in issue. 

The record shows that the word “Servel” is appellant’s primary and technical 
trade-mark ; that during its history of approximately 25 years, the mark has been 
registered in 10 different classes in the Patent Office for use on articles such as 
household refrigerators of various kinds, refrigeration apparatus, condensing units, 
air conditioners, paints, enamels, publications, etc. 

Appellant asserts in its brief that never before has the word “Servel” been re- 
fused registration because of its association in use with other things, and that— 


.... “Servel” in and of itself whenever it is seen in the United States or abroad means 
only one thing—the commercial signature of Servel, Inc., your appellant. Whether this 
trade-mark “Servel” is used alone or with other notations, it is still a technical trade- 
mark that has been used and is being used, in a trade-mark sense, by appellant... . 


The commissioner, when he originally affirmed the action of the Examiner, 
quoted in part from a paragraph in the decision of the Supreme Court in the case of 
Beckwith v. Commissioner of Patents, 252 U. S. 538, to the effect that user, under 
Section 2 of the Act, is the foundation of registry. Appellant in its petition for 
reconsideration contended that the doctrine of the Beckwith case had no relation 
whatever to the facts in the instant case. In reply to that contention, the commis- 
sioner quoted the full paragraph from which he had previously taken a part, and 
stated : 

In my decision, of which reconsideration is requested, the case of Beckwith v. Com- 
missioner of Patents, 252 U. S. 538, was cited and the parts quoted therefrom were relied 
upon to state a principle of trade-mark law as defined by the Supreme Court and that 
principle is deemed applicable to the instant case. The Supreme Court in that case 
reversed the decision of the Court of Appeals of the District of Columbia which had 


affirmed the Commissioner’s requirement of erasure and removal of descriptive portion of 
a trade-mark as used, and approved the practice of disclaiming such portions .... 


The Supreme -Court in the Beckwith case noted the distinction that under the 
mandate of the statute, registration was prohibited, not of merely descriptive words, 
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hut of a trade-mark which consisted merely of such words and no others. The 
Supreme Court there acknowledged the value of the practice that a composite trade- 
mark which included descriptive words may be registered by making a disclaimer 
of record of the descriptive words to which the registrant did not have an exclusive 


ight. 

" The excerpt hereinbefore quoted from the commissioner’s decision indicates 
definitely that he deemed the principle of disclaimer applicable to the facts in the 
instant case. 

Prior to the effective date of the Trade-Mark Act of 1946 there was no statutory 
provision authorizing the disclaimer of unregistrable subject matter, although the 
practice grew up in the Patent Office of allowing or requiring such matter to be 
disclaimed. There were, however, harsh results sometimes involved in the use of 
4 disclaimer, for the reason that matter once disclaimed could never be reclaimed 
by the applicant. Warner-Patterson Co. v. Charles Y. Malcomb, 17 C. C. P. A. 
(Patents) 984, 39 F. 2d 274, 5 U.S. Pat. Q. 72; In re Canada Dry Ginger Ale, Inc., 
4(.C. P. A. (Patents) 872, 87 F. 2d 736, 32 U. S. P. Q. 255. 

The described deficiency in the former practice for disclaiming unregistrable 
material has been remedied, however, by Section 6 of the Trade-Mark Act of 1946, 
which provides, among other things, that the commissioner shall require unreg- 
istrable matter to be disclaimed, but such disclaimer shall not prejudice or affect the 
applicant’s rights then existing or thereafter arising in the disclaimed matter. See 
The New Trade-Mark Manual by Daphne Robert, 1947, pages 77-81. 

The courts in a proper case may recognize the right to registration of one part 
ofan owner’s mark consisting of two parts. See Saxlehner v. Eisner & Mendelson 
Co, 179 U. S. 19. The courts have recognized also that the requirement of the 
statute, that no mark shall be refused registration if the goods of the owner of the 
matk may be distinguished thereby from goods of the same class, is just as im- 
perative as the prohibitory provisions against registration in those cases enumerated 
in Section 5 of the Act. Beckwith v. Commissioner of Patents, supra. 

The Commissioner of Patents, appellant, and the Solicitor for the Patent Office 
in support of their respective positions have each cited quite a number of other 
trade-mark cases. Each side in turn has properly distinguished the cases cited by 
the other. Most trade-mark cases may be distinguished from one another without 
much difficulty because of the usual difference in facts. The citation of a case or 
an array of cases is therefore of little value, except for whatever may be contained 
therein with respect to the statement or application of a principle of trade-mark 
law. 

The product here in issue is a periodical which is mailed direct to the homes 
of all “Servel” employees. It is their factory newspaper. With respect to the 
sope of the publication, it is stated in the record that “This publication has been 
tnusually successful in building loyalty among “Servel” workers and in demon- 
trating the fact that ‘Servel’ is a good place to work.” The other “Servel” 
publications, for which trade-marks have been issued to appellant as hereinbefore 
cescribed, are periodicals directed to specific groups in the organization having to do 
with the development of sales of “Servel” products or to create a good will there- 
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for. These publications appear to have no other purpose. Accordingly, the effor 
by the Patent Office to compare appellant’s periodicals with Reader’s Digest, Sy. 
urday Evening Post, and other magazines of national scope seems beside the Point, 

There can be no doubt that the word “Servel” here involved clearly distinguishes 
appellant’s publication from others of the same class; and that no person will } 
injured or deceived by its registration, so far as the record discloses. In view oj 
that conclusion, it is deemed unnecessary to discuss the numerous cases which 
have been cited by counsel for appellant and the Solicitor for the Patent Office 
Accordingly, the decision of the Commissioner of Patents, for the reasons stated, j 
reversed. 


RITE-RITE MFG. CO. v. RITE-CRAFT COMPANY 
No. 5667—C. C. P. A—April 3, 1950 


OPPOsITIONS—PLEADING AND PRACTICE—RECONSIDERATION 
Only issues properly considered are those presented by pleadings; new registration of 
opposer’s mark issued after final hearing could not be pleaded; and reconsideration on basis 
of such reregistration held properly denied. 
TRADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
The word “Rite” held a misspelling of “write” and descriptive of pencils and pens, and 
therefore not subject to exclusive appropriation by any dealer in goods similar to those of the 
parties, under 1905 Act. 
TRADE-MARKS—PLEADING AND PRACTICE—DISCLAIMER 
Examiner’s requirement of disclaimer of “Rite” in the mark “Rite-Craft” held proper. 
TRADE-MAarKS—Marks Not CONFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Rite-Craft” held not confusingly similar to “Rite-Rite,”’ used on similar goods, under 
1905 Act. 


Appeal from Commissioner of Patents. 
Trade-mark opposition by Rite-Rite Mfg. Co. against Rite-Craft Company. 
Opposer appeals from dismissal of notice of opposition. Affirmed. 


Armand A. Cyr and Herbert J. Jacobi for appellant. 
No appearance for appellee. 


Before GarrETT, Chief Judge, and Jackson, O’CoNNELL, and JoHNsoN, Ass0- 
ciate Judges. 


JAcKSON, J.: 


This is an appeal in a trade-mark opposition proceeding from a decision of the 
Commissioner of Patents, 76 U. S. P. Q. 274, affirming that of the Examiner of 
Interferences, holding that appellee is entitled to register the mark ‘‘Rite-Craft” 
under the Trade-Mark Act of 1905, as applied to pens and wood cased and me- 
chanical pencils. 

Appellant in its notice of opposition alleged that the trade-mark sought to be 
registered constitutes an appropriation of the dominant portion of appellant’s cor- 
porate name, and so nearly resembles its mark as to be likely to cause confusion and 
mistake in the mind of the public and to deceive purchasers. 
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A stipulation of facts was filed in lieu of testimony, and both parties filed briefs 
and were represented by counsel at the hearing. In the stipulation it was admitted 
that appellant and its predecessors since 1921 have been engaged in the manufac- 
ture of fountain pens, mechanical pencils, pencil leads, pencil clips and erasers, and 
have been distributors and sellers of such items; that its trade-mark “Rite-Rite” 
has been applied to articles and packages containing its products, and the mark has 
heen used in literature and advertising matter relating thereto; that after the year 
1939 appellant started using the name “Dixon Rite-Rite” on some of its products, 
and since then both marks have been used concurrently, each on different types of 
goods ; that appellant is a subsidiary of Joseph Dixon Crucible Company ; that apel- 
lant’s trade-mark “‘Rite-Rite” was duly registered April 17, 1923, but that said 
registration had been allowed to lapse and an application to reregister was filed in 
the United States Patent Office on May 15, 1945, and was pending at the time the 
stipulation was made. 

Because the products of the respective parties possess the same descriptive prop- 
erties, the examiner held the only issue of the case to be whether or not the mark of 
appellee bears such close resemblance to the mark of appellant that it would be likely 
to result in confusion in trade. 

The Examiner of Interferences did not refer to the alleged appropriation of the 
principal part of appellant’s corporate name, and in the appeal to the commissioner 
no error was alleged in that respect, and likewise no such error is alleged in the 
reasons of appeal from the decision of the commissioner to this court. 

It appears that subsequent to the final hearing and prior to the date of the de- 
cision of the examiner, appellant’s trade-mark “Rite-Rite” was reregistered under 
the Trade-Mark Act of 1905, numbered 425,515, under date of November 26, 1946. 

In view of the new registration of appellant’s trade-mark, a motion for recon- 
sideration of the examiner’s decision was filed. The motion was denied on the 
ground that the only issues which could be properly determined were those pre- 
sented by the pleadings, and that the new registration could not be pleaded in the 
notice of opposition, nor could it be amended subsequently under the situation then 
obtaining. In support of his holding, the examiner cited the decisions of the Com- 
missioner of Patents in The Scholl Mfg. Co., Inc. v. Simon, 72 U.S. P. Q. 518, and 
Juliana Underwear Company v. Drittel, 65 U. S. P. Q. 255. He stated that even 
ifthe new registration of appellant were entitled to consideration, it would not war- 
rant any material modification of his final decision for the reason that the signifi- 
cance of the term “Rite” involved a question of fact which in no way could be af- 
fected by the existence of any registered mark which included that term. 

In dismissing the notice of opposition, the examiner stated that the prefix 
‘Rite,’ appearing in the marks of both parties would ordinarily have the same 
meaning as the word “write,” and because of such meaning the term “Rite” is de- 
sriptive, and therefore not subject to exclusive appropriation by any dealer in goods 
similar to those of the parties. In that connection, among others, he cited the case 
of Chicago Pneumatic Tool Co. v. The Black & Decker Manufacturing Co., 17 
C.C.P. A. (Patents) 962, 39 F. (2d) 684, 5 U. S. P. Q. 424. He further stated 
that it seemed probable to him that the mark of appellant as a whole would be 
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understood to possess the meaning of “Write Right.” He noted that the only jg, 
ture of identity between the marks of the parties was the term “Rite,” and that th 
second syllable of the mark of appellee, “Craft,” is arbitrary, and that that Portion 
of the mark would be principally relied upon by the purchasing public to identi, 
appellee’s goods. Because the examiner held the first syllable of appellee’s may, 
“Rite,” to be descriptive, he adjudged the mark sought to be registered wou 
only be entitled to registration when a disclaimer of that term had been fil 
Within four days after the date of the examiner’s decision, such disclaimer was file; 
and the question of its sufficiency was deferred for consideration by the Examine 
of Trade-Marks in the event that appellee finally prevailed. He held that the mark 
may be concurrently used by the parties without likelihood of confusion in trai 
citing Miles Laboratories, Inc. v. Foley & Company, 32 C. C. P. A. (Patents) 
714, 144 F. (2d) 888, 63 U. S. P. Q. 64; Philip A. Hunt Company v. Eastmg, 
Kodak Company, 31 C. C. P. A. (Patents) 852, 140 F. (2d) 166, 60 U. S. P. 0. 
374; Hall v. Pennzoil Co., etc., 29 C. C. P. A. (Patents) 933, 126 F. (2d) 5% 
Se U. S. ©. @, Gl. 

The commissioner in his decision fully agreed with all of the holdings and the 
reasoning of the examiner. In our opinion the decisions below are without error. 

We cannot understand how any purchaser of a lead pencil or a fountain per, 
which had applied to it as a mark the word “Rite,” could imagine that such tem 
meant anything except that it was a misspelling of the word “write.” It is clearly 
descriptive of the character of the goods of both parties. We also agree that the 


second registration of the mark by appellant cannot affect a decision in the present 
proceeding, for the reason that it was conceded by appellee that appellant had 
priority and continued use of its mark. 

From what has hereinbefore been stated, we are of opinion that each of the 
marks may be used by the respective parties without likelihood of confusion ani 
mistake in the mind of the public or deception of purchasers. 

The decision of the Commissioner is affirmed. 


GEORGE ZIEGLER COMPANY v. TOM HUSTON PEANUT COMPANY 
No. 5645—C. C. P. A.—April 3, 1950 


TRADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
The word “Giant” held merely descriptive of candy bars and unregistrable under 1905 Ac. 
TRADE-M ARKS—REGISTRABILITY—GENERAL 
In registration proceedings, previously decided cases are of little or no value because each 
issue must be adjudicated on its own individual facts and circumstances. 


Appeal from Commissioner of Patents. 

Trade-mark opposition by Tom Huston Peanut Company against George 
Ziegler Company. Applicant appeals from decision sustaining notice of opposition. 
Affirmed. 


Ira Milton Jones for appellant. 
Mason, Fenwick & Lawrence, and Edward G. Fenwick for appellee. 
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40T. M. R. GEORGE ZIEGLER v. TOM HUSTON 
iim alah laa anemia ania 


Before GARRETT, Chief Judge, and Jackson, O’CoNNELL, and JoHNsON, Asso- 
ciate Judges. 


JacKsON, J.: 

On February 12, 1945, appellant filed its application, serial No. 479,743, for 
registration of the trade-mark “Giant,” as applied to “Candy Confection.” Pub- 
lication of the application appeared in the Official Gazette of the United States 
Patent Office, dated August 21, 1945. In September of that year, appellee filed its 
notice of opposition to the registration. 

The notice related to the descriptiveness clause of Section 5 of the Trade-Mark 
Act of 1905, as statutory ground for denying the registration sought by appellant. 
Appellee in the notice of opposition alleged that the use of the term in issue was 
intended to convey to the purchasing public the notion that the candy bars of the 
parties are a large and substantial value for the price of five cents. It also alleged 
that on April 10, 1944, appellant charged it with infringement of the word “Giant,” 
as applied to candy bars, and demanded that appellee cease its use of the words 
“Giant Bar” on its products, which demand was refused by appellee. 

Testimony of witnesses for both parties and several paper exhibits make up the 
record upon which the Examiner of Interferences sustained the notice of opposition 
and held that appellant was not entitled to the registration applied for. Upon ap- 
peal, the decision of the examiner was affirmed by the Commissioner of Patents, 
76 U. S. P. Q. 332, and from his decision this appeal was taken. 

It appears that the trade-mark had been continuously used by appellant in its 
business since about 1911, but only as applied to five cent candy bars, each of which 
bore the mark ‘“‘Giant Bar.” Appellee applied the same term to its product, candy 
bars, since about 1933 in the expression ““Tom’s Giant Bar.” 

There can be no question but that the goods of the parties are identical and it 
is obvious that the only issue for determination is whether or not the word “Giant” 
applied to candy bars is descriptive. It is contended by appellee that the term is 
descriptive of the goods, which contention is denied by appellant. Dictionary defi- 
nitions have been quoted by both parties to sustain their respective positions. 

The Examiner of Interferences noted that the adjective “Giant,” as defined in 
Webster's Dictionary is some one or thing “extraordinary in size, strength or 
power,” and in Funk and Wagnall’s New Standard Dictionary as possessing “gi- 
gantic size or properties.” He stated that the word “Giant” used in the expression 
“Giant Bar” made it apparent to the ordinary purchaser of such merchandise that 
it would be of great size, and therefore was merely descriptive of the goods to 
which it was applied. 

The commissioner held that the mark could not be registered because it is de- 
scriptive, and further stated that if it is not properly descriptive of the goods, as 
contended by appellant, it would merely show the mark to be misdescriptive. 

It seems to us that the decisions of the tribunals of the Patent Office are with- 
out error. We have no doubt that the word “Giant” means some thing or person 
extraordinarily large. It has been used by advertisers in the ever widening mean- 
ing of words in the English language to such an extent that almost anything might 
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be properly so termed in exaggerating the qualities or properties of the wares soy ght 
to be sold. We see almost daily, advertisements by shops called “Super” , 
“Giant.” We read of giant cans of edibles and giant sizes or quantities of vege- 
tables. In the gymnasium we see the giant swing performed on a horizontal par. 
We know of the giant pine, fir and redwood trees of our Western forests. The 
ordinary meaning of the word sought to be registered applies to so many things 
that are larger in some respects to the same things of ordinary size, that, in oy 
opinion, as far as the facts in this case are concerned, it may not properly be reg. 
istered as a trade-mark. 

Numerous cases have been cited by both parties and various dictionary defini- 
tions are contained in their briefs. It is trite to state that in registration proceed. 
ings, as they come before this court, previously decided cases are of little or no 
value because each issue must be adjudicated on its own individual facts and cir. 
cumstances. 

Below and here, counsel for appellant stresses the decision in the case of Her. 
cules Powder Co. v. Newton, 266 Fed. 169 (C. C. A. 2nd 1920). In that case it 
was held that the word “Infallible,” as applied to explosives, was descriptive, and 
therefore not registrable. Counsel noted, it was stated there, that explosive powder 
bearing the mark “Hercules” would be suggestive, but no one but the Hercules 
Powder Company could apply that name to its powder. However, no one could 
properly suppose that the word “Giant” in connection with explosives is registrable 
for the reason that blasting powder is known to all who are familiar with its use as 
“Giant Powder.” 

Counsel for appellant further directs attention to the term “Green Giant” which 
appears in the commissioner’s decision in Minnesota Valley Canning Co. v. Boze- 
man Canning Co., 42 U. S. P. Q. 605, for the purpose of showing that the mark 
“Green Giant,” as applied to green peas, was registered in the Patent Office. He 
argues that the expression “Giant” is more nearly descriptive of the article to 
which it was there applied than it is to candy bars. That case is not apposite here, 
as was noted by the Examiner of Interferences, for the reason that the question of 
descriptiveness was not involved. Neither was such question involved in the com- 
missioner’s decision in the case of Minnesota Valley Canning Co. v. Oconomowoc 
Canning Co., 57 U. S. P. Q. 127. That decision was in a cancellation proceeding, 
and the registered mark “Big Green” was sought to be canceled because it was de- 
scriptive of the peas, as being large and green. It is obvious that those cases have 
no bearing on the present issue. 

It may well be that the term “Giant” might be properly considered as registrable 
when used in some other connection, but in our opinion it may not be registered, as 
applied to the candy bars of the parties. Celanese Corporation of America v. E. I. 
DuPont de Nemours and Company, 33 C. C. P. A. (Patents) 948, 154 F. (2d) 
146, 69 U. S. P. Q. 101. 

We have no doubt that both parties hereto incorporated the word “Giant” in 
their trade-marks solely for the purpose of inducing the purchasing public to believe 
that they were getting something bigger in value, size or character for the price. 

The decision of the Commissioner of Patents is affirmed. 


or 





.M.R, 


sought 
er” or 
| vege- 
al bar. 
. The 
things 
in our 
e reg- 


defini- 
oceed- 
or no 
id cir- 


 Her- 
Pase it 
e, and 
owder 
rcules 
could 
trable 
Use as 


which 
Boze- 
mark 
. He 
le to 
here, 
ion of 
com- 
lowoc 
ding, 
is de- 
have 


‘rable 


4T. M. R. IPPOLITO v. NANCY ANN DRESSED DOLLS 423 
a 


DOMENICK IPPOLITO, etc. v. NANCY ANN DRESSED DOLLS, etc. 
No. 5724—C. C. P. A.—April 3, 1950 


Trape-Marks—Marxs Nor ConFrusIncLy SIMILAR—PARTICULAR INSTANCES 
“Garden Lady” held not confusingly similar to “Annie at the Garden Gate,” used on 
identical goods, under 1905 Act. 


Appeal from Commissioner of Patents. 

Trade-mark opposition by Nancy Ann Dressed Dolls (Nancy Ann Storybook 
Dolls, Inc., assignee, substituted) against Domenick Ippolito (doing business as 
Hollywood Doll Manufacturing Company). Applicant appeals from decision sus- 
taining notice of opposition. Reversed. 


|. Calvin Brown and Lee L. Townshend for appellant. 
Hugh N. Orr for appellee. 


Before GARRETT, Chief Judge, and JacKson, O’CONNELL, and JoHNsOoN, Asso- 
ciate Judges. 


JackSON, J.: 


On February 18, 1946, appellant filed an application pursuant to the Trade- 
Mark Act of February 20, 1905, to register the trade-mark “Garden Lady” as ap- 
plied to dolls and dolls’ clothes. It was alleged that the mark had been continuously 
used since February 10, 1943. 

The application was passed for publication and appeared in the Official Gazette 
of May 21, 1946. 

On June 19 of that year appellee filed its notice of opposition to the sought 
registration, alleging that the trade-mark “Garden Lady” is confusingly similar to 
two registered marks of appellee, “Lady in Waiting” and “Annie at the Garden 
Gate,” respectively, as applied to dolls. Appellant in its answer traversed the ma- 
terial allegations contained in the notice of opposition. 

The goods of the parties possess the same descriptive properties and the only 
issue below and here is whether or not the mark of appellant is confusingly similar 
to the registered marks herein of appellee. 

The Examiner of Interferences deemed it necessary to consider only the reg- 
istration of “Annie at the Garden Gate.” 

The examiner agreed that there are certain differences between appellant's 
mark and the mark of appellee, ““Annie at the Garden Gate,” but was of opinion that 
the similarity between the marks may fairly be said to predominate. He stated that 
the term “Lady,”’ as employed in the mark of appellant, can not be considered dis- 
tinctive, as applied to dolls, and that the word “Garden” appears to be arbitrary, so 
that purchasers would primarily rely upon that word in identifying appellant’s 
goods as to their source. With respect to appellee’s mark, “Annie at the Garden 
Gate,” the examiner stated that the word “Garden” is a prominent part thereof, 
and that a further element of similarity between the marks is contained in the word 
“Annie.” Because, in the opinion of the examiner, the marks of the parties as a 





424 TRADE-MARK REPORTER 40T.M.R 
— 
whole are similar and convey the impression of a garden scene, he held that their 
concurrent use on the same kind of merchandise is likely to cause confusion in trade 
and deception of the purchaser. He therefore sustained the notice of opposition ang 
further adjudged that appellant is not entitled to the registration of its mark. 

The Commissioner of Patents affirmed the decision of the examiner (79 U, 5 
P. Q. 20). From that decision this appeal was taken. 

We cannot agree with the reasoning of the tribunals below, because, even though 
the two marks “Garden Lady” and “Annie at the Garden Gate” might convey an 
impression of a garden scene, they are utterly unlike in sound, meaning and ap- 
pearance. There is no likelihood, in our opinion, that the concurrent use of the 
marks of the parties on their respective goods will cause confusion in trade or de. 
ceive purchasers. 

Therefore, we think that appellant is entitled to the registration of his mark 
and, accordingly, the decision of the Commissioner of Patents is reversed. 


IN RE NATIONAL RECREATION ASSOCIATION, INC. 
No. 5691—C. C. P. A.—April 3, 1950 


TRADE-MARKS—MARKS INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“The Playground” held descriptive of subject matter contained in applicant’s magazine 
and therefore not registrable under 1905 Act. 
TRADE-MarRK Act oF 1946—PLEADING AND PrAcTICE—SECTION 47 (a) 
TRADE-M ARKS—REGISTRABILITY—APPLICABLE LAW 
Since application was filed under 1905 Act, and applicant has not sought by amendment 
to bring it within Section 47(a) of 1946 Act, application must be considered in light of 1905 
Act. 


Appeal from Commissioner of Patents. 


Application for registration of trade-mark by National Recreation Association, 
Inc. Applicant appeals from refusal of registration under 1905 Act. Affirmed. 


Truman S. Safford (Curtis, Morris & Safford, Richard K. Stevens, and Davidson 
C. Miller of counsel) for appellant. 
E. L. Reynolds (Walter J. Derenberg of counsel) for the Commissioner of Patents. 


Before GarrETT, Chief Judge, and Jackson, O’CoNNELL, and JoHNsON, Ass0- 
ciate Judges. 


Jackson, J.: 


The Commissioner of Patents affirmed a decision of the Examiner of Trade- 
Marks, 77 U. S. P. Q. 632, refusing to register appellant’s trade-mark “The Play- 
ground” for a weekly magazine devoted to “playground supervision” on the ground 
that the mark is descriptive of the goods. Thereupon appellant appealed to this 
court. 

It appears that appellant is the owner of a registered mark “Playground and 
Recreation” for a monthly magazine, and also that the mark sought here to be reg- 
istered had formerly been registered by appellant, which registration had expired. 





nvey an 
and ap 
« of the 
e or de- 


is mark, 


magazine 


1endment 
t of 1905 


ciation, 
ned. 


avidson 


Patents. 


, Asso- 


40T. M.R. IN RE NATIONAL RECREATION 425 
EEE 
Appellant contends that the involved mark is registrable under the Trade-Mark 
Act of 1905, basing its contention upon ownership of said registrations which had 
heen issued under that act, and further that the mark is merely suggestive rather 
than descriptive of the goods to which it is applied. 

It was observed by the examiner that the involved mark can not be registered 
under the 1905 act for the reason that decisions rendered subsequent to the allow- 
ance of appellant’s prior registration have been modified with respect to registra- 
tion of titles of publications which are descriptive of the subject matter therein. 
He cited the decision in the case of McGraw-Hill Publishing Company, Inc. v. 
American Aviation Associates, Inc., et al., 73 App. D. C. 131, 117 F. (2d) 293, 47 
U.S. P. Q. 494. In that case it was held that the trade-mark ‘“‘Aviation” is descrip- 
tive and not arbitrary or fanciful. It was said that, “It is difficult to conceive of a 
term that would be more descriptive of the contents of the plaintiff’s magazine.” 
The court brushed aside the contention that a descriptive word must designate 
some physical characteristic of the goods to which it is applied and categorically 
held that magazines may be described by their subject matter. 

The principle announced in that case was followed by the Commissioner of Pa- 
tents in the case of Ex parte Distribution and Warehousing Publications, Inc., 61 
U.S. P. Q. 233. There the commissioner stated that the change of practice adopted 
by the Patent Office after the decision in the McGraw-Hill case, supra, would meet 
the approval of this court, as indicated in the case of Crime Confessions, Inc. v. 
Fawcett Publications, Inc., 31 C. C. P. A. (Patents) 760, 139 F. (2d) 499, 60 


U.S. P. Q. 193. The descriptive issue was not involved in that case, but we stated 
in our decision there as follows: 


It would seem obvious to all that the terms “Crime Confessions” and “True Confes- 
sions” are descriptive. While we cannot pass upon that question in this kind of proceed- 
ing it seems proper to suggest that since the registration of purely descriptive trade-marks 
is clearly a violation of the law, it would be better for the Patent Office to comply with the 
law rather than to follow the precedents that have been followed throughout the years. 


In view of the decisions in the McGraw-Hill case, supra, and Crime Confessions, 
Inc. case, supra, the Patent Office has since undeviatingly refused registration of 
any periodical title as closely descriptive of its contents as “True Confessions” and 
“Aviation” were stated to be. The examiner considered the registrability of the 
involved mark under the practice as established in the McGraw-Hill case, supra. 

The Commissioner of Patents adopted the ground of refusal appearing in the 
decision of the Examiner of Trade-Marks. Both the examiner and the commis- 
sioner rejected the contention of counsel for appellant that the Trade-Mark Act 
of 1946 contemplates registration of marks such as that sought to be registered here. 

We have no doubt that the mark sought to be registered is descriptive of the 
subject matter contained in the magazine to which it is applied, and therefore not 
registrable. 

With respect to the contention by counsel for appellant that we should give 
effect “to the policy recognized by Congress in the 1946 Act,” it is clear from the 
very wording of that act that it is immaterial here. 

Section 47 (a) of the Trade-Mark Act of 1946 provides as follows: 
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Sec. 47 (a). Applications pending on effective date of Act 
All applications for registration pending in the Patent Office at the effective date of 
this Act may be amended, if practicable, to bring them under the provisions of this Act 
- The prosecution of such applications so amended and the grant of registrations thereon 
shall be proceeded with in accordance with the provisions of this Act. If such amend. 
ments are not made, the prosecution of said applications shall be proceeded with and reg- 
istrations thereon granted in accordance with the Acts under which said applications were 
filed, and said Acts are hereby continued in force to this extent and for this purpose only, 
notwithstanding the foregoing general repeal thereof. 


Appellant has not sought to bring himself within the provisions of that section 
by amendment, and therefore his application must be considered in the light of the 
Trade-Mark Act of 1905. 

The decision of the Commissioner of Patents is affirmed. 


THE VISCOL COMPANY v. SOCONY-VACUUM OIL COMPANY, INC. 
No. 41-99—U. S. D. C. S. D. N. Y.—April 26, 1950 


Courts—J URISDICTION—GENERAL 
Federal court clearly has jurisdiction of suit between citizens of different states under 
R. S. 4915 for cancellation of trade-mark registration. 
TRADE- MARKS—EVIDENCE—PrRooF OF USE 
On facts of record, plaintiff held to have established continuous use of its mark by plain- 
tiff and its predecessors on oils and greases for dressing or treating shoes and leather since 
1889. 
TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Oils and greases for waterproofing, making flexible, stuffing, finishing and improving the 
texture of leather, held goods of the same descriptive properties as lubricating oils, under 
1905 Act. 
TRADE-MarKs—Marks Nor CoNFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Viscolite” held not confusingly similar to “Visco,” used on similar goods, under 1905 
Act. 
TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—BASIS OF RELIEF—GENERAL 
Since defendant’s counterclaim is based on plaintiff’s unsuccessful attempt in 1938 to 
extend its mark to light machine oils, and this attempt was abandoned as early as 1940, and 
there is no evidence to indicate that it will ever be renewed, held that whether such extension 
may properly be made is an academic question requiring no determination at the present time. 


Suit under R. S. 4915 for cancellation of trade-mark registration by The Viscol 
Company against Socony-Vacuum Oil Company, Inc., in which defendant counter- 
claims for an injunction restraining trade-mark infringement and unfair competition. 
Complaint and counterclaim dismissed. 


Stone, Boyden & Mack (J. Hanson Boyden, of counsel), of Washington, D. C., and 
Ward, Crosby & Neal (Joshua Ward, of counsel), of New York, N. Y., for 
plaintiff. 

Bernard J. Thole (Herbert C. Smyth, Jr., of counsel), of New York, N. Y., for 
defendant. 
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Coxe, D. J.: 

This is a suit under Section 4915 of the Revised Statutes as amended (35 
U.S.C. A., §63) to cancel trade-mark registration No. 32,900, issued May 16, 1899, 
to Vacuum Oil Company, defendant’s predecessor, and renewed May 16, 1929, by 
defendant, covering the mark “Viscolite” for “lubricating-oils.” 

Plaintiff is the owner of trade-mark registration No. 337,509, issued August 11, 
1936, covering the mark “Viscol” for “oils and greases for water-proofing, making 
fexible, stuffing, finishing and improving the texture of leather and fibrous goods” ; 
it asserts continuous use of the mark since at least April 2, 1889, when its predeces- 
sor, Adolph Sommer, first obtained registration of the mark for “leather-grease.” 

The complaint alleges that plaintiff is the owner of the mark “Viscol’”; that the 
mark is used “chiefly on oils and greases for water-proofing, making flexible and 
fnishing leather’; that it has been so used continuously by the plaintiff and its 
predecessors since 1888; that the marks “Viscol” and “‘Viscolite” are confusingly 
similar ; that leather oils and lubricating oils are goods of the same descriptive prop- 
erties; and that the use by defendant of the mark “Viscolite’’ on lubricating oils 
“has caused and is causing confusion,” to plaintiff’s injury. The prayer is for can- 
cellation of defendant’s registration. 

The answer admits that plaintiff is the owner of the mark “Viscol,’”’ but denies 
most of the material allegations of the complaint, and sets up defenses of estoppel, 
laches and res judicata by reason of prior Patent Office proceedings between prede- 
cessors of the parties. It also alleges as a counterclaim that since about January 1, 
1937, plaintiff has sold lubricating oil under the mark “Viscol” in infringement of 
defendant’s mark “Viscolite,” and is in unfair competition with defendant. The 
prayer as to the counterclaim is that plaintiff be enjoined from using the mark 
“Viscol” in the sale of lubricating oil, and also be required to account for profits 
and damages. 

The proceedings in the Patent Office leading up to the suit were instituted by 
plaintiff on August 17, 1944, by petition for cancellation of the registration of 
defendant’s mark under Section 13 of the 1905 Act (15 U.S. C. A., §93), and on 
August 25, 1945, the petition was sustained by the Examiner of Interferences with 
arecommendation of cancellation. Appeal was thereafter taken by defendant to the 
Commissioner, and on January 21, 1947, the First Assistant Commissioner reversed 
the decision of the Examiner and dismissed the petition on a finding that plaintiff 
had failed to establish continuous use of the “Viscol’’ mark on oils and greases for 
dressing or treating shoes and leather during the period from 1928 to 1935. Plain- 
tiff thereupon filed notice of appeal to the Court of Customs and Patent Appeals, 
after which defendant gave notice under Section 4911 of the Revised Statutes as 
amended (35 U. S. C. A., §59a) that it elected to have further proceedings con- 
ducted, as provided in Section 4915 of the Revised Statutes as amended (35 
U.S.C. A., §63). The Court of Customs and Patent Appeals accordingly dis- 
missed plaintiff’s appeal on April 2, 1947, and the present suit was commenced on 
April 9, 1947. Jurisdiction is clear and undisputed (Baldwin Co. v. Robertson, 
265 U. S. 168; Galena Mfg. Co. v. Superior Oil Works (Cust. & Pat. App.), 104 
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F. 2d 400; McKesson & Robbins v. Charles N. Phillips Chemical Co., 2 Cir., 53 
2d 342). There is also diversity of citizenship between the parties. 

The history of “Viscol” as a trade-mark starts with the first registration of the 
mark, No. 16,460, by Adolph Sommer on April 2, 1889, for “leather-grease,” with 
a claimed use since February, 1888. Sommer was at the time a resident of Cajj. 
fornia, and the product to which the mark was applied was a liquid preparation made 
principally from vegetable or animal oils and chloride of sulphur. There is eyj. 
dence that this preparation was being advertised in California as early as 1891 for 
sale in cans as “Viscol dressing” for “softening, water-proofing and preserving 
boots, shoes, harness, belting, etc.” 

In or about 1906, Sommer moved to Cambridge, Mass., where he commenced 
doing business in the production and sale of his “leather-grease” under the name 
Viscol Company, and on August 30, 1906, he applied to the Patent Office for g 
second registration of the mark, for “oils and oily products for lubricating, water. 
proofing and improving the texture of leather and fibrous goods.” This application 
was placed in interference with Vacuum Oil’s 1899 registration of the mark “Vis. 
colite” for “lubricating-oils,” and after a prolonged contest it was found “that the 
goods of the parties are so distinct in character that no confusion can arise from 
the simultaneous use of the marks.” It was accordingly held that Sommer was en- 
titled to the registration, which issued on July 7, 1908, for “‘oils and greases for 
waterproofing, making flexible, stuffing, finishing, and improving the texture of 
leather and fibrous goods.” 

Sommer was actively engaged in the operation and development of the Viscol 
business in Cambridge until his death in 1933, and during this period of about 27 
years the product was advertised under the “Viscol” mark in shoe and leather 
journals and in Montgomery Ward catalogs. Sales during the period were made in 
small cans to merchandising outlets for retail distribution, and in 5-gallon cans and 
50-gallon drums to tanneries for use in processing leather. 

Upon Sommer’s death, Abraham K. Cohen was appointed by the Massachusetts 
Superior Court receiver of the Viscol business, with authority to continue its opera- 
tion. Cohen thereafter carried on the business until 1936, when the entire prop- 
erty, including good will and trade-marks, was sold to The Stamford Rubber Sup- 
ply Company, a Connecticut corporation located at Stamford, Conn., which operated 
the business as one of its own departments until January, 1937. During the receiver- 
ship the third and final application for registration of the Viscol mark was made 
by Cohen, the receiver, and it was on this application that registration No. 337,509, 
already referred to, was issued on August 11, 1936, to The Stamford Rubber Sup- 
ply Company, as assignee of Cohen. . 

In January, 1937, The Stamford Rubber Supply Company transferred the Vis- 
col business, including good will and the trade-mark registration No. 337,509, to 
plaintiff, a new corporation organized in Connecticut for the purpose, and plaintiff 
has since then been engaged in the production and sale of Viscol leather dressing at 
Stamford, Conn. In 1938 plaintiff brought out a light machine oil which it started 
to sell in small bottles under the Viscol mark. This venture, however, proved to be 
a complete failure, and was abandoned in “about two years.” 
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In June, 1944, plaintiff received through the mails an invitation from a Federal 
Works Agency to bid on 55 gallons of “oil, for treating dust mops; Viscolite or 
equal, in 55 gallon drums.” Nothing came of the invitation, but plaintiff at once 
gized on the incident as showing confusion between the two marks and com- 
menced the cancellation proceedings in the Patent Office, on August 17, 1944. Ex- 
cept for this one trivial isolated incident, there never has been any confusion be- 
tween the two marks, either as to the origin of the respective products or the uses 
to which the products were put. 

The first two “Viscol” registrations, issued to Sommer on April 2, 1889, and 

july 7, 1908, have long since expired, and neither one has been renewed. 
* Jt is not clear from the evidence just when the “Viscolite” mark was first used 
wy Vacuum Oil Company, defendant’s predecessor, but the earliest date claimed by 
defendant is May, 1892, and that date is more than three years later than the first 
“Viscol” registration on April 2, 1889, for “leather-grease.” 

The “Viscolite” registration for “lubricating-oils” was issued to Vacuum Oil on 
May 16, 1899, and that company was continuously engaged in producing and mar- 
keting the product under the “Viscolite” mark until its merger into the defendant 
in 1916; and the defendant has carried on the business up to the present time. The 
“Viscolite” product, during all this period of over 45 years, was purely a petroleum 
product, which was sold extensively in domestic and foreign trade in 50- or 30- 
gallon barrels as a lubricant for heavy duty machinery; it has never been sold in 
cans or for dressing or treating shoes and leather. 

There is in evidence a tabulation of the yearly domestic and foreign sales 
of “Viscolite” lubricating oils made by defendant, in 50-gallon barrels, during the 
period 1920-1947, showing that the sales increased from 8,220 barrels in 1920 to 
33,881 barrels in 1947. There is also in evidence a further tabulation of the yearly 
sales value of domestic and foreign shipments for 1920 and during the period 1938- 
1947, from which it appears that in 1920 the domestic shipments amounted to 
$13,584.60 and the foreign shipments to $223,571.00, and that during the 1938- 
1947 period the domestic shipments grew from $98,158.41 to $341,738.05, and the 
foreign shipments from $70,602.66 to $199,942.69. 

First. The Patent Office refused to cancel the “Viscolite” mark on a finding that 
plaintiff had failed to establish continuous use of the “Viscol” mark on oils and 
greases’ for dressing or treating shoes and leather during the period from 1928 to 
1935. Plaintiff has now supplied this proof and the evidence is altogether convinc- 
ing that the mark was, in fact, so used by plaintiff’s predecessors during the ques- 
tioned period (Yale Electric Corporation v. Robertson, 2 Cir., 26 F. 2d 972; Safe- 
way Stores v. Dunnell, 9 Cir., 172 F. 2d 649, 653, Cert. den. 337 U. S. 907; Speed 
Products Co. v. Tinnerman. Products, 2 Cir., 179 F. 2d 778, 780). I find, also, that 
plaintiff has good title to the mark, and that it has been continuously used by plaintiff 
and its predecessors on oils and greases for dressing or treating shoes and leather 
since 1889, 

Second. Plaintiff challenges the registration of the “Viscolite” mark on the 
broad ground that it does not meet the requirements of the second proviso of Sec- 
tion 5 of the 1905 Act (15 U.S. C. A., §85), reading as follows: 
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Provided, That trade-marks which are identical with a registered or known trade- 
marked owned and in use by another and appropriated to merchandise of the same descrip- 
tive properties, or which so nearly resemble a registered or known trade-mark owned and 
in use by another and appropriated to merchandise of the same descriptive properties as to 
be likely to cause confusion or mistake in the mind of the public or to deceive purchasers 
shall not be registered. 


The “Viscol” and “Viscolite” marks are not identical, so that only the latte; 
part of the proviso is applicable. The words “merchandise of the same descriptive 
properties,” as appearing in the proviso, have been liberally construed by the courts 
(Philadelphia Inquirer Co. v. Coe (D. C., Dist. Col.), 38 F. Supp. 427, 431, Ary 
App. D. C., 133 F. 2d 385, Cert. den. 318 U. S. 793). But see Yale Electric Cor. 
poration v. Robertson, supra, p. 974. I think, therefore, that the “Viscol” oils ang 
greases for water-proofing, making flexible, etc., of leather,” are of the some é&. 
scriptive properties as the “Viscolite” “lubricating-oils.” 

The “Viscolite’” mark, however, does not so nearly resemble the ‘“Viscol” mark 
as to be likely to cause confusion or mistake in the mind of the public or to deceive 
purchasers. The best evidence of this is to be found in the fact that during the entire 
period of over 45 years of simultaneous use of the marks by the parties or their 
predecessors there has been no confusion whatever either as to the origin of the 
respective products or the uses to which the products were put. I find nothing in 
Speed Products Co. v. Tinnerman Products, supra, holding to the contrary, for 
there the similarity of the marks was such as to make confusion likely, and there 
was no such long period of simultaneous use without conflict between the marks as 
in the present case. I cannot see, therefore, any good reason why the two marks 
should not continue to be used simultaneously, which in effect is the same ruling 
made by the Patent Office in the 1908 interference proceedings, when it found that 
the goods of the parties were “so distinct in character that no confusion can arise 
from the simultaneous use of the marks.” The complaint to cancel the “Viscolite” 
registration No. 32,900 is accordingly dismissed, and with this disposition it wil 
be unnecessary to consider the defenses of estoppel, laches and res judicata set up 
by defendant in its answer. 

Third. The counterclaim of defendant for infringement of the “Viscolite” 
mark and for unfair competition remains for consideration. The entire basis of this 
claim is the unsuccessful attempt of plaintiff, in 1938, to extend the “Viscol” mark 
to light machine oils. This attempt was abandoned as early as 1940, and there is no 
evidence to indicate that it will ever be renewed. Whether such an extension of the 
mark may properly be made is, therefore, purely an academic question which te- 
quires no determination at the present time. 

The complaint and the counterclaim set up in the answer are both dismissed. 
without costs to either party. 
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ACADEMY AWARD PRODUCTS, INC. v. BULOVA WATCH 
COMPANY 


No. 57-5—U. S. D.C. S. D. N. Y.—April 25, 1950 


TRADE-MARKS—ACQUISITION OF RIGHTS—GENERAL 
It is well established that trade-mark rights grow out of use of a particular mark, not 
its mere adoption; and mark is not the subject of property except in connection with an 
existing business. 
Validity of plaintiff’s 1905 Act registration of mark, not considered on present motion 
for preliminary injunction. 
TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—BASIS OF RELIEF—GENERAL 
While there can be unfair competition without trade-mark infringement, there can not 
be trade-mark infringement without acts which also amount to unfair competition. 
Courts—JURISDICTION—EFFECT OF REGISTRATION 
Plaintiff’s 1905 Act registration of mark secured to plaintiff only the right to sue in 
federal court without diversity of citizenship. 
Courts—PRELIMINARY INJUNCTIONS—BALANCE OF CONVENIENCE 
Motion for preliminary injunction denied where, on facts of record, plaintiff held not 
to have clearly established right to exclusive use of registered mark in question nor that 
irreparable injury will result from denial of preliminary injunction. 
Granting of preliminary injunction is an exercise of far-reaching power to be indulged 
in only in cases clearly demanding it. 


Trade-mark infringement suit by Academy Award Products, Inc. against Bulova 
Watch Company. Plaintiff's motion for temporary injunction denied. 


Louis Zimmerman, of New York, N. Y., for plaintiff. 
Sanford H. Cohen and Byerly, Townsend & Watson, of New York, N. Y., for 
defendant. 


Noonan, D. J.: 


This is an application for a temporary injunction restraining the defendant from 
distributing, selling, etc., clocks and watches with the designation “Academy Award” 
or any colorable imitation thereof. 

It appears that the plaintiff registered its trade-mark “Academy Award” in the 
United States Patent Office on April 29, 1947, No. 429328, in Class 27 for watches 
and clocks. 

The defendant has recently put upon the market a line of watches which it 
lls under the designation “Academy Award,” which is the precise trade-mark 
issued to the plaintiff. This action has been instituted under the trade-mark 
laws of the United States for alleged infringement of the said trade-mark. On 
this motion, plaintiff seeks to restrain defendant from the use of its aforesaid trade- 
mark pending the trial of this action. 

The defendant freely admits that it is manufacturing and selling watches under 
the designation “Academy Award.” 

For the purpose of this motion it would seem that the controlling element is 
that the plaintiff is not now, and has never been, in the business of manufacturing 
or selling watches. In this connection it is of the utmost importance to point out 
that, with respect to the particular registration relied on in this suit, the only sale 
ever made by plaintiff was one by plaintiff’s patent attorney, who took an old watch 
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and a new alarm clock which he had purchased in a drug store and delivered them 
to someone in New Jersey, who paid him a small amount as the purchase Price 
therefore. This fact is admitted by plaintiff through its attorney. This transaction 
it is asserted, occurred on February 5, 1946, prior to the filing of plaintiff’s appli 
cation for trade-mark registration. Since that time plaintiff has never used th: 
words “Academy Award” registered as its trade-mark, in connection with the sal: 
of watches and clocks. Plaintiff urges that it has never intended to abandon i, 
registration but intends to actively utilize the same. It is abundantly clear, there. 
fore, that, except for the one sale mentioned plaintiff has never used the word 
“Academy Award” as a distinctive mark in connection with the sale of watches and 
clocks by it. 

It seems to be well established that a “right to a particular mark grows oy 
of its use, not its mere adoption, and is not the subject of property except in con. 
nection with an existing business.” George W. Luft Co., Inc. v. Zande Cosmetic 
Co., Inc., et al., 142 F. 2d 536, 541 [34 T. M. R. 190] C. C. A. 2. 

The plaintiff urges repeatedly that this is an action for trade-mark infringement 
and not for unfair competition. That there can be unfair competition without the 
existence of trade-mark infringement seems clear but it is also the law that there 
cannot be any trade-mark infringement without the presence also of those acts 
which amount to unfair competition. Smith v. Dental Products Co., Inc., et al, 
140 F. 2d 140, 149 [34 T. M. R. 78] C. C. A. 7. 

The registration of plaintiff's trade-mark, the validity of which is not being 
considered on this motion, secured to plaintiff only the right to sue in a Federal 
Court without diversity of citizenship. Standard Brands, Inc. v. Smidler, 151 F. 
2d 34, 36 [35 T. M. R. 277] C.C. A. 2. 

In view of the foregoing, I am of the opinion that plaintiff has not, for the pur- 
poses of this motion at least, clearly established its right to the exclusive use of the 
trade-mark in question and has not demonstrated that it is entitled to the drastic 
relief it seeks by way of a preliminary injunction. 

Furthermore, the moving papers do not establish that a denial of a preliminary 
injunction will cause irreparable injury to plaintiff during the pendency of this 
action. Plaintiff’s statement that it is in the process of selling, or attempting to 
sell, the trade-mark creates only the most nebulous possibility that a denial of this 
motion would cause any injury to it. It has not sold the trade-mark up to this time 
and the inference might well be drawn that it is now attempting to effect a sale of 
its trade-mark because of the marketing by the defendant of watches bearing the 
designation “Academy Award.” 

It is well settled that the granting of a preliminary injunction is an exercise 
of far-reaching power to be indulged in only in cases clearly demanding it. Warner 
Bros. Pictures, Inc., et al. v. Gittone Mayor, et al., 110 F, 2d 292. H. M. Chandler 
Co., Inc. v. Penn Paper Products, Inc., et al., 88 F. Supp. 753. 

On all of the facts before me, it does not appear that this is such a case. The 
motion is accordingly denied. 

Counsel for both sides have stated that they desire a speedy trial of this cause. 
That matter is respectfully referred to Chief Judge John C. Knox for such action 
as he may determine. 
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FORSTMANN WOOLEN COMPANY vy. J. W. MAYS, INC. 
No. 7440—U. S. D.C. E. D. N. Y.—April 24, 1950 


TeapE-MARK INFRINGEMENT—BASIs OF RELIEF—GENERAL 

Defendant’s truthful use of plaintiff’s fabric trade-mark “Forstmann” in advertising 
clothing as made from plaintiff’s fabric, and on clothing as so made, held not infringement 
of technical trade-mark. 

PRELIMINARY INJUNCTION—ScoPE OF RELIEF—PARTICULAR INSTANCES 

On facts of record, defendant’s advertising of plaintiff’s fabric trade-mark, in connection 
with clothing made from plaintiff’s fabric, held misleading and, in view of overemphasis, 
a clear violation of preliminary injunction herein. 

Unfair COMPETITION—BASIS OF RELIEF—GENERAL 

Doctrine of unfair competition does not extend to preventing defendant from selling or 
offering for sale garments of inferior workmanship. 

Public is entitled to be protected against any misrepresentation or overemphasis which 
leads to misunderstanding. 

Defendant’s advertisement of clothing made from plaintiff’s fabric held deliberate attempt 
by defendant, through overemphasis of plaintiff’s fabric trade-mark, to avail itself of good- 
will established by plaintiff and higher grade establishments which offer for sale garments 
made of “Forstmann” fabrics. 

To extent that defendant’s advertisements give prominence to plaintiff’s label, though it 
is not subject of valid copyright registration, defendant held guilty of unfair competition 
which should be condemned. 

CopyrRIGHT—SUBJECT MATTER—PRINTS AND LABELS 
LABEL—I NFRINGEMENT—GENERAL 

Defendant’s use of legend “This Is Forstmann’s 100% Virgin Wool” held not to infringe 
plaintiff’s label copyright registration. 

Plaintiff’s copyright registrations of labels marked “100% Virgin Wool” with fleurs 
de lis, held invalid as lacking in originality and possessing no artistic quality. 

Unrain COMPETITION—SCOPE OF RELIEF—PARTICULAR INSTANCES 

Plaintiff held entitled to decree restraining defendant from all advertisements concerning 
sales of products made of “Forstmann’s” woolens which give prominent position and 
emphasis to such name or label, and from attaching tags or labels bearing any combination 
of words which would lead customer to believe that garments were manufactured by plaintiff. 

Defendant enjoined from deliberately misrepresenting facts by selling garments bearing 
tags marked Mfd. by Forstmann Woolen Co.,” and from using any substantially equivalent 
legend. 

Accounting of profits denied since it does not appear that damage to plaintiff, if any, 
is measurable. 


Suit for trade-mark and copyright infringement and to restrain unfair compe- 
tition by Forstmann Woolen Company against J. W. Mays, Inc., formerly May’s 
Furs & Ready-To-Wear Inc. Judgment for plaintiff granting injunction. 


Cainsburg, Gottlieb, Levitan & Cole (Joseph P. Segal, of counsel), attorneys for 
plaintiff. 
Conrad and Smith (Samuel Rubin, of counsel), for defendant. 


Gatston, D. J.: 


The plaintiff is a corporation organized under the laws of the State of New 
Jersey, and manufactures and sells in interstate commerce woolen and worsted 
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fabrics of superior quality. These fabrics are sold in piece goods and under th 
name “Forstmann” and “Forstmann Woolens.” 

The plaintiff registered the name “Forstmann Woolens” as a trade-mark in the 
United States Patent Office, and it is likewise the owner of other trade-mark ang 
copyright registrations which it alleges have been infringed by the defendan 
Included in the single count of the complaint, the plaintiff also accuses the defendan; 
of unfair competition. 

The defendant is a corporation orgauized under the laws of the State of Ney 
York, and conducts a limited “self-serving” type of department store in the Borough 
of Brooklyn for the sale at retail of ready-to-wear ladies’ coats, suits, dresses anj 
other wearing apparel. 

The plaintiff has expended large sums of money annually for advertisement; 
featuring the plaintiff's name, trade-marks and labels, and has created a large 
demand for plaintiff’s fabrics and for garments made therefrom, with the plaintiffs 
label affixed thereto, and has built up and acquired a valuable reputation and 
goodwill. 

The proof discloses that the plaintiff’s fabrics are of high grade and are recog. 
nized as such in the trade. They are sold to manufacturers of ladies’ coats, suits, 
dresses, skirts, jackets and other garments. These manufacturers, so the plaintifi 
witness Robinson testified, are known for their integrity and reputation, and for 
style and superior standard of workmanship. Their garments are sold to the better 
class department stores and specialty shops in New York City and other cities in 
the United States. Many of these stores advertise the sale of such garments 
featuring plaintiff’s name, trade-mark and label as an invaluable help in the sale of 
the garment. 

With its sales to its customers, plaintiff furnishes without charge the label 
bearing its name and trade-marks “upon condition that such labels be used with 
and affixed only to the garments which are made up of the fabric purchased directly 
from the plaintiff” and “which garments are sold by such customers with the label 
affixed thereto ; otherwise said labels remain the property of the plaintiff and retum 
to the plaintiff.” 

Before trial the plaintiff moved for a preliminary injunction and for summary 
judgment. The motion for summary judgment was denied, but relief pendente lit 
was granted enjoining the defendant from advertising in connection with the sdk 
of coats and suits of Forstmann fabrics the expressions “Forstmann Wool Suits,’ 
“Forstmann’s Virgin-Wool Melton Winter Coats,” ‘“Forstmann’s Virgin-Wod 
Coats,” “Forstmann’s Wool Coats,” and other similar words or phrases which 
purported to inform the public “that such garments were manufactured by tie 
plaintiff, and from printing the name ‘Forstmann’ in type so large as to overshadow 
the remaining part of any such advertisment.” See Forstmann Woolen Co. v. J. WV. 
Mays, Inc., 71 Fed. Supp. 459. 

In the course of the trial plaintiff particularized the relief which it now seeks 
It may be summarized as follows: 

1. (a) The use and reproduction of plaintiff's label in defendant’s advertise 
ment for the sale of garments made of Forstmann fabric. 
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(b) The sale of ladies’ suits with the name “Forstmann” thereon, and the 
Forstmann label annexed thereto when purchased from a manufacturer who did 
sot receive the labels from Forstmann and was not authorized by it to use the same. 

(c) To restrain the use of the name “Forstmann” and its label upon coats made 
of Forstmann cloth not manufactured or sold in the general market but upon special 
specifications for Army or Navy use without the furnishing of any labels, or the 
yse thereof in connection with the garments made therefrom. 

2. The use of the name “Forstmann” in advertisements featuring the name and 
mark as a selling device in large and attractive type and in the manner which 
constitutes a trade-mark use of the name “Forstmann” as distinguished from the 
yse thereof descriptively of the garments. 

It must be emphasized at the outset that the plaintiff makes no contention that 
the defendant offered for sale spurious woolens under the name “Forstmann.” It 
isan important consideration. All of the products which the defendant advertised 
under the name “Forstmann,” or sold under that name, were made of genuine 
Forstmann woolens. 

Some of the garments advertised and sold by the defendant, of which the plaintiff 
complains, were purchased from the Campus Coat Corporation. That company 
had purchased eighty or ninety pieces of Forstmann woolen goods from a jobber, 
Goldenbrook Worsted Corp. The Campus company then manufactured from those 
Forstmann woolens ladies’ coats which it sold to hundreds of retailers throughout 
the country. Some of these were sold to the defendant. The plaintiff sought to 
show that the Forstmann cloth involved in this manufacture by the Campus Coat 
Corporation was originally manufactured for the United States Government, and 
that the Government, after cessation of war hostilities, resold the cloth as surplus 
goods. It was admitted by plaintiff’s witness Robinson, an executive of the plaintiff, 
that the sale of those goods to the United States Government was not attended with 
any restriction which forbade the Government reselling the cloth. This absence of 
restriction applied generally, so that the Government, according to Mr. Robinson, 
was free to sell the cloth to manufacturers of ladies’ apparel. There is no proof 
that the Goldenbrook Worsted Corporation, which purchased from the Govern- 
ment, knew of any restriction, and in the chain of events there is no proof that the 
Campus Coat Corporation knew of any restriction; so too it must be concluded 
that the purchasers of the garments from Campus, which include the defendant, 
knew of no restrictions which prevented them from offering the Campus garments, 
made of genuine Forstmann cloth, for sale to their customers. 

The plaintiff has sought to show that the terms of the preliminary injunction 
have been violated, and points first to the advertisement of the defendant in the 
issue of the Brooklyn Eagle of April 22, 1949. In that advertisement, though the 
recital makes no false representation to the public, the name “Forstmann’s” is given 
prominence. The legend reads: 

SUITS! TOPPERS 


OF FORSTMANN’S 
100% WOOLENS 
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The toppers were actually of Forstmann’s 100% woolens. That is a true statement. 
Such a representation of the truth is not condemned in Prestonettes v. Coty, 264 
U. S. 359. 

In the Prestonettes case the question involved was whether there was an infringe. 
ment of plaintiff's trade-marks “Coty” and “L’Origan.” The issue of unfair com. 
petition was not involved. Defendant purchased the genuine powder, and after 
adding a binder, sold the product as compacts. The District Court found that the 
defendant, as the owner of such genuine powder, had a right to compound or 
change what it bought, and to sell it as thus divided. The decision of the Supreme 
Court contains this passage: 


If the name Coty were allowed to be printed in different letters from the rest of the 
inscription . . . . a casual purchaser might look no further and might be deceived. But 
when it in no way stands out from the statements of facts that unquestionably the defendant 
has a right to communicate in some form, we see no reason why it should not be used 
collaterally, not to indicate the goods, but to say that the trade-marked product is a 
constituent in the article now offered as new and changed. As a general proposition 
there can be no doubt that the word might be so used. 


Thus it was decided by the Supreme Court that there was no infringement of 
the trade-mark. See Champion Spark Plug Co. v. Sanders, et al., 331 U. S. 125 
to the same effect. So likewise in the present action it must be held that there is 
no infringement of a technical trade-mark. 

There is this distinction between the Prestonettes case and the case at bar. In 
the former action, although defendant’s products were “new and changed,” they 
were still face powder and perfume. Here, however, plaintiff manufactures woolen 
fabrics, while defendant seeks to market ladies’ suits and coats. Defendant contends 
that since it has abandoned the use of such expressions as “Forstmann’s Wool 
Coats” and now advertises “Toppers of Forstmann’s Duvana Suedes,” its adver- 
tisements are not likely to mislead the public into believing that plaintiff manufac- 
tures the garments. Therefore, defendant argues, it does not infringe within the 
meaning of the Prestonettes case. Nevertheless the issue of unfair competition 
rests on an entirely different basis. 

In disregard of the terms of the preliminary injunction of May 23, 1947, the 
defendant has caused certain advertisements to be published which are calculated 
to mislead the public. Take, for example, part of Exhibit 30, an issue of the New 
York Post Home News of September 28, 1949. There appears the glaring top 
line in heavy type: “Forstmann’s Virgin-Woolens” ; and immediately below, and 
also in heavy type: 

100% VIRGIN-WOOL SUITS 
& FUR TRIM COATS OF 
WORLD-FAMOUS FORSTMANN WOOLENS 


As compared with those misleading headlines, we have on the left hand side 
of the page, and also in the middle column, the use of “Forstmann” in smaller and 
unobjectionable type. 

Plaintiff’s claim of unfair competition, aside from its contention that its technical 
trade-marks are infringed, is based not only on offending advertisements, but also 
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on the ground that the apparel sold and advertised for sale by the defendant is “of 
inferior workmanship and standard of workmanship than the garments manufac- 
tured by plaintiff’s customers from plaintiff’s fabrics . . . . and defendant is selling 
the garments at lower prices than those sold by plaintiff’s customers”; and on the 
further ground that attached to some of the garments sold are manufacturer’s tags 
bearing the legend “Mfd. by Forstmann Woolen Co.” 

Proof that the garments sold and offered for sale by the defendant are of inferior 
workmanship was offered by Robinson and supplemented by the testimony of a 
Mr. Zelinka, a manufacturer of women’s coats, suits and dresses, and Mr. Rosen- 
berg, a buyer of women’s apparel. 

Exhibit 32 is a coat, part of a lady’s suit, which the plaintiff regards as being 
of the quality of style, design and workmanship generally associated with Forst- 
mann’s woolens. Robinson testified that “it is beautifully tailored, beautiful details, 
one that expresses the true character of the cloth and represents fine quality in 
every respect.” Robinson also examined a lady’s suit, advertised for sale by the 
defendant in an advertisement appearing in the New York Daily News of October 
24, 1946. He stated that the lining was of poor quality and the binding on the 
skirt was of an incorrect color, as was the lining of the coat. He declared that “the 
whole get-up of the suit was of a character which would not be recognized as a 
quality garment by anyone . . . . even the layman consumer.” He expressed a 
similar opinion of a coat advertised for sale by the defendant in the New York 
Daily News of November 28, 1946. 

Robinson’s testimony as to the inferior quality of these garments was corrobo- 
rated in every detail by the witnesses Rosenberg and Zelinka. 

From the foregoing, must it be concluded then that the defendant has engaged 
in unfair competition ? 

In this circuit, in a case decided recently, Triangle Publications, Inc. v. Rohrlich, 
et al., 167 Fed. (2) 969, the plaintiff published under the registered trade-mark 
“Seventeen” a magazine of fashions and other interests for teen-age girls. The 
defendant manufactured girdles under the name “Miss Seventeen.” The court held 
that the evidence supported the District Court’s finding that the word “Seventeen” 
as used by plaintiff had acquired a secondary meaning, and that its use by defendant 
was likely to cause a confusion as to sponsorship by plaintiff that might be harmful 
to its reputation. 

In the course of the opinion, Judge Augustus Hand referred to the case in the 
Eighth Circuit, Hanson v. Triangle Publications, 163 Fed. (2) 74, in which an 
injunction was granted to the same plaintiff, and found the ground to be “that the 
defendants’ use of ‘Seventeen’ created a likelihood that the public would erroneously 
believe that defendants’ dresses were advertised in or sponsored by the magazine, 
and that the plaintiff's reputation and goodwill would thereby be injured.” The 
Supreme Court denied certiorari in this case, 332 U. S. 855. 

Do the defendant’s acts fall within the framework of this condemnation? If 
one accepts the testimony in respect to inferior workmanship on Forstmann’s 
woolens as disclosed in garments sold or offered for sale by the defendant, there 
is the possibility created that the plaintiff’s reputation might be injured. What 
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the plaintiff, therefore, seeks in sum is an injunction which would prevent the 
defendant from selling or offering to sell garments of inferior workmanship. I qo 
not think that the Triangle Publication cases carry the doctrine to that limit. Nor 
does Vogue Co. v. Thompson-Hudson Co., 300 Fed. 509, carry the doctrine of unfair 
competition to the limit sought to be applied by the plaintiff in this case, for the 
facts were quite different. That was an action in which it appeared that the use 
of the word “Vogue” as a label on hats, and the letter “V” in such a relatively large 
size as to dominate the context, was held to be in unfair competition with the pub- 
lisher of a magazine known as “Vogue”; also a large-sized capital “V” was used 
as a trade-mark, carrying beneath its sides the figure of a woman. In that case 
the court found objectionable both the use of the term “Vogue” as applied to 
women’s hats, and also the letter “V.” It was held to be in unfair competition with 
the plaintiff’s marks. The hats manufactured by the defendant were put on sale 
by retailers throughout the country, and Judge Dennison observed : 


There is no reason to doubt that this course of conduct by the defendant manufacturer 
and its retailers created a very common alternative impression—first, that these hats 
were manufactured by the plaintiff; or, second, that, although some knew that plaintiff 
was not manufacturing, yet these hats were in some way vouched for or sponsored or 
approved by the plaintiff. 300 Fed. 509, at 511. Cert. denied 273 U. S. 706. 


Nor in the light of a present trend, which frowns upon the extension of monopolies, 
even lawful monopolies, should the plaintiff’s right be thus extended. 

On the other hand, the public is entitled to be protected against any misrepre- 
sentation or over-emphasis which leads to misunderstanding. It was for that reason 
that the preliminary injunction was granted as to manner and content of defendant's 
advertisements. 

If, as seems likely, the New York law of unfair competition is to determine the 
issue of unfair competition presented in this action, the result is the same, and the 
plaintiff must prevail, see Fisher v. Star Co., 231 N. Y. 414; and Tiffany & Co. v. 
Tiffany Productions, 147 Misc. 679, aff’d 237 App. Div. 801, and 262 N. Y. 482. 

The admonition given by Justice Holmes in the Prestonettes v. Coty case is a 
sound principle to follow here. Let there be no over-emphasis of the term “Forst- 
mann.” Such over-emphasis appears in the advertisements heretofore referred to 
as Exhibits 1, 2 and 3, as well as in Exhibits 4 and 30. Even though such use is 
not an invasion of a technical trade-mark, there is a deliberate attempt by the 
defendant to avail itself of the goodwill which has been established by the plaintiff 
and the higher grade establishments which offer for sale garments manufactured 
of Forstmann fabrics. I refer particularly to the advertisement of Bonwit Teller, 
attached to the affidavit of Gilbert H. Robinson, which advertisement appeared in 
Town and Country in the issue of February, 1945; also to that of de Pinna, in the 
issue of Town and Country of February, 1946; and that of J. P. Allen of Atlanta, 
in Town and Country of February, 1945; again that of Bonwit Teller in the issue 
of the New York Herald Tribune of March 31, 1946; of Mutual Rosenbloom Co. 
in Harper's Bazaar of September, 1946; of Stewart’s of Louisville, Ky., in the issue 
of Vogue of March, 1946; of B. Altman & Co. in the issue of the New York Herald 
Tribune of March 10, 1946; and of Franklin Simon in the New York Sun of 
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February 26, 1946. The only exceptions in the class of well-known high grade 
sores in the metropolitan area are those of Best & Co. and I. J. Fox, but neither 
one of these two is as pronounced and emphatic as the use by the defendant in its 
exhibits. Cross-examination of Mr. Robinson in respect to these two exhibits, 
introduced by the defendant, ran as follows: 


Q. Well, did you see an advertisement on October 21, 1949, of I. J. Fox? I now 
hand you the advertisement. 
A. This is the first that I have seen it, to my knowledge. 


Q. Would you say that is not consistent with the customary method of advertising 
the Forstmann product, or products made with Forstmann woolens? 

A. I would say this is definitely an exception rather than the rule. The emphasis 
given is much greater than I have ever seen I. J. Fox ever give any in any of their 
advertising. 

Q. You do not question that is an advertisement of I. J. Fox? 

A. No. 


Q. Would you say, Mr. Robinson, that Best & Company is one of the typical high- 
class stores in New York City? 
A. Yes. 


Q. That is almost on a par with those that you have mentioned, such as Lord & 
Taylor, Bergdorf-Goodman and Saks Fifth Avenue? 
A. It is a qualified quality store. 


Q. And is Charmona one of your trade-marks? 
A. Yes, sir. 


Q. Will you look at this advertisement of Best & Company and tell me whether in 
your opinion that is typical of the advertisements of the high-class Fifth Avenue stores? 
A. This is not typical, no. 


Q. That is also an exception? 
A. Yes, I would say that is definitely an exception. 


Attention must be directed to the modest type used by these well-known high 
grade stores in the use of plaintiff’s name. It is never over-emphasized. If the 
defendant desires to pursue a similar method, it may. Apparently it was not 
content with adopting that practice, and what it has done since the entry of the 
order granting the preliminary injunction is a clear violation of that injunction. 

There remains for consideration the challenged use of plaintiff's copyright 
registrations ; certificates Nos. 41,759, 41,760, 42,025 and 42,111. All of these 
certificates relate to a drawing which the plaintiff has reproduced in the form of 
what may properly be termed a label containing the words “Forstmann’s 100% 
Virgin Wool,” and interwoven with three separate fleurs de lis. The alleging 
infringing label, which appears on plaintiff's Exhibit 31, contains the legend: 


THIS IS 
FORSTMANN’S 
100% VIRGIN WOOL 


The fleurs de lis do not appear on the label. 

This is certainly not an infringement of any one of the plaintiff's copyrights. 

Moreover, it is not contested that the garment is not made out of Forstmann’s 
100% virgin wool. 
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However, in respect to palintiff’s Exhibits 11 and 12, the copyright label jg 
attached. These exhibits, ladies’ coats, were purchased from the Campus Coat Co, 
by the defendant. Shulman, vice-president and general manager of defendant, saiq 
when these coats were purchased from the Campus Coat Co. the only markings 
with the garments were the tags attached to the garments by the manufacturer ; py 
that he meant the paper tag bearing the legend: “Mfd. by Forstmann Woolen Co,” 
Schulman also testified that the garment was not manufactured by the Forstmann 
Woolen Co. He was then asked: 


Q. There is also attached to the garment a label reading “Forstmann’s 100% Virgin 
Wool” on the sleeve. Was that on the garment at the time you received it? 
A. It was not. 


Exhibit 10 is a garment purchased from the defendant by Miss Whiteside, an 
employee of the plaintiff. Shulman testified, when questioned with respect to the 
label which appears on the sleeve (which is a reproduction of the Forstmann copy- 
right registration) : 

Q. So far as you know, Mr. Shulman, has the defendant at any time received any 
labels of Forstmann’s, Forstmann’s woolens, other than those attached to the garments 


purchased ? 
A. We have not received labels. 


Q. Have you ever attached labels yourselves to any garments that you purchased 
from manufacturers? 

A. Not of Forstmann’s. I qualify that because sometimes other manufacturers will 
send in labels to be attached by us. 


Later on the witness was asked: 


Q. But directing your attention to Forstmann’s, have you ever had in your possession 
at any time any garments containing Forstmann’s labels except those that you found 
attached to the garments when you purchased them? 

A. No. 


Nevertheless Exhibits 11 and 12 do bear such labels. Someone put them there. 
I am forced to conclude that they were on the garments when Miss Whiteside and 
Pfeifer purchased them. Such a use of the registration label was a violation of 
the copyright registration, if the copyright registration was valid. There is some 
question about such validity. As early as the case of Higgins, et al. v. Keuffel, et al., 
140 U. S. 428, the question was considered whether the constitutional clause 
authorizing copyrights extended to labels which were intended solely to designate 
the articles upon which they were placed. 

The 8th section of Article 1 of the Constitution provides: 


the Congress shall have power to promote the progress of science and useful arts by 
securing for limited times to authors and inventors the exclusive right to their respective 
writings and discoveries. 


As is, of course, well known, the provision, as Mr. Justice Field observed, has 
reference only to such writings and discoveries as are the result of intellectual 
labor, see Trade-Mark Cases, 100 U. S. 82. Mr. Justice Field said, referring to 
the Constitutional clause: 
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It does not have any reference to labels which simply designate or describe the 
articles to which they are attached and which have no value separated from the articles 
and no possible influence upon science or the useful arts. A label on a box of fruit giving 
its name as “grapes,” even with the addition of adjectives characterizing their quality 
_,.+does not come within the object of the clause. 


However, since Higgins v. Keuffel, the Copyright Act has been amended so as 
to include “Section 5, subdivision (K), prints and pictorial illustrations including 
prints or labels used for articles of merchandise” by the amendment of 1939 to the 
copyright statute, Act of July 31, 1939, c. 396, 53 Stat. 1142. 

Thereafter, in Griesedieck Western Brewing Co. v. People’s Brewery Co., 56 
Fed. Supp. 600, decided in 1944, aff’d 149 Fed. (2d) 1019, Judge Joyce, in a careful 
review of the applicable law, concluded that that part of the copyright label which 
contains the words “Stag Beer” in large letters, and “Extra Dry Pilsener” in 
smaller letters were not of such originality or contribution to the “fine arts” as to 
entitle them to protection under the copyright law. He found that the only part of 
plaintiff’s label that was subject to copyright protection is the picture of the animal’s 
head. 

Applying that analysis to the facts of our case, there certainly is nothing artistic 
about the way in which the plaintiff’s name, nor the legend “100% Virgin Wool,” 
appears on the copyright label. That leaves the representation of the fleurs de lis. 
Surely and certainly in the form in which the fleurs de lis are shown, no originality 
is displayed. As Judge Frank observed in considering a certificate of copyright, 
in Chamberlin v. Uris Sales Corporation, 150 F. 2d 512; at page 513: 


Obviously the Constitution does not authorize such a monopoly grant to one whose 
product lacks a creative originality. 


I must conclude, therefore, that there is no infringement of the copyright regis- 
trations, because those registrations are not valid under the copyright statute. 

Nevertheless, to the extent that the defendant’s advertisements give prominence 
to the label, even though that label is not the subject of valid copyright registration, 
yet its prominence in some of the defendant’s advertisements, as for example in 
plaintiff's Exhibit 3, is an element of unfair competition such as should be condemned. 

The defendant must also desist from selling to any of its customers garments 
to which are attached a tag bearing the words “Mfd. by Forstmann Woolen Co.,” 
for that is a deliberate misrepresentatoin of the fact. Nor will any substantial 
equivalent of such legend be permitted. 

The plaintiff may have a decree in conformity with the foregoing opinion which 
would restrict the defendant from all advertisements concerning sales of products 
made of Forstmann’s woolens which give prominent position and emphasis to such 
name or label, and from attaching tags or labels bearing any combination of words 
which would lead the customer to believe that the garments were manufactured by 
the plaintiff. 

There will be no accounting of profits, since it does not appear that the damage 
to the plaintiff, if any, is measurable. See Champion Spark Plug Co. v. Sanders, 
supra, and Triangle Publications, Inc. v. Rohrlich, et al., supra. 

Appropriate findings of fact and conclusions of law will also be filed. 
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MERRIMAC HAT CORPORATION v. THE CROWN OVERALL 
MFG. CO., ET AL. 


No. 50-559—U. S. D. C. S. D. N. Y.—April 20, 1950 


CourRTS—DECLARATORY JUDGMENT—JUSTICIABLE CONTROVERSY 

It is unnecessary on motion to dismiss to determine whether issues in opposition pro. 
ceeding pending between the parties in the Patent Office are sufficient to establish 4 
justiciable controversy. 

The mere threat of suit against plaintiff is sufficient to warrant finding that a justiciable 
controversy exists. 

CourTs—JURISDICTION—MorTiIons TO DISMIss 

On facts of record, motion to dismiss first two causes of action for lack of jurisdiction 

and for failure to state a claim upon which relief can be granted must be denied. 
CourTs—J URISDICTION—GENERAL 

Opposition proceeding pending between parties will determine only question of registra- 
tion and will not adjudicate question as to plaintiff's common law rights to use of marks, 
or, as far as appears of record, the validity of defendants’ registrations. 

Since relief which may be granted in Patent Office cannot be adequate substitute for relief 
plaintiff seeks here, Court denies motion, addressed to its discretion, to decline jurisdiction 
of this suit. 

Whether suit should be stayed until opposition proceeding is completed is not presented 
for determination on this motion. 

FEDERAL ANTI-TRUsT LAWS—BAsIs OF RELIEF—GENERAL 
CouRTS—PLEADING AND PRACTICE—MOTIONS TO DISMIss 

Motion to strike third cause of action for failure to state a claim granted, where asserted 
violation of Federal Anti-Trust Laws is based solely upon defendants’ registration of their 
marks and their claim of exclusive rights therein. 

Specific overt acts must be pleaded as well as some specific injury to plaintiff’s property. 


Suit to quiet title to plaintiff’s marks, for declaratory judgment and for injunc- 
tion against violation of Federal Anti-Trust Laws, by Merrimac Hat Corporation 
against The Crown Overall Mfg. Co. and Excello Shirts, Inc. Defendant’s motion 
to dismiss complaint denied as to first two causes of action and granted as to third. 
Plaintiff’s motion for judgment denied. 


Harry Price, of New York, N. Y., for plaintiff. 
Jaffin, Schneider, Kimmel & Galpeer and Klein, Alexander & Cooper, of New 
York, N. Y., for defendants. 


SAMUEL H. KaurnMan, D. J.: 


Defendant Crown Overall Manufacturing Co. moves to dismiss the amended 
complaint on the grounds that it fails to state a claim upon which relief can be 
granted and that the court lacks jurisdiction of the subject matter or, in the exercise 
of its discretion, should not entertain it. 

The amended complaint purports to set forth three causes of action. The first 
alleges that plaintiff has been manufacturing hats and hat bodies since 1856 and, 
in connection therewith, has used certain trade-marks, which consist in part of the 
word “excello” and the representation of a crown; that defendants are the owners 
of certain trade-mark registrations which allegedly cover the words “crown” and 
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“excello” and the representation of a crown; that “Defendants are claiming and 
alleging likelihood of confusion with others including plaintiff using said words or 
terms and are further threatening and filing suit against those employing such 
words and expressions as exemplified by” plaintiff’s marks; that in 1946 plaintiff, 
for the further protection of its trade-marks, filed in the United States Patent Office 
applications which were allowed and published in the Official Gazette in 1948; that 
thereafter defendants filed oppositions to said applications, claiming to have exclu- 
sive rights in the words “crown” and “excello” and the representation of a crown 
as applied to all clothing, and that the “use or registration by plaintiff of said words 
or representations would be likely to produce confusion and mistake in the minds 
of the public and to deceive purchasers”; that “there is inherent in Defendants’ 
allegations in said oppositions a threat of infringement and of suit for infringement 
and injunction” ; that the allegations in the notices of opposition have cast a cloud 
upon plaintiff’s title to its trade-marks and its right to use said trade-marks inde- 
pendently and apart from its right to register said trade-marks. 

The prayer for relief asks for judgment (a) quieting plaintiff's common law 
right, title and interest in and to its marks, (b) declaring plaintiff has the right to 
enjoy quiet possession of its marks and (c) enjoining defendant from interfering 
with its mark or threatening plaintiff with suit for infringement. 

In the second cause of action plaintiff asks for a judgment invalidating and 
cancelling defendants’ registrations and declaring that plaintiff’s marks do not 
infringe any common law or registered trade-marks of defendants. 

It is apparent that, in addition to the injunctive relief heretofore referred to, 
plaintiff is seeking a declaratory judgment to the effect that it has a valid common 
law right to use its marks and that defendants’ registrations are void. No claim 
for unfair competition is set forth in the complaint. Since diversity of citizenship 
has been alleged, the only question that remains in determining the jurisdiction of 
the court is whether or not a justiciable controversy exists between the parties. 

It is unnecessary on this motion to determine whether or not the issues framed 
in the opposition proceeding before the Patent Office are sufficient to establish such 
acontroversy.’ Plaintiff has alleged in its complaint that “Defendants are claiming 
and alleging likelihood of confusion with others including plaintiff using said words 
or terms and are further threatening and filing suit against those employing such 
words and expressions as exemplified by” plaintiff's marks. This allegation must 
be accepted as true on this motion to dismiss. The mere threat of suit against 
plaintiff is sufficient to warrant a finding that a justiciable controversy exists.” 

The motion to dismiss the first two causes of action for lack of jurisdiction and 
for failure to state a claim upon which relief can be granted must be denied on 
the present record.® 

Defendant contends, however, that because of the pending opposition proceeding 
in the Patent Office, this court should decline to entertain jurisdiction of this suit. 


1. That they are see Merrick v. Sharp & Dohme, 84 F. Supp. 1008; but cf. Tuthill v. 
Wilsey, 85 F. Supp. 586, 589. 
2. See Wells v. Universal Pictures Co., 2 Cir., 166 F. 2d 690, 692. 
- See Swarthmore Classics v. Swarthmore Junior, 81 F. Supp. 917; Crown Beverage 
Corporation v. Nehi Corporation, 83 U. S. P. Q. 143. 
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This portion of the motion is addressed to the sound discretion of the court. Since 
the opposition proceeding will determine only the question of registration, and wi 
not adjudicate the questions as to plaintiff's common law right to use its marks! 
or, as far as appears on this record, the validity of defendant’s registrations, the 
relief which may be granted in the Patent Office proceeding cannot be an adequate 
substitute for the relief plaintiff seeks here. The motion to decline jurisdiction jg 
therefore denied.® 

The third cause of action is alleged to arise under the Sherman and Clayton 
Acts and prays for judgment “declaring that defendants have jointly and severally 
built up a monopoly contrary to law in intrastate and interstate commerce in com. 
mon and descriptive terms and phrases in the clothing field in violation of the 
Clayton and Sherman Acts, causing injury and damage to plaintiff, and restraining 
further continuance of said monopoly.” The asserted violation of the Acts is based 
solely upon defendants’ registration of their marks and their claim of exclusive 
right thereto. No specific injuries are alleged. 

These acts do not tend unlawfully to destroy competition or to create a monopoly 
and do not constitute violations of the Sherman Act. Specific overt acts must be 
pleaded as well as some specific injury to plaintiff's property. 

The motion to strike the third cause of action for failure to state a claim is 
granted. In all other respects defendant’s motion is denied. 

Plaintiff’s motion for judgment for defendant’s alleged failure to answer is 
denied. 

Settle order on notice. 



























ARMSTRONG CORK COMPANY v. THE PATTERSON-SARGENT 
COMPANY 


No. 25,450—U. S. D. C. N. D. Ohio—April 5, 1950 


CourTS—PLEADING AND PRACTICE—AMENDMENTS 

Courts are liberal in allowing amendments after issue joined, but decision in each case 
must rest on its own facts. 

Since the allowance of amendment is discretionary, cases cited by both parties become 
merely advisory. 

Timeliness of motion to amend depends on facts. Time of itself held not important. 

Where it appears that new defense offered by amendment would afford complete defense 
to plaintiff’s charges, justice requires that defendant be given opportunity to present such 
defense unless amendment will prejudice plaintiff in some way other than by stating good 
defense. 

On facts of record, leave to amend answer granted on condition that defendant stipulate 
that fact admitted in original answer is true, and that reasonable costs of taking new 
depositions, if required, of witnesses formerly examined be paid by defendant. 









4. John Morrell & Co. v. Doyle, 7 Cir., 97 F. 2d 232, cert. den. 305 U. S. 643; cf. Mishawaka 
R. & W. Mfg. Co. v. Panther-Panco Rub. Co., 1 Cir., 153 F. 2d 662, 665; see Derenberg, Trade- 
Mark Protection and Unfair Competition (1936), pp. 689-699. et 

5. While it may well be that this suit should be stayed until the opposition proceeding 1s 
completed and an appeal taken therefrom to this court pursuant to § 1071, tit. 15, U. S. C., and 
§ 63, tit. 35, U. S. C.,'so that plaintiff’s right to registration may also be passed on in this pro- 
ceeding, that question had not been briefed nor is it presented for determination on this motion. 























Jer 
Jo 


de 


40T.M.R. ARMSTRONG CORK v. PATTERSON-SARGENT 445 
emanated 


Trade-mark infringement suit by Armstrong Cork Company against The Pat- 
terson-Sargent Company. Defendant’s motion for leave to file amended answer 
granted upon conditions stated. 


Howard F. Burns and Baker, Hostetler & Patterson, of Cleveland, Ohio, and 
Walter J. Blenko, Edward Hoopes, III, and Blenko, Hoopes, Leonard & Glenn, 
of Pittsburgh, Pa., for plaintiff. 

Jerome N. Curtis, of Cleveland, Ohio, for defendant. 


Jones, C. J.: 

This is an action involving violations of plaintiff's trade-mark rights by the 
defendant. 

Issue was joined August 30, 1948. Since that time plaintiff has taken several 
expensive depositions but it has at no time filed a request for trial and at one time 
this action faced dismissal for want of prosecution. On January 27, 1950, defendant 
moved for leave to file an amended answer. 

The amendments in effect do two things: One withdraws what plaintiff alleges 
is a judicial admission and the other amendment asserts that plaintiff’s trade-mark, 
“‘Lino-Gloss,” is merely descriptive and not entitled to registration as a trade-mark. 

Plaintiff objects to the amendments because (1) the motion is not timely, (2) 
the motion seeks to withdraw a judicial admission damaging to defendant and (3) 
the new matter sought to be introduced into the answer is irrelevant to the issues. 

This motion is filed under favor of Rule 15(a) which provides in part that 
“leave shall be freely given when justice so requires.” The district courts are 
liberal in allowing amendments after issue has been joined (/.L.G.W.U. v. Donnelly 
Co., 121 F. 2d 561; Moore v. Illinois Central, 24 F. Supp. 731) but the decision 
to allow or to deny the amendment rests in the sound discretion of the trial court. 
(Hancock Oil Co. v. Universal Oil Co., 120 F. 2d 959.) Since it is a discretionary 
matter, the cases cited by both parties become merely advisory and do not compel 
this court to take any particular action. Each case must rest on its own facts. 

The new defense offered by defendant if it can be maintained by fact and law 
would seem to afford a complete defense to plaintiff’s charges. Justice would seem 
to require that the defendant be given the opportunity to present this defense unless 
the amendment will prejudice plaintiff in some way other than by stating a good 
defense. The only prejudice plaintiff has shown lies in the fact that the original 
answer contains an admission which is omitted by the amended answer and that it 
already has taken expensive depositions. If the amendments are allowed additional 
depositions of the same witnesses may become necessary at additional cost to plain- 
tiff which could have been avoided if the new defense had been included in the 
original answer. 

These so-called prejudicial factors can be removed by the simple procedure of 
a conditional allowance of the motion. There seems to be authority for such pro- 
cedure. (Furlow v. Corinth Bank, 84 F. 2d 473 (Equity Rules) ; Geopulos v. 
Mandis, 4 F. R. S. 16.31, Case 1.) The court will grant leave, on condition that 
defendant stipulate that the admitted fact in the original answer is true, and that 
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the reasonable costs of taking new depositions, if required, of witnesses formerly 
examined will be paid by the defendant. 

Several cases have held that the party wishing the amendment must have been 
diligent in his search that results in the amendment and his neglect to file a timely 
amendment must be excusable. (Hessian Hills Corp. v. Union Central Life, 4 
F. R. S. 22.31, Case 1; Harris v. Piffer Poultry Co., 5 F. R. S. 13 F12, Case 1, 
Schick v. Finch, 8 F. R. S. 15a3, Case 1.) These requirements are found in Rule 
13(f) which provides for omitted counterclaims. They cannot be found in Rule 15 
and apparently the courts have transferred these requirements from Rule 13 to 
Rule 15 while overlooking the fact that Rule 15 covers a much wider scope thay 
does Rule 13(f). In light of the avowed liberality which Rule 15(a) receives, | 
can see no reason whatsoever for enforcing such requirements. 

Other cases hold that if the opposing party will be prejudiced the amendment 
will not be allowed. (Schick v. Finch, supra; Redmond v,. O’Sullivan Rubber Co, 
Inc.,8 F. R. S. 15 (a) 3, Case 2; Maryland Casualty Co. v. Richenbacker, 146 F, 
2d 251.) These cases, however, seem to turn on the fact that the proposed amend- 
ments would have forced the other party into trial without adequate preparation. In 
this case there is no need to fear that plaintiff will go into trial unprepared for at 
the present time this action is not yet on the trial calendar. Any other prejudice 
that might result can be eliminated by a conditional approval of the motion. 

Some of the above cases plaintiff contends stand for the proposition that delay 
itself will defeat the motion. The correct rule, however, may be found in Woldaw 


v. Edgemoor Co., 12 F. R. S. 15 (a) 3, Case 1, where it was held that: 


The timeliness of a motion to amend obviously depends upon the facts of each case 
and the legal pantomime in getting the case to issue. 


Time of itself is not important. Other reasons must attach and in this case there 
is no reason that prevents a favorable ruling on this motion. 

Plaintiff contends that the new defense is insufficient in law. Several cases 
have held that such issue should not be considered while ruling on a motion for 
leave to amend. (Lader v. Dahlberg, 4 F. R. S. 38(b) 12, Case 1; Rucienski v. 
Vanadium Corp., 7 F. R. S. 15 (a) 3, Case 1.) 

Leave to amend will be granted upon acceptance of the above mentioned 
conditions. 
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REST-WELL PRODUCTS CO., INC. v. E Z DO DISTRIBUTORS, INC. 
N.Y. S. Ct., N. Y. County—May 16, 1950 


CourTS—PLEADING AND PRacTICE—MoTIons TO DISMISs 
UNFAIR CoMPETITION—BASIS OF RELIEF—GENERAL 
Motion to dismiss granted, with leave to amend, where the complaint contains no allega- 
tions that defendant is attempting to palm off its product as plaintiff’s, no allegations to show 
that description used in defendant’s advertising is similar to plaintiff’s or that such adver- 
tising has acquired secondary meaning identifying plaintiff, nor any facts to show that 
defendant’s article is similar to plaintiff’s and that there is likelihood of confusion. 
That defendant uses misleading description of product held not sufficient, in and of itself, 
to constitute unfair competition. 


Unfair competition suit by Rest-Well Products Co., Inc. against E Z Do Dis- 
tributors, Inc. Defendant’s motion to dismiss complaint granted, with leave to 
amend. 


PecorA, J.: 


The complaint attempts to allege a cause of action for unfair competition but 
fails to state facts sufficient to constitute such a cause of action. There are no 
allegations contained therein which would show that defendant is attempting to 
palm off its product as that of plaintiff, which is essential to this type of action. 
Specifically plaintiff appears to rely upon the fact that defendant advertises its 
product as made of “extra-heavy five ply Kraftboard” and that such advertising 
misleads purchasers and users. However, the complaint contains no allegation to 
show that such description is similar to that used by plaintiff or that such adver- 
tising has become so associated, in the eyes of the public, with plaintiff’s article, as 
to give it a secondary meaning peculiarly connected with plaintiff and its table top 
cover (Parade Products, Inc. v. Jaysid Mfg. & Distributing Co., Inc., 93 N. Y. 
Supp., 2d, 183; General Time Instruments Corp’n v. United States Time Corp’n, 
165 F. 2d, 853). Nor does the complaint allege any facts to show that the public 
is likely to confuse or has confused defendant’s product with that of plaintiff. The 
allegation that defendant is using misleading description as to the material in its 
product, in selling it to the public, is not, in and of itself, sufficient upon which to 
base a cause of action for unfair competition. There must also be allegations show- 
ing that defendant’s article is similar to that of plaintiff and is likely to deceive or 
confuse the public into thinking that it is plaintiff's product. The motion to dismiss 
the complaint pursuant to Rule 106 is therefore granted with leave to plaintiff to 
amend, if it is so advised, within twenty days after service of the order to be entered 
hereon, with notice of entry. Settle order. 


—_—_—_—_— 





TRADE-MARK REPORTER 
icici iinet cece aan 


REAL ESTATE REGISTER, INC. v. BAIRD 
N. Y. S. Ct., Kings County—May 1, 1950 


UNFAIR COMPETITION—EVIDENCE—PROOF OF COPYING 

On facts of record, defendant held to have operated its business of publishing directory by 

means of abstracting information contained in plaintiff’s register and supplements. ; 
UnFarirR COMPETITION—BASIS OF RELIEF—GENERAL 

While defendant may obtain information from public records for publication in directory, 
court will not permit defendant to copy from plaintiff’s register and reap benefits of plain. 
tiff’s investment and skill in compiling its registers and supplements. 

Common law property right of one who acquires information available in public files 
through expenditure of money, time, effort and skill has long been recognized by the courts 
as against a stranger’s seeking to utilize the information compiled, by copying it; and here 
plaintiff's case is much stronger because defendant is violating his contract as a subscriber 
by so doing. 

UNFAIR COMPETITION—SCOPE OF RELIEF—PARTICULAR INSTANCES 

Plaintiff held entitled to permanent injunction restraining defendant, subscriber to plain. 
tiff’s register, from publishing competing directory containing information copied from 
plaintiff's publication in violation of subscriber contract. 

In view of failure of proof of money damages, no damages awarded. 


Unfair competition and breach of contract suit by Real Estate Register, Inc, 
against Baird. Judgment for plaintiff granting injunction. 


BELDOCK, J.: 


Plaintiff seeks a permanent injunction restraining defendant from violating the 
terms of a written contract with respect to reproducing, publishing, selling or in any 
manner divulging to others information contained in plaintiff’s real estate register 
and supplements thereto which were furnished to defendant pursuant to the con- 
tract. 

At the trial, it was disclosed that plaintiff was engaged in the business of publish- 
ing a real estate directory in the Borough of Brooklyn known as “Brooklyn Real 
Estate Register,” containing over one thousand pages and listing therein alpha- 
betically by street and numerically by street numbers every parcel of real property 
located in this borough, with the name and address of the owner, the size of the 
plot, the type of improvement, the assessed value, as well as the block and lot num- 
ber and date of last transfer. This register is made available to subscribers, prima- 
rily real estate brokers and dealers, who also receive monthly supplements contain- 
ing information as to changes in ownership, the consideration paid, the mortgages 
recorded and related data. 

It was also disclosed that the register and supplements are distributed on a loan 
basis to subscribers for a fixed annual fee, pursuant to the terms of the written 
subscription contract. This contract contains provisions that the register and its 
supplements “shall remain the property of the publisher” ; “that all information .... 
shall be held in strict confidence and only for the business of the undersigned [i., 
the subscriber]” ; and “that the said register and supplements and other data issued 
will be delivered up to the publisher upon the delivery of any subsequent issue oF 
upon the termination of this contract.” 
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Defendant, a real estate broker, entered into a subscription contract on Septem- 
per 14, 1948, which is now in effect, and thereafter received the annual register and 
supplements. Commencing in October, 1949, defendant proceeded to publish and 
sell a directory under the name of “Consolidated Landlords’ Directory” together 
with periodical supplements. The defendant’s directory contains information which, 
for the most part, is embodied in plaintiff’s register. 

Defendant contended that this information was compiled by him through inde- 
pendent sources by making research at the Register’s office, etc., and that on occa- 
sions he may have used some of the information contained in plaintiff’s register and 
supplements. It is defendant’s claim that the information for his directory was 
compiled by himself and his wife, with the help of a relative who worked part time. 
On the other hand, plaintiff expended in excess of $100,000 over a period of more 
than a year in the compilation of the information contained in the first edition of its 
register and over a period of years employed a staff of skilled and experienced per- 
sons to compile and collate the information for the register and the supplements. In 
this connection, plaintiff purchased from the City of New York certain information 
as to current mailing addresses of owners registered with the Tax Department, and 
for which plaintiff expended over $9,000. 

The evidence discloses that certain errors which appear in plaintiff’s register 
and supplements appear likewise in the same erroneous form in the defendant’s 
directory. These errors involve misspelling of owner’s names, misdescription of 
property, omission of middle initials, incorrect dates of conveyance and related mat- 
ters. There was proof of over 66 individual errors of this nature, all of which are 
reflected in defendant’s directory, thus indicating that the information was ab- 
stracted from plaintiff’s register and not obtained from available public records as is 
claimed by defendant. 

Even more significant is plaintiff’s proof that it had deliberately inserted fic- 
titious information as to purported conveyances, which were reflected in recent sup- 
plements of plaintiff’s register. These were inserted for the specific purpose of ascer- 
taining the conduct of the defendant. Such fictitious transactions were in turn re- 
ported in the ensuing supplements issued by defendant. The conclusion is inescap- 
able that this was not coincidental but rather that defendant was operating the busi- 
ness of publishing the ‘Consolidated Landlords’ Directory” by means of abstracting 
information contained in plaintiff’s register and supplements. Defendant’s use of 
this information as a competitor of plaintiff is therefore in direct violation of the 
contract. 

The contention by defendant that the information is available to the public and 
accordingly no injunctive relief should issue, is entirely without merit. While de- 
fendant, as well as any other subscriber, may obtain information from public rec- 
ords (as did the plaintiff), this court cannot countenance defendant’s conduct as a 
subscriber in copying the information from plaintiff’s publication and reaping the 
benefits of the substantial investment and technical skills employed by plaintiff in 
the compilation of these registers and supplements. 

The common-law property right of one who acquires information, even though 
it be available in public files, through the expenditure of money, time, effort and 
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skill, against a stranger’s seeking to utilize the information by copying it, is oy 
that has long been recognized by the courts of our state. The following language 
from 18 C. J. S., Section 10-d, page 142, is apposite: 


Also, there is a common-law property in facts and information collected and utilized 
by skill, labor, and expense, although the same information is available to anyone who 
chooses to collect it. Such property has been recognized and protected in market quota- 
tions, credit ratings, abstract books and indexes, maps and charts, and news items, 


In the instant case, there is a much stronger presentation favoring the plaintig 
Here defendant is a subscriber who by contract undertook not to do the very thing 
which this court has found him doing. 

Plaintiff has sustained its cause of action for a permanent injunction and judg. 
ment will issue accordingly. I find, however, that there has been a failure of proof 
of monetary damage. No damages will be awarded. Counsel are requested to cali 
for their exhibits in Special Term, Part III. Settle judgment on notice. 


NORTH STAR ARMY AND NAVY STORE, INC.,, er av. v. CLARK, er az, 
No. 35029—S. Ct. Minn.—April 28, 1950 


CoNSTITUTIONAL LAW—STATE POLICE PowER—REGULATION OF BUSINESS NAMES 

Minnesota statute prohibiting use of words “Army,” “Navy” and other words which are 
officially used to designate the government or various agencies and activities of the United 
States government, as the name or designation, or as part of the name or designation of any 
business selling or offering for sale any commodity, held reasonable exercise of police power 
of state and not to violate the Fourteenth Amendment. 

Plaintiff corporations having been organized subsequent to enactment of statute, there is 
no basis for claim by them that the statute is invalid on the ground that it impairs contract 
obligations. 


Appeal from Ramsay County District Court. 

Suit for declaratory judgment and injunction, by North Star Army and Navy 
Store, Inc. and United States Army Stores, Inc. against James W. Clark, Con- 
missioner of Department of Business Research and Development, and J. A. A. Burn- 


quist, Attorney General of Minnesota. Plaintiff appeals from order sustaining de- 
murrer. Affirmed. 


Joseph L. Nathanson, of Minneapolis, Minn., for appellants. 
J. A. A. Burnquist and Charles E. Houston, of St. Paul, Minn., for respondents. 


MAGNEY, J.: 


A demurrer to the complaint herein on the ground that the facts set out do not 
constitute a cause of action was sustained. Plaintiffs appeal. 

This action is brought under the declaratory judgments act to have M. S. A. 
333.17 (L. 1945, c. 212) declared unconstitutional and to have the defendants re- 
strained from interfering with plaintiffs’ use of the words “Army” and “Navy” in 
their business or in the titles of their corporate names or in the store fronts, and 
decreeing that any proceedings by defendants threatening to terminate the corporate 
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existence of plaintiffs or threatening to bring criminal prosecutions against them are 


illegal and unlawful. 
Section 333.17, insofar as it is applicable here, reads as follows: 


No person, firm, corporation or association, selling or offering for sale, any com- 
modity, shall use, or cause, or permit to be used as the name or designation, or as a part 
of the name or designation, of any business, any of the following words, .... “Army,” 


“Navy,” .--- 

A violation of the provisions of the above section is made punishable as a mis- 
demeanor. 

The complaint discloses that plaintiff North Star Army and Navy Store, Inc., is 
4 Minnesota corporation and that it received its charter July 1, 1946. Except for 
two qualifying shares, all of the stock of the corporation is owned by one Ben- 
jamin Burstein, who, until the incorporation, had carried on the business indi- 
vidually under the identical name and at the same location in Minneapolis for 
more than 20 years. He had during these years built up a sizable mail-order busi- 
ness in addition to a profitable retail business, and had expended large sums of 
money for store signs and literature, all of which bear the name “North Star Army 
and Navy Store.” The complaint also discloses that plaintiff United Army Stores, 
Inc., is a Minnesota corporation, and that it received its charter on May 25, 1946. 
It alleges that it is an affiliate of the United Army Store at Lincoln, Nebr. ; that it 
has been doing business in St. Paul; that the parent organization in Nebraska has 
been in existence for a number of years prior to March 31, 1945; that since the 
incorporation of the Minnesota company said United States Army Stores, Inc., has 
built up a profitable business and has expended large sums of money for signs and 
advertising under its corporate name. 

Both plaintiffs allege that they are engaged in the selling of merchandise known 
as army and navy goods as well as war surplus goods, and that the general public 
has come to associate the goods sold by plaintiffs as army and navy goods and war 
surplus goods. They allege that the defendant James W. Clark as commissioner 
of the department of business research and development and the defendant J. A. A. 
Burnquist as attorney general of the state of Minnesota are threatening to termi- 
nate the corporate existence of plaintiffs and to bring criminal prosecutions against 
them unless they delete from their names the words “Army” and “Navy.” They 
contend that the statute is unconstitutional and that the action is brought in behalf 
of all other persons similarly situated who may join in the prosecution thereof. As 
stated, the court sustained the demurrer to the complaint. 

The record indicates that no person similarly situated joined in the prosecution 
of the action. 

Sections 362.07 to 362.24 (L. 1947, c. 587) relate to the creation, organization, 
powers, and duties of the Department of Business Research and Development, a 
department of the state government of Minnesota. It is administered under the 
direction and authority of a commissioner. Without going into detail as to the 
designated duties of the commissioner as set out in the above sections of the statute, 
it is sufficient to state that if plaintiffs were making unlawful use of words in their 
names and business the commissioner had a duty to perform. 
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The plaintiff corporations were organized after the adoption of the statute whic, 
is here attacked. They were therefore not in existence at the time of the enactmer, 
of the statute. As to these corporations, there is no basis for a claim by them ¢ 
invalidity of the statute on the ground that it impairs contract obligations. If plain. 
tiff corporations had been organized prior to the enactment of the statute and haj 
been engaged in the business as outlined in the complaint, a materially differen 
question would be presented to us. 

In most jurisdictions, statutory provisions have been enacted prohibiting 
the use by a corporation, as a part of its name, of certain described words such a; 
“bank,” “insurance,” “trust,” etc. The object of such legislation is to guard agains 
the placing of confidence by the public in corporations holding themselves out a 
subject to governmental supervision and control. Such statutory provisions hay 
generally been held valid as an exercise of the police power, although, as to exis. 
ing corporations, the statute may be invalid as an impairment of contract obligations, 
13 Am. Jur., Corporations, § 132. 

Under a provision of our business corporation act (§ 301.05, subd. 7), the words 
“bank,” “trust,” “insurance,” “building and loan,” “savings” and “cooperative” 
may not be used as part of the name of a corporation organized under that act, 
Plaintiffs are incorporated under that act. There certainly can be no doubt that, 
as to corporations organized after the enactment of the above statute, such statute 
would be held valid as a proper exercise of the police powers. As stated, such 
statutes have generally been held valid. 

The statute the validity of which is here challenged prohibits the use of the 
words “Army,” “Navy,” and other words which are officially used to designate 
the Government or the various agencies and activities of the United States Govern- 
ment as the name or designation, or as part of the name or designation, of any 
business. 

The purpose of such legislation is apparent. The use of such words as “Army” 
or “Navy” in names or designation of a business gives the impression that the estab- 
lishment using it is in some way connected with the United States Government, or 
that all the stock offered for sale was manufactured for or purchased directly from 
the United States Government, and therefore made under the strict specifications 
of the Government, which insures higher quality goods which are offered at lower 
than going prices. The opportunities for giving false impressions and actual mis- 
representations are plainly present. Immediately after the close of our fighting 
wars, establishments of this kind sprang up in practically every community of any 
size, and the legislatures of the several states sensed that, at least, there was a poten- 
tial evil that should be prevented. Although legislation in the various states differs 
in detail, there is no mistaking the objective. The fact that so many separate juris- 
dictions have within a very short time enacted similar legislation in the exercise of 
the police power adds considerable weight to the notion that there is a valid basis 
for the exercise of that power. In Sage Stores Co. v. Kansas, ex rel Mitchell, 323 
U. S. 32, 35, 65 S. Ct. 9, 10, 89 L. ed. 25, 28, the court said that “A violation of the 
Fourteenth Amendment .... would depend upon whether there is any rational 
basis for the action of the legislature.” In our opinion, there is a rational basis for 
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the enactment of the statute involved, and that the provisions of the act are not 


unreasonable. 
Order affirmed. 


GOODMAN & THEISE, INC. v. TRAFORD FABRICS, INC. 
Commissioner of Patents—May 2, 1950 


TrapE-MARKS—CONFUSING SIMILARITY—GENERAL 
While side-by-side comparison or careful enunciation of the terms would differentiate, 


this is not the test of confusing similarity since the purchasing public does not make such 


close distinctions. 
Similarity in sound alone may be sufficient to create likelihood of confusion. 


TRADE- MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Traford Fabrics,” associated with shield-like design, the word “Fabrics” being disclaimed, 
held confusingly similar to “Stafford,” used on identical goods, under 1905 Act. 
Design features associated with the marks of the parties, held not sufficient to distinguish 


them. 

Appeal from Examiner of Interferences. 

Trade-mark opposition by Goodman & Theise, Inc. against Traford Fabrics, Inc. 
Applicant appeals from decision sustaining notice of opposition. Affirmed. 


Mock & Blum, of New York, N. Y., for opposer. 
Mida, Richards & Murray, of Chicago, Ill., and G. C. Callan, of Washington, D. C., 


for applicant. 


DanrEzs, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences sustaining the notice of opposition of Goodman & Theise, Inc. to an applica- 
tion of Traford Fabrics, Inc. for registration of a trade-mark for “fabrics of 
rayon, nylon, and cotton, sold by the piece,” under the Trade-Mark Act of 1905. 
The mark sought to be registered consists of the words “Traford Fabrics,” asso- 
ciated with a shield-like design, the word “Fabrics” being disclaimed. The notice 
of opposition alleges opposer’s ownership and prior use of the trade-mark “Stafford” 
as applied to fabrics in the piece, alleging likelihood of confusion between that mark 
and that of applicant as applied to the same goods. Opposer has introduced testi- 
mony establishing its prior use and no question as to this or the identity of the 
goods is raised, the only question for consideration being that of the similarity of 
the marks. 

Applicant emphasizes the fact that its mark is arbitrary while that of the opposer 
is and will be recognized as a surname. The difference in meaning is apparent. 
There is, however, some similarity of appearance, and as found by the Examiner 
of Interferences “considerable similartiy in sound between these marks.” While 
side by side comparison or careful enunciation of the terms would differentiate 
them, the Examiner correctly found that the purchasing public does not make such 
close distinction. Similarity in sound alone may be sufficient to result in likelihood 
of confusion. Marion Lambert, Inc. v. O’Connor, 24 C. C. P. A. 781, 86 F. 2d 980; 
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In re Dutch Maid Ice Cream Co., 25 C. C. P. A. 1009, 495 O. G. 221 [28 T. M.R 
195] ; Celanese Corporation of America v. E. I. du Pont de Nemours & Company, 
33 C. C. P. A. 857, 154 F. 2d 143 [36 T. M. R. 130, 133]. 

Nor are the design features associated with the marks of the parties sufficien; 
to distinguish between them. W. B. Roddenbery Co. v. Rose Kalich, 34 C.C. P. 4. 
745, 158 F. 2d 289 [37 T. M. R. 73]. 

In my opinion the Examiner of Interferences correctly found that the mark of 
the applicant so nearly resembles that of the opposer that their concurrent use op 
the same goods would give rise to reasonable likelihood of confusion or deception, 

The decision of the Examiner of Interferences is affirmed. 


THE WILLIAM CARTER COMPANY v. SCHWARTZ, Etc. 
Commissioner of Patents—May 11, 1950 


CANCELLATIONS—BASIS OF RELIEF—GENERAL 

Petitioner held to have established use of its mark since prior to any date ‘claimed by 
registrant; but registration of petitioner’s mark is not to be considered in this proceeding 
because it is subsequent to that sought to be cancelled. 

There was no requirement under 1905 Act that party seeking to cancel a registration 
must be owner of a registration of mark on which it relies, and this is not changed by 
1946 Act. 

TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 

Juvenile and boys’ suits, sportcoats, and outer wearing apparel, namely, topcoats and 
snowsuits, held goods of the same descriptive properties as men’s and boys’ shorts and 
shirts, under 1905 Act. 

TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 

“Twigs” held confusingly similar to “Trigs,” used on similar goods, under 1905 Act. 

Fact that “Carter’s” appears on same label with “Trigs” held not to lessen likelihood 
of confusion. 

TRADE-MarK Act OF 1946—DEFENSES—LACHES AND ACQUIESCENCE CANCELLATIONS—PLEADING 
AND PRACTICE—DEFENSES 

On facts of record, Examiner’s refusal to allow proposed amendment consisting of mere 
conclusions and irrelevant allegations held proper. 

Under 1946 Act, defense of laches may be considered at any stage of proceeding though 
it could not have been pleaded at time proceeding was instituted under 1905 Act. 

Where, as here, it is clear that petitioner was aware that respondent relied upon defense 
of laches, while amendment proposed by petitioner cannot be accepted, the pleadings will be 
considered to be amended to conform to the facts in accordance with Rule 15(b) of Federal 
Rules of Civil Procedure with respect to the issue of laches, and respondent’s contention 
will be considered to be raised and presented herein. 

On facts of record, respondent held to have failed to establish any laches, acquiescence 
or estoppel. 

No claim of laches can be based upon petitioner’s failure to file an application for 
registration. 


Appeal from Examiner of Interferences. 

Trade-mark cancellation proceeding by The William Carter Company against 
William B. Schwartz (William B. Schwartz & Co., Inc., assignee, substituted). 
Registrant appeals from cancellation of registration. Affirmed. 
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Rowland V. Patrick, of Boston, Mass., for petitioner. 
Harry Langsam, of Philadephia, Pa., for registrant. 


paniE.s, A. C.: 


This is an appeal from the decision of the Examiner of Interferences sustaining 
the petition of The William Carter Company for cancellation of trade-mark regis- 
tration No. 408,062, registered under the Act of 1905, July 18, 1944, by William B. 
Schwartz, doing business as B. Schwartz & Co., now owned by the respondent 
William B. Schwartz & Co., Inc. This registration discloses the word “Twigs” 
as a trade-mark for “juvenile and boys’ suits, sportcoats and outer wearing apparel, 
namely, topcoats and snowsuits.”” As shown in the specimens and drawing it is 
displayed in letters, the outline of which resembles twigs or branches, and partially 
surrounded by a representation of a twig or branch. 

The petition for cancellation alleges petitioner’s ownership and prior use of the 
trade-mark “Trigs” for men’s and boys’ garments. It has been established by the 
petitioner that it has used this mark on men’s and boys’ shorts and shirts since 
prior to any date claimed by registrant. This mark has been registered in the 
United States Patent Office, but such registration is subsequent to that sought to 
be cancelled, and accordingly is not to be considered in this proceeding. 

The labels bearing the petitioner’s trade-mark “Trigs” also include the name 
“Carter's” and respondent contends that the petitioner’s trade-mark as used is not 
“Trigs,” but “Carter’s Trigs,’ and that because of the inclusion of the name 
“Carter's” as well as by reason of the difference between the words themselves, 
there is no sufficient resemblance between the marks of the parties to give rise to 
likelihood of confusion. It is further contended that the goods do not possess the 
same descriptive properties and that there is no likelihood of confusion between 
the marks referred to as applied to such products. Respondent also contends that 
petitioner claim is barred by laches. 

I agree with the conclusion of the Examiner of Interferences that the goods 
of the parties possess the same descriptive properties within the meaning of the 
Trade-Mark Act of 1905. Each of the parties uses the mark on boys’ clothing. 
While Carter’s products are underwear and those of Schwartz are outerwear 
they are sold in the same establishments and at times in the same department. They 
have also been advertised by the same dealers. Respondent’s contention that no 
one would purchase coats or suits in place of underwear is of course correct, but 
likelihood of confusion as to source appears obvious. Accordingly they must be 
considered to possess the same descriptive properties. Rogers Peet Co. v. B. F. 
Goodrich Co., 31 C. C. P. A. 1191, 143 F. 2d 880; Vanity Fair Mills, Inc. v. 
Pedigree Fabrics, Inc., 34 C. C. P. A. 1043, 161 F. 2d 226 [37 T. M. R. 461]; 
Kushner & Gillman v. Mayflower Worsted Co., 351 O. G. 686, 56 App. D. C. 165, 
11 F. 2d 462. 

The similarity between “Trigs” and “Twigs” seems obvious when considered 
by themselves. Respondent contends, however, that petitioner uses “Carter’s” in 
connection with its mark and that the trade-mark is “Carter’s Trigs,” which it is 
contended removes any likelihood of confusion. The specimens of record show that 











456 TRADE-MARK REPORTER 40T.M.R 
—_— 
different type is used in presenting the two words and in many of the specimen; 
they appear at some distance from each other and appear to be separate feature; 
of the label. The fact that “Carter’s” appears on the same label does not lessey 
the likelihood of confusion. Celanese Corporation of America v. E. I. du Pont 4; 
Nemours & Company, 33 C. C. P. A. 857, 154 F. 2d 143 [36 T. M. R. 130}. 
W. B. Roddenbery Co. v. Kalich, 34 C. C. P. A. 745, 158 F. 2d 289 [37 T. Mp 
73]. I accordingly agree with the decision of the Examiner of Interferences thg 
the respondent’s mark so nearly resembles that of the petitioner that when applied 
to the goods of the parties there is likelihood of confusion and that accordingly the 
respondent was not entitled to the registration for which it sought at the time og 
its application therefor. 

The defense of laches was not pleaded in respondent’s answer and under the 
law in effect at the time it was filed such pleading would have been futile. After 
the Trade-Mark Act of 1946 became effective respondent took no steps to amend 
its answer but it seems clear that by its conduct of the proceedings including testi. 
mony and briefs filed before the Examiner of Interferences it was made clear that 
it intended to rely upon the defense of laches and acquiescence which under Section 
19 of the Trade-Mark Act of 1946 may be considered in proceedings pending prior 
to the effective date of that Act. Following the decision of the Examiner of Inter- 
ferences petitioner filed a motion to amend its answer and for reconsideration oj 
this question. This was denied and respondent filed a petition requesting, among 
other things, that the refusal of its motion to amend be overruled. This question 
was also raised by the appeal, and the petition was denied with leave to present 
the question on this appeal and respondent now contends that its amendment should 
be approved. Without going into details of the allegations of the proposed amend- 
ment it seems sufficient to state that in the form presented it consisted of mere 
conclusions and irrelevant allegations and that the Examiner of Interferences was 
clearly right in refusing it. It is, however, clear that the petitioner was aware that 
respondent relied upon the defense of laches. Under Section 47 of the Trade-Mark 
Act of 1946 this question may be raised even on appeal and cases may be remanded 
to the Patent Office for consideration of this question. Graphol Products Co., Inc. 
v. Edward A. Willson, 35 C. C. P. A. 857, 165 F. 2d 446 [38 T. M. R. 323]. It 
may, therefore, be considered in the Patent Office at any stage of the proceedings 
and where as here there was no surprise or other adverse effect upon the petitioner 
it seems proper to consider it. While the particular amendment proposed by the 
petitioner cannot be accepted, the pleadings will be considered to be amended to 
conform to the facts in accordance with Rule 15(b) of the Federal Rules of Givi 
Procedure with respect to the issue of laches and the respondent’s contention as to 
laches will be considered to be raised and presented in this case. The respondent 
does not contend that the record is incomplete on this point nor that there is any 
need to remand the proceedings to the Examiner for further testimony or other 
proceedings and as I understand it the respondent does not request any such action 
but desires that it be considered on this appeal. 

While it is proper to consider the contention of the respondent in this connection 
I cannot agree that any laches, acquiescence or estoppel is shown on the record 
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resented. Respondent first used “Twigs” on its products in September, 1943, 
and applied for registration thereof on November 17, 1943. The mark was pub- 
lished in the O ficial Gazette on April 25, 1944, and registered July 18, 1944. The 
uncontradicted testimony of petitioner indicates that it first knew of respondent’s 
use or registration of its mark in May, 1945, and that after correspondence with 
the respondent this proceeding was filed on December 7, 1945. Petitioner could 
not have been guilty of laches before it had knowledge of respondent’s use of the 
mark. Delay from 1944, the date of registration, to May, 1945, could not be con- 
sidered unreasonable delay under any authority which has been called to my atten- 
tion nor, in my opinion, would this be the case as to delay from September, 1943 
(the alleged date of first use), until notice was given to the respondent and this 
proceeding brought. It is my understanding, however, that respondent does not 
rely upon these periods as constituting unreasonable delay but rather upon the 
fact that petitioner, after adopting its mark in 1941 did not apply for registration 
thereof until April, 1945. It is contended that had petitioner filed application for 
registration promptly upon its adoption of the mark respondent would have dis- 
covered such use in connection with a trade-mark search and might not have adopted 
its mark. As stated in respondent’s brief on appeal: 


Why did the appellee fail to register its mark to give notice to the world .... 
Hence, the appellee is guilty of laches in failing to give the public constructive notice 
of its ownership of its trade-mark “Carter’s Trigs.” ... 


This appears to be based upon the Trade-Mark Act of 1946, which was not in 
effect at that time. Regardless of this, however, no claim of laches can be based 
upon failure to file an application for registration. To hold otherwise would be in 
effect to find that there is a duty to file such an application upon adoption of a mark 
and that the Trade-Mark Act provided for compulsory or mandatory registration 
of trade-marks which is not the case under either act. Under Section 5 of the 
Trade-Mark Act of 1905 registration of a mark which is confusingly similar to a 
mark used by another on goods of the same descriptive properties is prohibited and 
under Section 13 of that Act if a person was not entitled to registration of his mark 
at the time of application therefor the mark must be cancelled on the application of 
anyone who may make a proper showing of damage or injury therefrom. There 
is no requirement that a party seeking to cancel a registration must be the owner 
of a registration of the mark on which it relies, and this is not changed by the 
Trade-Mark Act of 1946. Accordingly failure of the petitioner to apply for regis- 
tration of its mark at an earlier date cannot be considered laches. 

The respondent refers to its ownership of an earlier registration of the trade- 
mark “Triggersilk” for similar goods which it purchased after the beginning of 
this proceeding. While as indicated in the appeal in cancellation proceeding No. 
5030, William B. Schwartz v. The William Carter Company, decided concurrently 
herewith, there is at least grave doubt as to respondent’s actually having any rights 
to that registration, there is nothing to indicate that this would, in any way, affect 
petitioner’s right to the cancellation sought herein. The facts as to this are set out 
in the decision in the other cancellation proceeding. 

The grounds of the respondent's appeal are set out in 18 numbered paragraphs. 
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It is believed that the foregoing passes upon the points raised, but to the extent 
that any of them may not have been specifically passed upon, they are subordinate 
or collateral to the foregoing and nothing set out in any such numbered paragraph 
not specifically considered would change the conclusions reached. This is also the 
case as to the petition filed by the respondent on May 19, 1949, and except as to the 
amendment referred to above that petition stands denied. 

I agree with the conclusion of the Examiner of Interferences that respondent 
was not entitled to the registration sought to be cancelled at the time of its appl. 
cation therefor in view of the petitioner’s prior use of its mark on goods Possessing 
the same descriptive properties; that the respondent’s mark so nearly resembles 
that of the petitioner that as applied to the goods of the parties there is reasonable 
likelihood of confusion; that the respondent has failed to sustain the defense of 
laches, acquiescence or estoppel and that the respondent’s registration should be 
cancelled. 

The decision of the Examiner of Trade-Mark Interferences is affirmed. 






























WILLIAM B. SCHWARTZ & CO., INC. v. THE WILLIAM CARTER 
COMPANY 


Commissioner of Patents—May 11, 1950 





TRADE-MARKS—ACQUISITION OF RIGHTS—ASSIGNMENT 
TRADE-MARKS—ABANDONMENT—NAKED ASSIGNMENT 
On facts of record, purported assignment held a mere naked transfer of title to mark 
by which no actual good-wili was acquired by assignee but which amounted to an abandon- 
ment by assignor. 
CANCELLATIONS—PARTIES—PROOF OF DAMAGE 
Petitioner, having no rights in any similar name, held not damaged by registration even 
if improperly granted. 
TRADE- MARKS—REGISTRABILITY—MUTILATION OF MARK 
Registration of “Trigs” held not to constitute mutilation of respondent’s mark, nor 
registration of only portion thereof, where “Carter’s” appears on labels with “Trigs” but 
separated from it and in a different size and type. 
TRADE-MARKS—ACQUISITION OF RIGHTS—GENERAL 
It is well established that more than one trade-mark may be used upon the same label. 












































Appeal from Examiner of Interferences. 

Trade-mark cancellation proceeding by William B. Schwartz & Co., Inc. against 
The William Carter Company. Petitioner appeals from denial of petition for can- 
cellation. Affirmed. 













Harry Langsam, of Philadelphia, Pa., for petitioner. 
Rowland V. Patrick, of Boston, Mass., for respondent. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences denying the petition of William B. Schwartz & Co., Inc., for cancellation 
of trade-mark registration No. 417,204, registered by The William Carter Company, 
October 16, 1945, under the Trade-Mark Act of 1905. That registration covers 
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the word “Trigs” as a trade-mark for garments, namely, men’s and boys’ shorts 
and shirts. 

Petitioner for cancellation alleges that the respondent has not used the word 
“Trigs” as a trade-mark, but has always used “Carter’s Trigs,” so that the registra- 
tion is a mutilation of the mark and was accordingly improperly registered. The 
petition for cancellation further relies upon petitioner’s alleged ownership of regis- 
tration of the trade-mark “Triggersilk” for “men’s and boys’ suits, coats, pants, 
and vests,” registered October 27, 1936, under the Trade-Mark Act of 1905 to 
Haspel Brothers, Inc., and assigned to petitioner, it being alleged that there is 
likelihood of confusion between these marks. 

In cancellation No. 4694, the appeal in which is decided concurrently herewith, 
the respondent’s mark “Trigs,” but not the registration thereof, is involved. Fol- 
lowing the filing of that proceeding petitioner in this case negotiated with Haspel 
Brothers, Inc., for the purchase of the registration referred to and a written assign- 
ment of that registration by Haspel Brothers, Inc., to the attorney for petitioner 
was executed. The attorney in turn assigned that registration to the petitioner on 
May 1, 1947. This cancellation proceeding followed. Certain of the correspondence 
between Haspel Brothers, Inc., and a representative of petitioner is of record. It 
seems probable that Haspel Brothers, Inc., had not used the mark for four or five 
years prior to the assignment thereof. Petitioner contends that there is no evidence 
that Haspel Brothers, Inc., had abandoned it. However, it is clear from the testi- 
mony of petitioner that the attempt to acquire this mark had no relation to any 
good-will and was intended only to assist the petitioner in connection with the 
other cancellation proceeding (No. 4694 supra). Mr. Schwartz stated: 


Frankly, we sought to purchase, or get an assignment, of the word “Triggersilk” for 
the purpose of protecting whatever equity we had in the use of the word “Twigs” after 
Carter had voiced an objection. ... 


Petitioner did begin to use the mark to some extent in or about May of 1947. 
It seems clear, however, that no actual good-will was acquired and I agree with 
the conclusion of the Examiner of Interferences that “the assignment of registration 
No. 339,988 from Haspel Brothers, Inc., to Schwartz involved a mere naked transfer 
of title to the mark ‘Triggersilk’ thereof, amounting to an abandonment of said 
mark by Haspel Brothers, Inc., and conveying nothing to Schwartz.” Kelly Liquor 
Co. v. National Brokerage Co., Inc., 26 C. C. P. A. 1110, 102 F. 2d 857 [29 T. M. R. 
279] ; Adam Hat Stores, Inc. v. Monroe Shirt Co., 31 C. C. P. A. 1251, 143 F. 2d 
993 [34 T. M. R. 264]. 

With respect to Schwartz’s contention that the registration was improperly 
granted because the mark involved was always used with the name “Carter’s” 
the fact the petitioner had no rights in any similar name would indicate that it is 
not damaged. It is, however, my opinion that the registration of “Trigs” does not 
constitute a registration of only a portion of respondent’s mark or a so-called 
mutilation thereof. This differs from the situation involved in Ex parte Servel, 
Inc., 605 O. G. 723, 75 U. S. P. Q. 247, and Ex parte Tradio, Inc., 604 O. G. 603, 
75 U. S. P. Q. 146, where it was found that the marks were so interconnected or 
integrated that the two portions thereof could not have been separated. While 
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different size, and separated from the word “Carter’s.” 


date of April 3, 1950, appeal number 5658. 
The decision of the Examiner of Trade-Mark Interferences is affirmed. 


THE HEWITT SOAP COMPANY, INC. v. LANAIL, INCORPORATED 
Commissioner of Patents—May 18, 1950 






OPpposITIONS—PROOF OF OWNERSHIP AND USE—EFFECT OF REGISTRATION 
Opposer’s registrations under 1881 and 1905 Acts, both renewed, held prima facie 
evidence of opposer’s ownership and use of its marks. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Lanail” held confusingly similar to “Lana Oil” and to “Lana,” used on similar goods, 
under 1905 Act. 










Appeal from Examiner of Interferences. 
Trade-mark opposition by The Hewitt Soap Company, Inc. against Lanail, In- 


corporated. Applicant appeals from decision sustaining notice of opposition. 
Affirmed. 


Erastus S. Allen, of Cincinnati, Ohio, for opposer. 
Clarence A. O’Brien and Harvey B. Jacobson, of Washington, D. C., for applicant. 


DANIELS, A. C.: 




















This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the notice of opposition to an application for registration of a 
trade-mark for “nail polish remover” under the Trade-Mark Act of 1905. The 
mark sought to be registered consists of the notation “Lanail.”” The notice of 
opposition is based upon opposer’s prior registrations of the trade-mark “Lana 
Oil,” registration No. 25,429, registered October 30, 1894, twice renewed, for 
toilet soap, and of “Lana,” registration No. 53,041, registered May 22, 1906, twice 
renewed, for “skin foods and complexion creams and ointments.” 

These registrations were properly made of record and constitute prima facie 
evidence of opposer’s ownership and use thereof. Ely & Walker Dry Goods Co. 
v. Sears, Roebuck & Co., 24 C. C. P. A. 1244, 90 F. 2d 257 [27 T. M. R. 462]; 
Rosengart v. Ostrex, 30 C. C. P. A. 1046, 136 F. 2d 249 [33 T. M. R. 284]. The 
applicant does not question priority of adoption and use by the opposer and states 
that the “only issue is whether or not the trade-marks, as applied to the goods, so 
nearly resemble one another as to be likely to cause confusion in the trade and to 
be confused by the purchasing public.” 


40 T. MR 
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“Carter’s” as well as “Trigs” appears upon Carter’s labels it is in different type, 
That more than one trade. 
mark may appear upon the same label if it actually functions as such can hardly be 
questioned. Layton Pure Food Co. v. Church & Dwight Co., 182 F. 24, 104C.C. 4 
464; In re Standard Underground Cable Company, 27 App. D. C. 320. The 
separate registration could not be considered a mutilation of an integrated mark 
It is also to be noted that Ex parte Servel, Inc., supra, upon which Schwartz relies 
has been reversed by the United States Court of Customs and Patent Appeals under 


TR 
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There is no question that the goods possess the same descriptive properties 
within the meaning of the Trade-Mark Act of 1905 and it is not understood that 
this is questioned by the applicant, although it contends that there are specific 
differences between them which it is stated should be considered with the differences 
petween the marks. It is further argued that applicant’s mark could only be pro- 
nounced as if it were spelled “La Nail,” and that since “oil” forming a part of 
opposer’s mark is descriptive there is no likelihood of confusion. 

The marks appear to me to resemble each other closely in every respect and 
[agree with the conclusion of the Examiner of Interferences that they are “too 
nearly identical in sound to enable their concurrent use without reasonable likelihood 
of confusion or deception of purchasers.” 

The decision of the Examiner of Trade-Mark Interferences is affirmed. 


THE COCA-COLA COMPANY v. SANTA COLA COMPANY 
Commissioner of Patents—May 25, 1950 


TRADE- MARKS—MARKS CAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES. 

“Coca-Cola” held a well-known trade-mark which has attained universal recognition, 
entitled to broad rights when considered in its entirety. 

QpPosITIONS—ISSUES—GENERAL 

In oppositions the ultimate issue is the statutory right to register and the question of 
right to use is not involved. 

Each case must, however, be considered in the light of its own circumstances. 

TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
OPpPpOSITIONS—LIKELIHOOD OF CONFUSION—EFFECT OF PRIOR ADJUDICATIONS 

Where equity courts, in cases involving the right to use, have held the word “cola” 
descriptive and that it might be used, provided the entire mark involved was clearly dis- 
tinguishable from “Coca-Cola,” and Court of Customs and Patent Appeals, in cases involving 
registration, has ruled that confusion is likely to result from the mere occurrence of the 
word “cola,” even though disclaimed, held that it is impossible to reconcile these two lines 
of cases, each being based upon likelihood of confusion. 

While ordinarily Patent Office should follow Court of Customs and Patent Appeals, it 
is proper to assume that changes in conditions or facts, recognized in a number of cases 
would now be considered by that court. 

TRADE-MARKS—MaArRKS Nor CONFUSINGLY SIMILAR—PARTICULAR INSTANCES 

“Santa Cola,” the word “Cola” being disclaimed, held not confusingly similar to “Coca- 
Cola,” used on similar goods, under 1905 Act, where there were no resemblances as to 
script, manner of display, color or other features of the marks. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by The Coca-Cola Company against Santa Cola Com- 
pany. Applicant appeals from decision sustaining notice of opposition. Reversed. 
Pope F. Brock, K. Wilson Corder, and Daphne Robert, of Atlanta, Ga., and Thomas 

L. Mead, Jr., of Washington, D. C., for opposer. 

Fulton Brylawski, of Washington, D. C., for applicant. 


DantELs, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the notice of opposition to an application under the Act of 1905 
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for registration of a trade-mark for ‘“‘a non-alcoholic, non-cereal, maltless beverage 
in the nature of a soft drink.” The mark sought to be registered consists of the 
words “Santa Cola,” “Cola” being disclaimed. 

Opposer relies upon its ownership and prior use of the trade-mark “Coca-Col,” 
as a trade-mark for soft drinks and the syrup from which it is manufactured 
Various registrations of opposer’s mark have been submitted and no question js 
or can be raised as to opposer’s long prior use of its mark for its goods. As ing. 
cated in each of the decisions hereinafter referred to involving this mark, as wel 
as in many others, the opposer’s mark has been widely advertised and recognized 
in this field for many years and its national and international recognition is no 
questioned by the applicant. The only question involved on this appeal, is whether 
or not the marks are confusingly similar within the meaning of the confusion jn 
trade clause of Section 5 of the Trade-Mark Act of 1905. 

The Examiner has found that “Cola,” forming a common feature of each of 
the marks is descriptive of a type of soft drink. Although opposer’s rights in its 
mark have been recognized and protected in innumerable cases over a long period 
of years it has been ruled in certain relatively recent infringement actions in this 
country and abroad that the defendants involved therein were entitled to use the 
word “Cola” as part of a designation of a beverage, providing the entire mark of 
which that word formed a part was not confusingly similar to “Coca-Cola.” This 
question was considered in detail in Dixi-Cola Laboratories, Inc., et al. v. The Coca- 
Cola Company, Circuit Court of Appeals, Fourth Circuit, 117 F. 2d 352, 48 U.S. 
P. Q. 164, 167, decided April 4, 1941. In that case the plaintiff (opposer) con- 
tended, as stated by the court: 


.... It insists .... that no one shall use the word “cola” in a trade-mark, even in 
connection with a prefix that prevents all confusion with the name Coca-Cola. . . 


and stated further: 


.... We must, therefore, consider the defense now set up to this phase of the plaintiff's 
case that the word “cola” is a descriptive and generic term, open to all the world, which 
may be lawfully used as part of a trade-mark by competitors so long as the whole trade- 
mark is not confusingly similar to “Coca-Cola.” 


After considering the history of plaintiff's (opposer’s) mark, and referring to 
numerous court decisions the court ruled against opposer’s contention therein and 
found that the word “Cola” was descriptive and might be used, provided the entire 
mark involved was clearly distinguishable, which it found to be the case with respect 
to the mark “Dixi-Cola.” In other and later cases, this same conclusion has been 
reached. In none of such cases, however, nor in any other which has been brought 
to my attention has there been any question as to the wide recognition of opposer's 
mark nor of its broad rights in the mark when considered in its entirety. It must 
be regarded as a well-known trade-mark which has attained universal recognition. 
See, for example, Coca-Cola Co. v. Koke Company of America, 254 U. S. 143, 
10 T. M. R. 441, and cases cited in Dixi-Cola Laboratories, Inc., et al. v. The 
Coca-Cola Company, supra. 

The opposer has, however, been successful in a number of proceedings in 
which it has endeavored to prevent the registration of marks containing the word 
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“Cola” and in certain of such decisions it is clear that the only point of resemblance 
was the appearance of the word “Cola” in the mark opposed. In Jacob Ries Bottling 
Works, Inc. v. The Coca-Cola Co., 31 C. C. P. A. 706, 138 F. 2d 56 [33 T. M. R. 
462], decided in 1943, the court affirmed the action of the Patent Office in sustaining 
the opposer’s opposition to registration of “Rock Spring Kola,” “Kola” being 
disclaimed. The court there stated: 


” 


The issue here revolves solely about the word “Kola,” which, of course, is the equiva- 


lent of “Cola” in sound and in meaning. 


The court also said: 


It was urged in that case, just as it is urged here, that “Cola” (“Kola”) is a descrip- 
tive term and, therefore, open to public use. 

Assuming that it is a descriptive term, open to public use, it does not follow that it is 
open to registration as a mark, or part of a mark. ... 


In that case the court emphasized the fact that the question before it was the 
appellant’s statutory right to register and that the quesion of right to use was not 


involved. 

Much of applicant’s argument on this appeal is devoted to its right to use its 
mark. As indicated above the ultimate issue is the right of applicant to secure a 
registration and thereby establish prima facie its own exclusive rights to the mark 
for which registration is sought. The applicant urges that the ruling of the courts 
in infringement matters such as Dixi-Cola Laboratories, Inc., et al. v. The Coca-Cola 
Co. (supra) should be followed. See also Coca-Cola Co. v. Standard Bottling Co., 
50 F. Supp. 201, 58 U. S. P. Q. 641, affirmed 138 F. 2d 788 [33 T. M. R. 535] ; and 
The Coca-Cola Co. v. Snow Crest Beverages, Inc., 162 F. 2d 280, 73 U. S. P. Q. 
518. In each of these cases it was held that ‘“Cola’’ must now be considered descrip- 
tive of soft drinks and may be used as part of a mark not otherwise confusingly 
similar to opposer’s. 

Opposer on the other hand contends that the decision of the Court of Customs 
and Patent Appeals in Jacob Ries Bottling Works, Inc. v. The Coca-Cola Co., supra, 
and other similar cases should be followed. King Kola Mfg. Co. v. The Coca-Cola 
(0.,26 C. C. P. A. 704, 99 F. 2d 983 [28 T. M. R. 603] ; Corn Products Refining 
Co. v. The Coca-Cola Co., 26 C. C. P. A. 1181, 103 F. 2d 385 [29 T. M. R. 296] ; 
Coca-Cola Co. v. Chero-Cola Co., 51 App. D. C. 27, 273 F. 755. It is impossible 
to reconcile these two lines of cases, each being based upon likelihood of confusion, 
and the equity proceedings holding that there is no such likelihood and that “Cola” 
may be used as part of an otherwise proper mark, while those cases in the United 
States Court of Customs and Patent Appeals involving registration find that there 
is likelihood of confusion from the mere occurrence of that word, even though 
disclaimed. 

“Santa Cola” clearly resembles “Coca-Cola” at least to as great an extent as 
“Rock Spring Cola” (involved in Jacob Ries Bottling Works, Inc. v. The Coca- 
Cola Co., supra). On the other hand it appears to differ substantially to the same 
extent from “Coca-Cola” as did the marks involved in Dixi-Cola Laboratories, Inc., 
etal. v. The Coca-Cola Company, supra; Coca-Cola Co. v. Standard Bottling Co., 
supra, and to differ to a greater extent than that involved in The Coca-Cola Co. v. 
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Snow Crest Beverages, Inc., supra. It is impossible to reconcile the instant Case 
with both lines of decisions and so far as recent cases involving this opposer’s actual 
mark are concerned, any decision herein must be in conflict with one line of cases 
or the other. 

I agree with the Examiner of Interferences that ordinarily under such condi. 
tions the Patent Office should follow the decisions of the Court of Customs anq 
Patent Appeals, both because statutory provisions as to registration are involved. 
and because such other decisions relate to the right to use, and do not necessarily 
present the same issues. R. H. Macy & Co., Inc. v. Marshall Field & C ompany, 
506 O. G. 798, 42 U. S. P. Q. 538 (affirmed Marshall Field & Company vy. R. H. 
Macy & Co., 28 C. C. P. A. 807, 115 F. 2d 921; The Coca-Cola Company v. Jacoh 
Ries Bottling Works, Inc., 531 O. G. 807, 50 U. S. P. Q. 639 (affirmed Jaco) 
Ries Bottling Works, Inc. v. The Coca-Cola Company, 31 C. C. P. A. 706, 138 
F. 2d 56 [33 T. M. R. 462]; Ex parte Graham, 49 U. S. P. Q. 34. Each case. 
must however be considered in view of its own circumstances and it would seem 
improper to assume that changes in conditions or facts which have been recognized 
in a number of cases would not now be considered by this office and by that court. 
While the decision in Jacob Ries Bottling Works, Inc. v. The Coca-Cola Co., supra, 
was decided after the decision of the Circuit Court of Appeals for the Fourth Circuit, 
in Dixi-Cola Laboratories, Inc., et al. v. The Coca-Cola Company, supra, it does 
not mention that case. As already stated it did rule that even assuming that “Cola” 
were descriptive and open to public use it was not open to registration as a mark 
or part of a mark in view of opposer’s prior registration. However, in Miles 
Laboratories, Inc. v. Foley & Company, 32 C. C. P. A. 714, 144 F. 2d 888 [34 
T. M. R. 335], decided by the Court of Customs and Patent Appeals in 1944, the 
court said: 

There is presented here, as is presented in many cases, a situation where a well 


known and commonly used term (in this case “Vita”), having a well understood sig- 
nificance, is combined with another term to constitute a trade-mark. .. . 


After discussing the meaning of the terms there involved, the court further said: 


While it is true that marks must be considered as a whole, nevertheless, in order to 
arrive at any intelligible understanding of them in cases such as this, it is necessary to 
look to the meaning or significance of parts of them in order to determine the dominant 
part. 

We do not think that either party to this controversy could successfully contend that 
it is entitled to preempt the field with respect to marks having “Vita” as a portion 
thereof, and thus exclude all others from the use of any mark composed in part of that 
| ae 


See also West Disinfecting Company v. Lan-O-Sheen Company, 35 C. C. P. A. 
706, 163 F. 2d 566 [37 T. M. R. 657]. I cannot determine from this that the court 
intended to overrule its prior ruling in Jacob Ries Bottling Works, Inc. v. The 
Coca-Cola Co., supra, but in view of the fact that “Cola” has now been accepted 
in a number of cases as constituting a descriptive term as applied to soft drinks it 
would appear that the foregoing comments of the Court of Customs and Patent 
Appeals should be considered in a case involving that word. The significance of 
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that term appears to be as apparent and well-known as that attributed to “Vita” 
and it would appear to me proper in view of this presently recognized meaning of 
the term to apply the decision of the court in the later case (Miles Laboratories, 
Inc. v. Foley & Company, 32 C. C. P. A. 714, 144 F. 2d 888 [34 T. M. R. 335], 
even though the opposer’s specific mark was under consideration in the former 
(Jacob Ries Bottling Works, Inc. v. The Coca-Cola Co., supra). The changed 
situation as to the meaning of the word “Cola” is set out in some detail in both the 
District and the Circuit Court of Appeals decisions in the Coca-Cola Company v. 
Standard Bottling Co., supra, in which the court over this opposer’s objection set 
aside a consent decree which had included a prohibition against using that word. 
Accordingly, in my opinion, the mere appearance of the disclaimed word “Cola” in 
applicant’s mark is not sufficient to indicate likelihood of confusion. 

The Examiner found that there were other features of similarity between ‘“‘Coca- 
Cola” and “Santa Cola.” I cannot agree that there is any greater similarity be- 
tween the marks when considered in their entireties than existed in the various 
cases above cited. I do not, therefore, agree with the conclusion of the Examiner 
of Interferences that considered in their entireties there is likelihood of confusion 
between applicant’s mark and that of opposer. . 

It should be emphasized, however, particularly in view of the decision in The 
Coca-Cola Company v. Jacobson Beverages (Opposition No. 27,172) decided con- 
currently herewith, that except for the use of the disclaimed word “Cola” there 
are, so far as I can determine, no resemblances between the marks of the parties as 
to the use of similar script or manner of display, color or other features. 

Certain other questions raised by these parties may not have been specifically 
mentioned. To the extent that they are not referred to or are not subordinate to 
the questions considered, it seems sufficient to say that I agree with the statements 
of the Examiner of Interferences with respect thereto. 

The decision of the Examiner of Trade-Mark Interferences is reversed. 





THE COCA-COLA COMPANY v. JACOBSON BEVERAGES 
Commissioner of Patents—May 25, 1950 


OPPposITIONS—BASIS OF RELIEF—GENERAL 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 

If only question involved were similarity between “Yan-Cola,” the word “Cola” being 
disclaimed, and “Coca-Cola,” the opposition would not be sustained. 

“Yan-Cola,” the word “Cola” being disclaimed, held confusingly similar to “Coca-Cola,” 
used on similar goods, under 1905 Act, where similarity of color and script appears sufficient 
to indicate reasonable likelihood of confusion. 

TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 

Marks must be considered in their entireties in determining question of likelihood of 
confusion; and particularly where mark widely used for many years is involved, effect of 
combination of elements of disclaimed descriptive portion, script style of lettering, and color 
must be considered. 

Oppositions—EvipENCE—LIKELIHOOD OF CONFUSION 

While deliberate substitution of applicant’s product for opposer’s, practiced independently 

of use of mark, should not be considered, fact that such passing off has occurred held perti- 
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nent in considering the likelihood of confusion from the combination of features of mark 
sought to be registered. 
Appeal from Examiner of Interferences. 
Trade-mark opposition by The Coca-Cola Company against Jacobson Beverages, 
Applicant appeals from decision sustaining notice of opposition. Affirmed. 


Pope F. Brock, K. Wilson Corder, and Daphne Robert, of Atlanta, Ga., and Thoma; 
L. Mead, Jr., of Washington, D. C., for opposer. 
Clarence A. O’Brien and Harvey B. Jacobson, of Washington, D. C., for applicant, 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interferences 
sustaining the notice of opposition to an application under the Trade-Mark Act of 
1905 for the registration of a trade-mark for “nonalcoholic maltless beverage sold 
as a soft drink.” The mark sought to be registered consists of the notation 
“Yan-Cola,” the word “Cola” being disclaimed. 

Opposer relies upon its ownership and prior use of the trade-mark “Coca-Cola” 
as a trade-mark for soft drinks and syrups from which it is manufactured. Various 
registrations of opposer’s mark have been submitted and no question is or can be 
raised as to opposer’s long prior use of its mark for its goods nor as to the similarity 
of the products. The only question on this appeal is therefore whether or not the 
mark of the applicant is confusingly similar to that of the opposer within the mean- 
ing of the confusion in trade clause of Section 5 of the Trade-Mark Act of 1905. 

Much of the argument on this appeal is devoted to the question of whether or 
not the applicant is entitled to registration of a mark including the word “Cola,” 
assuming that the balance of the marks are not confusingly similar. Both applicant 
and opposer have reviewed numerous cases which have considered this question, 
it being applicant’s contention that no confusion can result from the common use 
of this word and that its mark, considered in its entirety, is not confusingly similar 
to “Coca-Cola.” The question of the right to include the word “Cola” as part of 
a mark to be registered has been considered in the appeal in Opposition No. 27,123, 
The Coca-Cola Company v. Santa Cola Company, decided concurrently herewith, 
and the comments on that subject will not be repeated in this decision. “Yan” 
clearly differs from “Coca” at least to as great an extent as “Santa” involved in 
that case. If, therefore, the only question involved were the similarity between 
the terms “Coca-Cola” and “Yan-Cola” the decision of the Examiner of Inter- 
ferences would necessarily be reversed for the reasons given in that decision. 

As noted in the accompanying decision, however, except for the occurrence of 
the word “Cola” in each of the marks, there were no features of similarity between 
them. In this case the applicant’s mark as presented for registration is printed in 
script which while not identical, resembles to a substantial extent the script in which 
the opposer’s mark has been used and has become widely known (see registration 
No. 22,406, registered January 31, 1893, twice renewed; No. 47,189, registered 
October 31, 1905, twice renewed; No. 238,146, registered January 31, 1928, and 
renewed ; see also Cleo Syrup Corporation v. The Coca-Cola Company, 139 F. 2d 
416, 60 U. S. P: Q. 98, certiorari denied, 321 U. S. 781, 60 U. S. P. Q. 578). It 
is also to be noted that the same colors are used by the applicant as those used by 
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the opposer. While the style of lettering seldom becomes important in comparing 
yord-marks, and color forms no part of applicant’s mark or opposer’s registrations, 
the combination of these elements with the use of the disclaimed word “Cola” must 
be given consideration in determining the likelihood of confusion. This is particu- 
rly true in a matter such as this where a trade-mark which has been widely used 
jor many years, is involved and where prior decisions are not in agreement as set 
out in The Coca-Cola Company v. Santa Cola Company, supra. Even the courts 
which have held that a defendant is entitled to use the word “Cola” as part of a 
mark which otherwise does not resemble “Coca-Cola” have universally found that 
confusion was likely when other features of similarity were present. In Cleo Syrup 
Corporation v. The Coca-Cola Company, supra, it was found that the use of script 
and of red and white color was properly considered and this was emphasized in 
inding that the mark there involved infringed the plaintiff's trade-mark. In The 
Krause Bottling Company, et al. v. Pepsi-Cola Company, Circuit Court of Appeals 
jor the Fourth Circuit, 168 F. 2d 224, 77 U.S. P. Q. 494, the court found: 


Having thus the lawful right to use both the word “Pep” and the word “Cola,” the 
defendants published advertisements in which the two words were so arranged or juxta- 
posed as to make it appear to the public that the defendants were manufacturing a 
drink called “Pep-Kola”; and this combination was so close to Pepsi-Cola that the 
District Judge had no difficulty in finding that the defendants had violated the injunctive 
decree of May 14, 1936, and therefore adjudged them guilty of contempt of court. .. . 

In cases such as Miles Laboratories, Inc. v. Foley & Company, 32 C. C. P. A. 
714, 144 F. 2d 888, 63 U. S. P. Q. 64, while lesser weight was given to a descrip- 
tive portion of the mark it was recognized that marks must be considered in their 
entireties and descriptive and disclaimed matter may not be ignored. It is true 
that “Yan” differs substantially from “Coca” and it is also true that the script used 
is not identical with that of opposer, and that neither party may be entitled to 
exclusive rights to the precise script or color. The combination of all these features, 
however, must be considered. Even though “cola” has been disclaimed its use 
together with the similarity of color and script appears sufficient to indicate reason- 
ale likelihood of confusion. As indicated in Dixi-Cola Laboratories, Inc., et al. 
\. The Coca-Cola Company, Circuit Court of Appeals, Fourth Circuit, 117 F. 2d 
$2, 48 U. S. P. Q. 164, decided April 4, 1941, the right to use “Cola” can exist 
oly in connection with a mark which in its entirety is such that it “prevents all 
confusion.” 

The Examiner of Interferences reviewed opposer’s testimony and found that, 
although substitution of applicant’s product for that of opposer had been practiced, 
it should not be considered since such passing off was deliberately practiced and 
was independent of any use of applicant’s mark. While agreeing with this conclu- 
sion, the fact that such passing off has occurred is in my opinion pertinent in con- 
‘dering the likelihood of confusion from the combination of features above re- 
ferred to. 

I accordingly agree with the Examiner of Interferences that under the circum- 
stances of this case there is reasonable likelihood of confusion and that the applicant 
snot entitled to the registration sought. 

The decision of the Examiner of Trade-Mark Interferences is affirmed. 





TRADE-MARK REPORTER 40 T. MR 
RR 


ISAAC GINSBERG & BROS., INC. v. BOSTON MAID 
Commissioner of Patents—May 26, 1950 


TRADE- MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
Composite mark consisting of fanciful representation of head and shoulders of a woman 
wearing a crown and ermine, in conjunction with words “Fit For A Queen,” which are 
disclaimed, held to constitute conventional pictorial representation of a queen and con- 
fusingly similar to “Queen Make” written in script against the background of an inverted 
triangle, used on similar goods, under 1905 Act. 
CANCELLATION S—DEFENSES—LACHES 
On facts of record, respondent held to have failed to sustain defense of laches, where 
only showing was that respondent’s mark was registered for about seven years and nothing 
was submitted to indicate any knowledge of the registration on the part of petitioner, 


Appeal from Examiner of Interferences. 
Trade-mark cancellation proceeding by Isaac Ginsberg & Bros., Inc. against 
Boston Maid. Registrant appeals from cancellation of registration. Affirmed, 


Munn, Liddy & Glaccum, of New York, N. Y., for petitioner. 
John B. Hosty, of Chicago, Ill., and G. C. Callon, of Washington, D. C., for 
registrant. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining a petition for cancellation of trade-mark registration No. 374,381, 
registered January 9, 1940, under the Trade-Mark Act of 1905. The mark dis- 
closed in that registration consists of a fanciful representation of the head and 
shoulders of a woman wearing a crown and ermine. Over this representation 
appears the words “Fit For A Queen,” which were disclaimed. The goods set out 
in that registration are “women’s and misses’ coats, suits, skirts, dresses, frocks, 
waists, blouses, and petticoats.” Petitioner relies upon its ownership of registra- 
tion No. 157,074, registered July 25, 1922, and renewed, which discloses the words 
“Queen Make” for “women’s cotton aprons and dresses.” As shown in that 
registration the words are written in script against the background of an inverted 
triangle. 

The respondent filed a counterclaim requesting cancellation of petitioner's 
registration which was dismissed by the Examiner of Interferences. No appeal 
from such dismissal was filed, and the grounds of appeal do not mention the counter- 
claim. Accordingly it need not be considered. 

The respondent does not question petitioner’s priority nor the similarity of 
the goods, stating that the “primary issue here is the question of confusing similarity 
of the two marks, as used, and there are collateral issues as to petitioner’s use of its 
mark at the time its petition was filed, thirdly the question of laches. . . .” 

Similarity of the marks appears to me obvious. The respondent’s mark aside 
from the disclaimed material consists of a conventional representation of a queen 
and would obviously be recognized and referred to as such. The more prominent 
and significant portion of petitioner’s mark consists of the word “Queen.” The 
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equivalence of the word and picture requires no discussion. While the disclaimed 
phrase “Fit For A Queen,” forming part of respondent’s mark, cannot be dis- 
regarded, there is an apparent similarity between that portion of respondent’s mark 
and that of petitioner. 

Respondent, however, refers to the pictorial feature of its mark as a “repre- 
sentation of a Boston maid wearing a somewhat fanciful representation of a crown.” 
At another point in the brief it restricts this by suggesting that it is intended to 
represent “a Boston maid, probably one chosen to be the queen of a festival of some 
kind... .” In the testimony submitted there is no basis for connecting such a 
costume with a resident of the city of Boston and it must be considered merely a 
conventional pictorial representation of a queen. 

With respect to the so-called “collateral issue” of laches, nothing is submitted 
to indicate any knowledge of the registration on the part of the petitioner for can- 
cellation and nothing other than the fact that the mark was registered for approxi- 
mately seven years appears in the record. In my opinion, there is no showing of 
laches which would defeat petitioner’s claim for cancellation. Bordo Products Com- 
pany v. B. A. Railton Company, 36 C. C. P. A. 1059, 173 F. 2d 981. 

The foregoing covers the points as to which any discussion appears in the brief 
submitted, and as to any collateral points which may have been raised by the grounds 
of appeal, I agree with the decision of the Examiner of Interferences for the reasons 
stated therein. 

The decision of the Examiner of Interferences is affirmed. 


BROWN & BIGELOW v. THE INTERNATIONAL SILVER 
COMPANY 


Commissioner of Patents—May 31, 1950 


CaNCELLATIONS—BASIS OF RELIEF—GENERAL 
OPPOSITIONS—PLEADING AND PRACTICE—COUNTERCLAIM 

In opposition proceedings, applicant in counterclaim may, under Rule 15(b) of Federal 
Rules of Civil Procedure, make allegations as to similarity or competitive nature of products 
upon hypothetical basis inconsistent with its denials in other portions of answer. 

Counterclaim for cancellation of opposer’s registrations must set up damage to applicant 
independent of the bringing of opposition proceeding. 

On facts of record, hypothetical allegations of applicant-counterclaimant that the goods 
of the parties so resemble each other that under the terms of 1946 Act there would be 
likelihood of confusion, or that upon the facts pleaded they would be in a competitive situa- 
tion and that as a competitor applicant is damaged, held so intermingled with allegations 
relating to bringing of the opposition proceeding that entire counterclaim should be stricken, 
with leave to applicant to amend. 

OpPosITIONS—PLEADING AND PRacTICcE—MOTIONS TO STRIKE 

On facts of record, paragraph of answer held properly stricken as collateral attack upon 
opposer’s registration. 

To extent that allegations constitute collateral attack, they are improper in opposition; 
and to extent that allegations refer to scope of opposer’s rights, they are unnecessary since 
such matter may be proven and presented under general allegations and denials of answer. 
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Trade-mark opposition by Brown & Bigelow against The International Sily., 
Company, in which applicant counterclaims for cancellation of opposer’s registra. 
tions. Applicant petitions from Examiner’s decisions striking paragraph of answer 
and dismissing counterclaim. Affirmed, with leave to applicant to amend, 


Howard L. Fischer, of St. Paul, Minn., for opposer. 
Matthew T. Mayes, of Meriden, Conn., and Nims, Verdi & Martin (Wallace q 
Martin and Walter J, Halliday, of counsel), of New York, N. Y., for applicant 


DANIELS, A. C.: 


This is an appeal from the action of the Examiner of Trade-Mark Interference 
dismissing the counterclaim contained in applicant’s amended answer to the notice 
of opposition herein. Applicant has also presented a petition requesting that the 
action of the Examiner of Interferences striking paragraph 9 of its amended answer 
be set aside. 

The notice of opposition alleges that the mark sought to be registered by appi- 
cant so resembles certain marks owned and used by the opposer on various products 
as to be likely, when applied to the goods of the applicant, to cause confusion jn 
trade, and sets up registrations of such marks as applied to some, but not all of 
such goods. 


Both the original and amended answer deny generally the allegations of the _ 


notice of opposition and set up matters of affirmative defense. The Examiner of 
Interferences permitted amendment of the answer to include the counterclaim seek. 
ing cancellation of opposer’s registrations as well as additional matters of affirma- 
tive defense but upon opposer’s motion dismissed the counterclaim on the ground 
that it did not state a cause of action upon which relief could be granted. 

The decision dismissing the counterclaim held that it must be shown not only 
that the registration sought to be cancelled is invalid but that the applicant has 
been damaged by such registration and that it is inconsistent with some right which 
the applicant for cancellation is entitled to assert, and that the mere fact that a 
registration had been relied upon in opposing the application was not sufficient 
allegation of such damage. The Examiner stated: 


An application for cancellation hence must independently set up a good cause of 
action, whether or not the applicant for cancellation may have been charged with a 
violation of the trade-mark rights of the owner of the registration under attack. (Citing 
Goheen Corp. v. The White Co., 29 C. C. P. A. 926, 126 F. 2d 481, and other cases.) 


Thereupon applicant moved to amend by adding certain further paragraphs, 
which amendment was permitted, but the Examiner held that even with the added 
paragraphs no independent damage was set out and that no cause of action was 
stated, and that the counterclaim must be dismissed for the reasons stated in his 
original decision. 

Applicant contends that the counterclaim includes allegations made upon the 
hypothesis of the allegations of the notice of opposition as to the relationship be- 
tween the products of the parties which indicate that it has and will be damaged 
by the continuance of the registrations, it being alleged that, as used by the opposer 
(but not by the applicant), the mark involved is descriptive. It is stated that 
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applicant does not agree that the goods bear such near resemblance or are so 
related that the use of the mark upon its goods will give rise to likelihood of confusion 
nor establish a competitive relationship which might give rise to damage in accord- 
ance with Burmel Handkerchief Corporation v. Cluett, Peabody & Co., 29 C. C. 
p, A. 1024, 127 F. 2d 318, but that under Rule 15(b) of the Federal Rules of 
Civil Procedure, it is entitled to plead this resemblance or relationship hypo- 
thetically. 

Applicant has construed the decision of the Examiner of Trade-Mark Interferences 
as denying it the right to make such allegations as to the similarity or competitive 
nature of the products upon a hypothetical basis inconsistent with applicant’s denials 
contained in the other portions of its answer. I do not understand the ruling of 
the Examiner to deny applicant’s right to make such allegations upon that basis 
nor to assert them because of any such inconsistency. Rule 15(b) of the Federal 
Rules of Civil Procedure specifically permits such hypothetical and inconsistent 
pleadings. It is my understanding of the Examiner’s ruling, however, that he has 
construed the applicant’s counterclaim even as amended, as alleging damage only 
because of the opposer’s having asserted its registration as a basis for the notice of 
opposition herein. 

No useful purpose would be served in attempting to quote or review the allega- 
tions referred to in detail. I have examined the counterclaim and find no basis 
for damage stated except the fact that the opposer’s registrations have been relied 
upon in the notice of opposition or otherwise in questioning or attacking applicant’s 
rights to the registration sought. While certain hypothetical allegations as to the 
goods appear in the amendment to the counterclaim (for example, in paragraph 
30a) they are so intermingled with allegations of the bringing of the notice of 
opposition that in my opinion the only basis for the cancellation proceeding set out 
therein is the opposer’s action in filing the notice of opposition. As was found by 
the Examiner of Interferences a petition for cancellation must set up damage inde- 
pendent of the bringing of the notice of opposition. Goheen Corp. v. The White 
Co., supra. If the applicant seeks to allege that the goods of the parties so resemble 
each other that under the terms of the Trade-Mark Act of 1946 there would be 
likelihood of confusion as a result of the use of the same mark thereon or that upon 
the facts pleaded they would be in a competitive situation, and that as a competitor 
it is damaged, it would be entitled to do so either directly or hypothetically. Such 
allegations should be clearly set out, even though upon a hypothetical basis and as 
already indicated, I cannot find such statements in the counterclaim. If they could 
be spelled out they are so intermingled and confused with allegations relating to 
the bringing of the opposition proceeding (see for example paragraphs 27, 29 and 
parts of paragraph 30a) which are immaterial to an independent cause of action, 
that the entire counterclaim would be properly stricken in its present form. I 
accordingly agree with the conclusion of the Examiner of Interferences that no 
cause of action upon which relief can be granted is set out in the counterclaim as 
presently presented. 

It is apparent, however, that the applicant regarded the Examiner’s decision 
as a ruling that it could not rely upon hypothetical or inconsistent allegations and 
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appealed upon that ground. For that reason no request for leave to further amenq 
the answer was made. While I regard the Examiner’s action dismissing the 
amended counterclaim as proper, it would appear that the applicant should py 
permitted to file an amended counterclaim setting out definite (even though stated 
hypothetically) allegations as to damage for reasons independent of the bringing 
of the opposition if it so elects. In view of the interpretatoin given the Examiner’, 
decision it would appear that permission to file such an amendment may be granted 
on this appeal. 

With respect to the petition requesting that the action of the Examiner striking 
paragraph 9 of the amended answer be overruled I agree with the Examiner that 
such allegations constitute a collateral attack upon opposer’s registration. It is con. 
tended by the applicant, however, that it is entitled to question the extent of the 
opposer’s rights in view of its descriptive use of its mark and that paragraph 9 js 
included for that purpose. To the extent that the allegations constitute a co- 
lateral attack they are improper; to the extent that they refer to a general con- 
struction of applicant’s rights they are unnecessary, since such matter may be 
proven and presented under the general allegations and denials of the answer, 
The petition should therefore be denied. The motion subsequently filed by appli- 
cant will not be considered, but may be presented to the Examiner of Interferences, 
if necessary. 

The decision of the Examiner of Interferences dismissing the counterclaim js 
affirmed, but the case is remanded to the Examiner of Interferences to permit the 
applicant to file an amended answer if it so elects. 


NOXON, INC. v. THE PENNSYLVANIA SALT MANUFACTURING 
COMPANY 


Commissioner of Patents—May 31, 1950 


APPEALS—PLEADING AND PRACTICE—GENERAL 

Where application was involved in two oppositions, this and prior proceeding, and due 
to unusual circumstances neither counsel in this case nor those who heard it in Patent Office 
were aware that applicant had defaulted in prior opposition, until immediately prior to 
expiration of time for opposer herein to appeal from dismissal of notice of opposition, to 
avoid possibility of this case being presented to the courts without full information, Com- 
missioner’s decision herein was vacated and applicant required to show cause why an order 
should not be substituted dismissing the appeal of applicant to the Commissioner as moot. 

While decision sustaining prior opposition of third party by default bars registration 
sought by applicant, on facts of record, held that appeal to Commissioner by applicant 
herein did not present a moot question. 

Commissioner’s decisions on appeal and on petition for reconsideration herein, previously 
vacated, are reinstated though, on facts of record, reversal of Examiner’s decision which 
had sustained notice of opposition, does not entitle applicant to registration. 

OPpPOSITIONS—PLEADING AND PRACTICE—GENERAL 

Applicant may not avoid decision in opposition by withdrawing or abandoning applica- 
tion, without consent of opposer. 

Applicant is entitled to avoid effect of unfavorable decision based on alleged conflicting 
rights of opposer herein, though registration might be barred by other rights or action, 
where applicant’s mark is not inherently unregistrable. 
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Appeal from Examiner of Interferences. 
Trade-mark opposition by Noxon, Inc. against The Pennsylvania Salt Manu- 
facturing Company. Applicant appeals from decision sustaining notice of opposi- 


tion. Reversed. 


Schaines & Liberman, of New York, N. Y., for opposer. 
Arvid E. Lyden, of Philadelphia, Pa., and Howson & Howson, of Washington, 


D. C., for applicant. 


DaniELs, A. C.: 

By decision dated August 10, 1949, the decision of the Examiner of Interferences 
sustaining the opposer’s notice of opposition and adjudging that the applicant is 
not entitled to the registration for which it has made application, was reversed. 
On September 7, 1949, a petition for reconsideration by opposer was denied. There- 
after and immediately prior to the expiration of the time for appeal this office was 
advised that the application involved in this proceeding had been opposed by a third 
party (Stauffer Chemical Company v. The Pennsylvania Salt Manufacturing Com- 
pany, Opposition No. 26,630), and that that opposition has been sustained by de- 
fault and become final. It is unnecessary to review the history of the earlier opposi- 
tion although it is noted that due to unusual circumstances neither counsel who 
presented this case nor those who heard it in this office were aware of the disposition 
of the earlier proceeding even though it was of record. 

In view of the fact that the prior opposition proceeding required refusal of the 
application for registration involved herein regardless of the disposition of this 
appeal, it appeared that the subject matter of the appeal might have been moot. 
Accordingly, in view of the imminence of the time for appeal and to avoid any 
possibility of the matter being presented to the courts without full information, the 
decision of August 10, 1949, reversing the Examiner of Interferences, was vacated 
and the applicant required to show cause why an order dismissing that appeal as 
moot should not be substituted therefor. 

Following the issuance of such order to show cause, the applicant has pre- 
sented authorities which it contends indicate that the question involved on the 
appeal from the Examiner of Interferences was not moot and that it is entitled to 
a decision on the merits even though it may not be entitled to the registration 
sought in view of the outcome of the other proceedings. It is contended that, while 
the ultimate issue in an opposition proceeding is whether or not the applicant is 
entitled to register its mark, it is necessary to determine that question with respect 
to the particular adverse rights or conflicting marks presented in the particular case. 

In Miles Laboratories, Inc. v. The Pepsodent Company, 26 C. C. P. A. 1272, 
104 F. 2d 205 [29 T. M. R. 381], the court said: 


Upon oral argument before us the question was raised of whether the issue here 
involved had become moot by reason of the fact that in another opposition proceeding it 
has been finally determined that appellee is not entitled to registration of its mark upon 
the application here involved. 

_ In the case of The Pepsodent Co. v. Pepsinic Seltzer Co., 26 C. C. P. A. (Patents) 
1210, 103 F. 2d 362 [29 T. M. R. 299], we affirmed a decision of the Commissioner of 
Patents sustaining the opposition there involved and holding that appellee here was not 
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entitled to register its mark upon the application here involved. Appellant was not a 
party to that proceeding and we do not think it may be considered here further than to 
say that, in affirming the decision of the Commissioner upon the record before us, we do 
not hold that appellee’s application must be allowed. This will be a matter for ex parte 
consideration by the Patent Office when appellee’s application comes before it for fina] 
action, when our decision in the case of Pepsodent Co. v. Pepsinic Seltzer Co., supra, 
may be considered. 


It has been held by the courts and the Patent Office that an applicant may no 
avoid a decision in an opposition proceeding by withdrawing or abandoning it; 
application. The Crown Overall Mfg. Co. v. Bowman Hat Company, 588 0, 
681, 69 U. S. P. Q. 467; Lincoln Motor Company v. Lincoln Manufacturing Co, 
374 O. G. 251, 26 F. 2d 563; Stanco Incorporated v. Waverly Petroleum Products 
Company, 35 C. C. P. A. 1195, 168 F. 2d 319; International Salt Company y, 
International Minerals & Chemical Corporation, 66 U. S. P. Q. 330, 578 0.6 
455; Pocahontas Operators Association v. Carter Coal Company, 34 C. C. P. A 
926, 160 F. 2d 114 [37 T. M. R. 340]. 

Under the foregoing cases an opposer is entitled to prosecute a notice of opposi- 
tion to judgment unless he chooses to consent to the withdrawal of an application 
even though the applicant has conceded on the record that he is not entitled to the 
registration sought. It would seem that an applicant was equally entitled to avoid 
the effect of an unfavorable decision based on alleged conflicting rights of an opposer 
in a matter so contested even though his registration might be barred by other 
rights or action. Whether or not a different situation might be presented in the 
case of a mark held unregistrable for reasons other than those based on rights of 
a third party need not be considered. Campana Corporation v. Harry R. Lukaiser, 
578 O. G. 455, 66 U. S. P. Q. 328. 

While the decision in the prior opposition is an effective bar to the registration 
sought by the applicant, it in no way suggests that applicant’s mark is inherently 
unregistrable. Should conditions have changed since the final disposition of the 
other opposition, so that that opposer’s rights would no longer constitute a bar to 
registration, or should they change hereafter, as for example, in the case of purchase 
or abandonment of the other opposer’s mark (and it is not suggested that any such 
change exists or is in contemplation), the applicant should be entitled to contest 
this opposition rather than to have it stand as res judicata against its possible 
future rights to registration if it so elects. 

In view of the foregoing it is my opinion that the applicant has presented a 
satisfactory showing that the appeal from the Examiner of Interferences did not 
present a moot question. Accordingly it was entitled to have the matter decided 
and the decisions of the appeal dated August 10, 1949, and on petition for recon- 
sideration dated September 7, 1949, will be reinstated as of this date. In view of 
the facts set out above the reversal of the Examiner’s decision does not indicate 
that the applicant is entitled to the registration sought. 

The order to show cause dated September 20, 1949, is vacated, and the decisions 
of August 10, 1949, and September 7, 1949, in the above entitled appeal are hereby 
reinstated as of this date. 
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EX PARTE BIANCHINI, FERIER, INC. 
Comuinissioner of Patents—May 17, 1950 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 

“Crepe Romain” held confusingly similar to “Romainette Crepe,” the word “Crepe” 

being disclaimed in both instances, used on similar goods, under 1946 Act. 
TRADE- MARKS—REGISTRABILITY—EFFECT OF CONSENT 
TRADE- MARKS—CONFUSING SIMILARITY—GENERAL 

Consent of prior registrant may be given weight where there is at least arguable differ- 
ence between marks but where they closely resemble each other, such consent cannot over- 
come statutory bar of Section 2(d) of 1946 Act. 

Particular caution should be exercised in accepting such consent where prior registration 
shows dates subsequent to those alleged by applicant. 

ApPEALS—SCOPE OF REVIEW—GENERAL 

In view of fact that final refusal offered applicant little opportunity to argue question 
as to capability of mark to distinguish, and of Examiner’s citation of textile dictionary for 
first time in action finally refusing registration on ground that mark was generic, Com- 
missioner accepted affidavits and additional material which ordinarily should have been 
presented before Examiner. 

If mark were otherwise registrable, it would probably be desirable to remand to Examiner 
for further corisideration of question as to generic nature of mark, but no determination of 
question is made on this appeal since mark is held unregistrable on other grounds. 

TrapE-MARK Act OF 1946—REGISTRABILITY—SECTION 2(f) 
TRADE- MARKS—REGISTRABILITY—PROOF OF DISTINCTIVENESS 

Applicant for registration under Section 2(f) of 1946 Act having burden of showing 
that mark has become distinctive, held to have failed to sustain that burden. 

Existence of applicant’s expired 1920 Act registration covering mark held not to indicate 
that mark attained any distinctiveness while such registration was in force. 

On facts of record, agreements by others to discontinue use of term held not to indicate 
that mark was or has become distinctive. 

The number of adverse uses casts doubt upon allegation of distinctiveness and may tend 
to indicate that trade regarded term as open to use by anyone. 

On facts of record, long continued use alone held insufficient to indicate distinctiveness. 

If lack of confusion is to be considered as indicating distinctiveness, it must be clear 
that it resulted from a real difference in marks used; and prior registration and concurrent 
use for over twenty years of confusingly similar mark must be considered as negativing, to 
some extent, claim of substantially exclusive use and distinctiveness. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Bianchini, Ferier, Inc. Applicant 
appeals from refusal of registration under Section 2(f) of 1946 Act. Affirmed. 


Proskauer, Rose, Goetz & Mendelsohn, of New York, N. Y., and E. F. Wenderoth, 
of Washington, D. C., for applicant. 


Dantes, A. C.: 


This is an appeal from the final refusal of an application for registration of the 
notation “Crepe Romain as a trade-mark for silk piece goods on the Principal 
Register under the Trade-Mark Act of 1946. The word “Crepe” has been dis- 
claimed. 

Registration has been refused on the ground that the notation presented is 
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incapable of distinguishing applicant’s goods in commerce, it being stated by the 
Examiner that it represents merely a known type of fabric. Registration has also 
been refused in view of a prior registration of the words “Romainette Crepe” fo, 
sheer silk crepe in the piece, Registration No. 220,473 registered November 9, 
1926, and renewed, the word “Crepe” being disclaimed. 

The application for registration sets out applicant’s substantially continuous and 
exclusive use of the mark sought to be registered as applied to the goods for more 
than five years prior to the filing date of the application, and that it has become 
distinctive of applicant’s goods, requesting registration in accordance with Section 
2(f) of the Act of 1946. Applicant also relies upon the fact that this mark was 
registered by it under the Trade-Mark Act of 1920, registration No. 156,795 dated 
July 11, 1922. 

With reference to the refusal of registration in view of the prior registration 
of “Romainette,” it is my opinion that applicant’s mark so nearly resembles that 
of the prior registration as to be likely, when applied to the goods of the applicant, 
to cause confusion or mistake in accordance with Section 2(d) of the Trade-Mark 
Act of 1946. The resemblance between “Romain” and “Romainette” as applied 
to identical goods appears obvious and the mere addition of the diminutive suffix 
“ette” is not, in my opinion, sufficient to distinguish between them. It therefore 
constitutes a statutory bar to the registration of applicant’s mark without reference 
to the question of its distinctiveness or lack of distinctiveness. 

Applicant has submitted a letter of consent from the owner of that prior regis- 
tration. Such a consent may be given weight where there is at least an arguable 
difference between the marks, but where they so nearly resemble each other as those 
here involved and they are applied to the same products, such consent cannot over- 
come the effect of Section 2(d) of the Act. In re Laskin Brothers, Inc., 32 C. C. 
P. A. 820, 146 F. 2d 308 [35 T. M. R. 51]; Schering & Glatz, Inc. v. Sharp & 
Dohme, Inc., 32 C. C. P. A. 827, 146 F. 2d 1019 [35 T. M. R. 46] ; Fruit Indus- 
tries, Ltd., v. Ph. Schneider, 518 O. G. 783, 46 U. S. P. Q. 487. Particular caution 
should be exercised in accepting such a letter of consent where, as here, the prior 
registration shows dates subsequent to those alleged by the applicant so that such a 
consent might well be motivated by self interest. Accordingly the action of the 
Examiner in refusing this application in view of the prior registration must be 
affirmed. 

Since, however, the present applicant might be entitled to request interference 
with the prior registration if its mark were otherwise registrable, it is necessary to 
consider whether or not the mark is shown to have become distinctive or is regis- 
trable. The holding that applicant’s mark is incapable of distinguishing its goods 
and that it represents only a known type of fabric appears to be based upon a def- 
nition appearing in “The Language of Fashion, A Dictionary and Digest of Fabric 
Sewing and Dress,” published in 1939. This was first cited by the Examiner in 
his action finally refusing registration of applicant’s mark. On this appeal, how- 
ever, it is argued that the dictionary referred to was published in 1939, and that 
no definition referring to “Romain” or “Romaine” as a generic name or type of 
fabric before applicant’s adoption and extensive use of the word can be found. It 
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‘; therefore contended that the dictionary merely refers to the recognition which 
has been attained by applicant’s own product, and is, if I correctly understand the 
applicant’s argument merely a misuse of the applicant’s trade-mark and affidavits 
and additional material in support of this contention are submitted. 

While this material should have been presented before the Examiner I have 
accepted it on this appeal in view of the particular circumstances of this case and 
particularly in view of the fact that the final refusal offered applicant little oppor- 
tunity to argue the question or present additional facts. Accepting the statements 
made by applicant however, they do not necessarily indicate that the Examiner is 
wrong in holding the term to be generic and accordingly incapable of functioning 
as a trade-mark. Whether or not originally generic and whether or not it may 
have become generic by 1939, “Romaine” is referred to by a standard reference 
work as a recognized type of fabric without reference to its source or origin. I am 
ynable to determine with any reasonable certainty whether the term is a generic 
one or whether the reference to it in such Digest and Dictionary is a misuse of 
applicant’s mark. If the mark were otherwise registrable, it would probably be 
desirable to remand this matter to the Examiner of Trade-Marks to permit further 
consideration of the question of whether or not it was actually generic or merely 
descriptive (or geographical). Since, however, it cannot, in any event, be registered 
it seems sufficient to state that no determination of this question is made on this 
appeal. 

Even if not generic the burden is upon the applicant to show that it has become 
distinctive in accordance with Section 2(f) of the Act of 1946. The material sub- 
mitted to establish that it is distinctive rather than descriptive or geographical con- 
sists of the applicant’s prior registration under the Trade-Mark Act of 1920, the 
fact that proof of extensive use over a long period of time (stated to be substantially 
exclusive use) has been submitted, and the fact that a number of persons have 
discontinued its use upon the demand of the applicant. 

The applicant’s expired registration of this mark under the Trade-Mark Act 
of 1920 was originally filed under the Act of 1905 and was refused on the ground 
that the mark was descriptive and geographical. That application was thereupon 
amended to bring the application under the Trade-Mark Act of 1920 and the regis- 
tration issued but has now expired in accordance with Section 46(b) of the Trade- 
Mark Act of 1946. It was not prima facie evidence of any exclusive rights and 
since descriptive marks were registrable under the 1920 Act its existence does not 
necessarily indicate that the mark attained any distinctiveness during the period of 
its existence. 

The fact that others have agreed to discontinue the use of this term, upon the 
facts presented, cannot be considered an indication that the mark was or has become 
distinctive. The letters submitted contain statements by the other users or their 
counsel that they were without knowledge that the term constituted a trade-mark 
or refer to inadventent use of applicant’s mark without knowledge of its rights. In 
one instance the writer refers to the use complained of as an isolated advertisement 
and agrees to discontinue its use, although denying the validity of the trade-mark. 
The fact that so many adverse uses occurred during the period referred to and that 
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so far as appears from this record, they may have been without any knowledge 
that the term was other than descriptive would not appear to indicate that the 
mark was recognized as distinctive or as identifying applicant’s goods. It would 
rather appear to cast doubt upon tbe allegation that it had become distinctive anq 
well known by reason of long continued use and might tend to indicate that the 
trade regarded it as a common term open to use by anyone. 

Nor is long continued use alone sufficient to indicate distinctiveness under the 
circumstances of this case. Kellogg Company v. National Biscuit Company, 305 
U. S. Ill. 39, U. S. P. Q. 296. From the definition referred to, and the fact that 
the mark was registered under the Act of 1920, and from other facts submitted 
there is a strong indication that the mark was originally regarded as descriptive (if 
not actually generic). If it continued to be so used and regarded, mere lapse of 
time would not make it distinctive. The prior registration of “Romainette” by a 
third party must be considered in this connection in addition to its constituting an 
independent statutory ground of refusal of registration. The resemblance between 
“Romain” and “Romainette” as applied to substantially identical goods has already 
been commented upon. The concurrent use of that term for a period of 21 years 
prior to the filing of the present application, as indicated by the registration referred 
to, would negative, at least to some extent, the applicant’s contention that it had 
had exclusive or substantially exclusive use of its mark and that it had acquired 
distinctiveness. 

The fact that both applicant and the prior registrant (in the letter of consent) 
state that there has been no confusion during this time cannot change this conclu- 
sion. If lack of confusion is to be considered as indicating distinctiveness, it must 
be clear that it resulted from a real difference, and under the circumstances of this 
case it is, at least, equally consistent with the conclusion that applicant’s mark is so 
descriptive and lacking in distinctiveness that it has been accepted as descriptive 
rather than as an indication of origin during that time. Where, as here, the appli- 
cant has the burden of showing that the mark has become distinctive, statements 
such as that contained in the letter of consent can be given little weight, and distinc- 
tiveness clearly cannot be conferred by consent. Campbell Soup Company, et al. 
v. Armour and Company, 81 F. Supp. 114, 79 U. S. P. Q. 14 (affirmed 175 F. 2d 
795, 81 U.S. P. Q. 430). 

While, for the reasons stated above, I cannot determine whether or not the 
holding of the Examiner that the mark was generic was correct, I am constrained 
to agree with his refusal of registration both on the ground that there is no sufficient 
showing that the mark has become distinctive and in view of the reference cited. 

The decision of the Examiner of Trade-Marks is affirmed. 
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EX PARTE THE WARD PRODUCTS CORPORATION 
Commissioner of Patents—May 18, 1950 


TRADE-MARKS—GOODs OF THE SAME CLASS—PARTICULAR INSTANCES 
Radio antenna held goods of the same descriptive properties and general character as 
gerials for automobile radio receivers and antenna kits, under 1946 Act. 
TravE- MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Magic Wand” held confusingly similar to “Magic Rod” and to “Magic Wave,” used 
on similar goods, under 1946 Act. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by The Ward Products Corporation. 
Applicant appeals from refusal of registration under 1946 Act. Affirmed. 
Kwis, Hudson, Boughton & Williams, of Cleveland, Ohio, for applicant. 


Murpuy, A. C.: 


This is an appeal from the final refusal to register on the Principal Register 
under the Trade-Mark Act of 1946 a trade-mark for Radio Antenna. The mark 
sought to be registered consists of the words “Magic Wand” in script form. Refusal 
to register is based on prior registrations Nos. 348,904 and 355,537, respectively 
disclosing “Magic Rod” for Aerials for Automobile Radio Receivers, and “Magic 
Wave” for Antenna Kits. 

In my opinion, the antennae of the applicant are goods of the same descriptive 
properties and general character as those of the two registrants, even though the 
specific uses may be different, as for television, frequency modulation, standard 
broadcast reception or automobile radios. All types of antennae are ordinarily sold 
side by side in the same stores; the fact that the different types of antennae may 
have specifically different configurations is deemed to be of no particular importance. 

In my opinion, applicant’s mark, “Magic Wand,” so resembles the two registered 
marks as to be likely, when applied to the goods of the applicant, to cause confusion 
or mistake or to deceive purchasers. “Wand” is defined as a “rod” and is com- 
monly known as a kind of rod; even though the connotation of “wand” may be 
more on the side of mysticism than the more prosaic word “rod,” the connection 
between the two, especially when preceded by the word “magic,” is so close that one 
naturally suggests the other and therefore applicant’s mark is substantially the same 
in significance as ““Magic Rod.” Thus, the somewhat different appearances of the 
mark of applicant and the “Magic Rod” mark are not sufficient to adequately dis- 
tinguish one from the other. 

“Wand” and “wave” have the same number of letters and the first two are 
identical. While naturally the two words have slightly different appearance and 
sound as a result of the different spelling, the similarity of the two marks, “Magic 
Wand” and “Magic Wave,” is such, in my opinion, that confusion is likely to occur. 

“Magic Wave” may suggest various ideas, but certainly it is apt to suggest the 
waving of a wand by a magician; therefore, there is also a similarity in meaning 
between “Magic Wave” and “Magic Wand” which is likely to cause confusion. 

The decision of the Examiner of Trade-Marks is affirmed. 











EDITORIAL BOARD 


WALTER J. HALLIDAY, Editor 


Contributing Editors 


Erastus S. ALLEN 
RuDOLF CALLMAN 
WALTER J. DERENBERG 
Isaac W. DIGGES 

KARL FENNING 
ABRAHAM S. GREENBERG 
A. E. JOHNSTON 
STEPHEN P. LADAS 
HERBERT LANGNER 


ELLIS W. LEAVENWORTH 
SYLVESTER J. Lippy 
JULIUS R. LUNSFORD, JR. 
GEORGE E. MIDDLETON 
Huco Mock 

CASPER W. OoMS 
EDMUND DILL SCorTTI 
LENORE B. STOUGHTON 
STEWART L. WHITMAN 


Foreign Collaborators 


ANDRE ARMENGAUD, Paris, France 


HENRY CALDERA-PALLAIS, Managua, Nicaragua 


HAROLD C. FAIRWEATHER, London, England 


HAROLD G. Fox, Toronto, Canada 


E. GORDON GOWLING, Ottawa, Canada 


JOHANSSON & LANGLOIS, Santiago, Chile 


THOMAS LEONARDOS, Rio de Janeiro, Brazil 


OLIVA & OLIVA, Havana, Cuba 


GEORGE H. RICHES, Toronto, Canada 


Dr. MARTIN WASSERMAN, Buenos Aires, Argentina 





THE TRADE-MARK REPORTER 
and The Bulletin of The United States Trade-Mark Association 


Tere SSE Lea 
VoL. XL JUNE - AUGUST, 1950 No. 6 


TABLE OF CONTENTS 


ARTICLES 

Report of the President 

Messages Received at Annual Meeting... ccccccccsscssssssssssssseessscessesssssesssssssseeien 489 
A Credo About Trade-Marks and Branda.......Hon. Lowell B. Mason 492 
Registering Trade-Marks in the Public Mind Bernard C. Duffy 498 
The Key Role of Trade-Marks in Media Walter D. Fuller 504 
Who Profits From the Trade-Mark System W. Paul Jones 510 
Samuel W. Fraser. 


Part II 
DECISIONS 


Eversharp, Inc. v. Pal Blade Co., Ine. et al, (C. A. 2) 

Life Savers Corporation v. The Curtiss Candy Company (C. A. 7) 

Nestle’s Milk Products, Inc. v. Baker Importing Company, Inc. (C. C. P. A.)..... 526 

United Drug Company Etc. v. The Mercirex Company (two cases) (CC. P.A.) 534 

The White Company v. Vita-Var Corporation (C. C. P. A.) crcccssscssssssssssssessunesuesetsumnnn 537 

Penrith-Akers Manufacturing Co. v. Ju-C-Orange of America (C. C.P. A.) ccm 542 

Jean Jordeau, Inc. v. Pal Blade Co., Inc. et al. (U.S.D.C.S.D.NLY.) cocccccccccsssssemnmmnne 545 

Smith, Kline & French Laboratories v. Heart Pharmaceutical Corporation et al. 

(U.S.D.C.S.D.N.Y.) 

Burlington Mills Corporation v. Roy Fabrics, Inc. et al. (U.S.D.C.S.D.N.Y.)........ 551 

Dad’s Root Beer Company v. Atkin et al. (U.S.D.C.E.D. Pa.) ceccccccccccosssssssseeesnseesesesnien 562 

Katz Drug Company Vv. Katz (U.8.D.C.E.D. Mo.) ccecceoscscexosccersseersereerssssersssereeetensstsessetstentn 573 

BCOGRE OL Gil. VW. TRCUOID CE Gal, COM. C.D, ) scscssiceccscsssssssssssscscsccsesesissssnsssssnssssnsenceninnsssiesinsviaevotsvicio 585 

Meyer & Studeli, S. A. v. Rodana Ltd. (Commissioner of Patents) 

Charmette Fabrics Co., Inc. v. Charles Miller Coat Company, Inc. (Commiss- 
ioner of Patents) 589 

Lever Brothers Company v. Johnson Products Co. (Commissioner of Patents) 591 

Stardust, Inc. v. Finer Full Fashion Hosiery Co. (Commissioner of Patents) 

Pepsi-Cola Company v. Vess Dry Company of Ohio (Commissioner of Patents) 595 

Kensington Steel Co. v. Washington Iron Works (Commissioner of Patents) 

Ex Parte Bausch & Lomb Optical Company (Commissioner of Patents) 

Ex Parte The B. F. Goodrich Company (Commissioner of Patents) 

Ex Parte Good Luck Glove Company (Commissioner of Patents) 

Ex Parte Good Luck Glove Company (Commissioner of Patents) 

Ex Parte Thompson Products, Inc. (Commissioner of Patents) 

Re Sterling Polish Company, Ltd. and Sheffield Merchandise, Inc. (Commis- 
sioner of Customs) 609 


Copyright 1950, by The United States Trade-Mark Association 
Published ten times a year, at 9 Front St., Rockville Centre, N. Y., by the United States Trade- 
Mark Association, 522 Fifth Avenue, New York 18, N. Y. Subscription, $25.00 a year, single copies 
$2.50. Entered as second-class matter March 20, 1917, at the Post Office at Burlington, eg 
under the Act of March 3, 1879. Application for re-entry as second class matter at the Post Office 
at Rockville Centre, New York pending. 
482 





REPORT OF THE PRESIDENT 


PART I 


REPORT OF THE PRESIDENT 
Presented at the Annual Meeting of 
The United States Trade-Mark Association on June 6, 1950 


Today we mark the 72nd anniversary of the organization of The United 
States Trade-Mark Association. For almost three-quarters of a century 
this Association of trade-mark owners has devoted its energies to the pro- 
tection and furtherance of the trade-mark and brand name system. Ours 
has been an admirable record of service to government, to business and 
to the public. 

Since my last report to you at the 1949 Annual Meeting, our Associa- 
tin has had many opportunities calling for service to the public and the 
business community. We have faced up to these challenging opportunities 
and I am happy to report that we have done our job well. 

Today I want to sketch out a few of our accomplishments and to em- 
phasize some of the work yet to be done. 


Trade-Mark Coordinating Committee 

You are all familiar with the work of the Trade-Mark Coordinating 
Committee which was set up by our Association in the fall of 1948 to make 
an intensive study of the Lanham Act with a view to recommending amend- 
ments so that the Act might be administered more effectively and so pro- 
vide a more modern and just statute. Under the very able leadership of 
Mr. James F. Hoge, the Committee has continued its studies and has 
reached substantial unanimity on a great number of proposed amend- 
ments. 

Only yesterday the Coordinating Committee met here in this hotel to 
receive the reports of the various associations on a tentative bill. 


At this time I should like to pay a special tribute to the great number 
of trade and bar associations that have cooperated in the work of the 
Coordinating Committee. The array of these groups joined with us in this 
endeavor represents an outstanding example of voluntary service on a 
national scale. Let me take a moment to read the roster of these organi- 
zations : 


Bar Associations: 


American Bar Association Cincinnati Patent Law Association 

American Patent Law Association Cleveland Patent Law Association 

Bar Association of City of New York Dayton Patent Law Association 

Boston Patent Law Association Minnesota Patent Law Association 

Connecticut Bar Association New Jersey Patent Law Association 

Connecticut Patent Law Association New York Patent Law Association 

Chicago Bar Association New York County Lawyers Association 

Chicago Patent Law Association Pittsburgh Patent Law Association. 
St. Louis Patent Law Association 
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Trade Associations: 
The United States Trade-Mark Asso- Toilet Goods Association 


ciation Proprietary Association 
National Association of Manufacturers Association of National Advertisers 


Advertising Federation of America Motor & Equipment Manufacturers 
Commerce & Industry Association of Association 
New York 


One of the principal contributions of this Committee has been its 
cooperation with the United States Patent Office in working out admip. 
istrative amendments. 


State Trade-Mark Committee 

You will recall that this time last year we were in the midst of a wave 
of state legislation which in effect provided for the compulsory registration 
of trade-marks. Nine states introduced such legislation and in every in. 
stance this Association headed up the opposition of the business com. 
munity. Fortunately, none of these bills were ever enacted. 

This year Massachusetts has been the only state to introduce a com- 
pulsory trade-mark bill. This bill through amendments and now substi- 
tution has been so altered as to present no difficulty to trade-mark owners, 
Our Association, through Mr. Arthur March, Chairman of the State Trade. 
Mark Committee, has taken a leading role in bringing this matter toa 
successful conclusion. 

One of the most forward steps ever taken in facing up to the problem 
of state trade-mark registration bills was begun this year by our Asso- 
ciation. In September, 1949, the National Association of Secretaries of 
State invited our Counsel, Mr. Sylvester J. Liddy, to address their Annual 
Convention. Mr. Liddy pointed out the dangers of compulsory state trade- 
mark statutes not only to the trade-mark owner but to the public as well. 
He emphasized the need for protection of common law rights in any trade- 
mark statute. I think it can be accurately said that Mr. Liddy’s words of 
counsel at that time are in large measure responsible for the quiet state 
legislative season we have had in 1950. 

In December of 1949 our Association, in response to a request from the 
Council of State Governments and the National Association of Secretaries 
of State, offered our cooperation in a study being undertaken by these two 
official state bodies looking to a solution to the problems of state trade- 
mark registration statutes. 


Lawyers’ Advisory Committee 
As usual this Committee consisting of many of the nationally known 
experts on trade-mark and related law has done an excellent job. This 
Committee as you know was organized in 1940 by Dr. Walter J. Derenberg 
and Mr. Sylvester J. Liddy to provide a body of experts on questions of 
law to serve in an advisory capacity to our Board of Directors. 
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This Committee keeps a watchful eye on Federal legislations affecting 
trademarks and on the activities of the various government agencies 
where the operation of these bodies involves a trade-mark interest. 


Within recent months the Committee has approved a series of proposed 
amendments to the Lanham Act submitted by the Trade-Mark Coordinat- 
ing Committee. 

Also three important Congressional matters have had the attention of 
the Committee. 

They are as follows: 

HR 7488—a trade-mark bill introduced by Representative Her!ong, 
Florida, provides for notification by the Patent Office of the expiration 
of a trade-mark registration. This bill has been opposed by our Committee 
as placing an undue and unnecessary burden on the Patent Office. 


House Joint Resolution 229 introduced by Representative Keogh, of 
New York, proposes an amendment to the Constitution to empower Con- 
gress to regulate the use and ownership of trade-marks. Our Committee 
ynanimously opposed this resolution as being contrary to the long-estab- 
lished principle of common law that rights in marks are acquired by use 
and not by registration or grant. To empower Congress to reguiate the 
use and ownership of marks will in our opinion result in Compulsory 
Federal Trade-Mark Registration. It is interesting to note that this reso- 
lution has been opposed by the American Bar Association’s Committee on 
Trade-Marks and other accredited bar and patent law associations. Its 
only support has come from a so-called trade-mark specialist who in prior 
years has supported compulsory state trade-mark registration bills. 


Lastly the Committee opposed the recently approved Presidential Re- 
organization Plan No. 5 which would transfer over to the Secretarv of 
Commerce direct authority over the administrative and quasi judicial 
functions of the Patent Office. Mr. Liddy represented the Association at 
hearings before the Senate Committee on Executive Expenditures and 
testified in opposition to this plan. 


International Trade-Mark Committee 

One of the more important duties of the Committee is to be watchful 
of the effect of new legislation and changes in trade-mark policy in 
foreign countries which may affect the rights of American owners of trade- 
marks in such countries. One of the more important examples of this is 
in connection with the Philippines. It came to the attention of the Com- 
mittee that the Philippine Director of Patents had established a policy 
of re-examining trade-marks for which Certificates of Registration had 
been issued under the prior Act and for which an application for a new 
Certificate under the new Act No. 166 of June 20, 1947, had been re- 
quested, in accordance with Section 41a of said Act. Not only were such 
petitions for new Certificates re-examined but many were rejected on 
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various grounds, including descriptiveness, having geographical signif. 
cance, surnames, etc. Under this re-examination procedure, many marly 
which had been registered for a great number of years and which, More. 
over, had been used for a great number of years, including many marks 
which had been registered under the 1905 Act in the United States, wer 
deemed to be non-registerable in the Philippines. This created considerable 
consternation among trade-mark owners who had relied upon such regis. 
trations in their business in the Philippines. It had been considered tha 
new Certificates under the new Act could be obtained as a matter of right 
by petition, in accordance with the wording of Section 41a. The Philippine 
Director of Patents, however, held that he was entitled to re-examine such 
marks which resulted in confusion in the minds of trade-mark owners, a; 
well as in the minds of their Agents and Attorneys. The Committee work. 
ing with local Philippine Attorneys have protested, and have approved q 
policy of filing petitions for reconsideration of the Director’s decision; 
refusing marks under Section 41a. Inasmuch as former United States 
Commissioner of Patents Col. Kingsland had assisted the Philippine Gov. 
ernment in the drafting of the new Trade-Mark Act, a statement was 
obtained from him that the intention and wording of Section 41a was to 
grant new Certificates as a matter of right to owners who surrendered 
their old Certificates. Also, it was felt desirable that the situation be made 
known to the Philippine Government and a letter has been written on 
behalf of the Committee to General Carlos Romulo, President of the 
United Nations and now Foreign Secretary of the Philippines, urging that 
the Government of the Philippines adopt an administrative position which 
would be binding upon the Director of Patents to the effect that new 
Certificates be issued under Section 41a of the new law as a matter of 
right. Positive results have not yet been made known to the Committee as 
no case has been finally rejected. However, the position of the Committee 
on behalf of the Association has been made known to the Director of 
Patents and indications already have been received in individual cases 
that the Examiners are taking a more liberal view in the examination of 
such petitions under Section 41a. 


A new Nicaraguan Trade-Mark Act has been proposed which briefly 
changes the basis of trade-mark ownership from the first user to the first 
registrant. The Committee has made a study of this proposed new Act and 
has notified the local Attorneys of a number of serious objections. The 
Committee has received information that these objections have been givel 
very serious consideration and that the law will incorporate the more 
important proposals made by your Committee. 


Another important matter which the Committee has considered and 
acted upon is the proposed changes in the so-called “International Con- 
vention,” particularly the proposed amendments to the Articles dealing 
with “licensing of trade-marks” and “assignment of trade-marks.” The 
Committee has studied proposals made by various bodies and has ap- 





-MR. 


es, 


ignifi 
Marks 
more. 
Marks 
, Were 
erable 
regis. 
1 that 
‘Tight 
ippine 
2 such 
YS, as 
Work- 
ved a 
isions 
States 
Goy- 
| Was 
‘as to 
dered 
made 
n on 
the 
‘that 
yhich 
new 
ar of 
Be aS 
ittee 
r of 
rASES 
n of 


iefly 
first 
and 
The 
iven 
nore 


40 T. M. R. REPORT OF THE PRESIDENT 487 
ee a ee ee 


proved a resolution which substantially agrees with the changes proposed 
by the American Group of the International Association for the Protection 
of Industrial Property. It was felt that the wishes of the Association 
should be made known at the Congress of the said International Associa- 
tion so that there would be a better chance for the desired liberal view- 
point to gain recognition in any ultimate amendments to the International 
Convention which would be a substantial benefit to American owners of 
foreign trade-marks. This Congress convened in Paris last week and our 
Association was represented by Dr. Stephen P. Ladas and Mr. Robert 
S, Waters. 

The Committee during the last year has continued the work started 
in the previous year and is happy to report that the work of the Committee 
during the year 1948-1949, with particular reference to Japan, has borne 
fruit in the inclusion of several recommended provisions in the Cabinet 
Orders which have recently been issued in Japan relating to the reinstate- 
ment and restoration of Industrial Property rights in Japan. It is believed 
that the provisions of these Japanese Cabinet Orders if carried out in 
practice will give adequate protection to American trade-mark owners and 
that the forthcoming new law on unfair competition will ensure suppres- 
sion of acts of unfair trading, false indications of origin and mismarking 
which were so prevalent in Japan before the war. 

The Committee has been watchful of the progress of the various British 
Colonies in adopting the provisions of ““Assignment without Goodwill” and 
‘Registered User” similar to the British Trade-Mark Act 1938 and favor- 
able reports are slow but are still being received. Eric Waters has been 
an able Chairman of this Committee. 


Cooperation With The United States Patent Office 

I have already mentioned the work of the Trade-Mark Coordinating 
Committee in undertaking at the request of the Patent Office a study of 
administrative amendments to the Lanham Act. 

Another example of this cooperative spirit is found in the high honor 
that has come to our Association through the appointment of several of 
our members to the Secretary of Commerce’s Advisory Committee on 
Patent Office Affairs. Among those appointed were Kenneth Perry, Messrs. 
James F. Hoge and Earl Thomson, members of our Lawyers’ Advisory 
Committee and myself. I know I speak for all of us in expressing the 
appreciation of this Association for this additional opportunity to give 
service to our government. 

On the trade-mark education front, we have continued to do a creditable 
job. From the trade-mark information constantly gathered by the staff 
on federal, state and foreign law enactments, court decisions, regulations 
of administrative bodies, articles and lectures, the Association, through 
its Special Bulletins and The Trade-Mark Reporter has brought this infor- 
mation to the attention of our members, other trade and bar groups as 
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well as to the trade press. The work of Mr. Walter J. Halliday as edito,. 
in-chief of the Reporter deserves special mention at this point. 


Within the past months articles by Victor Broman, Sylvester J. Liddy 
Frederick Moeller, Abraham Greenberg, P. J. Federico and Henry King 
covering a wide variety of trade-mark matters have received wide ci. 
culation and publicity. 


There is still much to be done along this line and | think the yey, 
ahead will find us organized and prepared to carry out the job with greate, 
effectiveness. 

Membership Promotion 

I come now to a most pleasant and stimulating phase of this report, 
It is encouraging to see the very appreciable advance we have made jp 
increasing our membership. 


In May of 1949 we had a total membership of 242 members. Of this 
number 158 were regular members. This year we have increased our men:- 
bership to 272. Of this number 174 are regular members, an increase of 
26 regular members. Percentage-wise this constitutes an increase of reg. 
ular members of about 16%. 


This Association performs an essential service in the preservation of 
the trade-mark system. It needs and merits the support of every trade. 


mark owner. As members of the Board, we are in an excellent position 
to talk up the Association. During the past year you have cooperated 
splendidly in our membership campaign. But we must not stop here. In 
the coming year each of us will have many opportunities of talking up the 
Association. We have made a good start. Let’s keep the drive rolling. 


This will be the last report I make to you as your Chairman. I want to 
take a few moments to express my sincere appreciation for the cooperation 
and assistance you have so generously given to me in the past years. You 
have answered every call and I am proud of having had the opportunity 
to work along with you. I trust my efforts have contributed in part to the 
progress of our group. While I am stepping down, I am looking forward 
to the meetings ahead when I will join you from a position further dow 
the table but with the same enthusiasm for the work and the same con- 
cern for our progress that I have tried to bring to this office. 


Thank you very much. 


WILLIAM G. WERNER 
Chairman of the Board 
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MESSAGES RECEIVED AT ANNUAL MEETING 


Please extend my cordial greetings to all the members and guests 
attending the 72nd Annual Meeting of The United States Trade-Mark 
Association. As American Manufacturers devoted to the protection and 
advancement of the trade-mark and brand name system you are to be 
congratulated upon the constructive results obtained through your praise- 
worthy program over the years. I wish your group a successful meeting 
and continuance of all its efforts in the public interests. 


HARRY S. TRUMAN. 


I am happy to send greetings to the 72nd Annual Meeting of The 
United States Trade-Mark Association. 

One of the most fascinating aspects of American business is the way 
in which markets for our products have been built from coast to coast in 
this country and in the remotest parts of the world. Trade-marks and 
brand names have helped to build these markets. In Batavia, as in Boston, 
the word “Ford” is known. Not only the citizens of Atlanta, but also resi- 
dents of Capetown, Calcutta and Chungking understand what “Coca-Cola” 
means. To me trade-marks and brand names are more than devices to 
protect businessmen from fraudulent competition or to make national 
advertising more easy or more effective. To me they are the signatures of 
business firms, signatures which mean that American businessmen are 
proud of their products. Consumers who make repeat purchases of prod- 
ucts bearing familiar trade-marks and brand names know that these 
products are just as good—and probably better—than the ones bought 
previously. All this means that trade-marks and brand names—those sym- 
bols of the integrity of business—will continue to have a prominent place 
in the success of individual firms and of the whole expanding American 
economy. 

CHARLES SAWYER. 


Please convey my best wishes to your membership for a most success- 
ful meeting on the occasion of the seventy-second session of The United 
States Trade-Mark Association. American manufacturers have made an 
immeasurable contribution to the economic growth, development and 
prosperity of our nation through the trade-mark and brand name system, 
and the trade-mark, has played a significant role in the business life of the 
country during the past three-quarters of a century. The trade-mark is 
Supposed to be a symbol of quality and integrity and, properly used, re- 
sults not only in benefit to the producer of the labeled article but also to 
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the consumer. Trade-marks have been helpful in keeping alive our fry 
enterprise system. We must exert every means to make sure that insignj, 
are used to promote and strengthen our competitive way of doing busines; 
and not for monopolistic purposes. Associations such as yours can 
much to keep a “green light” on the lanes of competition. 


J. HOWARD McGratu. 





As Chairman of the Senate Judiciary Committee’s Sub-Committee oy 
patents, trade-marks, and copyrights, may I express through you my 


warmest personal greetings to all of the national advertisers and other Me 
distinguished folks who will be assembled at this Annual Meeting. to 
I should like to reiterate my expressions of past years, and state how is 


firmly I feel on the importance and significance of your work. The enemies 
of free enterprise are on the offensive throughout the world. They recog. 
nize that trade-marks and brand names are indispensable to the American 
system of private initiative and private profit. It is up to us therefore as 
friends of the free enterprise system to recognize that fact, and to fight 
as hard for the trade-mark and brand names system as our enemies are 
fighting against it. 

I hope that you will be in contact with me giving me the benefit of your 
resolutions and findings, and I assure you of my own continued efforts 
toward the great objectives of your organization. I am happy to leam 
that my good friend, a great public servant, the Honorable Lowell B. 
Mason, Federal Trade Commission, will be your featured speaker. 


—_ == = act FTF Es 


ALEXANDER WILEY. 


Please convey my cordial greetings to the members attending the 72nd 
Annual Meeting of The United States Trade-Mark Association. 

A trade-mark is the badge of identification of the goods of a manufac- 
turer or dealer. It serves not only to protect legitimate business against 
fraud and unfair competition, but also to protect the public against im- 
position and substitution of inferior or unwanted products. Both as a 
public official and as a consumer, I am keenly aware of these important 
functions. The continuance of a proper and effective national system of 
protection of such symbols is important not only in our competitive system 
for domestic protection, but it is essential if we would carry out our Na- 
tional obligation to provide rights and remedies stipulated by treaties with 
foreign nations, and to protect our own foreign trade. 

The vast importance of trade-marks was recognized in the common 
law, which even today blankets them with legal protection—a protection 
founded in the nurtured wisdom of Anglo-Saxon jurisprudence. As our 
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economy becomes more complex and articulate, the legislature was impor- 
tuned more and more to implement the existing unwritten laws. This was 
done from time to time, culminating in the Lanham Act. 

I know you realize we must all be alert lest this relatively new device, 
call it what you will—statutory law or legislative protection—does not 
fall into alien hands with resulting misuse, and, like a harried animal 
matron, turn upon and destroy its own offspring. 

[look upon your organization to discharge with keen trepidation your 
duty to the public, and look toward the furtherance of protection of our 
free enterprise economy by keeping all and everyone of us properly in- 
formed of the importance and need of the trade-mark system to the Amer- 
ican economy. Your Association has done, and I am certain will continue 
to do, much to carry forward the needed constructive program for the 
protection of the public, the information of the legislature, and the cre- 
ation of a benign atmosphere for the aspiration of business in this impor- 
tant field. 

My kindest personal regards. 


PAT McCARRAN, Nevada. 


Greetings to you The United States Trade-Mark Association. There is 


no doubt that an important contribution has been made by the Trade-Mark 
System and every effort should be made in and out of Congress to advance 
the aims of the American Manufacturers devoted to that system. Trade- 
mark advertising has greatly advanced the American standard of living 
by acquainting our citizens with new and advanced ideas pertinent to their 
daily use. 

CONGRESSMAN EMANUEL CELLER. 


Cordial greetings to you and the Association’s 72nd Annual Meeting. 
In our form of government and under our American competitive enter- 
prise and economic system safeguarding and advancement of trade-marks 
and brand names—which are notice to the world of high standards and 
the integrity of industry—is still fundamental. Your Association is to be 
commended for its active support of this fundamental principle. 


JOSEPH P. O’HaARA, M.C. 
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A CREDO ABOUT TRADE-MARKS AND BRANDS 
By Hon. Lowell B. Mason* 


A couple of years ago, I wrote The United States Trade-Mark Aggo. 
ciation about my grandfather George White. 
That letter contains my credo about trade-marks and brands. Let m 
read from it. 
(1) “I believe that the American System of distribution is the greatest in 


the world because it is governed by the wants of people and not by the whims 
of rulers.” 


(2) “I believe that brand names and trade-marks are the two firm but- 
tresses of the bridge of goods traveling from maker to user.’ 


(3) “I believe brand names and trade-marks give security, confidence and 
certainty of quality to the buyer.” 


Let me tell you how I learned that credo. 

My grandfather was a Yankee peddler. One hundred years ago grant. 
father George White drove his competition to the wall. He was the biggest 
concentration of economic power, Nevin, lowa ever saw. The secret of his 
success was quick distribution of merchandise. He got this distribution by 
the confidence he built up in branded wares. When folks saw Grandfather 
White coming down the road, they knew his stuff was good. They didn't 
have to test his gingham, sample his needles or taste his coffee. From him 
they bought fast—with no questions asked, because the brand name George 
White identified quality. While other Yankee peddlers were walking from 
farm house to farm house with packs of unidentified goods on their backs, 
Grandfather had a two-horse team and a painted wagon with pull-out 
drawers on the side. His name was on the cart and on the goods. He served 
his community better because the identity of quality was guaranteed by 
his brand. His competition tried to belittle his fancy wagon. They claimed 
his threads and needles, his calico, his pots, and pans cost more, because 
of the heavy overhead involved in such an expensive wagon. 

And it was expensive. 

There was a cushion seat up front, enameled drawers along the sides 
full of George White merchandise. Grandpa believed that quality packag- 
ings, quick distribution, and name acceptance helped profits. 

Perhaps if my father’s profession, the law, had not appeared so glam- 
orous, I could have carried on the merchandising tradition of Grandpa 
White. Then, I too, could have been a member of The United States Trade 
Mark Association. I could sit down in front. I could give you fellows a run 
for your money in the competitive markets of America, instead of trying 
to push you around from a commissioner’s desk in Washington. 

Yes Grandpa was big business with a capital “B.” 

I get so tired of politicians and government economists crying for the 


* Member of The Federal Trade Commission; member of the Illinois Bar. Address 
before The United States Trade-Mark Association, 72nd Annual Meeting, on June 6, 
1950, at The Waldorf-Astoria, New York, N. Y. 
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good old days when there was no such thing as monopoly, oligopoly and 
monopsony. 

They should have known Grandpa. Nowhere west of the Mississippi 
was there a two-horse peddler’s wagon equal to George White’s. 

He wanted the best equipment there was—he wanted to make money 
_he wanted to grow bigger and bigger. 

He was what some of today’s economists in Washington who believe 
bigness is bad would call a “dangerous aggregation of economic power.” 
His competition didn’t have a chance. Grandpa was out to succeed, because 
nobody told him it was a sin to be big. He wanted to get bigger and bigger. 

As a consequence, when he died in the early 1900’s the trade name of 
George White was known and accepted as a standard of integrity and 
quality all over the state of Iowa. 

I remember his store well. The glassed in front office, the rope elevator 
in the back—four traveling salesmen, a bookkeeper and my Aunt Fanny. 
There was an institution to be proud of. 

As I look over the membership roster of this United States Trade- 
Mark Association, I am convinced that you people in this Association are 
behaving just like Grandpa White. 

Perhaps you better slow up. Certainly some of your companies should 
change their names. For instance I would strike out all words that connote 
success, like: 

Aluminum Company of America General Foods 

American Home Products Goodyear Tire & Rubber Company 

Best Foods International Silver Co. 

Champion Paper & Fibre National Biscuit 

Crackerjack Company Rock of Ages 

Standard Oil U.S. Rubber & Steel 

Standard Brands 
I could think of many others. 

If some of the economists in Washington who believe bigness is bad 
have their way you will save yourself a lot of trouble by toning down 
those big sounding corporate titles. For instance— 

U.S. Steel should change to 


Uncle Ben Fairless Anvil Shoppe 
Curb Service! 
NO WAITING! 


Vic Broman’s National Carbon Company should be called 


The Lamp Black Boys 
Chimneys Cleaned 
No Job too Small 
Phone for Estimate 
The only one I am sure won’t have to change its name is 
Humble Oil Co. 
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There is a safe name no one would ever think to look at a company 
with that kind of a moniker. 

I can see a whole new generation of companies springing into life j 
take the place of you folks who are immodest enough to admit you’re trying 
to get bigger and better. 

We'll have the 
Sub Standard Oil Company of New Jersey 
Worst Foods 
Bad Year Tire Company 
Un American Home Products and such ilk. 

This presented the present vogue against bigness in a slightly caustic 
manner and I expect to keep on kidding them until the boys who want ty 
change our way of life come out and tell us what they plan to do to w. 
Personally I’d just as soon they spent their time in helping us bring about 
observance of the laws we already have on the statute books against re 
straints of trade. Let’s not worry about how big a company is, let’s worry 
about keeping things so anybody can have a chance to get big. 

In grandpa’s day there was no rule against other folks having 2 horses 
on their peddler’s wagon. In grandpa’s day, if a man wanted to drive his 
wagon all the way from Keokuk, Iowa, to chisel in on grandpa’s route he 
didn’t have to add the transportation cost to the price of his calico or 
needles. 

In those days businessmen were not puppets in an economist’s dream, 
to be pulled first one way and then another in utter confusion. 

President Wilson, the father of the Federal Trade Commission Act, 
was dead against government fostered confusion. Here is what he had to 
say on that subject: 

This is from his message to the joint session of Congress on January 
20, 1914: 

“The business of the country awaits also, has long awaited and has 
suffered because it could not obtain further and more explicit legislative 
definition of the policy and meaning of the existing anti-trust law. Nothing 
hampers business like uncertainty. Nothing daunts or discourages it like 
the necessity to take chances, to run the risk of falling under the con- 
demnation of the law before it can make sure just what the law is. Surely 
we are sufficiently familiar with the actual processes and methods of 
monopoly and of the many hurtful restraints of trade to make definition 
possible, at any rate up to the limits of what experience has disclosed.” 

It is my opinion that in the F.T.C. there will be a rebirth of the Wil- 
sonian concept of government and business relations. Our direction will 
be away from both the right and the left towards what the historian 
Arthur Schlessinger calls the Vital Centre. 

Nothing could be more destructive of the public welfare than for our 
Government to be subservient to the monopoly powers. A swing to the 
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right would make our economy a Nile River economy restricting its bene- 
fits to a narrow strip of plutocracy. 

By the same token, a swing to the left would be just as destructive to 
our welfare. Under the whip of administrative agencies which can con- 
demn without finding you guilty of wrong; under the scourge of confusing 
and contradictory rulings from conflicting ideologies exercised by separate 
administrative agencies of the Government, private enterprise, and private 
managerial decisions would become subservient to bureaucratic collec- 
tivism. 

We would dam up the waters of business initiative and make a swamp- 
land where no one is advanced by activity and no one is condemned for 
inactivity. Fear of Government prosecution would drive us into a sort of 
lotus-land. Our economy would (like that of Europe) quietly disintegrate 
under the slow smokeless fire of industrial decay. 

By forecast of a stabilizing center direction is based on one thing—a 
revitalized Commission. 

These observations have been made for the ears of those executives 
whose job it is to forecast for their companies the future trends and drifts 
of our government’s POLITY. I realize there is a substantial member- 
ship in this Association which is concerned with the technical features of 
Federal Trade Commission operations. 

What do we in the Commission think about the Commission of Patents 
ruling that the F.T.C. lacks jurisdiction over all 1905 marks whether pub- 
lished or not? 

This, as well as other policy questions, will have to be answered after 
the commissioners have passed on them, which leads me to the observation 
that since the first of the year we have had a cohesive management in 
commission matters. The commissioners listen to the advice of the staff 
members, but in the final analysis the commissioners sit down in the privacy 
of their decision conferences and take upon themselves the responsibility 
for the determination of all such matters. 

Shall the commission follow the direction on advertising disclosures 
such as I outlined in my dissent in the Alberty and Diet Aids Case as 
approved by the Circuit Court of Appeals or will it revert to the old 
philosophy of the old Commission as enunciated in their majority opinion 
back in 1948? 

This question is one which will be answered by the Supreme Court 
and not by us. 

What will be the new commission’s attitude towards mapping a greater 
effectiveness in utilizing our economic knowledge in the event of armed 
aggression from without? Would we stand idle as a fifth wheel engrossed 
in the formed and empty ceremonials of maintaining competition when the 
only real concern could be production to maintain our national life. 

The appointment by President Truman of the former Chairman of the 
Senate wartime investigating committee leads me to believe that the 
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special “Know How” of our highly trained staff would not be wasted as it 
was in the past war. 

But this like many other problems which should be faced by our agency 
remains as yet unanswered. 

Policies and procedures by the armed forces on such economic factor; 
as pricing and purchasing have in the past had little or no relationship 
to the problem of returning to our competitive system upon the termina. 
tion of hostilities. 

I doubt if our competitive economy could withstand the regimentatioy 
of another total war unless somewhere, somehow, the avenues are left 
open for a return to private enterprise. 

Only yesterday the Industrial College of the Armed Forces opened w 
conferences in New York City under the aegis of the Joint Chiefs of Staf 
at Washington. 

The new F.T.C. has not yet got its teeth into the situation but certainly 
now that the Hoover Coordination program has been in a large degre 
made effective I predict you will see more participation in national de 
fense matters. 

President Truman has given the Federal Trade Commission a shot of 
vigor by some new injections. Our new members, Chairman Mead and 
Commissioner Carson, are rationalizing the bureaus under their super. 
vision. Last month we announced a reorganization of the Commission 
which we anticipate will clean out the bottlenecks that have made justice 
delayed the equivalent of justice denied. 

It is Chairman Mead’s hope that by June 30th, the end of our fiscal 
year, we will bring most of our work current. 

Under Mr. Carson’s competent stimulation there will be an important 
improvement in the timeliness of economic reports. 

I am inclined to believe the most significant change down at Federal 
Trade, insofar as the relationship between government and you business- 
men is concerned, will come from our newly reorganized Cooperative 
Bureau. Here we have rolled up our heavy artillery in the person of our 
Chairman. Trade practice procedures have dawdled along for twenty years, 
largely ignored by businessmen because heretofore the Commission has 
been prosecution-minded. 

Mead’s twenty years in the House and two terms in the Senate has 
taught him that observance of the law is not brought about exclusively 
through the policeman’s club, the soldier’s bayonet, hangman’s noose, nor 
even through indictments and cease and desist orders. 

He believes with President Wilson that: 

“The business men of the country desire something more than that the 
menace of legal process in these matters be made explicit and intelligible. 
They desire the advice, the definite guidance and information which can be 
supplied by an administrative body, an interstate trade commission.” 
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I see in Mead’s dedication to this new work of the Commission a great 
hope for a closer alignment between those of you who produce the national 
wealth of this country, and those of us who are supposed to be the servants 
of all, the government employees. We need a man like Mead, with the back- 
ground of successfully and also unsuccessfully seeking elective office. 

For the competition of elective office has ingrained in him that we 
bureaucrats are but temporary servants of the people. 

It’s often said that government is intellectually and emotionally part of 
the men who get their livelihood from, and that we bureaucrats come to 
believe we are government. 

On the other hand, those of you who support the government (and by 
that I mean in its material sense through taxes) are sometimes curious 
about government, occasionally dubious about government, perpetually 
apprehensive about government, but never do you who actually pay bills 
feel you are part of government. 

Why this is I do not know. Certainly these feelings are quite the 
opposite to the reactions of people in their personal lives. If you own a 
home, you hire servants to keep it. But the house is yours and there is no 
folderol about the matter. A good servant may feel that he belongs to the 
house. But he is a bad servant the minute he feels the house belongs to 
him. 

In the private management of one’s home, overbearing officiousness on 
the part of servants is very easy to spot with the naked eye; but as organi- 
zations increase in size, the ability to detect dictatorial usurpation decreases 
along with the opportunity to eradicate the evil. 

If the first part of my discussion with you has been critical or caustic, 
it is because I believe skepticism is healthy in a place of power, and cer- 
tainly the Federal Trade Commissioners are in that place. As Harry A. 
Troulmin says in his new book, “A Treatise on the Antitrust Laws”’— 

“... there is no dispute that the antitrust laws are a broad charter 
of business control. They leave open the door for the enforcement by the 
ruler of this nation—their own particular brand of social philosophy. It is 
wise to consider that these laws are equally useful to the most rigid reac- 
tionary and the most extreme socialistic and communistic minds.” 

If the last part of my discussion with you is full of hope and promise, 
it is beeause I am proud of the new goals I believe the new Chairman of the 
new Commission is setting for himself, for us, and for you gentlemen, the 
businessmen of America. 
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REGISTERING TRADE-MARKS IN THE PUBLIC MIND 
By Bernard C. Duffy* 


A recent issue of the Harvard Business Review contained an article 
on advertising appropriations. It highlighted the fact that during the pag, 
25 years—from 1924 to 1949—the percentage of advertising to nation] 
income dropped from 3.8% to 2%. Since advertising is one method of 
registering a trade-mark in the public’s mind, this, naturally, should bp 
of some concern to all of us. An analysis of this, however, will show tha 
the decrease in the percentage figure was a healthy one. 

The fact remains that while the percentage dropped from 3.8% to 2% 
of national income, the gross number of advertising dollars spent jp. 
creased from $2,300,000,000 to $4,975,800,000. Now, if the 3.8% figure 
held through to 1949, it would be $9,646,959,175. This would undoubtedly 
create many problems. 

For example, we know that the basic price of most merchandise js 
based on the law of supply and demand. Let’s look at certain media and 
you be the judge of what would have happened if the percentage did not 
decrease from 3.8% to 2% of national income. 

First, let us take newspapers: 


In 1925 the total number of advertising dollars spent in newspapers was 
$200,000,000. 

In 1949, the total number of advertising dollars spent in newspapers was 
$445,000,000. 


Therefore, this shows that newspaper total volume in gross dollars was 
more than doubled. On the other hand, the percentage of total advertising 
dollars spent in newspapers decreased from 54.8% to 33.1%. This, of 
course, is due to the fact that new media like radio and television have 
entered the picture and have taken a part of the advertising dollar. Today 
we are spending more advertising dollars than ever before. Picture, if you 
will, what the average daily newspaper would look like now. The problem 
of reading a newspaper twice the size of present day newspapers would 
certainly present one problem. However, the demand for additional adver- 
tising space would undoubtedly increase rates to the point where adver- 
tising could be considered uneconomical. As it stands now, even though 
advertising costs have gone up, the average magazine or newspaper has 
not increased its rates in proportion to wages and other commodities. 

The same thing holds true in magazines—magazines more than tripled 
their gross advertising dollars because in 1924 $123,911,000 was spent in 
magazines. In 1949, $412,415,600 was spent in magazines. But, even with 
this vast increase, the percentage of total advertising dollars in magazines 
decreased from 33.9% in 1924 to 30.7% in 1949. 

A real problem would have existed if the new medium of radio had not 


* President, Batten, Barton, Durstine & Osborn. Address before The United States 
Trade-Mark Association, 72nd Annual Meeting, at The Waldorf-Astoria, New York, on 
June 6, 1950. 
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eome into the picture around 1925. Today radio takes 26.9% of the total 
jivertising dollars and you be the judge as to what would have happened 
if these same dollars had been spent in newspapers and magazines. 

This is a satisfactory situation because advertising costs are supposed 
i) decrease as business increases. Advertising appropriations, based on a 
ertain percentage of sales, in my opinion, is not sound. Appropriations 
based on the objective method—that is, the amount of money needed to do 
a good job—gets better results. In other words, there is no reason why 
the percentage of advertising should follow national income. The percentage 
should be higher when the income is lower and the percentage of adver- 
tising to income should be lower as the national income increases. Every- 
one knows you need more advertising when business is tougher to get. 

It was back in the early twenties that one of the greatest trade-mark 
stories came to light. This is a story of how advertising and industry 
worked hand in hand to develop a trade-mark. 

In the early twenties a great company in Schenectady, N. Y.—the 
General Electric Company—with the exception of Mazda Lamps, made 
very few products that were sold directly to the consumer. Our modern 
enveniences—the electric iron, toaster, refrigerator, furnace, washing 
machine, dish-washer, etc.—were unknown in those days as products of 
the General Electric Company. 

About that time an advertising man in New York—Bruce Barton— 
talked with the President of the General Electric Company, Mr. Gerard 
Swope, and said something like this: “Right now your great company 
does not make many products which are sold directly to the consumer. 
Some time, though, perhaps in the near future, you will want consumers 
| tohave a good opinion of your company.” 

“I hesitate to think that people will continue to think of the General 
Electric Company in terms of the General Electric emblem which appears 
mm the motorman’s control box in the front end of every trolley car.” 

“Why not make these initials ‘G.E.’? mean something? Make that em- 
blem stand for quality ... tell them about General Electric research... 
the quality of your workmanship . . . let them know about the huge dyna- 
mos you produce to help keep American industry in the forefront.” 

“If you do this by means of advertising, you will find ready acceptance 
for any consumer product you may put on the market in the future.” 

This was known in those days as institutional advertising. Today, in- 
stitutional selling-advertising are synonymous. The General Electric Com- 
pany embarked on an advertising campaign, a campaign to enhance the 
value of the G.E. trade-mark with the consumer. 

Now, this story in itself should indicate the power of advertising to 
develop a trade-mark and make it mean something at the point of sale, 
but we are living in a period where the Government is exercising more 
and more control over industry. In 1950, less than 30 years later, we read 
something to the effect that the Government feels that the General Electric 
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Company has a monopoly on certain of its products and the Departmen, 
of Justice is pressing a federal judge to issue orders against the Genera] 
Electric Company. 

Last Sunday a New York newspaper carried an excellent editorial 
concerning this proposed case and gave figures to show that in 1912 GE. 
produced 82% of all incandescent lamps. In 1949, only 58%. 

While this is significant, the people in this room should be interestg 
in one fact—a fact not mentioned in any article written on this Gover. 
ment case against the General Electric Company. This fact concerns the 
importance of the trade-mark—the G.E. emblem. It is the one thing the 
cannot be taken away from this company. 

Ways may be found to take away factories—to spread patents—anj 
to take material things—but what can the Government do with the ep. 
sumer? The housewife is familiar with that famous G.E. emblem ani 
familiar with the fact that it stands for quality. 

Gentlemen, if it is possible for Governmental legislation to take mate 
rial things from industry, which helps develop and sell these things at low 
prices to the consumer, the fact remains that the consumer opinion cannot 
be changed overnight. The Government cannot take away from General 
Electric the things it has built in the consumer mind over a period of years 
which stand for quality of workmanship and quality of product at low 
cost. It is gratifying to think that while these unfortunate things are hap- 
pening in Washington, people whose trade-marks have been well established 
have, what could be called, an ace in the hole, against loss of consumer 
prestige. 

Let me illustrate an example of how difficult it is to change a name ora 
trade-mark. Years, many years, and millions of dollars oftentimes cannot 
change the public’s opinion or break the habit of asking for something by 
a different name. 

Sixteen years ago the Standard Oil Company of New York changed the 
name of Socony Gasoline to Mobilgas. Just recently, a BBDO survey asked 
this question: ‘When you think of gasoline, what name first comes to your 
mind?” It is interesting to note that the returns from the Eastern area— 
the area in which Socony was originally sold by that name—of the people 
in that area who mentioned the Socony Vacuum product, 71.4% of them 
called it Socony and only 28.6% said Mobilgas. Here we have the impact of 
a trade name on the public’s mind. Again, mind you, it has been 16 years 
since Mobilgas replaced the name Socony on the tanks, service stations 
and advertising, but people still said “Socony” to a higher percentage than 
Mobilgas. 

When some people think of trade-marks they think in terms of its 
legal aspects—protection to the company, use in protecting trade names, 
etc. When we in the advertising business think of trade-marks, we think 
of it in terms of its impact on the consumer, its merchandising value and 
sales advantages. 
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In the case of the Armstrong Cork Company, the famous trade-mark, 
the Armstrong “A” in a circle, is put on their highest priced linoleum. It 
also goes ON all of their building materials and supplies but, in addition, 
sands for quality in the felt base floor covering field, which is the lower 
priced category of the line. In other words, it is possible for a trade-mark 
to be successfully used as a mark of quality by a company like Armstrong 
on all of its products in all priced classes. 

| would just like to say a few words about transposition of trade-marks. 
We always try to get our advertisers to use their trade-mark wherever 
possible. I mentioned this fact before but now let me give you two cases 
in point. Tonight one advertiser, the Armstrong Cork Company, is going 
on television for the first time. The name of their show is the Circle 
Theatre. Now the name of the show may not mean anything immediately, 
but it tells part of the Armstrong trade-mark—an A within a circle—and 
this trade-mark will be the first thing you will see when the show goes 
on the screen. You will also see it emblazoned on backdrops when the com- 
mercials are being read. 

And the last is one that actually had its birth in radio—Chiquita 
Banana. We had Chiquita singing on the air long before we actually had 
drawings made of her for space ads, or for commercial films used in local 
theatres. Now these films have been adapted for television and Chiquita 
has become the trade-mark of United Fruit Company in every type of 
media. 

Not long ago a study of one of our leading manufacturers indicated 
that 14% of the people bought the product because the trade-mark of the 
manufacturer in the consumer’s mind stood for quality. This is an out- 
standing competitive advantage. It shows that by proper promotion the 
trade-mark can stand for something which will make the consumer pick 
up the merchandise and pay good money in return. It is the way we like 
to see trade-marks used. 

This is especially true in the packaged foods field. Today we have an 
increasing number of markets. Super markets in the grocery field are well 
established. They are a growing trend in the drug field. The trade-mark 
of the manufacturer properly sold to the public will enhance the quality 
of the product in the public’s mind to the point where if placed side by 
side on the grocer’s shelves without any sales talk, but in a strictly com- 
petitive position, one product will be selected over another. 

Present merchandising trends mean that trade-marks have to stand 
for something that will be valuable at the point of sale. It is with this 
thought in mind that we are endeavoring to educate our clients to feature 
their trade-mark in every way possible—on the letterheads, order blanks, 
etc. Advertising should not stop at the level of media alone—it should be 
carried throughout the entire operation of the manufacturer’s plants, etc. 

Television will help manufacturers gain quick trade-mark registration 
with the public. For years, people in the advertising business have been 
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telling advertisers to “show your product to the consumer.” Show hin 
the package so that it will be recognized when it is seen at the point. 
sale. This can be done by use of printed media. Reach people through the 
eye. It has been said that a certain number of people are eye-minded an; 
a certain number ear-minded. Jimmy Walker, they say, was a man why 
very seldom read anything. He would look over a sheet of paper and grasp 
the contents of the page immediately. He was eye-minded. 

Now, a new medium came along about 1925 and it began to get the 
nod from advertisers—it was known as radio. All of a sudden people i 
my position began telling our clients, “a certain number of people ar 
eye-minded and a certain number are ear-minded; therefore, when you use 
printed space you reach them through the eye, and, by means of radio, 
you can reach them through the ear.” 

Now, along comes television, and I contend that if we were right in 
the first place to tell them that they should be reached through the eye and 
were equally right in the second place to indicate that they should be 
reached through the ear—when you combine both and add a new element 
then we have the impact of a great medium. Television adds a new ele 
ment; namely, motion. You not only show your product and talk about it, 
but you can show it in use. 

Schaefer Beer sponsor the Dodger Baseball Games by means of TY. 
We not only show the bottle, the label, and the trade-mark, but also the 
product in use. There is nothing more appetizing to a man looking ata 
ball game on a Sunday afternoon than a foaming glass of Schaefer’s Beer 
being drawn from the tap. It has been said that television will greatly 
increase the consumption of beer, due to the fact that: 


1) people will be home more looking at sports, shows, and other 
events and 


2) you can hit them with your advertising message at the right 

time. 

It seems strange that a man in an occupation which does not sell any- 
thing directly to the public should be talking about trade-marks. Adver- 
tising agencies are notably poor advertisers. Few advertising agencies have 
a trade-mark and those that have acquired it have done so more or less 
by accident. BBDO is a trade-mark in the business but I can assure you 
that our trade-mark was not acquired intentionally. It was an accident. 
Known as Batten, Barton, Durstine & Osborn, people soon began to abbre- 
viate the title to BBDO. We find it easier and perhaps it does make people 
think of us when they think of advertising. 

But, lacking a trade-mark, lacking products which go directly to the 
consumer, we are often thought of in terms of having a very speculative 
business. Friends of mine will say “You are probably in the most spec- 
ulative business in the world.” Advertising agencies have nothing to sell 
the public and are practically unknown outside of the advertising and 
business world. A survey of 100 average people would indicate that very 
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few of them ever heard of BBDO, and those who did were people in 
business, especially the advertising end of it. This would be correct, but 
it’s see if the advertising agency business is speculative. 

First, most advertising agencies have a long life. Agencies like J. Wal- 
tr Thompson, N. W. Ayer, McCann-Erickson, Foote, Cone and Belding 
(originally known as Lord and Thomas) and many others have been in 
business for a long time. Young and Rubicam, considered a young agency 
by comparison with those mentioned, has passed its 25th year as an 
agency. BBDO has been in business for almost 60 years. The Chrysler 
Corporation is celebrating its 25th anniversary this year. We have been 
in business longer than most of our clients. 

In addition we have been in business longer than most of the media 
with which we do business. Publications like Life, Look, Time, True Story, 
Holiday, all the Macfadden books, This Week, Esquire, and many others in 
the magazine field are relatively new when compared with agencies like 
those mentioned above. 

Newspapers like the Daily News, The Mirror, and others throughout 
the newspaper field are relatively new. In the field of broadcasting, radio 
came along about 1925 and now we have television. Therefore we have 
lived longer than most of the media with which we do business. What is 
the reason for this? Here we are in a peculiar position of having no 
inventory, no trade-mark well known to the public and our existence is 
lng and on sound ground. First, I think it is the nature of the business. 
The people have become more advertising-minded. It is no longer neces- 
sary to sell them on the impact of advertising. After the first world war, 
a great deal of time was spent in educating advertisers on the question, 
“Why Advertise?” 
| Today very little time is spent on educating clients that they should 

spend money in advertising. Most of the work is being done on how to 
advertise more effectively. 

Secondly, success as created by advertising has increased the necessity 
for people who are not advertising minded, to get on the bandwagon. 
But more important is the fact that we can adjust our thinking over night. 

The gas mantle was supplanted in public use by the electric lamp. 
It cost millions of dollars to build the factories and the production lines 
tomake these lamps, but the advertising man is in a peculiar position of 
going home one night after a writing campaign for a gas mantle and by 
simply changing his mind, coming in the next day with a campaign for 
dectric lamps. So, as long as advertising men think ahead, plan ahead 
and think creatively, their business is assured of a firm foundation. We 
are in a tough business to be sure and we have our trade-marks. The trade- 
marks are not visible ones. In many cases they are “trade-marks of nature,” 
represented by wrinkled brows, ulcers and other ailments which are more 
or less common in the advertising business. We enjoy our work, however, 
and the penalty we pay is, indeed, a slight one. 
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THE KEY ROLE OF TRADE-MARKS IN MEDIA 
By Walter D. Fuller* 


You have just heard from two eminently qualified individuals treating 
with the subject of trade-marks from the viewpoint of the manufacture, 
and from the viewpoint of the advertising agent. Mr. King has maze j 
clear to me that he wants me to talk from the viewpoint of the magazin 
publisher. 

The magazine publisher’s interest is somewhat different from that ¢ 
either the manufacturer or the agent. We are primarily the purveyors of the 
market place. We locate and establish the “show window” on the busy thor. 
oughfare where the manufacturer of attractive goods and his advertising 
expert can display his wares to the public that passes by. It is the duty of 
manufacturer and advertising expert to provide such an attractive display 
that the millions who pass the display will hesitate, look again and the 
stop to admire and buy. We of the media group must find the busy street 
and we must build the display window. But the street must be crowded 
with window shoppers who must be in the mood to buy. 

It is of great importance to us magazine publishers that the displays 
shall be convincing and that they shall carry to the mind of the reader 
some symbol which will stay in the memory and which will call up visions 
of the manufacturer’s article and reputation whenever that symbol is seen. 
Hence, trade-marks, either in name or in fact, are very important to us. 

A highly important objective of trade-marks and of advertising is the 
continuous building of favorable convictions about a manufacturer ora 
product which forms the basis for future sales—the creation of a state of 
mind called consumer preference. Many consumers do not respond to an 
advertisement in terms of immediate purchase. With the passage of time, 
however, as other advertisements appear emphasizing the outstanding 
qualities of a product and its trade-mark, desire to purchase increases, 
doubts and skepticism vanish, people become sold on a product and become 
regular buyers of it. Advertising, with trade-marks is one of the major 
factors that build consumer preference; quality of product and efficient 
distribution are among the others which are highly important. Advertising 
helps to maintain a reservoir of consumers with preference for a product 
considerably in excess of the number who may currently buy it. Products 
and services which enjoy consumer preference are almost invariably leaders 
in their field, likewise they almost always cleverly and continuously dis 
play their trade-mark. 

The best testimonial to the value of national magazines as advertising 
media is the part they have played in building consumer preference and 
brand leadership. In every product group there are always a few outstand- 


FC a 


* Chairman, The Curtis Publishing Company. Address before The United States 
Trade-Mark Association, at The Waldorf-Astoria, New York, June 6, 1950. 





reating 
acturer 
nade it 
Agazine 


that of 
of the 
Y thor. 
rtising 
duty of 
display 
id then 
’ street 
rowded 


isplays 
reader 
visions 
S seen. 
to us. 
‘is the 
r ora 
tate of 

to an 
f time, 
anding 
reases, 
ecome 
major 
ficient 
“ising 
roduct 
oducts 
oaders 
y dis- 


tising 
e and 
stand- 


—— 


States 


joT. M. R. KEY ROLE OF TRADE-MARKS IN MEDIA 505 
NN 
ing concerns whose brands capture and hold a lion’s share of the national 
market. Wherever there is brand leadership it is almost invariably accom- 
panied by consistent and substantial magazine advertising. 

Trade-marks are nothing but reputation symbolized. It strikes most of 
ys as only fair to protect a man in the reputation he has built up for him- 
gif and his product, and prevent other people from appropriating his 
roperty. 

: Resale who attack trade-marks tacitly deny the value of reputation and 
think that a man should not be entitled to the good will resulting from the 
fact that his customers prefer to deal with him because they like to. 

The use of trade-marks dates from the very earliest times of which 
we have any knowledge and their use in the early days was compulsory 
and for a very definite purpose—to fix responsibility for the kind and 
quality of the goods bearing the marks. 

During the Middle Ages it was a common practice to mark upon 
artistic productions the names, monogram or device of the artist or work- 
man. The practice of stamping silverware is an example. 

Trade-marks are symbols. They stand for something—the realization 
or expectation of public preference and business permanence as long as 
the preference is deserved. Trade-marks make freedom of choice between 
competing businesses and goods possible. Their purpose is identification. 
Their use presupposes competition, for if there was nothing to distinguish 
from, there would be no need of distinguishing. Distinguishing marks 
imply competition, and competition is the guardian of fair prices. 

It is encouraging that in legislation on trade-marks and brands—there 
isaclear national recognition of the value and usefulness of trade-marks. 

Trade-marks serve many purposes beyond that of staying in the 
memory. They are great “door openers” to the mind of the potential buyer 
when he or she visits the grocery store or the hardware store or wherever 
the goods of the manufacturer are displayed. 

The manufacturers of trade-marked goods are almost always proud of 
their products. Hence, they constantly strive for high standards and resist 
the tendency to average down, which is always the result of such activities 
as government grading. I sometimes think that the American public is 
smarter in this connection than it is given credit for. Else why is there such 
universal acceptance for hundreds of products bearing trade-marks of 
manufacturers’ names representing such an enormous percentage of the 
total sale of goods in American stores. Certainly it is clear that the identity 
of the product and the high reputation of the manufacturer skilfully dis- 
played by the advertising expert, have created an acceptance for a great 
mass of different products which American people reach for every day in 
the stores of the nation. 

An established trade-mark is a great asset to the manufacturer. It is 
equally a great asset to the buyer because he knows that the manufacturer 
cannot afford to sacrifice the quality of his trade-marked goods by the 
lowering of the standards. 
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It seems clear that for good identification of advertising, in magazines 
an effective trade-mark or brand is essential. In addition, if trade-mari 
identification is desired, it must be used effectively—not hidden or played 
down but made easy to see. Effective use of a good trade-mark or brand 
can make good advertising more effective. Identification of a Visual 
trade-mark also rates higher than for a slogan used alone. Given adequate 
and effective tools for identification, coupled with frequency or continuity 
in its use, advertising approaches its maximum effectiveness as a Selling 
force. Frequency in the advertising sales message is an imperative essen. 
tial. Just as abundant sunshine aids growing, so frequency in advertising 
aids selling. 

In 1948 Henry C. Link, of Psychological Corporation told this Agsgo. 
ciation that up to 95% of all people in the United States buy according to 
brand or trade-mark. 

There are many factors rolled into this fact. These include such matters 
as preservation of taste, such an important consideration as quality of 
manufacture in textiles, the retention of the keenness of an edge in a hard- 
ware product, the satisfaction of the users of gasoline, the service of a 
railroad or bus company and so on, for the list is endless. Trade-marks are 
protections to the customer. The advantages to the advertiser are that 
when he has properly established a trade-mark he has created a property 
which can continue to be of great value to him and his successors so long 
as he maintains his place. 

Certainly each of you in this audience knows that from the time you 
create and advertise a trade-mark you are a “marked man.” You do, in- 
deed, live in a glass house. Your product, your process of manufacture, 
your method of sale, the price and every other detail of the business is 
thrown into high relief. The man who trade-marks his goods gives his 
bond. His advertising and his very trade-mark make his customers in- 
creasingly critical, but if he keeps faith with his customers, he builds good 
will and that good will can be worth great sums of money. 

It is said that when Dodge Brothers was purchased, $78,000,000 was 
paid for good will. The Postum Company is supposed to have paid $43, 
000,000 for Maxwell House Coffee. Most of this was for the name. It is 
also said that one famous baking powder company considers its trade-mark 
worth about $1,500,000 a letter. I understand that Adolf Zukor some years 

ago quoted the value of the name “Paramount” as worth $15,000,000. It 
is easy to give plenty of illustrations of what an established and respected 
trade-mark is, but it is not easy to estimate its worth to its owners. For 
example, who can say what the name THE SATURDAY EVENING POST 
is worth to The Curtis Publishing Company. I would not even try to esti- 
mate. It is either worth all or it is worth nothing, depending on how good 
a job we do in carrying forward the magazine which you know as THE 
SATURDAY EVENING POST. 

Naturally, we magazine publishers regard trade-marks with very great 
respect. We are a major factor in the selling of these trade-marks to the 
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American people. As a matter of fact, we all use trade-marks ourselves, 
whether they are called by that name or not. For instance, witness the title 
of The Saturday Evening Post, or Life, or Ladies’ Home Journal or Good 
Housekeeping, etc. One matter of which we publishers are thoroughly 
aware is that trade-marks must be reproduced so that they are as close 
replicas of the original as possible. We are asking the customers to recog- 
nize the trade-mark whenever they see it. That means we have the duty 
of reproducing it properly. 

You should be astounded at the number of people who tell me they 
start to read magazines from the back forward and that they look at the 
advertising before they turn to the editorial text. I don’t know whether 
this is complimentary to the magazines or the reverse, but I suspect it is a 
compliment to your and our cleverness of presentation and to the appeal 
which you manufacturers and agents bring into your advertising. 

Magazines were quick to recognize the need for control of the force of 
advertising. Both the public and the legitimate advertiser had to be pro- 
tected from the quack and the advertiser who misrepresented his product. 
This was the real beginning of the move toward establishing standards 
in advertising. The Curtis Advertising Code, set up and adopted in 1910 
stated that no Curtis magazine would accept advertising meant to deceive 
or defraud .. . advertising which attacked the products of a competitor... 
blind advertising . . . advertising of an immoral or suggestive nature... or 
advertising for certain products. Other publishers soon adopted similar 
codes. Parts of these advertising codes have been modified as changing 
social customs have dictated, but their essentials are still rigidly enforced. 
Today all advertising must meet stringent standards of responsibility 
before it can be published in any of the reputable magazines. 

We of the magazine field have a responsibility in this connection. We 
have a responsibility to see that we take reasonable precautions against 
incorrect or improper use of trade-marks. No publisher ever wishes to be 
regarded as censoring the copy that comes to him, but he does have the 
obligation of assuring the possibility of high readership for the advertis- 
ing in his magazines, and this means that the readers of the magazine 
must have confidence in and respect for the publication, just as the manu- 
facturer must secure and maintain confidence for his trade-marked goods. 
Sometimes there is difficulty in this regard and at times certain problems 
exist. I should like to point out to you that if a publisher ever raises a 
question of this kind concerning your advertising, remember he is doing it 
out of his best intention of aiding you in your selling. Remember that he, 
as with you, is known by the company he keeps. 

There are a thousand different slants to the magazine publisher’s han- 
dling of trade-marked goods and it is quite impossible to cover them all in 
a brief talk this afternoon. There are also literally thousands of different 
magazine publications in this country. There are a few general magazines 
and there is an enormous number of specialized publications treating with 
almost every variety of interest that you can imagine. These cover prac- 
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tically all of the arts and crafts, the interests of various religious groups 
various educational publications, news publications, picture magazines 
general story magazines, etc. Altogether, there are about 7,000 magazines 
published in this country. Most of them, of course, have low circulations 
and do not profess to have national coverage. But because of this great 
diversity, the approach to the advertising of trade-marked goods may vary 
rather widely. It is important that this thought be considered when adver. 
tising is being designed, although this does not have very much to do with 
the trade-mark because the trade-mark should be equally good anywhere. 

I wonder whether you realize that according to authentic Statistics, 
it is evident that about 60 per cent of all consumer goods sold in this coun. 
try is directly influenced by advertising and that nearly all advertising 
carries some form of trade-mark or trade name. 

Your use of magazine advertising to popularize your trade-mark js in 
effect a partnership between you and the magazine which you use. Pub- 
lishers welcome you into this partnership because they speak the same 
language you do. They are pledged to the vigilant protection of the buying 
public and advertising clients as well. Ample evidence of this fact can be 
found in the published statement of my own Company’s advertising policy 
which says: 


“Our first consideration is the protection and welfare of our 
readers. 

“Our second consideration is to so conduct our advertising col- 
umns as to command the confidence of our readers and lead them to 
greater dependence upon the printed message. 


“Our third consideration is to protect our advertising clients— 
to discourage unfair competition—and to safeguard our publications 
against any advertising that might tend to injure our advertising 
columns in their general efficiency and standing.” 


There is another important member of this advertising partnership— 
your advertising agency. They are the people who, by virtue of long ex- 
perience and capabilities, translate your objectives into definite plans and 
see to it that these plans are properly put into effect. 

This general partnership includes other valuable features. With it goes 
the affiliation with magazines which occupy a prominent place in millions 
of American homes, which likewise numbers their readers by the millions, 
and whose name in many cases has been a familiar byword to the buying 
public. The partnership also carries with it the prestige value that comes 
from an association with the leading business concerns in the advertising 
pages of magazines that consumers have grown to respect and believe in. 

Finally, I would like to speak very briefly on the insurance value of a 
trade-mark. Certainly the plant and machinery of The Curtis Publishing 
Company could be thrown out of existence by a catastrophe and yet so long 
as we preserved our editorial and business abilities we could rebuild the 
property in very short order. That is true with most concerns. As a matter 
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of fact, there are trade-marked products that are manufactured almost 
entirely on contract at the present time. Now we can insure our buildings, 
put there is only one way to insure the trade-mark and that is by constant, 
clever advertising. What I am trying to make clear is that a trade-mark is 
thoroughly intangible, but it is the really valuable part of the business. The 
physically tangible things, like plant and machinery, exist in order to 
produce the intangible something which the trade-mark signifies. You can 
insure one, but the intangibles, the trade name and the reputation back 
of it, and thereby the great value of the business lie in the mind of men 
and women and they can only be insured by performance and by contin- 
yous and intelligent publicity. 

All of which brings me up to a general closing for the magazines. 

National magazine advertising has many features which distinguish it 
as an advertising medium. National magazines offer advertisers and their 
trade-marks access to a cross-section of the national market directly pro- 
portionate to buying power and sales opportunity in every community and 
area throughout the land. 

Another distinctive feature of magazines are their versatility and 
adaptability to the requirements of individual advertisers. This fact has 
been demonstrated many times through the ability of national magazines 
to produce tangible sales results for trade names with a wide variety of 
products and services. Extensive use of magazines by many different con- 
cerns of varying size is an important testimonial to the effectiveness and 
selling power of magazines. 

Magazine advertising is also distinguished by its repeated impact of 
trade-marks and trade names. A magazine has a comparatively long life. 
It is picked up, studied, and read on different occasions by both the same 
individual and by other persons. In each instance it commands a high 
degree of attention. Thus the advertising messages and trade-marks are 
exposed to the probability of readership, not once, but many times. Adver- 
tising, therefore, develops great penetration and impact on consumer con- 
sciousness in the pages of a magazine. 

The editorial power of the magazine plus its ability to introduce and 
sell the trade-marks, the merchandise and the services of American indus- 
try can be attributed to the enviable position which magazines have 
achieved as an integral part of our national life. Magazine advertising is 
ene of the chief lubricants of our own distribution machinery. Without it, 
selling mechanisms would slow down and the wheels of American industry 
would turn less smoothly. The primary interest of the magazine and the 
advertiser are identical: the profitable sale of quality merchandise to a 
national market at the lowest possible cost. For this reason, magazines are 
unique—and indispensable—as national advertising media. 
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WHO PROFITS FROM THE TRADE-MARK SYSTEM 
By W. Paul Jones* 


The public acceptance of nationally advertised brands depends at least 
as much on how the merchandise is sold and serviced as on the physica] 
properties of the goods themselves. Therefore, national advertisers cap 
best protect their trade-marks by using so far as possible only ethical 
channels of trade which appreciate the importance of service and the value 
of consumer good will. 


To the extent legally permitted, Servel, Inc., pledges that its good name 
on refrigerators, air conditioners and water heaters represents not only g 
product of uniform high quality but also a product sold only by reliable 
dealers at the same price to all within an area which is the lowest price 
consistent with a ten-year guarantee of service. The company will adver. 
tise and publicize this policy in a widespread effort to familiarize con- 
sumers with the desirability of buying through established channels, for 
their own protection. 


Trade-mark owners increasingly recognize that the way a product is 
produced is as important as what is produced; and the public’s regard 
for a company and its products is influenced by such human relations 
considerations as treatment of its employees and its status in the com- 
munity and in its industry. Similarly, how a trade-marked product is 
distributed is often as important to consumers as what is being sold. 


Trade-marks are not static. Their value is constantly fluctuating. The 
worth of the names or images attached to our products at any given time 
depends entirely on their acceptance translatable into sales in the market- 
place at that time. Obviously the relative quality and utility of the product 
compared with competing items is important. Obviously company repu- 
tation has a bearing on consumer acceptance. But most of all perhaps the 
value of our trade-marks turn on their methods of distribution. The con- 
sumer is largely influenced by the presentation of the product through 
advertising, in the dealer’s window, on his floor and by his salesman— 
and by the kind of store which sells and promotes the product—and by the 
extent of its distribution, that is, its ready availability—and by the retail 
price and whether the price is firm or varies from store to store. If the 
customer thinks she can get the same value at a lower price elsewhere, 
her tendency is to shop rather than to buy. 

It is unfair to ask dealers to serve as display centers for those who 
plan to do their shopping somewhere else. Yet this is precisely what 
manufacturers do when they abdicate their responsibility for 4 
retail price policy. Failure to keep faith with dealers in this important 


* President and General Manager, Servel, Incorporated. Paper delivered before 
72nd Annual Meeting of The United States Trade-Mark Association, Tuesday, June 
6th, at The Waldorf-Astoria. 
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respect is no policy at all. It is lack of a policy. We feel so strongly about 
this at Servel that we have even made arrangements to have our em- 
ployees buy our products only through regular channels of trade. We never 
want to be a party to creating the illusion that the cost of stocking, selling 
and servicing a product is one that can be eliminated without impairing 
the full service value of the product sale. Those who represent that they 
can sell trade-marked products to consumers at wholesale encourage this 
ilusion—and when a trade-mark owner does so, either with his own or 
other merchandise, he does it to his own ultimate detriment. 

The Servel trade-mark is far more valuable today than it was only a 
year ago. Sales are up almost fifty per cent during the first six months of 
this year compared with the similar 1949 period. For the past several years 
consumer surveys had confirmed that a large number of people knew the 
Servel mark and regarded it favorably. Relative to our leading competitors, 
we stood much higher in brand preference and consumer acceptance than 
we did in actual sales. It was nice—and important—to know that we were 
well thought of. But sales and sales alone make possible stable and expand- 
ing employment and a fair return to the owners of the business. 

Since the real value of a trade-mark is measured by the sales it pro- 
duces, we put our mark to work—by pricing our product on a more com- 
petitive, volume-production, basis; obtaining far more adequate distribu- 
tion among promotion-conscious dealers and distributors, especially pres- 
tige and large downtown accounts which keep the name constantly before 
the public. We also sold our outlets on doing a consistent week-in, week- 
out advertising job, with localized copy prepared by us and our agency. 
And we used our satisfied customers to find new prospects. This rather 
spectacular increase in sales as a result of our new policies was only pos- 
sible because Servel has consistently recognized that the true yardstick 
of value is in the measure of appreciation of ownership. This value is over 
and above color, form, size, shape, mechanics and gadgets. It makes a 
product worth more than its physical value as measured by materials, labor 
and overhead. The trade-mark owner who fails to develop an understand- 
ing and appreciation of his product cheats the customer. For it is this 
service value which distinguishes those trade-marks which have become 
household words throughout the country from mere nameless commodities 
which like the Missouri mule are without pride of ancestry or hope of 
posterity. 

Of course, it costs money to build service values into a trade-marked 
product, both in its production and distribution. Of course, the constant 
job of consumer education necessary to make trade-marks meaningful is 
an item of expense. It is often said that these costs are more than offset 
by economies in manufacture and distribution made possible through pub- 
lic demand and consequent volume sales for nationally-known merchandise 
which in turn result in price reductions and product improvements. All 
of this is true. But I think we should meet the point forthrightly that most 
of our best-known brands do command a higher price—that quality and 
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service do cost money because they mean fair wages, fair margins and 
fair profits. 

The product imitators—those who ride along on the research, the Dio- 
neering sales and consumer education efforts of brand name manufap. 
turers must sell their products for less in order to sell them at all. Price 
is not the criterion of worth. Satisfaction is—and satisfaction means 
quality, price, service, reputation, appreciation and all those intangibles 
represented in those goods which our brand names symbolize. And under 
our system the American customer who pays something less for some. 
thing less inevitably profits from the consumer education, research and 
improvements which our leadership imposes upon us. It is up to each 
customer to decide; that is his right of free choice. And in spite of the hue 
and cry from critics of our free economy, the buying habits of American 
customers are an eloquent testimonial to their knowledge that you can't 
make a silk purse out of a sow’s ear. Nobody expects that; nobody expects 
the best for less. The time for us in business to hang our heads and start 
worrying is when every one concerned with a sale—from the salesman 
right on back to the production line and research laboratory—does not 
receive a just reward for his efforts. The consumer can only benefit as the 
other parties to the sale do; never, for long, at their expense. The su- | 
periority of our trade-mark system is that it profits all around. 

It is often said that our trade-mark system places a premium on honest 
dealing. I prefer to think that the trade-mark system based as it is on the 
concept of good will has developed in this country as it has nowhere else 
on earth, because of the fundamental honesty of the American business 
man. We mistake cause for effect if we say that the American business 
man is honest because it pays to be honest. The custom of relying on trade- 
marks has ever grown in America because the goods are what their 
makers have claimed them to be. Honest dealing developed the trade-mark 
system and is its firm foundation—rather than vice versa. And that is why 
no business man can beat the system if he is interested in good will and 
profitability rather than turning a quick sale and living a short business 
life. Never, in any land, at any time, has a whole business community 
adopted such an audacious attitude or viewpoint as expressed in the slo 
gan, “the customer is always right.” Only here in America in the past few 
generations has the principle of honesty been definitely accepted as the 
best policy by the vast majority of sellers. Only here, where we have built 
the most delicately balanced system of mass production and distribution, 
have morals become the ultimate and true catalyst of solid business success. 

It would be most enlightening to the buying public to see and hear 
how its interests, its likes and dislikes, its conveniences and needs are made 
so completely the objective of industry. Studies are made, surveys con- 
ducted, tests run, costs analyzed to build products that will be in harmony 
with the public interest. 

Merchandising experts in other countries cannot understand the Amer- 
ican system of basing the consumer price on cost sheets rather than charg- 
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ing what the traffic will bear. The highest price system has made its con- 
tribution to conditions in Great Britain today. Here every business which 
values good will follows only one-practice in pricing its product or service. 
It prices in direct relation to its cost sheet. It attempts to recover only 
its costs plus a fair predetermined profit necessary to sustain the business 
and make a worthwhile return to its owners. If a product enjoys greater 
demand than its competitors, it does not raise its price. 

A case in point was Buick hewing to the $3,000 price line when the 
public would gladly have paid much more in the black market. Was it good 
business to hold the line? You saw the answer to that recently when Gen- 
eral Motors announced the largest earnings and dividends ever to be paid 
by a corporation. Do you need any more graphic proof that honesty and 
self-restraint pay in business? 

Another outstanding example of business morals is the widespread 
effort of industry to set public standards of measurement and test for 
products and services. Refrigerators are measured by the same yardstick 
by each manufacturer. Automobile wheelbase and horsepower are ex- 
pressed in the same terms by manufacturers. Liquors are judged by their 
proof and age, radios are standardized by their watts of output, drugs are 
standardized by ingredients and strength. Yet this standardization of 
basic objective factors has helped rather than hindered the trade-mark 
system by enabling the public to buy on the basis of real values—design, 
service, utility, efficiency of operation, personality of the goods, without 
having to worry about whether they would work or not. 

Because trade-marks serve the purpose of distinguishing one product 
from another, they are the essence of competition. They provide their 
makers and sellers with the incentive to build quality and service into a 
product. They place a premium on sound product innovation and improve- 
ment, on constant search and research for the new, the better, the more 
economical. They provide the stimulus for the development of continuous 
variety in the goods offered the public. They add zest to shopping in Amer- 
ica and make it an exciting adventure rather than the drab, humdrum, 
monotonous chore it is in other lands. 

The law of trade-marks is the law of consumer protection. Rights in 
trade-marks spring from the concept that the consumer is entitled to know 
who made the product so that he can be held responsible. But under our 
system they came to serve the positive purpose of identifying the genuine 
from the spurious. This Trade-Mark Association is, then, truly a consumer 
protective society, its purpose being to protect the public against those who 
misrepresent their goods by attempting to palm them off as being some- 
thing other than what they are, by means of poaching upon the good name 
of others. But trade-mark protection involves even more than this. A trade- 
mark does not exist in isolation. The winning of good will is not a game of 
solitaire. The value of a mark depends on how people like the product and 
the company behind it but, as I have indicated, perhaps above all on how 
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the product is sold and serviced into consumption. Good will results from 
playing the game of business like a thoroughbred. 

No trade-marked product is truly sold when the user takes possession 
of it. We at Servel do not feel that the sale of one of our refrigerators, oy 
water heaters, or air conditioners ends there; when the customer buys, it 
is really only the beginning of the sale. All our policies are designed with 
this in mind—that our first responsibility in our advertising, in our dis. 
tribution and service set-up is to those who have already invested in oy 
product—to give them a proper appreciation of what they have, a pride 
of ownership. It is on that sound and sure foundation of good will that we 
have built our trade-mark. Since in the final analysis the value of your 
trade-marks and mine depend on how we play the game, such considers- 
tions as pricing, advertising, methods of distribution, sales training—al] 
are inextricably bound up in how these symbols of ours affect the public 
consciousness. Therefore, it seems most appropriate to me that this asgo- 
ciation is increasingly recognizing, as this program bears witness, that 
trade-marks cannot be isolated from the broad subject of trade—and trade 
regulation. In the final analysis the good will of a manufacturer cannot be 
adequately protected if the only poachers he can rout are those at the 
manufacturing level. In this age of distribution, it seems at least as impor- 
tant to me that our good names be protected and, therefore, that consumers 
be protected at the point of sale so that consumers will receive the service 
for which our trade-marks stand. 

For too long the place of Government in trade—and trade regulation— 
was to inhibit creative selling—to inhibit the new and dynamic approaches 
to distribution, pricing, sales promotion, cooperative advertising and even 
sales training, such as contests. For too long those who have been immersed 
in the law have waved their obscure precedents at those whose job it is to 
create and to produce and to sell satisfactions whenever they wanted to 
explore new, more efficient, more economical ways to bring product and 
prospect together. For too long there has been protracted litigation about 
this or that practice which in terms of the realities of the marketplace 
has already become obsolete when the case begins. We need a kind of Gov- 
ernment regulation which will encourage the venturesome, the ambitious, 
the job-creators rather than that which stifles initiative to find new and 
better ways to get more and better products to more people. We need public 
servants who will recognize that the time for regulation involving pre 
scribed morals for an infinite area of individual practice has long since 
passed because of the innate honesty of business people themselves. We 
need broad and simple ground rules which have to do with business as it 
is, not with somebody’s “ivory tower” concept of business as it should be. 
Such rules cannot be drawn up in a vacuum. They must be drafted with a 
knowledge of—and the consent of—and the cooperation of—those who are 
in the thick of the competitive battle. Only from experience comes under- 
standing and, to be effective, rules must be understood. All effective rules 
derive their force from the consent—and acceptance—of the vast majority 
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of those subject to them. We need to recognize that where rules have the 
fexibility to be practical and therefore the sanction of the leaders of the 
industry, trade or profession subject to them, they will be largely self- 
enforcing. The scorn of one’s fellows—the contempt of one’s colleagues— 
has far more salutary and restraining influence against sharp practice 
than any test case the Government can bring. Finally, we need to recog- 
nize that as the result of advertising and our great informational media 
which advertising makes possible, we have an educated and enlightened 
citizenry such as has never before existed. This buying public, within broad 
limits, is far better able to protect itself through the influence of its col- 
lective judgments at the cash register than can any body of experts, how- 
ever wise and well-intentioned. The growth of our trade-mark system at- 
tests to this. 

Only through such a creative approach can Government stake out the 
boundaries within which American business can find better ways to do a 
better job for consumers and therefore for itself and its employees. 
Through such a dynamic approach trade regulation will become more 
and more effective and preventative and less punitive. Effective, rather than 
stifling, trade regulation can be a major factor in encouraging an expand- 
ing economy so necessary to our well-being and defense. 


Samuel W. Fraser 


We note with very deep regret the passing on May 26th of 
Mr. Samuel W. Fraser of Burroughs Wellcome & Co. (U.S.A.) 
Inc. Mr. Fraser was associated with this company for more 
than thirty years and was the firm’s representative to The 
United States Trade Mark Association. He was an active and 
loyal member of our group and was keenly interested in trade- 
mark affairs. 


Mr. Fraser is survived by his wife, Christine, and two sons, 
James G. and Doughlas W. and a brother, William H. 


The Officers and Directors of this Association extend our 
sincere sympathy to his family and to his company at their 
great loss. 





TRADE-MARK REPORTER 


PART II 


EVERSHARP, INC. v. PAL BLADE CO., INC. ET AL. 
No. 286—C. A. 2—June 2, 1950 


Courts—Federal Appellate Procedure—Rule 54 (b) 

Appeal held to lie from dismissal of supplemental complaint alleging trade libe| 
in trade-mark and patent infringement suit because court below held, under Rule 
54(b), that there was no reason for delay in entering final judgment on supplemen- 
tal complaint, and entered judgment accordingly. 

CourTs—Jurisdiction—General 
Supplemental complaint held to fail for lack of jurisdiction, so far as it related 


to defendant Personna Blade Co., Inc., because of lack of diversity of citizenship 
between plaintiff and that defendant. 


UNFAIR COMPETITION—T rade Libel—Pleading and Practice 
Letter described in supplemental complaint, disparaging product but not defam- 
ing plaintiff, held to involve only trade libel and not a personal libel. 


Allegations and proof of special damage held necessary to sustain charge of trade 
libel. 


Broad general allegation that plaintiff had lost sales and had been injured in its 
credit and reputation, held insufficient, under rule requiring proof of special damage, 
to establish disparagement of title. 

Advance Music Corp. v. American Tobacco Co., 296 N. Y. 79, distinguished. 

Courts—Conflict of Laws—Applicable Law 

In unfair competition suit based on diversity of citizenship, New York law held 

binding on federal court. 


Appeal from Southern District of New York. 


Trade-mark and patent infringement and unfair competition suit by 
Eversharp, Inc. against Pal Blade Co. Inc. and Personna Blade Co. Inc. in 
which plaintiff filed supplemental complaint for trade libel and moved for 
preliminary injunction. Plaintiff appeals from dismissal of supplemental 
complaint and denial of preliminary injunction. Affirmed. 


Davis, Hoxie & Faithfull, (William H. Davis and John B. Cunningham, of 
New York, N. Y., and Raymond L. Greist, of Chicago, IIl., of counsel) 
for plaintiff. 

Pennie, Edmonds, Morton & Barrows (George E. Middleton of counsel) of 
New York, N. Y., for defendants. 

Before SWAN, AUGUSTUS N. HAND and CHASE, Circuit Judges. 


AUGUSTUS N. HAND, C. J.: 


The plaintiff Eversharp, Inc. (successor to Schick) filed its original 
complaint in April 1949 alleging patent infringement, trade mark infringe 
ment and unfair competition by the defendants. In September and October 
1949 it got reports of the circulation by the defendant Pal Blade Co. Inc. 
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of a letter which the plaintiff thought harmful to its business in safety 
razors and blades wherein the defendants were competitors. The letter was 
published subsequent to the filing of the original complaint. Thereafter 
the plaintiff filed a supplemental complaint charging that the letter con- 
tained “improper, unfair, malicious and untrue statements with the delib- 
erate intention to injure and for the purpose of injuring the plaintiff, its 
reputation and its business,” that those acts constituted “libel per se, trade 
libel and unfair competition, and have already resulted in substantial and 
irreparable injury to plaintiff in its reputation and its business and will 
continue so to do until and unless such acts are enjoined and a full and 
complete retraction made by the defendants.” The pleading also charged 
that defendants “have conspired with others, and with each other’ in the 
publication complained of “with the malicious intent to injure plaintiff in 
its reputation and its business,” and that at the time of publication the de- 
fendants “well knew, or could, with the exercise of reasonable care, have 
ascertained, that the said matter was untrue” but nevertheless published it 
“with actual malice and with the wrongful and willful intent to injure the 
sale” of plaintiff’s blades, and that by reason of the publication the plaintiff 
“has been greatly injured in its credit and reputation and has lost many 
sales of said blades * * *” 

The supplemental complaint prayed for a preliminary and permanent 
injunction restraining the further publication of the letter, for an order 
of retraction, and also asked for punitive damages. An appeal lies from 
the determination below because the District Court held, under Rule 54(b), 
that there is no just reason for delay in entering final judgment upon the 
supplemental complaint and entered judgment accordingly. 

The supplemental complaint so far as it related to the defendant Per- 
sonna Blade Co. Inc. must fail for lack of jurisdiction, seeing that the 
plaintiff and Personna Blade Co. Inc. were each Delaware corporations and 
therefore the diverse citizenship necessary to support jurisdiction did not 
exist. 

In respect to the claim against Pal Blade Co. Inc., which is a New York 
corporation, and therefore subject to jurisdiction because of diverse citizen- 
ship, Judge Coxe held that the letter described in the supplemental com- 
plaint did not defame the plaintiff but only disparaged its products and 
consequently involved a trade and not a personal libel. He held that allega- 
tions and proof of special damage were necessary to sustain a trade libel 
and that no such special damage was alleged. He denied the plaintiff’s mo- 
tion for a preliminary injunction and a retraction and dismissed the sup- 
plemental complaint. He was right unless the recent decision of the New 
York Court of Appeals in Advance Music Corp. v. American Tobacco Co., 
296 N.Y. 79, requires a different ruling as to the sufficiency of the plain- 
tiff’s claim. There the Court of Appeals seems to have held that an untruth- 
ful disparagement of the business of the plaintiff made with intent to injure 
and resulting in actual damage was properly alleged, and so Justice Walter 
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had held at the trial term after a full discussion of the adequacy of the 
pleading in respect to special damages.’ His order was affirmed by the 
Court of Appeals, on reversal of the Appellate Division, which had rule 
to the contrary.2, But in Marlin Fire Arms Co. v. Shields, 171 N.Y. 384, 
the Court of Appeals had previously held that, where a defendant had pub- 
lished malicious criticisms of the plaintiffs’ products, no action at law lay 
because of failure to show special damage, and also that the publication 
could not be restrained by injunction. It would seem strange that the olj 
rule of Tobias v. Harland, 4 Wend. 537, reiterated in Marlin Fire Arms Cp, 
v. Shields, should have been overruled without even mentioning those prior 
decisions which had held that an action for disparagement of goods would 
not lie without proof of special damage. We are, therefore, inclined ty 
think that the Court of Appeals intended no more by its decision in Advance 
Music Corp. v. American Tobacco Co., 296 N.Y. 79, than to sanction a fairly 
broad rule as to what was necessary as a statement of special damages in 
actions such as the one under consideration, rather than to hold particu. 
larity in the pleading of damages unnecessary. This interpretation was 
given to that decision by the Appellate Division, First Department, in 
Frawley Chemical Corp. v. A. P. Larson Co., 274 App. Div. 643, which as 
an authoritative statement of the New York law is binding on us under 
the rule of Erie R. R. v. Tompkins, 304 U.S. 64. 

In the case at bar, there was no statement in the supplemental com- 
plaint or in the affidavits submitted to support the plaintiff’s claim that 
specified what sales of blades were lost through the alleged .defamatory 
words or why details concerning special damages could not be given, nor 
was any leave to amend the pleading asked, and plaintiff in its brief con- 
tends with no supporting authority that no allegation of special damage is 
necessary to obtain equitable relief. 

It has generally been held that some allegations or proofs of special 
damage are necessary. See article by Professor Jeremiah Smith in Volume 
13 Columbia Law Review at p. 121; Restatement of Torts, Vol. III, §§ 682, 
633 ; opinion of Lord Bowen in Ratcliffe v. Evans [1892] 2 Q. B. Div. 524, 
527; and Victor Safe & Lock Co. v. Deright, 147 F. 211 (C. A. 8). See also 
the discussion of Professor Moore as to evidence necessary to show special 
damage, where proof of it is required. 2 Moore’s Federal Practice (2 Ed.) 
p. 1923. Even though the necessity of great detail as to special damage be 
thought to have been dispensed with by the decision of the Court of Ap- 
peals in Advance Music Corp. v. American Tobacco Co., there were suft- 
cient allegations of damage in that case to justify the conclusion that if 
the circumstances alleged were established, the damage must have occurred. 
The allegiations in the supplemental complaint were far less specific than 
the statement made in the complaint in Advance Music Corp. v. American 


1. 183 Misc. 855. 
2. 268 App. Div. 707. 
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Tobacco Co., which, in the words of Justice Walter, made it “abundantly 
clear by a wealth of detailed facts that defendants’ acts and representations 


were likely to and actually have caused actual damage to the plaintiff.” 183 


Mise. at 857. Moreover, the Court of Appeals in dealing with the question 
of the allegation of damages said: 


“In respect of the wrong asserted by the plaintiff, the first cause of action 
goes on to say: The defendants—a tobacco company and an advertising con- 
cern—are the creators of a commercial coast-to-coast radio program which is 
broadeast each Saturday night. ‘A wide listening audience estimated to be in 
excess of fifteen million people per week is attracted to this program by reason 
of the constant representations * * * made by the defendants that said program 
consists of the rendition of the nine or ten most popular songs of the week in 
the relative order of their popularity based upon an extensive and accurate sur- 
vey conducted through the nation.’ Weekly lists of the songs thus classified by 
the defendants upon their radio program are widely circulated by them, ‘so that 
the public, dealers, jobbers, motion picture companies, phonograph companies, 
electrical transcription companies, radio station performers and entertainers, and 
others, may be induced to rely upon such lists and purchase and use the music 
stated to be the most popular.’ * * * 

“In respect of the damages complained of by the plaintiff, the first cause of 
action sets forth the following particulars: Music jobbers and dealers, band- 
leaders, entertainers, supervisors of radio programs, phonograph recording com- 
panies and motion picture producers in choosing songs are largely influenced by 
the selections and ratings which the defendants disseminate by way of their radio 
program and weekly lists. On that account, jobbers and dealers prematurely re- 
turn songs of the plaintiff and thereby prevent distribution thereof to retail out- 
lets for sale to the public. For the same reason, most users of music are induced 
to accept the songs heralded by the defendants and to neglect songs published 
by the plaintiff. In consequence of all this, the measures taken by the plaintiff 
for exploitation of its songs are frustrated; the value of its musical compositions 
is depreciated; its revenue is diminished; and its property rights and business 
prestige are impaired.” 


In the case at bar, there was nothing but a broad general allegation 
that the plaintiff had lost sales and had been injured in its credit and repu- 
tation. This was insufficient if the rule requiring proof of special damage 
to establish disparagement of title really means anything, and that the re- 
quirement still exists is plain from the recent holding of the Appellate Divi- 
sion in Frawley Chemical Corp. v. A. P. Larson Co., First Department, 274 
App. Div. 643, and of Justice Walsh in Blens Chemicals, Inc. v. Wyandotte 
Chemical Corp., 84 USPQ 385, decided February 27, 1950, at Special Term, 
Kings County. 

For the above reasons, the motion for a preliminary injunction and re- 
traction was properly denied, and the supplemental complaint against de- 
fendants was rightly dismissed. 


Judgment and order affirmed. 
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LIFE SAVERS CORPORATION v. THE CURTISS CANDY COMPany 
No. 9967 —C.A. 7—May 23, 1950 


Courts—Federal Appellate Procedure—Rule 52(a) 

Findings of fact and conclusions of law should adequately cover the conteste 
issues. 

Rule 52(a) only relieves trial judge from filing findings and conclusions separat, 
from opinion. 

Memorandum opinion of trial judge held not to constitute findings and conclusions 
contemplated by Federal Rules of Civil Procedure, but case is not remanded for 
additional findings because Court of Appeals concludes that, based upon facts mep- 
tioned in opinion, decision of District Court was correct. 

TRADE-MARKS—Marks Incapable of Exclusive Appropriation—Particular Instances 

On facts of record, in competitive field occupied by plaintiff and defendant, use 
of color, including colored stripes, as background on labels, held functional and de- 
scriptive. 

As a rule, color cannot be monopolized to distinguish a product except in connec. 
tion with some definite arbitrary symbol or design. 

TRADE-MARKS—Nature of Rights—General 

A trade-mark may consist of any symbol, emblem, device or words, but its office 

is to point out distinctly the origin of the article to which it is applied. 
TRADE-MARKS—Evidence of Confusion—General 

On facts of record, including size of plaintiff’s annual sales, held that it would 
be extraordinary if some confusion could not be found, irrespective of dress of 
package. 

Package prepared by plaintiff, for use in examining witnesses at trial, with label 
containing only colored stripes and no printing whatsoever, held properly excluded 
from evidence where plaintiff had never used such packages commercially. 

UNFAIR COMPETITION—Basis of Relief—Duty to Distinguish 

New competitor has duty to so distinguish his product from those of his rival 
that neither its name nor its dress will probably deceive the public. 

Newcomer is not obligated to protect the negligent and inattentive purchaser 
from confusion resulting from indifference, and is not required to make the market 
foolproof. 

TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—Scope of Protection—Particular 
Instances. 

While the validity of plaintiff’s trade-mark in its entirety is not seriously ques- 
tioned, it does not follow that plaintiff may dissect its mark and claim monopoly on 
multi-colored striped background, which is held functional and descriptive. 

On facts of record, plaintiff held to have failed to establish either trade-mark 
infringement under 1946 Act or unfair competition by defendant in its use of multi- 
colored stripes which are functional and descriptive on candy package. 


Appeal from Northern District of Illinois. 

Trade-mark infringement and unfair competition suit by Life Savers 
Corporation against The Curtiss Candy Company. Plaintiff appeals from 
dismissal of complaint. Affirmed. 


William T. Woodson, Beverly W. Pattishall, and Lewis S. Garner, of Chi- 
cago, Ill., for plaintiff. 


Casper W. Ooms and Edwin F. Zukowski, of Chicago, IIl., for defendant. 
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pefore DUFFY, LINDLEY and SwaIM, Circuit Judges. 


Durry, C. J.: 


This is an action for trade mark infringement and unfair competition. 
On March 8, 1938, plaintiff registered under the Act of February 20, 1905, 
, distinctive mark (No. 355,158) consisting of a striped background across 
which the words, “Life Savers,” were printed three times, one above the 
other, in white letters. Immediately above each printing of “Life Savers,” 
the words “Five Flavor,” were printed in black letters. The registration 
stated, “The drawing is lined to indicate the colors, red, yellow, green, 
orange, and purple.” 

Both plaintiff and defendant manufacture and market hard candy discs 
of various colors and flavors in cylindrical-shaped packages or rolls about 
23, inches in length and 34 of an inch in diameter. Each package or roll 
hears an identifying label and contains eleven candy discs. 

Among the different flavored candy discs produced by plaintiff are those 
of various fruit flavors, the package of each kind bearing a wrapper the 
background of which has an appropriate identifying color, and on which 
the words “Life Savers,” are printed. Plaintiff’s candy discs have a hole in 
the center, and Plaintiff has widely advertised its products as “The Candy 
with a Hole.” Defendant’s discs do not have a hole, but the wrappers for 
its various fruit-flavored discs likewise have a background of an appropri- 
ate identifying color. To illustrate: plaintiff and defendant market lime 
favored candy discs in wrappers with a green background, lemon flavored 
discs in wrappers with a yellow background, wild cherry flavored discs in 
wrappers with a red background, and orange flavored discs in wrappers 
with an orange background. 

On each of plaintiff’s wrappers the words, “Life Savers,” appear three 
times in easily read letters extending practically the entire length of the 
package. Above the words, “Life Savers,” appears the designation of the 
flavor of the candy contained in that package. Very little of plaintiff’s 
wrappers is not covered with printing. 

Defendant’s disc candy with the fruit flavors is marketed in wrappers 
plainly marked to indicate defendant’s name and the flavor of the candy, 
such as “Curtiss Lime Drops,” “Curtiss Orange Drops,” “Curtiss Lemon 
Drops,” and “Curtiss Wild Cherry Fruit Drops.” These words are printed 
in easily read white letters on a background which is a square of blue ex- 
tending half the width and half the length of the label, each blue square 
being staggered diagonal to the other, and they thus occupy half of the face 
of the wrapper. They are so located that at least one of them is clearly 
visible, no matter in what position the roll of candy may be placed. Where 
the corners of the two blue squares would meet in the center of each wrap- 
per (irrespective of the color of the background of the other portion of the 
label); the letter “‘C” in white is printed on a red background 14 inch wide 
and 7/16 inch high. The portion of the background not covered with the 





522 TRADE-MARK REPORTER 40T. MR 
— 
two blue fields and the small red center between consists of parallel stripes 
of solid color, such as green for the lime flavor, yellow for the lemon flayo, 
and which are designed to simulate the appearance of the candy discs pa 
tained therein. No printing appears on the striped background. 

Both plaintiff and defendant also produce and market packages of ag. 
sorted fruit-flavored candy discs. The only complaint made by the plaintif 
in this action concerns the wrappers used by the defendant on its assorteq 
fruit-flavored drops. The background of plaintiff’s wrapper for its pack. 
ages containing assorted fruit-flavored candy is nine parallel red, yellow, 
green, orange and purple stripes, across which the words, “Life Savers,” 
appear three times entirely across the wrapper, in the manner hereinbefore 
indicated, and the words, “Five Flavor,” appear in smaller but easily read 
letters. The background of defendant’s wrapper for its packages of assort- 
ed fruit-flavored candy (other than the two blue fields and small red 
square) is eleven red, orange, yellow and green stripes of exactly the same 
width and appearance as the stripes on defendant’s other packages contain- 
ing lime, orange, lemon or wild cherry fruit drops. The stripes are go 
designed that they give the impression that the multicolored candy discs 
inside the package can be seen through a transparent wrapper. No words 
are printed across the colored striped background. 

Plaintiff brings this action to permanently enjoin the defendant from 
using the label now used by it on its wrappers for its “Curtiss Assorted 
Drops,” claiming that as plaintiff was the first in the field, the colored 
striped background of the label on defendant’s wrapper infringes plaintiff's 
registered trade mark No. 355,158, and competes unfairly with plaintiff. 
The district court held that plaintiff’s trade mark was not infringed, and 
found that the defendant had taken every reasonable means to prevent con- 
fusion of goods. From a judgment dismissing the complaint plaintiff brings 
this appeal. 

Counsel for both sides requested the trial judge to enter findings of fact 
and conclusions of law, but he refused to do so. He did file a “memorandum 
opinion,” in which he found certain facts and drew certain conclusions; but 
it falls short of the findings of fact and conclusions of law contemplated 
by the Federal Rules of Civil Procedure. True it is that Rule 52(a) pro 
vides, 


“* * * Tf an opinion or memorandum of decision is filed, it will be sufficient 
if the findings of fact and conclusions of law appear therein.* * *” 


But this provision does not relieve the trial judge of making adequate find- 
ings. It only relieves him from doing what some courts had ruled was 4 
requirement, that is, filing findings of fact and conclusions of law separate 
from the opinion. Of course, a judge need only make brief, definite and 
pertinent findings of fact and conclusions of law. Findings in elaborate 
detail are as much to be avoided as the long argumentative findings and 
conclusions often presented by counsel for a successful litigant. However, 
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the findings and conclusions should adequately cover the contested issues. 
In the case at bar we have nevertheless decided not to send the case back 
to the trial court so that additional findings could be filed as we have con- 
duded that, based upon the facts which were mentioned in the court’s 
opinion, the decision of the district court was correct. 

The public demand for hard candy discs is and has been widespread. 
Over a billion packages of plaintiff’s assorted fruit flavored candy discs 
were sold in fourteen years. Both plaintiff and defendant furnished display 
cabinets or racks of various sizes and shapes to storekeepers and dealers 
for the purpose of displaying their various rolls of candy. One type, re- 
ceived in evidence, known as a tier-drop rack, was made of plastic and 
paper board, and was furnished by defendant to over 142,000 dealers to 
display its line of gum and fruit-flavored drops, including its packages of 
assorted drops. The name “Curtiss,” appears on the top of this rack in 
large block letters approximately 114” in height and width, and in four 
other prominent places on the rack. 

Surveys have shown that about 85% of the purchases of candy discs 
result from impulse buying, as distinguished from premeditated buying. 
Most purchasers of such products serve themselves from counters where 
displays of fruit drops, candy discs and other candies and gum are dis- 
played. 

As a general practice of the trade, manufacturers of hard candy discs 
use labels with multicolored background for their assorted flavored discs, 
and labels with single-colored background for their packages containing 
one flavor of candy discs. Two manufacturers who market assorted colored 
discs in one package call their products “Sherbits” and “Luxury” respec- 
tively. In these the multicolored striped backgrounds run crosswise, simi- 
lar to the labels on packages containing plaintiff’s and defendant’s assorted 
discs. The labels on packages of assorted drops of other manufacturers, as 
“Smiles,” “Gems,” and “Kens,” have a background of multicolored stripes, 
but such stripes run spirally. The product, “Charms,” is a package of small 
square hard candy tablets, which come in various flavors, such as lemon, 
orange, lime, strawberry, raspberry, and grape, each package bearing a 
label with a colored background corresponding to the flavor. For their 
package containing an assortment of flavors, a label is used which has a 
multicolored striped background with the stripes running crosswise like 
those on the packages of plaintiff and of defendant. 

The evidence discloses that in the competitive field in which the plaintiff 
and defendant market their products the use of color, including colored 
stripes, as the background on labels is functional and indicates what color 
and flavor of candy the package contains. This is especially true as to the 
candy discs of the various fruit flavors. The color of the background is 
in fact descriptive and serves as a ready identification of the flavor of the 
candy in the package. The use of a combination of colored stripes as a 
background indicates to the consumer that the package contains an assort- 
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ment of candy discs or tablets of various colors and flavors. It has 
been common practice in the packaging art for the label of a package, 
or other container, to show a colored replica of the contents. 

The function of a trade mark is to indicate the origin of the article ty 
which such mark is applied. It may consist of any symbol, emblem, device 
or words, but its office is to point out distinctly the origin of the article tp 
which it is applied. The dominant feature of plaintiff’s trade mark igs the 
words, “Life Savers,” appearing three times in bold white letters extend. 
ing practically the length of its label. It would indeed seem unlikely for 
any purchaser buying a package of “Life Savers” to avoid knowledge of 
the origin of the package of Life Savers. The same is likewise true as to 
any of defendant’s packages of hard candy discs. 

Nevertheless, plaintiff did produce witnesses who testified as to con- 
fusion of goods, stating that at a certain time or times they had picked up 
a package of Curtiss mints when they wanted a package of Life Savers, 
and in some instances that a merchant had handed out a Curtiss product 
when they had asked for Life Savers Assorted Mints. However, consider- 
ing that annually, more than 70,000,000 rolls of plaintiff’s Life Savers As- 
sorted Mints are sold, to say nothing of many millions of packages of other 
flavors, usually a single package at a time and to impulse buyers, it would 
be extraordinary if some confusion could not be found, irrespective of the 
details of the dress of the package. As the trial court said, 


long 
can, 


“* * * it is just as probable that the confusion can be attributed to the size 
and shapes of the various packages as to the exact wording and coloring of the 
labels. * * *” 


Furthermore, some of plaintiff’s witnesses indicated that the words, “Life 
Savers,” had to them become generic for small disc candies and they used 
the words to describe the type of merchandise. The trial court made no 
finding on this point, and it is here mentioned only to demonstrate that 
answers to plaintiff’s questions as to confusion would have no weight if 
the words, “Life Savers,” meant to such witnesses any small disc candy, 
irrespective of origin. 

A number of witnesses for plaintiff admitted on cross-examination that 
the colored stripes on the background of the labels indicated to them an 
assortment of candy, in other words, indicated the contents of the package. 
Further confusion as to what witnesses meant by their answers was caused 
by the fact that plaintiff prepared for the purpose of the trial of this case 
a package, with a label containing only colored stripes and no printing 
whatsoever, and referred to it in questioning witnesses when taking their 
deposition. Plaintiff had never used such a package commercially, and the 
trial court very properly refused to admit that package of candy discs into 
evidence. 

A new competitor is not held to the obligations of an insurer against all 
possible confusion. He is not obligated to protect the negligent and inat- 
tentive purchaser from confusion resulting from indifference. Skinner 
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Mfg. Co. V- General Foods Sales Co., Inc., 52 F. Supp. 432, 450. It has been 
gid that he is not required to make the market “foolproof.” Kellogg Co. v. 
National Biscuit Co., 305 U.S. 111, 119; Quaker Oats Co. v. General Mills, 
Inc, 7 Cir., 134 F. 2d 429, 482; John Morrell and Co. v. Doyle, 7 Cir., 97 F. 
od 232, 237, cert. den. 305 U.S. 643. In Fruit Growers Co-Op. v. M. W. 
Miller & Co., et al., 170 F. 2d 834, this court said (p. 837) : 


«* * * Instead, they are required only to mark or designate them in such 
manner that purchasers exercising ordinary care to discover whose products 
they are buying will know the truth and not become confused or mistaken. * * *” 


This opinion quotes from Allen B. Wrisley Co. v. Iowa Soap Co., et al., 8 
Cir., 122 F. 796, 798: 


«* * * The duty is imposed upon every manufacturer or vendor to so dis- 
tinguish the article he makes or the goods he sells from those of his rival that 
neither its name nor its dress will probably deceive the public or mislead the 
common buyer. He is not, however, required to insure to the negligent or the 
indifferent a knowledge of the manufacturer or the ownership of the articles he 
presents. * * * One who so names and dresses his product that a purchaser who 
exercises ordinary care to ascertain the sources of its manufacture can readily 
learn that fact by a reasonable examination of the boxes or wrappers that cover 
it has fairly discharged his duty to the public and to his rivals, and is guiltless 
of that deceit which is an indispensable element of unfair competition. (Citing)” 


Plaintiff’s objection to the use by defendant of a multicolored striped 
background goes beyond the use of any one particular pattern or sequence 
of colors. It would deny the use by defendant and others of any sequence 
of colored stripes in those colors which it has used on its labels on rolls 
containing a variety of fruit-flavored hard candy discs. 

“That a man cannot acquire a trade mark by color alone has been stated 
agood many times in decisions and text-books.” Campbell Soup Co., et al. 
v. Armour & Co., 3 Cir., 175 F. 2d 795, 798. As a rule color cannot be 
monopolized to distinguish a product. Diamond Match Co. v. Saginaw 
Match Co., 6 Cir., 142 F. 727, 729, cert. den. 203 U.S. 589. Color is not 
subject to trade mark monopoly except in connection with some definite 
arbitrary symbol or design. James Heddon’s Sons v. Millsite Steel & Wire 
Works, Inc., 128 F. 2d 6, 9. In the Campbell Soup Co. case, supra, the court 
said (p. 798) : 

“What the plaintiffs are really asking for, then, is a right to the exclusive 
use of labels which are half red and half white for food products. If they may 
thus monopolize red in all of its shades the next manufacturer may monopolize 
orange in all of its shades and the next yellow in the same way. Obviously, the 
list of colors will soon run out.” 


The validity of plaintiff’s trade mark in its entirety is not seriously 
questioned. But it does not follow that plaintiff may dissect its mark and 
claim a monopoly on a multicolored striped background where such back- 
ground is in fact descriptive of the contents of the package on which such 
4 label is used. 
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In the Heddon case, supra, the court said (p. 8): 


“Appellant’s mark war arranged in composite form and as such constituted 
a symbol. Under such circumstances, it must be considered in its entirety, not 
separating the respective words from each other. * * *” 


And in Beckwith v. Commissioner of Patents, 252 U. S. 538, the Supreme 
Court said (pp. 545, 546): 


“The commercial impression of a trade-mark is derived from it as a whole, 
not from its elements separated and considered in detail. * * *” 


We do not think plaintiff’s mark has been infringed by defendant. Se. 
32(1) of the Trade Mark Act of 1946, 15 U.S.C.A. Sec. 1114, provides in 
part: 


“Any person who shall, in commerce, (a) use, without the consent of the 
registrant, any reproduction, counterfeit, copy, or colorable imitation of any 
registered mark * * * which such use is likely to cause confusion or mistake or 
to deceive purchasers as to the source of origin of such goods * * * shall be 
liable to a civil action * * *” 


Defendant’s label has no common text with the plaintiff’s mark, and it js 
not a colorable imitation of the plaintiff’s trade mark taken as an entirety. 
Only a most careless purchaser of defendant’s product could possibly be 
confused or mistaken that its source of origin was the plaintiff. 

Nor has the charge of unfair competition been established. Plaintiff’s 
and defendant’s labels lack any similarity in appearance except that the 
background of each has multicolored stripes and, as we have seen, this isa 
functional aspect of each label. Defendant did not attempt to palm off its 
goods as those of the plaintiff. We agree with the trial court that the de- 
fendant has taken every reasonable precaution to prevent a confusion of 
its goods with the product of plaintiff or others. 


Judgment affirmed. 


NESTLE’S MILK PRODUCTS, INC. v. BAKER IMPORTING 
COMPANY, INC. 


No. 5655—C. C. P. A—May 9, 1950 


TRADE-MARKS—Words Incapable of Exclusive Appropriation—Descriptiveness 

While court disagrees with Commissioner’s holding that “cafe’’ has become an 
accepted English word designating coffee, that does not invalidate Commissioner's 
decision that “cafe” has descriptive significance relating to coffee. 

Foreign language words which are descriptive of a product are so considered 
in registration proceedings despite fact that words may be meaningless to public 
generally. 

“Cafe” held to be a descriptive term as applied to coffee. 

TRADE-MARKS—Confusing Similarity—General 

Likelihood of confusion of the public as to origin of goods, because of 
similarity of marks, is test applied in opposition proceedings as well as trade-mark 
infringement and unfair competition suits. 
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In determining question of likelihood of confusion, marks must be considered 
in their entireties. 

In considering contested marks, court may notice descriptive and disclaimed 
portions despite rule that validity of registered marks which are merely descriptive 
is not to be challenged in opposition proceedings. 

Descriptive word having little trade-mark significance will not be regarded 
as dominant portion of mark in considering question of confusing similarity. 


TrabE-MarKS—Marks Not Confusingly Similar—Particular Instances 
“Hycafe”, the word “cafe” being disclaimed, held not confusingly similar to 
“Nescafe”, used on identical goods, under 1905 Act. 


Appeal from Commissioner of Patents. 

Trade-mark opposition by Nestle’s Milk Products, Inc. against Baker 
Importing Company, Inc. Opposer appeals from dismissal of notice 
of opposition. Affirmed. 


Mock & Blum (Asher Blum and Charles R. Allen of counsel) of New 
York, N. Y., for appellant. 


Munn, Liddy & Glaccum (Sylvester J. Liddy and John H. Glaccum 
of Counsel) of New York, N. Y., for appellee. 


Before GARRETT, Chief Judge, and JACKSON, O’CONNELL, and JOHNSON, 
Associate Judges. 


JOHNSON, J.: 


This is an appeal from the decision of the Commissioner of Patents, 
16 USPQ 392, reversing the decision of the Examiner of Interferences 
sustaining appellant’s notice of opposition’ to appellee’s application for 
registration of the notation “Hycafe” as a trade-mark for “coffee- 
extract,” and holding that appellee was entitled to register the mark 
under Section 5 of the Trade-Mark Act of February 20, 1905, 33 Stat. 
125, 15 U. S. C. 85. 

It is alleged in appellee’s application for registration that appellee 
has continuously used its mark on its goods since June 18, 1945. 

In its notice of opposition dated October 27, 1945, appellant alleges 
that it is the owner of the trade-mark ‘Nescafe’; that it has used its 
mark on its goods since prior to June 18, 1945; that it “has extensively 
advertised and used the trade mark, NESCAFE, for coffee extracts, 
coffee preparations and the like, exclusively prepared and sold” by it 
throughout the United States, and that “as a result of such use, said 
trade mark has become well known to the public and has attained a wide 
secondary meaning” as designating appellant’s goods; that the trade-mark 
“Nescafe” is duly registered in the United States Patent Office and is 


1. Sec. 6, Trade-Mark Act of 1905, 33 Stat. 726, 15 U.S.C. 86 provides:“* * * * Any 
person who believes he would be damaged by the registration of a mark may oppose 
the same by filing notice of opposition, stating the grounds therefor, in the Patent 
Office within thirty days after the publication of the mark sought to be registered, 
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now in full force and effect, unrevoked and uncancelled; that the goods 
upon which applicant claims use of its mark are identified with ang of 
the same descriptive properties as those upon which opposer Uses 
“Nescafe ;” that the goods of applicant and those of opposer are Sold in 
the same trade channels; that “Hycafe” so closely resembles “Nescafe” as 
to be likely to produce confusion and mistake in the minds of the public 
and to deceive purchasers, causing them to believe that applicant’s goods 
have their origin with appellant; that the use and registration of the 
mark “Hycafe” by appellee will work irreparable injury to appellant 
business, and that the use by appellee of the mark “Hycafe” on its goods 
will enable appellee to trade on and get the benefit of the reputation of 
appellant and its goods and lead the public to believe appellee and its 
goods are associated with the appellant. 

In its answer dated January 15, 1946, appellee admits the registra. 
tion by appellant of the trade-mark “Nescafe” and that the goods of the 
parties are of the same descriptive properties and are sold in the same 
trade channels. Appellee denies, however, that “Nescafe” has attained 
a secondary meaning as designating opposer’s goods, that “Hycafe” so 
closely resembles “Nescafe” as to cause confusion or mistake in the mind 
of the public or to deceive purchasers into believing that his goods are 
associated with appellant. Appellee also alleges that the only similarity 
between the marks of the respective parties resides in the use of the 
descriptive word “cafe,” which is disclaimed in appellee’s application, 
and that the word “cafe” is now and has for many years prior to the 
alleged date of adoption of the trade-mark “Nescafe,” meant to the trade 
and the purchasing public generally a coffee product, and has been used 
by the trade generally in combination with distinctive designation to 
define a concentrated coffee product. 

Both parties filed briefs and were present at the oral argument. 
Appellant alone took testimony. 

The sole issue presented by the record is whether or not the marks 
are confusingly similar within the meaning of the Trade-Mark Act of 
1905.2 

The examiner conceded that “cafe” is the French equivalent of 
“coffee” and would thus have, when applied to coffee products, a descrip- 
tive significance to persons ‘familiar with the French language, but 
considered that purchasers not so informed would regard the term as 
distinctive when applied to such products. Considering the terms 


2. Sec. 5, Trade-Mark Act of 1905, 33 Stat. 725, 15 U.S.C. 85 provides: “That no 
mark by which the goods of the owner of the mark may be distinguished from other 
goods of the same class shall be refused registration as a trade-mark on account of 
the nature of such mark * * * 

Provided, That trade-marks * * * which so nearly resemble a registered or known 
trade-mark owned and in use by another, and appropriated to merchandise of the 
same descriptive properties, as to be likely to cause confusion or mistake in the mind 
of the public, or to deceive purchasers, shall not be registered: * * * *” 
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“Nescafe” and “Hycafe” in their entireties, he held that despite the 






yr difference between the prefixes “nes” and “Hy,” the marks so resemble 
Uses each other as to be likely to cause confusion in trade. Thus, he sustained 





the opposition. 
The commissioner thought that “cafe” though of French derivation 


had become an accepted word of the English language designating either 
coffee or an establishment for serving refreshments, and quoted Webster’s 
New International Dictionary as follows: 



































the 
nt’s “1, Coffee. 
ds 2. A coffeehouse; a room for coffee and light refreshments; a restaurant; 
formerly, in the United States a barroom.” 
| of y 
its Webster’s New International Dictionary, Second Edition, 1934 (1949 
reprint), however, indicates? that “cafe” is a French word meaning 
Ta- “offee,’ and when used not as a foreign word (not italicized) means 
the “\ coffeehouse, etc.” That dual nature of the word, as a French term 
me for coffee, or as an English term for restaurant or coffeehouse, is cor- 
ed roborated by the Oxford “‘A New English Dictionary,” Vol. II, 1893,4 and 
80 is not changed by the supplemental volume with new and additional 
nd meanings of words, published in 1933. Funk and Wagnalls “New Standard 
re Dictionary,” 1942, identifies5 the word “cafe” as a foreign word (French) 
ty whose most common and important meaning is “A coffee-house, refresh- 
ne ment-room, or restaurant” with a less common meaning as “coffee.” 
n, Words and Phrases states,* “The word ‘cafe’ as ordinarily and popularly 
e used means a restaurant or house for refreshments. Proprietors’ Realty 
le Co. v. Wohltmann, 112 A. 410, 95 N. J. Law, 303.”7 
d 
, 3. “\lea’f&’ (ka’fa’), n. [F., fr. It. caffé. See COFFEE.] 1. Coffee. 2. [not italic.] (pron. 
ka fa) a coffee-house; a room for coffee and light refreshments; a restaurant; formerly, 
in the United States a barroom.” 
“Explanatory Notes,” p. xcv: “52. Foreign words are indicated by prefixed parallel 
bars: * * * These are terms that occur frequently enough in speech and print to require 
$ definition in a Dictionary of English, but the retention of a purely foreign pronun- 
f ciation, and the fact that they are generally printed in italic type, fix their status 





as foreign.” 


4. “Cafe (ka fé). [Fr. cafe coffee, coffee-house.] A coffee-house, a restaurant; 
7 a French term, but recently introduced in this country for the name of a class 
of restaurant. 


“List of Abbreviations, Signs, etc.,” Vol. II, p. x: “||-not naturalized.” 


5. “ca''fé’, 1 ka’fe; 2 ci”’fé, n. [F.] 1. A coffee-house, refreshment-room, or restau- 
rant; sometimes [U.S.-] a barroom. 2 Coffee. * * *” 

“X. Characterization of Words” p. xviii:” * * * The definitions of foreign words 
that retain their original form and are always spoken with their original pronuncia- 
tion are preceded by the abbreviated name of the language from which they were 
taken; as [F.] French * * *” 

“IV. The Definitions.” p. xiii: * * * * If a word has two or more meanings, the 
most common meaning has been given first. * * * nothing has been permitted to stand 
between the vocabulary word and its most obvious and important current meaning.” 


6. 6 Words and Phrases 4. 


7. To the same effect, 1950 supp. (6 Words and Phrases) citing in re Bowers, 
D. C. Cal., 38 F. Supp. 965, 966. 
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We must disagree with the commissioner’s statement that “cafe” has 
become an accepted word of the English language designating coffee, The 
dictionaries make it manifest that only as a foreign language term 
(French) does cafe mean coffee. That, however, does not invalidate the 
commissioner’s conclusion that “cafe” has descriptive significance relat. 
ing to coffee. Foreign language words, not adopted into the English 
language, which are descriptive of a product, are so considered in regis. 
tration proceedings despite the fact that the words may be meaningless tp 
the public generally. In re Northern Paper Mills, 20 C.C.P.A. (Patents) 
1109, 64 F. (2d) 998, 17 U.S. Pat. Q. 492, and cases cited; Walgreen Co, 
v. Godefroy Manufacturing Co., 22 C.C.P.A. (Patents) 818, 74 F. (24) 
127, 24 U. S. Pat. Q. 77. 

Appellant’s label, Exhibit 3, appears to bear out the descriptive 
nature of “cafe” in the statement there set forth, as follows: 

A cup of NESCAFE, made according to directions is a cup of full-flavored, 
full strength coffee with added carbohydrates. 

The carbohydrates (dextrins, maltose and dextrose) are added for the sole 
purpose of protecting the natural flavor of the freshly-roasted, freshly-brewed 
coffee. They are not a coffee substitute, nor do they diminish the coffee’s flavor, 
strength or stimulation. In NESCAFE you get all the flavor, all the ‘life’ of 
really fine coffee. 

Further showing that appellant recognizes “cafe” as meaning “coffee” 
is appellant’s Exhibit 8, used in its advertising which states: 

‘Nescafe certainly makes a grand cup of coffee’ ... makes it every time. 
Yowll want a second cup and can have it so-o easily. 


A quick cup of FULL FLAVORED COFFEE—that’s Nescafe. 


It must be recognized that both marks, “Nescafe” and “Hycafe,” 
consist of a foreign term, admittedly descriptive of the product to which 
the marks are applied, coupled with a prefix. The registrations to appel- 
jant, 364,017, and 379,117, are for the entire trade-mark “Nescafe.” In 
appellee’s application for registration of “Hycafe,” “cafe” is disclaimed 
apart from the combination shown. 

The likelihood of confusion in the mind of the public as to origin 
of the goods it purchases because of the similarity of the marks is, of 
course, the test applied by this court in opposition proceedings, Standard 
Laboratories, Inc. v. The Procter and Gamble Co., 35 C.C.P.A. (Patents) 
1146, 167 F. (2d) 1022, 77 USPQ 617, as well as by other courts in 
trade-mark infringement and unfair competition actions, Best & Co. v. 
Miller, 167 F. (2d) 374, 376 (CCA 2d 1948). The marks considered in 
their entireties must be considered, Yeasties Products, Inc. v. General 
Mills, 22 C.C.P.A. (Patents) 1215, 77 F. (2d) 523, 25 U. S. Pat. Q. 393; 
Miles Laboratories, Inc. v. Foley & Co., 32 C.C.P.A. (Patents) 714, 144 F. 
(2d) 888, 63 USPQ 64; Apollo Shirt Co. v. The Enro Shirt Co. Ine., 38 
C.C.P.A. (Patents) 849, 165 F. (2d) 469, 76 USPQ 329. In considering 
contested marks in their entireties, the court may notice the descriptive as 
well as disclaimed portions despite the rule that the validity of registered 
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marks which are merely descriptive is not to be challenged in opposition 
proceedings, West Disinfecting Co. v. Lan-O-Sheen Co., 35 C.C.P.A. 
(Patents) 706, 163 F. (2d) 566, 75 USPQ 77. A descriptive word, having 
little trade-mark significance, will not be regarded as the dominant part 
of a mark, Atlantic Seafood Packers v. Florida Fruit Canners, Inc., 35 
C.C.P.A. (Patents) 985, 166 F. (2d) 586, 77 USPQ 96; National Nu 
Grape v. Judge & Dolph Ltd., 33 C.C.P.A. (Patents) 1032, 154 F. (2d) 
521, 69 USPQ 388; Miles Laboratories, Inc. v. Foley & Co. supra. 

In the instant case, we consider “cafe” to be a descriptive term as 
applied to a coffee product. The balance of the marks, “Nes,” and “Hy,” 
are suggestive of the Nestle’s Milk Products Co. and the Hygrade Food 
Products Corporation (the parent company of appellee herein), respect- 
ively, producers of the products to which the contested marks are applied. 
They are not similar, and, considering the marks “Nescafe” and “Hycafe” 
in their entireties, we do not find grounds for disagreeing with the 
commissioner’s decision that their concurrent use would not be likely to 
cause confusion in the trade. 

The decision appealed from is affirmed. 


O’CONNELL, J., dissenting: 

Appellee has offered no evidence and the record points clearly to 
appellee’s adoption of its mark with the knowledge of appellant’s rights 
and with the studied purpose to profit by the good name and the earned 
good will built up by appellant at great expense over a period of years. 

It has been conceded that appellant is the owner and for years prior 
user of two registrations of “Nescafe,” dated January 17, 1939, and July 
2, 1940. Those registrations were for use on coffee, coffee extracts, 
decaffeinated coffee preparations, and the like. Appellee’s application 
for the registration of “Hycafe”’ was filed June 30, 1945, alleging 
continuous prior use thereof for coffee extract since June 18, 1945. 
That use was for a period of 12 days. 

The decision of the majority holds that considering the marks “Nes- 
cafe” and “Hycafe” in their entireties they are not similar and their 
concurrent use would not be likely to cause confusion. It is impossible 
to accept that conclusion. “Nescafe” and “Hycafe” consist of but one 
word, each having three short syllables, two of which are not only 
similar but identical. 

It is not the word “cafe” that makes appellee’s mark objectionable. 
It is the lack of distinctiveness by which the diminutive “Hy” obscures 
any difference at all between the contested marks. In fact, it would 
seem that so far as appellee is concerned, whatever difference there 
is between appellee’s mark and that of appellant was wholly uninten- 
tional. 

The owner of appellee’s mark is the Baker Company and not the 
Hygrade Company whose name is printed on the mark. In thus assembl- 
ing “Hycafe” as a trade-mark for use on its goods, appellee, the junior 
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party, has introduced a feature of duplicity whereby confusion js likely 
to result as to just which of the two companies named in the mark 
“Hycafe” is the actual vendor of the merchandise to which the map; 
is attached. 


The mark “Hycafe” also bears the identical notation on its face that 
was previously and continuously used on labels and in the widely circy. 
lated advertising of appellant to the effect that the involved produ 
was a powdered coffee extract with added dextrins, maltose, and dextrose. 


“Hygrade” is a phonetic spelling of the descriptive adjective “high. 
grade,” which means of a grade rated as superior. It is also noted tha 
“Hy” is susceptible to interpretation as an abbreviation for the hydrates 
with which the cafe is blended. In either event, “Hycafe” is merely 
descriptive of the character and quality of the goods to which the mark 
is attached. 

Appellant took testimony for the purpose of showing that prior to 
appellee’s entry into the field in 1945, appellant had already spent 
approximately $1,250,000 in advertising its product through radio and 
other mediums of attracting the purchasing public, including numerous 
national magazines, such as Life, Look, Ladies Home Journal, McCall 
and such newspapers as the New York Daily News and the Philadelphia 
Enquirer; and that as a result of such advertising and the quality of its 
product, appellant built up good will in its trade-mark “Nescafe” having 
an enormous value on a national scale. 

The record also discloses that in 1945 when the temporary period 
ended during which the Armed Forces had taken all of the product 
made by appellant, appellant launched another widely circulated adver- 
tising campaign among grocers to revive its business by announcing 
to them with large and striking display that “ ‘Nescafe’ Is Here Again.’ 
About that time appellee likewise launched its entry into the field with 
the use of the mark “Hycafe.” Appellee has submitted no testimony to 
the effect that it has spent anything in the marketing of its product. 

The Circuit Court of Appeals has noted that at one time courts were 
remarkably generous in extending boundaries of the monopolies created by 
registered marks but today the tendency is to be somewhat less generous. 
Eastern Wine Corporation v. Winslow-Warren, Ltd., Inc., 137 F. (2d) 955, 
57 USPQ 433. The Court of Customs and Patent Appeals has uniformly 
treated each case as subject to determination in accordance with the 
particular facts presented. 

The history of this court discloses, however, that a newcomer seeking 
to register a mark of doubtful qualification, upon which no investment 
whatever has been shown in connection with its prior use, has not 
been afforded a refuge for piracy here through registration as against 
the owner of a mark who has spent over a million dollars in its promotion. 

The decision of the majority, in effect, has applied the rule of caveat 
emptor - let the buyer beware - to the sale of an every day household 
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article. The fallacy of the decision is that “cafe” is descriptive and 
everyone is free to use the term as a trade-mark without the necessity 
of also selecting an additional and differentiating term that will clearly 
distinguish the owner’s product from that of the appellant. Lactone, 
Incorporated v. Lever Brothers Company, 32 C.C.P.A. (Patents) 704, 
708, 144 F. (2d) 891, 63 USPQ 62. 

The late Judge Hatfield in the case of Atlantic Seafood Packers v. 
Florida Fruit Canners, Inc., Etc., 35 C.C.P.A. (Patents) 985, 166 F. (2d) 
586, 77 USPQ 96, quoted the following generally accepted doctrine which 
is here applicable to the point in question: 


A vast field of words, phrases and symbols is open to one who wishes to 
select a trade-mark to distinguish his product from that of another. Unquestion- 
ably in our ever-increasing complex business life, the trend of modern judicial 
decisions in trade-mark matters is to show little patience with the newcomer 
who in adopting a mark gets into the border line zone between an open field 
and one legally appropriated to another. As between a newcomer and one who 
by honest dealing has won favor with the public, doubts are always resolved 
against the former. 


The decision of the majority represents a departure from the appli- 
cation of the doctrine hereinbefore described. Surely, the court by its 
decision does not intend to set up a new tower of Babel in the field of 
trade-mark law. However, the decision is susceptible to that interpreta- 
tin and is bound to be hailed with delight throughout all hucksterdom. 

Appellant has been a pioneer in the introduction and use of the mark 
“Nescafe” in the sale of powdered coffee or cafe, instantly soluble in a 
cup of hot water, which has proved a godsend to the maddening throngs 
who have to punch a time clock. The name has significance as a symboi 
of the product and not as a family name. 

Upon the record, it is impossible to escape the conclusion that 
appellee’s adoption and peculiar use of “Hycafe” as a trade-mark was 
to serve the purpose of simulation and to draw to itself the reputation and 
good will of the appellant corporation. 

In view of that conclusion, and in view of the doubt created by the 
sound and honest conviction expressed in the decision of the Examiner 
of Interferences holding that the involved marks are confusingly similar, 
the decision of the Commissioner of Patents should be reversed. 
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UNITED DRUG COMPANY Etc. v. THE MERCIREX COMPANy 

(two cases) 


No. 5686, 5687—C. C. P. A—May 9, 1950 
TRADE-MARKS—Confusing Similarity—General 
In determining question of confusing similarity, side-by-side comparison of 
marks and detailed scrutiny of labels bearing marks held improper. 
“It is a fallacy to break the fagot stick by stick”; and marks should be con- 
sidered in their entireties in determining question of confusing similarity. 
TRADE-MARKS—Marks Not Confusingly Similar—Particular Instances 


“Mercirex” held not confusingly similar to “Rex” or “Rexall”, used on similar 
goods, under 1905 Act. 


TRADE-MARKS—Marks Incapable of Exclusive Appropriation—Weak Marks 
“Rex”, while valid technical trade-mark, is commonly used and widely registered 


as trade-mark by numerous people, and also commonly used to signify superior 
quality. 

While known mark cannot be appropriated and rights cannot be acquired by 
mere addition of words, syllables or other features which leave known mark recog: 
nizable as permanent feature of new mark, held that inclusion of syllable “rex” jp 
applicant’s mark cannot be considered as appropriation of opposer’s mark. 

APPEALS—Pleading and Practice—Costs 


Cost of printing additional material requested by appellee taxed against appellee 
where additional matter was not reasonably necessary to decision of issues. 


Appeals from Commissioner of Patents. 

Consolidated trade-mark oppositions by United Drug Company (name 
changed to United-Rexall Drug Company) against The Mercirex Con- 
pany. Opposer appeals from dismissal of notices of opposition. Affirmed. 
Richard A. Mahar and Albert H. Kirchner, for appellant. 

Charles M. Thomas and Sidney W. Russell, for appellee. 


Before GARRETT, Chief Judge, and JACKSON, O’CONNELL, and Joun- 
SON, Associate Judges. 


O’CONNELL, J.: 


These are appeals in consolidated opposition proceedings from the 
decisions of the Commissioner of Patents, 77 USPQ 319 and 77 USPQ 322. 
The cases were here submitted on two separate records but were briefed 
and argued together. Accordingly, we shall dispose of the two appeals 
in one decision. 

The goods of the parties are of the same descriptive properties and 
the only question for consideration is whether ‘“Mercirex” so nearly 
resembles appellant’s group of marks containing the word “rex” as to 
be likely to cause confusion in trade. 

One appeal was taken from the decision of the commissioner reversing 
a decision of the Examiner of Interferences sustaining appellant’s opp0- 
sition, No. 24,159, to the registration of “Mercirex” for medicated cream 
or ointment for use in the treatment of diseases of the skin and scalp. 
In its notice of opposition, appellant pleaded ownership of a number 
of prior registrations, such as “Rex,” “Rexall,” etc., for use on a variety 
of medicinal, pharmaceutical, and toilet preparations. 





sy 
ing 
acd 
the 


40 T. M. R. UNITED DRUG v. MERCIREX 535 
i 

“Alco-rex,” “Fungi-rex,” ‘“Rex-Salvine” and ‘Rex-Menthol” were 
selected by the examiner as bearing the closest resemblance to appellee’s 
mark “Mercirex.” 

The Examiner of Interferences held that appellee’s mark consisted of 
the arbitrary syllable “rex” in association with the term “Merci,” sug- 
gestive of one of the ingredients shown on the label of appellee’s product, 
namely, mercury; that appellant’s marks also consisted of the same 
syllable in association with words respectively indicating one of the 
ingredients or their purposes. For that reason, the examiner held, persons 
acquainted with the marks of appellant would be likely to assume that 
the product to which appellee applied its mark originated with appellant. 

In a companion opposition, No. 24,043, litigated between the same 
parties relative to the same marks, the examiner held that appellee’s 
mark, “Mercirex” for soap, was not so similar to appellant’s marks as 
to mislead purchasers as to the origin of the goods. 

The parties have agreed that the above holdings of the examiner 
are inconsistent and that the same ruling should be applied in each of the 
respective cases. 

The Commissioner of Patents agreed with the ruling of the examiner 
in which he held the marks to be dissimilar in opposition, No. 24,043, 
and disagreed with the examiner and reversed his ruling that the marks 
were confusingly similar in opposition, No. 24,159. 

The commissioner properly considered that “Rex” and “Rexall” were 
appellant’s basic marks against which the question of confusing similarity 
should be tested. Neither side took testimony. 

The conflicting decisions of the examiner resulted from his side-by- 
side comparison of appellee’s mark as applied in one case to the ointment 
and in the other to the soap. Careful scrutiny discloses that in the fine 
print on the label attached to the ointment, it is stated that the product 
contains certain mercury derivatives whereas the labels attached to 
appellee’s soap contain no such notation. 

The Commissioner of Patents directed attention to the fallacy of the 
examiner’s conclusion by pointing out that any customer who might be 
so careful as to scrutinize appellee’s label as to the ingredients of the 
ointment, would certainly be informed thereby as to the source of the pro- 
duct. From the language of the examiner’s decision in opposition No. 
24,159, his conclusion appears to have been derived solely from his 
irregular method of procedure. Magitex Co., Inc. v. John Hudson Moore, 
Inc., 88 C.C.P.A. (Patents) 956, 154 F. (2d) 177, 69 USPQ 133; The Seven 
Up Company v. Cheer Up Sales Co. of St. Louis, 148 F. (2d) 909, 65 
USPQ 237. 

The word “rex” which is the factor common to both marks is primar- 
ily defined as a king. On oral argument the suggestion was offered 
that “Rexall” as applied to appellant’s goods was laudatory or symbolic 
of the fact that appellant’s respective products to which the mark was 
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attached was king of all the products in that particular class of goods 
“Rex” is a commonly used word, however, registered widely as a trade. 
mark for use by numerous owners and otherwise commonly used fo; 
numerous kinds of goods to signify that the involved goods are superior 
to other goods of the same class. 

Other than the similarities between the contested marks hereinbefore 
noted, there is no suggestion that appellee in the adoption and use of its 
mark “Mercirex” has not acted from the outset in good faith. There 
are specific differences between the goods of the parties, as well as 
certain pronounced differences between their contested marks. The issue 
as to their confusing similarity has been sharply and vigorously contested 
and many arguments and authorities have been cited by counsel for the 
respective parties. 

The contentions of the parties have been given careful consideration. 
Bearing in mind the admonition expressed by Mr. Justice Holmes in 
Schlitz Brewing Co. v. Houston Ice Co., 250 U. S. 28, 29, that “It is a 
fallacy to break the fagot stick by stick,” and bearing in mind the 
impression which results from a comparison of the respective marks 
in their entireties, we conclude that their concurrent use on the involved 
goods would not be likely to cause confusion in trade or to deceive 
purchasers. In other words, we agree with the views expressed in the 
following succinct expression taken from the decision of the Commissioner 
of Patents: 

It is true that the word “rex” which opposer uses as a valid and technical 
trade-mark does form one syllable of applicant’s mark. It is not, however, set 
out separately or emphasized and, as presented by the drawing and specimens, 
would not, in my opinion, be recognized or connected with opposer’s mark even 
by persons familiar with it. While a known mark cannot be appropriated and 
rights cannot be acquired by mere addition of words, syllables, or other features 
which leave the known mark recognizable as a prominent feature of the new 
mark, comparison of the marks does not give that impression in this case. In my 
opinion the inclusion of that syllable in applicant’s mark cannot be considered an 
appropriation of opposer’s mark. 

Subsequent to the filing of the record in this court appellee filed 
a motion suggesting a diminution of the record by the addition thereto 
of certain parts of the record filed in the Patent Office. The motion 
was granted subject to an order of the court that the costs of printing the 
additional matter requested by appellee should be taxed on final decision. 
The additional matter consisted of numerous registrations to third 
parties of marks containing the term “rex.” We are of opinion therefore 
that the additional matter so certified to the court was not reasonably 
necessary to a proper decision of the issues in this case. Under the facts 
thus presented, the costs of printing the additional matter will be taxed 
against appellee. _ 

For the reasons hereinbefore stated, the decisions of the Commissioner 
of Patents are affirmed. 
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THE WHITE COMPANY v. VITA-VAR CORPORATION 
No. 5668—C. C. P. A—May 9, 1950 


TRADE-MARKS—Goods of Different Descriptive Properties—Particular Instances 
Casein wall paint held goods of different descriptive properties from water- 
proofing compound for concrete, plaster and stucco, under 1905 Act. 


OpposITIONs—Basis of Relief—General 


TrabE-MaRKS—Registrability—General 
Opposer’s long prior use of “Hydrolite”, limited to waterproofing compound, 
held not a bar to registration of same mark by another for casein paint, under 


1905 Act. 
Court of Customs and Patent Appeals has only statutory jurisdiction and may 


not concern itself with question of unfair competition. 
Yale Electric Corporation v. Robertson, 26 F. 2d 972, distinguished. 


Appeal from Commissioner of Patents. 

Trade-mark opposition by Vita-Var Corporation against The White 
Company. Applicant appeals from decision sustaining notice of oppo- 
sition. Reversed. 


Karl W. Flocks, for appellant. 
§. Michael Ress, for appellee. 


Before GARRETT, Chief Judge, and JACKSON, O’CONNELL, and JOHN- 
son, Associate Judges. 


GARRETT, C. J.: 


This is an appeal from the decision rendered by the Assistant Com- 
missioner of Patents, acting for the Commissioner, in a trade-mark 
opposition proceeding, 76 USPQ 267. 

The decision appealed from reversed the decision of the Examiner 
of Interferences who, dismissing the notice of opposition of Vita-Var 
Corporation, held that The White Company was entitled to have regis- 
tered the word “Hydrolite” as a trade-mark for “Casein Wall Paint,” 
in the application for registration of which use was asserted “since 
July 1, 1935.” 

The opposition of Vita-Var Corporation, a corporation of the State 
of New Jersey, is predicated upon its ownership, by assignment of a 
predecessor (The Goheen Corporation of New Jersey) and a subsequent 
renewal to itself, on October 17, 1942, of a registration of the word 
“Hydrolite” as a trade-mark for “waterproofing compound for concrete, 
plaster, and stucco.” 

The certificate of registration states that the mark had been used 
continuously by Vita-Var Corporation and its predecessor “since 1900,” 
and there is no serious dispute as to that date. 

So, priority of use of “Hydrolite” as a trade-mark is awardable to 
Vita-Var Corporation, but such trade-mark use always has been limited 
to “waterproofing compound for concrete, plaster, and stucco.” 
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The Vita-Var Corporation’s notice of opposition alleges that it Manu 
factures “paints, varnishes, enamels, lacquers, waterproofing products 
and kindred products,” including “wall paints and casein paints and 
other products similar to those” as to which The White Company seeks 
to register “Hydrolite” as a trade-mark, but does not claim registration 
or use of “Hydrolite’ upon any product except the waterproofing 
material. 

In its answer The White Company admitted the use since 1929 by 
Vita-Var Corporation and its predecessor of the word “Hydrolite” op 
“concrete waterproofing material which is a material adapted to be mixed 
with the concrete so that when the concrete ‘sets’ it is ‘waterproofed’ ” 
but, stating that it was not informed as to the manufacture by Vita-Vay 
Corporation of other products, denied such manufacture. No proof was 
thereafter presented that the Vita-Var Corporation manufactured “casein 
paints” as alleged in its notice of opposition, nor any proof presented 
that it had ever used, or sought to have registered, “Hydrolite” as 4 
trade-mark for “casein paints” or “casein wall paints.” 

The Examiner of Interferences in the course of his decision made 
findings of fact as follows: 


The casein wall paint described in the application [of the White Company] 
is a butter milk product used to decorate the walls and ceilings of rooms in a 
variety of tints or shades of color. Water constitutes the liquid component of 
such paint. The product has no water proofing characteristics and the record 
does not show that it has any uses other than in interior decorating or that it 
is sold to other than interior decorators and the usual retail outlets for paints 
used in interior decoration. 


The waterproofing compound manufactured by the opposer [Vita-Var Corp- 
oration] has distinctly different physical characteristics and uses, being a chemi- 
cal in powder form which is designed to be mixed with the normal ingredients 
of concrete, plaster, or stucco to produce, when the mixture is set, respectively 
waterproof concrete, waterproof plaster, or waterproof stucco. As the opposer’s 
labels indicate, this compound also may be mixed with cement mortar which mix- 
ture may then be applied as a waterproof coating to old concrete. In such cases, 
it is reeommended that the old concrete be mechanically roughened and chipped 
to produce firm adherence of the coating. The compound, however, is not per se 
a coating material and since it is neither a coating nor a carrier of pigment 
it is not a paint. Nor is it a substance which would readily be physically con- 
fused with a paint. 

The testimony further indicates that the opposer’s product is generally sold 
to industrial users who require it in such large quantities that it is not kept in 
stock but is manufactured and supplied as needed; and there is nothing in the 
record to establish that such goods and casein wall paint would be sold through 
the same trade outlets. 


After so finding the facts, the Examiner of Interferences continued: 


Upon the record submitted it accordingly appears that the respective goods 
here involved possess different essential characteristics, are used for dissimilar 
purposes, and are sold through different channels of trade to different classes 
of purchasers. The examiner is persuaded under these circumstances that the 
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purchasers would not have occasion reasonably to assume that the goods have 
a common personal origin. These goods are therefore deemed to be of different 

descriptive properties within the meaning of the statute. 


It may be said here that the correctness of the findings of fact by 
the Examiner of Interferences was not challenged by Vita-Var Corpora- 
tion below, nor is it challenged here. 

It appears that before the Examiner of Interferences and before the 
Assistant Commissioner as before us Vita-Var Corporation argued (1) 
that the description of goods contained in its registration (that is, “water- 
proofing compound for concrete, plaster, and stucco’) is sufficiently 
broad to comprehend a coating composition falling within the general 
dassification of paints and painters’ materials to which the casein product 
of the White Company pertains, and (2) that Vita-Var Corporation has 
the right to extend its use of the word “Hydrolite” as a trade-mark to 
the field of paints, including casein wall paint, and that it should not 
be embarrassed by having to meet a mark registered to another whenever 
it shall choose to extend its business by manufacturing and selling, or 
otherwise engaging in the casein wall paint business. 

In ruling upon the arguments so made the Examiner of Interferences 
cited decisions of this court in the cases of Pratt & Lambert, Inc. v. Chap- 
man & Rodgers, Inc., 30 C. C. P. A. (Patents) 1228, 1386 F. (2d) 909, 58 
USPQ 474; and Goldsmith Bros. v. Atlas Supply Co., 32 C. C. P. A. 
(Patents) 1001, 148 F. (2d) 1016, 65 USPQ 378. 

In the first of those decisions this court, speaking through Hatfield, J., 
held (1) that insecticides differed so widely in composition and use 
from the composition and use of paints, varnishes, etc. that the goods 
of the respective parties did not possess the same descriptive properties, 
and (2) that the manufacture, sale, and use of insecticides by manu- 
facturers of paints, varnishes, etc. was not within the natural and 
legitimate extension of business of such manufacturers. We there 
affirmed the decision of the Commissioner of Patents reversing that 
of the Examiner of Interferences. The mark involved in the contest was 
the numeral ‘61.’ 

In the second of the decisions, speaking through Jackson, J., we 
upheld concurring decisions of the tribunals of the Patent Office granting 
registration to Atlas Supply Company of the notation “Coldex” for use 
as a trade-mark on an automobile antifreeze compound over the objection 
of Goldsmith Bros., a mercantile concern, who were using the registered 
notation “Goldex’”’ on chemicals, medicines, pharmaceutical preparations 
and toilet preparations but not on antifreeze preparations which they 
were selling in a department for automobile accessories separate from 
its drug department. We there regarded “Coldex” and “Goldex” as 
being substantially identical, but deemed the goods to be of distinctly 
different descriptive properties. With respect to the claim of Goldsmith 
Bros. respecting the right of business extension, we said: 
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Appellant urges that in the natural or normal extension of its business 
it should be able to apply its mark to an antifreeze preparation of its own. We 
do not think that such extension would be either natural or normal, but woulq 
be extending into an unrelated field involving different trade channels, manner 
of packaging and sale, and a different class of purchasers. Pratt & Lambert, 
Inc. v. Chapman & Rodgers, Inc. 30 C. C. P. A. (Patents) 1228, 136 F., (2d) 
909, 58 USPQ 474. 


The foregoing decisions, rendered in statutory proceedings, seem ty 
be apposite here, but the Assistant Commissioner felt contrained jo 
to follow them, and, in effect, overruled them as to the material que. 
tion here involved. He deemed it proper to rely upon decisions mage 
by the United States Circuit Court of Appeals of the Second Circuit iy 
two proceedings in equity (Yale Electric Corporation v. Robertson, Unite 
States Commissioner of Patents, et al, 26 F. (2d) 972, C.C.A. 2d, 1928. 
and S. C. Johnson & Son, Inc. v. Johnson, 116 F. (2d) 427, 48 USPQ 
82) involving questions of (1) unfair competition, (2) use of names as 
trade-marks, (3) descriptive properties of the goods involved in the 
respective cases, and (4), in the first case, the question of the right 
of Yale Electric Corporation to compel the Commissioner of Patents 
(Robertson) to register “Yale” as a trade-mark for electric flash-light 
torches and their batteries. 


We quote from the decision of the Assistant Commissioner the 
following: 


In my opinion, the Examiner of Interferences has applied too narrow a test 
in determining the issue of same descriptive properties in the present case. Even 
though opposer’s compound and applicant’s paints may be traded through dif- 
ferent channels of trade and may be specifically different in their properties, 
it still remains true that they are at least as closely related as electric batteries 
and keys and locks were held to be in the Yale case. (Yale Electric Corporation 
v. Robertson, 26 F. (2d) 972, (C.C.A. 2d, 1928).) The Court of Customs and 
Patent Appeals in the Goheen case, supra, expressly stated that opposer and its 
predecessor had used the mark “HYDROLITE” for about forty years and 
that opposer was also admittedly a manufacturer of paint, although it had not 
yet applied this trade-mark to a paint product. It seems to me, therefore, that 
the present case falls within the general principle which was aptly stated by 
Judge Learned Hand in S. C. Johnson & Son, Ince. v. Johnson, 116 F. (2d) 427, 
48 U.S.P.Q. 82, in the following language: 


***It is true that a merchant who has sold one kind of goods, sometimes 
finds himself driven to add other “lines” in order to hold or develop his 
existing market; in such cases he has a legitimate present interest in 
preserving his identity in the ancillary market, which he cannot do, if 
others make his name equivocal there. 


In my opinion, there is more in the present case “than the desire to post the 
new market as a possible preserve” which opposer may later choose to exploit. 
It seems to me that a nationally known paint manufacturer who has been using 
a well established trade-mark not on a paint but on a product as closely related 
as a waterproofing compound in powder form should be held entitled to protec- 
tion and registration of the word for all articles coming within this general class 
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even though one material may, for purposes of Patent Office classification, be 
classified as construction material while the other falls within the category 
of paints or paint materials. 


The decision in the Goheen case referred to in the foregoing quo- 
tation will be found in 29 C. C. P. A. (Patents) 926, 126 F. (2d) 481, 
53 USPQ 52. The only part of it deemed to be of any importance here 
is the holding that “Hydrolite” is not descriptive of the waterproofing 
compound on which Vita-Var Corporation, successor of Goheen Corpora- 
tion, then used it, as now it uses it, as a trade-mark, wherefore the 
decision of the Commissioner of Patents upholding the petition of the 
White Company, appellee there, to cancel the mark on the ground of 
descriptiveness was reversed. 

We turn our attention to the specific phraseology of the decision 
of the Assistant Commissioner reading: “In my opinion, the Examiner of 
Interferences has applied too narrow a test in determining the issue 
of same descriptive properties in the present case. Even though opposer’s 
compound and applicant’s paints may be traded through different chan- 
nels of trade and may be specifically different in their properties, it still 
remains true that they are at least as closely related as electric batteries 
and keys and locks were held to be in the Yale case [supra].” 

The Assistant Commissioner evidently overlooked the fact that the 
United States Circuit Court of Appeals instead of holding that electric 
flash-light torches and their batteries were of the same descriptive 
properties as keys and locks, specifically held, in connection with its 
determination of the question of registration, that the goods of the 
respective parties were not of the same descriptive properties in the 
colloquial sense. 

To understand fully the decision of the United States Circuit Court 
of Appeals, it will be found helpful to study the decision of the United 
States District Court of Connecticut (Yale Electric Corporation v. Robert- 
son, United States Commissioner of Patents, et al., 21 F. (2d) 467) from 
which decision the appeal to the United States Circuit Court of Appeals 
of the Second Circuit was taken. 

From the respective decisions it is apparent that the United States 
District Court and the United States Circuit Court of Appeals treated 
the case as one of unfair competition based upon use of “Yale,” and 
held that the Yale Electric Corporation should not be permitted use of 
the mark except in the limited manner indicated in the decision of the 
United States Circuit Court of Appeals. Having so held, the United 
States Circuit Court of Appeals said: 


There remains the question of registration, the goods not being of the “same 
descriptive properties” in the colloquial sense. It would plainly be a fatuity to 
decree the registration of a mark whose use another could at once prevent. 


So, logically, the Unites States Circuit Court of Appeals sustained the 








542 TRADE-MARK REPORTER 40 T. MR 
SO 
decision of the United States District Court refusing to direct the Com. 
missioner of Patents to register the mark. 

The case of S. C. Johnson & Son., Inc. v. Johnson, supra, involved 
only a question of unfair competition based upon use of the name Johngoy 
No question of “descriptive properties” was there passed upon, a 
was any question of the right to register a mark involved. We fail t 
discern the relevancy of that decision to the issue involved in the 
instant case. 

The here pertinent phraseology of the Trade-Mark Registration Ag 
of February 20, 1905, is embraced in Sec. 5, U.S.C., title 15, sec, 95, 
reading: 

***no mark by which the goods of the owner of the mark may be distin- 
guished from other goods of the same class shall be refused registration as a 
trade-mark * * * Provided, that trade-marks which are identical with a registered 


or known trade-mark owned and in use by another and appropriated to mer- 
chandise of the same descriptive properties * * * shall not be registered: * * * 


The waterproofing compound upon which Vita-Var Corporation uses 
its registered mark “Hydrolite” obviously is entirely different in its 
characteristics and properties from the casein wall paint upon which 
The White Company is using the same mark. This appears from the 
unchallenged findings of fact made by the Examiner of Interferences, 

Ours is only a statutory jurisdiction. We may not concern ourselves 
with the question of unfair competition in this proceeding. 

As a matter of law, we feel constrained to hold that the decision 
of the Assistant Commissioner must be reversed. It is so ordered. 

O’CONNELL, J., dissents. 


PENRITH-AKERS MANUFACTURING CO v. JU-C-ORANGE 
OF AMERICA 


No. 5641—C. C. P. A—May 9, 1950 


TRADE-MARKS—Confusing Similarity—Particular Instances 

“Ju-See” held confusingly similar to “Ju-C-Orange”, the word “Orange” being 

disclaimed, used on similar goods, under 1905 Act. 
CANCELLATIONS—Basis of Relief—General 

While merely descriptive mark cannot be exclusively appropriated or exclu- 
sively used as trade-mark, owner of such mark may rely thereon as basis for 
cancellation proceeding. 

Simultaneous cancellation of appellee’s registration of “Ju-C-Orange” on grounds 
of descriptiveness, in inter partes proceeding, held not to entitle appellant to res- 
toration of its cancelled registration of “Ju-See’’. 

TRADE-MARKS—Proof of Ownership—Effect of Registration 

Appellant having admitted issuance of registration to appellee’s predecessor, 
held to have recognized prima facie ownership in him. 

Recorded assignment to appellee held evidence of appellee’s ownership and use 
of mark, in the absence of contrary evidence. 


Appeal from Commissioner of Patents. 
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Trade-mark cancellation proceeding by Ju-C-Orange Of America 
against Penrith-Akers Manufacturing Co. Registrant appeals from can- 
cellation of registration. Affirmed. 


Charles R. Allen, for appellant. 
Cushman, Darby & Cushman (William M. Cushman and C. Willard 
Hayes of counsel), for appellee. 


Before GARRETT, Chief Judge, and JACKSON, O’CONNELL, and JOHN- 
son, Associate Judges. 


O'CONNELL, J.: 


This is an appeal from the decision of the Commissioner of Patents, 76 
USPQ 58, affirming that of the Examiner of Interferences sustaining 
appellee’s petition, filed October 4, 1944, in accordance with the provisions 
of the Trade-Mark Act of 1905, to cancel the registration of appellant’s 
mark “Ju-See” on the ground that the mark is confusingly similar to 
appellee’s mark “Ju-C-Orange,” the word “Orange” being disclaimed 
apart from the mark. 

The involved goods are of the same descriptive properties and include 
nonalcoholic beverages, particularly an orange drink of the orangeade 
type, maltless beverages, sold as soft drinks, sirups, and extracts for 
making the same. The word “juicy” has been defined and generally 
accepted as meaning “abounding in juice.” 

Appellee’s mark “Ju-C-Orange” was alleged to have been used by 
appellee and its predecessor “since July 12, 1929.” Appellee took no testi- 
mony but with its petition to cancel, No. 4455, submitted labels, bottle 
caps, and photostats of bottles showing the method by which the mark 
of appellee was affixed. At final hearing, appellee produced from the 
files of the Patent Office under Patent Office rule (154 (e)) and relied 
upon an assignment from appellee’s predecessor Max Krim, of the mark 
“Ju-C-Orange.” 

Appellant’s first use of its mark “Ju-See” dates from February 1, 
1938, a period of more than ten years subsequent to the date of first 
use by appellee of the mark “Ju-C-Orange.” 

There is no doubt, as properly decided by the Examiner of Inter- 
ferences on June 28, 1945, and by the Commissioner of Patents on 
December 24, 1947, that because the contested marks are exactly alike 
in sound and meaning, and very similar in appearance, the concurrent 
use of such marks on goods of the same descriptive properties would be 
likely to cause confusion and the deception of purchasers. Therefore 
appellant under section 13 of the Trade-Mark Act of 1905 was not 
entitled to the use of its mark at the date upon which appellant applied 
for the registration thereof. 

The conclusion hereinbefore expressed does not however dispose of 
an issue presented by appellant which issue, if valid, would require not 
only that the concurring decisions of the tribunals of the Patent Office 
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be reversed but also that the registration of “Ju-See” be restored ty 
appellant for its continuous use. 

On July 11, 1945, a cross-petition for cancellation, No. 4593, which has 
not been made a part of the record in the instant case, was filed by 
appellant wherein appellant sought to cancel appellee’s registration oj 
“Ju-C-Orange” on the ground that the mark is merely descriptive of the 
involved goods. 

On July 13, 1945, appellant submitted to the Examiner of Inte. 
ferences a motion urging that action on appellee’s petition to cancel, No, 
4455, be suspended until twenty days after the final decision on appel. 
ant’s petition, No. 4593, to cancel appellee’s mark “Ju-C-Orange.” 

The examiner overruled appellant’s motion to suspend and set both 
petitions for hearing on the same day. On that occasion, decisions were 
simultaneously rendered by the examiner canceling appellant’s mark 
“Ju-See” on the ground that it was confusingly similar to appellee’s mark 
“Ju-C-Orange,” and canceling appellee’s mark on the ground that the 
mark was merely descriptive of the product sold by both of the parties, 
76 USPQ 60. 

Appellant contends that the concurring decisions rendered by the 
examiner and the Commissioner of Patents constitute gross error because 
appellant in its answer to appellee’s petition to cancel denied that appellee 
or its predecessor had continuously used the mark “Ju-C-Orange”’ since 
July 12, 1929, or prior to February 1, 1938, and further denied that 
appellee’s “registration was properly issued, that it is valid * * * or is 
owned” by appellee. 

Appellant contends further that cancelation of the registration of 
appellee’s mark has a retroactive effect whereby appellee is and was 
deprived of any statutory rights to maintain an action for cancelation 
of appellant’s mark; that appellee does not now have and never did 
have a right to intervene or be heard; that since the registration of 
appellee’s mark has now been canceled, the issue of confusing similarity 
has become moot; and that there is no known provision of the Trade 
Mark Act of 1905 which justifies the ex parte cancelation of a registra- 
tion by the Examiner of Interferences, the Commissioner of Patents, o 
by this court, citing “Lactona, Inc. v. Lever Bros. Co., 32 C. C. P. A 
(Patents) 704, Revere Paint Co. v. 20th Century Chemical Co., 32 
C. C. P. A. (Patents) 1096-1102 and others. 

It is elementary that a mark merely descriptive of the quality of the 
merchandise with which the mark is used cannot be appropriated or 
exclusively used as a trade-mark. In re W. A. Sheaffer Pen Co., 34 C. C. 
P. A.(Patents) 771, 158 F. (2d) 390, 72 USPQ 129; Van Camp Sea 
Food Co., Inc., v. Westgate Sea Products Co., 28 F. (2d) 957. The owner 
of such a mark may rely, however, upon the mark as a ground of 
recovery in-a cancelation proceeding. Derby Oil Company v. White Star 
Refining Co., 20 C. C. P. A. (Patents) 816, 819, 62 F. (2d) 984, 16 
U. S. Pat. Q. 297. 
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The Supreme Court has recognized the rule that the registration 
of a trade-mark is prima facie evidence of its ownership and the certifi- 
cate of registration is evidence in any suit or action in which the 
ownership of the registered mark is brought in controversy. Elgin 
National Watch Company v. Illinois Watch Case Company, 179 U. S. 
665, 672. Appellant admitted in its answer that appellee’s registration, 
No. 276,210, here involved was issued to one Max Krim, and the record 
discloses a valid assignment of the registration duly executed in appellee’s 
favor and thereafter recorded in accordance with the statute. That assign- 
ment is evidence of appellee’s use and ownership of the mark, in the 
absence of evidence to the contrary. Rosengart Etc. v. Ostrex Company, 
Inc, 30 C.C.P.A. (Patents) 1046, 136 F. (2d) 249, 57 USPQ 543. See 
also Ely & Walker Dry Goods Co. v. Sears, Roebuck & Co., 24 C. C. P.A. 
(Patents) 1244, 90 F. (2d) 257, 33 USPQ 549. 

The cancelation of appellant’s mark was affected in an inter partes 
action and there appears to be no basis for appellant’s conclusion that 
such action was an ex parte procedure. The cases cited by appellant 
with respect to the effect of an ex parte decision are therefore beside the 
point. Appellant’s contention that the registration of its canceled mark 
“Ju-See” should be restored is without merit. 

In view of that conclusion, it is deemed unnecessary to discuss other 
points raised by counsel for appellant and, for the reasons hereinbefore 
stated, the decision of the Commissioner of Patents is affirmed. 


JEAN JORDEAU, INC. v. PAL BLADE CO., INC. ET AL. 
No. 57-191—U.S.D.C.S.D.N.Y.—June 5, 1950 


TRADE-MARKS—Use of Registration Notice—General 
Whether or not defendant assignors of registration of mark covering paper 
containers can continue to claim registration in conjunction with plastic containers 
held not before the court on application for preliminary injunction. 
Courts—Preliminary Injunctions—General 
In absence of proof that any confusion has so far occurred, plaintiff held to 
have failed to make out such a case as would justify granting of preliminary 
injunction against defendants’ use of “Zipak” to designate plastic dispensers for 
defendants’ “Pal” and “Personna” razor blades, and defendants’ use of “Zip!” in 
describing the action of the dispenser. 
Trade-mark infringement and unfair competition suit by Jean Jordeau, Inc. 
against Pal Blade Co., Inc. and Personna Blade Co., Inc. Plaintiff’s motion for 
preliminary injunction denied. 


SAMUEL H. KAUFMAN, D. J.: 


This is a motion by plaintiff for a temporary injunction in an action 
for alleged trade-mark infringement and unfair competition. Jurisdiction 
is based on the trade-mark laws and diversity of citizenship. 
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Plaintiff contends that the use by defendants of the word “ZIPAK 
on a plastic dispenser for razor blades and the use of the word “zIp» 
for a hair eradicator, depilatories and razors and its registered mark 
“ZIP-SHAVE” for shaving cream, and constitute unfair competition, 


Plaintiff has been engaged in the manufacture and sale of depilatorigg 
under the registered trade-mark “ZIP” since 1919. It commenced the ug 
of the registered trade-mark “ZIP-SHAVE” on shaving cream in 197 
and the registered trade-mark “ZIP” on razors in 1928. 


Plaintiff has concentrated for the most part on the manufacture anj 
sale of depilatories. The advertisements which plaintiff has annexed t 
the moving affidavits contain no reference to “ZIP” razors or “Zp. 
SHAVE” shaving cream, and it is alleged, and not denied, that if “ZIp” 
razors are on the market today “the sales must be infinitesimal.” Syp. 
stantially the same statement is made, and not denied, with respect to 
“ZIP-SHAVE” shaving cream. A price list showing the various articles 
plaintiff makes and sells under the trade-mark “ZIP” fails to list “ZIP” 
razors, although “ZIP-SHAVE” shaving cream does appear as the last 
item on the list. However, the price list is undated. Razor blades and 
shaving cream, if associated at all in the public mind with plaintiff, 
appear at most to be so associated to only an insignificant extent. 


Defendants have used the names “PAL” and “PERSONNA” respect- 
ively, to designate their razor blades for many years. In 1937 one Otto 
Kraus caused to be registered the mark “ZIPAK” for “paper containers 
designed to hold razor blades or like merchandise, and sold in the trade 
empty.” That mark was assigned to defendant Pal Blade Co., Inc. in 
October, 1948. 


Defendants commenced the use of the mark “ZIPAK” with a notice of 
registration on plastic containers for razor blades in May, 1949. Whether 
or not defendants can continue to claim a registration for the word “ZIP- 
AK” is a question not before the court on this application. An examination 
of the claimed infringing articles shows that the word “ZIPAK” is used 
merely to designate the plastic dispensers, and that the defendants’ trade 
names “PAL” and “PERSONNA” are displayed prominently on the 
plastic dispensers and the paper containers in which they are sold. The 
word “ZIP!” is used merely to characterize the speed with which the 
dispenser operates to deliver an unwrapped blade. Another prominent 
manufacturer of razor blades uses the word “ZIP” for the same purpose. 


While defendants’ customers are men, the inference from the papers 
submitted is that the bulk of plaintiff’s customers are women. 


It is inconceivable that anyone would purchase “PAL” or “PER- 
SONNA” blades in a “ZIPAK” dispenser and believe he was buying 4 
product of plaintiff. 


It is alleged, and not denied, that plaintiff has known of the defend- 
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ants’ use of the word “ZIPAK” since at least August 30, 1949. This 
action Was not commenced until April 11, 1950. 


It is concluded that plaintiff has not made out such a case as would 
justify the granting of this motion. There is certainly no proof in this 
record, “such as a preliminary injunction demands, that any confusion 
has so far occurred.” Federal Telephone & R. Corp. v. Federal Television 
Corp., 2 Cir., 180 F. 2d 250, 251. 


Motion denied. Settle order on notice. 


SMITH, KLINE & FRENCH LABORATORIES v. HEART 
PHARMACEUTICAL CORPORATION ET AL. 


No. 57-841—U.S.D.C.S.D.N.Y.—May 25, 1950 


Unrain COMPETITION—Basis of Relief—Dress of Goods 

On facts of record, combination of shape and color of plaintiff’s drug tablets 
held never to have been used by any other manufacturer of pharmaceutical pro- 
ducts and to be the means by which plaintiff’s tablets are recognized by the trade 
and public. 

Where defendants, with knowledge of shape and colors used by plaintiff, de- 
liberately imitated the plaintiff’s tablets and used publicity material suggesting 
possibility of substitution, and druggists palmed off defendants’ products in filling 
prescriptions calling for plaintiff’s tablets, held that fact that defendants prac- 
ticed no deception in dealing with the trade is immaterial. 

One who induces another to commit a fraud and furnishes the means of con- 
summating it is equally guilty and liable for the injury. 


Courts—Preliminary Injunctions—Scope of Relief 

Defendants restrained until final determination of this suit from making, 
advertising, offering for sale, delivering or selling amphetamine sulphate and 
dextro-amphetamine sulphate in tablets having the combination of shape and 
colors of plaintiff’s products or in any other shape and colors so closely resembling 
the combination of shape and colors of plaintiff’s products as to be likely to enable 
druggists to palm off defendants’ products as plaintiff’s products. 

If defendants desire to continue marketing their goods in any other shape or 
colors, they may do so but only after application to this court, at which time dis- 
tinctive features which defendants will be required to use will be determined. 

Unfair competition suit by Smith, Kline & French Laboratories against Heart 
Pharmaceutical Corporation, Alfred M. Shafter, Eugene J. Lang, Leo Besser and 
Ernest Rassner. Plaintiff’s motion for preliminary injunction granted. 


Klein, Alexander & Cooper, of New York, N. Y. (George J. Harding, of 


Philadelphia, Pa., and Fred A. Klein, of New York, N. Y., of counsel) 
for plaintiff. 


Jacob Rassner, (Jack Steinman, of counsel) of New York, N. Y. 
for defendants. 
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SAMUEL H. KAUFMAN, D. J.: 


This is an action for unfair competition. Jurisdiction is based op 
diversity of citizenship. Plaintiff moves for a temporary injunction, 


Plaintiff and its predecessors have engaged in the manufacture 9; 
pharmaceuticals continually since 1841. It does a large volume of busines 
and enjoys a good reputation throughout the medical profession and 
drug trade. 


Prior to 1940, plaintiff commenced to market the drugs amphetamine 
sulfate and dextro-amphetamine sulfate, under the trade names BENZE. 
DRINE and DEXEDRINE, respectively, and has continued to do go 
to date. The drugs are of a potent character and are dispensed to the 
ultimate consumer only on a physician’s prescription. When prescribed 
by a physician, the products are referred to by the names BENZEDRINE 
and DEXEDRINE or by their pharmaceutical names of amphetamine 
sulfate and dextro-amphetamine sulfate. Prior to May, 1949, plaintif 
marketed amphetamine sulfate (BENZEDRINE) in two tablet forms: 
(1) a round white single-scored tablet of 5-milligram dosage, and (2) a 
round white double-scored tablet of 10 milligram dosage; and dextro- 
amphetamine sulfate (DEXEDRINE) in a round yellow single-scored 
tablet of 5-milligram dosage. 


In May, 1949, plaintiff adopted a new combination of shape and 
colors for its tablets. After wide investigation, and with a view toward 
the use of a distinctive shape and distinctive colors, it adopted a generally 
triangular and more specifically a curved edge, rounded cornered triangu- 
lar shape (resembling a “heart-shape’’), having a score extending from 
the apex to the middle of the base, colored pinkish brown, for ampheta- 
mine sulfate, and orange for dextro-amphetamine sulfate. The shape 
and colors of the tablets, aside from the score which facilitates breaking, 
are non-functional. 

Although it appears that similar shapes and colors have been used 
before in the manufacture of various tablets by various concerns, never- 
theless it is clear on this record that the combination of the shape and 
colors contrived by plaintiff has never been used by any other manv- 
facturer of pharmaceutical products. 


At the time of the adoption by plaintiff of this combination of shape 
and colors for its tablets, much publicity regarding these changes were 
given to the medical profession, hospitals, the wholesale and retail trade 
and national and state pharmaceutical associations. At the same time, 
plaintiff instructed its wholesale customers and representatives to with- 
draw from retail druggists the latters’ stocks of tablets then in theif 
hands, and to replace them with the new tablets. Plaintiff expended 
approximately $900,000 in publicizing the new combination of shape 
and colors and in effectuating the substitution in stocks. 


Druggists, physicians, students of pharmacy, wholesale distributors, 
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and even laymen, recognize plaintiff’s tablets by their combination of 


shape and colors. 

Defendant Heart Pharmaceutical Corporation (hereinafter referred to 
as H.P.C.) is a New York corporation, which was incorporated in Decem- 
per 1949. Defendants Lang, Besser and Shaffer are directors and defend- 
ant Rassner is an officer of H.P.C. The capital stock of H.P.C. is 
stated to be 100 shares without nominal or par value. In March and April, 
1950, H.P.C. offered for sale by postcards to druggists throughout the 
United States, amphetamine sulfate and dextro-amphetamine sulfate 
tablets at prices substantially lower than those at which plaintiff sold 
its tablets. The postcards sent in March 1950 contained a pictorial 
representation of H.P.C.’s tablets, which was an exact replica of the shape 
ysed by plaintiff. Imprinted on the pictorial representations of the tablets 
was the notation ‘Color Guaranteed.” The postcards sent out in April 
1950 were the same, except that the words “orange” and “tan” were 
added and appeared next to the pictorial representations of the dextro- 
amphetamine sulfate and the amphetamine sulfate tablets, respectively. 


H.P.C. admits that it had knowledge of the shape and colors used 
by plaintiff for its products and that its choice of shape and colors for 
its tablets was deliberate. Defendant H.P.C. markets no other pharma- 
ceutical products. An examination by the naked eye of H.P.C.’s and 
plaintiff’s products dicloses no means by which they can be distinguished. 

Many physicians prescribe drugs by the use of trade names; others 
by the use of the common or generic name of the drugs. A druggist 
must fill a prescription with the exact article ordered by the physician. 
Thus, if a physician prescribes Benzedrine or Dexedrine, the druggist 
must use the plaintiff’s tablets. If a physician prescribes amphetamine 
sulfate or dextro-amphetamine sulfate a druggist is free to fill the 
prescription with the product of any manufacturer. 

Sales to druggists are in large original bottles which bear distinguish- 
ing labels, and no suggestion of deception as to the bottles has been 
made. Sales to the ultimate consumer, however, are of the tablets them- 
selves without the bottles. Plaintiff’s affidavits show nineteen specific 
instances of “palming off”; that is, druggists have filled prescriptions 
calling for Benzedrine or Dexedrine with defendants’ products. Although 
the affidavits submitted by defendants attempt to dispute these instances 
of “palming off,’ the allegations therein contained are purely hearsay. 

Defendants claim that since no deception was practiced by it on its 
immediate purchasers or the ultimate consumers, it has committed no 
wrong. The law, however, is not so naive as defendants would have 
this court believe. “That no deception was practiced on the retail dealers, 
and that they knew exactly what they were getting is of no consequence. 
The wrong was in designedly enabling the dealers to palm off the prep- 
aration as that of the * * * [plaintiff]. * * * One who induces another 
to commit a fraud and furnishes the means of consummating it is equally 
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guilty and liable for the injury.” Warner & Co. v. Lilly & Co., 265 US 
526, 530-531. ”? 

Defendants also urge that in any event there is no evidence to Show 
that defendants induced druggists to commit a fraud. It is true that 
the affidavits submitted do not allege any direct instance in which defenj. 
ants or their agents suggested to druggists that their product might be 
substituted for that of plaintiff without danger of detection. Howeye; 
this court cannot be insensible to the practical effect of defendants’ adver. 
tisements and the use of the term “Color Guaranteed.” Certainly, the 
possibility of substitution was brought to the mind of druggists by tie 
pictorial representation of the shape and the designation of the colors 
of defendants’ tablets as well as the lower prices at which they coy 
be obtained. See Smith, Kline & French Laboratories v. Clark & Clark, 
157 F. (2d) 725, 731. There could be no other reason for the admitted 
deliberate imitation of plaintiff’s tablets. Defendants may not, with 
impunity, avail themselves of the favorable reputation which plaintiff 
has so painstakingly established. 


The motion for a preliminary injunction is granted. Defendants, their 
respective officers, agents, servants, employees and attorneys, and all 
persons in active consort or participation with them or any one of them 
will be restrained, until the final determination of this action, from 
making, advertising, offering for sale, delivering or selling amphetamine 
sulfate and dextro-amphetamine sulfate in tablets having the combination 
of shape and colors of plaintiff’s products or in any other shape and 
colors so closely resembling the combination of shape and colors of 
plaintiff’s products as to be likely to enable druggists to palm off 
defendants’ products as plaintiff’s products. 

If defendants are desirous of continuing to market their products 
in any other shape or colors, they may do so, but only on prior applica- 
tion to this court, at which time the distinctive features which defendants 
will be required to use will be determined. Plaintiff will post a bond 
in the sum of $10,000.00, conditioned as provided in Rule 65(c) of the 
Federal Rules of Civil Procedure. 


Settle order on notice. 
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BURLINGTON MILLS CORPORATION v. ROY FABRICS, INC. 
ET AL. 


No. 56-31—U.S.D.C.S.D.N.Y.—May 17, 1950 


courts—Preliminary Injunctions—General 

While preliminary injunction is drastic remedy and its issuance rests in Court’s 
discretion, it is not necessary for party seeking injunction pendente lite to prove 
a case which will entitle it to decree after trial. 

It is sufficient that plaintiff here has shown, by convincing proof, what appear 
to be serious abuses. 

Court should not decide doubtful questions of law and disputed questions of 
fact on affidavits. 

UnrAIR COMPETITION—Basis of Relief—General 

In granting preliminary injunction, court must consider the equities, balance 
of convenience and right of purchasing public to protection. 

It is clear that the sale of one manufacturer’s goods for those of another 
is unlawful. 

While it is well established that goods may be sold honestly under the brand 
name or trade-mark of the maker, if the goods are sold in their original form, 
defendants’ practice of disposing of plaintiff’s “seconds” as “firsts” is unlawful. 

Courts—Preliminary Injunctions— Particular Instances 
Unrain COMPETITION—Scope of Relief—Preliminary Injunctions 

Plaintiff’s motion for preliminary injunction granted with respect to requests 
designated “a” through “d,” “f” and “g.” 

As to requests “e’”’ and “h,” which are denied, plaintiff granted leave to renew 
application for injunction to cover these requests if it should become necessary by 
reason of defendants’ manner of doing business in the future. 


Trade-mark infringement and unfair competition suit by Burlington 
Mills Corporation against Roy Fabrics, Inc., Benjamin Sussman, and Roy 
K. Halper. Plaintiff’s motion for preliminary injunction granted in part, 
with leave to re-apply for relief denied. 


Lauterstein & Lauterstein (Leon Lauterstein and Jacob L. Isaacs of 
counsel) of New York, N. Y., for plaintiff. 


Kadel & Wilson (John Kadel and Abraham Wilson of counsel) of 
New York, N. Y., for defendants. 


CoNGER, D. J.: 


This is a motion by the plaintiff pursuant to Rule 65 of the Federal 
Rules for a preliminary injunction restraining the defendants, their 
agents, servants, employees, etc. as follows: 

“a. From using the names ‘Burlington Mills,’ ‘Burlington’ and ‘Bur- 
Mi’ and any other trade-mark or trade name of plaintiff in connection 
with the display, offering for sale or sale of any goods or fabrics not 
produced by plaintiff. 

b. From using any name or title resembling that of the plaintiff or any 
title which may be calculated or have the tendency to mislead or deceive 
aly person, firm or corporation, or the public, into believing that goods 
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displayed, offered for sale or sold by the defendants which are not Dro 

duced by the plaintiff are or have been produced by plaintiff. 


c. From advising, soliciting, or encouraging any person, firm or cq. 


poration to use the names ‘Burlington Mills,’ ‘Burlington’ and ‘Bur-Mjy 
or any trade-mark or trade name of plaintiff in connection with adye,. 
tising, promoting, publicizing, displaying, offering for sale or Selling any 
fabrics not produced by plaintiff. 

d. From representation by words, conduct or actions, that goods many. 
factured by plaintiff and sold as ‘seconds’ are first quality ‘Burlingtoy 
fabrics, and from attempting to remove imperfections from fabrics go\q 
by plaintiff as ‘seconds’ and reselling the same as first quality ‘Burling. 
ton’ fabrics. 

e. From failing to clearly state on all invoices issued or caused to be 
issued by defendants that all fabrics bought by defendants of plaintiffs 
manufacture are ‘seconds,’ where such fabrics are purchased by defend. 
ants as ‘seconds,’ or are in fact ‘seconds,’ or have been cut from piece 
goods purchased as, or which in fact are, ‘seconds.’ 

f. From representing, by words, conduct or actions, that Roy Fabrics, 
Inc. has any preferential price arrangement with plaintiff. 

g. From representing, by words, conduct or actions, that Roy Fabrics, 
Inc. is an authorized outlet or agency of, or sponsored by, plaintiff for 
the sale of plaintiff’s goods. 

h. From using the name ‘Burlington’ or any of the plaintiff's trade. 
marks or trade names in connection with any goods sold by defendants.” 

The plaintiff, a Delaware corporation, is engaged in the production, 
sale and distribution of great varieties of textile products in substantial 
volume. The defendant, a New York corporation, is engaged in the bus- 
ness of fabrics jobber, purchasing fabrics from various mills and reselling 
the same to retail stores for ultimate sale to the general public. The 
individual defendants are the president and secretary-treasurer of the 
defendant corporation. 

The complaint sets forth two claims for relief; the first one based 
upon the defendants’ alleged wrongful appropriation, exploitation, misuse 
and abuse of the plaintiff’s trade names and trade-marks “Burlington 
Mills,” “Burlington,” “Bur-Mil” and other trade names and trade-marks 
by various acts of unfair competition including: 

“a, Passing off non ‘Burlington’ fabrics to various retail establish- 
ments and others as ‘Burlington’ fabrics, and encouraging and advising 
various of said retail establishments to advertise said non ‘Burlington’ 
fabrics as ‘Burlington’ fabrics. 

b. Purchasing fabrics from plaintiff which were classified and sold 
as ‘seconds,’ and passing off such ‘seconds’ to various retail establish- 
ments and others as ‘Burlington’ first quality fabrics. 

c. Purchasing fabrics from plaintiff, which were classified and sold 
by plaintiff as ‘second’ quality merchandise, and without adequate facili- 
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ties OF skill, attempting to remove the imperfections contained in such 
seconds’ and reselling such ‘seconds’ as first quality ‘Burlington’ fabrics. 

d. Creating the false impression in the trade that defendants were 
an exclusive authorized outlet, distributor or agency, sponsored by the 
plaintiff for the sale of its goods, and the further false impression that 
defendants had a special prefential price arrangement with plaintiff 
whereby defendants could procure regular ‘first’ quality fabrics from 
plaintiff at less than the normal prevailing market price therefor, and 
thus resell said goods at less than the normal prevailing market price. 

e, Breaching an agreement between the plaintiff and defendants under 
which defendants stipulated not to use the Burlington name in any con- 
nection with the sale of the latter’s goods.” 

The complaint alleges that as a result of defendants’ acts, members of 
the fabrics trade and the purchasing public have been deceived by defend- 
ants into purchasing fabrics which were not Burlington fabrics nor 
Burlington “first”? quality fabrics, but were “seconds;” that defendants 
have unlawfully diverted from plaintiff sales of large quantities of 
fabrics with consequent loss of substantial revenue to plaintiff; that 
defendants have seriously impaired the business relations between plain- 
tiff and its customers; that the defendants have appropriated plaintiff’s 
valuable property rights in its trade names, trade-marks and good will, 
and have caused and threaten to continue to cause serious and irreparable 
harm to the plaintiff and to its good will and business, for which plain- 
tiff has no adequate remedy at law. 

The second claim for relief alleges that the defendants’ acts constitute 
an application and use by defendants of false descriptions and false 
representations in connection with goods in commerce in violation of 
Section 43 of the Act of July 5, 1946 (Lanham Act), 15 U.S.C.A. Section 
1125. 

The plaintiff seeks a permanent injunction, damages in the amount 
of $350,000, and an accounting. 

The defendants have answered, generally denying the allegations of 
the complaint and interposing certain special defenses. 

It appears that commencing on or about the latter part of 1947, the 
plaintiff, through various of its divisions, sold certain merchandise to 
the defendants. With the exception of a few orders placed by the latter 
in the early part of 1948 for resale at the defendant corporation’s retail 
establishment and a small quantity of “close outs,” the fabrics purchased 
by the defendant corporation from the plaintiff were “second” quality 
merchandise, sold as such by plaintiff. These sales have amounted to 
approximately $500,000. Since June, 1949 no orders have been taken 
from the defendant corporation by the plaintiff and all shipments on 
previous orders ceased at that time. 

In support of its application for a preliminary injunction the plain- 
tiff has submitted numerous affidavits and exhibits. 
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Officers and employees of the plaintiff relate that information cam 
to them in or about October, 1948 that fabrics sold by the plaintift 
defendants as “seconds” had been sold as “first” quality merchandise: 
that the defendants attempted to justify these acts by the claim that 
they had cut out the imperfections and had sold only that part of the 
goods which did not contain the imperfections; that the defendants ha 
made other misrepresentations in connection with the sales of Burlington 
fabrics and had misused the Burlington name; that this informatio, 
came from representatives of retailers who were complaining about sale 
of Burlington fabrics at low prices by their competitors. 

On November 20 and 27, 1949, Lansburgh & Bro., a Washington, 
D. C., department store inserted advertisements in a Washington news. 
paper offering for sales various Burlington fabrics at a price below the 
normal wholesale price at which Burlington sells the general type of such 
goods to department stores. An investigation was conducted and an 
examination of the fabrics revealed them largely not to be of Burlington 
manufacture. A suit was instituted against Lansburgh & Bro. and the 
latter claimed that the goods had been purchased from the defendant 
corporation under the representations that all such goods were Burlington 
fabrics and could be so advertised. Affidavits from the fabrics buyer, 
assistant fabrics buyer and the fabrics consultant of Lansburgh & Bro. 
support the charge that the defendant Sussman represented that the 
goods were Burlington fabrics. When the Lansburgh people raised some 
question about the true origin of the goods, the defendant Halper, assured 
them that, with the exception of one item, they were all Burlington 
fabrics. The plaintiff asserts that the defendants deliberately misrepre- 
sented the goods. 

In the fall of 1948 and extending through the Spring of 1949, on 
various occasions a number of retail fabric buyers, including buyers 
in the New York offices of the Associated Merchandising Association, 
The Cavendish Trading Corporation and the National Department Stores 
complained to officials of the plaintiff that the defendants were selling 
as “first” quality Burlington fabrics various rayon print piece goods at 
a price 30% to 40% less than that at which Burlington was offering its 
regular rayon prints to them. Actually, the goods were “seconds.” Similar 
reports came from Kaufman’s Department Store of Pittsburgh, the Fam- 
mous Barr Company of St. Louis, May Company of Cleveland, and others. 
It was further reported that the defendant Sussman had been visiting 
various retail stores and representing that he had some special inside 
connection with the Burlington officials which enabled the defendant 
corporation to procure an unlimited supply of Burlington first quality 
merchandise for resale at a price lower than that charged by the plaintiff. 
Plaintiff’s affidavits show that in fact this was untrue. 

On May 10, 1949, an order was issued by Mr. Louis Lazare, a vice- 
president of the Burlington Mills Corporation to discontinue further 





. MR 
i 
Nn Came 
ntiff tp 
andise. 
Mm that 
Of the 
its had 
lington 
Mation 
It sales 


ngton, 

nhews- 
OW the 
f such 
nd an 
ington 
nd the 
endant 
ington 
buyer, 
& Bro, 
at the 
| some 
ssured 
ington 
repre- 


19, on 
yuyers 
ation, 
Stores 
elling 
rds at 
ng its 
milar 
Fam- 
thers. 
siting 
inside 
ndant 
ality 
ntiff. 


vice- 
rther 


40. M. R. BURLINGTON MILLS v. ROY FABRICS 555 
ee eT 
sales to the defendant corporation. Shortly thereafter a discussion was 
had with the defendants Sussman and Halper who urged a resumption 
of sales to them. The nature of the complaints against them was related 
and they denied such activity but stated that frequently buyers inquired 
as to whether particular fabrics being displayed were “Silduka” or “San 
chu” or “Market Square” (Burlington trade names), and they responded 
that such case was possible. They stated that they were not responsible 
for inferences gained by the buyers from such remarks. They promised, 
however, that there would be no recurrence of the acts and that if Burl- 
ington would continue selling them merchandise, they would agree, in 
order to avoid any possible abuse or misuse of the Burlington name, 
not to use any of the Burlington trade names or trade marks in con- 
nection With the sale by them of any goods whatsoever. Under these 
circumstances a resumption of the sales was permitted. 


Within ten days after these events, the plaintiff received a complaint 
from a buyer for the J. L. Hudson Company, A Detroit department store, 
who reported the defendant Sussman had just visited the J. L. Hudson 
store, represented himself as an agent for the sale of Burlington fabrics, 
stated he had access to Burlington first quality fabrics and could under- 
sell Burlington, quoting prices, and mentioning many well known Bur- 
lington fabrics. Mr. Hanley of Burlington called Mr. Sussman about the 
report and the latter stated that they were merely casual remarks made 
ina few brief moments while he was waiting for train connections. Mr. 
Lazare again ordered sales to the defendant corporation to cease in June, 
1949, and no dealings have been had since that time. 

In August, 1949, Miss L. Ingles, a dress fabrics buyer for Burdine’s 
store in Miami, Florida visited Mr. Hanley and informed him that a sales- 
man for the defendant corporation had represented to her that he was 
selling exclusively Burlington fabrics, and she wished verification. Mr. 
Hanley informed her of the truth about the matter and suggested that she, 
in company with one of the plaintiff’s salesmen, a Mr. John C. Fesen, 
visit the establishment of the defendant corporation which suggestion 
was accepted. While there Mr. Sussman displayed various fabrics which 
he described by Burlington trade names; he assured Miss Ingles that his 
firm had unlimited access to Burlington fabrics and could assure her 
continuity of orders and fill-ins. In response to her inquiry as to whether 
the fabrics could be advertised as Burlington fabrics, Mr. Sussman sug- 
gested that she commingle the fabrics with regular Burlington fabrics 
then in stock and promote the whole thereof as Burlington fabrics. Mr. 
Sussman further assured her that 99% of the fabrics being sold by his 
fim were Burlington fabrics. The Burlington salesman in his affidavit 
states that, although he made only a cursory examination, one or two 
of the products displayed were not of Burlington manufacture. 


After the Lansburgh & Bro. incident, Mr. Hanley received complaints 
from two stores in Washington inquiring as to how Lansburgh & Bro. 
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could sell Burlington goods at such low prices. Most of the facts set forth 
above concerning the activities of the defendants are found in the aff; 
davits of Burlington officials and employees. | 

However, affidavits confirming most of the charges against the 
defendants are included in the supporting affidavits of persons in ny 
way connected with plaintiff. Aside from the Lansburgh employees, ther, 
are affidavits from Jesse W. Wall, fabrics buyer for the Yowell-Dyey. 
Ivey Co. of Orlando, Florida, Augusta G. Curry, fabrics buyer for the 
Denver Dry Goods Company of Denver, Colorado, Donald Dickson Shay, 
resident buyer of textile piece goods for the Cavendish Trading Corpor. 
tion of New York, which company represents many large stores through. 
out the country for the purchase of fabrics, James Gorman McKenzie, 
assistant buyer of the J. L. Hudson Company of Detroit, Max Bogart, 
buyer for the Davidson-Paxon Company of Atlanta and Ira H. Osborne, 
divisional merchandise manager of the Elder and Johnston Company. 

I believe I have fairly summarized the facts upon which the plaintiff 
bases its charges that the defendants have been passing off other fabrics 
as Burlington fabrics and of advising, encouraging and abetting the false 
advertisement of such goods by retail stores; have been passing off 
Burlington “seconds” as Burlington “firsts; and have held themselves 
out as an authorized outlet, agent or distributor, and sponsored by the 
plaintiff, and as having some preferential price arrangement with the 
plaintiff. 

The defendants have filed various affidavits and exhibits in opposition 
to the motion. 

Roy K. Halper, the president and Benjamin Sussman, the secretary- 
treasurer deny the charges asserted against them and their firm. 

They state that it is a well known fact throughout the trade that 
the plaintiff sold large quantities of its fabrics to the corporate defendant 
and that there was no mystery nor secret about the large purchases of 
“seconds” made by Roy Fabrics, Inc. from plaintiff; that practically 
every department store or chain store buyer in the United States knew 
that Roy Fabrics, Inc. bought huge quantities of Burlington products, 
and reprocessed and sold such goods. 

They assert that the piece goods market is highly competitive; that 
buyers are constantly shopping for bargains; and that buyers know that 
they are not buying goods from jobbers in their original form; that the 
jobber attempts to remove imperfections from “seconds” and save 4 
substantial part of the goods as first quality. 

Mr. Halper states that he never told anyone at Burlington that he 
would desist from reprocessing “seconds” nor did Mr. Sussman. He states 
that he never told a buyer nor anyone else that the defendants are author- 
ized agents, nor have the defendants traded on plaintiff’s name or trade 
mark or trade names. When goods are purchased by Roy Fabrics, Inc. 
all seller’s identification marks, numbers and tags are removed and new 
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numbers are assigned and the goods are commingled with those of other 
manufacturers of the same class. Roy Fabrics, Inc. prepares its own 
price list which makes no reference to any manufacturer. 


Defendants also point out that none of the written orders for goods 
or invoices contain plaintiff’s name or the trade name of any of its goods; 
{hat all goods were ordered and shipped under defendants’ name and 
order numbers. This is not a convincing answer. The gravamen of the 
complaint is that before the ordering and the shipping they were repre- 
sented to be plaintiff’s goods and with no explanation that they had been 
purchased as “seconds” from plaintiff. The alleged wrong was done by 
word of mouth and not by documents. 

Mr. Halper cites an example of its methods in connection with a sale 
to Bloomingdale Bros., Inc. which ordered goods from Roy Fabrics using 
Burlington trade names on its order blank. Instead of sending Burlington 
goods which it may or may not have had, Roy Fabrics sent goods from its 
shelves which may or may not have been of Burlington manufacture. On 
receipt of the goods, Bloomingdale rejected them because they were not 
Burlington goods as ordered by it. As Mr. Halper states: “The most 
natural thing in the world for the defendants to have done if they were 
conducting business in the manner charged by plaintiff would have been 
to acknowledge the order as it was written by Bloomingdale and to comply 
therewith. But defendants did not do so. It followed its regular and 
usual practice, it disregarded the references to the goods of a particular 
nill.” This is not too convincing an argument. If the defendants operated 
as the plaintiff charge, they would do the very thing they did. A more 
plausible explanation would be to tell Bloomingdale that Roy Fabrics 
did not have the Burlington goods as ordered. In fact plaintiff shows 
by affidavit that two employees of plaintiff visited Bloomingdale Bros., 
Inc. at the time and found that the goods were Burlington “seconds,” 
which goods the Bloomingdale buyer said had been represented as Burl- 
ington first quality goods. 

Mr. Halper and Mr. Sussman attempt to explain away the Lansburgh 
incident by denials, and the suggestion that great pressure exerted by 
the lawsuit against Lansburgh & Bro. and possible loss of their positions 
by the three Lansburgh employees are responsible for the affidavits. They 
seek to cast doubt about the Lansburgh affidavits by referring to a letter 
sent to defendants by Mr. Gross, the Lansburgh buyer. In the letter Mr. 
Gross stated that he originally had no intention of using the Burlington 
name in his advertisements until he found that a neighboring store was 
advertising inferior goods under Burlington’s name. Whatever motivated 
the Lansburgh people to use the Burlington name in its advertising, 
the affidavits of the Lansburgh employees in unequivocal terms state 
that on various occasions when goods were bought from defendants, 
Mr. Sussman stated that the goods he was offering were manufactured 
by Burlington; that Lansburgh could use the Burlington name if it 
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wanted to; that on one occasion (in or about June, 1949) when Mr. Grogs 
had voiced the sentiment that Roy Fabrics, Inc. was attempting to ey 
the imperfections out of “seconds” and selling them as regular Burlington 
merchandise, Mr. Sussman assured him that Roy Fabrics, Inc. did not 
handle “seconds;” that his wife had an uncle who held a big position 
with Burlington Mills and by reason thereof Mr. Sussman had connee. 
tions with Burlington which enabléd him to get their surplus goods 
which were not “seconds.” 

Mr. Halper raises the point that if defendants have been using the 
Burlington name and trading on its good will, buyers at some time would 
have resorted to plaintiff in connection with claims for breach of warranty 
or credit for return of fabrics. There are many possible answers to that 
argument including the possibility that there were such claims—certainly 
it would appear that there were many complaints—and also that resort to 
plaintiff was not necessary when amends could be made by the defendants 
(the actual sellers) as in the Bloomingdale sale. 

The defendant corporation also submits affidavits of strangers to this 
controversy. 

Bradley Roberts of the Denver Dry Goods Company who swore to 
an affidavit for plaintiff also makes one for the corporate defendant. 
In his affidavit for plaintiff, he states in part: “By various Market 
Rumors and lack of denials on the part of representatives of Roy Fabrics, 
Inc., a definite impression was conveyed to me that most of the fabrics 
were of ‘Burlington’ manufacture xxx. In addition, all of the foremen- 
tioned goods were sold as first quality merchandise, and none of them 
were designated as ‘seconds’.” The italicized portion was inserted by Mr. 
Roberts when he signed the affidavit eliminating the word “innuendos” 
after “‘various.” 

In his affidavit in behalf of the corporate defendant, Roberts asserts 
that no one connected with the corporate defendant ever represented that 
the goods in which Roy Fabrics, Inc. traded were Burlington products 
and he never purchased any as such. He does not deny, however, that the 
goods of which he had the impression were of Burlington manufacture, 
were sold as “first” quality and not “seconds.” 

The corporate defendant also submits affidavits of responsible persons 
in the business of converting fabrics who state that it is a general, 
accepted, usual and established practice in the trade for “seconds” to be 
reprocessed for elimination of defects and subsequently sold as goods of 
first quality. Included among such persons are Walter Schorr of Fairview 
Fabrics Corporation, of New York and Moe Oltarsh of Oltarsh Fabrics 
Co. of New York. 

In addition, Mr. Lawrence Friedman, buyer for J. Friedman, an owner 
and operator of stores selling fabrics states that he has dealt with the 
defendants for four years and they have never represented to him that 
their goods were of Burlington manufacture, nor that they had any 
agency or contractual relationship with plaintiff. 
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Finally the corporate defendant submits a hand-written note from 
Donald Dickson Shaw who makes an affidavit for plaintiff. The note was 
mailed from the West. Its significance, if any, lies in the fact that he 
sympathizes with the defendants; but he did not withdraw the statements 
made in his affidavit which are most corroborative of plaintiff's conten- 
tin. In his capacity as a buyer he represented a great many retail stores 
throughout this country. He stated among other things, that he became 
acquainted with Roy Fabrics, Inc. and with Messrs. Sussman and Halper 
in or about October, 1948; that he had received reports from buyers that 
Roy Fabrics, Inc. was selling regular Burlington merchandise at 25% 
ss than the price charged for such goods by Burlington; that he made 
it his business to meet Mr. Sussman to discuss this subject; that Mr. 
Sussman told him that over 90% of the goods sold by Roy Fabrics, Inc. 
were produced by Burlington; that he (Sussman) intimated he had a 
strong “in” with Burlington; that at Mr. Sussman’s suggestion he saw 
the Burlington people to verify this fact; that he (Shaw) was informed 
by one of the Burlington executives that the goods sold to Roy Fabrics, 
Inc. were various rayon print piece goods which had been sold as “sec- 
onds” and that it was improper for Roy Fabrics, Inc. to use the Burling- 
ton name in connection with the sale of such goods as regular merchand- 
ise; that the next day he reported this conversation to Mr. Sussman and 
“he accused me of being a squealer. He further stated that I was trying 
to put him out of business and was cutting off my nose to spite my face in 
tuning down a good bargain and spoiling things for all the other buyers. 
He reiterated that he was selling the goods as first quality merchandise 
and that even if the goods had been sold to him by Burlington Mills 
Corporation as ‘seconds’ he was cutting out the imperfections in such 
goods and selling the cut pieces as first quality merchandise.” The quoted 
portion above is from the affidavit of Mr. Shaw. 

The plaintiff has filed affidavits in reply to those of the defendant 
corporation with respect to eliminating imperfections in “seconds” and 
selling them as first quality merchandise. Hilda A. Wiendenfeld, Execu- 
tive Secretary of The Textile Distributors Institute, Inc., David F. Seifer- 
held of N. Erlanger, Blumgart & Co., Inc. and Jack Hausman of M. 
Hausman & Sons, Inc. all state that it is improper to “upgrade” fabrics. 

A preliminary injunction is a drastic remedy and its issuance rests 
in the sound discretion of the Court. 

Iam convinced, however, that I should exercise my discretion in favor 
of part of the relief requested by the plaintiff. It is true that much of the 
support for the charges against the defendants is contained in the affi- 
lavits filed by persons connected with the plaintiff. And these affidavits 
are replete with hearsay references of conversations with strangers com- 
plaining about the defendants’ activities. They are entitled to no more 
weight than the defendants’ denials. But it is impossible to avoid the 
impact of the many affidavits filed in support of the plaintiff’s applica- 
tion by buyers and employees of reputable establishments whose motives 
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are unquestioned. They support to a great extent the plaintiff’s claims 
and their weight is not affected by the defendants’ mere denials plys 
suggestions of ulterior purposes. It is not necessary that the plaintifs 
prove a case which will entitle it to a decree after trial. Douds v. Wine, 
Liquor & Distillery Workers’ Union, 75 F. Supp. 184, (S.D.N.Y.) (1947), 
It is sufficient that the plaintiff show by convincing proof enough to 
justify what appear to be serious abuses according to the record before 
the Court. I feel that the plaintiff has presented such proof. 


The defendants contend that the Court should not decide doubtful 
questions of law and disputed questions of fact on affidavits. 

Undoubtedly this is true. In my view, however, the law is not doubtful 
here and although some facts are in dispute, I shall not take those into 
consideration in the scope of the injunction. The law is clear that the sale 
of goods of one manufacturer for those of another is unlawful. Arm- 
strong v. Nu-Enamel Corp., 305 U.S. 315 [29 TMR 3]; Standard Brands, 
Inc. v. Smidler, 151 F. 2d 34 [85 TMR 277] (C.A. 2, 1945) ; Yale Electric 
Corp. v. Robertson, 26 F. 2d 972 (C.A. 2, 1928) ; Restatement of Torts, 
Vol. 3, Sec. 711. I believe the papers support the plaintiff’s charge in this 
respect. And this law encompasses the defendants’ practice of disposing 
of the Burlington “seconds” as “firsts.” See Cheney Brothers v. Gimbel 
Brothers, 280 F. 746 (S.D.N.Y. 1922). 


The defendants further argue that it is the established practice in the 
fabrics trade for a jobber to buy goods which contain imperfections and 
after cutting or otherwise eliminating the imperfections, to resell the 
remaining pieces that are of first quality as its goods of first quality. 

Whether this is true or not I am unable to decide. Both sides have 
annexed affidavits with respect to this practice and they are conflicting 
and of little help in resolving the issue. I think it is clear as the cases 
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cited indicate, that it is not the practice to “upgrade” “seconds” of a 
particular mill and resell them as “firsts” of that mill. 

The defendants further contend that this injunction will drive them 
out of business, and no bond that the Court might fix will compensate 
for the incalculable damage they will have suffered if they ultimately 
prevail. 

I cannot believe this. By this injunction I am only requiring defend- 
ants to use good business ethics in its transactions; to tell the truth about 
Burlington goods which they sell. I cannot see how this will harm defend- 
ants’ business in any way. It may be true that to some extent defendants 
will be prejudiced in the trade by the issuance of this injunction. That 
probably follows the issuance of any injunction in matters of business and 
where business concerns are involved. When the equities are unbalanced 
I can only come to the one conclusion, however. 

The Court must consider the equities on both sides of the matter. It 
must be remembered that Burlington Mills is a big factor in the field of 
fabric development and production, and that it has acquired a most 
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favorable reputation in the trade as a producer of high quality goods. It 
has expended large sums of money and great efforts have been expended 
in advertising the products of Burlington Mills and its trade names and 
trade-marks which have come to signify in the minds of the trade and of 
the purchasing public high quality products. The acts of the defendants 
not only deprive plaintiff of substantial business which normally would 
come to it but further its valuable property rights in its trade names and 
trade-marks will be impaired and its business relations with various 
department stores, retail stores and other customers prejudiced with great 
consequent damage to plaintiff. 

The buying public is also entitled to protection. When they purchase 
Burlington’s first grade goods they are entitled to get them and not 
Burlington’s seconds, reprocessed. When they buy Burlington goods 
they are entitled to get them and not the product of some other manu- 
facturer. I think these factors far outweigh the possible damage to 
defendants. 

I think the Court should enjoin pendente lite what it is convinced 1s 
unfair in defendants’ conduct. As I see it, plaintiff's main cause for 
complaint is (a) that defendants have been selling to the trade goods 
which they represented as the fabrics manufactured by plaintiff, when 
as a matter of fact they were not; (b) selling to the trade plaintiff's 
products as first grade when in fact they were “seconds” which had been 
reprocessed. 

Defendants deny “a.” They admit “b” except that they deny that they 
sold the goods as those of plaintiff. 

I feel I should not grant in full the injunction asked for here by 
plaintiff. Plaintiff’s motion is granted with respect to requests desig- 
nated “a,” “b,” “ec,” “d,” “f” and “g.” It seems to me that request 
“e” is unnecessary in view of request “d.” 

I am not prepared to grant “h.” That would be too severe at this 
time. Defendants are in the business of buying and selling to the trade. 
It is well established as plaintiff admits that goods may be sold under 
the brand name or trade-mark of the maker if the goods are sold in 
their original form. In the course of business defendants may come into 
possession of some of plaintiff’s goods and they may resell them if they 
conform to the injunction to be issued herein. As to requests “e” and “h” 
plaintiff may have the right to renew its application for an injunction 
to cover these requests if it should become necessary by reason of defend- 
ants’ manner of doing business in the future. The application may be 
made upon the moving papers herein and any others which plaintiff may 
deem necessary. 

The plaintiff shall file a bond in an amount to be determined upon 
the settlement of the order, and the parties shall file memoranda to aid 
the Court. 


Settle order. 
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DAD’S ROOT BEER COMPANY v. ATKIN ET AL. 
No. 9333—U.S.D.C.E.D.Pa.—May 12, 1950 


TRADE-MARKS—Related Companies—Contract Control 
On facts of record, defendants held to have violated franchise bottling con- 
tracts by failing to submit samples of goods to plaintiff for laboratory examination 
and by failing to give reasonable notice of intention to terminate. 
Though agreements were silent as to any period of notice of cancellation to 
be given by franchise bottlers, defendants held not to have right to cancel at will, 


Plaintiff held entitled to damages for loss of profits on basis of net profits 
rather than gross profits. 


TRADE-MARK INFRINGEMENT—Marks Not Confusingly Similar—Particular Instances 
“My Pop’s,” together with slogan “It’s Tops In Root Beer,” held not confusingly 
similar to “Dad’s,” used on identical goods, under 1946 Act. 


On facts of record, defendants’ label held not confusingly similar to plaintiff's 
label, used on identical goods. 


TRADE-MARKS AND UNFAIR COMPETITION—Basis of Protection—General 

A trade-mark is a symbol of good will, and the law of trade-marks is but a 
part of the law of unfair competition. 

Underlying principle of unfair trade practice cases is that one manufacturer 
or vendor may not palm off his merchandise as that of another, nor sell the prod- 
ucts of another as his own. 

One who attempts to “take a free ride” and profit by good will built up by 
another is subject to equitable restriction. 

Person terminating license contract relationship and continuing in same busi- 
ness owes greater duty to distinguish than a stranger; and such licensee is under 
duty to make sincere efforts to make known the termination of the previous rela- 
tionship and to avoid any possibility of confusion. 

In trade-mark infringement and unfair competition cases, each case must be 
decided on its own facts. 

On facts of record, defendants held to have failed to measure up to duty to 
distinguish and by positive and negative acts allowed impression of former associ- 
ation to continue. 


TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION— Scope of Relief— Particular 

Instances 

In addition to damages for breach of contract, plaintiff held entitled to injunc- 
tion restraining defendants from committing any acts constituting unfair compet- 
ition with plaintiff’s business, or with plaintiff in sale by plaintiff of its product 
under the name “Dad’s” in the franchise areas. 

Plaintiff held not entitled to injunction against defendants for trade-mark 
infringement; and no accounting of profits awarded. 


Breach of contract, trade-mark infringement and unfair competition 
suit by Dad’s Root Beer Company against Harry Atkin, Jack Ravine, 
Mike Kraft, Morris Atkin, and Louis Atkin, individually and as partners 
trading as Dad’s Root Beer Bottling Company, Harry Atkin and Mike 
Kraft, individually and as partners trading as My Pop’s Root Beer 
Company, and James J. Connolly, Trustee in Bankruptcy of My Pop’s 
Root Beer Company. Judgment for plaintiff granting injunction and 
damages. 


Ill. 


del 


Jal 
Cl 





M.R 


 COn- 
ation 


on to 
will, 


‘ofits 


ngly 


iff’s 


rer 
od- 


Si- 
ler 
la- 





40 T. M. R. DAD’S ROOT BEER v. ATKIN 563 
aaa iia ia ieee aaa 


Fred Wolf, Jr., of Philadelphia, Pa., and Moses Levitan, of Chicago, 
il., for plaitiff. 

Arthur E. Dennis, Morton E. Rotman, and Harry Langsam, of Phila- 
delphia, Pa., for defendants Atkin et al. 

LeRoy Comanor, of Philadelphia, Pa., for defendants Atkin et al. and 
James J. Connolly, Trustee in Bankruptcy. 


CuarY, D. J.: 


The plaintiff herein is an Illinois corporation and the defendants are 
residents of Pennsylvania and Minnesota jointly registered to do busi- 
ness under the Fictitious Name Act of the Commonwealth of Pennsyl- 
vania in the County of Philadelphia. The sum in controversy exceeds 
$3,000.00 exclusive of interest and costs. The bases of the action are 
breach of contract, unfair competition, and violation of plaintiff’s trade- 
marks. The case is therefore before us on both diversity of citizenship 
and under the Trade Mark Laws of the United States. 

The case was tried to the Court without a jury. It involves over five 
hundred pages of testimony and eighty-five exhibits. Seventy-nine perti- 
nent requests for findings of fact have been submitted, forty-seven by 
plaintiff and thirty-two by defendants. I have concluded that the find- 
ings of fact in this case will be more understandable if presented in nar- 
rative form and I shall, therefore, incorporate all findings which I deem 
material to a decision of the issues in the following. 


Discussion 

The plaintiff was organized in the year 1927 under the name of Chica- 
go Distilled Water and Beverage Company. During its early history, 
while it engaged in the manufacture and sale of general carbonated bev- 
erages, it developed a formula for the manufacture of a concentrate 
from which root beer was manufactured and which was marketed under 
the name of “Dad’s Old Fashioned Root Beer.” The product had public 
appeal and root beer sales developed to such an extent that the company 
gradually withdrew from the manufacture of products other than root 
beer so that by 1941 it produced root beer exclusively. In May of 1941 
the name of the corporation was changed to “Dad’s Root Beer Company” 
and it has retained that name until this day. 

During the year previous to its change of name, plaintiff adopted a 
new course of business wherein by use of franchise agreements it author- 
ized bottlers in various parts of the United States to bottle and sell Dad’s 
Old Fashioned Root Beer under that trade name to be made only from 
the concentrate supplied by the plaintiff. After 1941 the only manufacture 
and sale of root beer conducted by the plaintiff itself was in the Chicago, 
Illinois area and communities adjacent thereto. By use of the franchise 
agreements plaintiff secured nationwide distribution of its product and 
advertised extensively under trade-marks and trade names of Dad’s Old 
Fashioned and Dad’s Root Beer. It developed and included in its label 
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and trade-marks the names “Papa,” “Mama,” and “Junior” to designate 
respectively its half gallon, quart and twelve ounce bottle size. It algo 
arranged with its franchise distributors to bottle and sell the product in 
brown or amber bottles of a predetermined shape and size. In connection 
with its operations plaintiff did promotional work with the distributors 
and attempted to keep and maintain a uniform product among all its 
distributors by examining at intervals samples of distributors’ products 
in its own laboratory facilities at its Chicago plant. 


Mike Kraft, one of the defendants, began under franchise during 194] 
the bottling of Dad’s Old Fashioned Root Beer in the Philadelphia area. 
On or about May 17, 1945 plaintiff entered into a franchise agreement 
with the defendants Mike Kraft, Harry Atkin and Jack Ravine, who 
registered to do business in Pennsylvania, individually and as partners 
trading as Dad’s Root Beer Bottling Company. This particular franchise 
covered the City of Philadelphia and the Counties of Bucks, Montgomery, 
Delaware, Chester and Philadelphia in the Commonwealth of Pennsyl- 
vania. On July 10, 1945 an additional franchise appointed them as dis- 
tributors for the City and County of Camden, and the Counties of 
Gloucester, Salem, Cumberland, Cape May and Atlantic, in the State of 
New Jersey. On July 29, 1947 a further franchise encompassed the City 
of Trenton, and the Counties of Mercer, Hunterdon, Somerset, Burlington, 
Ocean, Monmouth and Middlesex in the State of New Jersey. On August 
8, 1947 a further franchise was granted for the City of Wilmington, and 
the Counties of Newcastle, Kent and Sussex in the State of Delaware; 
and the Counties of Kent, Queen Annes, Caroline, Talbot, Dorchester, 
Wicomico, Somerset and Worcester in the State of Maryland. With the 
approval of the plaintiff, defendants Mike Kraft, Harry Atkin and Jack 
Ravine added defendants Morris Atkin and Louis Atkin to the partner- 
ship conducted by them and which had been granted the various fran- 
chises above outlined. Each and every of these contracts incorporated 
the general franchise agreement drawn by the plaintiff for general use 
throughout the country in its operations. The franchise was by its 
terms a perpetual franchise and was cancellable on the part of the plain- 
tiff for cause only. No provision for cancellation on the part of a dis- 
tributor was incorporated into the contract. The agreement was silent, 
therefore, as to any requisite period of notice of cancellation. 

From 1941 to 1948 Mike Kraft, and from 1945 the other defendants, 
used as a label for their product with of course the consent and approba- 
tion of the plaintiff, registered trade-marks bearing No. 364823 and No. 
399605, both of which had been properly registered in the office of The 
Commissioner of Patents and re-issued under The Lanham Act, 15 U.S. 
C.A., Sec. 1051 et seq. These trade-marks were likewise registered in 
Pennsylvania, Delaware and New Jersey in the years 1941, 1945 and 
1946. In the period from October 15, 1941 to May 7, 1948, the defendants 
purchased from the plaintiff sufficient concentrate to produce over fifty- 
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two million bottles of root beer in the twelve ounce size for distribution 
in the franchise areas. 


The testimony in this case clearly indicates that the peak season for 
the soft drink business in the franchise areas runs from June 1 through 
October of each year. At the beginning of the peak season of 1947 the 
defendants ran into considerable difficulty in the manufacture of their 
product. Defendants manufactured soft drinks other than root beer. 
The chief difficulty was caused by a separation of the oils from the 
carbonated water which resulted in a rather bitter taste to some of the 
products, including root beer, manufactured by the defendants. As a 
result of the manufacturing trouble, plaintiff was forced to take back 
and replace thousands of cases of root beer. Plaintiff herein was notified 
of the difficulties and officers and agents of the plaintiff were called into 
consultation. At no time during this period did the defendants make any 
claim against the plaintiff that the trouble stemmed from bad concentrate. 
At frequent intervals during this period plaintiff pressed the defendants 
to submit samples of their products monthly in order to enable the plain- 
tiff through its laboratory facilities to ascertain the cause of the trouble 
and to assist the defendants in obtaining a satisfactory uniform product 
by offering advice and suggestions. Documentary evidence conclusively 
proves that defendants failed to do so. The only testimony from which 
might be drawn an inference that the concentrate was a factor in the 
defendants’ manufacturing troubles was the statement of a qualified 
food expert who examined two cans of plaintiff’s concentrate and who 
testified to some difference between the two in odor and taste. Signifi- 
cantly, however, this expert failed to state that this slight difference in 
odor and taste would result in a product not fully acceptable and market- 
able. There is an entire lack of any evidence to justify a conclusion that 
the concentrate furnished by the plaintiff was the cause of defendants’ 
difficulties. On the contrary the testimony convinces me that the defend- 
ants during this period conducted their business in an unsanitary fashion 
and that this method of operation was the cause of the manufacturing 
difficulties encountered by them. One important factor is that on re- 
turned root beer, the defendant substituted other root beer, apparently 
made from the same batch of concentrate, which replacements were 
apparently satisfactory. 


Partly as a result of its manufacturing difficulties (a lessened demand 
for the product also being a factor), defendants during the Fall of 1947 
encountered financial difficulties. As part of its agreement with the 
defendants, the plaintiff sold and delivered to the defendants from time to 
time point of sale and other promotional and advertising merchandise. 
The cost of this advertising merchandise was charged to the defendants 
on the books of the plaintiff in a memorandum advertising account. A 
certain percentage of the cost of the concentrate purchased by the defend- 
ants from the plaintiff was credited against this account. In October 
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of 1947 there existed a charge against the defendants of a sum in excess 
of $44,000.00 in the memorandum advertising account. 

Mike Kraft, representing all of the defendants, during the month of 
October, 1947, requested the plaintiff to cancel this charge so that he 
and his associates might obtain a loan from banking sources to carry on 
the business of the defendants. After negotiations, plaintiff agreed to 
the cancellation and wrote to the defendants that the entire advertising 
memorandum account charged against them would be cancelled as of 
December 31, 1947. A credit entry to that effect was actually made on 
the books of the plaintiff corporation so that as of January Ist, 1948 
plaintiff’s original book of account reflected no charge against the defend- 
ants for this item. 

The evidence regarding the foregoing transaction is conflicting as 
to whether this was an outright or conditional cancellation. Two facts 
stand out in bold relief. First, the defendants needed to have the charge 
cancelled in order to secure working capital loans from banks. The plain- 
tiff, on the other hand, needed a distributor for its product in the Phila- 
delphia area. I am not so naive as to believe that plaintiff company can- 
celled this large charge without obtaining a quid pro quo, nor do I believe 
that the cancellation was conditional. The only hope that plaintiff had of 
obtaining its money was through continued operation of the defendants 
and future profits from that business. I find that it was within the 
contemplation of the parties and understood between them that the 
defendants would continue to bottle and distribute plaintiff’s product for 
an indeterminate period of time and one certainly which required defend- 
ants, if they should wish to terminate the relationship, to give to the 
plaintiff reasonable notice of intention to terminate so as to permit 
plaintiff to obtain in their place and stead another distributor of like 
capacity and ability to represent it in the Philadelphia metropolitan area. 
There is no doubt that the replacement of defendants would require a 
considerable time. What is a reasonable time for notice of cancellation 
varies with the circumstances of each case. Under the circumstances of 
this particular case, keeping in mind the size of the operation, the amount 
of investment necessary, and the seasonal fluctuations in this business 
which has a peak season, as indicated before, running from June 1 
through October, I find that a period of six to nine months would be 
a reasonable period of notice of cancellation. The greater period comes 
into play when the notice is given at the beginning of a peak season, 
as was done here. 

After this agreement and until May of 1948, defendants continued 
to purchase concentrate in volume from the plaintiff and manufacture 
Dad’s Old Fashioned Root Beer and distribute it in the franchise areas. 
While so doing, defendants without notice to the plaintiff decided to 
discontinue representation of the plaintiff in the manufacture and dis- 
tribution of its product and to that end obtained title to a fictitious name, 
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“Pop’s,” which had been registered as such in 1946 under the appropriate 
act of the Commonwealth of Pennsylvania in Philadelphia. Thereafter, 
Mike Kraft, acting for all the defendants, made unreasonable demands 
on the plaintiff for advancement of monies by it to the defendants under 
threat of quitting and starting both a root beer and a franchise business 
in competition with the plaintiff. When these unreasonable demands 
were not acceded to, Kraft notified the plaintiff by telephone that he 
would no longer manufacture Dad’s Old Fashioned Root Beer and that 
he would show plaintiff how to run a franchise business. 


Defendants thereupon registered in the Commonwealth of Pennsylvania 
to do business under the trade name “My Pop’s Root Beer Company.” 
They consulted patent counsel to determine whether the name “Pop’s” 
would infringe upon the name “Dad’s” and were advised that in the state 
of the industry the plaintiff had no exclusive right to a name designating 
a family connection in the manufacture of root beer. Counsel cited as 
names already in use ‘“Ma’s,” “Ma’s Old Fashion Root Beer,” “Uncle 
Ben’s Old Fashioned Root Beer,” “Grandpa Graf’s,” “Big Pop,” “Grand- 
Pop,” “Poppy” and “Home Pop.” Further, on advice of counsel, labels, 
coloring and other distinctive devices were adopted with the purpose 
of differentiating the markings of the new product as far as humanly 
possible so as not to come into conflict with color or other identifying 
marks of the plaintiff’s. Defendants had previously made a very sub- 
stantial investment in bottles and cases for the manufacture and distri- 
bution of plaintiff’s product. It used these containers to bottle its new 
product. Plaintiff contends that it had exclusive right to use the amber or 
brown bottle for the distribution of root beer and further that the use 
of them by the defendants was calculated to confuse the general public. 
With this I do not agree. While plaintiff made every effort to standard- 
ize its bottles throughout the country, other beverage manufacturers 
including root beer manufacturers had made prior use of the same type 
and color of bottle. Defendants had a right to use their own bottles and, 
standing alone, I can see no objection to defendants using bottles in which 
they had made such a large investment and for which there was no other 
use. 

Defendants commenced operations on or about June 18, 1948 and 
distributed the new product under the trade-mark which had been regis- 
tered in the United States Patent Office and in the States of Pennsyl- 
vania, Delaware and New Jersey — ‘‘My Pop’s,” and adopted the slogan 
and label ““My Pop’s Its Tops In Root Beer.” Plaintiff, after receiving 
word from many sources that the defendants were so operating, notified 
defendants on July 26, 1948 that their actions constituted a breach of 
contract, unfair trade practice and trade-mark infringement, and warned 
them to cease and desist. Notwithstanding this warning, defendants 
continued operations and their methods of operations closely paralleled 
plaintiff’s. The retail outlets furnished with the new product were the 
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same outlets and the same list of customers which the defendants had 
supplied with the plaintiff’s product from 1941 through 1948 and which 
list had been built up through the joint efforts of plaintiff and defend- 
ants. At the time of the change-over from ‘Dad’s” to “Pop’s,” outward 
appearances did not and were not calculated to disclose to the public 
a clean break in the relationship of the parties. The word “‘Dad’s” was not 
eliminated from office doors and trucks until some time after the defena- 
ants had started producing the new product. The word “Dad” on the 
cases was painted over with a light cream color paint which permitted 
it to be readily identifiable under the paint. The trade-mark “My Pop’s” 
and the slogan “Its Tops In Root Beer” were stenciled on the side of the 
cases and not on the ends as had been the name “Dad’s.” 


Despite plaintiff’s warning, defendants continued operations and this 
action was instituted asking four different and distinct types of relief: 
(a) damages for breach of contract, for balance due on open merchandise 
account, and for the entire advertising account; (b) a permanent injunc- 
tion against defendants, their servants, agents, employees, and attorneys, 
or anyone acting through them, restraining them from the use of the 
name “My Pop’s” in the manufacture and distribution of root beer in 
the franchise areas; (c) a similar injunction against unfair trade prac- 
tices; (d) an accounting for profits. At the trial, the plaintiff asks 
additional relief by the inclusion of the Trustee in Bankruptcy in any 
injunction that might be granted; the defendants having been declared 
bankrupt in November of 1949. 

In their answer defendants contend that the plaintiff breached its 
contract in furnishing them in May of 1947 with inferior concentrate 
which caused spoilage to over thirty thousand cases of root beer manuv- 
factured from the concentrate and which had to be replaced at a cost of 
over $44,000.00 to the defendants with resultant loss of business, good 
will, and damage to reputation. Defendants further contend that their 
cancellation of the contract was justified and for cause, that their actions 
thereafter were entirely legal, and that the use of the name “My Pop’s” 
is not deceptively similar to plaintiff’s trade-mark, is not likely to confuse 
the general public and, further, that the trade-mark registrations of the 
plaintiff are invalid. 

I will discuss the requests as prayed for in the complaint. The first 
involved the allegation of breach of contract. Defendants interpose two 
defenses. First, that by furnishing bad concentrate plaintiff breached 
the contract. Secondly, that since the agreements are silent as to any 
period of notice of cancellation on the part of the defendants, the defend- 
ants had the right to cancel at will. Both of these defenses can be disposed 
of without difficulty. The first involves a question of fact. I have found 
that plaintiff did not furnish bad concentrate and the defense must 
therefore fall with that finding. While the second defense raises a ques- 

tion of law, in view of my finding that the advertising account was can- 
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celled in return for defendant’s promise to continue to bottle plaintiff’s 
product, I am concerned not solely with a matter of law but a factual issue 
as well. Under the subsequent agreement defendants were obligated to 
continue bottling plaintiff’s product and were obligated to give reasonable 
notice of intention to terminate. 

There is no question that the balance due on the merchandise account 
amounts to $5,095.39. The advertising account from the period January 
1, 1948 to June 18, 1948 amounts to $3,184.70. In addition to the book 
accounts, merchandise and advertising, stated above, plaintiff is entitled 
to damages for breach of contract in the sum of $7,500.00 Plaintiff has 
requested damages for loss of profits based on a gross profit of 40% on 
sales of approximately $44,000.00. I have considered all the testimony 
in reference to this claim and have concluded that plaintiff is entitled to 
damages for loss of profits based upon net rather than gross profits, and 
I have made my finding accordingly. 

Both parties at the trial, in their arguments and in briefs have 
stressed the issue of trade-mark infringement and I have been asked to 
make a ruling upon the narrow and specific issue of trade mark infringe- 
ment. I am not prepared to state that the name “My Pop’s” together 
with the slogan “Its Tops In Root Beer” is so similar to the name “Dad’s” 
as to be likely to cause confusion even among the more careless of 
purchasers. I base this ruling upon the very prevalent practice in the 
industry of making use of names denoting the family relationship with 
respect to the preparation of root beer. This, no doubt, stems from the 
old practice of the home brew of root beer and pride in the secret family 
formula. While the name “Pop” has the same connotation as that of ‘““Dad,” 
namely, both being synonyms for “Father,” I am not impressed that the 
similarity in connotation alone is a deciding factor. The similarity must 
be considered in its relationship to the appearance of the labels. In this 
regard, there is no probability of confusion. Plaintiff’s label has as its 
predominant colors, orange and blue, has the word “Dad’s” in block 
letters running diagonally across the label and features a figure of a 
man on the label. Defendants’ label, on the other hand, has white as 
the predominant color and has the letters “Pop’s” in varied colors and 
set in unusual type. It has no picture on the label. Considering all these 
factors, I conclude that defendants’ trade-mark is not so deceptively 
similar to plaintiff’s as to be likely to cause confusion and, therefore, 
is not an infringement thereof. 

A trade-mark is a symbol of good will and the law of trade-marks 
is but a part of the law of unfair competition. Seven Up Co. v. Cheer Up 
Co., 148 F. 2d 909 [35 TMR 174]. Anyone who attempts to “take a free 
ride” and profit by the good will built up by another is subject to 
equitable restriction. The attempt to “take a free ride” may be made by 
the use of a deceptively similar trade-mark, or it may be attempted in 
the much broader field of unfair competition. As I have indicated above, 
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defendants are not guilty of trading on plaintiff’s good will by use of 
a deceptively similar trade-mark, but I am convinced under all the facts 
in the case that defendants clearly attempted to take advantage of plain- 
tiff’s good will in the franchise areas and profit thereby to the detriment 
of the plaintiff. 


Where a contractual relation between parties is terminated and one 
person is the licensee of the other and continues in the same business, 
the competition then arising tends to have a confusing effect upon the 
public. Ordinarily, considerable time must elapse in such case before 
the public becomes aware that those formerly affiliated are now in com- 
petition each with the other. For this reason, it is my opinion that a 
person terminating relations with his licensor owes a greater duty to 
distinguish and differentiate than does a complete stranger. I feel that 
such licensee is under a duty to make sincere efforts to make known the 
termination of the previous relationship with his licensor and avoid any 
possibility of confusion. In this case, defendants did not measure up to 
that degree of responsibility. Rather what they did was calculated to 
create the impression that there had been a change in name only but not 
in the product or methods of operation. In addition to doing many posi- 
tive acts to create such an impression, the defendants by negative actions 
allowed the impression of the former association to continue among their 
customers. Even before the formal termination of contractual relations, 
defendants acquired title to the name “My Pop’s” in an effort to come 
as close as possible to the name of their former licensor without being 
guilty of trade-mark infringement. With the help of patent counsel, they 
made sufficient changes in name and labels to make the two marks 
readily distinguishable by the general public and to that extent they were 
successful in their efforts. But, to the extent that defendants went 
beyond the mere use of a name denoting the same relationship as ‘“Dad’s,” 
they were guilty of unfair competition and their use of the name “My 
Pop’s” is important only as indicative of their intention to deal on the 
plaintiff’s good will. 

In light of the other factors present in the case, it is clear that every- 
thing defendants did was calculated to create and maintain the impression 
that they were still bottling the same product as they had formerly done 
under the name “Dad’s.” They laid their plans, by the acquisition of the 
name “Pop’s,” by acquiring a supply of labels and advertising para- 
phernalia before the termination of relations with plaintiff, in such a 
way that they were able to maintain a continuous operation and to provide 
a continuous supply of root beer to their retail dealers. They continued to 
deal with the same retail dealers with whom they had previously dealt 
as manufacturers and distributors of “Dad’s.” It must be borne in mind 
that this list of retail dealers had been built up through the joint efforts 
of both plaintiff and defendants. They operated from the same location 
and they had the same telephone listing as they had when they were 
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franchisees of plaintiff. They allowed the name “Dad’s” to remain on 
plant doors and on some of their trucks for a considerable period of 
time after they were no longer associated with “Dad’s.” To retail dealers 
they wrote letters stating that they had changed their fictitious trade 
name, but the letters were so worded that the dealers would get the 
impression that the same product was being bottled. Certainly there was 
nothing in the letters which clearly informed the customers that the 
defendants were no longer associated with “Dad’s.” Further, they per- 
mitted their distributors and employees to represent to the retailers that 
the product they were now bottling was the same as “Dad’s.” It is in 
the background of all these factors that we must appraise defendants’ 
conduct. Viewing their conduct in this light, we cannot escape the con- 
clusion that defendants are guilty of unfair competition and trade prac- 
tices. Socony-Vacuum Oil Co., Inc. v. Rosen, 108 F. 2d, 632 [30 TMR 165]. 

In cases dealing with trade-mark infringement and unfair competi- 
tio, each case must be decided on its own distinctive facts and except 
to the limited extent that facts might be completely analagous prece- 
dent is of little value. Magitex Co., Inc. v. John Hudson Moore, Inc., 
154 F. 2d 177 [86 TMR 153]. I do not base my decision on the narrow 
ground of trade-mark infringement because I am of the opinion that if 
defendants had used a name so completely dissimilar from plaintiff’s 
that there could not possibly be any basis of connection, I would still 
reach the result that defendants were guilty of unfair competition in 
conducting their business as they did. That they used a name with a 
similar connotation is only one more factor indicating their intention 
to trade on plaintiff’s good will and makes the case easier of decision. 

To the facts as I have found them in this case, I consider the language 
of Mr. Justice Pitney in International News Service v. The Associated 
Press, 248 U.S. 215, appropriate and applicable: “* * * the transaction 
speaks for itself, and a court of equity ought not hesitate long in charac- 
terizing it as unfair competition in business.” 

There are a multitude of cases bearing on this branch of equity but the 
principles governing them are as simple as the fundamental rules of 
honesty and fair dealing. As was stated in Perlberg v. Smith, 70 N.J. 
Equity 638: “What conduct on the part of a defendant will be held to 
constitute unfair competition is the subject matter of discussion in cases 
too numerous for useful citation, but the principle applied in each case 
is extremely simple. As Lord Chancellor Halsbury said in the House of 
lords, in the case of Reddaway v. Banham (1896) A.C. 199, 25 Eng. 
Rul. Cas. at p. 197: “For myself, I believe the principle of law may be 
very plainly stated, and that is that nobody has any right to represent 
his goods as the goods of somebody else.” 

The principle underlying unfair trade practice cases is that one manu- 
facturer or vendor is palming off his merchandise as that of another, 
Singer Mfg. Co. v. June Mfg. Co., 163 U.S. 169; Elgin National Watch 
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Co. v. Illinois Watch Co., 179 U.S. 665; Standard Paint Co. v. Trinidad 
Asphalt Co., 220 U.S. 446; Kellogg Co. v. National Biscuit Co., 305 US. 
111 [28 TMR 569]; or that he is vending the products of another as his 
own, International News Service v. The Associated Press, 248 U.S. 215, 
The record of this case clearly places the acts of defendants in the first 
category. 


I, therefore, make the following conclusions of law: 


Conclusions of Law 

1. The Court has jurisdiction of the parties and the subject matter, 
both under the diversity provisions of the Judicial Code and under the 
Trade Mark Laws of the United States. 

2. Plaintiff is entitled to recover from defendants the sum of $8,280.09 
on open accounts for merchandise and advertising, with interest from 
June 18, 1948. 

3. Defendants are guilty of the breach of a valid and subsisting con- 
tract with the plaintiff and are liable in damages for the breach thereof 
in the sum of Seventy-five Hundred ($7500.00) Dollars. 

4. Defendants are not guilty of infringement upon plaintiff’s trade- 
marks. 

5. Plaintiff is not entitled to an injunction against the defendants 
for trade-mark infringement. 

6. The defendants are guilty of competing unfairly with the plaintiff. 

7. The plaintiff is entitled to an injunction restraining the defend- 
ants, their attorneys, agents, and any person or persons holding through 
or under the defendants, or through or under the Trustee in Bankruptcy 
of the defendants’ bankrupt estate, restraining them and each of them 
from committing any acts constituting unfair competition with plaintiff's 
business or with plaintiff in the sale by plaintiff of its product under are 
name of ‘‘Dad’s” in the franchise areas. 

8. Neither the defendants nor the Trustee in Bankruptcy of the 
defendants’ bankrupt estate are entitled to recover any sum whatsoever 
from the plaintiff upon the defendants’ counterclaim. 

9. No accounting for profits is awarded. 


Order 
And now, to wit, this 12th day of May, A. D. 1950, it is ordered, 
adjudged and decreed: 
1. That a judgment be entered in favor of the plaintiff against the 
defendants in the sum of $15,780.09; interest to be calculated on part 
thereof, to wit: $8,280.09 from June 18, 1948. 


2. That the defendants, Mike Kraft, Harry Atkin, Jack Ravine, Mor- 
ris Atkin, and Louis Atkin, their attorneys, agents and any person or 
persons holding through or under said defendants, or through or under 
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James J. Connolly, Trustee in Bankruptcy of the defendants’ bankrupt 
estate, be and they are hereby restrained and enjoined from committing 
any acts constituting unfair competition with the plaintiff’s business or 
with the plaintiff in the sale of its product under the name “Dad’s” in 
the Commonwealth of Pennsylvania, in the Counties of Philadelphia, 
Bucks, Montgomery, Delaware and Chester; in the State of New Jersey 
in the Counties of Camden, Gloucester, Salem, Cumberland, Cape May, 
Atlantic, Mercer, Hunterdon, Somerset, Burlington, Ocean, Monmouth 
and Middlesex; in the state of Delaware in the City of Wilmington and 
the Counties of Newcastle, Kent and Sussex; in the State of Maryland in 
the Counties of Kent, Queen Annes, Caroline, Talbot, Dorchester, Wicom- 
ico, Somerset and Worcester. 

3. It is further ordered, adjudged and decreed that the defendants’ 
counterclaim be and it is hereby dismissed. 





KATZ DRUG COMPANY v. KATZ 
No. 4495—U.S.D.C.E.D.Mo.—March 22, 1950 


Courts—J urisdiction—General 
Value of plaintiff’s alleged right to use its trade-mark and trade name in 
St. Louis area held to exceed required jurisdictional amount. 


TRADE-MARKS AND TRADE NAMES—Acquisition of Rights—General 
Right to use of trade-marks and trade names depends upon laws of the states. 
Law of state in which infringement is asserted governs. 

In absence of state authorities, common law principles of general application 
govern. 

Defendant’s right to use of name and mark must be determined as of date 
of his first use. 

TRADE-MARKS AND TRADE NAMES—Acquisition of Rights—Secondary Meaning 
Secondary meaning must be proved by fair preponderance of evidence. 
Secondary meaning may be established by a showing of long use, extensive 

advertising and large sales; direct evidence of meaning of trade name or trade- 
mark in public mind is not essential. 

On facts of record, plaintiff held to have established that it had a secondary 
meaning in Kansas City in 1933 and to have failed to establish such secondary 
meaning in St. Louis at that time. 

TRADE-MARKS AND TRADE NAMES—Concurrent Use—Territorial Expansion 
Where two parties independently employ same mark in separate, wholly remote 

markets, question of prior appropriation is legally insignificant, unless second 
comer selected mark with same design inimical to the interests of the first user, 
ie. adopted it in bad faith, or at the time of second comer’s adoption of mark 
the first user had “secondary meaning,” “good will” or “reputation” in territory 
where second comer employed the mark. 

Area to which trade-mark is restricted depends upon facts of each case. 


Unrain COMPETITION—Scope of Relief—Particular Instances 
Plaintiff prior user of mark and trade name in its territory held not entitled 
to enjoin defendant, second comer, in his own territory, where he adopted mark 
in good faith, without notice of plaintiff’s use of mark, and where plaintiff had 
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no secondary meaning, reputation or good will, at that time, in defendant’s terrj. 
tory, viz St. Louis. 

Supreme Court has not adopted view that trade-mark or trade name, when 
protected in one part of the state, is protected throughout the state, as plaintiff 


contends. 
Since defendant failed to establish territorial extent of his right, the right cap- 


not be specifically protected by injunction. 
Defendant’s request for accounting held barred by laches. 
UNFAIR COMPETITION—Defenses—Laches j 
Evidence of record, clearly establishes defense of laches, barring accounting to 


defendant. 
Though laches was not pleaded, the issue may be treated as if it were properly 
raised, under Rule 15(b), of Federal Rules of Civil Procedure. 


Unfair competition suit by Katz Drug Company against Meyer Katz. 
Defendant counterclaims for unfair competition. Complaint and counter- 
claim both dismissed. 


Paul R. Stinson and Stinson, Mag, Thomson, McEvers & Fizzell, of 
Kansas City, Mo., and Thomas S. McPheeters, Sr., and Bryan, Cave, Me- 
Pheeters & McRoberts, of St. Louis, Mo., for plaintiff. 


Joseph J. Gravely and Roy A. Lieder, of St. Louis, Mo., for defendant. 


MOoRE, C. J.: 


This is an unfair competition suit. Plaintiff operates a chain of stores 
and conducts and advertises its business in its corporate name “Katz 
Drug Company,” and also under the trade names “Katz,” “Katz Drug 
Stores” and “Katz Super Stores.” It uses drawings of cats or kittens in 
connection with the printed words and names. 

The defendant, Meyer L. Katz, a registered pharmacist, owns and 
manages one small neighborhood drug store in a residence district in the 
City of St. Louis. He was born in the City of St. Louis in 1910 and has 
lived in said city throughout his life. He finished grammar school at the 
age of thirteen and having developed a desire to become a druggist he 
decided to take a scientific course in high school. After graduating from 
such a course, he entered the St. Louis College of Pharmacy and gradu- 
ated from said college in 1929 at the age of twenty. While attending the 
College of Pharmacy he worked after school hours in a drug store, and 
after graduation was employed in several local drug stores. 

On March 1, 1933, defendant purchased a drug store at 5393 Easton 
Avenue in St. Louis, which will be hereafter referred to as the “Easton 
Avenue Store.” This store was operated continuously until January 18, 
1946. 

Immediately after the opening of the Easton Avenue Store, defendant 
had painted on the windows “Katz Drugs” in blockletters with the repre- 
sentation of the head of a cat. Later, defendant displayed a neon sign 
“Katz Drugs.” From the beginning in 1933, until 1936, defendant’s drug 
store was listed in the St. Louis Telephone Directory as “Katz Drug Store” 
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and thereafter the listing was “Katz Drugs,” which is his present listing. 
Shortly after the opening of his store, the defendant adopted labels 
with “Katz Drugs” and the representation of the head of a cat, and this 
type of label he has continued to use to now. 
In 1945 defendant bought a drug store at the corner of Union Avenue 
and Delmar Boulevard in St. Louis, which he now operates, and three 
months later he sold his Easton Avenue Store and the name on that store 


was changed. 

The history of the plaintiff goes back to 1914, when Isaac Katz oper- 
ated a cigar store carrying also such items as fruit and candy, but not 
drugs, at 8th and Grand Avenue in Kansas City, Missouri. About a year 
later Isaac Katz was joined in a partnership with his brother, Michael 
Katz, and a second store was opened at 12th and McGee in Kansas City. 
The name “Katz Brothers” was used at that time. About the beginning 
of the First World War the Katz Brothers added some drugs to their 
stock and commenced using the terms “Katz Drugs,” or “Katz Drug 
Stores,” or “Katz Drug Company.” 

Isaac Katz and Michael Katz operated as partners until 1926, in which 
year they were incorporated under Missouri law, and so continued until 
1929 when the Company became a Delaware corporation. 

In August, 1929, plaintiff opened a store in St. Joseph, Missouri; in 
April, 1980, another in Kansas City; in May 1930, a store in Des 
Moines, Iowa; in December, 1930, another store in Kansas City, Kansas; 
and another one in Kansas City, Missouri in October, 1931. Subsequently, 
plaintiff opened a number of other stores, some of them in St. Louis. 

Plaintiff, in its advertising, has always featured its corporate name 
and the words “Katz Drugs” and “Katz Super Stores,” and it had long 
used cats and kittens as symbols in its advertising. 

Plaintiff prays that the defendant be enjoined from using the name 
“Katz,” “Katz Drugs,” or “Katz Drug Co.,” and from using the symbol 
or symbols of a cat or cats in St. Louis or elsewhere. 

Defendant in his answer and counterclaim avers that he was well 
established in the retail drug business in St. Louis under the name “Katz 
Drugs” and “Katz Drug Store” before plaintiff ever opened a store in St. 
Louis and denied that any act of his and any use by him of the name “Katz 
Drugs” or “Katz Drug Store,” or a picture of a cat, is misleading or con- 
fusing plaintiff’s customers or the buying public, or has ever done so; and 
defendant further avers that if there be any confusion on the part of the 
buying public, the fault is that of plaintiff, which has invaded defendant’s 
trade territory, although well knowing defendant was already established 
in the drug business in St. Louis under the name “Katz Drugs” or “Katz 
Drug Store.” 

Defendant’s answer and counterclaim concluded with a prayer that 
plaintiff be restrained or enjoined from using the name “Katz,” “Katz 
Drugs,” or “Katz Drug Company” in the City of St. Louis and surround- 
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ing trade territory, and that plaintiff be required to account for all dam. 
ages suffered by defendant and for all profits made by plaintiff in the 
operation of its stores in St. Louis and Wellston. 
Plaintiff’s trial brief sets forth that 
“Plaintiff’s asserted right to injunctive relief will be pressed in these points: 


“(1) Years of advertising of ‘Katz’ in plaintiff’s corporate and trade names 
has given it a secondary meaning and created a property right in plaintiff; 

“(2) That property right had extended to St. Louis in 1933 (a) because the 
secondary meaning was already there, and (b) in contemplation of law because 
St. Louis was within the natural field of plaintiff’s expansion; 


“(3) Plaintiff being ‘first in the field’ defendant is bound to distinguish his 
business from plaintiff’s. He has no absolute right to the use of his own name; 


“(4) Plaintiff has not been guilty of laches; but even laches does not bar 
injunctive relief; 
“(5) The equities overwhelmingly preponderate in plaintiff’s favor.” 

At the beginning plaintiff contended that plaintiff was “first in the 
field” in metropolitan St. Louis (a) because its corporate and trade names 
had acquired a secondary meaning there before 1933 when defendant 
opened his Easton Avenue Store and (b) St. Louis was in the normal field 
of plaintiff’s expansion; plaintiff further contended that whether or not 
the earned secondary meaning attached to plaintiff’s corporate and trade 
names included St. Louis in 1933, nevertheless that area was then within 
the normal and legitimate field of plaintiff’s expansion; and that plain- 
tiff’s rights and the law’s protection were then the same as in Kansas 
City, St. Joseph and elsewhere. 

Defendant testified that at the time he opened his store on Easton 
Avenue, in March, 1933, he had never heard of the plaintiff. 

On March 5, 1934, Max Skeer of Kansas City, Missouri, a real estate 
agent, who was the representative of the plaintiff, called on the defend- 
ant and demanded that the defendant take his name off the window. The 
defendant testified that Skeer offered him $25 if he would take the sign 
down and have it changed to “Meyer Katz Drug Store;” and that Skeer 
then raised his offer to $100 and finally to either $250 or $500, and that 
he told Mr. Skeer he would think it over. 

The testimony of Skeer was that he explained to defendant that Katz 
of Kansas City was coming to St. Louis and that there might be some 
confusion, and asked defendant if he could not change his sign and elim- 
inate the use of the cat and use the name “Meyer Katz;’ and that he told 
defendant he would recommend to plaintiff that it pay the expense of 
changing the sign. Skeer testified he told defendant that he had no right 
to use the name “Katz” or the symbol of a cat. 

Defendant testified that after the visit of Mr. Skeer, during which Mr. 
Skeer told him he would have to take his name off the sign at his store, he 
went downtown and consulted an executive of the Meyer Bros. Drug 
Company and Mr. Alex Rubenstein of the Economical Drug Co., defendant 
being a customer of both companies. Defendant testified that Mr. Ruben- 
stein asked him why he didn’t open some more stores. 
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The day following his first visit, defendant stated Mr. Skeer made 
a second call and offered him $2,500 and then $5,000; and that he told Mr. 
Skeer he would keep his name on his drug store. Defendant further testi- 
fied that after the second visit from Mr. Skeer he again saw Mr. Ruben- 
stein, who said: “Why not open some stores of your own?”; that Mr. 
Rubenstein told him he thought he could get him the money; that he could 
get some financial people who would be willing to make a loan. Following 
this, Mr. Rubenstein took him to Rubenstein’s lawyers, and a company 
was incorporated “The Druggists Investment Co.,” and defendant signed 
a contract April 6, 1934, to go into business with the Druggists Invest- 
ment Co., operating his Easton Avenue Store and opening another store 
at 711 Olive Street, St. Louis, profits of the Easton Avenue Store to be 
divided fifty-fifty, and seventy-thirty so far as 711 Olive Street was con- 
cerned. Defendant agreed to give the enterprise the use of the name 
“Katz,” “Katz Drugs” and “Katz Drug Stores;’” and they contemplated 
opening other stores. 

Previous to April 6, 1934, when said contract was signed, there had 
appeared an article on March 11, 1934, in the St. Louis newspapers, stat- 
ing that the Kansas City Katz was coming to St. Louis and would open 
a store at the Southwest Corner of 7th and Locust Streets, which is just 
around the corner from 711 Olive Street. 

Defendant testified he never knew until twelve years later who was 
back of Druggists Investment Company; that he did not know that the 
real backer was the May Department Stores, owners of the Famous-Barr 
store, which operated the largest department store in St. Louis, just 
across the street from the proposed location of plaintiff. Another store 
was later opened by the Druggists Investment Company on Lee Avenue, 
in which defendant was interested, and Druggists Investment Company 
also opened another store, later, on Market Street, in which defendant 
was not interested. 

On May 10, 1934, shortly after defendant signed the contract with 
Druggists Investment Company, a suit for unfair competition against 
the defendant and Mr. Rubenstein was brought by the plaintiff. Said suit 
was dismissed in January, 1935; and, later, August 10, 1935, defendant 
withdrew from the contract with Druggists Investment Company, took 
back his own Easton Avenue store, and conveyed to Druggists Investment 
Company, the right to continue to use the name “Katz” and “Katz Drugs” 
and “Katz Drug Store.” 

The 711 Olive Street store was closed on February 1, 1936, more than 
one year after the first unfair competition suit of plaintiff against 
defendant was dismissed, and the Druggists Investment Company was 
dissolved in 1938 and there was no outstanding right on the part of any 
one to use the name of this defendant in any business. 

The defendant is the sole owner, at the present time, of the drug store 
at Union and Delmar, and has no interest in any other drug store. 
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All of the testimony is to the effect that defendant has never at any 
time taken the initiative in asking money from the plaintiff for changing 
the signs; but the plaintiff has from time to time offered money to 
defendant. The plaintiff’s own agent testified that defendant never ¢op- 
tacted him between the years 1934 and 1946; defendant never approached 
plaintiff for money, but increasing sums of money were mentioned from 
time to time by the plaintiff all of which were rejected by defendant. 


Plaintiff opened its first store in St. Louis in November, 1936, almost 
four years after defendant began operations on Easton Avenue, and plain- 
tiff admitted that it knew of the existence of defendant while negotiations 
were under way for plaintiff’s opening of a store in St. Louis. 


The plaintiff’s second drug store in the St. Louis area was opened in 
1937, and was located at 6100 Easton Avenue, only a few blocks from the 
defendant’s store. 


Plaintiff has conceded in oral argument and in memoranda filed with 
the Court that plaintiff’s trade names did not have a secondary meaning 
in the full sense of the term in St. Louis in March, 1933, but maintains 
that its name was known to investors, retailers, wholesalers, and a minor- 
ity of average customers, and that it had attained a secondary meaning 
over a substantial part of the State before that time; and plaintiff further 
contends that it was first in the field in metropolitan St. Louis (a) be- 
cause its corporate and trade names had acquired a secondary meaning 
in Kansas City and other places where it operated and (b) that in March, 
1933, when defendant opened his Easton Avenue store, St. Louis was in 
the normal field of plaintiff’s expansion. Plaintiff further contends that 
it was here before defendant opened his store in 1933 because it had been 
in correspondence and negotiations with St. Louis real estate interests in 
regard to possible locations in St. Louis. The plaintiff further contends 
that it did expand into St. Louis, and that the success of the expansion 
demonstrates conclusively that St. Louis was in the normal field of plain- 
tiff’s expansion. 


Jurisdiction of this Court depends on diversity of the parties and the 
amount in controversy. Defendant has denied that the latter exceeds 
$3,000. The value of the plaintiff’s alleged right to use its trade-mark and 
trade name in the St. Louis area is certainly in excess of the required 
amount. The extensive advertising of the plaintiff in St. Louis, from 1936 
to the date of filing this suit, alone establishes this. Plaintiff’s sales in 
St. Louis in 1947 totalled approximately $5,500,000. 

The right to the use of a trade-mark or trade name rests on the laws 
of the several states, and the law of the state in which infringement is 
asserted will govern. In the absence of state authorities, common law 
principles of general application will govern. Hanover Star Milling Co. 
v. Metcalf, 240 U.S. 403, 411; United Drug Co. v. Theodore Rectanus, 248 
U.S. 90, 98-99; General Finance Loan Co. v. General Loan Co., 163 F. 2d 
709, 712 [87 TMR 755]. 
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Plaintiff alleges infringement of its trade name and trade-mark. Con- 
fusion in recent years was shown. Since defendant first employed the 
mark he is now using in 1933, and has since used it continuously, it is 
dear that the defendant’s right to use that name and mark is to be 
determined on the facts as they existed in 1933. Though defendant has 
sold the store he opened in 1933, his uncontradicted testimony is that his 
present store is within the trade area of his old store. 


Secondary meaning must be proved by a fair preponderance of evi- 
dence. Gillette Safety Razor Co. v. Triangle Mech. Lab. Corp., 4 F. Supp. 
319, 322 [23 TMR 219]. The evidence shows that plaintiff in the year 
1932 operated eight super drug stores; five in Kansas City, Missouri, and 
me each in each of the following cities: Kansas City, Kansas; St. Jos- 
eph, Missouri, and Des Moines, Iowa. The first two stores were opened 
in Kansas City, Missouri, in the years 1914 and 1915; the third in Kansas 
City, Kansas, in 1929; the fourth was opened in St. Joseph, Missouri, in 
1929; the fifth in Kansas City, Missouri, in 1930; the sixth in Des Moines, 
lowa, in 1931; the seventh and eighth in Kansas City, Missouri, in 1931 
and 1932. The gross sales of the plaintiff increased from $50,601.92 in 
1917 to $7,480,828, in 1933. Presumably, the bulk of these sales was in 
Kansas City, Missouri, where five of plaintiff’s then eight stores were 
located. Plaintiff advertised in these cities in newspapers, on the radio, 
and in streetcars. 


In St. Joseph from 1929 to 1933, and in Des Moines from 1930 to 
1933, plaintiff ran a full page advertisement once a week, and smaller 
advertisements twice a week. In Kansas City, plaintiff, after 1930, ran 
a double page advertisement in the Sunday paper, a single page in the 
Thursday paper, and smaller daily advertisements. The total spent on 
the various types of advertising in the four cities in which plaintiff’s 
stores were then located, in the period from 1923 to 1933, ranged from 
$40,000 in 1924 to $239,000 in 1931. In the period from 1930 to 1933, the 
amount was over $200,000 annually. There was also testimony to the 
effect that the Katz Drug Company was generally referred to by the 
public in Kansas City as “Katz,” prior to 1933. 


Much of the evidence in this connection relates to the years 1934 to 
1948, and it is of no value in establishing a secondary meaning in 1933. 
There is, however, sufficient evidence to establish the fact that the name 
“Katz” had acquired a secondary meaning in 1933 in Kansas City, if not 
in Des Moines and St. Joseph. Direct evidence of the meaning of the 
trade name or trade-mark in the mind of the public is not essential. Sec- 
mdary meaning may be established by a showing of long use, extensive 
advertising, and large sales. General Shoe Corporation v. Rosen, 111 F. 
2d 95, 99 [80 TMR 227, 438]; Shales Co. v. Rite-Way Products, 107 F. 2d 
82, 84; F. W. Fitch Co. v. Camille, Inc., 106 F. 2d 635, 638 [30 TMR 503] ; 
Restatement of the Law, Torts. Section 716, comment b. vol. 3, p. 560. 
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Plaintiff has, however, failed to establish a secondary Meaning jp 
St. Louis in 1933, and has so conceded. 


As stated above, plaintiff has established that it had a secondapy 
meaning in Kansas City in 1933; that in that year it was planning ty 
open a store in St. Louis at some future time and had begun negotiations 
for obtaining a location for the proposed St. Louis store; and that its 
trade name was known to a small, indefinite number of St. Louis suppl. 
ers and stockholders. The secretary of the plaintiff corporation stated 
that plaintiff made some mail-order sales in St. Louis, but the number 
of such St. Louis customers and the volume of such sales could not be 
given. Plaintiff claims that the St. Louis area was, in 1933, within the 
normal and legitimate field of its expansion, and that, therefore, its trade 
name should receive the same protection in St. Louis as it would have 
in Kansas City, at that time. 


Before turning to an examination of authorities, in order to determine 
the accuracy and extent of this proposition of law, it might be well to 
set out as a guide some principles of trade-mark law: 


“There is no such thing as property in a trade-mark except as a right appur- 
tenant to an established business or trade in connection with which the mark is 
employed. The law of trade-marks is but a part of the broader law of unfair 
competition; the right to a particular mark grows out of its use, not its mere 
adoption; its function is simply to designate the goods as the product of a partic- 
ular trader and to protect his good will against the sale of another’s product as 
his; and it is not the subject of property except in connection with an existing 
business.” United Drug Co. v. Theodore Rectanus Co., 248 U.S. 90, loc. cit. 97. 


“The redress that is accorded in trade-mark cases is based upon the party’s 
right to be protected in the good will of a trade or business.” Hanover Star 
Milling Co. v. Metcalf, 240 U.S. 403, loc. cit. 412. 


“The prevailing federal view is to do away with the rule that competition is 
an indispensable requirement before the courts will grant relief and to consider 
the lack of competition as only a factor in the case in the defendant’s favor.” 
Safeway Stores v. Sklar, 75 F. Supp. 98, loc. cit. 103 [88 TMR 69]. 


It is to be noted, first, that the Hanover case, supra, set out the rule 
that where two parties independently employ the same mark in separate, 
wholly remote markets, the question of prior appropriation is legally in- 
significant, unless the second adopter has selected the mark “with some 
design inimical to the interests of the first user, such as to take the 
benefit of the reputation of his goods, to forestall the extension of his 
trade, or the like,’ 240 U.S. loc. cit. 415. The opinion left open the ques- 
tion of a junior appropriator who occupies territory which “would prob- 
ably be reached by the prior user in the natural expansion of his trade 
* * * ” The concept of a market area into which a given business may 
normally expand is difficult, at best. To say that a junior appropriaior, 
in a “separate” and “wholly remote” market might adopt another’s trade- 
mark in order to forestall the senior user’s extension of his trade, presum- 
ably an extension into this “separate” and “wholly remote” market, and a 
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market into which the senior user would not “naturally” expand, is merely 
confusing. Except in a case where the junior user has knowledge of a 
contemplated move by the senior user, how could the junior user forestall 
the expansion of trade into a territory into which the senior user would 
not “naturally” expand? Similarly, it is unlikely that a senior user will 
have a reputation in a wholly remote market, into which he will not 
naturally expand. It does, however, seem clear that bad faith or improper 
motive on the part of the junior appropriator entitles the senior appropri- 
ator to redress. It should also be noted that the Hanover case was decided 
on the proposition that the first user “must be held to have taken the 
risk that some innocent party might, during [the first user’s inactivity in 
the remote territory] * * * hit upon the same mark * * *” 

The next Supreme Court opinion on this subject, United Drug Co. v. 
Theodore Rectanus Co., 248 U.S. 90, added nothing to the law of the 
Hanover case. The rule that the first user runs the risk that a second 
user, in a remote market, may in good faith hit on the same mark was 
followed. The plaintiff claimed only that it had been “reasonably dili- 
gent” in extending its trade territory, not that the defendant had occupied 
a trade area which would have been reached by plaintiff in the natural 
expansion of its business. 

A number of cases have been cited by plaintiff’s counsel in support 
of the field of natural expansion theory. It is readily seen that these cases 
do not require the plaintiff to show competition or loss of trade in order 
to obtain injunctive relief; but it is also apparent that in these cases there 
was present a showing of one of the following facts: either (1) that the 
junior appropriator adopted the senior user’s mark with a “design inimi- 
cal to the interests” of the latter, that is, adopted it in bad faith; or (2) 
that the senior user’, at the time of the adoption of the mark by the junior 
user and in the territory in which the junior user employed the mark, 
had something variously denominated by different courts as “secondary 
meaning,” “good will,” or “reputation.” These cases are: White Tower 
System v. White Castle System, 90 F. 2d 67, 69-70 (bad faith and repu- 
tation) ; Grocers Baking Co. v. Sigler, 132 F. 2d 498, 501, 502 [83 TMR 
130] (good will and bad faith) ; R. H. Macy & Co. v. Colorado Clothing 
Mfg. Co., 68 F. 2d 690, 692 (secondary meaning) ; Rainbow Shops, Inc. v. 
Rainbow Specialty Shops, 176 Misc. 339 (confusion) ; Local Loan Co. v. 
Local Finance Co. 56 F. Supp. 658 [34 TMR 363] (confusion and second- 
ary meaning; junior user adopted with knowledge of the senior user’s 
employment) ; Standard Oil Co. v. Michie, 34 F. 2d 802, 804 [19 TMR 
361] (confusion) ; Peninsular Chemical Co. v. Levinson, 247 F. 658 (bad 
faith and confusion) ; Western Oil Refining Co. v. Jones, 27 F. 2d 205 
(confusion and bad faith) ; Stork Restaurant v. Sahati, 166 F. 2d 343, 
358 [88 TMR 431] (reputation and confusion) ; Food Fair Stores v. Food 
Fair, 177 F. 2d 177, 185 (secondary meaning). 


In the present case, the defendant did not adopt the plaintiff’s mark 
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with a “design inimical to the interests” of the plaintiff. He did not even 
know according to his own testimony (which was not contradicted), that 
the plaintiff had such a mark. There was no proof of the plaintiff's 
allegation that defendant knew the plaintiff was planning in 1933 to 
come to St. Louis; nor is there any evidence that the plaintiff in 1933 hag 
any reputation of which defendant, or any one, could have taken the 
benefit by adopting the plaintiff’s name. Nor did the plaintiff establish 
that it had acquired a secondary meaning, or a reputation, or good will 
in St. Louis. The plaintiff argues only that in 1933 it would, in the 
natural expansion of its business enterprise, eventually have established 
a store in St. Louis, and was at the time negotiating for the location of 
the store. I have found no case saying that that alone is sufficient to 
entitle it to protection. 

Plaintiff has referred to the Restatement of The Law, Torts, Sections 
731 (b) and 732. It is apparent that Section 731 (b) is intended to cover 
expansion from one kind of business, or goods, to another, and does not 
refer to territorial expansion of a business. Section 732 reads as follows: 
“The interest in a trade-mark or trade name is protected, under the rule 
stated in Sec. 717, with reference only to territory from which he receives 
or, with the probable expansion of his business, may reasonably expect 
to receive custom in the business in which he uses his trade-mark or trade 
name, and in territory in which a similar designation is used for the 
purpose of forestalling the expansion of his business.” 

A careful reading of the comment under this section indicates that, 
even in the absence of bad faith, protection is to be given a mark in 
territory in which the mark is unknown, as against an innocent junior 
appropriator. It reads in part: 

“If the trade-mark or trade name is unknown in a particular territory and 
there is no probability that it will become known there, the use of a similar 
designation in that territory will cause no harm to the person having the trade- 


mark or trade name, since it cannot lead to mistaken association with that 


person.” (Italics the Court’s.) 
* * * 


“In each case the issue is whether, in the territory in which the similar des- 
ignation is used, there are or are likely to be a considerable number of prospect- 
ive purchasers of the goods or services in connection with which the trade-mark 
or trade name is used, who are likely to be misled by the similarity.” (Italics 
the Court’s.) 

If this interpretation is correct, it is my opinion that the Restatement 
here is not supported by case law. 

Such a doctrine would impose a burden on the innocent junior approp- 
riator. In adopting a trade name or trade-mark, how far must the adopter 
look to see if a similar mark is in use? If a similar mark is in use, and 
it is wholly unknown in the area in which the so-called adopter wishes 
to use it, there is nothing to put him on notice. If the adopter in such 
a case wishes to open a retail drugstore in St. Louis, must he search 
Kansas City? Chicago? Des Moines? Denver? It seems unnecessary. 
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Plaintiff has also urged a theory to the effect that a trade-mark or 
trade name, when protected in one part of a state, is protected throughout 
the state, citing the concurring opinion of Justice Holmes in the Hanover 
Star Milling Co. v. Metcalf case, supra. As the Third Circuit Court of 
Appeals said in Jacobs v. Iodent Chemical Co., 41 F. 2d 6387, at 639 [20 
TMR 283] the Supreme Court has not adopted this view, and the area to 
which a trade-mark is restricted is an open question, to be decided on the 
facts of the case. See, also, Nims on Unfair Competition & Trade Marks, 
Sec, 218b., p. 653, Vol. 1, 1947 Ed. Also cited on this point were Shugart 
y, Rogers, 170 S.W. 2d 813, and ABC Stores, Inc. v. T. S. Richey & Co., 
980 S.W. 177—both decisions of Texas courts. These decisions rest on a 
Texas statute which “was enacted for the purpose of conferring a state- 
wide right to the exclusive use of such particular name or device as comes 
within its terms” ABC Stores, Inc. v. T. S. Richey Co., supra, 280 S.W. 
at page 179, and so do not depend on common law. 

Iam not unmindful that the law of Missouri determines the rights 
of the parties. No Missouri cases, except Standard Oil Co. v. Michie, 
supra, hereinabove distinguished, have been cited on this point. The Mis- 
souri annotations to the Restatement of the Law, Torts, Section 732, state 
that the question has not arisen in Missouri. The decision in Sweet Sixz- 
teen Co. v. Sweet “16” Shop, 15 F. 2d 920, while following the Hanover 
and Rectanus cases, supra, leaves unanswered the particular question 
here to be decided. In that case the plaintiff’s activities in the field into 
which it claimed the right to natural expansion, were, prior to the junior 
user’s activities in that field, far more extensive than the incidental and 
almost non-existent activities of the plaintiff in St. Louis in the case at 
bar, prior to 1933. 

I further find that, even if the natural field of expansion theory, as 
urged by the plaintiff, is correct, plaintiff has not proved that St. Louis 
was in 1933 in the field of the natural expansion for a Kansas City drug 
store. Kansas City and St. Louis are in different Federal Reserve dis- 
tricts. These districts were established “with due regard to the conven- 
ience and customary course of business * * *,” and have not been altered 
by the Federal Reserve Board, as is within its authority to do. The evi- 
dence shows that prior to 1933, only one business, a restaurant, success- 
fully moved from Kansas City to St. Louis, and that several other Kansas 
City businesses were unsuccessful in such a move. 


Plaintiff, in support of its argument, emphasizes the fact that it oper- 
ates a system of chain stores. “It makes no difference that the first user 
of a trade name operates his business through multiple units located in 
different parts of the state. The right of a chain store operator is no 
different than that of others (Citations.)” Direct Service Oil v. Honzay, 
211 Minn. 361 [82 TMR 72]. Further argument is made to the effect that 
St. Louis was a “business natural” for plaintiff’s expansion because, as a 
result of its peculiar organization, it was equipped to distribute by truck 
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from a central warehouse in Kansas City to cities within a radius of two 
or three hundred miles of Kansas City. It is difficult to see how an inno. 
cent junior appropriator can be affected by the senior user’s interna] 
organization. The fact that plaintiff did expand to St. Louis is merely g 
matter of hindsight. Plaintiff offered no evidence to show that St. Louis 
was in the field of natural expansion of St. Joseph or Des Moines. 

Defendant in his counterclaim seeks an injunction restraining plain. 
tiff from using the name “Katz,” “Katz Drugs,” or “Katz Drug Com. 
pany,” and from interfering with the defendant’s right to use his name 
anywhere in the City of St. Louis and its surrounding trade area, and 
particularly in the territory normally served by defendant’s present drug 
store, or any store that defendant might hereafter own. Defendant intro- 
duced no evidence to establish that his trade-mark and trade name had, in 
1933 or at any time subsequent acquired a secondary meaning throughout 
the St. Louis area. He stated several times that his store was a “neighbor- 
hood” drug store, and has not attempted to show the extent of his trade 
area. He voluntarily in 1945 moved further away from the plaintiff's East- 
on Avenue store, and there is no showing that plaintiff’s Easton Avenue 
store, or any other store of plaintiff, is in the trade area, whatever it may 
be, of his present store. 

An injunction must be limited in regard to territory. Since the de- 
fendant has not established the territorial extent of his right, the right 
cannot be specifically protected by injunction. 

Defendant also seeks an accounting for profits. The plaintiff opened 
a store on Easton Avenue in 1937, a few blocks from the defendant’s first 
store, and has operated it ever since without any complaint from the 
defendant. The plaintiff has since 1936 conducted an extensive advertis- 
ing campaign in the St. Louis area, and has as a result achieved a large 
volume of sales in that area. In 1947, alone, these sales amounted to $5,- 
500,000. It is clear that the accounting is barred by laches. McLean v. 
Fleming, 96 U.S. 245; San Francisco Association v. Industrial Aid, 152 F. 
2d 532, 537. Though laches was not pleaded, the evidence in the record 
clearly establishes such a defense. Under Rule 15(b), Federal Rules of 
Civil Procedure, the issue may be treated as if it were properly raised. 
Since an injunction cannot be issued for other reasons, it is unnecessary 
to consider the effect, if any, of the defendant’s inaction in this period on 
his right to injunctive relief. 

The complaint and counterclaim are dismissed. Findings of Fact, 
Conclusions of Law and a Decree in accordance with the views herein 
expressed may be prepared and submitted for signature. 
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ROSSI v. MEWSHAW 


ROSSI ET AL. v. MEWSHAW ET AL. 
No. 162—Md. C. A.—May 11, 1950 


UNFAIR CoMPETITION—Scope of Relief—Accounting 
In unfair competition cases, decree for damages or profits does not necessarily 


follow injunction. 

Where plaintiffs obtained decree enjoining use of slogan and referring matter 
to an auditor to determine what, if any, damages have been sustained, held that 
plaintiffs were confined to recovery of actual monetary loss sustained by diversion 
of customers who were deceived by the slogan into believing that they were 
dealing with plaintiffs rather than defendants. 

On facts of record, plaintiffs held to have failed to sustain burden of proving 
any actual damages and Chancellor’s order denying damages affirmed. 


Appeal from Circuit Court No. 2, Baltimore, Maryland. 

Unfair competition suit by John A. Rossi and Frank Rossi against 
Frank Mewshaw et al. in which plaintiffs obtained decree granting 
injunction and accounting. Plaintiffs appeal Chancellor’s order denying 
recovery of damages on accounting. Affirmed. 


Alvin L. Klupt, of Baltimore, Md., for appellants. 
Milton Leven, of Baltimore, Md., for appellees. 


Before MARBURY, Chief Justice, and COLLINS, GRASON, HENDERSON 
and MARKELL, Justices. 


HENDERSON, J.: 


John A. Rossi and Frank Rossi are the owners and operators of a bus 
business known as Harford Motor Coach Company. Since the inception 
of the business in 1941 they have used an advertising slogan “Ride the 
Rite Way,” which in 1947 was registered among the agency records 
of the Superior Court of Baltimore City. In 1946 the appellants entered 
into certain charter arrangements with the appellees, whereby the latter 
were permitted to use the slogan on their buses. Upon the termination 
of the charter, the appellees agreed to discontinue use of the slogan, but 
did not do so. On February 13, 1948, the appellants filed a bill of com- 
plaint, praying an injunction against the use of the slogan by the appell- 
es, damages for the “infringement” and an accounting for all gains 
or profits derived from the “wrongful action.” After answer and hearing, 
the Chancellor, on August 19, 1949, entered a decree enjoining the use of 
the slogan and referring the matter to an auditor “to determine what, 
ifany, damages have been sustained.” The complainants did not appeal 
from the decree. The appellees noted an appeal, but this was not per- 
fected. 

At the hearing before the auditor the appellants sought to require 
the appellees to produce their books and records, including a list of 
customers and their income tax returns. The appellees declined to do 
%0 and the hearing was adjourned pending a determination on the point 
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by the Chancellor. The Chancellor suggested that the appellants submit 
a list of their customers to the appellees and that the appellees discloge 
the names of any customers of theirs who were also customers of the 
appellants. It does not appear that any objection was taken to this 
suggestion and it was adopted. At a further hearing before the auditor 
William Mewshaw testified that only one customer on the appellants’ list, 
a Mrs. Poehlman, was a customer of the appellees. Mrs. Poehlman hag 
testified in the original hearing. Counsel for the appellants then sought 
to interrogate the witness as to their dealings with Calvert Motor Coacf, 
Company, a codefendant in the original bill, as to whom the bill hag 
been dismissed by the Chancellor on the ground that it had never carried 
the slogan on its buses. The appellees objected to the line of questioning 
on the ground that that company was a competitor, not a customer. The 
witness admitted having business relations with the company, but could 
not state the dollar volume of that business. After a lengthy colloquy the 
hearing was again adjourned. Thereafter, a further hearing was had 
before the Chancellor, at which the testimony before the auditor was 
produced. On October 17, 1949, the Chancellor passed an order that “no 
damages having been proven,” no damages be allowed. The appeal here is 
from that order. 


The contention of the appellants seems to be that they are entitled 
to an accounting for profits without proof of actual deception; that 
profits of the appellees during the whole period the slogan was in use is 
the proper measure of damages. We find no merit in this contention. 


While there is a recognized distinction between profits and damages, 
a loose use of the terms has led to some confusion in the cases. Nims, 
Unfair Competition & Trade Marks (4th ed.) § 419 p. 1328. In the 
instant case, however, there is no room for misunderstanding the exact 
scope of the decree of August 16, 1949. The Chancellor in his oral opinion, 
said: 


“As to profits, what proof have we of any profits in this case that were 
earned through the use of the slogan? I will be glad to hear what they are. 
I do not know. I have had no direct proof of what they might be, and I do not 
know. If there is any substance to them, if they are substantial, I would be very 
glad to refer the case to an auditor to state an account and ascertain what 
the profits are. I could not determine from the testimony in this case at all. 
I am rather inclined to believe that there should not be any profits allowed, and 
my view-point on it is this; I am perfectly satisfied from the testimony that 
the Mewshaws started rightfully to use this slogan, that is, they started out 
when they had their working agreement with the Rossi Brothers, and the 
difficulty is that they continued to use it after Rossi Brothers had severed their 
connections with them, or they had severed their connections with Rossi Brothers, 
which I believe is the. way it happened. So that when you come around to profits 
it would be only such profits as accrued after the severance of the relationships. 
There is no testimony here that anybody hired any of the Mewshaw busses be- 
cause they used the phrase, ‘Ride the Rite Way.’ As a matter of fact, one of the 
ladies they had on the stand testified it had nothing whatever to do with the 
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fact she hired the busses. She testified she really hired them because she wanted 
Gentry as the driver. He might be an extraordinarily courteous man, or some- 
thing of that kind, and she wanted that bus for that reason. I think Mrs. Poehl- 
man testified it did not make any difference to her, and I cannot find in the 
case any direct proof of any one who actually went into a moter bus of the 
Mewshaw Brothers on the theory they were dealing with Rossi. 

“J am inclined to believe there was no testimony going to the damages 
sufficiently definite to enable the Court to find out there were such. 

* * * 


“(Mr. Klupt) If your Honor please, we deliberately omitted the damage 
question because of the conference in your Honor’s chambers in which you 
stated that you would not do any accounting. I would like your Honor to refer 
it to an auditor. 

“(The Court) if you want it referred to an auditor to state an account, 
I will refer it to an auditor, but you will have to produce some testimony before 
the auditor showing actual monetary loss or damage. * * * 

“T will give you a decree which will allow you to take testimony before an 
auditor to determine what damages, if any, there might be as the result of the 
wrongful use of this slogan, ‘Ride the Rite Way’.” 


The appellants did not appeal from the decree and accepted the 
limitations implicit in it as the law of the case. They were not at 
liberty to inquire into profits of the appellees’ business unrelated to 
the wrongful use. They were confined to actual monetary loss sustained 
by a diversion of customers who were deceived by the slogan into believ- 
ing they were dealing with the appellants rather than the appellees. We 
need not decide whether the Chancellor’s opinion was a correct statement 
of the Maryland law, or whether the complainants under other circum- 
stances might have been entitled to “recover the defendant’s profit even in 
the absence of actual loss or damage.” Coca-Cola Co. v. Dixie-Cola Lab., 
155 F. 2d 59, 67 [86 TMR 84] (CCA 4th, 1946) (Certiorari denied, 67 
Sup. Ct. 192 [86 TMR 165]. We may point out, however, that in the case 
cited there was clear proof of public deception and confusion in the palm- 
ing off of an indistinguishable beverage. Proof of deception is wholly 
lacking in the instant case. 

The case of W. G. Reardon Lab. v. B & B Exterminators, 3 F. 2d 467, 
476, appears to be closely in point. In that case, after granting an injunc- 
tion against the use of deceptive containers of “Mouse Seed,” as unfair 
competition due to a possibility of confusion. Judge Chesnut said: ‘“Plain- 
tiffs bill asks for an accounting of damages and for profits and its 
counsel asks for a reference of the cause to a master to take an account- 
ing * * *, In this class of cases ‘a decree for damages or profits does not 
necessarily follow an injunction’. Nims on Unfair Competition and Trade 
Marks (3d ed.) sec. 424. I am not satisfied that conditions existing 
require or justify an accounting either for profits or damages. There is 
no substantial evidence in the case that customers have in fact been 
deceived or that the defendant has realized profits from deceptive sales or 
that the plaintiff has sustained any actual damage by the defendants’ 
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competition. The burden to prove this was on the plaintiff. Ammon ¢ 
Person v. Narragansett Dairy Co., 262 F. 880, 884.” Although on appeai 
the appellate court took the view that the descriptive words had become 
a trade-mark or trade name, the decision on the point of damages was 
affirmed. Reardon v. B & B Exterminators, 71 F. 2d 515. 


Since there was no proof of damages sustained within the limitations 
set by the prior decree, the order appealed from must be affirmed. 
Order affirmed, with costs. 


MEYER & STUDELI, 8S. A. v. RODANA LTD. 
Commissioner of Patents—June 2, 1950 


TRADE-MARKS—Goods of the Same Descriptive Properties—Particular Instances 
TRADE-MARKS—Confusing Similarity—General 

Where products not only possess the same descriptive properties but are identi- 
cal except as to price, this difference cannot be considered sufficient to avoid or 
lessen likelihood of confusion between marks used thereon. 


TRADE-MARKS—Confusing Similarity—Particular Instances 


“Rodana” held confusingly similar to ““Medana” used on identical goods, under 
1905 Act. 

Existence of “ana” as suffix commonly used by Swiss manufacturers in watch 
names, in absence of evidence of any substantial use in this country, held insuffi- 
cient to distinguish between marks of the parties. 

Similarity in sound held sufficient to give rise to reasonable likelihood of con- 
fusion between marks involved. 


Appeal from Examiner of Interferences. 


Trade-mark opposition by Meyer & Studeli, S.A. against Rodana 
Ltd. Applicant appeals from decision sustaining notice of opposition. 
Affirmed. 


Mock & Blum, of New York, N. Y., for opposer. 
Richards & Geier, of New York, N. Y., for applicant. 


DANIELS, Assistant Commissioner: 


This is an appeal from the decision of the Examiner of Trade Mark 
Interferences sustaining the notice of opposition to an application for 
registration of a trade-mark for “watches,” under the Trade-Mark Act 
of 1905. The mark sought to be registered consists of the word “RO- 
DANA.” The notice of opposition is based on allegations of opposer’s 
ownership and prior use of the trade-mark “MEDANA,” also for watches. 
Opposer is the owner of registration thereof, No. 137,338, registered 
November 23, 1920, and renewed, under the Trade-Mark Act of 1905. 
No question is raised as to opposer’s priority. 

The applicant has established that it uses its mark upon relatively 
high priced Swiss watches, while those of the opposer are of a cheaper 
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ade and contain a watch movement which it is stated is of a lower 
quality than those of the applicant. From this it is argued that there 
is no likelihood of confusion or that such likelihood is lessened. Not only 
do the products possess the same descriptive properties, but are identical 
except as to price and this difference cannot be considered sufficient to 
avoid or lessen any likelihood of confusion which may exist between the 
marks. “RODANA” and “MEDANA” obviously resemble each other to 
a greater extent than do “BELBANA” and “MEDANA” which were 
considered in Meyer & Studeli, S.A. v. Unimex Company, 83 USPQ 259. 
Similarity in sound appears to be sufficient, as found by the examiner, 
to give rise to reasonable likelihood of confusion between them. Marion 
Lambert, Inc. v. O’Connor, 24 C.C.P.A. 781, 86 F. 2d 980; Celanese Cor- 
poration of America v. E. I. du Pont de Nemours & Company, 33 C.C.P.A. 
957, 154 F. 2d 143 [86 TMR 130, 133]. 

Applicant introduced testimony that “ana” was commonly used as 
an ending of watch names by Swiss manufacturers. Even if this were 
pertinent there is no evidence of any substantial use of such names in 
this country and none of the names submitted ended in “dana.” I agree 
with the Examiner of Interferences that the existence of such marks 
would not assist domestic purchasers in distinguishing between the marks 
of the parties hereto or materially detract from the resemblance of the 
marks involved herein. Pepsodent Co. v. Comfort Manufacturing Co., 23 


C.C.P.A. 1224, 83 F. 2d 906 [26 TMR 481]; The Hygienic Products Com- 
pany v. Huntington Laboratories, Inc., 31 C.C.P.A. 773, 189 F. 2d 508 


(34 TMR 50). 
The decision of the Examiner of Trade-Mark Interferences is affirmed. 


CHARMETTE FABRICS CO., INC. v. CHARLES MILLER COAT 
COMPANY, INC. 


Commissioner of Patents—June 2, 1950 


TRADE-MARKS—Goods of the Same Descriptive Properties—Particular Instances 
Women’s coats and suits held goods of the same descriptive properties as 
fabrics, under 1905 Act. 
TRADE-MARKS—Confusing Similarity—General 
Fact that opposer has used “Charm” in a number of combinations does not 
mean that it has right to prevent registration of any mark including that word. 

In determining question of likelihood of confusion, opposer’s marks as applied 
to particular goods must be separately compared with that of applicant; and in 
this connection it is proper to consider the specific differences in the goods. 

TRADE-MARKS—Marks Not Confusingly Similar—Particular Instances 
“Milcharm Fashions,’”’ combined with certain pictorial matter, the word “Fash- 

ions” being disclaimed, used on clothing, held not confusingly similar to “Charm- 
ette” or to other marks including the word “Charm,” used on fabrics, under 1905 
Act. 


Appeal from Examiner of Interferences. 
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Trade-mark opposition by Charmette Fabrics Co. Inc. against Charles 
Miller Coat Company, Inc. Opposer appeals from dismissal of notice of 
opposition. Affirmed. 


Jacob T. Basseches and Paula T. Basseches, of New York, N. Y., for 
opposer. 


David H. Hausman, of New York, N. Y., for applicant. 
DANIELS, Assistant Commissioner: 


This is an appeal from the decision of the Examiner of Trade-Mark 
Interferences dismissing the notice of opposition to an application fo; 
registration of a trade-mark for “women’s coats and suits,” under the 
Trade Mark Act of 1905. The mark disclosed in the application consists 
of the words “Milcharm FASHIONS,” and certain pictorial matter, the 
word “FASHIONS” being disclaimed. Opposer relies upon its ownership 
of five registrations of marks for various fabrics including silk, artificial 
silk, rayon, and other fabrics, each of which registrations discloses a mark 
which includes the word “CHARM” as part thereof. 

Of these the opposer states that “CHARMETTE” is the best known. 
The Examiner of Interferences dismissed the notice of opposition holding 
that while the goods possess the same descriptive properties there are 
specific differences between them and that there are substantial differ- 
ences between applicant’s mark and each of those of the opposer. Based 
on this it was stated that the differences between the marks and those 
between the goods are cumulative in their effect and are sufficient to 
obviate any reasonable likelihood of confusion in trade. Puerto Rico Dis- 
tilling Co. v. The Coca-Cola Co., 28 C.C.P.A. 1148, 120 F. 2d 370 [31 TMR 
330]; Younghusband v. Kurlash Co., 25 C.C.P.A. 886, 94 F. 2d 230 [28 
TMR 1382]. I agree with the Examiner of Interferences that the goods 
possess the same descriptive properties but are not identical. The only 
resemblance between the marks resides in the common appearance of 
the syllable “CHARM” in applicant’s mark. It is apparent from opposer's 
argument that in effect it claims that any use of that term will result 
in confusion with its various marks and that it does not discriminate be- 
tween its various marks. As was pointed out by the examiner the oppos- 
er’s marks, as applied to the particular goods to which they have been 
appropriated, must be separately compared with that of applicant 
in determining the question of confusion. The fact that it has used 
“CHARM” in a number of combinations does not indicate that it has 
rights to prevent registration of any mark including that word. I agree 
with the statement of the Examiner of Interferences that the applicant’s 
mark would not be dissected by purchasers, but would probably be re- 
garded by them as “the coined and unitary term it purports to be, rather 
than as a combination of ‘Mill’ and ‘Charm,’” as argued by opposer. 
Comparing the applicant’s mark with those of the individual registrations 
of the opposer, I agree with the examiner that there is no reasonable like- 
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ihood of confusion. Montgomery Ward & Co., Inc. v. Spiegel, Inc., 30 
ccP.A. 721, 1382 F. 2d 144 [88 TMR 74]; The Firestone Tire & Rubber 
(o. v. Montgomery Ward & Co., Inc. 32 C.C.P.A. 1074, 150 F. 2d 439 
[35 TMR 135]. And in this connection it is proper to consider the 
specific differences in the products, Puerto Rico Distilling Co. v. The 
Coca-Cola Co., supra. 

The decision of the Examiner of Trade Mark Interferences is affirmed. 





LEVER BROTHERS COMPANY v. JOHNSON PRODUCTS CO. 


Commissioner of Patents—June 5, 1950 


TrADE-MARKS—Goods of the Same Descriptive Properties—Particular Instances 
Spot remover and dry cleaner held goods of the same descriptive properties 
as soap, under 1905 Act. 


TRADE-MARKS—Confusing Similarity—Particular Instances 
“Lix” held confusingly similar to “Lux,” used on similar goods, under 1905 Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Lever Brothers Company against Johnson 
Products Co. Applicant appeals from decision sustaining notice of 
opposition. Affirmed. 


Spencer A. Studwell, of New York, N. Y., for opposer. 
Walter P. Geyer, of Buffalo, N. Y., for applicant. 


DANIELS, Assistant Commissioner: 


This is an appeal from the decision of the Examiner of Trade Mark 
Interferences sustaining a notice of opposition to an application for 
registration of a trade-mark for “spot remover and dry cleaner,” under 
the Trade-Mark Act of 1905. The mark sought to be registered consists 
of the word “LIX.” Opposer relies upon its ownership and prior use 
of the registered trade-mark “LUX” as applied to soap, including soap 
for cleaning garments and fabrics, alleging likelihood of confusion 
hetween the applicant’s mark and that of opposer as applied to the 
goods set out above. 

Applicant contends that the goods of the parties do not possess the 
same descriptive properties. It is stated that the marks as a whole are 
“distinctively different and dissimilar in character, sound and signifi- 
cance,” that of opposer constituting a common word, while that of 
applicant is entirely arbitrary and that due to the differences in both 
the goods and marks no confusion in trade is likely to arise from the 
concurrent use of the marks. Spot remover and dry cleaner clearly 
possess the same descriptive properties as opposer’s soap and the similar- 
ity of the products is shown by opposer’s record and the recommended 
uses of the product of applicant. The Procter & Gamble Co. v. J. L. 
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Prescott Co., 18 C.C.P.A. 1433, 49 F. 2d 959 [21 TMR 314]; Langfield y 
Solvit-AU Corporation, 18 C.C.P.A. 1813, 49 F. 2d 480 [21 TMR 264). 
Malone v. Horowitz, 41 F. 2d 414 [20 TMR 462]. The resemblance 
between “LUX” and “LIX” seems too apparent to require discussion, 
Malone v. Horowitz, supra; Lever Bros. Co. v. Riodela Chemical Co., 17 
C.C.P.A. 1272, 41 F. 2d 408 [20 TMR 311]. Where both the marks anq 
the goods so resemble each other to as great an extent as those here 
involved there can be no question of cumulative dissimilarities. 


The decision of the Examiner of Interferences is affirmed. 


STARDUST, INC. v. FINER FULL FASHION HOSIERY COMPANY 
Commissioner of Patents—June 12, 1950 


TRADE-MAaRKS—Confusing Similarity—Particular Instances 
“Starglitter” held confusingly similar to “Stardust,” used on similar goods, 
under 1946 Act. 
TRADE-MARKS—Words Capable of Exclusive Appropriation—Particular Instances 
While the word “Star” may be referred to as a “weak mark,” such words are 
accepted as valid trade-marks; and “Star” is not descriptive of hosiery. 
TRADE-MARKS—Confusing Similarity—General 
As applied to identical goods, alleged weakness of part of opposer’s mark would 
not prevent confusion from concurrent use of applicant’s mark, if they are con- 
fusingly similar. 
TRADE-MARKS—Registrability—Effect of Third Party Registrations 
While existence of third party registrations covering part of mark is some 
evidence of common usage of that part, they do not strengthen applicant’s rights 
to registration. 
OPPOSITIONS—Proof of Ownership and Use—Effect of Registrations 
While registration is prima facie evidence of ownership and implies use, such 
presumption held to arise only when registration is relied upon by its owner. 
When presented by third party, registration merely shows existence of regis- 
tration. 


Appeal from Examiner of Interferences. 


Trade-mark opposition by Stardust, Inc. against Finer Full Fashion 
Hosiery Company. Applicant appeals from decision sustaining notice of 
opposition. Affirmed. 


G. C. Callan, of Washington, D. C., and John B. Hosty, of Chicago, Ill. 
for opposer. 
Eaton & Bell, of Charlotte, N. C., for applicant. 


DANIELS, Assistant Commissioner: 


This is an appeal from the decision of the Examiner of Trade Mark 
Interferences sustaining the notice of opposition to an application for 
registration of a trade mark for “ladies hosiery,” on the Principal Reg- 
ister under the Trade Mark Act of 1946. The mark sought to be regis- 
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tered consists of the word “Starglitter.” The notice of opposition sets up 
opposer's ownership and prior use of the trade-mark “STARDUST,” 
for various articles of wearing apparel and ownership of registrations 
of that mark for such products. Of these the examiner found it necessary 
io consider only registration No. 235,931, registered November 29, 1927, 
renewed, Which discloses the word “STARDUST” as a trade-mark for 
hosiery. The examiner has found that the words “Stardust” and “Star- 
glitter” resemble each other at least to the same extent as the marks 
“Lifeguard” and “Lifebuoy” involved in Lactona, Inc. v. Lever Bros. Co., 
39 C.C.P.A. 704, 144 F. 2d 891; “Skylon” and “Sky Tone” involved in 
ex parte Nu-Fashion Underwear Corp., 607 0.G. 590, 76 USPQ 220: 
“Sno-Mist” and “Snowdrift” involved in Elizabeth Arden Sales Corp. v. 
Phillips & Benjamin, 607 O.G. 684, 74 USPQ 267; and “Skyway” and 
“Sky Riders” found confusingly similar in General Shoe Corp. v. Essex 
Rubber Co., 504 O.G. 856, 42 USPQ 161. 

The applicant on this appeal does not question priority or similarity 
of the goods but contends that “Star” forming the common portion of 
the two marks is of less significance than “Glitter” in its mark and that 
considered in their entireties, the marks are not confusingly similar. 
I agree with the Examiner of Interferences that considered in their 
entireties the common occurrence of the word “Star” is sufficient to give 
rise to reasonable likelihood of confusion between these marks as applied 
to identical products. Applicant contends that there is a difference in 
significance, “dust” tending to suggest to the purchaser something dull 
or dusty, while “glitter” calls to mind something which sparkles or re- 
flects. Both would appear at least to suggest a luminous quality, and 
considered in their entireties the suggested difference in connotation does 
not appear sufficient to distinguish between them. 


Applicant further contends that “Star” is a “weak mark” and has 
been registered a number of times as part of trade-marks applied to 
similar products. That “Star”? may ordinarily be what has been referred 
to as a “weak mark” must be accepted. In American Steel Foundries v. 
Robertson, 269 U.S. 372, 1926 C.D. 289, the court said: 


“The word involved in this case is one of a large class of words which have 
for a great many years been much used because of their peculiarly suggestive 
meaning. For other examples there are the words ‘Acme,’ ‘Anchor,’ ‘Champion,’ 
‘Eureka,’ ‘Excelsior,’ ‘Ideal,’ ‘Jewel,’ ‘Liberty,’ ‘National,’ ‘Pride,’ ‘Premier,’ 
‘Queen,’ ‘Royal,’ ‘Star,’ ‘Sunlight,’ ‘Triumph,’ ‘Victor.’ * * *” 


Such words are, however, accepted as valid trade-marks, and have, as 
applied and used on some products, become extremely well known. As 
applied to identical products this alleged weakness as to a part of the 
opposer’s mark would not prevent confusion from the concurrent use 
of applicant’s mark if they are confusingly similar. Applicant further 
attempts to support this argument by reference to a number of prior 
registrations which contain the word “Star.” Those referred to which are 
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applied to the same products appear to me to differ to a greater extent 
than the marks of the parties here involved. It is the applicant’s cop. 
tention, however, that these prior registrations “* * * show that the 
portion ‘Star’ of the two marks has become common in the trade” anq 
that therefore the opposer cannot object to the registration of other 
marks which include this word. The presentation of such registrations does 
not, however, prove use or continued or extensive use of the mark by the 
third parties who have registered it. While registration is prima facie 
evidence of ownership and implies use, such presumption arises only 
when the registration is relied upon by its owner. When presented by a 
third party they merely show the existence of the registrations, since 
the rights thereto may have been lost by abandonment, or otherwise, or 
the owner thereof may never choose to assert them. As was stated in 
Elgin National Watch Co. v. Illinois Watch Case Co., 179 U.S. 665, 21 
S.Ct. 270 (at page 672): 


“Thus it is seen that under the act registration is prima facie evidence of 
ownership; that the certificate is evidence in any suit or action in which the 
registered trade-marks is brought in controversy; * * *.” (Emphasis added) 


Therefore, while the existence of the registrations is some indication of 
common usage of the term, as in the case of other printed matter, it is 
not prima facie evidence of the use of the marks as set out in such 
registrations when presented by the applicant who claims no rights to or 
under such registrations. It should also be considered that any weakness 
which might be imputed to a portion of opposer’s mark would necessarily 
also be applicable to the same portion of applicant’s mark. In my opinion 
therefore the existence of the other registrations does not strengthen the 
applicant’s rights to registration. Pepsodent Co. v. Comfort Manufactur- 
ing Co., 23 C.C.P.A. 1224, 83 F. 2d 906. 

Applicant cites a number of cases in which a common portion of a mark 
has been held nondistinctive and for that reason has been given lesser 
weight in determining the question of confusing similarity. See for 
example Miles Laboratories, Inc. v. Foley & Company, 32 C.C.P.A. 714, 
144 F. 2d 888. In those cases, however, the common portion of the marks 
was descriptive. “Star,” even conceding applicant’s argument as to weak- 
ness, is not descriptive of hosiery. 


The decision of the Examiner of Interferences is affirmed. 





407 
—_— 


OP! 


TR 





MR 


Xtent 
con- 
t the 
and 
they 
does 
’ the 
facie 
only 
oY a 
ince 
, or 
1 in 
2 





40 T. M. RB. PEPSI-COLA v. VESS DRY 595 


2 
PEPSI-COLA COMPANY v. VESS DRY COMPANY OF OHIO 


Commissioner of Patents—June 14, 1950 


OpposiTions—Pleading and Practice—Motions to Dismiss 
‘On motion to dismiss, factual allegations in notice of opposition must be 


accepted as true. 
. On facts of record, notice of opposition held properly dismissed for failure to 


make any sufficient allegations of damage to opposer. 
TRADE-MARK ACT OF 1946—Oppositions—Section 13 


Oppositions—Pleading and Practice—Damage 
In absence of proper allegations of damage, opposer has no right to maintain 


notice of opposition. 
Under 1946 Act, as under 1905 Act, opposer must show special interest in 


subject matter of application so that he will be damaged thereby and not merely 
a general interest which he may possess in common with other members of the 


general public. 
Allegations in notice of opposition that opposer will be damaged by registration 


of applicant’s mark, without more, is not sufficient to comply with the statute. 
While confusing similarity is not sole ground upon which application may be 
opposed, on facts of record, opposer held to have failed to point out any other 


basis of damage to it from the registration sought. 
Applicant’s reliance upon a mark in bringing an opposition or an action held 
not sufficient ground for alleging damage to opposer in a notice of opposition. 


TRADE-MARKS—Registrability—General 
Opposer may suggest ex parte refusal of application on ground applicant is 
not entitled to registration sought but opposer is not entitled to be heard in 


connection therewith. 
For purposes of ex parte action, allegations of notice of opposition need not 


be taken as true, nor as having any basis in fact. 
On facts of record, applicants use of registration notice held proper and not 


to require any application of doctrine of unclean hands. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Pepsi-Cola Company against Vess Dry Com- 
pany of Ohio. Opposer appeals from dismissal of notice of opposition. 


Affirmed. 


Fulton Brylawski, of Washington, D. C., for opposer. 
Rogers & Ezell, of St. Louis, Mo., for applicant. 


DANIELS, Assistant Commissioner : 


This is an appeal from the action of the Examiner of Trade-Mark 
Interferences dismissing the notice of opposition to an application for 
registration of the word “VESS,” as a trade-mark for “non-alcoholic 
maltless beverages sold as soft drinks and syrups therefor, and carbon- 
ated water.” The application was originally filed under the Trade-Mark 
Act of 1905, later amended to bring it under the provisions of the Trade- 
Mark Act of 1946. In view of the ruling of the Examiner of Trade-Marks 
that the word comprised merely a surname not distinctively displayed 
allegations that it had become distinctive in view of continuous use for 
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more than five years prior to the date of its application were included in al 


accordance with Section 2(f) of that Act. 


The notice of opposition sets up opposer’s use of the trade-mark th 
“EVERVESS,” as a trade-mark for “sparkling water.” It alleges tha m 
the applicant is not entitled to the registration sought for various reasons C 
and concludes with a general allegation that the registration of applicant’s F 


mark “will be damaging to the opposer * * *.” This notice of opposition 
was dismissed by the Examiner of Interferences on motion of the appli- 
cant on the ground that it did not state facts upon which relief could 
be granted, the basis of the examiner’s ruling being that the notice of 
opposition failed to make any sufficient allegations of damage to the 
opposer. The examiner also considered the opposer’s suggestion that the 
registration sought by applicant should be refused ex parte and held that 
there was no sufficient basis for such action. 

The notice of opposition alleges that the applicant is not entitled to 
the registration sought for the following reasons: 


(a) That the applicant and its predecessors have falsely represented in 
advertisements and by notice on the labels affixed to the product itself that the 
mark has been registered in the United States Patent Office when in fact 
such mark has not been so registered. 


(b) That the applicant and its predecessors have issued licenses in gross 
to certain concerns permitting the mark to be used on beverages which are not 
manufactured or sold under adequate supervision by the applicant and that as 
a result of such licenses any rights to the mark have been surrendered and 
abandoned and that the applicant is guilty of unclean hands. 


(c) That the mark in question has not become distinctive of applicant’s 
goods in commerce and that applicant has not had substantially continuous use 
of the mark since on or about May 1, 1930, as claimed in the application. 


(d) That the applicant is not the owner or has any proprietary right in 
the mark. 


It is the opposer’s contention that its allegations as to the foregoing 
matters must be accepted as true for the purposes of this motion and 
that they demonstrate that the applicant is not entitled to the registration 
sought and that opposer is entitled to maintain the opposition. The fact 
that they must be accepted as true is correct. I do not, however, find it 
necessary to consider whether or not the allegations referred to are suf- 
ficient to indicate that the applicant is not entitled to the registration 
sought since I agree with the examiner that the opposer must allege that 
it will be damaged and in the absence of proper allegations of damage 
the opposer has no right to maintain the notice of opposition, whatever 
rights applicant may or may not have to registration. 

Under section 13 of the Trade-Mark Act of 1946 ‘any person who 
believes that he would be damaged by the registration of a mark upon 
the Principal Register may * * * file a verified notice of opposition * * *.” 
This is, except for formal matters, the same language as that appearing 
in section 6 of the Trade-Mark Act of 1905 also dealing with oppositions 
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and, as under that Act, requires that an opposer must show special inter- 
est in the subject matter of the application so that he will be damaged 
thereby and not merely a general interest which he may possess in com- 
mon with other members of the general public. In United Shoe Machinery 
Corporation v. Compo Shoe Machinery Corporation, 19 C.C.P.A. 1009, 56 
F. 2d 292, the court said: 


“The statute gives any person who believes he would be damaged the right 
to oppose, and any person who shall deem himself injured the right to petition 
for cancellation. These provisions are very broad and should be broadly con- 
strued. Of course Congress did not mean to grant these rights to a mere inter- 
meddler—to one who had no interest in the use of the term, and thereby author- 
jze such a person to interfere in the affairs of others and in the business of the 
Patent Office. Certainly the person secking to cancel a registration or oppose 
an application for registration must have a greater interest than a member of 
the general public who by such registration suffers no invasion of his rights 
and privileges. It is well understood in the application of equitable remedies 
that one who seeks such application is bound to show an interest in a suit 
personal to himself and not such an interest as he has only by virtue of being 
a citizen.” 


In Mishawaka Rubber and Woolen Manufacturing Co. v. Bradstone Rub- 
ber Co., 27 C.C.P.A. 888, 109 F. 2d 219, it was said: 


“It is well established that an allegation in a notice that opposer will be 
damaged by the registration of applicant’s mark is not sufficient to comply with 
the statute.” 


Except for the statement “that for the aforesaid reasons the registra- 
tin of the mark ‘VESS’ by the applicant will be damaging to the opposer 
within the meaning of the Trade-Mark Act of 1946” no allegations of 
damage appear in the notice of opposition. 

It was pointed out by the examiner that while opposer has pleaded 
ownership of the mark “EVERVESS” for similar products it was not 
alleged either directly or by implication that this mark and that of appli- 
cant are confusingly similar. Applicant criticizes this statement and argues 
that confusing similarity is not the sole ground upon which the registra- 
tion of a mark can be opposed. This is, of course, true, but neither in its 
notice of opposition nor in its scholarly brief does the opposer point out 
any other basis of damage to it from the registration sought. The brief 
refers to a number of cases in which the right to maintain an opposition 
has been sustained because of the descriptive nature of the applicant’s 
mark as applied to the product and have held that a competitor is entitled 
to oppose upon that ground without further showing of damage. There is, 
however, no allegation that the mark which applicant seeks to register 
is descriptive nor, in my opinion, is there anything in the record which 
even suggests that it is. In connection with these cases opposer empha- 
sizes the fact that the application is based on Section 2(f) of the Trade- 
Mark Act of 1946. This, however, results not from its descriptive charac- 
ter, but from the statement made by the examiner that it is merely a 
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surname. This differs from a mark which might be refused on the groung 
of its descriptive character and opposer neither alleges nor suggests that 
it has any special rights to the word “VESS” as a surname nor any rights 
from or under anyone by that name. Therefore while there may he 
grounds of damage in opposition proceedings other than confusing sini. 
larity neither that ground nor any other is set out in the notice of oppo. 
sition. 

The opposer alleges, however, that ‘judicial notice” should be taken of 
the fact that applicant has filed a notice of opposition to its own applica. 
tion for registration of “EVERVESS” as a trade-mark and has brought 
an infringement action against it, both based upon allegations of owner- 
ship of the trade-mark “VESS.” No allegations as to the existence of 
such proceedings appear in the notice of opposition. Judicial notice js 
ordinarily taken of such proceedings only as an evidentiary matter and 
there is grave doubt as to whether any such notice could correct a defi- 
ciency in a pleading. Mountain View Mining and Milling Company vy. 
McFadden, 180 U.S. 533. Assuming, however, that the statements as to 
the existence of the other proceedings are correct and may be considered, 
they are not sufficient to supply any ground of damage or special interest 
upon which this opposer may rely. The applicant would be equally entitled 
to bring the proceedings referred to upon the basis of allegations of its 
prior use of the mark with or without any registration thereof and both 
proceedings were obviously brought without reliance on any registration 
which may issue upon the application here involved. Reliance upon a 
mark in bringing a notice of opposition or an action is not sufficient 
ground for alleging damage in a notice of opposition. The Goheen Cor- 
poration v. The White Co., 29 C.C.P.A. 926, 126 F. 2d 481; Polaroid Cor- 
poration v. Sun Glass Industries, Inc., 581 O.G. 522, 67 USPQ 239; The 
Schiff Company v. The Scholl Mfg. Co., Inc., 578 O.G. 457, 66 USPQ 348. 


The opposer further contends that the allegations of the notice of 
opposition as to the applicant’s lack of right to the registration sought 
require that ex parte action refusing such registration be taken. Opposer 
may suggest such ex parte action but is not entitled to be heard in con- 
nection therewith. Island Road Bottling Company v. Drink-Mor Beverage 
Company, 31 C.C.P.A. 816, 140 F. 2d 331; Part, Inc. v. Sormani, 23 C.C. 
P.A. 773, 80 F. 2d 78. The Examiner of Interferences considered the 
opposer’s suggestion as to this and found that no such action was justified 
or required on the record presented. For the purposes of ex parte action 
the allegations of the notice of opposition need not be taken as true, nor 
in fact as having any basis. Of the various alleged grounds for refusing 
applicant’s registration ex parte only those relating to the use of the 
alleged improper notice of registration are actually of record and as to 
that the available facts may well be fragmentary. As to that ground, in 
my opinion, the examiner was correct in holding that the use of the notice 
of registration appeared proper (Part, Inc. v. Sormani, supra) and could 
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not be found to be fraudulent nor to require any application of the doc- 
trine of unclean hands. In any event this is an ex parte matter between 
the office and the applicant. 

| agree with the Examiner of Interferences that the opposer has 
alleged no damage which would indicate that it was entitled to maintain 
the notice of opposition. It has accordingly been unnecessary to pass 
spon the sufficiency of the allegations as to the various reasons advanced 
by opposer as indicating that applicant is not entitled to the registration 
sought. 

The decision of the Examiner of Trade Mark Interferences is affirmed. 


KENSINGTON STEEL COMPANY v. WASHINGTON IRON WORKS 
Commissioner of Patents—June 15, 1950 


QpposItiIoNS—Proof of Ownership and Use—Effect of Registrations 
Opposer’s 1905 Act registration held to establish prima facie opposer’s owner- 
ship and priority of use of its mark. 


Trape-MARKS—Words Incapable of Exclusive Appropriation—Particular Instances 
“Super” held descriptive of metal castings, under 1946 Act. 


Trape-MARKS—Marks Not Confusingly Similar—Particular Instances 
“Superloy” held not confusingly similar to “Supermang,” used on substantially 
identical goods, under 1946 Act. 


(pPOsITIONS—Confusing Similarity—General 
Opposer having failed to establish priority of use of second mark relied upon 
in notice of opposition, held there is no need to consider similarity or lack of 
similarity between applicant’s mark and second mark of opposer. 


Appeal from Examiner of Interferences. 
Trade-Mark opposition by Kensington Steel Company against Wash- 


ington Iron Works. Opposer appeals from dismissal of notice of opposi- 
tion. Affirmed. 


McKnight & Comstock, of Chicago, Ill., and Emory L. Groff, of Wash- 
ington, D. C., for opposer. 

Edward E. Barnes, of Seattle, Wash., and Milton E. Lowry, of Wash- 
ington, D. C., for applicant. 


DANIELS, Assistant Commissioner : 


This is an appeal from the dismissal of a notice of opposition to an 
application for registration of a trade-mark for “‘castings made of ferrous 
and/or nonferrous metals,’ on the Principal Register under the Trade- 
Mark Act of 1946. The mark sought to be registered consists of the nota- 
tin “SUPERLOY.” 

Opposer alleges ownership of the trade-mark “SUPERMANG” for 
‘steel castings,’ and has established ownership of the registration thereof, 
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No. 280,914, for such castings. This registration has been held to esta). 
lish opposer’s ownership of that mark and priority of use thereof, and this 
is not questioned on this appeal. Neither is any question raised ag t 
similarity of the products. The Examiner of Interferences has held, hoy. 
ever, that “SUPER” is a commonplace prefix, and that in view of the dis. 
similarity between “LOY” and “MANG” the marks when considered jn 
their entireties are not confusingly similar. Miles Laboratories, Ine. y. 
Foley & Co., 32 C.C.P.A. 714, 144 F. 2d 888. The descriptive signficance of 
“SUPER” has been considered in a number of cases. Opposer argues, 
however, that both “LOY” and “MANG” are identical in meaning, since 
both suggest alloys and would be so regarded in the trade. This does not 
appear to change the essential characteristics of the marks and consider. 
ing the nature of the prefix “SUPER” (Miles Laboratories, Inc. v. Foley 
& Company, supra), it is my opinion that, when considered in their entire- 
ties, there is not sufficient similarity in sound, appearance or meaning 
to give rise to any reasonable likelihood of confusion between these marks 
even when applied to substantially the same goods. 


The notice of opposition also sets out opposer’s ownership of registra- 
tion of another mark alleged to be confusingly similar to applicant’s mark 
and applied to substantially the same products. Upon the prima facie show- 
ing here presented by this record, the Examiner of Interferences held that 
the opposer has failed to establish priority of use of the second mark. [ 
agree with the conclusion of the Examiner of Interferences as to such 
priority for the reasons stated. There is accordingly no need to consider 
the similarity, or lack of similarity between applicant’s mark and the 
mark of that registration. 


The decision of the Examiner of Interferences is affirmed. 





EX PARTE BAUSCH & LOMB OPTICAL COMPANY 
Commissioner of Patents— June 7, 1950 


TRADE-MARKS—Registrability—General 
While mere phonetic misspelling is not sufficient to confer registrability upon 
a descriptive term, where there is reasonable doubt that word would be regarded 
as made up of descriptive words, mark should be passed for publication and, in 
absence of opposition, registered under 1946 Act. 
TRADE-MARKS—Words Capable of Exclusive Appropriation—Particular Instances 
“Balgrip” held neither merely descriptive nor misdescriptive of spectacle frames 
and mountings, under 1946 Act. 


Appeal from Examiner of Trade-Marks. 


Application for registration of trade-mark by Bausch & Lomb Optical 
Company. Applicant appeals from refusal of registration under 1946 
Act. Reversed. 


G. A. Ellestad, of Rochester, N. Y., for applicant. 
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DANIELS, Assistant Commissioner: 


This is an appeal from the action of the Examiner of Trade-Marks 
finally refusing an application for registration of a trade-mark for 
“spectacle frames and mountings,” on the Principal Register under the 
Trade-Mark Act of 1946. The mark sought to be registered consists 
of the notation “Balgrip.” Registration has been refused on the ground 
that the mark is either merely descriptive or misdescriptive of the goods. 
The examiner held that “Balgrip” is the phonetic equivalent of “ball grip” 
and that the latter describes the character of certain spectacle frames and 
mountings such as are described in United States patents to which he 
referred. These patents refer to the joints which include a small ball 
which is gripped to hold the lens in place, and similar uses of such 
a device. 

As against this the applicant argues that no ball is used in its product 
and that the term is not descriptive. Applicant also argues that its 
ownership of a number of previous registrations of marks including the 
prefix “Bal,” said to be taken from the initials of its corporate name, 
and its use of such marks indicates that this would be recognized by 
the public as indicating that the product emanated from the applicant. 
It is not, however, established that the use of this prefix with other 
words, for example, “BALAR,” “BALTAR,” etc. is widely recognized. 
It cannot ordinarily be assumed that the public would be conscious of the 
reason for associating these letters with the applicant’s corporate name 
and therefore it is not clear that they would recognize this meaning. 
Whitehall Pharmacal Company v. Lederle Laboratories, Inc., 591 O.G. 
668, 71 USPQ 138. 

I agree with the examiner that “ball grip” would be descriptive (or 
perhaps misdecriptive) of a type of spectacle construction involving 
a ball if such construction were well-known and that a mere phonetic 
misspelling of a descriptive term is not sufficient to permit registration. 
However, the same considerations which give rise to a doubt that the 
public would recognize these letters as having reference to applicant’s 
name also create considerable doubt that the public would recognize the 
term as meaning “ball-grip” or as having any connection with the 
construction of the articles. To me, at least, the thought of using a 
ball to grip or be gripped is not one which would seem obvious and upon 
the record presented I cannot find that there is any such ordinary use 
of the term as would indicate that the public would so regard it. While 
the examiner’s knowledge of the art involved properly led him to examine 
certain patents, and he correctly found that a ball is involved in the 
construction shown in each of them, it requires some examination of the 
patents even to determine this. Lacking the examiner’s specialized know- 
ledge it would not seem that such a meaning would be attributed to the 
term. While, as already indicated, mere phonetic misspelling is not suffi- 
cient to confer registrability upon a descriptive term, where, as here, 
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there is at least reasonable doubt that the word would be regarded ag 
being made up of such descriptive words, (and there is no indication 
that it has ever been used in that sense) it would appear to me that there 
is at least a reasonable doubt that the mark is primarily merely des. 
criptive. 

Under these circumstances in my opinion the mark should be Passed 
to publication and in the absence of opposition, registered. 

The decision of the Examiner of Trade-Marks is reversed. 


EX PARTE THE B. F. GOODRICH COMPANY 
Commissioner of Patents—June 7, 1950 


TRADE-MAarKs—Name of Individual—Distinctive Display 
On facts of record, name “B. F. Goodrich,” included with other features of 
composite mark, held not distinctively displayed, under 1905 Act. 


TRADE-MARKS—Registrability—General 
inclusion of non-registrabie matter requires refusal of registration of composite 
mark, in absence of disclaimer, under 1905 Act. 
Since application was filed under 1905 Act, it is unnecessary to consider 
registrability of applicant’s mark, under 1946 Act. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by The B. F. Goodrich 
Company. Applicant appeals from refusal of registration under 1905 
Act. Affirmed. 


Harold S. Meyer, of Akron, Ohio, for applicant. 


DANIELS, Assistant Commissioner: 


This is an appeal from the final refusal of an application for registra- 
tion of a trade-mark for “pneumatic tires, inner tubes for tires, tire and 
tube repair materials, non-pneumatic non metallic tires, machine belting, 
conveyor belting, endless belts, hose, tubing, machinery packing, gaskets, 
and sealing rings, all made in whole or in part of rubber or of rubbery 
resilient material,” under the Trade-Mark Act of 1905, in view of the appli- 
cant’s refusal to disclaim the name B. F. Goodrich, forming a part of the 
mark. The mark consists of a generally circular medallion in which the let- 
ters “BFG” are prominently displayed and around the border of which 
appear certain leaves or sprays, the numeral 1870, and the words B. F. 
Goodrich. The latter are in ordinary type appearing around the lower cir- 
cumference within the inner border of the circle. The applicant contends 
that this is “a kind of medallion which is dominated by a peculiar shape 
and the large central letters ‘BFG’.” Registration under the Act of 1905 
has been refused on the ground that a portion of the mark consists of the 
name of an individual not distinctively displayed. As already indicated that 
name appears in ordinary type, although in a slightly curved form. Under 
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numerous decisions such style of presentation would not constitute dis- 
tinctive display under the Act of 1905. In re Nisley Shoe Co., 19 C.C.P.A. 
1211, 58 F. 2d 426 [22 TMR 265]. The applicant contends, however, 
that the mark does not consist merely of that name and since it is 
included with other features of a composite mark, this constitutes a 
distinctive display. While it forms a distinct and readily recognizable 
feature Of the mark as shown in the drawing, it is stated that since 
it is in smaller letters it would not easily be noticed in the mark as 
actually used. As presented in either the drawing or specimens, the 
name forms a reasonably conspicuous portion of the composite mark 
in relation to its total size and per se would be clearly unregistrable under 
the Trade-Mark Act of 1905. Its inclusion with the other features does 
not constitute distinctive display. Ex parte Fruit and Produce Packing, 
Incorporated, 529 O.G. 810, 50 USPQ 383; Ex parte A. O. Smith Cor- 
poration, 569 O. G. 536, 68 USPQ 162; Ex parte Fisher Flouring Mills 
Company, 593 O.G. 589, 71 USPQ 165. As was stated in Beckwith v. Com- 
missioner of Patents, 252 U.S. 538, 1920 C.D. 471: 


“No question of patent right or of unfair competition, or that the 
design of the trade-mark is so simple as to be a mere device or con- 
trivance to evade the law and secure the registration of non-registrable 


words, is involved * * *” 


The inclusion of such nonregistrable matter requires refusal of reg- 
istration of the mark presented in absence of disclaimer. 


It is unnecessary to consider what the situation would be if this 
mark were presented under various provisions of the Trade-Mark Act of 
1946. Another ground of refusal was mentioned by the Examiner only in 
the action finally refusing registration and is not referred to in the 
examiner’s statement. On this appeal no basis for such refusal on that 
ground is apparent and it is assumed that it has been withdrawn. 


The decision of the Examiner of Trade Marks is affirmed. 
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EX PARTE GOOD LUCK GLOVE COMPANY 
Commissioner of Patents—June 14, 1950 


TRADE-MARKS—Confusing Similarity—General 

In determining question of confusing similarity under 1946 Act, cases decided 
under 1905 Act are pertinent to extent that they considered question of likelihood 
of confusion. 

Cases decided under 1905 Act held inapplicable under 1946 Act, to extent that 
they pass upon question whether goods possess the same descriptive properties, 

When the marks are identical, there is greater likelihood of confusion eye 
though there are arguable differences as to the goods. 

In determining whether there is likelihood of confusion, many elements are 
properly considered, including among others: use, appearance, composition and 
structure of articles and places or people to whom they are sold. 

Fact that applicant’s mark has been used for many years without any confusion 
held entitled to some weight, but in view of close relationship between the goods, 
held not determinative. 

While fact that previously registered mark is “weak” and used on many prod- 
ucts would be entitled to consideration where both the mark and goods differ, held 
it cannot permit registration of identical mark for closely related goods of similar 
species within the same general category. 

TRADE-MARKS—Goods of the Same Class—Particular Instances 

Work gloves made of leather and canton flannel held so related to piece goods 
and to clothing including underwear, sleeping garments, bathing suits, sweaters 
and sports wear that there is reasonable likelihood of confusion when the same 
mark is used on each. 


Appeal from Examiner of Trade-Marks. 


Application for registration of trade-mark by Good Luck Glove Con- 
pany. Applicant appeals from refusal of registration under 1946 Act. 
Affirmed. 


Charles W. Hills, of Chicago, Ill., for applicant. 
DANIELS, Assistant Commissioner: 


This is an appeal from the action of the Examiner of Trade Marks 
finally refusing an application for registration of a trade-mark for “work 
gloves made of leather and canton flannel” on the Principal Register of 
the Trade Mark Act of 1946. The mark sought to be registered consists 
of the words “GOLD-SEAL” and a conventional representation of a seal. 
Registration has been refused in view of two prior registrations under 
the Trade Mark Act of 1905, each of which discloses the words “Gold- 
Seal” and a representation of a seal. These registrations are: 


No. 324,184, issued May 14, 1935, for “piece goods, except curtain material, 
made of either cotton, wool, worsted, rayon, or silk. 

No. 425,274, issued November 12, 1946, for “men’s, women’s, boys’, children’s 
and infants’ underwear—namely, shirts, drawers, and union suits; sleeping gar- 
ments consisting of separate waists and pants; combination waist and pants 
suits, sleeping bags, bathing suits, swimming trunks, sweat shirts, tennis shirts, 
sweaters, sweater jackets, and sport jackets.” 
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Registration has been refused under section 2(d) of the Trade Mark 
Act of 1946 which provides: 


“9, No trade-mark by which the goods of the applicant may be distinguished 
from the goods of others shall be refused registration on the Principal Register 
on account of its nature unless it— * * * 

(d) Consists of or comprises a mark which so resembles a mark registered 
in the Patent Office or a mark or trade name previously used in the United 
States by another and not abandoned, as to be likely, when applied to the goods 
of the applicant, to cause confusion or mistake or to deceive purchasers. * * *” 


In contending that the refusal to register was erroneous the applicant 
emphasizes the fact that the test laid down by the Trade Mark Act of 
1905 as to whether or not the goods possess the “‘same descriptive proper- 
ties,” no longer exists and that under the New Act the test is the likeli- 
hood of confusion between the marks as applied to the goods as set out 
in the section quoted above. It is accordingly contended that the cases 
cited by the examiner (Vanity Fair Mills, Inc. v. Pedigree Fabrics, Inc., 
34C.C.P.A. 1043, 161 F. 2d 226; Wells Lamont Corporation v. Blue Ridge 
Overalls Company, 612 O.G. 787, 77 USPQ 542; Ex parte W. T. Grant, 
151 Ms.D. 493, 17 T.M. Rep. 343; Ex parte Sonn Gloves, 600 O.G. 676, 
73 USPQ 530, and others) no longer apply. To the extent that they pass 
upon the question of whether or not goods “possess the same descriptive 
properties” the applicant’s contention is correct as was pointed out in 
Er parte Quaker Hair Goods Co., 627 O.G. 927, 82 USPQ 445. This does 
not, however, mean that cases decided under the previous Acts are no 
longer applicable. Under the Act of 1905 when the marks were not 
identical it was necessary to consider likelihood of confusion in addition 
to determining that they possessed the same descriptive properties. In 
many cases this was also considered in determining whether or not the 
goods possessed the same descriptive properties. See for example Three in 
One Oil Co. v. St. Louis Rubber Cement Co., 24 C.C.P.A. 828, 87 F. 2d 479; 
B. F. Goodrich Co. v. Hockmeyer, 17 C.C.P.A. 1068, 40 F. 2d 99; Meredith 
Publishing Co. v. O. M. Scott & Sons Co., 24 C.C.P.A. 956, 88 F. 2d 324; 
California Packing Corporation v. Tillman & Bendel, Inc., 17 C.C.P.A. 
1048, 40 F. 2d 108. See also Nims’ ‘“‘Unfair Competition and Trade Marks” 
page 691, et seq., and Derenberg’s “Trade Mark Protection and Unfair 
Trading,” page 393, et seq. Cases decided under the Trade Mark Act of 
1905 which considered likelihood of confusion are pertinent at least to the 
extent that they considered that question. 

Under the Trade Mark Act of 1905 there would be no question as to 
the goods of the applicant possessing the same descriptive properties as 
those of the references, and in my opinion it is indicated in a number 
of decisions under that Act that the goods were such that there was 
reasonable likelihood of confusion when similar marks were applied there- 
to. Vanity Fair Mills, Inc. v. Pedigree Fabrics, Inc., supra; Decker & Cohn 
v. Liebovitz Sons, Inc., 18 C.C.P.A. 781, 46 F. 2d 179; B. F. Goodrich Co. v. 
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Hockmeyer, supra; Heintz v. American Tire Machinery Co., 31 C.C.P.4 
862, 140 F. 2d 1013; Rogers Peet Co. v. B. F. Goodrich Co., 31 C.C.P.A 
1191, 143 F. 2d 880; Kushner & Gillman v. Mayflower Worsted Co., 35) 
0.G. 686, 56 App.D.C. 165. That there is greater likelihood of confusioy 
when the marks are identical even though there are arguable difference; 
as to the goods seems obvious. 

In considering whether or not there is such likelihood of confusion j, 
is proper to consider many elements, as for example use, appearances, and 
structure of the articles, the places or people to whom they are sold, their 
composition and probably many other factors. 

The relationship between piece goods and work gloves is such that tak. 
ing into consideration the various factors mentioned above the likelihood 
of confusion resulting from the application of identical marks thereto 
seems obvious. Applicant contends that with respect to the second regis. 
tration—that for various articles of clothing—there can be no confusion 
since work gloves are used by laborers, mechanics and farmers for hard 
manual labor, while those of the reference apply only to garments worn 
under ordinary conditions. Work gloves are, however, used in gardening, 
around the home, and in various sports such as fishing. They are sold 
in the same stores and would to a substantial extent be purchased by the 
same customers. Accordingly in my opinion they resemble each other to 
such an extent there is reasonble likelihood of confusion when the same 
mark is used on each. 


The applicant contends that its mark has been used for many years 
without any confusion. This is entitled to some weight, but in view of 
the close relationship between the products, cannot be considered determ- 
inative of this issue. 

Applicant further contends that “Gold-Seal” is a “weak mark” used 
on many products. Accepting this contention, it would also be true of the 
mark as applied to applicant’s goods, and while entitled to consideration 
where both the mark and goods differ, it cannot permit registration of an 


identical mark for closely related goods of similar species within the 
same general category. 


Accordingly in my opinion the examiner was correct in finding there 
was reasonable likelihood of confusion between the mark sought to be 
registered by the applicant and those of the prior registrations as applied 
to the goods stated. 

The decision of the Examiner of Trade Marks is affirmed. 
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EX PARTE GOOD LUCK GLOVE COMPANY 
Commissioner of Patents—June 14, 1950 


TpaDE-MaRKS—Goods of the Same Class—Particular Instances 
Work gloves made of leather and canton flannel held to so resemble men’s 
shirts, collars and cuffs that there is reasonable likelihood of confusion when the 
same mark is used on each, under 1946 Act. 


7radE-MARKS—Confusing Similarity—Particular Instances 
Composite mark consisting of the word “Wings” in connection with outline 
of an eagle with outspread wings, held confusingly similar to the word “Wings” 
together with a wing design, used on similar goods, under 1946 Act. 
Inclusion of the relatively minor design features in applicant’s mark held not 
to avoid likelihood of confusion. 


Appeal from Examiner of Trade-Marks. 


Application for registration of trade-mark by Good Luck Glove Com- 
pany. Applicant appeals from refusal of registration under 1946 Act. 


Affirmed. 
Charles W. Hills, of Chicago, Ill., for applicant. 


DANIELS, Assistant Commissioner: 


This is an appeal from the final refusal of an application for registra- 
tion of a trade-mark on the Principal Register under the Trade-Mark Act 
of 1946, for “work gloves made of leather and canton flannel.” The mark 
sught to be registered consists of the word “WINGS” presented in con- 
nection with what appears to be an outline of an eagle with outspread 
wings. Registration has been refused in view of a prior registration No. 
395,806, registered under the Trade-Mark Act of 1905, on June 16, 1942. 
The mark shown therein consists of the word “WINGS” together with a 
ving design as a trade-mark for “men’s shirts, collars, and cuffs.” It is 
aplicant’s contention that there can be no confusion in trade in view of 
the differences between the goods, and that decisions under the Trade- 
Mark Act of 1905 should not be considered. It is further contended that 
the products of the prior registrant are dress clothes, having no relation 
) applicant’s work products. These questions have been considered at 
wme length in this applicant’s appeal from the examiner’s action in Serial 
No. 529,005, decided June 14, 1950. While the issues may not be identical! 
tis my opinion that the comments contained in the decision on that 
appeal are determinative of this case, and such comments will not be 
repeated. Nor does the inclusion of the relatively minor design features 
inthe present application or the prior registration change this decision. 
¥.B. Roddenbery Co. v. Rose Kalich, 34 C.C.P.A. 745, 158 F. 2d 289. 


The decision of the Examiner of Trade-Marks is affirmed. 
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Hockmeyer, supra; Heintz v. American Tire Machinery Co., 31 C.C.P.A 
862, 140 F. 2d 1013; Rogers Peet Co. v. B. F. Goodrich Co., 31 C.C.P.A4. 
1191, 143 F. 2d 880; Kushner & Gillman v. Mayflower Worsted Co., 35} 
0.G. 686, 56 App.D.C. 165. That there is greater likelihood of confusion 
when the marks are identical even though there are arguable differences 
as to the goods seems obvious. 


In considering whether or not there is such likelihood of confusion jt 
is proper to consider many elements, as for example use, appearances, and 
structure of the articles, the places or people to whom they are sold, their 
composition and probably many other factors. 

The relationship between piece goods and work gloves is such that tak. 
ing into consideration the various factors mentioned above the likelihood 
of confusion resulting from the application of identical marks thereto 
seems obvious. Applicant contends that with respect to the second regis- 
tration—that for various articles of clothing—there can be no confusion 
since work gloves are used by laborers, mechanics and farmers for hard 
manual labor, while those of the reference apply only to garments worn 
under ordinary conditions. Work gloves are, however, used in gardening, 
around the home, and in various sports such as fishing. They are sold 
in the same stores and would to a substantial extent be purchased by the 
same customers. Accordingly in my opinion they resemble each other to 
such an extent there is reasonble likelihood of confusion when the same 
mark is used on each. 


The applicant contends that its mark has been used for many years 
without any confusion. This is entitled to some weight, but in view of 
the close relationship between the products, cannot be considered determ- 
inative of this issue. 

Applicant further contends that “Gold-Seal” is a “weak mark” used 
on many products. Accepting this contention, it would also be true of the 
mark as applied to applicant’s goods, and while entitled to consideration 
where both the mark and goods differ, it cannot permit registration of an 
identical mark for closely related goods of similar species within the 
same general category. 


Accordingly in my opinion the examiner was correct in finding there 
was reasonable likelihood of confusion between the mark sought to be 
registered by the applicant and those of the prior registrations as applied 
to the goods stated. 

The decision of the Examiner of Trade Marks is affirmed. 
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EX PARTE GOOD LUCK GLOVE COMPANY 
Commissioner of Patents—June 14, 1950 


TRADE-MARKS—Goods of the Same Class—Particular Instances 
Work gloves made of leather and canton flannel held to so resemble men’s 
shirts, collars and cuffs that there is reasonable likelihood of confusion when the 
same mark is used on each, under 1946 Act. 
TRADE-MARKS—Confusing Similarity—Particular Instances 
Composite mark consisting of the word “Wings” in connection with outline 
of an eagle with outspread wings, held confusingly similar to the word “Wings” 
together with a wing design, used on similar goods, under 1946 Act. 
Inclusion of the relatively minor design features in applicant’s mark held not 
to avoid likelihood of confusion. 


Appeal from Examiner of Trade-Marks. 


Application for registration of trade-mark by Good Luck Glove Com- 
pany. Applicant appeals from refusal of registration under 1946 Act. 


Affirmed. 
Charles W. Hills, of Chicago, Ill., for applicant. 
DANIELS, Assistant Commissioner: 


This is an appeal from the final refusal of an application for registra- 
tion of a trade-mark on the Principal Register under the Trade-Mark Act 
of 1946, for “work gloves made of leather and canton flannel.” The mark 
sought to be registered consists of the word “WINGS” presented in con- 
nection with what appears to be an outline of an eagle with outspread 
wings. Registration has been refused in view of a prior registration No. 
395,806, registered under the Trade-Mark Act of 1905, on June 16, 1942. 
The mark shown therein consists of the word “WINGS” together with a 
wing design as a trade-mark for “men’s shirts, collars, and cuffs.” It is 
applicant’s contention that there can be no confusion in trade in view of 
the differences between the goods, and that decisions under the Trade- 
Mark Act of 1905 should not be considered. It is further contended that 
the products of the prior registrant are dress clothes, having no relation 
to applicant’s work products. These questions have been considered at 
some length in this applicant’s appeal from the examiner’s action in Serial 
No. 529,005, decided June 14, 1950. While the issues may not be identical 
it is my opinion that the comments contained in the decision on that 
appeal are determinative of this case, and such comments will not be 
repeated. Nor does the inclusion of the relatively minor design features 
in the present application or the prior registration change this decision. 
W. B. Roddenbery Co. v. Rose Kalich, 34 C.C.P.A. 745, 158 F. 2d 289. 


The decision of the Examiner of Trade-Marks is affirmed. 
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EX PARTE THOMPSON PRODUCTS, INC. 
Commissioner of Patents—June 15, 1950 


TRADE-MARKS—Confusing Similarity—Particular Instances 
“U-Flex” held confusingly similar to “Uniflex,” used on identical goods, under 
1946 Act. 


TRADE-MARKS—Registrability—E ffect of Consents 
Where there are sufficient differences between the marks or the goods, or both, 
to give at least reasonable doubt as to similarity, consent filed by owner of prior 
registration may be given weight. 
Consent by prior owner cannot overcome statutory prohibition against registra- 
tion of mark which is confusingly similar within meaning of section 2 of 1946 Act, 


TRADE-MARKS—Words Incapable of Exclusive Appropriation—Descriptiveness 
On facts of record, “U-Flex” held descriptive of vehicle piston rings, but if 
otherwise registrable, this would not prevent registration on Supplemental Register 
under 1946 Act. 
On facts of record, applicant would be entitled to benefit of doubt as to whether 
or not mark is generic, if otherwise registrable. 


Appeal from Examiner of Trade-Marks. 


Application for registration of trade-mark by Thompson Products, Inc. 
Applicant appeals from refusal of registration under 1946 Act. Affirmed. 


Charles W. Hills, of Chicago, Ill., for applicant. 
DANIELS, Assistant Commissioner: 


This is an appeal from the final refusal of an application for registra- 
tion of a trade-mark for “vehicle piston rings,” on the Supplemental Reg- 
ister under the Trade-Mark Act of 1946. The mark sought to be regis- 
tered consists of the notation “U-FLEX.” Registration has been refused 
in view of a prior registration of “UNIflex,” for “piston rings,” registra- 
tion No. 270,464, registered May 6, 1930 (renewed), under the Trade- 
Mark Act of 1905. It has also been refused on the ground that “flex” is 
so highly descriptive or generic as to be incapable of distinguishing the 
goods of applicant as required by Section 23 of the Trade-Mark Act of 
1946. The application was originally filed under the Trade-Mark Act of 
1905, the letter “U” being disclaimed during its prosecution under that 
Act. It was later amended to request registration on the Principal Regis- 
ter under the Act of 1946. Thereafter it was again amended to an appli- 
cation for registration on the Supplemental Register under the Act of 
1946. No review of the various matters in the prosecution of the applica- 
tion is required, but it may be noted that somewhat inconsistent grounds 
of refusal to register have, at various times, been set out by the examiner, 
but the grounds of refusal above outlined are now clearly presented. 

That “U-FLEX” so nearly resembles “UNIflex,” the mark shown in 
the prior registration referred to, as to be likely when applied to identical 
goods to cause confusion or mistake, seems apparent. Ex parte Crucible 
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seel Company of America, 617 0.G. 940, 79 USPQ 237; Carboloy Com- 


pany, Inc. V. General Aircraft Equipment, Inc., 600 O.G. 674, 73 USPQ 


447. 
Applicant contends that in view of the circumstances surrounding the 


gale of piston rings, there is no likelihood of such confusion. This same 
question was considered in the two cases above cited, and the methods of 
buying automobile replacement parts were considered in Tungsten Repair 
Parts, Inc. v. Sureline Manufacturing Co., 617 0.G. 941, 79 USPQ 272. 
See also Shurhit Products, Inc. v. Sureline Manufacturing Co., 630 0O.G. 
1103, 83 USPQ 322. In view of the identity of the goods and the similar- 
ity of the products, the marks must be regarded as confusingly similar 
under the Trade-Mark Act of 1946. 

Applicant contends that, even accepting such similarity, it is entitled 
to registration in view of a letter of consent filed by the owner of the 
prior registration. Such a consent may be given weight where there are 
sufficient differences between the marks or the goods, or both to give at 
least reasonable doubt as to similarity. But such a consent cannot over- 
come the statutory prohibition against registration of a mark which is 
confusingly similar within the meaning of Section 2 of the Act of 1946. 
In re Laskin Brothers, Inc., 32 C.C.P.A. 820, 146 F. 2d 308; Schering & 
Glatz, Inc. v. Sharp & Dohme, Incorporated, 32 C.C.P.A. 827, 146 F. 2d 
1019. It is my opinion, therefore, that the registration was properly re- 
fused in view of the prior registration of record. 

In view of the foregoing, it is unnecessary to discuss in detail the 
question of the generic nature of applicant’s mark. In the event further 
proceedings should make it material it is noted that, while the record 
presented indicates that the mark is highly descriptive, this would be 
no basis for refusal of the registration on the Supplemental Register 
unless it is generic, and incapable of distinguishing the goods. The record 
presented leaves some doubt as to whether or not it is generic, and it is 
my opinion that, under the circumstances presented, the applicant would 
be entitled to the benefit of this doubt if the mark were otherwise regis- 
trable. 


The decision of the Examiner of Trade-Marks is affirmed. 





RE STERLING POLISH COMPANY, LTD. AND SHEFFIELD 
MERCHANDISE, INC. 


T.D. 52452—Commissioner of Customs—April 13, 1950 


TRADE-MARK ACT oF 1946—Recordation of Trade-Marks—Section 42 


T. D. Oppostrions—Recordation of Trade Names—Particular Instances 
Upon filing of notices of opposition to tentative recordation of trade name 
“Sterling Polish Company” and upon applicant’s notification to Department of 
its desire to withdraw, application for recordation considered as abandoned. 
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Upon filing of notices of opposition to tentative recordation of trade name 
“Sheffield,” and after consideration of evidence presented by applicant and 
opposers, application for recordation of “Sheffield” as trade name denied. 


FRANK Dow, Commissioner of Customs: 


Reference is made to T. D. 52068, dated October 18, 1948, and T. p 
52137, dated January 24, 1949, publishing notices of the tentative 
recordations of the trade names described below following the receipt 
of applications filed by the respective parties in interest under the 
provisions of section 42, Trade-Mark Act of 1946, and section 11,16 
Customs Regulations of 1943. 


(T.D. 52068) 

“STERLING POLISH COMPANY,” owned by Sterling Polish Com. 
pany, Ltd., a corporation of Denmark, Stolpegaardavej 113, Copenhagen, 
Denmark, which is used in connection with the manufacture and sale 
of cleansing material and polish for precious metal, the merchandise 
being manufactured in Copenhagen, Denmark. 


(T.D. 52137) 

“SHEFFIELD,” owned by Sheffield Merchandise, Inc., a corporation 
of New York, 9 East 46th Street, New York, N. Y., which is used 
in connection with the importation, distribution, and sale of watches, 
watch movements, and analogous products, the merchandise being manu- 
factured in Switzerland. 


we a * 





Notices of opposition to the recordations of the above-mentioned 
trade names were duly filed in the Treasury Department within the time 
limits set forth in the tentative notices of recordation, or authorized 
extensions thereof, and the interested parties were given an opportunity 
to present evidence in support of, or in opposition to, the recordations. 

The Sterling Polish Company, Ltd., applicant for the recordation of 
the trade name “STERLING POLISH COMPANY,” has notified the 
Department through its attorneys that it desires to withdraw its applica- 
tion for recordation. Accordingly, the application for recordation is 
hereby considered abandoned as of this date. 

After due consideration of the evidence presented by the owner of 
the trade name “SHEFFIELD” and by the opposers to the recordation of 
that name, the Department is of the opinion that the recordation of the 
name as a trade name under the above-cited statute should be denied, and 
it hereby is denied as of this date. 

All collectors of customs and other officers of customs who have 
detained any merchandise by reason of the tentative recordation of the 
above-mentioned trade names shall no longer detain such merchandise 
insofar as the trade-mark laws are concerned. 
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PART I 


THE PUBLIC INTEREST IN LEGAL PROTECTION 
OF 
INDUSTRIAL AND INTELLECTUAL PROPERTY* 


S. Chesterfield Oppenheim** 


Mr. Justice Holmes once referred to the generally accepted American 
doctrine that free competition is worth more to society than it costs.' This 
morning I raise a question paraphrasing that statement. Is legal protec- 
tion of ideas embodied in patented inventions, in copyrighted publications, 
in trade-marks and trade names, and in all related mental productions 
worth more to society than it costs? 

There is a social cost whenever the law recognizes exclusive rights in 
idea productions. Since the goal of the public policy of the United States 
is to maintain open and effective competition, the question immediately 
presented is whether any limitation upon fully operative competition is 
worth the price. 

When I refer to competition, I do not use it in the sense of pure or 
perfect competition. In fact, competition, like monopoly, is a relative 
term. It means different things in different situations. 

Today there is general acceptance of the economic truth that in many 
American markets competition is imperfect. In actual markets, sellers 
and buyers achieve varying differential advantages in the price of a prod- 
uct, the form in which it is produced, and the channels through which it 
is marketed. These differential advantages are typical in markets where 
sellers differentiate their products by brand names or by dress and pack- 
aging of their goods. One product may achieve a degree of exclusiveness 
because a particular seller can build up consumer insistence for his article. 
Yet it is evident that there is stiff competition in substitute products 
sold under different trade-marks and trade names.¢ 





* Delivered at the 72nd Annual Meeting of The United States Trade Mark Associa- 
tion at The Waldorf-Astoria, New York City, June 6, 1950. 

** Professor of Law, The George Washington University. 

1. Dissenting opinion in Vegelahn v. Guntner, 167 Mass. 92, 44 N.E. 1077 (1896). 

2. No one can have a property right in abstract ideas. When a novel idea, other than 
one embodied in a patent, copyright or trade-mark, is reduced to concrete form 
and substance and remains unpublished, the originator can protect the idea by con- 
tract, or against unjust enrichment of another by breach of trust or confidence, 
or other mode of misappropriation. See Common Law Regulation of the Idea 
Market (1949) 16 U.Chi.L.Rev. 323. 

3. TNEC Monograph No. 21, Competition and Monopoly in American Industry (1940) 
es Chamberlin, The Theory of Monopolistic Competition (6th ed. 1948) pp. 

4, onan, Unfair Trade Practices — Cases, Comments and Materials (1950) 
pp. 11-41. 
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It is also true that patented and copyrighted articles often compete 
with one another with varying degrees of differential advantages accru- 
ing to a particular seller. In such situations, it is fallacious to confuse 
these degrees of exclusiveness with the emotional appeal to the word 
“monopoly.” 

Indeed, complete monopoly is as rare as perfect competition. Degrees 
of exclusiveness are compatible with effective competition. Clearly dis- 
tinguishable are the high degrees of market control in genuine anti-trust 
cases, such as the 100% monopoly which Pullman had in sleeping cars. 

Taking this approach, it is plain that legal protection of patents, copy- 
rights and trade-marks are not necessarily antagonistic to the public 
policy of maintaining competition. Under the political and economic 
structure of the United States, which rests upon the Constitution, private 
competitive enterprise carries with it the principle of preserving to mental 
creators the fruits of their endeavors. That is why, in addition to the 
public policy of maintaining competition,® there is another set of laws 
prohibiting unfair trade practices? in order that an equitable plane of 
competition may be established to prevent unjustified interferences with 
the tangible and intangible values of a going business enterprise, whether 
it be by misrepresentation, misappropriation or other wrongful practices. 

Why do I raise the question whether the benefits to society outweigh 
the social cost of the legal safeguards accorded patents, copyrights and 
trade-marks? 

I do so because recently there has emerged, in more precise form than 
at any other period, a questioning of the premises upon which the courts 
have protected industrial property rights—defined to include patents and 
trade-marks—and literary or artistic property rights, largely covering 
copyrights but at times extended to other forms of intellectual creations. 

The theme running through this new pattern of thinking is that the 
protection of the public interest requires a restrictive rather than a 
liberal judicial attitude toward the claimants of such exclusive rights. 

For convenience, I shall call the advocates of this viewpoint “the 
restrictionists.”* Their viewpoint is partly presented in recent economic 


. United States v. Pullman Co., 50 F. Supp. 123 (E.D. Pa. 1948), various subsequent 
proceedings culminating in 329 U.S. 748, 67 S. Ct. 1078, 91 L. Ed. 1263 (1946). 

. Edwards, Maintaining Competition (1949); Oppenheim, Cases on Federal Anti- 
Trust Laws (1948). 

- Oppenheim, Unfair Trade Practices — Cases, Comments and Materials (1950). 

. The citations in footnotes 9, 10, and 11, infra, are illustrative of writings which 
advocate, in whole or in part, what I have described as a restrictionist viewpoint. 
The writers differ in the scope of application of this viewpoint. In the context of 
the position taken in this article, a viewpoint is characterized as “restrictionist” 
only when deemed contrary to one or more of the basic premises of idea protection 
under private competitive enterprise. 

As stated later in the text of this article, there is no intention to deny that 
some of these writings also contain proposals for improvement of specific aspects 
of the patent, copyright and trade-mark systems consistent with the fundamental 
premises of such systems. Furthermore, the public interest conception set forth 
in this article does not take issue with effective enforcement of the anti-trust and 
unfair trade practice laws to prevent or to correct violations of such laws through 
clearly proved misuse of patents, copyrights or trade-marks. 
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and legal literature® in Congressional documents'® and in some judicial 
opinions." While their views differ in the degree of restriction advocated 
on specific aspects of the patent, copyright and trade-mark systems, the 
attitude taken on the extremes and intermediate positions fits the des- 
cription of their general approach as “restrictionists.” 

The reasoning of the restrictionists goes somewhat like this. They 
start with a reminder that the public interest favors the fostering of 
competition. Next they stress the point that industrial and intellectual 
property rights create immunity from competition in the nature of 
monopoly rights. Hence, they conclude that the public interest will suffer 
unless the courts are very cautious either in recognizing such exclusive 
rights or in enlarging their scope. If there are any doubts, this view- 
point believes they should be resolved against the private claims to pro- 
tection. ; 


This new gospel of the public interest began to be vigorously advocated 
during the TNEC hearings in 1938. The recent questioning of the merits 
of patents and the Patent System are well-known.'2 What is not so well- 
known is that this attitude has been carried into the field of copyrights 


9. On patents a definite flavor of restrictionism is reflected in Hamilton, Patents and 
Free Enterprise, TNEC Monograph No. 31 (1941); Hamilton & Till, What is a 
Patent? (1948) 13 L. & Contemp. Prob. 246; Meyers & Lewis, The Patent “Fran- 
chise” and the Anti-Trust Laws (1941-1942) 30 Geo. L. J. 117, 260, at pp. 117-124, 
271-275; Petro, Patents: Judicial Developments and Legislative Proposals (1944- 
1945) 12 U. Chi. L. Rev. 80, 352;Feuer, The Patent Privilege and the TNEC 
Proposals (1940) 14 Temp. L. Q. 180; Kahn, Fundamental Deficiencies of the 
American Patent Law (1940) 30 Am. Econ. Rev. 475. Stedman, Invention and 
Public Policy (1947) 12 L. & Contemp. Prob. 649, raises some questions which he 
does not purport directly to answer but which suggest positions taken in restrict- 
ionist literature. Cf. Rice, Decay of Our Patent System (1936) 5 Brooklyn L. Rev. 
357; Edwards, Maintaining Competition (1949) pp. 216-248. On trade-marks, 
Chamberlin, The Theory of Monopolistic Competition (6th ed. 1948) is frequently 
cited on monopolistic aspects of trade-marks. But see note 39 infra. Brown, 
Advertising and the Public Interest: Legal Protection of Trade Symbols (1948) 
57 Yale L. J. 1165, urges narrowing of protection in the respects discussed in this 
paper, infra. See also Mund, Government and Business (1950) pp. 120-123. Art- 
icles dealing primarily with restraints of trade in trade-marks and presenting 
anti-trust issues arising from abuses of trade-mark rights are distinguishable and 
are cited infra notes 40, 41 in the context of the discussion on trade-marks and the 
anti-trust laws. 

. For example, on patents, see portions of TNEC Hearings, Part 2 (1939), Part 3 
(1939), Part 30 (1940), Part 31-A (1941); TNEC Final Report, Sen. Doc. No. 35, 
77th Cong., 1st Sess. (1941) 36, 269. 

. On trade-marks, see some of Judge Jerome Frank’s comments on trade-marks in 
Standard Brands v. Smidler, 151 F. 2d 34 (C.C.A. 2d, 1945), Eastern Wine Corp. 
v. Winslow-Warren, Ltd., 187 F. 2d 955 (C.C.A. 2d, 1943) and Triangle Publica- 
tions, Inc. v. Rohrlich, 167 F. 2d 969 (C.C.A. 2d, 1948) ; comments of Judge Minton 
rn “ae Growers Exchange v. Sunkist Baking Co., 166 F. 2d 971 (C.C. 

» Tim, i , 

On patents, see comments of Thurman Arnold, J. in Potts v. Coe, 145 F. 2d 27 
(U.S. App. D. C. 1944); Monsanto Chemical Co. v. Coe, 145 F. 2d 18 (U.S. App. 
D. C. 1944), and Special Equipment Co. v. Coe, 144 F. 2d 497 (U.S. App. D. C. 
1944), rev’d 324 U.S. 370, 65 S. Ct. 741, 89 L. Ed. 1006 (1945) ; comments of Jus- 
tice Douglas (Black and Murphy, JJ. concurring) in dissenting opinion in Special 
Equipment v. Coe, infra note 19; comments of Judge Jerome Frank, concurring, in 
Picard v. United Aircraft Corp., 128 F. 2d 6382 (C.C.A. 2d, 1942). 


12. See relevant references cited in footnotes 9, 10, and 11, supra. 
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and trade-marks by a process which Judge Jerome Frank described as 
“a sort of intellectual osmosis.’’'? 

No one would quarrel with advocacy of the protection of the public 
interest. The difficulty is that the term “public interest” has been used 
by the restrictionists as though it were something apart from and adverse 
to the private interest. In levelling criticisms at patents, copyrights and 
trade-marks, they appear to assume that the public interest begins where 
the private interest ends. 

It is important to understand the fallacy of this conception of the 
public interest in its relation to private competitive enterprise. 

All legal rights and duties represent the protection of interests deemed 
good for society. From that standpoint, all property rights or other legally 
protected interests reflect a public interest. They are creatures of the 
law. Private property is recognized precisely because the law determines 
that it is in the public interest. 

There is nothing new in that concept. One noted authority on juris- 
prudence has expressed it this way: 


“There is no absolute property — property, that is, independent of considera- 
tion of the interests of the community; and history has taken care to engrave 
this truth upon the minds of all peoples.’ 

Another writer of equal prominence has treated law and property as 
Siamese twins. His words are: 


“Property and the law are born together, and die together. Before the laws 
were made there was no property; take away laws and property ceases.”’'s 


If the restrictionist pattern of thinking merely meant that industrial 
and literary property rights are justified only when they promote the 
public interest, I would heartily agree with that as a catechism of first 
principles. The restrictionists, however, take a different approach. 
Whereas patents, copyrights and trade-marks have heretofore been gen- 
erally regarded as presumably worth more to society than their exclusive- 
ness costs, the restrictionists say that presumably such exclusive legal 
rights cost society more than they are worth. 

In reality, these divergent viewpoints represent two rival philosophies 
concerning the public interest. To put it in graphic terms, the restric- 
tionists look upon the private and public interest as two separate circles, 
standing side by side and in opposition to each other. The truth of the 
matter is that they are concentric circles in which the smaller circle of 
the private interest is circumscribed within the larger circle of the public 
interest. Whenever the law carves out of that larger public interest 
circle a small circle of exclusive rights in patents, in copyrights and 


13. Standard Brands v. Smidler, supra note 11 at p. 41. 
14. I Jhering, Geist 7, quoted in Philbrick infra note 15 at p. 723, note 111. 


15. Bentham, Theory of Legislation 113. See also Noyes, The Institution of Property 
(1936) ; Bowen, The Concept of Private Property (1925) 11 Corn. L. Q. 41; Phil- 
brick, Changing Conceptions of Property in Law (1938) 86 U. Pa. L. Rev. 691. 
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in trade-marks, a judgment has been made that it serves the public 
welfare to prevent others from poaching upon such private preserves. 

This principle applies with as much force to a person’s exclusive rights 
in intangible property as to a person’s rights in a piece of land. No one 
who subscribes to the doctrine of private property questions the right of 
the citizen to bring an action of trespass against an intruder on his land. 
In such a case there has been no questioning of the proposition that the 
private interest is in harmony with the public interest. Why, then, have 
the restrictionists reversed this position when industrial and literary 
property rights are involved? 

To answer this question, it is necessary to bring together various 
threads of this restrictionist philosophy, for comparison with the tradi- 
tional views on the subject. 

I shall first summarize the controversial aspects in the field of 
patents.'* 

The patent grant is the outstanding example in the field of ideas of a 
Jegal monopoly which may be described as a public welfare monopoly. 
Article I, Section 8 of the Constitution provides that Congress shall have 
the power “to promote the progress of science and useful arts” by secur- 
ing to inventors for a limited period the exclusive right to their discover- 
ies. The patent laws enacted by Congress pursuant to that provision grant 
to the patentee for a term of seventeen years the right to exclude all others 
from making, using or selling his patented invention. 

Why did the Founding Fathers, who were so bitterly opposed to mon- 
opoly in any form, believe that this species of monopoly would promote 
the public interest? The basic theory of the patent grant is that the 
development of our industrial economy and the elevation of the national 
standard of living require the sparkplugs of incentive to invent and the 
incentive to invest risk capital in new enterprises. It was thought that by 
rewarding the inventor for his discovery and by giving venturesome capi- 
tal the safeguard of temporary exclusive rights, new products and new 
industries would be stimulated. 

Private gain, however, was not the paramount aim. The public inter- 
est was further safeguarded by requiring the applicant for a patent to 
satisfy certain conditions and by subjecting him to certain limitations. 
The invention must be something new and useful and must be the product 
of the inventive faculties. The applicant must make a full disclosure of 
the essential features of his invention. He can claim no more than the 
invention described in the claims of his patent. This disclosure informs 
the public of the exact scope of the claimed invention and thus limits the 
area of the exclusive rights of the patent grant. It is also part of the 


16. The basic theory of the patent grant and the pros and cons of the patent system, 
together with various footnote references thereto, are presented in Outline and 
Commentaries on American Patent System in Oppenheim, Cases on Federal Anti- 
Trust Laws (1948) pp. 465-496. 
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bargain that on expiration of the patent, there will be a dedication of the 
invention to the public for the free use of all competitors. What would 
otherwise be trade secrets thus become part of the common knowledge of 
the public. 

Some of the restrictionists have questioned many of these basic prem. 
ises of the Patent System. They do not limit their criticisms to proposals 
for the improvement of the system or the elimination of misuse of patents 
in violation of the anti-trust or unfair trade practice laws. Rather, the 
underlying nature and tone of their discussion is a challenge to the Patent 
System as a whole. '7 

This thesis sometimes echoes Judge Learned Hand’s passing comment 
that “perhaps the system is outworn.’’'* The context of the criticism of the 
restrictionists conveys the impression that the system is too high a social 
price to pay for the benefits which accrue to the public from it. 

Intelligent and reasonable persons would readily agree that construc- 
tive proposals for the betterment of the Patent System, based upon facts 
and a proper understanding of the way to reconcile the temporary exclu- 
sive rights of the patentees with the paramount public interest, reflect a 
healthy advocacy of divergent viewpoints essential to the democratic 
process. 

Public interest is, of course, a flexible concept. It can be narrowed 
or stretched. It involves value judgments of the legislature and courts. 
We cannot always be certain that proper weight has been given either to 
the claims of private parties or to the public interest. This is especially 
so in the constantly changing American technology and industrial system 
built upon the dynamic arts and sciences. Decisions on what is in the pub- 
lic interest are not always as clear as the difference between black and 
white. There are some gray areas where reasonable differences of opinion 
necessarily arise. In those borderline cases, the scales may easily be 
tipped toward carving out either a larger or a smaller portion of exclu- 
siveness of private rights. 

These reflections suggest that an open mind on the merits or demerits 
of any existing institution of society — such as the patent, copyright and 
trade-mark systems — is a healthy condition for America where respons- 
ible freedom of thought is a cherished ideal. 

There is a vital difference, however, between the attitude I have just 
characterized and the attitude manifested in some of the writings of the 
restrictionists. In the United States we have staked our national destiny 
and the welfare of our citizens upon traditions inseparable from the prin- 
ciple that those who sow the seeds of ingenuity and resourcefulness 
harnessed to investment of capital shall reap the harvest of rewards com- 
mensurate with the benefits conferred upon the people. That is a funda- 





17. See Hamilton, op. cit. supra note 9 at p. 158; Hamilton & Till, supra note 9; Petro, 
supra note 9. 
18. Dewey & Almy Chemical Co. v. Mimex Co., 124 F. 2d 986, 990 (C.C.A. 2d, 1942). 
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mental principle of private competitive enterprise which cannot be 
surrendered without loss of the virility of the incentives of such a system. 

If the philosophy of the restrictionists is in fact contrary to that 
pelief, it must be regarded as resting upon premises out of keeping with 
the historic goals of American enterprise. Disclaimers that such is not the 
intention cannot erase the effects of substituting another set of beliefs or 
premises for the ones by which America has lived since the Constitution 
was conceived. 

It is not possible here to do more than highlight the following aues- 
tionings of the restrictionists concerning the basic premises of the Patent 
System. (1) Questioning of a patent as a species of private property and 
proposing that a patent should be assimilated to a certificate of conven- 
ience and necessity as in public utility regulation..2 (2) Casting doubt 
upon whether it is necessary to give the patentee the right to exclude 
others as an indispensible incentive to invent and to assure commercializa- 
tion of the invention by investment of risk capital.2° (3) Suggesting that 
modern inventions cannot be attributed to individuals but is either a 
social process for which no particular persons should be rewarded or the 
result of group research in industrial laboratories for the benefit of 
profit-making by large corporations.2' (4) Capitalizing on the controversial 
question of the standard for deciding what is invention by conveying the 
impression that because most inventions cannot rise to the level of a 
“flash of genius,” they are not worth to society the price of exclusiveness 
contemplated in the Constitutional provision on patents.22 (5) Harping on 
charges of suppression of patents without carefully distinguishing situ- 
ations where the invention itself or the market outlook does not justify 
the investment in its commercial development.2? (6) Elaborating upon 
anti-trust abuses of patent rights in a tenor that creates the impression 
that there is no solution for the dilemma of a pro-competition anti-trust 


19. Hamilton, TNEC Monograph No. 31, op. cit. supra note 9 at p. 158; Meyers & 


Lewis, supra note 9 at pp. 121-125; Petro supra note 9 at pp. 404-405; Judge 
‘Jerome Frank’s suggestion in his concurring opinion in Picard v. United Aircraft 
Corp., supra note 11 at p. 645 that: “To bring patents into line with the consti- 
tutional provision relating to patents, it is worth considering whether they should 
not, by statute, be assimilated, to some extent,, to certificates of convenience and 
necessity.” Compare dissenting opinion of Mr. Justice Douglas in Special Equip- 
ment Co. v. Coe, 324 U.S. 370, 65 S. Ct. 741, 89 L. Ed. 1006 (1945) (Black and 
Murphy, JJ. concurring) stating that “It is a mistake to conceive of a patent as 
but another form of private property. The patent is a ‘privilege’ conditioned by 
a public purpose,” with the later statement by the same Justice in Transparent- 
Wrap Machine Corp. v. Stokes & Smith Co., 329 U.S. 637, 67 S. Ct. 610, 91 L. Ed. 
563 (1947) that “A patent is a species of property.” 

20. Hamilton, TNEC Monograph No. 31, op. cit. supra note 9; Petro, supra note 9. 
Proposals for general compulsory licensing of all patents, as distinct from com- 
pulsory licensing as a remedy for misuse of patents, are related to this point. 

21. Kahn, supra, at pp. 478-482; TNEC Hearings, Part 30 (1940) at p. 16212. 

22. See opinions of Thurman Arnold, J. in Potts v. Coe and Monsanto Chemical Co. v. 
Coe, supra note 11. 

23. Writings in which charges of suppression of patents have been made are collected 
in Frost, Legal Incidents of the Non-Use of Patents Reconsidered (1946) 14 Geo. 
Wash. L. Rev. 273, 435. 
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policy as one horn and an anti-competition exclusiveness of patent rights 
as the other horn of the dilemma.2¢ 

These questionings challenge a widely held belief that the Patent Sys. 
tem has been a major means by which our technological supremacy has 
been achieved and from which our industrial economy has constantly 
drawn its strength. 

The pattern of thinking of the restrictionists has succeeded in gener- 
ating a psychology of uncertainty about the fundamentals of the Patent 
System. Doubts have been manifested in all branches of government. The 
inventor has been wondering about his legal rights. The industrialist 
and businessman, large and small, is anxious to know the prospects of 
reward for investment of private risk capital in new ventures protected 
by patents. Lawyers are apprehensive in advising their clients regarding 
the validity of patents and defenses to infringement based upon the 
restrictionist conception of the public interest. 

The man on the street, who has vague ideas about the effect of patents 
on his everyday life, reads popular accounts of anti-trust cases involving 
charges of abuses and suppression of patents. Has he become infected 
with the notion that every patent is a wolf in sheep’s clothing? 

There is an old saying: “Don’t throw out the baby with the bath- 
water.” There is danger in doing that very thing when far-reaching 
changes in the fundamentals of the Patent System are proposed without a 
full knowledge of the facts and an analysis of the facts. At the present 
time there is still a large gap in such knowledge. Past studies of the 
Patent System have been sporadic and fragmentary. Opinion evidence 
and emotional thinking have been more evident than hard facts and cool 
deliberation. There is need for systematic field studies with respect to 
the actual functioning of the Patent System in the workshop, in the 
laboratory, in the markets for new products, in employment of labor and 
the like. Only then can an informed appraisal of the Patent System be 
made after weighing all of the factors involved. 

The restrictionists have not given us such an appraisal. Until such an 
appraisal is forthcoming, is it reasonable to suppose that the citizenry of 
America would be willing to tamper with the essentials of the Patent 
System? 

No informed person would dispute the desirability of giving careful 
consideration to proposals for betterment of the Patent System by changes 
in procedure and improvements in the substantive law of patents. It is 
also clear that misuse of patents by suppressing competition beyond the 
scope of the patent rights or by restrictive practices or agreements to 
control an entire industry violate the public policy of both the patent 
laws and the anti-trust laws. 

When one considers the present trend in the courts toward great 
strictness in applying the standard required for invention, and the series 





24. Petro, supra note 9. 
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of court cases applying strictly the public policy of the patent and anti- 
trust laws in patent litigation,* one wonders why the restrictionists need 
be so concerned about the protection of the public interest. On the con- 
trary, many believe there is ground for apprehension that the pendulum 
has swung too far away from the former doctrine that “in his domain 
the patentee is Czar.” They believe that it is time for it to swing back to 
a more liberal protection of the exclusiveness of patent rights as envis- 
aged by the Constitutional provision and by the belief that such exclusive- 
ness is worth more to society than its cost to society in making a limited 
time exception to competition in the sale of goods and services. 

Turning next to the Copyright System, it should be noticed that the 
purpose of the copyright law is similar to that of the patent laws and is 
derived from the same Constitutional provision.2¢ As an incentive to 
general publication, the author is given exclusive rights to publish, multi- 
ply copies and sell his production for a period of twenty-eight years, 
subject to one renewal for an equal period. As in the case of patents, the 
theory is that upon expiration of the copyright, the public will benefit 
from the free use of the product of the author’s talents. Originality 
required for copyright, while often below the standard of genuine creat- 
iveness, is in the arrangement, expression, or sequence of ideas rather 
than in the conception, knowledge or information as such. 

There are many striking parallels between the exclusiveness of rights 
in patents and copyrighted subject matter. Limitation of time permits me 
only to mention that the “osmosis” process, of which Judge Frank spoke, 
may make itself felt in a critical restrictive attitude toward the exclusive- 
ness of the copyright grant. This approach has not been as articulate with 
respect to the place of the public interest in the Copyright System as a 
whole as in the case of the Patent System. The restrictionists, however, 
have stressed the cases where misuse of copyrights through contract and 
license restrictions and agreements among copyright owners may be in 
violation of the anti-trust laws. This, of course, touches upon only one 
phase of public policy in the sphere of copyrights and raises issues perti- 
nent to effective enforcement of the anti-trust laws. For a perspective on 
the whole Copyright System, I merely invite your attention to the many 
respects in which my previous discussion concerning the Patent System 
bears with equal force to the approach to the Copyright System.” 

I now come to a third area into which the “osmosis” set in motion by 
the restrictionists has spread, namely, trade-marks and trade names. 
Closely related is the distinctive appearance of features pertaining to the 
dress or packaging of goods. 


25. See Outline and Commentaries on American Patent System, supra note 16. 

26. See Wolff, Copyright Law and Patent Law: A Comparison (1942) 27 Iowa L. 
Rev. 250; Howell, The Copyright Law (2d ed. 1948). 

27. See useful articles raising questions pertinent to the public interest in the copy- 
rights system in Chafee, Jr., Reflections on the Law of Copyright (1945) 45 Col. 
L. Rev. 503, 719; Evans, Copyright and the Public Interest (R. R. Bowker Mem- 
orial Lecture) (N. Y. Public Library, 1949). 
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Unlike patents and copyrights, trade-marks and trade names are not 
the creatures of statutory grant of exclusiveness based upon specific con- 
stitutional sanction. They are primarily the creatures of the common law 
and are also protected under registration statutes.2*¢ The Trade-Mark Act 
of 1946 purports to introduce some new substantive rights of trade-mark 
owners going beyond the common law. 

Under our jurisprudence, common law protection arises from adoption 
and use either of arbitrary or suggestive terms — the so-called technica] 
marks — or of descriptive and geographical terms, personal names and 
the like which have become associated in the public mind with a particular 
source — the so-called secondary meaning trade names. 

It is elementary that these marks are symbols of good will which serve 
the essential commercial purpose of identifying the product and source of 
one merchant’s goods and of distinguishing them from the goods of his 
competitors. 

The basis of legal protection of trade-marks has never been more elo- 
quently explained than in these words of Mr. Justice Frankfurter: 


The protection of trade-marks is the law’s recognition of the psychological 
function of symbols. If it is true that we live by symbols, it is no less true that 
we purchase goods by them. A trade-mark is a merchandising short-cut which 
induces a purchaser to select what he wants, or what he has been led to believe 
he wants. The owner of a mark exploits this human propensity by making every 
effort to impregnate the atmosphere of the market with the drawing power of a 
congenial symbol. Whatever the means employed, the aim is the same — to con- 
vey through the mark, in the minds of potential customers, the desirability of 
the commodity on which it appears. Once this is attained, the trade-marks have 
something of value. If another poaches upon the commercial magnetism of the 
symbol he has created, the owner can obtain legal redress.z9 


Another Judge has said: 


It should not be overlooked that trade-marks and unfair competition cases 
are affected with a public interest. A dealer’s good will is protected not merely 
for his profit but in order that the purchasing public may not be enticed into 
buying A’s product when it wants B’s product. In meritorious cases of this 
kind, the plaintiff is acting, not only in his own interest, but in the public 
interest.30 


The traditional theory by which the courts have determined when 
trade-marks are worth the price of legal protection against poaching in- 
cludes the following elements: (1) recognition of a property right in the 
good will of the mark built up by the efforts of the owner thereof; (2) 
preventing deception of the purchasing public; (3) preventing diversion 





28. See generally Nims, Unfair Competition and Trade-Marks (4th ed. 1947); Call- 
mann, Unfair Competition and Trade-Marks (1945); Derenberg, Trade-Mark Pro- 
tection and Unfair Trading (1936). 

29. Mishawaka Rubber & Woolen Mfg. Co. v. S. S. Kresge Co., 316 U.S. 203, 205, 62 
S. Ct. 1022, 86 L. ed. 1381 (1942). 

30. Per Anderson, J. in General Baking Co. v. Gorman, 3 F. 2d 891, 893, (C.C.A. 1st, 
1925). 
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of customers by a false representation; and (4) safeguarding the com- 
petitive system by promoting honesty and fair dealing in business in order 
to encourage others to market new products.>' 

In short, the conventional judicial doctrine is that the public interest 
lies in preventing competition through infringement of the plaintiff’s 
trade-marks by defendant’s use of an identical or confusingly similar 
mark in order that the competitive struggle might be conducted on a plane 
of fair competitive rivalry. 

What’s wrong with that classical concept of the public interest? Does 
it not square with the American sense of “fair play,” a belief imbedded 
in the folkways of the sports arena and the market place? 

Again the restrictionists enter the picture with the theme that the 
public interest has been neglected in the failure of the courts to be alerted 
to the peril that the exclusiveness of trade-marks rights might be worth 
less than they cost society. As in the case of patents, the restrictionists 
argue for a strict judicial attitude in ruling on the validity of trade- 
marks and on the scope of their protection. They have questioned the 
basic premises of the traditional theory of trade-mark protection.32 This 
time, they have labeled trade-marks as “partial monopolies” incompatible 
with the preservation of competitive opportunities of other businessmen. 

In a series of recent opinions of Judge Jerome Frank in the United 
States Court of Appeals for the Second Circuit, the restrictionists have 
found some judicial support for their viewpoint.3* In fairness to Judge 
Frank, it should be said that he has disavowed succumbing to the “‘monop- 
oly phobia,” as he calls it, saying that like most phobias, it is “both a 
symptom and a cause of a neurotic tendency which, in refusing bravely to 
face facts, cannot yield intelligent guidance.”2 Judge Frank has never- 
theless warned that trade-marks are judge-made monopolies; that in the 
inception of trade-mark doctrines the courts have begged the question by 
calling them “property rights,” and that the real question is ““whether, as 
a matter of policy, the courts should regard the first user of the name as 


31. See Nims, Callmann, Derenberg, all supra note 28. 


32. In National Fruit Product Co. v. Dwinell-Wright Co., 47 F. Supp. 499 (D. Mass. 
1942), Judge Wyzanski cited various writings which attacked the principle of 
extending protection of the same mark to different goods. In refusing to apply 
such a viewpoint, Judge Wyzanski said: “Perhaps most of this attack is launched 
not merely at the extension, but at the very existence, of trade-mark protection. 
However that may be, there remains much to be said for the hitherto prevailing 
principles protecting a trade-mark against use on kindred products as well as on 
the identical product. Regardless of how clearly philosophers now show the fallacy 
of asserting that trade-marks have a value apart from judicial protection, busi- 
nessmen previously have been willing to place as high a value as forty-two million 
dollars upon a single trade-mark, undoubtedly partly because they thought it could 
not be used by others on the same or related goods [citing references]. Courts 
should hesitate, by reversing the trend of their decisions, to destroy the economic 
values which those very decisions created. If the abuse is great, Congress can 
amend the statute.” 


33. Standard Brands v. Smidler, Eastern Wine Corp. v. Winslow Warren, Ltd., Tri- 
angle Publications, Inc. v. Rohrlich, all supra note 11. 


34. Standard Brands v. Smidler, supra note 11 at p. 42. 
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the ‘owner’ of a new kind of exclusive property right — and so possesseq 
of a ‘monopoly’.”35 After reviewing the orthodox grounds for protecting 
such marks, Judge Frank concludes that the courts “have failed to see 
that the doctrine of so-called ‘unfair competition’ is really a doctrine of 
‘unfair intrusion on a monopoly’.’’3¢ 

I pointed out at the beginning of this paper that differentation of 
products and source of products by brand marks and names is today a 
garden variety form of imperfect competition in modern advertising and 
sales promotion. The restrictionists insist that giving legal shelter to 
these differentiating symbols is equivalent to preserving monopoly rather 
than competition. They have interpreted the writings of Edward H, 
Chamberlin,?7 a Harvard economist, as meaning that the law of trade- 
marks tends to preserve monopoly.2* My interpretation is that Chamberlin 
has merely used the word “monopoly” in the sense that the consumer’s 
preference for a particular brand name gives the owner of that mark a 
strategic position equivalent to an element of monopolistic advantage.» 
Chamberlin called this differentiation “monopolistic competition,” which 
the restrictionists have capitalized by stressing the word “monopolistic” 
to the point where the word “competition” almost vanishes. 

As previously indicated, this differentiation is symptomatic of differ- 
ential advantages which are the essence of competition. I have not noticed 
that alarm has been expressed about lack of competition in brands of 
soaps, toothpastes, cigarettes, drugs, liquors and breakfast foods. Indeed, 
IT have been more conscious of complaints that competition in such brands 
is often excessive and needs statutory and judicial curbs to prevent ruinous 
tactics, in price, quality, style and service. If monopoly means lack of 
power of substitution, it is clear that a seller of a trade-marked article 
soon finds that his monopoly advantage is slight indeed when he raises 
his price to the point where the consumer switches to a cheaper substitute 
brand. 

It is thus readily seen that the characterization of trade-marks as 
“partial monopolies” in the sense just described is “full of sound and 
fury,” signifying little or nothing in adverse effects upon the public 
interest. 





35. Id. at p. 40. 

386. Id. at p. 40. 

87. Chamberlin, op. cit. supra note 9. 
38. Mund, op. cit. supra at p. 121. 


89. Chamberlin himself has recently questioned the misapplications of his theory. Inter- 
preting public policy in terms of general welfare economics, he said: The main 
point I want to make is that the welfare ideal itself (as well as the description 
of reality) involves a blend of monopoly and competition.” Chamberlin, Product 
Heterogeneity and Public Policy (1950) 40 Am. Econ. Rev, 85 at p. 86. In that sense, 
he suggests that “It is possible that the economy should be made ‘more competi- 
tive;’ but it is also possible that it should be made ‘more monopolistic’ instead.” 
Id. Product heterogeneity through trade-mark differentiation may thus be con- 
= as related to the norm of general welfare toward which public policy should 
tend. 
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Recently certain writers have emphasized the danger that trade-marks 
might easily be used to violate the anti-trust laws.*° In this connection 
they have drawn parallels between such misuse of trade-marks and similar 
misuse of patents and copyrights. Most of the examples cited by these 
writers are the use of trade-marks to implement international cartels. 

The fact that trade-marks may be a part of contracts, combinations or 
conspiracies, or similar arrangements, in violation of the anti-trust laws 
is insufficient ground for creating the impression that trade-marks are 
inherently an anti-trust problem.*' In that regard, owners of trade-marks 
gre not essentially different from owners of any other forms of property 
which might be used to transgress the anti-trust laws. 

The restrictionists next direct their criticisms to the fear that the 
courts might be so liberal in protection of trade-marks that they will tenc 
to lift out of the public domain words and devices of commercial identi- 
fication which should be available to the use of all competitors. 

There is no more convincing manner of demonstrating how unfounded 
this fear is than to look at the record of judicial decisions in this connec- 
tion. The courts have been alert to prevent exclusive appropriation in the 
primary meaning of descriptive and generic product names, of geograph- 
ical terms and personal names, of color and of functional features of 
goods which convey information to the public essential to effective com- 
petition in the advertising and marketing of commodities.+2 Indeed, almost 
twenty years ago, Handler and Pickett pointed out how ghostly the mon- 
opoly of trade-marks and trade names really is by showing that the 
tendency in the judicial decisions is to give the competitor the privilege 
of using someone else’s mark in a primary sense, provided that the com- 
petitor takes commercially reasonable precautions to distinguish his source 
by the use of explanatory matter, such as prefixes, suffixes and other dis- 
tinguishing matter. This tendency still exists to this day. 

Numerous examples of this insistence of the courts in safeguarding 
free use of various primary senses of designations can be readily cited. 
All of you are familiar with the futility of the plaintiff’s claim to complete 





40. Borchardt, Are Trade-Marks An Anti-Trust Problem? (1943) 31 Geo. L. J. 245; 
Diggins, Trade-Marks and Restraints of Trade (1944) 32 Geo. L. J. 113. 

41, Handler, Trade-Marks and Anti-Trust Laws (1948) 38 T.-M.R. 387, correctly 
makes this distinction. After discussing the principal abuses of trade-marks in 
relation to the anti-trust laws, he concludes with the comment that “If the past 
is any index as to the future, the potentialities of trade-marks as devices by which 
competition may be throttled appear limited.” 

Cf. comprehensive analysis by Timberg, Trade-Marks, Monopoly, and the 
Restraint of Competition(1949) 14 L. & Contemp. Prob. 223. 

Timberg and Handler, supra, discuss possible interpretations of Section 33 (b) 
(7) of the Trade-Mark Act of 1946, which provides that it shall be a defense in 
an infringement suit based upon an otherwise incontestable mark that the mark 
“has been or is being used to violate the anti-trust laws of the United States.” 


42, These cases are collected in Oppenheim, Unfair Trade Practices—Cases, Comments 
and Materials (1950) Ch. 3. 

43, Handler and Pickett, Trade-Marks and Trade Names—An Analysis and Synthesis 
(1930) 30 Col. L. Rev. 168, 759. 
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exclusiveness in the use of such descriptive terms as “Fashionit” for knit. 
ted articles,** “Raisin Bran” for bread,¢s “Sta-Down” for girdles,+« anq 
“toasted corn flakes” for a dry cereal breakfast food.47 

The same tendency to deny absolute exclusiveness is discernible in 
connection with the free use of primary meanings of descriptive picture 
marks, of non-distinctive colors, and of features of goods commercially 
essential to their production and sale. It has long been settled that even 
though in the market place secondary meaning has attached to personal 
and geographical names, like “Waterman” for a pen,*® “Stetson” for a 
hat,¢? and “Waltham” for a watch,®°° others may use such names in their 
primary sense provided the public is adequately informed that there is no 
connection with the first user of such names. 

Preserving to the public the free use of words in the public domain is 
also forcibly illustrated in the refusal of the courts to recognize exclusive 
rights to a mark used on patented or other newly created articles when, as 
a matter of fact, such marks are or have become descriptive or generic 
designations. Upon expiration of the patent in the famous “Singer,’s: 
“Linoleum,’’52 “Aspirin,”5? Cellophane’s+ and “Shredded Wheat’’s: cases 
the public was not barred from freely resorting to the use of such words. 

It should be recalled that this viewpoint was itself instrumental in 
laying a foundation in the Trade-Mark Act of 1946 for denying incon- 
testability or for cancellation of any mark which is or has become a 
common descriptive name. 

In the face of this resistance to monopolization of words in the public 
domain, it might appear that the record of court decisions on that phase 
would convince the restrictionists that the public interest has not been 
neglected. Such is not the case. The restrictionists have an arsenal of 
other contentions to demonstrate that private interests in trade symbols 
receive far more legal protection than their social utility warrants. 


44, Franklin Knitting Mills, Inc. v. Fashionit Sweater Mills, Inc., 297 F. 247 (D.C. 
S.D.N.Y. 1923), aff’d 4 F. 2d 1018 (C.C.A. 2d, 1925). 

45. Skinner Mfg. Co. v. Kellogg Sales Co., 143 F. 2d 895 (C.C.A. 8th, 1944). 

46. Ex parte, The H & W Co., Inc. Ser. No. 324486, 156 M.D. 957, November 7, 1932, 
noted 23 T.-M. R. 39 (1932). 

47. Kellogg Toasted Corn Flake Co. v. Quaker Oats Co., 235 F. 657 (C.C.A. 6th, 1916). 

48. —e Co. v. Modern Pen Co., 235 U.S. 88, 35 S. Ct. 91, 59 L. ed. 142 

49. John B. Stetson Co. v. Stephen L. Stetson Co., 85 F. 2d 586 (C.C.A. 2d, 1936). 

50. reer _—e Watch Co. v. United States Watch Co., 173 Mass. 85, 53 N.E. 

51. ee) Mfg. Co. v. June Mfg. Co., 163 U.S. 169, 16 S. Ct. 1002, 41 L. ed. 118 


52. Linoleum Mfg. Co. v. Nairn, L. R. 7 Ch. Div. 834 (1878). 

53. Bayer Co. v. United Drug Co., 272 F. 505 (D.C.S.D.N.Y. 1921). 

54. Du Pont Cellophane Co. v. Waxed Products Co., 85 F. 2d 75 (C.C.A. 2d, 1936), 
cert. denied 299 U.S. 601, 57 S. Ct. 194, 81 L. ed. 443 (1936); 304 U.S. 575, 58 
S. Ct. 1047, 82 L. ed. 1539 (1938). 

55. ieee Co. v. National Biscuit Co., 305 U.S. 111, 59 S. Ct. 109, 83 L. ed. 78 
1938). 
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In addition to the classical function of identifying a product and its 
source, a mark may also symbolize the reputation of reliability and quality 
of a product and satisfactions derived from it. A mark may further be 
ysed as an advertising device. 

These added functions, which may often be combined in the same 
mark, have disturbed the restrictionists. Their views cannot be accurately 
summed up in one broad generalization, but by and large the restriction- 
ists plead for resolving doubts in favor of narrowing the scope of pro- 
tection of the private interests of owners of marks. This position is 
expressed in different views concerning the degree of restriction to be 
imposed by the courts. 

At one extreme is the view that the courts should give relief against 
infringement of marks only in situations where the defendant tends to 
confuse the public as to the source of goods in the narrow sense of “‘pass- 
ing off” his goods as originating from the plaintiff, regardless of whether 
the plaintiff is identified by name, or whether the purchaser believes he 
is getting the same goods coming from the same anonymous source. This 
is called “confusion of goods” and assumes that the parties are in direct 
and actual competition in the sale of the same kind of goods. 

Most courts have long ago relegated this narrow scope of relief to a 
minority viewpoint.s* Some courts have progressed to a more liberal view 
of preventing injury to the reputation of a mark by enjoining confusion 
of source in the broader sense of confusion of the business of the plaintiff 
and defendant by various means other than the “passing off” practice. In 
this category, a mark may be protected when the goods in question are 
only related goods, or even when they are different goods but the circum- 
stances show that the public may be deceived by the creation of a false 
impression of connection or sponsorship between the plaintiff and defend- 
ant. Under this view, it is not essential that the parties be competitors. 
Some courts have extended protection against the unfair conduct of the 
defendant even though no sales are actually lost by the plaintiff, recog- 
nizing at times that the plaintiff may wish to expand his business into the 
disputed market. 

While of late Judge Learned Hand has shown some signs of wavering 
between more or less liberalism of decision,57 he has lent his prestige to 
judicial support of the guarantee of reputation theory in these memorable 
words: 

“* * * it has of recent years been recognized that a merchant may have a 
sufficient economic interest in the use of his mark outside the field of his own 


exploitation to justify interposition by a court. His mark is his authentic seal; 
by it he vouches for the goods which bear it; it carries his name for good or ill. 


56. The decisions on this proposition and other propositions in this paragraph are col- 
lected in Derenberg, Callmann, and Nims, op. cit. supra note 28. 

7. See his opinions in S. C. Johnson & Son, Inc. v. Johnson, 116 F. 2d 427, (C.C.A. 2d 
1940) and S. C. Johnson & Son, Inc. v. Johnson, 175 F. 2d 176 (C.C.A. 2d, 1949). Cf. 
Judge Hand’s most recent comments in Federal Telephone & Radio Corporation v. 
Federal Television Corporation, 180 F. 2d 250 (C.C.A. 2d, 1950). 
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If another uses it, he borrows the owner’s reputation, whose quality no longer 
lies within his own control. This is an injury, even though the borrower does 
not tarnish it, or divert any sales by its use; for a reputation, like a face, is 
the symbol of its possessor and creator, and another can use it only as a mask. 
And so it has come to be recognized that unless the borrower’s use is so foreign 
to the owner’s as to insure against any identification of the two, it is unlaw- 
ful.’’ss 


Under Judge Hand’s view, it is doubtful, however, that the mark 
“Caress” for a lipstick would prevent another person from using “Caress” 
for a steam shovel, but there have been liberal decisions concerning differ. 
ent goods. Under this view “V-8” for a vegetable juice cocktail precluded 
defendants from using “V-8” for vitamin tablets;5° “Seventeen” for a 
teen-age magazine was protected against “Seventeen” for a girdle; 
“Dunhill,” the pipe maker, enjoined the use of that name on shirts;*' and 
“Tiffany,” the famous jeweler, stopped the defendant from using that 
name for motion pictures.® 

Akin to this view is the doctrine that the defendant is not entitled to 
a “free ride” on the coat tails of the good will built up by the plaintiff, 
Although Judge Frank has said that this is a discredited doctrine, a few 
courts have resorted to prevention of a “free ride” as an additional 
ground of decision in cases where confusion of business was also proved.* 

It should be emphasized that at the present time there is a state of 
flux in the judicial attitude regarding the expansion of trade-mark pro- 
tection along the lines described above. This is due in part to conflicting 
applications of the theory to the facts of a particular case, or in part to 
divergent, even nebulous, views of where the public interest lies. 

Both of these factors have been manifest in recent decisions of the 
Court of Appeals for the Second Circuit,s* where certain members of the 
Court have recorded sharply worded dissenting opinions as colorful as 
some dissenting opinions emanating from the highest court of the land. 

In the Second Circuit, the confusion of trade-mark attorneys about the 
doctrine of confusion has recently been heightened by a decision which 
permitted the defendant to use the name “Miller’s Lilliputian Shoppe” 
where the plaintiff had used “Lilliputian Bazaar” for more than six 





58. Yale Electric Corp. v. Robertson, 26 F. 2d 972, 974 (C.C.A. 2d, 1928). 

59. Standard Brands v. Smidler, supra note 11. 

60. Triangle Publications v. Rohrlich, supra note 11. 

61. ae in) of London, Inc. v. Dunhill Shirt Shop, Inc., 3 F. Supp. 487 (S.D. 

62. Tiffany & Co. v. Tiffany Productions, Inc., 147 Misc. 679, 264 N.Y.S. 459 (1932), 
aff’d 262 N.Y. 482, 188 N.E. 30 (1932). 

63. See Baker, The Monopoly Concept of Trade-Marks and Trade Names and “Free 
Ride” Theory of Unfair Competition (1948) 17 Geo. Wash. L. Rev. 112. 

64. See Standard Brands v. Smidler, Eastern Wine Corp. v. Winslow-Warren, Ltd., 
Triangle Publications, Inc. v. Rohrlich, all supra note 11; LaTouraine Coffee Co. 
v. Lorraine Coffee Co., 157 F. 2d 115 (C.C.A. 2d, 1946); Best & Company, Ine. V. 
Miller, 167 F. 2d 374 (C.C.A. 2d, 1948); S. C. Johnson & Son, Inc. v. Johnson, 175 
F. 2d 176 (C.C.A. 2d, 1949). 





that 
nals 
in t 


that 
whe 
trac 
frol 
oth 
fro 
saf 
nov 
pro 


sol 
me 
Ste 
lisl 


lik 








i ee ee on 


40T.M.R. PUBLIC INTEREST IN LEGAL PROTECTION 629 
pt an SESS sn etinresmnsststernetstestnthanenaSaNta 
decades and where defendant, the latecomer, had opened a store in the 
same kind of business on the opposite side of the same street.ss 

Some trade-mark attorneys have also been puzzled by the refusal of 
the Court in the Seventh Circuit to enjoin the use of “Sunkist” on bakery 
products at the suit of the plaintiff, prior user and registrant of “Sunkist” 
for use on fruits and vegetables.s* This decision gives encouragement to 
the restrictionist viewpoint. The Court said that no purchaser with an 
LQ. worthy of judicial notice would be likely to be confused; that he is 
“hyying a loaf of bread, not a name;” and that the plaintiff was seeking 
to monopolize the word “Sunkist” as applied to all edible foods. On the 
other hand, Judge Clark of the Second Circuit, has recently pointed out 
that the Sunkist decision has been extensively criticized in the law jour- 
nals for misapplication of the test of trade-mark infringement set forth 
in the Trade-Mark Act of 1946.°7 

At the extreme of advocacy of broad protection of marks is the theory 
that the courts should not hesitate to preserve a highly distinctive mark, 
whether it be an arbitrary mark or a nationally known secondary meaning 
trade name, against dilution of its distinctiveness by prohibiting others 
from nibbling away the uniqueness of the mark through repeated uses on 
other goods.** This anti-dilution theory would break away completely 
from confusion of the source of goods or of a business. It is designed to 
safeguard the advertising and value of the mark derived from its pro- 
nounced distinctiveness. It assumes that the courts would avowedly be 
protecting the good will of the mark as a property right of its owner. 

This anti-dilution theory has found no acceptance in the courts as the 
sole ground of decision. At the most, it has occasionally appeared as 
merely one among many grounds of decision. Illustrative is the recent 
Stork Club case*® where the nationally publicized New York City estab- 
lishment, known as “The Stork Club,” enjoined the owner of a small 
restaurant in San Francisco from using the same name. While finding 
that there was confusion of source and a “free ride” on the plaintiff’s 
good will, the court also held that the defendant was threatening to 
“whittle away” or “dilute” the dearly bought prestige of the New York 
night club. 

To date only Massachusetts has enacted a state statute which makes 
likelihood of dilution of the distinctive quality of a trade-mark or trade 
name one of the grounds for an injunction. In the recent “Food Fair” 
case,7° this statute was applied against the defendant but curiously the 





6. Best & Company, Inc. v. Miller, supra note 64. 

66. California Fruit Growers Exchange v. Sunkist Baking Co., supra note 11. 

67. Dissenting opinion in S. C. Johnson & Son, Inc. v. Johnson, supra note 64. 

68. Schechter, The Rational Basis of Trade-Mark Protection (1927) 40 Harv. L. Rev. 
813; Wolff, Non-Competing Goods in Trade-Mark Law (1937) 37 Col. L. Rev. 582; 
Callmann, Unfair Competition Without Competition? (1947) 95 U. Pa. L. Rev. 
443, reprinted (1947) 37 T.-M. R. 175. 

%. Stork Restaurant, Inc. v. Sahati, 166 F. 2d 348 (C.C.A. 9th, 1948). 

10. Food Fair Stores, Inc. v. Food Fair, Inc., 83 F. Supp. 445 (D. Mass. 1948), aff’d 
177 F. 2d 177 (C.C.A. 1st, 1949). 
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court negatived the protection against dilution by allowing the defendant 
to call his stores “Rodman’s Food Fair” or “Brookline Food Fair” to 
distinguish them from the plaintiff’s chain of “Food Fair” stores. The 
plaintiff’s victory thus appears to be a hollow one. 

From this review of the diversity of views and decisions of the courts, 
it may be seen that there is substantial evidence to support the generaliza. 
tion that the courts have not gone overboard, either in adhering to the 
extreme view of narrow protection against only “passing off” practices, 
or adopting the other extreme view of acting solely to prevent dilution of 
a highly advertised mark. In the intermediate positions between these 
extremes, the courts have either been in conflict or have vacillated in 
degrees of protection accorded marks.”! 

This is a far cry from the fear of the restrictionists that word monop- 
olies are being fostered or that the competitive opportunities of others 
have been unduly hampered. On the contrary, as in the case of patents, 
many believe there is ground for wondering whether the “osmosis” pro- 
cess might not here too create a judicial psychology which will swing the 
pendulum too far in the direction of cutting down the legal safeguards 
against imitation or misappropriation of the good will embodied in the 
commercial magnetism of trade symbols. 

The pattern of the restrictionist philosophy of trade-mark protection 
would not be complete without reference to the thesis recently propounded 
by Professor Ralph S. Brown of Yale Law School.72 As a colleague in the 
field of trade regulation, I have admiration for Professor Brown’s ability 
but I am constrained to differ with his thesis in respects which I shall 
explain. 

Professor Brown stresses the point that the impetus to legal protection 
of trade symbols comes from modern advertising since trade symbols 
serve as a bridge between advertising and purchase of goods. Starting 

with that conception, he urges a distinction between the informative and 
persuasive functions of advertising. Persuasive advertising, says Profes- 
sor Brown, is “for the community as a whole, just a luxurious exercise in 
talking ourselves into spending our incomes. For the individual firm, 
however, it is a potent device to distinguish a product from its competi- 
tors, and to create a partial immunity from the chills and fevers of 





71. In S. C. Johnson & Son, Inc. v. Johnson, 175 F. 2d 176 (C.A. 2d, 1949), Judge 
Learned Hand observed that the Trade-Mark Act of 1946 “did indeed put federal 
trade-mark law upon a new footing.” It is too early to evaluate the impact of the 
new Act upon prior judicial trends in trade-mark protection. The symposium on 
Trade-Marks in Transition in the Spring, 1949, issue of Law and Contemporary 
Problems (Vol. 14, No. 2) presents the interaction between strict and liberal views 
regarding validity and scope of protection of trade-marks. In his dissenting opin- 
ion in the Johnson case, supra, Judge Clark, after referring to the intent of the 
Trade-Mark Act of 1946 to broaden trade-mark protection, cautions against pre- 
mature pronouncement of the court’s conception of public policy prior to 4 
full-dress judicial consideration of the legislative history of the new Act. 


72. Brown, Advertising and the Public Interest: Legal Protection of Trade Symbols 
(1948) 57 Yale L. J. 1165. 
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competition.” Professor Brown says it is disputable “whether persuasive 
advertising enhances the total flow of goods by promoting cost reductions” 
and that it is doubtful “whether it swells the flow of investment by the 
lure of monopoly profits.” 

From the consumer’s standpoint, Professor Brown believes that ‘For 
the consumer who desires to get the most for his money, persuasive adver- 
tising displays a solid front of irrelevancy. The alternatives to what the 
advertisers offer are not adequately presented, and the choice among 
advertised products is loaded with a panoply of propaganda for which the 
buyer pays, whether he wants it or not.” In comparison, Professor Brown 
asserts that informative advertising is an institution from which both 
buyer and seller profit. He views such advertising as “an indispensable 
adjunct to free traffic in goods and services.” Since the two functions are 
bound up in trade symbols, he states that the task before the courts in 
such cases “should be to pick out, from the tangle of claims, facts, and 
doctrines they are set to unravel, the threads of informative advertising, 
and to ignore the persuasive.” 

Applying this philosophy to the legal basis for protection of trade 
symbols, Professor Brown concludes that the only private interests worthy 
of protection are in symbols which represent the source and reputation 
of source of the goods and satisfaction with the goods themselves but 
that the persuasive advertising value and intrinsic symbol value of marks 
do not justify their protection. He characterizes his views as conservative 
because they “would preserve the basis for judicial action in this area 
pretty much as it stands.” 

My objections to Professor Brown’s thesis are threefold. First, adver- 
tising as one of the established institutions of private competitive enter- 
prise is too complex in its combinations and permutations of different 
elements to be resolved into a simplified classification of informative and 
persuasive advertising. Significant studies, such as that of Professor Bor- 
der of the Harvard Graduate School of Business Administration,7? which 
Professor Brown stamps as “a scholarly moderate case for persuasive 
advertising” and several government publications of the TNEC and the 
Federal Trade Commission,7* reveal the diversity of the forms of price 
and non-price competition in different types of advertising. Such material 
renders doubtful the validity of a generalization that informative adver- 
tising places society in a black ink surplus of benefits whereas persuasive 
advertising places society in the red ink column of deficiencies. 

Secondly, it is apparent that assuming the courts have the power to 
promote informative advertising and to discourage persuasive advertising, 
they are not equipped, either by training or experience, or by availability 


73. Borden, The Economics of Advertising, (1942); Borden, Advertising in Our Econ- 
omy, (1945). 

74. TNEC Monograph No. 1, Price Behavior and Business Policy (1940); Federal 
Trade Commission, Report on Distribution Methods and Costs, Part V, Adver- 
tising as a Factor in Distribution (1944) VI-XI. 
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of the knowledge or means, to distinguish between these two functions of 
advertising, or to formulate and apply standards to determine the econ. 
omic and social effects of the bulk of advertising. 


Third, and most important of all, Professor Brown’s proposal would 
vest in the courts affirmative regulation of advertising through separa- 
tion of informative and persuasive advertising in a manner that would 
raise substantial constitutional issues. 


The First Amendment to the Constitution of the United States unequi- 
vocally prohibits abridgment of freedom of speech or of the press. The 
functions of the press are the gathering and dissemination of information 
and opinion in the form not only of news and editorial opinion but also 
in the form of advertising. The Supreme Court has many times struck 
down restraints on the press from any source and by any method incon- 
sistent with the principle so well stated by Justice Black that the First 
Amendment “must be taken as a command of the broadest scope that 
explicit language, read in the context of a liberty-loving society, will 
allow.”’75 


Government regulation of advertising in this country has been limited 
chiefly to legislative, administrative and judicial efforts to prevent and 
correct false and misleading advertising. The Federal Trade Commission 
Act and the Federal Food, Drug, and Cosmetic Act are outstanding 
examples of this type of public control. In these statutes there is limited 
power to require affirmative disclosure but even then, it is related to 
situations designed to correct deceptive advertising, misbranding, mis- 
labeling and adulteration of products.7¢ 


Other laws prohibit advertising of obscene matter, lotteries, libelous 
expressions and invasion of privacy. Special federal regulation extends 
also to advertising of securities, alcoholic beverages, and limits the 
amount expended on political advertising.” 


Vesting in the courts the general power to encourage informative 
advertising and to discourage persuasive advertising without reference 
to these well-established exercises of the so-called “police power” would 
be equivalent to a judicial power of censorship forbidden by the First 
Amendment. One need only scan or hear the current advertising custom- 
arily disseminated in newspapers, magazines and over the radio and 
television to grasp the nature and extent of the power the courts would 
have if they were to separate the sheep of informative advertising from 
the goats of persuasive advertising. 


In an analogous situation, the majority of the Court of Appeals for the 





75. Times-Mirror Co. v. Superior Ct. of California (Bridges v. California), 314 U.S. 
252, 62 S. Ct. 190, 86 L. Ed. 192 (1941). For other cases see Dodd, Cases on 
Constitutional Law (4th ed. 1949). 

76. See Oppenheim, Unfair Trade Practices (1950), Ch. 6. 

77. Digges, The Modern Law of Advertising and Marketing (1948) pp. 33-37. 
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District of Columbia recently held7* that the Federal Trade Commission 
Act did not confer upon the Commission the authority to encourage the 
informative function of advertising. Judge Prettyman said: 


“The Commission is not given a general charter to police the expediture of 
the public’s money or generally to do whatever is considered by it to be good 
and beneficial.” 


He also said this: 


“, . the negative function of preventing falsity and the affirmative func- 
tion of requiring, or encouraging, additional interesting, and perhaps useful, 
information which is not essential to prevent falsity, are two totally different 
functions.” 


Regardless of whether the court made a proper decision on the facts 
of that particular case, the principles stated by Judge Prettyman are 
relevant to this discussion. In my opinion, the First Amendment would 
prohibit not only the exercise but also the very existence of a general 
power, in any branch of government, to restrain or to penalize publication 
of persuasive advertising matter which is not proved to be false or fraud- 
ulent, or which does not involve immoral, scandalous or obscene matter, 
or similar forms of illegal advertising within the scope of the “police 
power.” 

What I have said should not be taken to mean that I am purporting to 
make an appraisal of the institution of advertising as such. Such an 
appraisal involves highly debatable questions regarding the psychology, 
the economics and the social values of advertising against the backdrop 
of ever-shifting public opinion. If industry or advertising groups should 
feel the need of self-appraisal through a common understanding and 
general acceptance of standards of advertising, such industry-wide self- 
regulation can perhaps be approached through such means as the Federal 
Trade Commission’s Trade Practice Conference Rules. 


This survey of the various current trends in legal doctrines related to 
the protection of intangible values embodied in patents, copyrights and 
trade-marks should not be concluded without reaffirming the basic prin- 
ciple of the American political and economic structure of preserving to 
the owners of such productions the fruits of their labor, expenditures and 
skills). The law has always been guided by the concept that private prop- 
erty rights or other protectible interests are recognized because and oniy 
when they are in the public interest. As I have already shown, that is 
inherent in the judicial process by which the law has sought to answer 
the question whether such concrete idea protection in patented inventions, 
in copyrighted publications, and in trade symbols is worth more to society 
than the price of its exclusiveness. 





18. Alberty v. Federal Trade Commission, 118 F. 2d 669 (C.C.A. 9th, 1941), cert. den. 
314 U.S. 630, 62 S. Ct. 62, 86 L. ed. 506 (1941). 
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Preservation of private rewards for these innovators and investors of 
capital, after all, is only recognition of the inescapable fact that American the 
society is suffused with earned differential advantages. Calling such of 1 
differences “monopoly” advantages savors of a misconception that the mus 
public welfare would be promoted by tending toward the dead center of posi 
equality of reward regardless of achievement. Such a belief is alien to the estt 
American style of private competitive enterprise. Competition means that fore 
one person is privileged to place his rival at a disadvantage by the fair by 
use of earned differential advantages. That is always in the public inter. tre! 
est when access to such opportunities is open to all. To deny it is to deny Sin 
the essence of competition. ow 

The patent, copyright and trade-marks systems should, of course, keep “TI 
pace with the flexible and changing elements of the public interest. No pow 
informed person would fail to give thoughtful consideration to proposals can 


for improvement of specific aspects of these systems of laws. 
For example, some believe that objective standards should be adopted 


fro 
for judging the value of the contribution of invention and authorship to of 1 
the advancement of the arts and sciences.7? Walter Derenberg has also 
emphasized the danger of converting the Principal and Supplemental Reg- 
ister under the Trade-Mark Act of 1946 into a mere depository, including -" 
spurious marks not worthy of even potential incontestability.e¢ 4 
We must nevertheless face up to the fact that modern technological, re 
economic and social factors would be subverted to reduce promotion of 
progress of science and the arts to a sterile conception if invention, auth- 
orship and other innovations were rewarded only when they rise to the its 
pretentious standard of a “flash of genius.”” Most of America’s renowned the 
inventions which have flowered into industrial progress would not have mm 
met that test. In the copyrights sphere cultural “flashes of genius” would tho 
reward only the Shakespeares and the George Bernard Shaws. Obviously, ha 
trade-mark protection limited to flashes of commercial genius would est 
eliminate safeguards for almost every known trade-mark and trade name. the 
The point is that science and the useful or commercial arts must also 
take into account utilitarian values native to the soil of American institu- 
tions of private competitive enterprise. With qualifications previously sal 
noted, invention of technologically meritorius improvements and even is 
gadgets require adequate legal protection as earned differential advan- ibl 
tages along with the basic inventions of America’s famous inventors. ur 
pu 
re 






79. For example, on patents, see First Report of the National Patent Planning Con- 
mission and proposals from various sources discussed in Oppenheim, Cases on 
Federal Anti-Trust Laws (1948) pp. 491-496. On copyrights, compare Chafee, 
Reflections on the Law of Copyright, supra note 27; Evans, Copyright and the 
Public Interest, supra note 27. 


80. Derenberg, The Patent Office as Guardian of the Public Interest in Trade-Mark 
Registration Proceedings (1949) 14 L. & Contemp. Prob. 288; Derenberg, The 
Lanham Trade-Mark Act After’ One Year’s Administration (Bureau of National 
Affairs, 1948). 
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In the world of copyright innovation, Philo Vance detective stories, 
the comic strips and the prosaic prints and labels come under the umbrella 
of legal protection in company with literary classics. In the world of 
musical creations, the particular style of interpretation of a musical com- 
position by Fred Waring’s Pennsylvanians and Paul Whiteman’s orch- 
estra was recognized as a common law property right.*: Perhaps this 
foreshadows similar protection for the differential advantages possessed 
by Rita Hayworth, a Jack Benny, a Bob Hope and the curious but ex- 
tremely popular vocal chord renditions of a Bing Crosby and a Frank 
Sinatra. Trade-mark innovation rewards “Coca-Cola,” “Budweiser,” 
“Wheaties,” “Lux,” along with the $40 an ounce “Voodoo” advertised as 
“The perfume of the night,” “the perfume interpretation of the persuasive 
powers of voodooism itself” and a product which “cannot be described; it 
can only be experienced.” 


Such is the American parade of protectible mental creations ranging 
from the exalted scientific and cultural values to the utilitarian values 
of workaday pursuit of life, liberty and happiness of the people. 


Under the competitive enterprise system, America long ago made the 
basic choice of living by a set of beliefs which include the goal of keeping 
ina flourishing condition incentives to boldness of private ventures. We 
should be on guard lest niggardly rewards for such undertakings erode 
these unexpendable incentives. 


The fundamental weakness of the philosophy of the restrictionists is 
its advocacy of a precept of narrow protection of the intangible values of 
the patent, copyright and trade-mark systems. In the face of wide gaps 
in existing knowledge and analysis of the facts regarding the actual func- 
tioning of these systems, and in the light of the extent to which the courts 
have already shown zealousness in giving safe-conduct to the public inter- 
est in the fruitage of these systems, I seriously question the reversal of 
the presumption that these systems are worth more to society than they 
cost. 


If, as I have previously emphasized, all exclusive private rights are 
sanctioned only when they are in the public interest, then the real problem 
is not a choice between liberal and strict legal protection of these intang- 
ible values but rather the problem of giving private rights the full meas- 
we of their protection commensurate with their contribution to the 
public interest. In this effort the courts should be guided by the “rule of 
reason” rather than the rigidity of catch-words like “monopoly.” 


The “rule of reason” points the way to justice under law by giving 
legal sanction to earned differentials and penalizing unjust enrichment 





8. Waring v. WDAS Broadcasting Station, Inc., 327 Penn. 433, 194 A. 631 (1937); 
RFC Mfg. Co. v. Whiteman, 114 F. 2d 86 (C.C.A. 2d, 1940). 
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of those who seek to be toted on the shoulders of the other fellow’s goog 
will, created by resourcefulness or genius, as the case may be. If there are 
rough edges of incomplete justice in such judicial process, it is better to 
err in that direction than to leave the innovators in our society with a 
sense of injustice. 


The thesis I have presented concerning the public interest would look 
toward providing the safety-valves in private competitive enterprise 
primarily by the prohibitions of the anti-trust and unfair trade practice 
laws, rather than by legal prescriptions—legislative, administrative or 
judicial. We often underestimate the checks and balances between private 
gain and public good in the organic industrial and economic processes of 
American society. The most effective insurance against thwarting the 
public interest ultimately resides in the people themselves. As long as we 
preserve freedom of major private decisions in all levels of competitive 
society, the organic process offers continuing promise of correcting 
extremes as the pendulum of the public interest swings back and forth. 


Except in times of war or national emergency, American industrialists 
and businessmen should have the final say in managerial decisions con- 
cerning what to produce, how to produce, how to market and at what 
price to sell. Consumers should have free choices in their preferences for 
goods and services as umpires in the competitive order. 


In these days, it is more necessary then ever that we should be con- 
stantly alert to preserve such a conception of our legal system and econ- 
omy. 
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PREVIEW OF THE INTERNATIONAL TRADE-MARK CONFERENCE 
(LISBON, 1951) 


by Dr. Walter J. Derenberg* 


In accepting your invitation to address this distinguished group for a 
brief period during the morning session, I come here with two objectives 
in mind: The first being to pay a tribute to the Association, its officers and 
members, for the close and splendid cooperation which our Office has 
enjoyed throughout the past year; and, secondly, to leave a message with 
you with regard to what would seem to be the greatest challenge of the 
decade in the field of international trade-mark protection. Before address- 
ing myself to this second and major point of my message, I believe a few 
words demonstrating the close and constructive cooperation between the 
Patent Office and this Association might not be amiss. 


I. It appears that this interchange of ideas and suggestions with 
regard to trade-mark protection has become more coordinated and success- 
ful during the past year than it has been at any previous period. No better 
evidence of this close relationship can be found than the distinguished list 
of members which the Commissioner recently invited to form a special 
national advisory committee on Trade-Marks, which will serve as a sub- 
panel of the much larger Patent Office Advisory Committee on patents. 
There we find that among the five Trade-Mark specialists thus appointed 
are Mr. William G. Werner, of Procter & Gamble, the President of this 
Association; Mr. Kenneth Perry, your new President; Mr. James F. Hoge, 
the Chairman of your Coordinating Committee; Mr. John Love of the 
Chicago Bar, who contributed so largely to the work of the Coordinating 
Committee as one of three members of a subcommittee to draft amend- 
ments to the Lanham Act; and Earl Thomson, who is a member of the 
Lawyer’s Advisory Committee of your Association as well as a member 
of the Council of the Patent and Trade-Mark Association of the American 
Bar Association. These are the men on whom the Commissioner hopes to 
cali for suggestions and guidance with regard to important trade-mark 
problems. 


1. The Coordinating Committee 


To revert to the work of your Coordinating Committee, let me say 
that it has been a privilege for the Patent Office and for me personally to 
cooperate with this group. Numerous suggestions for clarification of the 
Act were submitted by the Commissioner of Patents to the Committee, and 
have been incorporated almost without exception in a proposed bill which 


*Trade-Mark Counsel of the United States Patent Office. Paper delivered at the 
Annual Meeting of the United States Trade-Mark Association, Tuesday, June 6, 1950. 
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may soon be submitted to Congress. It goes without saying, however, that 
in participating in discussions with regard to amending the Lanham Act, 
the suggestions made by the Commissioner were limited to those provisions 
of the Act which fall within his administrative jurisdiction. No position 
was taken, or should be taken, by the Commissioner with respect to any 
suggested amendments to those provisions of the Lanham Act which were 
adopted on the request of other Government agencies, notably the Depart- 
ment of Justice, and which do not directly affect problems of registration 
of trade-marks. 


2. State Registration Laws 


All of us have, of course, closely followed the extraordinary and suc- 
cessful efforts made by this Association, and particularly by its State 
Trade-Mark Committee, to prevent the enactment of so-called mandatory 
State registration laws. One of the avowed purposes of the Lanham Trade- 
Mark Act is stated to be, in Section 45, 


“to protect registered marks used in. . . commerce from interfer- 
ence by State, or territorial legislation ;” 


Despite this declared purpose to give Federal registration the broadest 
possible scope, there have been redoubled efforts on the part of certain 
interested private groups to induce the various state legislatures to make 
registration of trade-marks used within such states compulsory. Thus far, 
primarily due to the indefatigable efforts of the State Trade-Mark Com- 
mittee of the U.S.T.M.A., all such efforts have been defeated. 


It has always been my belief and conviction that the protection and 
registration of trade-marks under our present economy is a matter of 
national concern, and that any state legislation which would put obstacles 
into the path of national advertising and recognition of trade-marks would, 
in all probability, be held unconstitutional, if it were found to interfere 
with the free flow ot interstate commerce, or with the protection of trade- 
marks used in such commerce. 


3. The International Scene 


It was in the international field, even more perhaps than in any other, 
that much has been accomplished in recent months through close coopera- 
tion between your splendid International Committee and the Patent Office. 
Let me give you but three very recent illustrations of how such coopera- 
tion has resulted or may result in considerable benefits to American trade- 
mark owners: 


First—Only a few weeks ago the attention of the Commissioner was 
called to the fact that certain foreign countries, Switzerland for instance, 
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still require a submission of a United States registration certificate before 
a Swiss registration will be issued to American trade-mark owners, regard- 
less of whether such owners are actually using their marks in Switzerland 
or not. Commissioner Marzall was recently informed, however, that the 
Commissioner of the Swiss Registry of Trade-Marks would consider 
changing such practice if an assurance were given to him that the United 
States Patent Office, in turn, will accept Swiss applications without the 
prerequisite of a Swiss registration certificate in all cases in which the 
Swiss applicant can show use of his mark in commerce in or with this 
country. Upon the suggestions of members of the International Committee 
of the U.S.T.M.A., such a statement was recently issued by the Com- 
missioner. I am pleased to state that a communication has just been re- 
ceived by the Commissioner from the Director of the Swiss Patent Office, 
according to which the Swiss Office will now accept for registration appli- 
cations for marks used in Switzerland or in commerce with Switzerland 
regardless of whether or not the American applicant has already obtained 
a certificate of registration in the United States. The letter from the 
Director of the Swiss Office reads in part: 


“Therefore, our office will register in future those trade-marks of 
American applicants which are in accordance with Swiss legisla- 
tion without asking the applicant to prove that these trademarks 
have been registered in the United States. This rule will be applied 
as long as legislation and practice in your country are not changed.” 


Second—More disturbing have been recent reports received through 
the members of the International Committee of the U.S.T.M.A. with regard 
to the administration of the new Philippine Patent and Trade-Mark Act. 
Specifically, with regard to trade-marks, it has been reported, and deci- 
sions have been rendered to this effect by the Philippine authorities, that, 
contrary to our domestic practice, the Philippine Office reserves and exer- 
cises the right of a complete re-examination of marks registered under the 
pre-existing Act and now sought to be brought under the new law. Former 
Commissioner Kingsland, who had been sent to the Philippines by the 
President of the United States in order to lend assistance in the prepara- 
tion and enactment of the new Patent and Trade-Mark Law, generously 
agreed to lend the prestige of his name to a Memorandum recently filed, 
upon the suggestions of members of the International Committee of the 
U.S.T.M.A., urging reconsideration and a change of the present practice 
with regard to republication of established trade-marks. 


Third—The Office has been in constant touch with all of the groups 
concerned, here and abroad, with the vexing problem of finding a practical 
and just solution concerning the treatment of German and other enemy- 
owned trade-marks. Former Commissioner Kingsland headed a delegation 
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of representatives from Great Britain, France, and this country, which 
some time ago met in London to reach an agreement on these questions, 
At the present time, however, it must be reported that while some progress 
has been made, and while the priority provisions of the International Con. 
vention again apply as between citizens of this country and those of the 
Western Zone of Germany, these problems are still far from a solution, 


I may say, in passing, that the problem of what to do with former Ger. 
man trade-marks recently came for the first time before a court of equity 
in Great Britain, in The Gardinol Chemical Company’s Application for the 
Rectification of the Register, 67 R.P.C. 95. In that case a British firm, 
which had used a former German trade-mark throughout the war years 
and since, applied for cancellation of that mark, which was still registered 
in the name of the German concern. The Court frankly stated that it was 
puzzled by the difficult problems raised by this case but that it had con- 
cluded that the German mark should not be cancelled at the present time. 
The Court was obviously troubled by the realization that the use of the 
German mark by the British firm on products not originating in Germany 
may have led to a deception on the part of the public, and that, moreover, 
the British firm, which had made an agreement with the German owner 
with regard to the use of the mark during the war years, should not in 
equity be permitted to benefit from the present inability of the former 
German owner to reclaim the mark. Similar vexatious problems have arisen 
in this country without having found any judicial determination thus far. 


Fourth—The Office was recently informed through members of your 
International Committee and others that there appeared to be widespread 
misunderstanding in certain foreign countries with which we do not have, 
at the present time, treaty relations, concerning the requirements which 
citizens of those countries have to fulfill in order to register their trade- 
marks in the United States. The impression seems to prevail, particularly 
in some South American countries such as Argentina and Chile, that in 
the absence of treaty protection, their citizens are unable to secure regis- 
trations under the Lanham Act. In order to avoid such misinformation, the 
Office has informed all interested parties that any foreign applicant is 
entitled to registration here as long as he can satisfy the requirements of 
Section 1 of the Act, that is, particularly, that he is using the mark in 
commerce in or with this country. It is true that such foreign applicant 
cannot rely on a foreign registration certificate alone, as citizens or resi- 
dents of Convention countries may, but that, of course, does not mean that 
he may not obtain registrations here if all the requirements prescribed in 
Section 1 for domestic applicants are satisfied. 


In this regard, I would like to call attention to a comprehensive study 
by my associate and friend, P. J. Federico, recently concluded and just 
published under the auspices of this Association as a supplement to the 
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“Tryade-Mark Reporter.” For the first time there is now available a com- 
plete, up-to-date list of all conventions and treaties between the United 
States and other countries with regard to trade-marks. 


These recent developments, I think, offer convincing evidence of the 
constructive work which has been done by this Group and others in the 
international field. 


II. But, even more important work lies immediately ahead in which 
this Association undoubtedly will play a vital part. 


I am referring, of course, to the forthcoming International Conference 
at Lisbon in 1951, which will consider proposed revisions of the trade-mark 
provisions of the International Convention. As you know, such diplomatic 
conferences for the purpose of revising the Convention are called only 
about once every decade. No such meeting has been held since the London 
Conference in 1934, which resulted in the adoption of some most important 
and beneficial amendments to the Paris Convention. Several international 
organizations have already done admirable work in preparation for the 
Lisbon Conference and their suggestions will soon be or have already been 
submitted to our State Department in order to formulate our Govern- 
mental policy for the Lisbon Meeting. Thus, the Committee on International 
Protection of Industrial Property of the International Chamber of Com- 
merce, at its Quebec Meeting, has formulated some important suggestions 
and recommendations, and the Trade-Marks Committee of the Inter- 
national Law Association will consider some of these recommendations 
and additional ones at its biennial meeting at Copenhagen this Fall. More- 
over, at the very moment that we are meeting here a distinguished inter- 
national gathering is occurring in Paris to consider the final proposals 
which the International Association for the Protection of Industrial Prop- 
erty will submit next year. I am happy to state that this Association and 
its International Committee is represented at the current Paris meeting 
by Dr. Stephen P. Ladas and Mr. Robert Waters. In addition, a former 
Chairman of your Lawyers’ Advisory Committee, Mr. Wallace H. Martin, 
who presently serves as a vice president of the American Group of the 
AI.P.P.I., is likewise participating in the Paris discussions. 


I know that our State Department is desirous to have all viewpoints— 
Governmental as well as private—presented to it before any formal pro- 
psals for the Lisbon Meeting will be adopted. I believe you will all agree 
with me that it is indeed encouraging to know that even in times of high 
litical tension and cold war, experts from different countries still find 
time and enthusiasm to study proposals for the improvement of our inter- 
tational commercial relations in the field of Patents, Trade-Marks, and 
Copyright. 


The purpose of my brief remarks today was to call your attention to the 
significance of the work already done and to the great opportunity and 
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challenge to a group such as this to collaborate in the formulation of g 
program for more effective international trade-mark protection. Without 
going into any detail at this time, let me point out to you that practically 
all private groups that have thus far considered amendments to the Inter. 
national Convention are in agreement that the Convention should be 
amended in the following important respects: 


1. Every effort should be made this time to abolish the outmoded and 
useless principle still prevailing in numerous countries insisting 
upon registration in the home country as a necessary prerequisite 
to registration abroad. If it had not been for this requirement, we, 
in the United States, would not have been brought to the point where 
we have to register, on our so-called Supplemental Register, cer- 
tain spurious marks, configurations, and other matter for which we 
are not prepared to grant substantive, legal trade-mark protection 
ourselves but which we will register primarily in order to satisfy 
the requirement of home-country registration. 


2. The provisions with regard to the use of trade-marks by related 
companies and licensees should be liberalized. The present Conven- 
tion, even in its London revision, limits its applicable provisions to 
“joint owners” of trade-marks, which would seem to exclude the 
much more normal cases of licensees or subsidiary companies. The 
International Chamber of Commerce, the American Branch of the 
International Law Association, and the American Branch of the 
International Association for the Protection of Industrial Property 
are all agreed in this respect. 


3. The assignment provisions of the Convention should be liberalized, 
at least to the extent of permitting an assignment of a mark with- 
out the entire goodwill of the business. Such partial assignments 
are now recognized in Section 10 of our Trade-Mark Act of 1946. 
The laws of many foreign countries, and indeed the resolution of 
the International Chamber of Commerce go much further than that, 
and would like to see the Convention changed so as to provide for 
completely free assignment. However, the A.I.P.P.I. and the Amer- 
ican Branch of the International Law Association are on record as 
being opposed to such completely unrestricted assignment. 


4, The Convention should provide for an extension of the present much 
too short priority period of 6 months to a 12 months period. 
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5. Provision should be made for adequate protection of translations 
of marks. That is to say, the owner of a mark should be able to 
obtain protection and registration of the Spanish or other foreign 
equivalent thereof without having to show use or registration of 
the Spanish term in his own country. 


. The provisions of the Convention with regard to the protection of 
notoriously well-known trade-marks and trade names should be 
strengthened by providing that use of such a well-known mark in 
another country, even on different goods, constitutes an act of un- 
fair competition. On the other hand, most countries and most pri- 
vate groups which have considered the question believe that, for 
trade-mark registration purposes, it is not sufficient to show that 
a mark has acquired notoriety abroad unless it is also distinctive 
in the country where registration is sought. This is the view cur- 
rently taken by the Patent Office in connection with registrations 
under Section 2(f) of the Act of 1946, and is the view which pre- 
vails in Canada, Australia, Sweden, and numerous other countries. 


These are some of the challenging problems which will come before the 
Diplomatic Conference next year. Undoubtedly, this Association in accord 
with its splendid past record in the international field, will not permit this 
challenge and alert to action to pass unheeded. The time is now to develop 
a program and proposals which our Government, the legal profession and 
all interested groups of business and industry should jointly sponsor for 
next year’s diplomatic conference. Here lies the opportunity of this decade 
tomake a lasting contribution toward an ultimate effective system of truly 
international protection of trade-marks. 
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A LEGISLATIVE REPORT 
By Sylvester J. Liddy* 


There have been a number of interesting developments affecting trade 
marks since the last annual meeting of this Association. 


1. President Truman’s Reorganization Plan 5 


The most recent development is the approval by the Senate and the 
House of President Truman’s Reorganization Plan No. 5 dealing with the 
reorganization of the Commerce Department, and more specifically, for 
our purposes, the effect that the reorganization may possible have on the 
Patent Office. Without going into detail as to the entire plan, I wish to 
point out that under Plan 5 there have been transferred to the Secretary 
of Commerce all functions of all other officers of the Department of Com- 
merce, including the Commissioner of Patents, and all functions of all 
agencies and employees of such Department exempting only the Civil Aero- 
nautics Board, The Inland Waterways Corporation and the Advisory 
Board of the latter corporation. 


Section 2 of the Plan provides that the Secretary of Commerce may 
from time to time “make such provisions as he shall deem appropriate 
authorizing the performance by any other officer, or by any agency or 
employee, of the Department of Commerce of any function .. . transferred 
to the Secretary.” Under such authority, there is nothing that would pre 
vent a Secretary from authorizing the performance of the duties of the 
Commissioner of Patents by any other employee within the department, 
or splitting any one function of the Patent Office away from the others in 
an arbitrary manner. 

In my opinion, it would be a grave mistake to entrust the duties of the 
Patent Office officials to men from other branches of the Commerce De- 
partment. The Patent Office should have been excluded from Plan No. 5. 
Men trained in trade-mark and patent matters cannot be readily replaced. 

Those of us who attended the Senate hearings on Reorganization Plan 
5 heard not a single word spoken by those favoring the Plan which would 
indicate that there would be one dollar of Governmental expenditures saved 
by the inclusion of the Patent Office in such Plan. Yet, economy was the 
purported basis for this as well as other reorganization plans. 

The one bright spot in this entire picture is the assurance given by 
Secretary Sawyer that he has no intention of assuming the functions of 
the Commissioner of Patents or of any of his officials, but, on the contrary, 
Secretary Sawyer will redelegate such functions to the Commissioner of 





* Acting Counsel of The United States Trade-Mark Association and member of the 
law firm of Munn, Liddy & Glaccum. Address delivered at the 72nd Annual Meeting 
rd The United States Trade-Mark Association, at The Waldorf-Astoria, on Tuesday, 

une 6, 1950. 
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Patents. Consequently, it is hard to understand why the Patent Office was 
included in the Plan in the first instance if the status quo is to be main- 
tained. 


I have the utmost confidence in the present Secretary of Commerce 
but I shudder to think of this power in the hands of a successor of another 


type. 


9. The Federal Trade Commission 


(A) The amendment to subsection 1 of Section 5 of the Federal 
Trade Commission Act. 


At the present time one who violates a final order of the Federal Trade 
Commission is subject to a maximum fine of $5,000. Under a rider to the 
Qleomargine Bill approved March 16, 1950 and effective July 1, 1950, 
subsection 1 of Section 5 of the Federal Trade Commission Act has been 
amended whereby each day of continuing failure or neglect to obey a final 
order of the Commission constitutes a separate violation subject to the 
maximum fine of $5,000. This means, therefore, that instead of a maxi- 
mum penalty of $5,000 for the entire offense the maximum penalty may 
become astronomical. 


(B) The attempts of the Federal Trade Commission to cancel 
trade-mark registrations issued under the Act of 1905. 


You will recall that just prior to the passage of the Lanham Act there 
was inserted in that Act, without hearings, a provision that the Federal 
Trade Commission may apply on certain specified grounds to cancel any 
mark registered on the Principal Register of the Lanham Act. 


Basing its action on this section of the Lanham Act, the Federal Trade 
Commission sought to cancel two registrations previously issued under the 
Act of 1905. In one of these cases the Federal Trade Commission charged 
and the registrant conceded that the registration had been improperly 
obtained. In the other case, the Commission alleged that the mark while 
originally registered validly, had subsequently become abandoned. In the 
frst case the registrant did not seek the benefits of the Lanham Act through 
republication in accordance with Section 12(c). In the second case the reg- 
istrant had republished. In both cases, the Examiner of Interferences held, 
and I believe properly, that the petitions for cancellation should be dis- 
missed on the ground that the Federal Trade Commission lacked jurisdic- 
tion over all 1905 Act registrations whether or not republished. In other 
words, the jurisdiction of the Federal Trade Commission to bring cancel- 
ation proceedings is limited by this decision to marks originally registered 
the Principal Register of the Lanham Act. These two decisions of the 
Examiner of Interferences were affirmed by the Commissioner of Patents 
in March 6, 1950. (The Federal Trade Commission vs. Elder Mfg. Co. and 
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The Federal Trade Commission vs. Royal Mfg. Co., by change of name, 
Royal Pharmacal Corporation, both reported in 8 USPQ 429). These cases 
may possibly be appealed to the United States Court of Customs and Patent 
Appeals but I feel confident that the decisions of the Patent Office tribunals 
will be affirmed. 


(C) Reorganization of the Federal Trade Commission 


On June 1, 1950, the Federal Trade Commission will undergo what 
has been termed a drastic reorganization. I am advised that Commissioner 
Lowell Mason intends to make this reorganization plan the subject of his 
talk at our luncheon today. In view of that fact, I shall content myself 
with merely calling the matter to your attention. 


3. The Work of the Coordinating Committee 


The Coordinating Committee has been extremely active since our last 
annual meeting. As you know, it has been devoting its activities to pro- 
posed amendments to the Lanham Act. This Committee is made up of 
representatives of eight trade associations and eighteen bar and patent 
law associations. It has worked in close cooperation with the Patent Office. 
The Coordinating Committee is headed by Jim Hoge of our Association. 
Particularly active on that Committee and deserving of special commen- 
dation are, in addition to Jim Hoge, John Love, Daphne Robert, Stewart 
Richards, Henry Savage, Col. Kingsland, Henry King, and our good friend, 
Walter Derenberg. The Coordinating Committee has prepared a bill con- 
taining a substantial number of amendments to the Lanham Act, many of 
which should greatly facilitate the work of the Patent Office. At least two 
of these amendments are of the greatest importance to trade-mark owners 
and the business community. 

One would repeal the right of the Federal Trade Commission to apply 
for the cancellation of marks under Section 14 of the Lanham Act. The 
other would eliminate the defense in an infringement suit of a violation 
of the anti-trust laws. Time will not permit a more detailed discussion of 
many other important proposed amendments to the Lanham Act. 

Our Lawyers’ Advisory Committee under the Chairmanship of Perk 
Williamson has also been very active in considering these amendments to 
the Lanham Act and many other matters. 


4. Congressional Bill H.R., 7448 


On March 1, 1950, Representative Herlong of Florida introduced a 
bill “to provide that the registrant of a trade-mark shall be notified of the 
time of pending expiration and of the time to file an affidavit of continuing 
use.” This bill has been referred to the House Committee on the Judiciary. 
This Association has opposed the above bill on the ground that it places an 
undue burden on the Patent Office and is wholly unnecessary. 
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5. Congressional Joint Resolution 229 


On April 26, 1949, Representative Kehoe of New York introduced a 
resolution proposing an amendment to the Constitution to empower Con- 
gress to regulate the use and ownership of trade-marks. Our Association 
opposed this resolution. It is contrary to the long established principle of 
common law that rights in trade-marks in the United States are acquired 
by first use and not by registration. To empower Congress to regulate the 
use and ownership of marks might well, in effect, result in compulsory 
federal trade-mark registration. 


6. The Revised Rules of Trade-Mark Practice in the United States Patent 
Office 

The trade-mark rules of practice in the United States Patent Office 
were amended and revised as of February 24, 1950. Most of these amend- 
ments are rather technical and therefore not of general interest. I do, 
however, want to call to your attention the fact that the Patent Office now 
makes pending applications available for search purposes. Heretofore, no 
search of the Patent Office registration records revealed pending applica- 
tions unless and until such pending applications were published. Under the 
Revised Rules of Practice, the Patent Office now makes available with 
respect to pending applications information as to the name of the appli- 
cant, the mark involved and the class of goods. The date of first use is 
not made available upon such search or is access given to the actual appli- 
cation filed unless the Commissioner specifically authorizes such access. 


7. The Problem of State Trade-Mark Registration Statutes 


At the last two annual meetings of our Association we heard excellent 
talks by Ken Perry and Vic Broman on this general problem which has 
required the constant attention of our Association. This problem has re- 
sulted from the introduction of trade-mark registration statutes through 
the years in many of the states. Most of these statutes were highly objec- 
tionable, particularly those which in effect would have made state regis- 
tration mandatory and thereby place an unreasonably heavy burden on 
trade-mark owners throughout the country. 

I do not intend to reiterate the points made by Ken Perry and Vic 
Broman but I do wish to discuss a new development since our last annual 
meeting. 

Before I come to that, however, I wish to call to your attention Massa- 
chusetts House Bill No. 119. This Bill in its original form was highly 
objectionable. It provided, in effect, for mandatory registration and did 
not adequately protect common law rights. Representatives of our Asso- 
ciation headed by Arthur March, Chairman of our State Trade-Mark Com- 
mittee, met with the Honorable Edward J. Cronin, Secretary of the Com- 
monwealth of Massachusetts, on January 12, 1950, and urged the 
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withdrawal of Massachusetts House Bill 119. Arthur March urged a 
substitute bill providing for a modern workable act, permissive in nature 
and fully protecting common law rights in marks acquired in good faith 
at any time. This substitute bill was the same as the bill passed by New 
Hampshire in 1949 and acceptable to this Association. You will recall that 
members of our Association cooperated with the Secretary of State of New 
Hampshire, at his request, in formulating New Hampshire’s present 
statute. However, the Association’s suggestions for a substitute bill in 
Massachusetts were not followed and the substitute bill in Massachusetts 
which was introduced was still objectionable. For example, it had no ade- 
quate provisions for the protection of trade-mark rights acquired at com- 
mon law. That substitute bill, like its predecessor, died and there is no 
likelihood of its being revived at this session of the legislature. 

There is another bill pending in Massachusetts, No. 2585. This bill 
merely provides for the expiration of existing registrations with provision 
for renewal on a showing that the mark, the registration of which is 
sought to be renewed, is still in use in Massachusetts. 

The important development to which I previously referred is this. As 
you undoubtedly know, the Secretary of each state administers his state’s 
trade-mark registration statute. 

I was requested to address the annual meeting of the National Asso- 
ciation of Secretaries of State held at Portsmouth, New Hampshire, last 
September. At that meeting much time was devoted by the members of 
the National Association of the Secretaries of State to the consideration 
of the advisability of having a uniform state trade-mark statute. 

You and I might wish that there were no state trade-mark statutes at 
all. The fact remains, however, that such statutes do exist. They differ 
widely and in most instances, the records of the respective states are clut- 
tered with dead wood in the form of registrations of marks long since 
abandoned, there being no adequate provision for cancellation. At present 
there is no semblance of uniformity with respect to fees and the Secre- 
taries of State are determined to modernize their statutes, adopt proper 
fees and clear out the dead wood. The problem of state trade-mark regis- 
tration statutes is with us. At best we can only hope to use our efforts to 
the end that the objectional features in these state statutes are eliminated. 
It seems to me that in the long run trade-mark owners and this Associa- 
tion will be much better off if, when asked to do so by the Secretaries of 
State or the Council of State Governments, we cooperate at the outset in 
seeing to it that a sound uniform state statute is adopted in each of the 
states. Such a bill, for example, could be modeled along the lines of the 
New Hampshire Act which while it could be improved upon is neverthe- 
less a great advance. In fact, as I stated at the annual meeting of the 
National Association of Secretaries of State, it is imperative that any 
uniform state law provide that nothing therein shall adversely affect the 
rights or the enforcement of rights in trade-mark acquired in good faith 
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at any time at common law. This, of course, would obviate any mandatory 
legislation and would make registration merely permissive. If by cooper- 
ation we can secure an unobjectionable uniform state trade-mark act we 
would be saved the constantly recurring trouble and expense of opposing 
objectionable Acts every time such an act is thoughtlessly introduced in a 
state legislature. As you know, there have been many bad bills introduced 
in the past. 


It is encouraging to note that the Council of State Governments and 
the National Association of Secretaries of State are planning within the 
next few months to consider this problem in detail. Our Association has 
been requested to cooperate and will be happy to do so. 


As I look back over the history of this Association since its inception 
some seventy-two years ago, it seems to me that trade-mark owners are 
indebt to our Association for its efforts throughout those years to preserve 
our fundamental concepts as to what a trade-mark is and should be. On 
the other hand, in these matters, as in all others affecting trade-marks, 
those of us who are lawyers owe a debt to trade-mark owners. In that 
excellent book of Daphne Robert entitled “The New Trade-Mark Manual,” 
there is a splendid introduction by the late Edward S. Rogers and I know 
of no better way to conclude this talk than by quoting his conclusion to 
that introduction. Mr. Rogers was referring specifically to the then new 
Lanham Act but his remarks apply with equal force to all forward look- 
ing legislation on trade-marks. Mr. Rogers said: 


“I think it should be said that if it had not been for the substan- 
tially unanimous support of business men the new Trade-Mark 
Act would not have been possible. It is the culmination of the effort 
of the business community itself to raise standards of commercial 
morality and to accept the social responsibility assumed in offering 
goods and services to the public by indicating plainly where they 
come from and who is their sponsor. This was not forced on busi- 
ness by reformers from without, it was engendered by business 
itself from within.” 
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RECENT CANADIAN DECISIONS 
By Harold G. Fox, K.C.* 


Since my last report to this Bulletin' there have been several interest. 
ing judgments pronounced by the Canadian courts on trade-mark matters, 


The extent to which an injunction should go in trade-mark cases was 
considered in Wembley Inc. v. Wembley Neckwear Company.? The plain- 
tiff had registered the trade-mark “Wembley” for neckwear and brought 
action against the defendant for infringement. Judgment being given in 
favour of the plaintiff, the usual injunction restraining infringement was 
granted as well as an injunction restraining the use of the trade-mark in 
or about the defendant’s premises, on its stationery, advertising material 
or other literature or on its packages. An appeal was taken to the Court 
of Appeal for Ontario on the basis that such an injunction might be 
proper in a passing-off action but not in an infringement action. The Court 
of Appeal held that, under the Unfair Competition Act, 1932, the right 
of a registered owner of a trade-mark includes the right to the exclusive 
use of the trade-mark in Canada in any manner which is such as to 
amount to notice of its association with wares at the time of the transfer 
of the property therein or of the possession thereof in the ordinary course 
of trade and commerce, and that the injunction had, therefore, been 
ordered in proper terms. The effect of the judgment is to extend the old 
concept of infringement as being the use of a registered mark upon or in 
reasonably close association with goods. Section 5 of the Unfair Competi- 
tion Act provides that no person shall sell, distribute or advertise in 
Canada, any wares in association with any trade-mark registered by 
some other person. The injunction in the present case gave effect to that 
statutory provision. 


Our previous report discussed at some length the judgment of the 
Exchequer Court of Canada in American Fork and Hoe Company v. Lan- 
sing Engineering.2 An appeal to the Supreme Court of Canada has now 
been dismissed. That Court held that there was no similarity between 
the trade-marks “True Temper” and “Triple Taper” applied to fishing 
rods. The question of trade-mark infringement must, of course, always 
be decided by first impression, but in this case one cannot avoid the 
feeling that sufficient attention was not paid by either the Exchequer 
Court or the Supreme Court to the alliterative factor which was noted 
by the Circuit Court of Appeals for the Second Circuit in Trimble Vv. 





* Member of the Ontario, Canada, Bar. 
1. See 38 T.M.R. 510. 

2. (1947-48), 7 Fox Pat. C. 244. 

3. 38 T.M.R. 512. 

4, (1948-49), 8 Fox Pat. C. 1. 
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Woodstock® where the words “Kumfy Krib” were held to be confusingly 
similar to the words “Kiddie Koop.” 

The decision of Wilson J. at trial in the case of A.A. Allan & Co. Ltd. 
y. Kates et al. was mentioned in our previous discussion. Some questions 
as to the correctness of the decision was raised at that time and the Court 
of Appeal for Ontario has now handed down judgment reversing the 
judgment at trial.7 The Court of Appeal rightly held that delay insuf- 
ficient to amount to acquiescence does not preclude a plaintiff from hav- 
ing his injuries remedied by the granting of an injunction. The main 
principle of the case concerned the right of the defendant to use the 
words “Allan Furs” as a trade-mark applicable to the business commenced 
some years before by one John Douglas Allan. The Court of Appeal held 
that a person is entitled to carry on business under his own name only 
if he does so in an honest manner and refrains from doing anything to 
cause confusion. The name “Allan Furs” was not the name of the origina- 
tor of the defendant’s business, observed the Court, and it could only be 
assumed that, in adopting that name, the defendant acted dishonestly and 
in an effort to appropriate some part of the plaintiff’s good will. In the 
course of his reasons for judgment, Laidlow J. A. said: “But John Doug- 
las Allan did not attempt to carry on business in his own name. He did 
not choose to use his Christian names ‘John Douglas’ or either of those 
names, or even use the initials ‘J. D.’. It was not a mere coincidence that 
he chose to use the words ‘Allan Furs’ to describe the fur business com- 
menced by him.” 

This is the first time in Canada that the use of a surname as a trade- 
mark or trade name has been wholly enjoined. Until the present decision 
it has never been suggested that a man was not carrying on business 
under his own name when he used only his surname without his Christian 
names or initials. This principle has been discussed in a further article 
by the present author which has already appeared in this Bulletin.74 There 
is, of course, a difference of opinion whether a person’s name means his 
full name or only his surname, but it is not without significance that 
almost all the cases for the last century on this point have been decided 
upon circumstances arising from use only of a surname. In no case until 
the present has the use by a trader of his own name been forbidden. Such 
a trader has never been required to forgo the use of his own name but 
only to distinguish from others who have prior rights in a similar name. 


So far as concerns the remarks of Laidlaw J. A. it is to be remembered 
that the defendant was conducting a business which he had purchaseé 
from a person bearing the name “Allan.” It is obvious that, once a person 
establishes his right to carry on business under his patronymic, the good- 





5. (1923), 297 Fed. 524, 529 
6. 88 T.M.R. 510. 
7. (1948-49), 8 Fox Pat. C. 
ia.40 T.M.R. 388. 
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will incident thereto attaches to the business and may be assigned with 
it upon sale. The fact that it gets into other hands than those of a person 
bearing that patronymic is an irrelevant circumstance. The person who 
acquired the right to carry on business under his patronymic did so only 
with the obligation to distinguish that business from older businesses of 
the same type carried on under the same name. That, it would seem, was 
the extent to which the injunction should have gone in the present cage. 
Even though one may regard the unfortunate rule that a man has a 
sacred right to trade under his own name and to pass the goodwill in his 
name on to others when he comes to dispose of his business as one that 
is not quite consonant with the moral principles of modern expanded 
business conditions, nevertheless, the rule stated above exists and has 
existed since questions involving trade names and unfair competition first 
occupied the attention of the courts. On moral grounds one may agree 
with the present judgment and feel that it is a step closer to the ideal 
of honest trading but at the same time much difficulty is encountered 
when an effort is made to reconcile it with the principles established in the 
earlier decisions which culminated in the leading case in the Supreme 
Court of Canada.® 


The questions of similarity of trade-marks and similarity of wares have 
at all times presented difficulties, and these difficulties have not been 
resolved by the provision of the complicated definitions of the expression 
“similar” with relation to marks and wares respectively, contained in 
subsections 2 (k) and 2 (1) of the Unfair Competition Act. As noted 
in the remarks appended to the decision of the Supreme Court of Canada 
in American Fork and Hoe Company v. Lansing Engineering,? the deci- 
sion as to similarity of marks must always be one of first impression, and 
one cannot quarrel too vigorously with any decision of a court on this 
point, no matter how much one may feel that the court has arrived at 
the wrong conclusion. First impression is obviously a matter of discretion 
or value and although Selden has pointed out that “discretion is the law 
of tyrants,” this is one question that must always be resolved on a dis- 
cretionary basis. The same thing may perhaps be said when the question 
of similarity of wares is approached. But it is suggested that, in a num- 
ber of cases, the Canadian courts have arrived at some decisions the ratio 
of which may be questioned. The following cases are indicative of the 
difficulties that are encountered in solving these questions and of the 
suggestion that our courts may have applied erroneous standards in 
deciding these issues, particularly that relating to similarity of wares. 


Two earlier cases were concerned with the interpretation of Section 2 
(1) of the Unfair Competition Act relating to similarity of wares. in 
Procter & Gamble Co. of Canada Limited v. Le Have Creamery Co. Lim- 





8. Hurlbut Company Limited v. Hurlburt Shoe Company (1925), S.C.R. 141. 
9. Supra. 
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ited,*° Maclean J., in the Exchequer Court of Canada, held that domestic 
shortening and butter were not similar wares even though butter might 
sometimes be used as shortening. On appeal to the Supreme Court of 
Canada the decision was reversed, three of the judges holding that the 
wares were similar and two holding that they were not. 

In In Re Belgo Canadian Manufacturing Co. Ltd.,. Angers J., in the 
Exchequer Court, held that smoking pipes were not similar wares to 
cigarettes and tobacco. 

In Samuel Cohen v. The Registrar of Trade Marks and the Empire 
Shirt Manufacturing Co. Limited,‘ Cameron J., in the Exchequer Court, 
held that wares enumerated as “‘Ladies’ and girls’ fur coats, cloaks, suits, 
sport coats, jackets, slacks, dresses and dress suits” were similar within 
the meaning of the statute to “work shirts and other garments.” This is 
one of the few current decisions with which the practitioner will agree. 

The mark offered for registration in this case was the word “‘Escone”’ 
and registration was refused in view of the prior registration of the word 
“Esco,” it being held that both the marks and the wares were similar 
within the meaning of the statute. 

Two decisions which are difficult to reconcile with the words of the 
statutory definitions were those handed down by Angers J. in the Ex- 
chequer Court in B. F. Goodrich Company v. J. M. & A. Coté Ltée'?: J. M. 
& A. Coté Ltée v. B. F. Goodrich Company.'* In these two actions each 
party attacked the mark of the other party. Goodrich had registered the 
word “Shuglov” in respect of “footwear, particularly in respect of rubber 
boots and rubber overshoes.” Cote had registered the word “Footgluv” in 
respect of “leather boots and shoes.” 

The Goodrich mark was expunged on the ground that it had not been 
used before registration but the court refused to expunge the Cote mark, 
holding not only that the word ‘“Footgluv” was not similar to the word 
“Shuglov,” but that the wares dealt in by the parties were not similar 
within the meaning of the statute. 

In our earlier notes we discussed the decision of the Exchequer Court in 
Matthews Wells Co. Limited v. Dastous.'s That decision has now been 
reversed by the Supreme Court of Canada.'* The plaintiff was the owner 
of certain trade-marks on which the main features were the representa- 
tion of a red rose and the words “Rose Brand.” Cameron J., in the court 
below, had held that these marks were infringed by the defendant’s use 
of the word “Rosie.” On appeal to the Supreme Court of Canada the 
Court observed that the word “Rose,” together with the representation 





10. (1942-43), 3 Fox Pat. C. 16, 118. 
ll. (1943-45), 4 Fox Pat. C. 143. 

12. (1948-49), 8 Fox Pat. C. 27. 

13. (1949-50), 10 Fox Pat. C. 48. 

14. (1949-50), 10 Fox Pat. C. 97. 

15. 38 T.M.R. 512. 

16. (1949-50), 10 Fox Pat. C. 1. 
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of a rose, was in such wide-spread use in connection with foods of various 
kinds that it was not registrable in that it was not distinctive. But the 
important part of the judgment was that which discussed similarity of 
wares. “Similarity of trade-marks,” observed the Chief Justice, “‘is not 
established so long as the wares of the respective parties are not of the 
same kind.” In the present case the respondent’s wares were jams, jellies, 
pickles, vinegars and sauces. The appellant’s wares were canned chicken 
products. The court held that these were not similar. The wares of both 
parties fell within the general category of food, but the respondent’s 
trade-mark was limited to distinguishing his particular wares falling 
within a particular category of foods from the appellant’s wares falling 
within the same category. It was held that a trade-mark cannot be regis- 
tered or held valid if it should be claimed for wares “of a general cate- 
gory,” that is to say, for canned goods or for preserved goods. 


It is obvious that, in the future, much more careful scrutiny must be 
given than has been the case in the past in defining the category of wares 
in respect of which a trade-mark is registered. The effect of this decision 
is that, if the applicant describes his category of wares in too wide terms, 
the registration will be held invalid. 

It must be frankly confessed that the ratio of at least some of these 
decisions on the questions of similarity of marks and of wares is some- 
what difficult of apprehension. 

The decision in The Gottfried Company v. The Comfort Kimona and 
Dress Manufacturing Company’? is of considerable importance in the 
interpretation to be given to section 28 (1) (d) of the Unfair Competition 
Act relating to applications for registration based upon foreign registra- 
tions under the International Convention. The plaintiff in this case had 
registered the words “Marie Dressler’ as a trade-mark for ladies’ dresses, 
basing it upon a registration under the United States Act of 1920. Upon 
bringing action for infringement, the plaintiff was met with a motion to 
expunge its mark as being improperly registered. In ordering that the 
mark ought to be expunged, O’Connor, J. pointed out that, under Section 
28 (1) (d) of the Unfair Competition Act, registration may only be 
granted of a word or group of words duly and validly registered as a 
trade-mark in the country of origin. The trade-mark registered by the 
plaintiff in the United States did not consist of words alone, those words 
being registered in the United States in respect to their form. They would 
thus have constituted a design mark under the Canadian Act. The pro- 
tection which the plaintiff obtained in the United States was in respect 
of form, a personal name not being there registrable unless printed or 
written in a distinctive manner. The mark registered in Canada differed 
from the mark registered in the United States by the very elements which 
allowed it to be registered in the United States. Two further points 
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were decided by O’Connor J. The first is sometimes lost sight of and 
should be emphasized, namely, that Section 28 (1) (d) of the Unfair 
Competition Act is applicable to words alone and not to design marks. 
The second point was that the International Convention cannot be used 
as a guide to interpret the sections of the Unfair Competition Act. 

Readers of this Bulletin will also be interested in a decision of Cam- 
eron J., in the Exchequer Court, which was primarily concerned with 
industrial designs but which was also based upon the law of passing-off. 
In Renwal Manufacturing Co. Inc. v. Reliable Toy Co. Limited et al.'* the 
plaintiff sued for infringement of eight registered industrial designs for 
miniature plastic toys and for passing-off by the manufacture and sale of 
toys under a similar get-up. The action for infringement of design was 
dismissed on the ground that the president of the plaintiff company had 
registered the designs in his own name and then assigned them to the 
company. Under the Design Act, the company was the proprietor and 
alone entitled to register in view of the fact that its president was an 
employee. The registrations were therefore, void ab initio. 

But the important part of the case related to passing-off. The plain- 
tiff charged that the defendant, by imitating the size and shape of the 
plaintiff’s toy furniture, was placing on the market goods under a get-up 
similar to that of the plaintiff and by this means was able to pass off 
its goods as and for those of the plaintiff. The court held, however, as a 
question of fact, that there was no distinctive get-up in the toys of the 
plaintiff or in their packaging. The similarity arose from the fact that 
each manufacturer was endeavoring to imitate, as closely as possible, 
articles in everyday use. The making of a toy imitation of a natural or 
artificial object was held to be common to all in the trade. 

The real interest of this decision arises by implication. Assuming that 
the form and appearance of the plaintiff’s toys had not been common 
to the trade, would the plaintiff have been entitled, under the common 
law principles of passing-off, to extend its monopoly in the external 
appearance of those toys into perpetuity? If so, the Design Act is a 
completely superfluous piece of legislation and, in fact, minimizes the 
monopoly rights obtainable by a person who evolves a novel design. If 
the common law of passing-off protects in perpetuity the external appear- 
ance of a physical object, why would a trader register an industrial 
design which endures at the most for ten years? It is interesting to con- 
jecture whether a trader who ornaments an article of commerce with a 
novel design can extend into perpetuity the ten year maximum protection 
of the Design Act, or can by-pass the Design Act altogether, and rely 
solely upon his original get-up as giving him a personal monopoly. The 
old case of Edge v. Nichols,'® would seem to answer the question in the 
affirmative. 
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19, [1911] A.C. 698, 28 R.P.C. 582. 





656 TRADE-MARK BULLETIN 40 T. M.R. 
Se 


The President of the Exchequer Court made some interesting observa- 
tions in the course of his judgment in Coca-Cola Company of Canada 
Limited, v. Bernard Beverages Limited.2° The plaintiff brought action 
for infringement of its well-known trade-mark “Coca-Cola” against the 
defendant who was using the mark “Cleco Cola” for similar wares. 
Thorson P. held that such use constituted infringement. But the interest- 
ing part of the judgment relates to the plea of the defendant that the 
plaintiff’s mark, being registered in its distinctive script form, consti- 
tuted a design mark, and that such a mark could not be infringed by the 
use of words alone, even though similar in sound. This contention was 
dismissed by the President on the basis that, “Even if it is exclusively a 
design mark I do not see how the argument can be applied in the case of 
such a design mark as ‘Coca Cola’ where the design consists of words 
written in a particular form and it would not be possible to see the dis- 
tinctiveness of the design without seeing the words.” 

It will be recalled that, in Magazine Repeating Razor Co. et al. v. 
Schick Shaver Limited,?' Duff C. J. C. held that, in considering a design 
mark consisting of words written in a distinctive manner, the letters in 
the mark ought to be emptied of all meaning. Whatever conflict there is 
between the principle enunciated by the Supreme Court and the observa- 
tions of Thorson P., one can only suggest that the reasoning of Thorson P. 
is infinitely to be preferred to that of the Chief Justice of Canada. The 
point is of considerable importance. If the letters in a word registered 
as a design mark are emptied of all meaning, there is in effect, the 
creation of a vacuum. No such design can be emptied of all meaning. 
There always remains the design in a distinctive form of lettering which 
spells a certain word. To deny all meaning to that word merely because 
it is written in a distinctive form is to ignore entirely the principle laid 
down in any number of cases such as Seixo v. Provezende?? and Anglo 
Swiss Condensed Milk Co. v. Metcalf.22, Many perplexing problems have, 
of course been raised by the arbitrary division of trade-marks into the 
two classes of word marks and design marks by the Unfair Competition 
Act, 1932. The old practice of focusing attention on the essential features 
of a mark is much to be preferred in approaching questions of similarity. 

In the previous report of Canadian decisions** reference was made to 
G. A. Hardie Co. Limited v. The Registrar of Trade Marks.2* In that case 
the Exchequer Court held that the word mark “Super-Weave,” as applied 
to textiles, was a mark which was properly registrable on proof that it 
had acquired a secondary meaning. It was held to be a word capable of 
acquiring distinctiveness and not a mere laudatory epithet, being in each 
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of its component parts descriptive of the goods to which it was applied. 
The Registrar appealed to the Supreme Court of Canada and the appeal 
was allowed. The Court held that the word “Super-Weave” was a mere 
laudatory epithet and, as such, incapable of becoming adapted to dis- 
tinguish within the meaning of the Unfair Competition Act on the 
principle established in the Perfection case.27 If a word is purely lauda- 
tory, no amount of use or recognition by dealers or users of words as 
indicating that a certain person assumes responsibility for the making or 
quality of the merchandize would be sufficient to take such an expression 
out of the common domain and enable the user thereof to become regis- 
tered as the owner of a trade-mark. The fact that a word has become 
distinctive in fact is insufficient to permit of its registration under the 
Unfair Competition Act. It must also be shown that the mark is adapted 
to distinguish. Thus, when dealing with descriptive words, it is not 
sufficient to show that the applicant has used his mark over such a wide 
area and extended time that it has, in fact, become distinctive of his goods 
alone. It must also be shown that the word is one which in itself has 
the innate quality of being or becoming adapted to distinguish those 
goods from others of the same general class. 


In Fraser Taxi Limited & Meek v. Reid2* the defendant commenced to 
use the name “Fraser Taxi” as applied to a taxi company business, but did 
not comply with the provisions of a municipal by-law requiring the names 
of taxicab companies to be approved. The plaintiff sometime later com- 
menced to use the name “Fraser Taxi” and did comply with the by-law. 
Both taxi company businesses were operated in the Fraser district of 
British Columbia. The Chief Justice of the Supreme Court of British 
Columbia held that the defendant had no right to the use of the name 
because he was using it illegally, in that his business did not comply with 
the municipal by-law. Such a use could not constitute a legal use and, 
therefore, the plaintiff was held entitled to enjoin the defendant’s use 
even though the latter use was anterior. 


While it is good law that no rights can be acquired in a trade-mark 
or name which is used in a fraudulent trade, it must be pointed out that 
the court overlooked the fact that the trade name in question was geo- 
graphical in its significance and that the plaintiff had not proved the 
acquisition of any secondary meaning. Indeed the time factor would have 
precluded him from so doing. 


One of the rare cases of prosecution under the Criminal Code charging 
the offence of applying a false trade-mark and a false trade description 
occurred in the case of Rex v. Erdle.2? The accused had sold certain 
articles of jewelry which were marked as “Sterling” or “Sterling Silver.” 


~ (1948-49), 8 Fox Pat. C. 228. 
(de Crosfield and Sons’ Application (1909), 26 R.P.C. 837. 
» (1948-49), 8 Fox Pat. | 253. 
» (1949), 9 Fox Pat. C. 
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There was no evidence that the articles did not comply with the provisions 
of the Precious Metals Marking Act. As to the application of a false 
trade description it was held that the accused had marked his goods with 
two trade-marks, one of which was later refused under the Unfair Com- 
petition Act and the other of which was subsequently registered as a 
trade-mark under that Act. A trade-mark must be used before it is regis- 
tered and the accused was, therefore, within his rights in applying those 
words to his goods. The indictment was accordingly quashed. 


There have been very few cases in Canada which have invoked the 
provisions of the Criminal Code in trade-mark matters. Such cases are 
not generally proper questions to be tried in criminal proceedings and the 
present case was obviously a needless addition to the list of cases previ- 
ously heard. 

The judgment of the Exchequer Court in General Motors Corporation 
v. Bellows has already been commented upon in this Bulletin.s° An appeal 
to the Supreme Court of Canada has now been dismissed and this judg- 
ment forms the subject of full comment which appeared in a recent num- 
ber of this Bulletin.> 

Similarity of trade-marks and similarity of wares are two questions 
that, in most cases, present serious difficulties to any court. In Dastous v. 
Matthews Wells, above noted, the Chief Justice of Canada observed that 
similarity of trade-marks is not established so long as the wares of the 
respective parties are not “of the same kind.” It must be observed, how- 
ever, that the subsection 2 (k) of the Unfair Competition Act defining 
the word “similar” in respect to trade-marks, does contain the words 
“wares of the same kind” but that Section 2 (1) of the Act defining the 
word “similar” in relation to wares does not contain those words. In 
Union Oil Co. of California v. Registrar of Trade-Marks and S. F. Lawr- 
son,22 Thorson P. pointed out that the use of the word “similar” with 
reference to wares merely connotes difference, for without difference 
there would be identity not similarity. This is a question which is not 
without difficulty and which, as in so many other cases, is caused by poor 
and faulty draftsmanship of the Unfair Competition Act. The Union Oi’ 
case was concerned with the word “Clearex” as applied to liquid glass 
cleaners, and the word “Cleanx” as applied to cleaning and polishing 
compounds for floors, metals and the like. The Court held that there was 
similarity of both marks and wares. 

A passing-off action in the Supreme Court of British Columbia, Chem- 
icals Inc. and Overseas Commodities Limited v. Shanahan’s Limited,?? also 
presents some points of interest. The first plaintiff was the manufacturer, 
and the second plaintiff the distributor in Canada, of a cleaning material 
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sold under the trade-mark “Vano,” which had been registered in the 
United States but not in Canada. The plaintiff had made the mark known 
in Canada, but the defendant, some years later, had registered the word 
“Shano” for a similar cleaning material. It was admitted that the two 
marks were similar. Chief Justice Farris held that, as the plaintiff had 
not registered his mark within the six months’ period of delay allowed 
by Section 4 (1) of the Unfair Competition Act, the defendant was 
entitled to its registration which it had later made within six months of 
its first use in Canada. 

Readers of this Bulletin are aware of the perplexing questions that 
arise under Section 4 of the Unfair Competition Act and of the decisions 
made by the Exchequer Court in Canada Crayon Co. Ltd. v. Peacock Prod- 
ucts Ltd.34 and Fisher v. B. C. Packers Ltd.25 Despite the fact that these 
decisions held that the first user of an unregistered mark had no rights 
against a subsequent user who registered his mark, it must be suggested 
that those decisions were erroneous. Section 4 of the statute confers the 
right of registration only on one person, namely, the person who first 
uses or first makes known the mark in Canada. 

The present decision arrives at the same result as in the Canada Cray- 
on and B. C. Packers cases, although by a somewhat different process of 
reasoning. It is suggested that the ratio of this decision is equally faulty. 
The Chief Justice of British Columbia assumed that the right of registra- 
tion conferred by Section 4 on “the person who first uses or first makes 
known in Canada” was a right exerciseable by two different persons, 
namely, the person who first uses or another person who first makes 
known in Canada. It is suggested that this is an illogical conclusion and 
one which strikes at the root of the privilege accorded in the 1932 Statute 
to the person who first makes a mark known in Canada by advertising 
ina foreign publication which circulates in Canada. It would seem, upon 
afair reading of the terms of the section, that, if a person first makes a 
mark known in Canada, that person alone is entitled to register. If he 
does not do so the right is exhausted and no person who comes later into 
the field and uses that mark in Canada can obliterate the right of the 
person who first made it known in Canada. 

Another interesting point occurred in the Chemicals Inc. case. The 
plaintiff compounded its cleaning material in the United States. It was 
then shipped, in concentrated form, into Canada, to the second plaintiff 
which added water and packaged it for distribution. It was alleged that 
the second plaintiff was actually manufacturing the compound and was, 
by this means, operating under a licence from the plaintiff to apply the 
plaintiff’s trade-mark to goods not of the plaintiff’s manufacture. It was 
held that the addition of water to a compound was not manufacture. It 
may be questioned, however, whether the court approached the question 
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by the correct method. Even assuming that the second plaintiff had been 
actually manufacturing the whole of the compound, if it did so under the 
control and direction of the first plaintiff, the first plaintiff would be quite 
entitled not only to permit the application of its trade-mark but even to 
insist upon it, as was established by the Exchequer Court of Canada in 
Seigal Kahn Company of Canada Limited, v. Peggy Sage Inc.?¢ and by the 
Supreme Court of Canada in Magazine Repeating Razor Co. of Canada 
et al. v. Schick Shaver Limited.37 

A judgment which concerns itself mainly with infringement of copy- 
right but also partially with matters of trade-mark was given by Cameron 
J. in the Exchequer Court in King Features Syndicate v. Lechter.s* The 
plaintiff was the owner of the Canadian copyright in the well-known 
“Popeye” comic strip including the drawings of such characters as “Pop- 
eye,” “Olive Oyl,” “Wimpey” and “Sweet Pea.” The defendant sold 
watches, on the dials of some of which he placed the word “Popeye” alone, 
and on others the word “Popeye” together with representations of the 
characters above mentioned. The defendant had registered the word 
“Popeye” as a trade-mark for watches. Plaintiff sued both for infringe- 
ment of copyright and for passing-off. The Court held that the watches 
which bore on their dials the word “Popeye” together with the representa- 
tions of the above characters constituted an infringement of copyright in 
view of the provisions of the Copyright Act which forbid the reproduction 
of copyrighted material “in any material form whatsoever,” but that, 
so far as concerned the watches bearing on their dials only the word 
“Popeye,” there was no infringement because there could be no copy- 
right in a mere title. 

So far as concerned the claim in passing-off, it was held that the 
claim could not succeed because the plaintiff had never made or sold 
watches and, therefore, the defendant could not be charged with passing- 
off his watches as and for those of the plaintiff. 

There was also added a claim for expungement of the defendant’s 
registered trade-mark. It was proved in evidence that the defendant had 
not used his mark before he applied for registration and the mark was 
accordingly expunged. 

The interesting point in this case is not so much the claim for infringe- 
ment of copyright as the claim for passing-off, and one reads the judg- 
ment with some sense of disappointment that the defendant was allowed 
to escape this charge. From a strict standpoint of trade-mark law one 
cannot perhaps quarrel with the ratio of the decision, but it does seem 
to present an example of those “shabby tricks of business” of which 
Professor Chaffee has spoken so eloquently in the past. It seems not only 
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scandalous but almost unbelievable that a person may take such a well- 
known invented word as “Popeye,” apply it to goods as a trade-mark and 
escape retribution because the owner of the “Popeye” copyright has 
never made or sold goods of that type. Such conduct may not constitute 
passing-off in the strict sense, but it certainly seems to constitute unfair 
competition and would apparently fall within the prohibitions of Section 
11 (c) of the Unfair Competition Act which prohibit the adoption of “any 
other business practice contrary to honest industrial or commercial 
usage.” Unfortunately, Section 11 of the Act which enacts, as a part of 
Canadian substantive law, the provision contained in Art. 10 bis of the 
International Convention, has been construed to extend no farther than 
the common law action for passing-off.2° It would seem that conduct of 
the type evidenced in this case is the very conduct to which Section 11 was 
aimed, but, until a Canadian court is prepared to construe Section 11 more 
broadly than has been done in the past, the Canadian law of unfair com- 
petition must continue to lack the dynamic growth of this branch of the 
law which has occurred in recent years in the United States and in the 
law of concurrence deloyale in France. 


In Hughes v. Sheriff,4° the plaintiff designed a new floral pattern for 
cut glass-ware which he sold under the trade-mark “Cornflower” and to 
which was attached a distinctive label, the words and label being regis- 
tered as a word mark and a design mark respectively. The defendant 


sold similar glass-ware under the name “Crystalware” and bearing a 
label similar to the plaintiff’s label. Lebel J. held that the word “Crystal- 
ware” was not similar to the word mark “Cornflower” but that the 
defendant must be restrained from the use of his similar label. 


Two interesting cases of passing-off by means of similar titles of 
periodicals were heard in Fawcett Publications Inc. v. Valentine*: and 
Fawcett Publications Inc. v. Pastime Publications Ltd.42 These actions 
were consolidated and the same result arrived at in each. The plaintiff 
company was the publisher of a magazine entitled “True Confessions.” 
The defendants published certain magazines entitled “Startling Confess- 
ions” and “Sensational Crime Confessions.” The plaintiff had registered 
the trade-mark “Confessions” and claimed an injunction and damages for 
infringement and for passing-off. As to the infringement claim, it was 
held that the word “Confessions” was descriptive and its registration 
was consequently invalid; it had not been registered under the appropriate 
proceedings of the Unfair Competition Act, 1932, providing the applicable 
procedure for registration of descriptive words and ought, therefore, to 
be expunged. On the passing-off aspect of the case it was held that the 


39. A. C. Spark Plug Co. v. Canadian Spark Plug Service et al., [1945] Ex. C. R. 57. 
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plaintiff had not established that the title “True Confessions” haq 
acquired a secondary meaning. 


The plaintiff also claimed that the get-up of the defendants’ maga- 
zines were similar to the format used in its publication. It was admitted 
that the items complained of were individually common to the trade but 
it was contended that, while there was no monopoly in the individua] 
items, they were so combined by the defendants as to pass off their maga- 
zines as those of the plaintiff. It was held that the evidence did not show 
that the get-up of the plaintiff’s magazine had, in Canada, become distinc- 
tive of or identified with the plaintiff’s trade and hence the plaintiff 
could have no monopoly in it. The plaintiff also moved for a declaration 
of the Court requiring the Registrar of Trade-Marks to register the mark 
under the appropriate provisions of the Act above mentioned. The Court, 
however, held that the plaintiff had not shown that the title in question 
had lost its descriptive sense in which it was first used to indicate the 
main contents of the plaintiff’s magazine. It could not, therefore, be said 
to have become adapted to distinguish and registration was refused. 


Several points of practice remain to be noted. In Libby, McNeill and 
Libby v. Canadian Canners Limited? particulars were ordered of the plea 
of invalidity of the plaintiff’s marks, so far as the plea related to unregis- 
tered marks and of common prior use of unregistered marks. Further 
particulars were refused with relation to prior registered marks on the 
ground that full information with respect to such marks could be obtained 
by searching the Register. 

In Webber Pharmaceuticals Limited v. Harco Laboratories Limited 
et al.44 an interim injunction restraining the use of the plaintiff’s unregis- 
tered trade-mark “Vite-E” was refused on the ground that the legal title 
of the plaintiff had not been established. The motion was adjourned to 
trial. 

The same result was arrived at in Tanqueray Gordon & Co. Ltd. v. 
Hiram Walker & Sons Limited.4s The refusal of an interlocutory injunc- 
tion in this case was based upon the discontinuance by the defendant of 
the very act of which the plaintiff complained, as well as the fact that the 
defendant was a large and prosperous organization, well able to pay any 
judgment for damages that might be rendered against it. 


In Renwal Manufacturing Co. Inc. v. Reliable Toy Company Ltd. et 
al.4¢ a witness outside the jurisdiction and not accessible by subpoena, 
but whose evidence was material and who refused to attend at trial unless 
remunerated, was held entitled to compensation paid to him if reasonable 


in amount. 
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In Ashley & Crippen Ltd. v. Webster47 a motion for particulars was 
dismissed. This was a passing-off action in which the defendant moved 
for particulars of the words alleged to have been used by the defendant 
which were calculated to deceive. It was held that such words and the 
occasions on which they were used were in the knowledge of the defend- 
ant. In addition, particulars of the allegation of loss of goodwill and 
profits should not be ordered because the plaintiff was not claiming 
damages. 


Under date of November 23, 1948, the Registrar gave notice that, 
henceforth disclaimers will be admitted as part of the record. The Regis- 
trar noted that he would require a statement in the application whereby 
the exclusive appropriation of non-registrable material is disclaimed apart 
from the mark to be registered. 


As of April 1, 1949, the former Dominion of Newfoundland united 
with Canada as one of its provinces. In accordance with the Terms of 
Union, the Unfair Competition Act, 1932, was proclaimed in force in 
Newfoundland and by Section 60 (a) of that statute, all trade-marks 
registered in Newfoundland prior to April 1, 1949, were continued in 
effect as though Newfoundland had not become a province of Canada. 
Applications pending at the time of Union were continued in force, but, 
upon registration, are to have the same effect as if registered under the 
previous law of Newfoundland.** As of the same date all statutes of 
Newfoundland relating to trade-marks were repealed. Whether trade- 
marks previously registered in Canada now extend to the new province 
of Newfoundland is a question that remains in doubt. Section 35 of the 
Unfair Competition Act will apply to all applications made after the 
date of Union but whether it can be construed to apply to applications 
made before that date would appear to be doubtful. It is also an open 
question whether a previous registration in Newfoundland is now a valid 
citation against an application for a similar mark in Canada. Nor do the 
Terms of Union contain any provisions with respect to the future status 
of marks on the Newfoundland register, other than that they are con- 
tinued in effect. There would seem to be no procedure by which they can 
be cancelled, amended or expunged. 


There has also been enacted the National Trade-Mark and True Label- 
ling Act,4° which establishes the words “Canada Standard,” or the letters 
“CS,” as a national trade-mark vested in the Crown in the right of 
Canada. Wide powers are given by the statute for the making of regu- 
lations respecting the proper labelling of commodities and to the Nationai 
Research Council for investigation and report on commodity standards 
and specifications. 


47. (1949-50), 10 Fox Pat. C. 191. 
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PART II 


BENROSE FABRICS CORPORATION v. ROSENSTEIN ET AL. 
No. 10042—C. A. 7—July 10, 1950 


Courts—Federal Appellate Procedure—Rule 52(a) 

It is immaterial that some of the findings of fact appear in the conclusions of 
law, for their true nature is not determined by their labels. 

Findings of fact by trial court cannot be set aside unless they are clearly 
erroneous. 

Where conflicting stories are told by witnesses whose credibility is at stake, 
Court of Appeals may not supersede determination of finder of facts and substitute 
its judgment for that of trial court; question is not whether Court of Appeals 
would have made same finding, but whether evidence substantially and adequately 
supports it. 

Where findings rest upon documents, depositions or comparison of names, and 
credibility of witnesses is not involved, or trial court had no opportunity to observe 
the witnesses, held that reviewing court is as well qualified to pass upon weight 
of evidence as trial court. 


TRADE-MARK INFRINGEMENT—Basis of Relief—General 

In trade-mark infringement suit, plaintiff has burden of proving likelihood of 
confusion as to source. 

Fact that two trade names are similar, held not sufficient in itself to warrant 
equitable interference. 

Though whether the goods are similar is not the test, such evidence may be 
pertinent to ultimate question of whether there is likelihood of confusion. 

Trial court’s finding that similarity of product did not exist and that plaintiff 
had failed to prove likelihood of confusion, held adequately supported by the record. 


TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—Basis of Relief—General 
In absence of contract, fraud, or estoppel, any man may use his own name in 
all legitimate ways, and as the whole or part of a corporate name; it is only when 
use is dishonest or fraudulent that court may interfere; courts will not act where the 
only confusion, if any, results from similarity of names and not from manner of use. 


TRADE-MARKS—Acquisition of Rights—General 

Exclusive rights of owner of a trade-mark grow out of his use of the trade- 
mark and not out of its mere adoption. 

On facts of record, plaintiff’s disclaimer in one registration, and description 
of plaintiff’s goods in another under 1905 Act, held to limit plaintiff’s right to 
exclusive use of name “Benrose” to fabrics of character described in the registra- 
tions as distinguished from upholstery fabrics. 


TRADE-MARK ACT OF 1946—Proof of Ownership and Use—Effect of Registration 
Plaintiff’s 1946 Act registration held to confer no broader rights on plaintiff 
than its registrations under 1905 Act, because plaintiff’s rights to exclusive use of 
its registered mark are limited to those fabrics on which the mark has been and 
is being used in plaintiff’s business, i.e., fabrics of a character adapted for personal 
wear. 


Appeal from Northern District of Illinois. 
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Trade-mark infringement and unfair competition suit by Benrose 
Fabrics Corporation against Benjamin Rosenstein and Frances M. Rosen- 
stein, name changed to Benjamin Rose and Frances M. Rose, individually 
and as copartners doing business under the trade name of “Ben Rose.” 
Plaintiff appeals from dismissal of complaint. Affirmed. 


Daniel H. Kane and Philip T. Dalsimer, of New York, N. Y., and 
Carlton Hill, of Chicago, Ill., for plaintiff. 


Harold A. Fein, of Chicago, IIl., for defendants. 
Before KERNER, FINNEGAN and LINDLEY, Circuit Judges. 
LINDLEY, C. J.: 


The suit of plaintiff, owner of registrations No. 504,803, No. 418,949 
and No. 422,622 of the trade-mark “Benrose,” charging defendants with 
infringement and unfair competition having resulted in judgment for 
defendants, plaintiff appeals. It contends (1) that the proof clearly 
reflects likelihood of confusion of source of origin between defendants’ 
trade name “Ben Rose” and plaintiff’s trade-mark and trade name “Ben- 
rose,” (2) that, though in “the absence of a self-imposed restraint, a 
person has the right to use his name in conducting his business,” as the 
trial court found, the rule is not applicable here, inasmuch as the evidence 
allegedly establishes that Rose is not the name of defendants; that their 
name was originally Rosenstein, changed only in 1947, long after plain- 
tiff’s rights had come into being, and that, consequently, as newcomers in 
the field, they should be compelled so to limit the use of their name in 
business as not to infringe upon plaintiff’s established rights and, finally, 
that the judgment is not supported by the evidence and should be reversed. 


The trial court found that plaintiff has for many years been convert- 
ing and marketing in large quantities, primarily for wearing apparel, silk, 
cotton and synthetic fabrics printed by the roller press process, selling at 
from 65 cents to $1.00 per yard to the wearing apparel trade and to 
stores which in turn retail them; that defendants began in 1946 to impress 
upon raw textiles and wallpaper, by hand process, designs proper and 
fitting for use in upholstery, interior decorating and home furnishings 
only, selling to architects, decorators and the interior decorating sections 
of department stores at $10.00 per yard; that plaintiff has not, except in 
a slight and incidental quantity, produced or marketed its products for 
use in home furnishing or upholstery; that defendants have not engaged 
inany business competitive with that of plaintiff; that plaintiff has pro- 
duced no proof that the buying public or any customers of plaintiff have 
been confused by defendants’ use of the trade name “Ben Rose;’’ that the 
mark “Benrose” has not acquired a secondary meaning associated with 
the product of plaintiff; that plaintiff has not acquired the exclusive 
tight to use of the trade name “Benrose,” and that defendants have not 
infringed plaintiff’s rights under the trade-mark registrations. 
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Though the court made no specific finding as to likelihood of confusion 
as to source of origin, it found that plaintiff had failed to prove any 
averment of its “complaint entitling it to any relief.” The complaint 
contained averments that defendants’ actions, if continued, would “deceive 
and confuse the public into believing that defendants’ products are the 
genuine products of plaintiff or have some connection with the plaintiff 
or its products” and “mislead and deceive the public into believing that 
it is purchasing plaintiff’s products.” It follows from this finding that 
the court has found that plaintiff failed to prove the averments quoted, 
i.e., that confusion as to source of origin was likely to occur. This is 
also an effectual finding that plaintiff had failed to prove the charge of 
unfair competition. It is immaterial that some of these findings appear 
in the conclusions of law, for their true nature is not determined by their 
labels. Shapiro v. Rubens, 166 F. 2d 659. 

Certain facts are undisputed. Thus it is clear that since 1924 plaintiff 
has used the trade name “Benrose” as part of its corporate name and 
applied it to fabrics which it has produced and sold. Those fabrics con- 
sist of silk, cotton and synthetic textiles and are largely if not entirely 
used in making dresses and other wearing apparel. Almost one-third of 
plaintiff’s output goes to the “cutting up trade,” which converts it into 
clothing, and the remainder to retail stores which in turn sell to con- 
sumers, who then use the purchased fabric in any way they desire, i.e., to 
make clothes or otherwise to avail themselves of its utility. Apparently 
an inconsiderable part of it is used for purposes other than clothing. 
Plaintiff prints its fabrics by the roller press process, resulting, relatively 
speaking, in mass production. It sells at popular prices. 

It is clear also that defendants began their business activities in Feb- 
ruary 1946 under the name “Ben Rose.” Continuously since that time 
they have converted raw fabrics into hand printed, personally designed 
finished products, by what is known as the silk screen process. Their 
products have been used primarily in interior decorating, sales originally 
being made only to architects, designers or decorators. As their business 
has grown, they have extended their sales to certain sections of depart- 
ment stores. Their products and those of plaintiff are sometimes found 
on sale in the same department store, though in different sections,— 
plaintiff’s in fabrics and defendants’ in interior decorating. Defendants’ 
volume has grown from $3,000 in the first six months to over $83,000 in 
the last like period. Their prices, obviously because of the hand printing 
process employed, are much higher than plaintiff's. 

The facts relating to defendants’ adoption of the name Rose likewise 
are not largely in dispute. In this connection the court found that defend- 
ant Ben Rose first adopted that name in 1936 and continuously used it 
for all social, family and business purposes, except during the period of 
his service in the Navy, and that defendants “at no time, indulged in or 
committed any act, directly or indirectly, in the operation of their busi- 
ness, or in the use of the name Ben Rose as their trade name, which 
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constitutes fraud on the plaintiff or on the public” or infringement of 
plaintiff’s registrations. Defendant Benjamin Rose is the son of Mr. and 
Mrs. Max Rosenstein. He came to Chicago in 1936 to live with his bro- 
ther, who had taken the name of Rose, and to attend art school. From 
that time on he seems to have used the name of Rose except in certain 
business and public record matters. Thus he was married in 1942 as 
Rosenstein and enlisted in the Naval Reserve under the same name. In 
1946 he and his wife applied to the Illinois court for leave to change their 
legal names to Benjamin Rose and Frances Rose, and in early 1947 the 
court entered a decree granting that relief. For about six months, before 
he joined the Navy, Benjamin used the name, Ben E. Rose. Plaintiff 
makes no claim that any fraud was intended or accomplished by the 
change from Rosenstein to Rose, except in so far as it resulted in the 
alleged infringement of plaintiff’s rights. 

From the foregoing facts and certain others, some controverted and 
some undisputed, with which it is unnecessary to belabor this opinion, it 
seems clear to us that the evidence was of such character and weight as 
to support the findings and conclusions. We can conceive of no right upon 
our part to set them aside, for we cannot say, as a matter of law, that 
they are clearly erroneous. True, with other courts, we have announced 
that if findings rest upon documents, depositions or upon mere compari- 
son of names, if credibility of witnesses is not involved, or if the trial 
tribunal has no opportunity to observe the witnesses, a court of review 
is as well qualified to pass upon the weight of evidence as is the trial 
court, but where, as here, conflicting stories are told by witnesses whose 
credibility is at stake, we may not supersede the determination of the 
finder of facts and substitute our judgment for his. It is not a question 
of whether we would have made the same finding; it is rather a question 
of whether the evidence substantially and adequately supports it. Rule 
52(a) of the Federal Rules of Civil Procedure. Jackson v. Goes, 181 F. 
2d 849 (CCA-7—No. 9957, decided May 17, 1950). 

It was incumbent upon plaintiff to prove likelihood of confusion of 
source or origin. Philco Corp. v. F. & B. Mfg. Co., 170 F. 2d 958 [389 
TMR 23] (CCA-7). This, upon conflicting testimony, the trial court 
found, it has not done. The court obviously found, as it had a right to 
do, that plaintiff and defendants are not in competition; that they cater 
to different classes of purchasers and consumers; that their products are 
radically different and that there is wholly lacking proof of likelihood 
of confusion, an essential ingredient of trade-mark infringement. Philco 
Corp. v. F. & B. Mfg. Co., 170 F. 2d 958 [89 TMR 23] (CCA-7). 

Obviously the two trade names are similar, if not completely identical, 
but that fact alone is not sufficient to warrant equitable interference. “In 
the absence of contract, fraud or estoppel, any man may use his own name 
in all legitimate ways and as the whole or a part of a corporate name;” it 
is only when the use is dishonest or fraudulent that the court may inter- 
fere; courts will not act where the only confusion, if any, results from 
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similarity of names and not from the manner of use. Howe Scale Co. y. 
Wickoff, 198 U.S. 118. Here the court found that no confusion had been 
proved and that plaintiff had failed to prove the averment of likelihood of 
confusion. Though whether the goods are similar is not the test, such 
evidence may be pertinent upon the ultimate question of whether there 
is likelihood of confusion. Philco Corp. v. F. & B. Mfg. Co., 170 F. 2d 
958 [89 TMR 23]. Upon that issue the court found, upon disputed evi- 
dence, that similarity of product did not exist and the record supplies 
adequate evidence to support the finding. 

The defendants contended and the trial court held that plaintiff's 
trade-mark registrations under the 1905 Act limited its right to the 
exclusive use of the name “Benrose” to its use on fabrics intended for 
wearing apparel only, and that, consequently, the use by defendants of 
the name “Ben Rose” on fabrics not intended for such use but rather for 
the interior decorating and home furnishing fields is not an invasion of 
any right accruing to plaintiff by virtue of those registrations. The file 
wrappers on these registrations demonstrate the soundness of this deter- 
mination. Thus, the registration No. 418,949 file wrapper discloses an 
application claiming use of the trade-mark “A Benrose Fabric” for 
“Ladies, Misses and Girls’ Dresses, Blouses, Playsuits, Pinafores and 
Skirts in Class 39 Clothing,” subsequent disclaimer of the word “Fabric,” 
and final registration of the mark limited to the wearing apparel des- 
cribed. In the file history of registration No. 422,622 we find an appli- 
cation for a mark showing a drawing of a draped fabric and the words 
“Benrose Crepes,” a claim for use of the mark for “textile fabrics in the 
piece of cotton, silk, rayon, protein, fibres, and combinations thereof, 
of a character adapted for personal wear” (emphasis supplied), and, 
finally, registration of the mark so limited. The effect of these dis- 
claimers and amendments was, we think, inevitably to limit plaintiff's 
right to the exclusive use of the name “Benrose”’ to fabrics of the char- 
acter described in the registrations as distinguished from fabrics “in the 
nature of upholstery fabrics” or fabrics designed for use by architects and 
interior decorators. Walgreen Drug Stores v. Obear-Nester Glass Co., 113 
F. 2d 956, 960 [80 TMR 477] (CA-8). 

The third registration, No. 504,803, issued under the Lanham Act 
(Trade-Mark Act of 1946, 60 Stat. 427), relates to the use of the single 
word “Benrose.” The registration, as finally published, states that plain- 
tiff “has adopted and is using the trade-mark shown in the accompanying 
drawing for textile fabrics in the piece of silk and synthetic fibers, in 
Class 42, Knitted, netted and textile fabrics, and substitutes therefor, 
* * *” This registration, obviously, does not by its language, limit plain- 
tiff’s use of its trade-mark to fabrics of a character adapted for personal 
wear. It is clear, however, that it bestows on plaintiff no broader rights 
than did the registrations under the Act of 1905, for the law is that the 
exclusive right of the owner of a trade-mark grows out of his use of the 
trade-mark, not out of its mere adoption, Trade-Mark Cases, 100 U. S. 
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82, 94, Hanover Milling Co. v. Metcalf, 240 U. S. 403, 413. Consequently, 
the District Court properly held that plaintiff’s right to the exclusive use 
of this registered trade-mark is limited to use on those fabrics to which it 
has been appropriated and is being appropriated in plaintiff’s existing 
business—i.e., production of fabrics of a character adapted for personal 
wear, Beech-Nut Packing Co. v. P. Lorillard Co., 7 F. 2d 967, 969 (CA-3). 


These limitations support and reinforce the District Court’s conclu- 
sions that defendants have not infringed upon plaintiff’s trade-mark 
rights or committed acts amounting to unfair competition. Upon this 
determination, as well as upon the findings of fact previously discussed, 
the judgement must be and is affirmed. 


SUNBEAM LIGHTING CO. v. SUNBEAM CORPORATION 
No. 12357—C. A. 9—June 30, 1950 


TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—Basis of Relief—General 

A non-fanciful word may be used by one business as its trade-mark, and as its 
trade name under circumstances where its unqualified use by another may consti- 
tute infringement or unfair trade. 

A distinctive mark or name will be broadly protected but words or names which 
have been applied to and used and registered as trade-marks for a large number 
and variety of products, will be protected only within the range of use on similar 
goods. 


TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—Scope of Relief—Particular 
Instances 


The word “Sunbeam” held not a fanciful term with little use in the English 
speaking world. 

On facts of record, judgment granting injunction to plaintiff restraining 
defendants from using the name “Sunbeam” in connection with their business 
affirmed, in so far as it pertains to use of “Sunbeam,” or a colorable substitute 
therefor, upon or in connection with household utensils, and as to the use of 
script suggestive of plaintiff’s script and to the use of the word “Master” in 
connection with the word “Sunbeam” in relation to the manufacture and sale of 
plaintiff’s appliances; and in all other particulars the judgment is reversed. 

Plaintiff’s use of “Sunbeam” on electrically operated household utensils held 
not to justify injunction against defendants’ use of “Made by Sunbeam Electrical 
Appliance Co., Los Angeles, California,” or similar wording in a catalog or on 
electrical fluorescent fixtures. 


TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—E vidence—Likelihood of Con- 
fusion 


On facts of record, including weakness of plaintiff’s mark evidence of pollers 
and expert testimony as to likelihood of confusion disregarded. 


Appeal from Southern District of California. 


Trade-mark infringement and unfair competition suit by Sunbeam 
Corporation against Sunbeam Lighting Co., a copartnership composed of 
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Marcus Bodian, Herbert L. Krieger, and Phil R. Friedman. Defendants 
appeal from judgment granting permanent injunction. Modified. 


Mitchell & Gold, Milton Mitchell, Seymour Gold, Mason & Graham, 
Collins Mason, and William R. Graham, of Los Angeles, Cal., for appellant. 


Rogers & Woodson, William T. Woodson, Beverly W. Pattishall, Lewis 
S. Garner, and John F. McCanna, of Chicago, Ill., and Lyon & Lyon and 
Reginald E. Caughey, of Los Angeles, Cal., for appellee. 


Before BIGGS (designated from Court of Appeals for the Third Cir- 
cuit) and STEPHENS, Circuit Judges, and DRIVER, District Judge. 


STEPHENS, C. J.: 


The Sunbeam Corporation, an Illinois corporation situated in Chicago, 
a large and substantial manufacturer of electrically operated household 
utensils, secured a judgment against the Sunbeam Lighting Co., a Cali- 
fornia co-partnership at Los Angeles, with Marcus Bodian, Herbert L. 
Krieger and Phil R. Friedman as co-partners therein, extensive manu- 
facturers of fluorescent electrical fixtures, in which the individuals men- 
tioned are permanently enjoined from using the name “Sunbeam” in 
connection with their business. Those enjoined appeal. 

The plaintiff assumed the name of Sunbeam Corporation in 1946, 
having theretofore conducted its business under the name of Chicago 
Flexible Shaft Company. In 1921 plaintiff took the word Sunbeam as a 
trade-mark and name for its electric flat irons and thereafter used that 
name in marketing other household electric utensils. In 1945 it first used 
that name on furnaces for fusing metals. Some time the name was used 
by the corporation in connection with heaters as “Stewart Sunbeam.” In 
1921 the plaintiff applied for the registration of Sunbeam as the trade- 
mark for “electric flatirons, machines and supplies.”” It has since applied 
the mark to many household appliances, sometimes adding the word 
“Master” after the name. Plaintiff has not entered the lighting field in 
any manner whatever. Prior to its use by plaintiff, “Sunbeam” had been 
registered as a trade-mark by others for electric headlights (not including 
lamps) and for coal furnaces and oil and gas stoves and for automobile 
heaters and for certain internal combustion engines, cutlery, machinery 
and tools. In fact, prior to the use of the trade-mark by the plaintiff, the 
word “Sunbeam,” “beam,” and many adaptations and combinations of the 
words “Sun” and “beam” had been and since have been favorite trade 
names. 

In 1944 defendants adopted the co-partnership name and have built up 
a very substantial business in fluorescent electric fixtures exclusively, and 
by far the most of them are sold for installation through recommendation 
of lighting engineers and architects and, in a large measure, through com- 
petitive tests. It has manufactured fluorescent bed and stand lamps 
under the name of “Sunlite Master.” These constitute less than 14 of 1% 
of the firm’s business. 
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ES 


Plaintiff-appellee in its opening brief makes the following statement: 


“The basic issues involved in this appeal are the following: 

“1. Does plaintiff have valid registered and common-law rights in the trade- 
mark Sunbeam? 

“2. Does defendants’ use of Sunbeam as a trade-mark for electrical appli- 
ances—namely fluorescent lamps and fixtures—and as a part of their firm 
name, result in confusion and likelihood of confusion with the goods and business 
of the prior user, plaintiff? 

“The District Court, after hearing and considering the evidence, answered 
both of these questions affirmatively, and, in accordance with the Federal 
Trade-Mark Act, the law of this Circuit and the law of California, enjoined 
defendants’ further use of plaintiff’s registered trade-mark, Sunbeam.” 


From a study of the pleadings, the evidence and authorities, we think 
the issues are not exactly as plaintiff puts them. The pleadings do not 
plainly put in issue any question as to common-law rights. However, the 
trial court very properly directed the trial so as to cover both common 
law and registered trade-mark issues. The two rights are not readily 
separable. It is not questioned but that plaintiff has valid registration 
and common-law rights in the trade-mark “Sunbeam.” The extent of 
such rights is in issue. As to issue numbered “2.” the case is not solved 
by the simple finding as to whether defendants’ use of the word “Sun- 
beam” results “in confusion and likelihood of confusion.” The answer to 
that question is material but circumstances not included in the framed 
statement must be taken into consideration. 

Defendants have added the word “Master” to the use of the words 
“Sunbeam Manufacturing Co., Los Angeles, California,” to their portable 
fluorescent lamps. Portable lamps are sometimes sold as household uten- 
sils are sold and plaintiff has extensively used the word “Master” upon its 
products. We think the difference between electrical fluorescent lighting 
fixtures with the method of their marketing, and portable lamps and the 
way they are marketed puts the latter on sale in such a way as to cause 
confusion. The injunction should cover this item. The lamp business is 
less than 14 of 1% of defendants’ business and does not amount to much 
or anything in effect upon the issues pertaining to the electrical fluores- 
cent fixture business. 

Defendants have used in a very limited manner and to a very limited 
extent, in their trade catalog, a broad black brush-like script print of 
the name Sunbeam with a streaming capital “S,” the upper part of which 
sweeps over the remaining letters of the word. Laid in direct comparison 
with the word in script as used by plaintiff one could carry away an 
impression of similarity although upon analysis there is a marked differ- 
ence. Plaintiff has copyrighted the word in several modifications of 
script though each bears similarity to every other. The evidence indicates 
that the script used by defendants was used later than the copyrights 
and use by plaintiff. We think the injunction should deny its use by 
defendants together with other similar scripts by defendants. 
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We recognize that a non-fanciful word may be used by one business 
enterprise as its trade-mark and as its trade name in circumstances 
where its unqualified use by another may constitute infringement or 
unfair trade. Such principle comes into play in this case as agains 
defendants in their use of the script form of the word Sunbeam and in 
the combination of words Sunbeam and Master. We think, however, that 
this item deserves little consideration in relation to the main business of 
defendants. 

It should be understood that defendants do not use the term or word 
Sunbeam or similar term, except as hereinbefore referred to, in any 
other manner than as the name of the firm which name “Sunbeam 
Lighting Company, Los Angeles, Cal.” is placed upon the article in full 
or printed in full on advertising or cataloging the product. 

It appears to us that the facts of this case move us to the area of law 
accurately and succinctly expressed by the Seventh Circuit in Philco Corp. 
v. F. & B. Mfg. Co., 170 F. 2d 958 (1948) at p. 961 [389 TMR 23] as 
follows: “A distinctive mark or name will be broadly protected as a trade- 
mark, but general words or names, which have been applied to and used 
and registered as trade-marks for a large number and variety of products, 
will be protected only within the range of use on similar goods. Pease v. 
Scott County Milling Co., D.C. Mo., 5 F. 2d 524. The mere fact that one 
person has adopted and used a trade-mark on his goods does not prevent 
the adoption and use of the same or a similar trade-mark by others on 
articles of a different description.” 

The trial court’s conclusion goes to the extent that, because the plain- 
tiff has a registered and common law trade-mark of the word “Sunbeam” 
and use thereof in relation to its actual produce and because of its exten- 
sive business, that word is plaintiff’s sole property in commerce in the 
whole broad electrical field. This conclusion extends the restriction on 
the use of a non-fanciful word far beyond any instance that we are aware 
of. We are unwilling to affirm the holding that the possibility or the 
actual proof of an occasional instance of a person’s surmise that defend- 
ants’ print of “Made by Sunbeam Electrical Appliance Co., Los Angeles, 
California” or similar wording in a catalog or on an electrical fluorescent 
fixture suggests plaintiff as the manufacturer, and is enough to support 
the injunction. The law goes to no such extreme. 

There is no evidence that either party to the action is in competition 
in the market. The evidence is conclusively the other way. It is unreason- 
able to say that a person shopping for a shaver, an egg beater, or a mixer, 
which is a matter of common shopping in variety and hardware stores, 
would have occasion to even think of an electric fluorescent light fixture 
which, as the evidence shows, is ordinarily selected by an architect and 
installed by an engineer. And no purchaser or selector or installer of the 
light fixture would have a kitchen labor-saving gadget in mind or if he 
had, that it would affect his act. If plaintiff’s goods are so good that the 
mere mention of their trade name or mark would be sufficient for 4 
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reasonable person to select an article bearing it, no matter how unrelated 
plaintiff's goods are to the article, then, as it seems to us, plaintiff must 
suffer the price of virtue. If, in course of our free enterprise, someone 
would market an unworthy article outside plaintiff’s field bearing the 
name Sunbeam it must be borne as not an unlikely circumstance following 
plaintiff’s selection of a non-fanciful word popular with commercial 
concerns. 


Lay the instant case alongside our own case of Treager v. Gordon- 
Allen, Ltd., 71 F. 2d 766 [24 TMR 419] (1934), where it was held that 
the trade name of “Par” can legally be used for a machinist’s hand soap 
and the same name can be legally used for laundry soap. The trial court 
had found quoting from our opinion in the cited case, ‘““Housewives pur- 
chasing laundry soap * * * would not know of defendant’s product and 
could not be confused by the use of the same trade-mark,” and further on 
in the opinion: “There is a distinction as to the degree of exclusiveness of 
appropriation accorded to the originator of a trade name depending upon 
the name selected. ‘If the name or mark be truly arbitrary, strange, and 
fanciful, it is more specially and peculiarly significant and suggestive of 
one man’s goods, than when it is frequently used by many and in many 
differing kinds of business.’ France Milling Co. v. Washburn-Crosby Co. 
(C.C.A.) 7 F. 2d 304, 306. The line of cases cited by appellant are from 
cases instituted by originators of some such peculiarly significant name or 
phrase. The word “Par” would not come within the class of fanciful or 
original words. It is a common expression which has come to suggest 
merit and not any particular business.” The cited case deals with two 
commodities much closer to the same field than the two lines of products 
in the instant case. Exactly the same may be said as to Palmer v. Gulf 
Pub. Co., D.C.S. D. Cal., Cent. Div., 79 F. Supp. 731 [88 TMR 1101] 
(1948), authored by the same Judge who tried the instant case. We 
commend the opinion as a careful study of the broad issues of this case 
buttressed by many authorities and apt quotations therefrom. Nothing we 
have said in the Lane Bryant, Inc. v. Maternity Lane, 9 Cir., 173 F. 2d 
559 [89 TMR 299] (1949), the Stork Restaurant v. Sahati, 9 Cir., 166 
F, 2d 348 [88 TMR 431] (1948), or the Lerner Stores Corp. v. Lerner, 
9Cir., 162 F. 2d 160 [37 TMR 452] (1947) cases is inconsistent with our 
views herein expressed. 


The differentiation of strong and weak marks is well discussed and 
defined in American Steel Foundries v. Robertson, 269 U.S. 372 (1926) ; 
Majestic Mfg. Co. v. Majestic Elect. App. Co., Inc., 6 Cir., 172 F. 2d 862 
[39 TMR 311] (1949) ; Dwinell-Wright Co. v. Nat. Fruit Co., 1 Cir., 140 
F.2d 618 [34 TMR 128] (1944) ; and Arrow Distilleries v. Globe Brewing 
(o., 4 Cir., 117 F. 2d 347 [31 TMR 51] (1941), all in appellant’s opening 
brief. 


The word sunbeam is not a fanciful term with little use in the English 
speaking world. Metaphorically, it is a meaningful word, a joyful word, a 








674 TRADE-MARK REPORTER 40 T. M.R. 





word of comfort, of light, and of health. A sunbeam is close to the very 
source of life and necessary to a brighter life. It is a suggestion of good; 
of motion, of smoothness, of speed, and of noiselessness. These facets to 
its figurative meaning have spurred the innumerable usages of the word 
as a short, terse, recognizable, rememberable insignia. A perfect automo- 
bile would run speedily, noiselessly, smoothly as a sunbeam, hence there 
is an English Sunbeam automobile company. So with a lawn mower, an 
egg beater, or a shaver. A furnace named Sunbeam conjures the good 
warmth of the sun. But more appropriate than any of these is the appli- 
cation of the word to fluorescent light, the sole subject of defendants’ 
business. 


Realizing the continuously expanding use of electrically operated con- 
veniences in the progress of the civilized world, it seems quite unreason- 
able to hold that the plaintiff company with its well-earned reputation for 
quality in its line should have the legally enforceable monopoly to this 
superlative term throughout the whole electrical world. It stretches to 
the very top of the unreasonable to say that the word “Sunbeam” applied 
to a household utility machine operated by electricity should be adjudged 
to bring a stop to its long continued use in the firm name of a successful 
business enterprise whose business is the manufacture and sale of fix- 
tures for the production of fluorescent light, a light which more closely 
resembles the light of a sunbeam than any other light yet discovered. 


The evidence contains reports of pollers who exhibited a photograph of 
defendants’ portable fluorescent lamp which show that some persons 
jumped to the conclusion that because it had the word “Sunbeam Lighting 
Co., Los Angeles” in sight that it was manufactured by plaintiff in Chi- 
cago. There was expert testimony to the effect that the plaintiff was a 
factory of such renown that the mere appearance of the word Sunbeam on 
large fluorescent fixtures on exhibition to engineers and constructionists 
meant plaintiff and no other manufacturer, although the article viewed 
had no resemblance to anything manufactured by plaintiff nor performed 
any function of the slightest sameness. Psychologists came to the same 
conclusion. Evidence of this kind is well answered in the Palmer case, 
supra, at p. 734 [38 TMR 1104]: “The use of ordinary words either alone 
or in combination, without more, to describe a publication, is not entitled 
to protection under the law of trade-marks or as unfair competition.” 
See American Auto Ass’n v. American Auto. Owners Ass’n, 216 Cal. 125 
[22 TMR 479] (1932). The United States Court of Appeals for the Dis- 
trict of Columbia said (the present Chief Justice of the United States 
speaking) : “A publisher though he has a registered trade-mark cannot be 
protected from all of the inadequacies of human thought and memory. 
* * * Probable confusion cannot be shown by pointing out that at some 
place, at some time, some one made a false identification.” McGraw-Hill 
Publishing Co. v. American Aviation Associates, 73 App. D. C. 131, 117 
F. 2d 293, 295 [80 TMR 113] (1940). See P. Lorillard Co. v. Peper, 8 
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Cir., 86 F. 956, 960 (1898) ; Collegiate World Publ. Co. v. Du Pont Publ. 
Co., D.C., N. D. Ill. E. D., 14F. 2d 158, 160 (1926). 

The judgment should be, and is, affirmed in so far as it pertains to 
the use of the word Sunbeam or a colorable substitute thereof upon or in 
relation to household utensils and as to the use of a script of the word 
Sunbeam suggestive of the script used by plaintiff, and to the use of the 
word “Master” in connection with the word “Sunbeam” in relation to the 
manufacture and sale of plaintiff’s appliances. The judgment is reversed 
in all other particulars. 

Affirmed in part, reversed in part, and remanded. 





STAHLY, INC. v. M. H. JACOBS CO., INC. ET AL. 
No. 10047—C. A. 7—June 9, 1950 


Courts—Pleading and Practice—Summary Judgment 

On facts of record, held that no genuine issue exists as to material facts, that 
there is no factual dispute as to condition of goods or as to defendant’s reliance 
upon plaintiff’s letter of consent agreeing not to assert rights or claims contrary 
to rights of pledgee; and granting of defendant’s motion for summary judgment 
was not improper. 

ConTRACTS—Defenses—F raud 

Under Illinois cases which govern, fraud in the inducement must be based upon 
a misrepresentation of fact and cannot rest on false promises to do an act in the 
future, even though accompanied by intent not to perform. 

TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—Basis of Relief—General 

Trade-mark laws and the law of unfair competition are concerned not alone 
with protection of property rights existing in individuals, but also with protection 
of public from fraud and deceit. 

Right of the public to be so protected transcends rights of individual trade- 
mark owner and is beyond his power to waive. 

TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—Defenses—Waiver 

District Court’s construction of broad language of consent letter as waiver and 
abandonment of all plaintiff’s trade-mark and fair trade rights with respect to 
the goods involved, held justified. 

Although plaintiff’s letter operated to waive all of its rights with respect to 
the goods in question, held that it could not have had the effect of waiving the 
public’s right to be safeguarded against fraud and deception. 

TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—Scope of Relief—Particular 
Instances. 

Though plaintiff waived its trade-mark and fair trade rights, held that defend- 
ants should be prohibited from offering to the public admittedly defective razors, 
bearing plaintiff’s trade-mark, without indicating to prospective purchasers fact 
that the razors are equipped with defective pawl spring and are not backed by the 
a guarantee applicable to razors sold by plaintiff through its established 

ealers, 


Pa from Northern District of Illinois. See 39 TMR 920, 83 USPQ 
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Trade-mark infringement and unfair competition suit by Stahly, Inc. 
against M. H. Jacobs Co., Inc., M. H. Jacobs, Sidney A. Tarrson, B. B. Pen 
Co., Inc., Albert J. Tarrson, and Tarrson Company. Plaintiff appeals 
from dismissal of complaint. Modified and affirmed. 


Jules L. Brady and John Rex Allen, of Chicago, Ill., for plaintiff, 


Albert F. Mecklenburger, Sidney Neuman, and Arthur B. Seibold, Jr., 
of Chicago, IIl., for defendants. 


Before DUFFY, FINNEGAN and LINDLEY, Circuit Judges. 


LINDLEY, C. J.: 


Plaintiff, an Indiana corporation engaged in the sale of mechanical 
razors under the trade-marks “Stahly” and “Live Blade,” instituted this 
suit to enjoin defendants from selling razors with plaintiff’s trade-marks 
impressed thereon, contending that such sales were violative of its trade- 
mark and fair trade rights. The District Court, upon defendants’ motion 
for summary judgment, dismissed the complaint, holding that plaintiff 
had waived its rights with respect to the razors in the possession of the 
defendants. Plaintiff contends that the court erred in this conclusion and, 
further, that, inasmuch as there were, on the face of the pleadings, genu- 
ine issues as to material facts, granting defendants’ motion for summary 
judgment constituted additional error. 


In the summer of 1948, both plaintiff and Aircraft & Diesel Equip- 
ment Corporation, with whom it had contracted for the manufacture of 
125,000 Stahly Live Blade Razors, were in serious financial condition. 
Aircraft, after delivering approximately 80,000 razors to plaintiff, refused 
to make further shipments unless plaintiff would make payment in ad- 
vance, though the contract provided that it was to have thirty days’ credit. 
When it became evident that plaintiff could not pay in advance, Aircraft 
advised plaintiff that, in order for it to continue operations, it would have 
to dispose of the 45,000 razors. Plaintiff thereupon sought to market 
them as prizes or premiums, but its efforts in this direction were unsuc- 
cessful. It was subsequently informed by Aircraft that the latter desired 
to pledge the razors as security for a loan it proposed to procure from 
General Factors Corporation. At the behest of both Aircraft and General 
Factors, plaintiff signed a letter of consent, addressed to General Factors, 
as follows: “We understand that Aircraft & Diesel Equipment Corporation 
has on hand approximately 45,000 Stahly Live Blade Razors which are in 
the possession of said Aircraft & Diesel Equipment Corporation subject 
to our order as to shipment. In consideration of your making a loan to 
said Aircraft & Diesel Equipment Corporation, we hereby consent to and 
agree that we will not assert any rights or claims contrary to your rights 
to realize upon such security as pledgee thereof in the event of non-pay- 
ment of the loan.” 
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After the loan had been made and Aircraft had defaulted thereon, 
plaintiff learned that General Factors was planning to foreclose upon the 
razors which had been pledged as security and thereupon submitted a bid 
of $2.00 per razor. General Factors declined this bid, and eventually 
sold the razors to defendants for $50,000, amounting to approximately 
$1.10 per unit. As soon as it had been advised of the sale, plaintiff 
warned defendants that sale of the razors without the removal of plain- 
tiff’s trade-marks would infringe its legal rights and, further, that sale 
of the trade-marked goods at prices below those established under the 
fair trade agreements which had been negotiated by plaintiff in the states 
which allow them would violate its fair trade rights. As a consequence of 
defendants’ failure to reply to this communication and plaintiff’s receipt 
of numerous complaints from its regular dealers that defendants were 
offering the trade-marked razors to the public at prices below the estab- 
lished fair trade prices, this suit was begun. 


Plaintiff contends that there were and are genuine issues as to mater- 
jal matters of fact which, under the provisions of Rule 56(c) of the 
Federal Rules of Civil Procedure (28 U.S.C.A., Rule 56(c) ), following Sec. 
237 (c), prohibit disposition of this case on a motion for summary judg- 
ment. This argument rests on plaintiff’s assertion that it has alleged, and 
defendants have denied, (1), that the razors involved are in defective 
condition, (2), that defendants did not, in purchasing them from General 
Factors, rely on the so-called letter of consent executed by plaintiff, and, 
(3), that plaintiff was induced to sign this letter by reason of certain 
false promises made by Aircraft and General Factors, which fact, it is 
urged, makes that document wholly void and inoperative. 


Plaintiff’s contention that a factual dispute exists with respect to the 
condition of the razors is, we think, refuted by defendants’ express admis- 
sion that they are defective. True, defendants’ motion to dismiss points 
out that the complaint fails to aver with particularity wherein the alleged 
defect resides and asserts that the averment that they are defective “is a 
bald conclusion without any allegations of fact to support same,” and one 
of the defendants has, by affidavit, stated that the razors are not defec- 
tive, but, on the other hand, defendants have expressly stated, in their 
brief and on oral argument, that they “admit that the 45,000 razors were 
just as defective as plaintiff says they were.” Moreover, if the District 
Court correctly construed the letter of consent as a waiver and abandon- 
ment of all plaintiff’s rights with respect to the razors, the existence 
or non-existence of the alleged defect was not a material issue in this case 
and, consequently, could not, under the provisions of Rule 56(c), render 
erroneous the District Court’s disposition thereof on motion for summary 
judgment. 


Nor is there merit in the assertion that there is an issue of fact as to 
defendants’ reliance on the letter of consent. Tarrson’s affidavit, which 
is, as plaintiff observes, the “only thing in the record with respect to this 
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matter,” states that he was shown the letter and that, in reliance thereon, 
he purchased the razors. Plaintiff’s failure to controvert this statement, 
by affidavit or by offer of opposing proof, or to seek disclosure and dis- 
covery with respect thereto on the basis of an averment that the facts 
were wholly within the knowledge of the defendants requires rejection of 
its contention that there is a substantial question of fact as to defendants’ 
reliance on the letter of consent. Gray v. Amerada Petroleum Corp., 145 
F. 2d 730 (CA 5); Hummel v. Riordon, 56 F. Supp. 983, 987 (DC II1.). 


And the conclusive answer to plaintiff’s contention that an issue of 
fact exists with respect to the existence or non-existence of fraud, result- 
ing from the assertion that its execution of the letter of consent was 
obtained by means of false promises, is to be found in the Illinois cases 
which hold that fraud in the inducement must be based upon a misrepre- 
sentation of fact and cannot rest on a false promise to do an act in the 
future, even though accompanied by an intention not to perform, Keithley 
v. Mutual Life Ins. Co., 271 Ill. 584, 586, Thompson v. Miner, 303 Ill. App. 
335, 25 N. E. 2d 137, for, in view of this rule, whether false promises 
were, in fact, made to plaintiff, or whether such promises, if made, did 
or did not induce plaintiff to sign the letter of consent is wholly immater- 
ial in the disposition of this case. 


Having determined that a summary judgment was not improper, the 
only question remaining is whether, that judgment was correct as a 
matter of law. Dismissal of the complaint was the result of the trial 
court’s decision that the letter of consent signed by plaintiff “‘constitutes 
a waiver and abandonment of all rights plaintiff could assert as to the 
razors without regard to future possession by any other person.” Plain- 
tiff insists that this conclusion is erroneous, that its letter of consent did 
not constitute a waiver of all its rights with respect to the razors, but was 
limited to the assertion of rights or claims contrary to the pledgee’s right 
to realize upon the security: moreover, it is contended that, irrespective 
of the effect of the letter of consent, defendants’ sales of defective razors 
bearing plaintiff’s trade-mark, without any indication that said razors 
are defective or that defendants are the vendors thereof, violate the trade- 
mark rights of plaintiff and constitute a fraud upon the public such as 
the trade-mark laws were designed to prevent. Defendants, however, 
maintain that the waiver embodied in the letter of consent is conclusive 
of the rights asserted by plaintiff herein. 


In the letter by which it consented to the pledge of the 45,000 Stahly 
Live Blade Razors as security for the loan from General Factors to Air- 
craft, plaintiff promised General Factors that it “will not assert any 
rights or claims contrary to your right to realize upon such security as 
pledgee thereof, in the event of nonpayment of the loan.” It seems quite 
clear that the pledgee’s right to realize upon its security would have been 
seriously impaired by a proviso that the purchaser from the pledgee could 
not resell the razors without removing therefrom plaintiff’s trade-mark, 
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or that the razors could not be resold at a price lower than the fair trade 
price established by plaintiff, for, obviously, no prospective purchaser 
would buy 45,000 trade-marked razors which it could not resell. Yet these 
are, in brief, the precise restrictions which plaintiff would have this court 
read into the letter of consent,—1estrictions which would have the inevi- 
table effect of nullifying its promise not to assert any rights contrary to 
General Factor’s right to realize upon the security. The fact that plain- 
tiff did not seek so to qualify the waiver until after General Factors had 
realized upon the security by selling the razors to the defendants is im- 
material, for the qualification, if it exists now, has existed from the very 
moment the letter was executed; yet as has been pointed out, its existence 
at that time would have been wholly inconsistent with plaintiff’s promise 
to refrain from asserting any rights contrary to those of the pledgee. 
Consequently, the District Court was completely justified in construing 
the very broad language employed in the letter as a waiver and abandon- 
ment of all plaintiff’s rights, trade-mark and fair trade rights included, 
with respect to the 45,000 razors. 

To say, however, that plaintiff has waived all its rights with respect to 
these razors is not to say that defendants are to be permitted to offer 
them for sale to the public without any indication that they are in a 
defective condition and are not backed by the one year guarantee which 
covers the razors as to which plaintiff is the source of origin. It must 
be remembered that the trade-mark laws and the law of unfair competi- 
tim are concerned not alone with the protection of a property right 
existing in an individual, but also with the protection of the public from 
fraud and deceit. Stork Restaurant, Inc. v. Sahati, 166 F. 2d 348, 354, [38 
TMR 4381] (CA 9), Rosenberg Bros. Co. v. Elliott, 7 F. 2d 962, 965, 966, 
(CA 3), General Baking Co. v. Gorman, 3 F. 2d 891, 893 (CA 1), Gold- 
wyn Pictures Corp. v. Goldwyn, 296 F. 391, 401 (CA 2), and it is obvious 
that the right of the public to be so protected is a right which transcends 
the rights of the individual trade-mark owner and is beyond his power 
to waive. In this case, then, the letter executed by the plaintiff, although 
it operated to waive all of plaintiff’s rights with respect to the razors in 
question, could not possibly have had the effect of waiving the public’s 
right to be safeguarded against fraud and deception. This public right 
has been recognized and accorded protection by the Supreme Court in 
such cases as Prestonettes, Inc. v. Coty, 264 U.S. 359, (in which a pur- 
chaser for resale of trade-marked powders and perfumes, although allowed 
to state that the products it offered to the public contained said trade- 
marked powders and perfumes, was required to print upon its labels a 
notice to the effect that the trade-marked powder had been reworked and 
the trade-marked perfume independently rebottled by it), and Champion 
Spark Plug Co. v. Sanders, 331 U.S. 125 [87 TMR 323], (in which one 
engaged in the business of repairing used trade-marked spark plugs and 
reselling them without removal of the trade-marks was required to stamp, 
upon both the plugs and the containers in which they were offered for 
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sale, the word “repaired” or the word “used’’). The ratio decidendi of 
these decisions we conclude, requires that defendants be prohibited from 
offering to the public admittedly defective Stahly Live Blade Razors with- 
out indicating to prospective purchasers the fact that the razors are 
equipped with a defective pawl spring and are not backed by the one 
year guarantee applicable to the razors sold by plaintiff through its 
established dealers. 

The judgment of the District Court is modified in conformity with 
the opinion of this court and, so modified, affirmed. The costs of this 
appeal will be apportioned equally between the parties. 





THE CROWN OVERALL MANUFACTURING COMPANY v. 
DESMOND’S 


No. 5668—C. C. P. A—May 9, 1950 


OpposITiIons—Pleading and Practice—General 
Question of descriptiveness of word “Flexi,” in applicant’s mark “Flexi-Crown,” 
held not before Court of Customs and Patent Appeals as it was not raised in 
notice of opposition. 


TRADE-MARKS—Confusing Similarity—General 
Likelihood of confusion from similar marks is largely matter of opinion; and 
prior decisions are of little value because each case must rest upon its own dis- 
tinctive facts. 


TRADE-MARKS—Words Incapable of Exclusive Appropriation—Descriptiveness 
“Crown” held merely descriptive of military caps, under 1905 Act. 


TRADE-MARKS—Marks Not Confusingly Similar—Particular Instances 
“Flexi-Crown,” the word “Crown” being disclaimed, ‘held not confusingly similar 
to “Crown Adjust-Alls,” or to the picture of a crown and the word “Crown,” used 
on similar goods, under 1905 Act. 


Appeal from Commissioner of Patents. 


Trade-mark opposition by The Crown Overall Manufacturing Com- 
pany against Desmond’s. Opposer appeals from dismissal of notice of 
opposition. Affirmed. 


Frank Zugelter, Gerald B. Tjoflat, and Donald A. Gardiner, for appel- 
lant. 


John B. Hosty, for appellee. 


Before GARRETT, Chief Judge, and JACKSON, O’CONNELL, and 
JOHNSON, Associate Judges. 


JOHNSON, J.: 


This is an appeal from the decision of the Assistant Commissioner of 
Patents affirming the decision of the Examiner of Interferences dismiss- 
ing appellant’s notice of opposition to appellee’s registration of the nota- 





pr’ 
19 


the 
Jal 
wo 
tio 
ing 
che 
rey 


see 
gor 
silr 
at | 
nec 
res 
“C) 
hav 


a eh cot He G2 CO 


the 
mar 





40T.M.R. CROWN OVERALL MFG. CO. v. DESMOND’S 681 
——_—_——:”:.nskKRXkXR«R«RxRrk. Rr eeEeEaEEOEO———e—eEeeeeeeeeeeeeee OC _—_ _ eee 
tion “Flexi-Crown” as a trade-mark for “Military Caps,” and holding that 
appellee was entitled to register the mark under Section 5 of the Trade- 
Mark Act of 1905. The word “Crown” has been disclaimed. 


Appellee alleges use of its mark on its goods since August 1, 1941. 


Appellant alleges in its notice of opposition that it is the owner and 
prior user of two trade-marks registered under the Trade-Mark Act of 
1905; viz., registration No. 199,341, registered June 9, 1925, for “overalls, 
union-suit working garments for boys, young men, and men,” comprising 
the words, “Crown Adjust-Alls,” and registration No. 128,351, registered 
January 6, 1920, for “overalls,” comprising a picture of a crown and the 
word “Crown;” that it has used the word “Crown,” pictorial representa- 
tions of a crown, and its corporate name, The Crown Overall Manufactur- 
ing Company, as well as variations thereof in numerous ways, types, and 
characters; that the use by anyone else of the word “‘Crown” or a pictorial 
representation of a crown would cause confusion in trade as to the origin 
of goods so marked to its damage; that the goods for which the appellee 
seeks to register its mark are of the same descriptive properties as the 
goods upon which appellant uses its mark; that the marks are confusingly 
similar, and that confusion in the trade is inevitable; that appellant has 
at great expense extensively advertised its trade-mark “Crown” in con- 
nection with its business; and that valuable good will and property rights 
resulting therefrom are threatened by the appellee’s use of the mark 
“Crown” upon any articles of apparel. Both of appellant’s registrations 
have been renewed. 


Neither party took testimony, but stipulated facts were filed by both 
parties. On appeal here the appellant filed a brief and was represented 
by counsel at the oral argument. Appellee neither filed a brief nor ap- 
peared through counsel. 


The pertinent portion of Section 5 of the Trade-Mark Act of 1905, 
as amended, reads: 


Sec. 5 [15 U.S.C. 85]. That no mark by which the goods of the owner of the 
mark may be distinguished from other goods of the same class shall be refused 
registration as a trade-mark on account of the nature of such mark unless such 
mark — 

* cs ok aK * 

(b) * * *: Provided, That trade-marks which are identical with a registered 
or known trade-mark owned and in use by another and appropriated to mer- 
chandise of the same descriptive properties, or which so nearly resemble a 
registered or known trade-mark owned and in use by another and appropriated 
to merchandise of the same descriptive properties as to be likely to cause con- 
fusion or mistake in the mind of the public or to deceive purchasers shall not 
be registered: * * * 


The stipulated facts clearly show that opposer (appellant) has used 
the marks referred to long prior to any use claimed by applicant for its 
mark; that the goods shown in the registrations are of the same descrip- 
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tive properties; and that the opposer has used its marks on other similar 
merchandise, including work caps. 

Appellant contends that the word “Flexi” in appellee’s mark “Flexj- 
Crown” is descriptive and that appellee’s application should have been 
denied. Section 6 of the Trade-Mark Act of 1905, as amended [15 U.S.c. 
86], provides that: “Any person who believes he would be damaged by 
the registration of a mark may oppose the same by filing notice of oppo- 
sition, stating the grounds therefor, in the Patent Office within thirty 
days after the publication of the mark sought to be registered, * * *,” 
It was not set forth as a ground of opposition in appellant’s notice of 
opposition that the word ‘Flexi’ is descriptive, nor was its claimed des- 
criptive character referred to therein either directly or indirectly. That 
question, therefore, is not before us for consideration here. Hygrade 
Sylvania Corp. v. Sontag Chain Stores Co. Ltd., 29 C.C.P.A. (Patents) 
799, 125 F. (2d) 389, 52 USPQ 349. 

The sole question presented here for decision is whether the marks 
are confusingly similar within the meaning of the Trade-Mark Act, supra. 

It is conceded by appellant that the word “crown” is a common term 
for a part of a hat, and that it has been for many years used in adver- 
tising by appellee and others to designate or describe the top part of hats 
or caps, as “medium and high crowns,” and “low and medium crowns.” 
Appellant contends that as shown in appellee’s mark, it is used in a trade- 
mark sense, appropriating thereby opposer’s mark. Appellant argues that 
its entire mark “Crown” is embodied within appellee’s mark ‘“Flexi- 
Crown,” and therefore the marks are confusingly similar. In support 
of that contention, appellant cites several cases. Prior decisions, however, 
are of little value in an opposition proceeding because each case must rest 
upon its own distinctive facts. Likelihood of confusion from similar 
marks is largely a matter of opinion. Lever Brothers Co. v. George A. 
Hormel & Co., 36 C.C.P.A. (Patents) 995, 173 F. (2d) 903, 81 USPQ 314. 

Appellee’s use of the word “Crown” in its mark refers to the top part 
of a hat or cap. The stipulated facts in the case show that appellant’s 
mark “Crown” is used to indicate the origin of The Crown Overall Manu- 
facturing Company’s merchandise as “ ‘Crown’ brand products.” We do 
not believe that appellee’s mark ‘“Flexi-Crown” as used by appellee on 
military caps would be likely to be confused with appellant’s mark 
“Crown” as used by appellant on its various kinds of merchandise, includ- 
ing work caps, as indicating the same source of origin. As was held 
below, purchasers would consider the “Crown” used in the appellee's 
mark as merely descriptive, and would rely on “Flexi” as indicative of 
origin. The decisions in the Patent Office were correct in holding that 
there would be little if any likelihood of confusion from the contempor- 
aneous use of the two marks. 

We accordingly hold that the marks are not so similar that their use 
would be likely to cause confusion as to the origin of the goods they 
identify in the minds of purchasers, or the public generally. Affirmed. 
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eel 
Q’CONNELL, J., dissenting: 


The hyphenated words “Flexi-Crown” are merely descriptive of two 
of the features of appellee’s caps which are uniformly characteristic of all 
other caps in the same class. Consequently, appellee has no right to the 
exclusive use of those words, and registration of the mark is prohibited by 
the explicit mandate of the statute. Under the authorities, and in the 
public interest, it was the duty of the tribunals of the Patent Office to 
determine, ex parte, and independent of the issue raised by the notice of 
opposition or the contentions of the parties, whether the mark was entitled 
to registration. Sparklets Corporation v. Walter Kidde Sales Co., 26 C.C. 
p.A. (Patents) 1342, 1345, 104 F. (2d) 396, 399, 42 USPQ 73, 76. 
Burmel Handkerchief Corp. v. Cluett, Peabody & Co., Inc., 29 C.C.P.A. 
(Patents) 1024, 127 F. (2d) 318, 53 USPQ 369; C. B. S., Inc. v. Techni- 
color Motion Picture Corp. et al., 35 C.C.P.A. (Patents) 1019, 166 F. (2d) 
941, 77 USPQ 160. See also Englander, etc. v. Continental Distilling Co., 
95 C.C.P.A. (Patents) 1022, 1024, 95 F. (2d) 320, 323, 37 USPQ 264, 266. 


The decision of the Commissioner of Patents, for the reason stated, 
should be reversed. 


AUTOMATIC WASHER COMPANY v. EASY WASHING MACHINE 
CORPORATION 


U.S.D.C.N.D.N.Y.— July 7, 1950 


Courts—Pleading and Practice—Motions to Transfer 
Plaintiff’s motion to transfer suit from Northern to Southern District denied, 
where plaintiff Automatic brought trade-mark infringement suit against Easy in 
Northern District, and plaintiff Automatic having intervened in patent infringe- 
ment and unfair competition suit brought by Easy against Macy in Southern Dis- 
trict seeks to have its Northern District suit transferred and tried concurrently 
with the pending Southern District suit. 

Motion to transfer involves discretion of the court; and on facts of record held 
that convenience of neither witnesses nor parties would be served by granting 
motion, and elimination of one trial would not be accomplished. 

Plaintiff’s choice of venue in the Northern District should not be lightly 
changed, especially over defendant’s objection. 


Trade-mark infringement suit by Automatic Washer Company against 
Easy Washing Machine Corporation; defendant counterclaims for cancel- 
lation of plaintiff’s registration of its trade-mark. Plaintiff’s motion, for 
transfer of case to United States District Court for Southern District of 
New York, denied. 


Hiscock, Cowis, Bruce, Lee & Mawhinney, (Gerald H. Henley, of 
counsel) of Syracuse, N. Y., and Toulmin & Toulmin, of Dayton, Ohio, 
for plaintiff. 
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F. P. Keiper, P. P. Glassey, and Hancock, Dorr, Ryan & Shove, of Syra- 
cuse, N. Y., for defendant.. 


BRENNAN, C. J.: 


Plaintiff moves for an order transferring this action to the United 
States District Court for the Southern District of New York. The motion 
is based upon the provisions of Title 28 U.S.C.A. 1404 (a). It is the 
claim of the plaintiff that the interests of justice would be served if this 
cause could be tried concurrently with an action pending in the Southern 
District of New York entitled “Kasy Washing Machine Corporation, 
Plaintiff v. R. H. Macy & Co., Inc., Defendant, and Automatic Washer 
Company, Intervenor-Defendant.” It is asserted that common questions of 
law and fact are involved in the two actions; that expense, delay and 
duplication of evidence will be avoided by such transfer. 

The defendant disputes the factual and legal bases of the motion. 

The moving party files a supporting affidavit, but its allegations are 
conclusive in form and no facts are set forth which can be said to support 
the motion. Under such circumstances recourse is had to an examination 
of the pleadings in both actions to determine whether or not the interests 
of justice are served by the granting of this motion. 

The parties involved in the two litigations referred to herein will be 
referred to for convenience as “Automatic,” “Easy” and “Macy.” 

The instant action arises under the Trade-Mark laws of the United 
States. It seeks an injunction and money damages because of the alleged 
infringement by Easy of a trade-mark “SPIN-DRY,” which is used in 
the advertising and sale of plaintiff’s laundry machine products. Easy 
denies the alleged infringement, and sets up several defenses which chal- 
lenges the validity of Automatic’s trade-mark and its exclusive right to 
the use of the word “SPIN-DRY.” It sets up in its answer a counterclaim 
and prays that the complaint be dismissed; that it recover its costs, 
expenses and damage, and that Automatic’s certificate of trade-mark 
registration be declared void and cancelled. 

In spite of the rather lengthy allegations of the pleadings this Court 
concludes that the present action is essentially a trade-mark infringement 
action. 

The pleadings in the action above referred to as pending in the South- 
ern District of New York show that Easy originally started an action 
against Macy alone, and bases its right to recover upon two separate 
causes of action. The first cause of action is a plain patent infringement 
claim. The second cause of action is based upon diversity of citizenship, 
and is an action to recover damages on account of unfair competition; 
the basis of the second cause of action being the claim that Macy has 
sold and continues to sell laundry or washing machines upon which are 
marked the term “SPIN-DRYER;” that same unfairly competes with 
Easy’s product which is marked with the registered trade-mark “Spin- 
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drier.” The complaint seeks an injunction and damages. Macy by its 
answer denies patent infringement; alleges the invalidity of the Easy 
patent ; pleads certain equitable defenses, and denies unfair competition. 


It appears that the laundry machines sold by Macy were in fact 
manufactured by Automatic and Automatic was granted leave to inter- 
yene in the Southern District Court action. Its answer is similar to the 
answer Of Macy insofar as the patent infringement suit is concerned. 
Automatic, of course, is not interested in the second cause of action alleg- 
ing unfair competition. 


There is no dispute but that this motion involves the discretion of the 
court, guided by the factors enumerated in a general way in Gulf Oil Co. 
y. Gilbert, 330 U.S. 501 at 508-509. 


Upon the argument of the motion no point was made that the conveni- 
ence of witnesses would be served by the granting of the motion. It is 
apparent that this cause can be tried in the Northern District of New 
York earlier than in the Southern District of New York with its congested 
calendar. Easy’s manufacturing plant and main office is at Syracuse, 
New York, so that its private interests would not be served by the grant- 
ing of this motion. Automatic’s principal place of business is in the 
State of Iowa, so that its private interests is served as well by trial in 
the Northern District as in the Southern District. Actually the only argu- 
ment in favor of the motion is the assertion that unless the motion is 
granted the litigation will involve two trials which, of course, is to be 
avoided if possible. This Court finds that there is little, if any, basis for 
the argument. Certainly, the evidence in the trade-mark infringement 
case in the Northern District would not be material to the patent infringe- 
ment cause of action in the Southern District. Since unfair competition 
may exist without trade-mark infringement, the second cause of action in 
the Southern District does not necessarily make infringement evidence 
offered in the Northern District case material to that issue. It is true 
that trade-mark infringement involves some acts which amount to unfair 
competition, (Academy Award Products v. Bulova Watch Co., 90 F. Supp. 
12 [40 TMR 481]), but to assume that the Northern District case of 
infringement will be proven at least in part by the same evidence as will 
be offered in the unfair competition case in the Southern District is pure 
speculation. Infringement as alleged involves a general course of conduct 
by Easy. The unfair competition case involves a series of sales by Macy 
of machines manufactured by Automatic. The parties to the infringement 
and unfair competition causes of action are not the same. The acts com- 
plained of were performed by different parties in each case. The parties 
injured and the parties causing the injury are different. The receipt of 
evidence in one case would not assure its competency in the other. It may 
be possible that in the trade-mark case some evidence may be offered 
which would be competent in the unfair competition cause of action, such 
as the extent of Easy’s use of the trade-mark “Spindrier.” This evidence, 
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however, of necessity would be produced by Easy, and Easy opposes this 
motion. Such evidence in any event would seem to be for the most part 
statistical and subject to production without inconvenience. 


Automatic has laid the venue of this action in the Northern District, 
Its choice of venue, especially over the objection of the defendant, should 
not be lightly changed. The Court is impressed that to grant the motion 
would be likely to create confusion in the Southern District litigation by 
the injection of a new controversy in which the principal defendant Macy 
is not interested. 


The motion is denied. 


It is ordered accordingly. 


R. J. MORAN CO. v. SEECK & KADE, INC. 
No. 58-8—U.S.D.C.S.D.N.Y.—June 14, 1950 


Suits UNpDER R.S. 4915—Parties—General 
TRADE-MARK ACT oF 1946—Pleading and Practice—Section 21 
Suit under R.S. 4915, by unsuccessful applicant and counterclaimant for can- 
cellation against opposer, without joining Commissioner of Patents, held properly 


brought against opposer in its home district. 

Opposer held proper party defendant; section 21 of 1946 Act expressly states 
that Commissioner is not a necessary party; motion to dismiss denied. 

Dismissal of prior 4915 suit, brought by plaintiff (applicant) against defendant 
(opposer) and Commissioner, in District of Columbia, held not res judicata. 


Suits UNDER R.S. 4915—Pleading and Practice—General 
Where no new evidence is presented at trial of 4915 suit, trial court may view 
Patent Office findings as of “dominating importance;” however, plaintiff (appli- 
cant) is not required to submit new matter in order to sustain suit under R.S. 4915. 
On facts of record, paragraphs 10 through 17 of complaint alleging manner in 
which Commissioner erred in failing to dismiss the opposition and in failing to 
cancel defendant’s (opposer’s) registration held not redundant, immaterial or 
impertinent and motion to strike these paragraphs denied. 


Suit under R. S. 4915 by R. J. Moran Co. against Seeck & Kade, Inc., 
to compel issuance of registration and for cancellation of defendant’s 
registration. Defendant’s motions to dismiss and to strike paragraphs of 
complaint denied. 


Bader & Bader (Harold E. Cole, of counsel) of Boston, Mass., for 
plaintiff. 


C. P. Goepel, of New York, N. Y., for defendant. 
IRVING R. KAUFMAN, D. J.: 


The defendant has moved to dismiss the complaint or, in the alterna- 
tive, to strike paragraphs 10 to 17 inclusive of the complaint. 
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Plaintiff has filed suit under Section 4915 of the Revised Statutes, 35 
U.S.C.A. Sec. 63, which provides in part as follows: 


“Sec. 63. Bill in equity to obtain patent. Whenever a patent on application is 
refused by the Board of Appeals or whenever any applicant is dissatisfied with 
the decision of the board of interference examiners, the applicant, unless appeal 
has been taken to the United States Court of Customs and Patent Appeals, and 
such appeal is pending or has been decided, in which case no action may be 
prought under this section, may have remedy by bill in equity, if filed within six 
months after such refusal or decision; and the court having cognizance thereof, 
on notice to adverse parties and other due proceedings had, may adjudge that 
such applicant is entitled, according to law, to receive a patent for his invention, 
as specified in his claim or for any part thereof, as the facts in the case may 
appear. And such adjudication, if it be in favor of the right of the applicant, 
shall authorize the commissioner to issue such patent on the applicant filing in 
the Patent Office a copy of the adjudication and otherwise complying with the 
requirements of law.” 


Section 21 of the Lanham Trade-Mark Act, 15 U.S.C.A. Sec. 1071, pro- 
vides that: 


“Any applicant for registration of a mark, party to an interference proceed- 
ing, party to an opposition proceeding to an application to register as a lawful 
concurrent user, party to a cancellation proceeding, or any registrant who has 
filed an affidavit as provided in Section 1058 of this title, who is dissatisfied 
with the decision of the Commissioner may appeal to the United States Court 
of Customs and Patent Appeals or may proceed under section 63 of Title 35, as 
in the case of applicants for patents, under the same conditions, rules, and pro- 
cedure as are prescribed in the case of patent appeals or proceedings so far as 
they are applicable: Provided, That any party who is satisfied with the decision 
of the Commissioner shall, upon the filing of an appeal to the Court of Customs 
and Patent Appeals by any dissatisfied party, have the right to elect to have all 
further proceedings under section 63 of Title 35, by election as provided in sec- 
tion 59a of Title 35. The Commissioner of Patents shall not be a necessary 
party to an inter partes proceeding under section 63 of Title 35, but he shall be 
notified of the filing of the bill by the clerk of the court in which it is filed and 
the Commissioner shall have the right to intervene in the action.” 


Plaintiff applied for the registration of the name “Syrutussin” as a 
trade-mark for “cough syrup.” Defendant filed a notice of opposition 
based on the registration of its trade-mark “Pertussin” for a “medicinal 
preparation recommended for the treatment of coughs, irritations of the 
throat, catarrhal conditions, and affections of the respiratory tract gener- 
ally,” registered as trade-mark No. 271,212 on May 27, 1930. 


The Examiner of Trade-Mark Interferences sustained the notice of 
opposition and also dismissed a counterclaim by plaintiff for cancellation 
of defendant’s registration. This decision was affirmed by the Com- 
missioner of Patents on February 1, 1950. (Seeck & Kade, Inc. v. R. J. 
Moran Co., 40 T.M.R. 162). Plaintiff brought suit under Sec. 4915 against 
the defendant and the Commissioner of Patents in the United States 
District Court for the District of Columbia on March 15, 1950. The 
defendant, appearing specially, and the Commissioner moved to dismiss 
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on the grounds that the Commissioner was not a proper party to the act- 
ion since he was not a necessary or an adverse party (Sec. 1071, supra) 
and that jurisdiction over the defendant, a New York corporation, had 
not been obtained. The defendant also alleged lack of jurisdiction over the 
subject matter of the action. The action in that District Court was dis- 
missed without opinion on April 26, 1950. 

Plaintiff has now brought suit against the defendant in the district 
in which jurisdiction can be obtained over the person of the defendant. 

The defendant now moves to dismiss on the ground that it is not a 
proper party but that the action should be brought against the Commis- 
sioner of Patents who is an indispensable party. This position is both 
inconsistent with the defendant’s prior position and furthermore has no 
support. Section 1071, supra, expressly states that the Commissioner is 
not a necessary party in a proceeding under that Section. In a case almost 
identical with the instant case the Court of Appeals for the Circuit Court 
of the District of Columbia has held that the opposer to the application to 
register a trade-mark, and not the Commissioner of Patents, is the neces- 
sary party under Section 1071. Gardel Industries v. Kingsland, 178 F. 2d 
974 (1949). Defendant contends that the plaintiff should appeal from the 
dismissal of the Washington D. C. action. Since the Court of Appeals in 
that Circuit has already spoken on the question of who is the proper 
party to be sued, it would be useless to appeal there. Plaintiff has prop- 
erly brought suit under Section 1071 in this District. 

Defendant also alleges that the complaint is insufficient under Section 
4915 in failing to state any new matter not presented before the Com- 
missioner of Patents. Under Section 4915 an applicant is given a choice 
of remedies. He may appeal to the U. S. Court of Customs and Patent 
Appeals or bring suit in a district court. If the applicant is satisfied with 
the record made before the Commissioner, his proper course is to appeal 
to the Court of Customs and Patent Appeals. If he is not satisfied, but 
instead desires to supplement the record with new matter, his proper 
course is an equity suit under Section 4915, which is a trial de novo. 
However, the applicant has a right to choose to sue under Section 4915 
without submitting new matter if he feels that for some reason or another 
it is inadvisable to appeal to the Court of Customs and Patent Appeals. 
See General Electric Co. v. Hygrade Sylvania Corp., 61 F. Supp. 476, 
499-500 (S.D. N.Y. 1944). It is true that where no new evidence is 
presented at the trial of a Section 4915 suit, the trial court may view the 
Patent Office’s findings as of “dominating importance.” See Wilcox v. 
Coe, 33 F. Supp. 714, 716 (D.C. D.C. 1940); Empire Crafts Corp. V. 
National Silver Co., 60 F. Supp. 1020, 1023 [85 TMR 227] (S.D. N.Y. 
1945) ; Minnesota Min. & Mfg. Co. v. Coe, 49 F. Supp. 706, 708 (D.C. D.C. 
1942). What the defendant is asking this Court to do is pre-judge the 
action. The Court cannot do this; the plaintiff is entitled to a trial and 
can argue his allegations of error or present new evidence at that time. 
The Court cannot say at this time that plaintiff has no new evidence. 
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The defendant alleges that since one of the grounds in support of its 
motion for dismissal in the Washington, D. C., action was failure to state a 
claim upon which relief can be granted, the dismissal of that action is res 
adjudicata on the present motion. The Court has little doubt but that the 
dismissal in the Washington action was predicated upon the lack of juris- 
diction over the person of the defendant. The dismissal is certainly not 
res adjudicata as to the jurisdiction of any and every district court over 
the subject matter of the complaint. 

Defendant has also moved to strike paragraphs 10 through 17 of the 
complaint as being redundant, immaterial and impertinent. Rule 12(f), 
Federal Rules of Civil Procedure. These paragraphs are the heart of 
plaintiff’s complaint. They allege the manner in which the Commissioner 
of Patents erred in failing to dismiss the opposition to its application, 
and in failing to cancel defendant’s registration. These paragraphs cer- 
tainly are not redundant, immaterial or impertinent. 

Defendant’s motions to dismiss and to strike are denied. 


Settle order in accordance with this decision. 





LA CHAPELLE v. UNITED SHOE MACHINERY CORPORATION 
No. 8678—U.S. D.C. D.Mass.—June 2, 1950 


FEDERAL ANTI-TRUST LAwsS—Pleading and Practice—General 

In order to show cause of action for treble damages under section 4 of the 
Clayton Act, plaintiff must allege (1) that defendant has done something forbidden 
by the anti-trust laws; and (2) that by reason thereof plaintiff has been injured 
in his business and property. 

FEDERAL ANTI-TRUST LAws—Basis of Relief—Monopoly 
Courts—Pleading and Practice—Motions to Dismiss 

It is not necessary that any single business practice or policy adopted by defend- 
ant should in itself violate the law. 

It is enough that defendant’s practices constitute elements of planned course of 
conduct intended to bring about or maintain a monopoly, and that the various 
elements are adapted to use for the intended purposes, giving the plan a body, if 
not actually accomplishing that purpose. 

Gravamen of the complaint is that defendant obtained monopolistic control of 
market, that it has been following course of action intended to maintain monop- 
olistic control, and in fact succeeded in doing so, which would constitute a violation 
of section 2 of the Sherman Act, and it cannot be held as a matter of law, on 
motion to dismiss, that no violation of the anti-trust laws is set forth. 

Neither can it be held that the alleged extent of defendant’s share of the shoe 
machinery market is not such as could be shown to give it such a dominant position 
as to constitute a monopoly under the Sherman Act. 

FEDERAL ANTI-TRUsT LAws—Basis of Relief—Injury 
Courts—Pleading and Practice—Motions to Dismiss 


Complaint alleging that plaintiff inventor has been forced to sell his patents to 
defendant at prices below their true value as a result of defendant’s alleged 
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monopoly held to allege injury to plaintiff’s business which, if proved, will give him 
right to recovery under section 4 of the Clayton Act. 
Speculative nature of injury alleged held to go only to the problem of proof 
which may face plaintiff. 
Suit for treble damages, under Clayton Act, by Euclid I. LaChapelle 
against United Shoe Machinery Corporation. Defendant’s motion to dis- 
miss complaint denied. 


Euclid I. LaChapelle, pro se, of Brockton, Mass., and Joseph H. Elcock, 
Jr., of Boston, Mass., for plaintiff. 


Richard Wait and Choate, Hall & Stewart, of Boston, Mass., for 
defendant. 


FORD, D. J.: 


This is an action by a private party brought to recover treble damages 
under the provisions of § 4 of the Clayton Act, 15 U.S.C.A., § 15, for 
injuries suffered by plaintiff in his business as a result of alleged viola- 
tions by defendant of the anti-trust laws. Defendant has moved to dismiss 
the complaint for failure to state any cause of action on which relief can 
be granted. 


There are two elements which plaintiff must allege in order to show 


a cause of action under 15 U.S.C.A. § 15; (1) that defendant has done 
something forbidden by the anti-trust laws and (2) that by reason thereof 
plaintiff has been injured in his business and property. Defendant con- 
tends that neither of these elements is sufficiently alleged in the com- 
plaint. 


The complaint sets forth that between 1901 and 1922 the defendant 
and its predecessor corporation by the use of leases containing “tying 
clauses” (later held in United Shoe Machinery Corp. v. United States, 258 
U.S. 451, to violate § 3 of the Clayton Act) attained a monopolistic control 
of the market in shoe machinery in the United States. It then alleges 
that from 1922 to the present date defendant has followed a course of 
conduct with the intent and purpose of continuing its monopolistic control. 
It enumerates various elements of said course of conduct—the making of 
“License Lease Agreements” with approximately 98% of the manufact- 
urers of footwear in the United States which contain clauses alleged to 
be in effect substantially the same as the clauses condemned in 1922, the 
making of contracts with practically all inventors of shoe machinery in 
the United States as well as with other employees of defendant such as 
machinists and draftsmen, whereby such inventors and other employees 
are kept from competing with defendant for a long period of time after 
the termination of their employment. There are further allegations of 
agreements between defendant and the Singer Manufacturing Company 
whereby they agree not to compete, and whereby they make use of sub- 
stantially the same form of License Lease Agreement. There is a vague 
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allegation of misuse of patents in combination with other inventors of 
shoe machinery and with shoe manufacturers. 

It is further alleged that as a result of the enumerated practices, 
defendant’s monopoly in the shoe machinery business still exists; that 
defendant has supplied to shoe factories in the United States 85% of the 
essential machines now in use in the United States. More particularly it 
enumerates certain major operations which are performed by defendant’s 
machines on what is variously alleged to be virtually all shoes, or over 
90% of the shoes manufactured in the United States. 

In regard to these allegations, defendant’s brief and arguments have 
been directed to its contention that no act alleged to have been done by 
defendant is in itself a violation of any provision of the anti-trust laws. 
Even if we assume that defendant is correct in this contention, this does 
not dispose of the complaint. The gravamen of the complaint is that 
defendant has in the past obtained monopolistic control over the market 
for its product, that it has for many years been following a course of 
action intended to maintain that monopolistic control and that it has in 
fact succeeded in doing so. This would constitute a violation of § 2 of 
the Sherman Act, 15 U.S.C.A. § 2. It is not necessary that any single 
business practice or policy adopted by defendant should in itself violate 
the law. It is enough that they should be constituent elements of a 
planned course of conduct which was intended, taken as a whole, to bring 
about or maintain a monopoly in violation of the law, and that the various 
elements in the plan should be of such a nature as to be adapted to use for 
the intended purpose, so as to give the plan a body, if not to actually 
accomplish that purpose. Swift and Company v. United States, 196 U.S. 
375, 396. The business practices of defendant set forth in the complaint 
are such as may be shown to reduce, if not to completely eliminate com- 
petition, and thus increase defendant’s share of the market for its prod- 
uct. Even if we assume, without deciding, that these practices are lawful 
in themselves, when it is alleged that they are part of a deliberate plan 
to maintain monopolistic control and that such control has been main- 
tained, it cannot be held as a matter of law at this stage of the proceed- 
ings that no violation of the anti-trust laws is set forth. Neither can it 
be held that the alleged extent of defendant’s share of the shoe machinery 
market in the United States is not such as could be shown to give it such 
adominant position in the market as to constitute a monopoly within 
the meaning of the Sherman Act. Consequently, it must be held that the 
complaint sufficiently alleges a violation by the defendant of the anti- 
trust laws. 

This brings us to the question of whether plaintiff has alleged injury 
to his business which will give him a right of recovery under 15 U.S.C.A. 
§15. The complaint sets forth that plaintiff is engaged in the business 
of inventing shoe machinery, that approximately 45 patents covering shoe 
machinery have been issued in his name, that as a result of the alleged 
monopoly defendant is now the only purchaser to whom he can dispose of 
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his patents, and that thereby he has been forced to sell his patents to 
defendant at prices below their true value. The more frequent complaint 
against a monopoly is by one who seeks to buy and complains that since 
the monopolist controls the market he must therefore buy from the 
monopolistic seller at the latter’s price, or not at all. But the injury js 
equally great to one who wishes to sell his product in a market subject to 
monopolistic control and must sell to the monopolist as the only available 
buyer, again on the monopolist’s terms, or not at all. Here the injury is 
the direct result of the monopolistic condition which has been created, 
and the injured seller may recover under § 15. Defendant urges that the 
injury set forth is purely speculative. But its argument goes only to the 
problem of proof which may face the plaintiff. It may be difficult to 
show that his patents sold to defendant would have had in a market free 
from defendant’s alleged monopolistic control a fair value greater than the 
price defendant actually paid him. But plaintiff has undertaken to prove 
that allegation and should be given his opportunity to do so. 


Defendant’s motion to dismiss the complaint is denied. 





THE R. WALLACE & SONS MFG. CO. v. THE ELLMORE SILVER 
CO., INC. ET AL. 


No. 2677—U. S. D.C. D. Conn.—May 18, 1950 


DESIGN PATENTS—Validity—Particular Instances 

Controlling factors in determining validity of design patent are whether the 
design in question has “aesthetic skill,” whether “the completed whole rises above 
the commonplace,” and whether the conception of the design required “some except- 
ional talent beyond the range of the ordinary designer familiar with the prior art.” 

On facts of record, including commercial success, design of plaintiff’s “Grande 
Baroque” pattern, composed of elements each old in the art, when appraised 
against background of prior art, held unique, outside scope of prior art, and to 
have required for its development a degree of skill beyond range of ordinary 
designer. 

Plaintiff’s design patent covering flatware design of “Grande Baroque” pattern 
held valid. 

DESIGN PATENTS—I/nfringement—General 

The law does not require plaintiff to show servile imitation in order to make 
out case of infringement. 

If in the eye of an ordinary observer, giving such attention as a purchaser 
usually gives, two designs are substantially the same, if the resemblance is such 
as to deceive such a purchaser, inducing him to purchase one supposing it to be 
the other, the first one patented is infringed by the other. 

In determining question of design patent infringement, the test is to be applied 
to the design as a whole. 

Significant evidence of actual confusion in record lends support to circum- 
stantial evidence of likelihood of confusion. 

Defendant’s design held an infringement of plaintiff’s design patent. 


DESIGN PATENT INFRINGEMENT—Scope of Relief—Particular Instances 
Plaintiff held entitled to an injunction, accounting and to costs. 
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Design patent infringement suit by The R. Wallace & Sons Mfg. Co. 
against The Ellmore Silver Co., Inc. and Frank Whiting & Company, 
Division of The Ellmore Silver Co., Inc. Judgment for plaintiff granting 
injunction, accounting and costs. 


Harrison F. Turnbull and Wiggin & Dana, of New Haven, Conn. (John 
Vaughan Groner, Fish, Richardson & Neave, Edwin Levisohn, Harry 
Cohen, Levisohn, Niner & Cohen, Byron L. Shinn, and Lipper, Shinn & 
Keely, of New York, N. Y., of counsel) for plaintiff. 


Thompson, Weir & MacDonald and Herbert S. MacDonald, of New 
Haven, Conn. (Dean S. Edmonds, A. H. Golden, and John T. Farley, of 
New York, N. Y., of counsel) for defendants. 


HINCKS, C. J.: 
Findings of Fact and Conclusions of Law 


1. This is an action charging infringement of Design Patent No. 
126,117, issued to the plaintiff March 25, 1941 on the application of Will- 
iam S. Warren filed January 24, 1941. 


2. The Patent is directed to a “Design for a Spoon or Other Article 
of Flatware” and its single claim is “The ornamental design for a spoon 
or other article of flatware, substantially as shown.” The patent drawing 
shows the front and rear view of a teaspoon and a cross-section of its 
upper handle. 


8. The design of the patent is characterized by a plain stem which 
extends from the bow] substantially to the top of the spoon, coupled with 
a highly ornate head. The head is composed of three vertical decorated 
areas, the central one comprising, at the top, an acanthus, beneath which 
are a number of flowers, and depending from these is a pendant of flow- 
ers and leaves. The ornaments on either side of the stem comprise three 
major scrolls which extend almost half way down the stem. The first and 
third of these major scrolls has a concentric inner scroll, the area between 
them being unornamented. The topmost major scroll is the largest, the 
second and third being progressively smaller so that the outline of the 
head is essentially triangular. The largest and the smallest of the major 
scrolls are convex. The second scroll, while concave, is filled with flowers 
so that the effect of concavity is diminished. Bordering the inner scrolls 
and bordering the second major scroll is a line of fine beading, and 
adjacent to these beads are small piercings. Joining the largest scroll and 
the acanthus, and in a measure supporting the latter, is a small concave 
scroll, and beneath the third and smallest major scroll is another small 
concave scroll. At the junction of the stem and the bowl there is a small 
convex scroll above which is a smaller concave scroll, and on the stem 
are several small flowers and leaves, which extend into the bowl. 

The back of the design is generally similar to the front except that 
the ornamentation overlying the center panel, or stem, comprises several 
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small flowers grouped beneath the acanthus in the form of a pendant 
considerably shorter than its opposite number on the face. At the junc. 
ture of the stem and the bowl, the center ornamentation is omitted. 


4. Mr. Warren, the plaintiff’s patentee, in conceiving the design of the 
patent in suit created a pattern in the baroque principle representing a 
tree, the ornamented head, the plain stem, and the ornamentation at the 
base of the stem of the utensil respectively representing the branches and 
foliage, the trunk, and the roots of the tree. While this symbolism is not 
obvious, it contributes to the unity of the design. 


5. The design of the patent in suit was conceived in 1940 and intro- 
duced to the market in 1941 under the name Grande Baroque. It immedi- 
ately won an unusual degree of acceptance by the buying public. Despite 
the war and the resulting shortage of materials which commenced shortly 
after this pattern was introduced, and despite the fact that it commanded 
a price above the average for Sterling flatware, it has, since the date of 
its introduction, steadily increased in popularity. Since 1941 the plaintiff 
has sold in excess of two million individual pieces for about $7,000,000.00. 
Its sales for 1948 amounted to $1,700,000 and for 1949, partly on the basis 
of estimate, were equally substantial. (Sales figures are on the basis of 
wholesale prices.) 


6. Sterling silver flatware patterns are regarded as successful by 


plaintiff’s sales organization only when they maintain their appeal over 
a long period of time. This requirement for a successful pattern has been 
fulfilled by plaintiff’s Grande Baroque. 


7. Plaintiff’s total advertising budget for 1949 ran to approximately 
$600,000 or $700,000. Of this amount more than half was allotted to the 
advertising of flatware which comprised many patterns of which at least 
five were dominant. In such advertising, the name as well as the appear- 
ance of each flatware pattern is emphasized. Grande Baroque is sold by 
the plaintiff through approximately 3,000 retail outlets comprising jew- 
elry and department stores located throughout the United States. These 
stores are solicited by plaintiff’s nationwide selling organization, and 
conduct flatware advertising of their own. 


8. Silver flatware design is a highly crowded art: there are in evi- 
dence something like five thousand designs antedating Warren. While 
innumerable earlier designs embody in varying combinations one or more 
of the decorative elements—scrolls, flowers, leaves, beading, and pierc- 
ings, of Grande Baroque, none impart the same general impression as 
Grande Baroque and none is confusingly similar to Grande Baroque even 
to the layman’s eye. 

9. Appraised against the background of the prior art, Grande Baroqué 


is striking and unique; it has qualities which place it, if not above, at least 
outside the scope of, the prior art: for its conception a degree of artistry 
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and originality, and for its development and execution a degree of skill, 
were required beyond the range of the ordinary designer. 


10. Defendant’s accused pattern, called Botticelli, appeared on the 
market in the Spring of 1949. For this pattern, U. S. Patent D-149,428, 
had been granted to the defendant on April 27, 1948 upon an application 
by Lipman who was defendant’s president, but not a designer. The 
Warren patent in suit was cited as prior art by the Patent Office in 
issuing the Lipman patent. 


11. There are a number of detail differences between defendant’s 
commercial product of the Botticelli pattern and plaintiff’s patented 
design,—i.e., its Grande Baroque pattern. Among these differences be- 
tween the faces of the two patterns are the following: The largest set of 
double scrolls of Grande Baroque has plain surfaces between their con- 
centric lines, whereas Botticelli, in this space, has a scalloping or shell 
treatment (on its face, but not its reverse). The second set of scrolls of 
Grande Baroque is concave, the concavity being filled with flowers, where- 
as the second set of scrolls of Botticelli is convex. The pendant at the top 
of Botticelli is not as long nor as graceful as on Grande Baroque. The 
acanthus of Grande Baroque flows rearwardly at its peak, whereas that 
of Botticelli tends to flow forwardly. Botticelli has no piercings corres- 
ponding to those of Grande Baroque but its corresponding surfaces are 
stamped thereby giving much the same effect. And whereas Grande 
Baroque has an entirely plain stem below the ornamented head, Botticelli 
has outline lines along the edge of the sides. 


The back of Botticelli is at least as close as its front face in overail 
similarity to Grande Baroque. Its pendant is longer than the correspond- 
ing pendant of Grande Baroque and its upper scrolls, which on the face 
are chased instead of plain like those of Grande Baroque, on the reverse 
are plain and thereby closely resemble their counterparts on Grande 
Baroque. 


On the other hand, the silhouettes of the two designs are very similar. 
Botticelli has, though to a lesser degree, and without the aid of piercings, 
a depth which gives some sense of perspective. It has, at least when 
viewed from a front elevation, convexity of outer perimeter. And the 
rear face of Botticelli (which was never shown to the Patent Office) in 
much of its detail, even more than its front face, resembles the front 
face of Grande Baroque. 


All in all, and notwithstanding differences of detail, the arrangement 
of ornamental details, the spacing, the proportions, the contrasts between 
plain and chased surfaces have been worked into a unitary composition 
which makes Botticelli confusingly similar to Grande Baroque. The two 
patterns have substantially the same effect upon the eye, create much the 
same effect upon the mind, and are so similar as to confuse the average 
purchaser. 
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Rulings on Evidence 
At the trial, ruling was reserved in the defendant’s offer of U. §. 
Patent Des. 149,428. This was a patent granted to the defendant which 
covered its pattern now charged to infringe. It is now ordered that said 
patent be deemed to be in evidence. Upon that premise, the foregoing 
findings have been formulated. 


Conclusions of Law 

1. Warren Patent Des. No. 126,117 is owned by the plaintiff and is 
valid. 

2. Said patent has been infringed by defendant’s flatware pattern 
known as Botticelli. 

3. The plaintiff is entitled to an injunction, to an accounting, and to 
costs. 

Opinion 

The plaintiff has conceded throughout that there is nothing novel 
in the several elements of its so-called ‘““Grande Baroque” patented design. 
They are the C-scroll, beaded and plain, the blossom, the acanthus leaf, 
and piercings interspersed. The claim of invention is rested squarely on 
the composition whereby these elements, each old in the art, are brought 
into a design which creates a sense of unity and is suffused with a beauty 
springing from a sense of life. The inventor himself has explained his 
design by the symbolism of the living tree with its plain, straight trunk 
surmounted by a mass of foliage symbolized by an extraordinary wealth 
of ornamentation and supported at its base by a short section which flares 
outwardly representing the roots as they enter the ground with a pointed 
tap-root penetrating well in to the hollow of spoon and fork. Of course, 
the charm of such imagery may not serve as a substitute for patentable 
invention and, indeed, no such claim is made. The symbolism, however, is 
helpful I think for its capacity to describe the effect of the design which 
like any work of art having appeal either to eye or ear can only im- 
perfectly be described in words. 

On the disputed issue of validity, the plaintiff offered as witnesses, in 
addition to its designer, the author of the patent in suit, five executives 
of large and nationally known companies producing and selling flatware, 
all apparently competitors of the plaintiff, each of whom has prolonged 
and extensive experience in that field. Of these, a Vice-President of the 
Gorham Company, with fifty-six years’ experience in the silver business, 
said that the pattern of the plaintiff’s design at first glance impressed 
him as “an absolutely complete innovation in the field of flatware de- 
sign”: that it was “a very beautiful pattern * * * startling in its con- 
ception.” Another, the managing director of Oneida, Ltd., a producer 
employing 4,000 persons, who in over twenty-five years had accumulated, 
as they came on the market, a collection of some 1100 spoons each of 
different design, spoke of plaintiff’s design as “quite a new type of pat- 
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tern, quite different from any pattern on our boards, quite original, and 
one that I thought had combined elements in a different fashion than any 
silverware pattern, Sterling or plate, that I had seen.” The others char- 
acterized it as: (1) “very unusual in design and entirely different from any 
pattern that I had seen in the twenty years of my silver experience” * * * 
“very artistic, very unusual;” (2) “The most effective designing of mag- 
nificent motifs that I have ever seen in a Sterling flatware pattern * * * 
] don’t recall seeing anything of its general character ;” (3) “unique; (4) 
I hadn’t seen anything like it before.” A designer for one of these estab- 
lished producers called it one of the grandest patterns on the market. 
And two substantial retail merchants characterized the design as (1) “one 
of the most outstanding patterns that had ever been presented in the 
silver industry,” and (2) when first seen as “so extreme and so different 
from any pattern that I had ever seen, that it was either going to be a 
flop or it was going to be a fortune.” 


In contrast with this evidence the defendant offered as a witness an 
importer and dealer in antique silver whose business comprised 99% 
hollow-ware and only 1% flatware (or about $1,000 worth of flatware 
per year) none of it later than Victorian, and who qualified as an expert 
for present purposes by answering as follows when counsel asked: (1) 
“well, I suppose that you have been a student of design and silverware 
over some little time, have you not?” Ans. “Yes, I attended the art schools 
in London and I am a member of the Art and Antique League of America 
in New York City”: and (2) “I suppose that you have been a student of 
literature in silver design and have read rather widely in that field?” 
Ans. “I have, sir.”” The testimony of this witness was conspicuous—to 
me, at least—for the absence of expressed opinion that the plaintiff’s 
design was within the range of the ordinary designer; instead he said 
only that the ordinary designer could select old elements, such as are 
involved here, or that a hired artist could take such elements as a member 
of his employer’s firm might direct, and then “sketch a nice pattern of 
a spoon using the old elements such as we have in the past.” 


The defendant did not call its President who, though concededly not 
a designer, as inventor signed the oath on the application which resulted 
in the grant to the defendant in 1948 of Des. 149,428 covering the Botti- 
celli pattern which thus, like Botticelli’s Venus, emerged from the foam 
after the continuing success of plaintiff’s Grande Baroque had been 
thoroughly demonstrated. Nor was the absence of this witness explained. 
Instead, the defendant called as its only other witness its sales manager 
who testified that the Botticelli design “was developed within the organi- 
zation” of the defendant company, and that the defendant employs design- 
ers who have the capacity on instructions “to get you up a design using 
these old Items.” In short, this witness, like the defendant’s other wit- 
hesses, said in effect only that an ordinary designer could use old elements 
and therefrom produce an ordinary design. 
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From the foregoing summary of the testimony of the witness it clearly 
appears that there is a very substantial preponderance of evidence in 
support of Finding 9 and of the plaintiff’s claim of invention. Having in 
mind, however, that the Judge’s task is not fully performed if he swallows 
in a gulp the expressed opinions of others, I have proceeded without pro- 
fession of any special competence to make my own examination of the 
plaintiff’s design as it appears against the prior art and thus to reach 
an independent conclusion as to its patentability. About the standard 
which must control such a conclusion there can be no dispute: it jis 
whether the design in question has “aesthetic skill,” Friedley-Voshardt 
Co. v. Reliance Metal Spinning Co., 238 F. 800; whether “the completed 
whole rises above the commonplace,” Krem-Ko Co. v. Miller, 68 F. 2d 872 
[24 TMR 135] ; and whether “the conception of the design” * * * required 
“some exceptional talent beyond the range of the ordinary designer famil- 
iar with the prior art,” Gold Seal Importers v. Morris White Fashions, 
124 F. 2d 141. Whether the design in suit satisfies that standard is 
indeed an impalpable question of great delicacy, a clear answer to which | 
have not found in the cited cases or any others. Although in this task 
I have deliberately attempted to insulate my mind both from what his 
opponent has called “‘the exuberance of advocacy” of plaintiff’s counsel as 
well as from the charm of the inventor’s imagery, nevertheless, I find 
the opinion of plaintiff’s witness confirmed by the impressions made on 
my untutored eye and have concluded that this design does indeed involve 
invention. 

I think the originality and charm of the pattern derives in part from 
the depth of the design. This is illustrated in the cross section appearing 
as Fig. 3 of the patent. It is a feature which lends perspective and gives 
the pattern somewhat the distinction which sculpture, with its three 
dimensions, has over painting or photography with only two; it takes the 
pattern outside the ordinary run of “flatware.” The feature of perspect- 
ive is further emphasized by the contrasting overlay of the long attenu- 
ated pendant upon the strikingly plain surface of the stem. For it is 
apparent that the design is such that the pendant also, when interpreted 
with reference to the surmounting ornamentation as seen both in front 
elevation and in cross-section of the patent drawings, has substantial 
depth. The piercings further contribute to an impression of depth. Also 
the piercings coupled with the delicacy of the detail work and particularly 
with the fine beading or “raindrops” as the inventor called them, not- 
withstanding the mass of the aggregate ornamentation, give an impression 
of lightness and life. When these features are combined in striking con- 
trast with the utterly plain shaft of the stem, with its upper extremity 
partially concealed, the composite effect is indeed much like that of a liv- 
ing tree, as the inventor suggests. The plain handle is well adapted to 
represent a stem or trunk with its tap root penetrating downward and its 
main shaft discharging the function of supporting a surmounting foliage 
mass. The surmounting mass creates the effect of foliage by the depth 
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of the design, by its piercings, and by the partial glimpses of the upper 
trunk behind; these make it appear that the light and air are passing 
through. And the globular shape of the foliage mass is further suggested 
by the convex outline of the outer perimeter which is readily discernible 
from the cross-section, Fig. 3. Although the several details of the design 
were all taken from the conventional art, they have been brought into a 
unitary composition which produces an effect so striking, so unique and 
yet so pleasing, as to qualify, in my judgment, as the work of invention. 

The patent in suit was allowed over three references cited as typical 
of the prior art, viz.: Kintz Des. 94,906, Price Des. 100,878, and Koonz 
Des. 106,295. None of these shows or suggests a plain shaft supporting 
from the interior a mass of decoration giving the effect of surrounding 
foliage. On the contrary, all show a flat design with nothing effective to 
create the impression of partially obscured glimpses of a supporting trunk 
or of sky through the foliage. I fully agree with the Patent Office that 
the design in suit was a patentable advance over such art. 

Nor is the effect of the plaintiff’s design suggested by the button-hook 
handles, Schleckser Des. 28,552, and Saart Des. 31,225, or by the synthetic 
union of these designs, made for purposes of this trial, on which the 
defendant seems particularly to rely in support of its claims both of non- 
invention and of non-infringement. None of these shows any cross-section 
nor by other technique gives any suggestion of perspective, of depth, or 
of lightness and life. Whether the “open field’ which Schleckser desig- 
nates as “o” is an incision transpiercing the design or a solid surface, its 
location in the center of the composition negatives the existence of any 
overlaid supporting stem and is as meaningless as a window in a chimney. 
The general effect of these designs is one of sumptuous display of expen- 
sive workmanship and material wholly devoid of the breath of life. A 
plaintiff’s witness, Cayer, the only professional designer who was asked 
to testify, said of Schleckser that it was a “hodge podge” and a “mean- 
ingless array” of detail lacking unity and good design. I fully agree, 
though conscious that my opinion adds little to the weight of that ex- 
pressed by one so much better qualified in this field. And it occurs to me 
as something passing strange that in the field of this highly crowded art 
the defendant to support its claim of non-invention elected to place its 
chief reliance on designs which made their respective introductory curt- 
seys at the Court of the Commissioner in 1899 and never since, either in 
the milieu of art or of commerce, have been seen again. 

Aside from the reliance of Schleckser and Saart, and on the offspring 
from their artificial insemination, the claim of invalidity is supported 
oly by vague generalities. Defendant’s brief points to about a dozen 
other named designs in evidence from which it asserts plaintiff’s design 
“derives.” But this claim of derivation is confined to the observation that 
the several items of decoration found in plaintiff’s design have all ap- 
peared in different arrangements before. This is obvious and has been 
freely conceded by the plaintiff throughout. Its reiterative mention here 
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serves to highlight my conclusion that the vast panorama of the prior art 
which is in evidence contains no unitary design to which the defendant 
could justly point as creating by a similar arrangement of similar detail 
an impression essentially similar to the plaintiff’s. 

In addition to the dozen patterns just referred to the defendant in- 
vokes “the others in Exhibit 3 (said to contain 1100 illustrated patterns) 
and Exhibit 0-9 (containing 23 specimens of the prior art, mostly pat- 
ented).” When defendant’s counsel found in all this mass of materia] 
nothing further which deserved particular mention and discussion for its 
bearing on the issue of validity, surely I may be excused from extending 
my task. 

If it were felt that the foregoing considerations left the issue of inven- 
tion in doubt, I should feel that the evidence of commercial success should 
tip the scales in the plaintiff’s favor. Sales of $7,000,000 (wholesale 
prices) over a scant nine-year period, during five of which materials and 
market were restricted by war-time conditions, seems very substantial 
indeed. The high executive of a large competing concern spoke of this 
“remarkable” success and the “spectacular success in certain localities” 
on which he had reports. And even the defendant’s brief acknowledged 
that the fact of “considerable sales” had factual support. While it is true 
that large sales are sometimes explained by lavish advertising there is 
no evidence that such was the case here. In 1949 something like $400,000 
was appropriated to advertise all defendant’s flatware which included at 
least five dominant patterns. In a highly competitive business such an 
expenditure cannot be classified as unusual and the large sales of Grande 
Baroque (estimated at $1,700,000 for 1949) cannot justly be attributed 
to the scale of advertising expenditure to the exclusion of popular appeal. 
The price of the product was considerably higher than almost all its 
rivals, whether made by the plaintiff or its competitors. On the whole, 
I think that its success was attributable to a popular appeal which was 
evidential of something in the design decidedly out of the ordinary which 
should be classified as true invention. 

On the issue of infringement the test, as long since stated in Gorham 
Co. v. White, 14 Wall. 511, is whether “in the eye of an ordinary observer, 
giving such attention as a purchaser usually gives, two designs are sub- 
stantially the same, if the resemblance is such as to deceive such an 
observer, inducing him to purchase one supposing it to be the other.” 
Further, the test is one to be applied to the design “as a whole.’ Dobson 
v. Dorman, 118 U.S. 10. 

The defendant contends that this rule has been modified, at least in 
this circuit, by such cases as Dixie-Vortex Co. v. Lily-Tulip Corp., 95 F. 2d 
461 [28 TMR 233], in which it was said, “that every element of the design 
is essential,” and Edison Electric Appliance Co. v. Fitzgerald Mfg. Co., 
32 F. 2d 705, wherein it was said that a patentee “who claims only the 
design ‘as shown’ is limited to substantially the form disclosed in the 
drawing.” Such expressions, however, do not need to be interpreted as 
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modifications of the Gorham rule. The substantial identity of the test 
of the Edison case was an express part of the Gorham rule. And the 
Dixie- Vortex pronouncement that ‘every element is essential” means only 
that the broad disclosure made by a drawing, without specifications, can- 
not be limited to a part or “sub-combination” of the entire design. This 
interpretation of the terse pronouncement is confirmed by the fact that 
it cited as its authority only Ashley v. Tatum, 186 F. 339, and American 
Fabrics Co. v. Richmond Lace Works, 24 F. 2d 365. In the Ashley case, 
certainly the Gorham rule was not repudiated: there the court found non- 
infringement because there was “‘no likelihood that” the one design “‘could 
be mistaken for the other.” And the American fabrics case (which, inci- 
dently, furnishing strong support for the validity of the patent here in 
suit) as a test of infringement expressly adopts the Gorham rule: the 
court there found it inapplicable, however, because there the accused 
design was such as to “foreclose all reasonable chance of confusion in 
mistaking one design for the other” and because there was “no evidence 
of confusion.” 

Here the facts are very different. On this record there was significant 
evidence of actual confusion. This lends support to the direct and com- 
pelling circumstantial evidence of the likelihood of confusion. Indeed, the 
defendant’s claim of non-infringement seems based not upon an absence 
of confusion but rather upon minor changes of detail and arrangement in 
the accused design. But as to this, the law does not require a plaintiff to 
show servile imitation in order to make out a case of infringement. And 
here the Botticelli pattern, though not a “Chinese copy,” I find to be con- 
fusingly the same as Grande Baroque. Certainly it has a far closer affin- 
ity to Grande Baroque than anything in the prior art. I hold it to be an 
infringement. 

The plaintiff may submit a decree in accordance with the foregoing, 
on notice unless notice be waived. 


HAWAIIAN PINEAPPLE COMPANY, LTD. v. MARZALL 
No. 1099-47—U.S.D.C.W.D.C.—March 22, 1950 


} RS. 4915 Suits—Registrability—Particular Instances 


TRADE-MARKS—Marks Not Confusingly Similar—Particular Instances 


Two trade-marks, one consisting of picture of animated apricots toasting each 
other by holding aloft liquid-containing goblets touching each other, and the other 
consisting of a picture of animated prunes similarly toasting each other, held not 
confusingly similar to opposer’s registered mark consisting of representation of 
three animated figures each having a full body portion with legs and arms and a 
head formed of a fruit or other round object, used on similar goods, under 1905 Act. 


Plaintiff held entitled to decree authorizing Commissioner of Patents to issue 
registrations for its marks. 
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Suit under R.S. 4915 by Hawaiian Pineapple Company, Limited against 
John A. Marzall, Commissioner of Patents, to compel issuance of regis. 
trations. Decree for plaintiff authorizing issuance of registrations. 


Ballard Moore, Moore, Olson & Trexler, and Curtis F. Prangley, of 
Chicago., IIll., and Charles L. Sturtevant, of Washington, D. C., for plain- 
tiff. 


E. L. Reynolds, W. W. Cochran, and W. J. Derenberg, of Washington, 
D. C., for defendant. 


MATTHEWS, D. J.: 


Findings of Fact 

1. This is an action under Section 4915 R.S. (U.S.C. Title 35, Chapter 
2, Section 63) in which plaintiff seeks a judgment authorizing the defend- 
ant, the Commissioner of Patents, to register to plaintiff the two trade- 
marks sought to be registered in applications Serial Nos. 436,956 and 
436,957, filed October 15, 1940, for canned fruit juices for food purposes.' 

2. Plaintiff is the owner, by assignment, of two trade-marks for 
canned fruit juices for food purposes, one of said trade-marks consisting 
of a picture of animated apricots toasting each other by holding aloft 
liquid-containing goblets touching each other, and the other consisting of 
a picture of animated prunes, similarly toasting each other, all as shown 
in Schedules “A” and “B” annexed to the complaint. 

3. Each of said trade-marks is the sole and exclusive property of the 
plaintiff, having been first used by the Barron-Gray Packing Company in 
commerce among the several states of the United States on or about 
September 25, 1940, and continuously used and applied to such goods in 
the business of the Barron-Gray Packing Company since that date and 
have never been abandoned but have been assigned to the plaintiff, 
Hawaiian Pineapple Company, Limited. 

4. The trade-mark applications Serial Nos. 436,956 and 436,957, afore- 
said, were duly examined by the Examiner of Trade-Marks and held 
registrable by the Patent Office and were published in the OFFICIAL 
GAZETTE of December 24, 1940, Volume 521, No. 4, page 827. 

5. Thereafter, Notices of Opposition to the registrations of said trade- 
marks were filed by Bruce’s Juices, Inc. claiming that confusion was 
likely between a mark shown in Registration 374,765 issued to said 
Bruce’s Juices, Inc.2 on January 23, 1940, and plaintiff said two trade- 
marks. 
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6. Plaintiff duly filed its answers to said Notices of Opposition and 
thereafter such proceedings were had in the Patent Office that on Decem- 
per 20, 1946 the First Assistant Commissioner of Patents rendered a 
single decision, entitled in both said oppositions, affirming a prior deci- 
sion of the Acting Examiner of Trade-Mark Interferences, and holding 
that some likelihood of confusion might exist in the concurrent use of 
plaintiff’s said two trade-marks and the mark shown in Registration No. 
374,765 aforesaid. 

7. Pursuant to such decision of the Acting Examiner of Trade-Mark 
Interferences and the First Assistant Commissioner of Patents, the 
defendant has refused, and continues to refuse, to register plaintiff’s 
said two trade-marks. 

8. No appeal has been taken in respect to plaintiff’s said two trade- 
mark applications aforesaid, to the United States Court of Customs and 
Patent Appeals. 

9. Within six months of the decision of the First Assistant Com- 
missioner of Patents, plaintiff, as provided by statute, instituted this 
action against the Commissioner of Patents without joining the opposer, 
Bruce’s Juices, Inc., which action against the Commissioner of Patents 
alone was held to be proper in interlocutory proceedings arising from a 
motion to dismiss filed by the Commissioner of Patents. 

10. The use of animated figures of fruits, vegetables and other inani- 
mate objects in advertising, on labels, and as trade-marks, is general and 
widespread, as shown by prior trade-mark registrations granted by the 
Commissioner of Patents, and by advertisements and labels presented to 
the court at trial, and the features of similarity between plaintiff’s said 
two trade-marks and the mark of registration No. 374,765 are minor in 
character and in common use. 

11. Neither of the two trade-marks sought to be registered by plain- 
tiff for use on canned fruit juices for food purposes is identical with the 
trade-mark shown in Registration No. 374,765, claimed to be owned and 
used by Bruce’s Juices, Inc. 

12. Neither of the two trade-marks sought to be registered by the 
plaintiff for use on canned fruit juices for food purposes so nearly 
resembles the trade-mark shown in Registration No. 374,765, claimed to 
be owned and used by Bruce’s Juices, Inc., as to be likely to cause con- 
fusion or mistake in the mind of the public, or to deceive purchasers. 

13. There is no confusing similarity between either of the two trade- 
marks sought to be registered by the plaintiff, and the mark shown in 
trade-mark registration No. 374,765, but there is a distinctive dissimilar- 
ity between plaintiff’s said two marks and the mark of said registration 
No. 374,765, and there is no likelihood that confusion as to source or 
origin will arise from the concurrent use of either of plaintiff’s said two 
trade-marks and the mark of said registration No. 374,765. 

14. The animated fruit figures which comprise plaintiff’s said two 
trade-marks consist of the representation of a fruit as the entire head 
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and body, with only legs and arms protruding therefrom, and are dis. 
tinctively dissimilar to the animated figures of registration No. 374,765, 
each consisting of a full body portion having legs and arms and a head 
formed of a fruit or other round object. 

15. Plaintiff is the owner, by assignment, of two trade-marks, of 
which one consists of a pictorial representation of two carrots toasting 
each other by holding aloft liquid-containing goblets touching each other, 
and the other consisting of the pictorial representation of four animated 
vegetable figures, two of which vegetable figures are toasting each other by 
holding aloft liquid-containing goblets touching each other, and certificates 
of registration for said marks were issued by the Commissioner of Pat- 
ents, under No. 377,599 and 387,366, as shown in Schedules “‘C” and “D” 
annexed to the bill of complaint. 

16. Said registrations 377,599 and 387,366 were issued by the Commis- 
sioner of Patents notwithstanding the prior registration of the mark 
shown in registration No. 374,765, relied upon by the defendant herein 
as a basis for refusing the registration of the two trade-marks sought to 
be registered by the plaintiff in this action. 


Conclusions of Law 

1. The Commissioner of Patents has erroneously denied and refused 
to register plaintiff’s two trade-marks for which applications Serial Nos. 
436,956 and 436,957 were filed on December 15, 1940. 

2. Plaintiff is entitled, according to law, to a decree authorizing the 
Commissioner of Patents to issue to the plaintiff certificates of registra- 
tion under the seal of the United States Patent Office, signed by the 
Commissioner of Patents, and otherwise in due form of law, as required 
by the Trade-Mark Laws of the United States, for its said two trade- 
marks as set forth in said applications Serial Nos. 436,956 and 436,957 
aforesaid. 


B. & I. PUBLISHING CO., INC. v. ACE MAGAZINES, INC. 


N. Y. S. Ct., N. Y. County—June 29, 1950 


TRADE-MARKS—Words Incapable of Exclusive Appropriation— Descriptiveness 
Neither party is entitled to exclusive use of common word “Unknown” as 4 
reference to the weird and mysterious. 
UNFAIR COMPETITION—Basis of Relief—General 
Juvenile reader of comic books is not likely to be too discriminating when buy- 
ing and hence is more apt to be deceived. 
Appearance of defendant’s cover held so similar to and suggestive of plaintiff's 
magazine as to leave no doubt that there was a design to imitate. 
UNFAIR COMPETITION—Defenses—General 
Practice of competing magazines to use similar words in titles held no reason 
for withholding appropriate relief when an unfair use is shown. 


Courts—Preliminary Injunctions—Particular Instances 
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UNFAIR COMPETITION—Scope of Relief—Particular Instances 
Upon plaintiff’s posting of $5,000.00 bond, motion for preliminary injunction 
granted to extent of restraining defendant from using the word “Unknown,” as 
part of comic magazine title, in such form or manner as to create confusion with 
plaintiff’s title “Adventures Into The Unknown,” and also enjoining simulation of 

format and general appearance of plaintiff’s magazine. 


Unfair competition suit by B. & I. Publishing Co., Inc. against Ace 
Magazines, Inc. Plaintiff’s motion for temporary injunction granted. 


GREENBERG, J.: 


Motion for temporary injunction is granted to the extent of enjoining 
the defendant from using the name “Unknown” as part of the title of its 
magazine in such form or manner as to create danger of confusion with 
the plaintiff’s magazine and also enjoining the simulation of the format 
and general appearance of the plaintiff’s magazine. The plaintiff has been 
publishing its magazine “Adventures Into The Unknown” for about two 
years. Though the defendant has been established as a publisher of books 
and magazines for many years, it was not until very recently and only 
after the plaintiff’s magazine had already been in circulation for a con- 
siderable time that it saw fit to change the name of one of its publi- 
cations from “Love Experiences” to “Challenge of the Unknown.” Both 
magazines seem to be known as comics and cater to the juvenile reader, 
who is not likely to be too discriminating when buying and hence more 
apt to be the victim of deception. It is, of course, clear that neither party 
is entitled to the exclusive use of so common a word as “Unknown,” as a 
reference to the weird and mysterious. The defendant claims to have 
created a mystic character called “Unknown,” who became familiar to 
readers of the comic magazines and, indeed, when the plaintiff first 
adopted the title of its magazine required the plaintiff to change the size of 
the type of part of its title. Here, however, the defendant has gone far 
beyond the mere use of the word “Unknown.” The appearance of its 
cover is so similar to and suggestive of the plaintiff’s magazine as to 
leave no doubt that there was a design to imitate. The defendant asserts 
that it is accepted practice in the field of magazine, and especially comic 
magazine, publishing for competing magazines to employ similar words 
in their titles. Perhaps so. But this is no reason for withholding appro- 
priate relief when, as here, an unfair use is shown. Fawcett Publications 
v. Popular Mechanics Co., 80 F. 2d 194 [25 TMR 579]; Fawcett Publica- 
tions vy. Real Confessions, Inc., 59 N.Y.S. 2d 598. Undertaking $5,000. 
Settle order. 
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GORDON-O’NEILL COMPANY v. CONTINENTAL DISTILLING 
CORPORATION v. THE STEINHARDT COMPANY, INC. ETC. 


Commissioner of Patents—May 17, 1950 


INTERFERENCES—Pleading and Practice—Motions to Dissolve 

Lack of interference in fact because of differences in marks and similar points 

held peculiarly within discretion of Examiner to decide. 
TRADE-MArKS—Registrability—Section 2(f) 
INTERFERENCES—Pleading and Practice—Motions to Dissolve 

Motion to dissolve interference should be granted on ground interference was 
irregularly declared unless applicant promptly removes allegations of substantially 
exclusive use, under section 2(f). 

If applicant’s mark so nearly resembles those of prior registrations that, as 
applied to the products, there is likelihood of confusion or mistake, there can not 
have been substantially exclusive use on part of applicant, providing other marks 
are still in use. 

Applicant should be required to elect; if applicant wishes to retain claim of 
substantially exclusive use, mark should be refused registration on ground that show- 
ing is insufficient in view of prior registrations; if applicant wishes to continue the 
interference on ground of priority, the allegations of substantially exclusive use 
should be eliminated from the application. 


Petition to Commissioner of Patents. 


Trade-mark interference proceedings between Gordon-O’Neill Com- 
pany and Continental Distilling Corporation and The Steinhardt Company, 
Inc. (L. E. Jung & Wulff Co., Inc., assignee, substituted). Motion to 
dissolve granted unless applicant (Gordon-O’Neill Company) amends 
promptly to remove allegations of substantially exclusive use from appli- 
cation. 


Beekman Aitken, of New York, N. Y., for Gordon-O’Neill Company. 


Leonard L. Kalich, of Philadelphia, Pa., for Continental Distilling 
Corporation. 


Jacobi & Jacobi, of Washington, D. C., for L. E. Jung & Wulff Co., Inc. 
DANIELS, Assistant Commissioner: 


This is a petition filed by Continental Distilling Corporation request- 
ing that the action of the examiner of trade-marks refusing to dissolve the 
above-identified interference upon petitioner’s motion, be set aside. The 
petitioner’s motion to dissolve presents a number of grounds for the 
action requested, most of which are not properly considered on petition. 
The alleged lack of interference in fact because of differences in the 
marks and other similar points is a matter “peculiarly within the dis- 
cretion of the examiner of trade-marks.” Grocers’ Biscuit Company, 
Incorporated v. John H. Wilkins Company v. Rubbs v. McGovern & Mc- 
Govern v. Chandler v. Texas Bread Company, 568 O.G. 577, 63 USPQ 154. 
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The only question which need be considered on this petition is whether 
or not there was an irregularity in declaring the interference because it 
could not properly be instituted between an application filed under section 
2(f) of the Trade-Mark Act of July 5, 1946 (with an allegation of 
“sybstantially exclusive use’”’) and one or more subsisting registrations of 
similar marks. On a petition of this type involving interlocutory matters 
between the parties it is not considered necessary to review the facts and 
circumstances of the interference in detail, the decision applying only to 
the particular circumstances of this case with which the parties are 
familiar. In the prosecution of the application of the junior party, the 
applicant, that party was advised that the mark was considered arbitrary 
and that the allegations of substantially exclusive use under section 2(f) 
of the Trade-Mark Act of 1946 need not be included. The applicant, how- 
ever, retained such allegations and, in fact, amended them to make them 
more complete. It also requested interference with the two existing regis- 
trations of marks, involved herein, which the examiner has found to be 
confusingly similar to that of the application. This is clearly inconsistent. 
If the applicant’s mark so nearly resembles those of the prior registra- 
tions that, as applied to the products, there is likelihood of confusion or 
mistake there cannot have been substantially exclusive use on the part of 
the applicant providing the other marks are still in use and constitute a 
reference to the application. Ordinarily a claim of substantially continu- 
ous and exclusive use, would at the most constitute surplusage and 
accordingly, if desired by the applicant, might be left in the application, 
even though the examiner regards it as unnecessary to permit registration 
of the mark. When, however, the applicant continues to retain such 
allegations and at the same time seeks to overcome subsisting registra- 
tions which are prima facie proof of exclusive rights on the part of 
others, such an allegation of continued exclusive use appears improper, at 
least in the absence of some showing by the applicant that the marks 
of such prior registrations have been abandoned or that the use was 
sporadic or unsubstantial, or some similar special circumstances. No such 
showing or claim appears in the present case. 

If the applicant desired to reply upon substantially continuous and 
exclusive use he might be in position to proceed to cancel the other regis- 
trations or at least to make some prima facie showing of abandonment or 
other special circumstances. An interference should be declared only 
when an applicant’s mark is clearly in condition for allowance, except for 
interference or opposition (Rule 19). To permit such an applicant to 
claim substantially exclusive use and at the same time request an inter- 
ference with other existing registrations which interfere therewith, would 
leave the other parties under severe handicap. By the same action the 
applicant would be claiming priority and a right to overcome the sub- 
sisting registrations because of prior use, and on the other hand he would 
have claimed that the other marks did not interfere, or exist and accord- 
ingly there should be no interference. 
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Under these circumstances the applicant should be required to elect on 
which ground he will proceed. If he desires to retain the allegations of 
substantially exclusive use his mark should be refused registration on the 
ground that such showing is insufficient in view of the prior registra. 
tions; if he desires to continue the interference on the ground of priority 
the allegations of substantially exclusive use should be eliminated from 
the application. A different situation might exist as to interfering appli- 
cations or when an applicant could make a prima facie showing of 
abandonment of the prior registration or perhaps under other special 
circumstances. As presently set up, however, the other parties must face 
issues which may prove irrelevant, or risk contesting an interference 
which by the junior parties allegations may be unnecessary. 

The motion to dissolve should be granted on the ground that the 
interference was irregularly declared, unless the applicant promptly takes 
proper steps to amend the application to remove the allegations referred 
to. 

The petition is granted to the extent indicated. 


SEARS, ROEBUCK AND CO. v. BAIRD 


Commissioner of Patents—June 13, 1950 


APPEALS—Pleading and Practice—General 
Jurisdictional requirements held satisfied by proper filing in Patent Office of 
notices of appeal with proper fees, within the limit of appeal set by Examiner in 
opposition and cancellation proceedings; and slight delay in making actual service 
upon adverse party until after the time so limited held an informality which has now 
been corrected. 
Upon facts of record, motion to dismiss appeals denied. 


Appeals from Examiner of Interferences. 


Trade-mark opposition by Sears, Roebuck and Co. against William 
McKinley Baird. 

Trade-mark cancellation by Sears, Roebuck and Co. against William 
McKinley Baird. 

Sears, Roebuck and Co. appeals from dismissals of notice of opposition 
and petition for cancellation. Baird’s motion to dismiss appeals denied. 


Frank H. Marks and S. J. Collons, of Chicago, Ill., and Ivan P. Tashof, 
of Washington, D. C., for Sears, Roebuck and Co. 


McKnight & Comstock, of Chicago, Ill., for Baird. 


DANIELS, Assistant Commissioner : 
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With respect to grounds stated in paragraphs 1 and 3 of this motion 
to dismiss the appeals, the records of the Patent Office indicate that the 
notices of appeal and the proper fee in each of the cases involved was 
received within the limit of appeal set by the examiner. 


With respect to the ground for seeking dismissal set out in paragraph 
2 of the motion, the notice of the appeal was not served upon the adverse 
party within the time so limited. The jurisdictional requirements were, 
however, satisfied by proper filing in this office and the slight delay in 
making actual service must be considered as an informality which has 
now been corrected. Virginia Dare Extract Co., Inc. v. Adah Mae Dare, 
91 C.C.P.A. 1086, 70 F. 2d 118 [24 TMR 170]; Levy Bros. & Adler Roch- 
ester, Inc. v. Jacob Siegel, 468 O.G. 755, 30 USPQ 91. 


The motion to dismiss is accordingly denied. 


GOODALL-SANFORD, INC. v. CORMAN & WASSERMAN, INC. 
Commissioner of Patents—June 16, 1950 


CANCELLATIONS—Pleading and Practice—General 


TRADE-MARKS—Proof of Ownership and Use— General 
Uncontradicted and unimpeached, direct testimony in support of allegations of 
petition as to change of name of petitioner, with liber and page references to 
Patent Office record, held sufficient proof of ownership of registration. 
Ordinarily an assignment or certificate should be produced, as best evidence 
of ownership of registration, but there is no inflexible rule that such document 
must be produced. 
Petitioner’s 1905 Act registration held prima facie proof of its ownership of 
mark. 
On facts of record, testimony held sufficient to show petitioner’s use of its 
mark prior to any date claimed by respondent. 
TRADE-MARKS—Words Incapable of Exclusive Appropriation—Descriptiveness 
The word “slack,” forming part of respondent’s mark “Slackfrost,” held merely 
descriptive as applied to slacks and slacks and shirt ensembles, under 1946 Act. 
TRADE-MARKS—Confusing Similarity—Particular Instances 
“Slackfrost,” used on slacks and slacks and shirt ensembles, held confusingly 
similar to “Sunfrost,” used on piece goods, under 1946 Act. 


Appeal from Examiner of Interferences. 


Trade-mark cancellation proceeding by Goodall-Sanford, Inc. against 
Corman & Wasserman (Corman & Wasserman, Inc., assignee, substi- 
tuted). Respondent appeals from cancellation of registration. Affirmed. 


Borowsky & Burrows, of New York, N. Y., for petitioner. 
Garvey & O’Connell, of Washington, D. C., for respondent. 


DANIELS, Assistant Commissioner : 
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This is an appeal from the decision of the Examiner of Trade-Mark 
Interferences sustaining a petition for cancellation of trade-mark regis. 
tration No. 500,617, registered June 8, 1948, under the Trade-Mark Ac} 
of 1946. The mark disclosed in the registration sought to be canceled 
consists of the notation “Slackfrost,” for “men’s slacks and slacks and 
shirt ensembles.” The petition for cancelation relies upon petitioner’s 
ownership and prior use of the trade-mark “Sunfrost” for “piece goods,” 
and ownership of registration thereof, No. 369,313, registered July 18, 
1939, under the Trade-Mark Act of 1905, it being alleged that the mark of 
respondent’s registration so nearly resembles petitioner’s that as applied 
to the respondent’s goods, there is likelihood of confusion or mistake or 
deception of purchasers. 

Respondent contends that the petitioner has failed to establish owner- 
ship of the registration referred to and that its testimony does not 
establish use of the mark upon the goods independent of such registration. 
The registration was granted to Goodall Worsted Co. The petition for 
cancelation states that petitioner’s former corporate name was Goodall 
Worsted Company and that a certificate of such change of name has been 
duly filed in the United States Patent Office setting out the liber and page 
of the assignment records at which time such certificate was recorded. 
While no independent notice under former rule 154(e) was filed as to 
such certificate of change of name, the reference to the specific assign- 
ment record may well have been sufficient in accordance with the ruling 
of the Commissioner in Celanese Corporation of America v. American 
Viscose Corporation, 80 USPQ 48. In addition, however, testimony as to 
such change of name and the recording of such certificate in the Patent 
Office appears of record. 

While ordinarily an assignment or certificate should be produced as 
the best evidence of ownership of a registration there is no inflexible rule 
that such document must be produced. In this instance the statements of 
the witnesses are direct and specific and while objections were interposed 
as to other matters and the witness was cross-examined no objection was 
interposed as to this testimony nor any question raised on cross-examina- 
tion as to this subject. The testimony accordingly stands uncontradicted 
and unimpeached and in my opinion is sufficient proof of ownership of 
the registration referred to. The Snapout Forms Company v. Allen-Rand 
Co., Incorporated, 585 O.G. 651, 69 USPQ 20. 

Such registration constitutes prima facie proof of petitioner’s owner- 
ship of the mark referred to. Ely & Walker Dry Goods Co. v. Sears, Roe- 
buck & Co., 24 C.C.P.A. 1244, 90 F. 2d 257 [27 TMR 462]; Rosengart v. 
Ostrex, 30 C.C.P.A. 1046, 136 F. 2d 249 [33 TMR 284]. In addition testi- 
mony was submitted as to use of the mark which the examiner considered 
sufficient to establish such ownership independent of the registration. 
This need not be considered in view of the proof of ownership of the 
registration and it seems sufficient to state that while the testimony is 
somewhat general I agree with the examiner’s conclusion that it was 
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sufficient to show use of the mark prior to any date claimed by the 
respondent. 

The respondent also questions the examiner’s finding that the word 
“slack” forming part of the respondent’s mark “Slackfrost” is merely 
descriptive of the goods and contends that in the absence of such des- 
criptiveness it could not be found that the marks are confusingly similar. 
The mere omission of the letter ‘‘s” from the word “slacks” does not, in 
my opinion, remove the obvious descriptive meaning of “slack” as applied 
to slacks and slacks and shirt ensembles. The intended meaning is appar- 
ent. 

Accordingly the examiner found that “frost” is the more distinctive 
portion of the respondent’s mark and the respondent’s argument that 
“slack” and “sun” differ substantially does not appear sufficient to dis- 
tinguish between the marks, considered in their entirety. The petitioner’s 
testimony shows that the goods it sells are particularly suitable and are 
intended for use in the manufacture of articles of wearing apparel, such 
as slacks. As applied to such products “Sunfrost” and “Slackfrost” appear 
to resemble each other to such an extent that the concurrent use of the 
marks in trade is, as found by the examiner, quite likely to cause con- 
fusion or mistake. 

The decision of the Examiner of Trade-Mark Interferences is affirmed. 


POLK PACKING ASSOCIATION v. CUTLER ORCHARDS, INC. 
Commissioner of Patents—June 22, 1950 


TRADE-MARKS—Words Capable of Exclusive Appropriation—Particular Instances 
For purposes of opposition proceeding, opposer’s registered mark “Nu-Zest” 
must be considered arbitrary as applied to citrus products. 
TRADE-MARKS—Confusing Similarity—Particular Instances 
“Arizest” held confusingly similar to “Nu-Zest” used on similar goods, under 
1905 Act. 


Appeal from Examiner of Interferences. 


Trade-mark opposition by Polk Packing Association against Cutler 
Orchards, Inc. Applicant appeals from decision sustaining notice of oppo- 
sition. Affirmed. 


Donald S. Caruthers, of Washington, D. C., for opposer. 


Thiess, Olson & Mecklenburger and A. Arnold Brand, of Chicago, IIl., 
for applicant. 


DANIELS, Assistant Commissioner: 


This is an appeal from the decision of the Examiner of Trade-Mark 
Interferences sustaining the notice of opposition to an application for 
registration of a trade-mark for “fresh citrus fruits, namely, oranges, 
lemons, limes, tangerines, grapefruit, chinese lemons, ruby limes, and 
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kumquats, and fresh dates, and candy-coated fruit, Serial No. 514,592, 
filed December 20, 1946, under the Trade-Mark Act of 1905. 

The mark sought to be registered consists of the word “ARIZEST” 
The notice of opposition is based upon opposer’s ownership and prior use 
of the trade-mark “NU-ZEST” as a trade-mark for “citrus products, 
namely, fresh citrus fruits, canned citrus fruits, and canned citrus juices 
for food purposes.” Opposer’s registration of that mark under the Trade. 
Mark Act of 1905, No. 418,032 registered November 27, 1945, for the 
products above stated has been made of record and its testimony shows 
that it has used the mark since a date several years prior to any claimed 
by applicant, and that its products bearing the mark have been sold in 
large quantities. No question is raised by applicant as to the similarity 
of goods nor as to opposer’s priority. 

It is applicant’s contention that “ZEST” forming the common portion 
of each of the marks is a common dictionary word and that “NU-ZEST” 
has well recognized meaning apparent to anyone. ‘“Zeste” is a french 
word meaning an orange or lemon peel and “Zest” is defined as “some- 
thing that gives or enhances a pleasant taste or relish; also the relish or 
taste enhanced or imparted; * * *.” As applied to these products the 
opposer’s mark must be considered arbitrary for purposes of this proceed- 
ing. It is further contended by the applicant that its mark constitutes a 
contraction of “Arizona’s Best,”’ which phrase also appears upon its labels. 
This meaning would clearly not be apparent to any ordinary purchaser 
without reference to the balance of the label and even together such 
meaning does not seem to me to be necessarily apparent. In my opinion 
the Examiner of Interferences correctly found that ‘Zest’? comprises the 
most prominent part of each of the marks and that considered as a whole 
they are “deemed to bear such near resemblance as to be likely to cause 
confusion in trade, or deception of purchasers when applied concurrently 
to the products involved.” 

The decision of the Examiner of Trade-Mark Interferences is affirmed. 


FRICK COMPANY v. ECLIPSE AIR BRUSH CO. 
Commissioner of Patents—June 22, 1950 


TRADE-MARKS—Goods of Different Descriptive Properties—Particular Instances 
Pneumatic spray guns held goods of different descriptive properties from 
refrigeration machinery and accessories and farm equipment and accessories, in- 
cluding pumps, compressors and analogous articles, under 1905 Act. 


Appeal from Examiner of Interferences. 


Trade-mark opposition by Frick Company against Eclipse Air Brush 
Co. Opposer appeals from dismissal of notice of opposition. Affirmed. 


A. Yates Dowell, of Washington, D. C., for opposer. 
Angelo M. Pisarra, of Newark, N. J., for applicant. 
DANIELS, Assistant Commissioner: 
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The application involved in this opposition proceeding is one for regis- 
tration of the trade-mark “ECLIPSE-45” as a trade-mark for “pneumatic 
spray guns” under the Trade-Mark Act of 1905. The Examiner of Inter- 
ferences has dismissed the notice of opposition and opposer appeals. 

The opposer relies upon its ownership and prior use of the mark 
“ECLIPSE,” stated in the notice of opposition to have been used “in 
the business of manufacturing and selling refrigeration machinery and 
accessories, and farm equipment and accessories, including pumps, com- 
pressors, and analogous articles.” The evidence submitted by opposer 
establishes use of the mark on ice-making and refrigerating machinery, 
air-conditioning equipment, farm machinery and woodworking machin- 
ery. The mark has been used on such products for many years, and 
to a very substantial extent. The refrigerating equipment referred to 
in the testimony is not, or at least a major portion thereof is not 
connected with household refrigerators where the equipment is inclosed 
in a cabinet, but constitutes machinery for installations for use in 
air-conditioning, ice-making and similar fields. Any such refrigerat- 
ing machinery or installations includes compressors, and it is opposer’s 
contention that spray guns are used with compressors, or with mater- 
ial which has been compressed. The relationship between a spray gun 
and refrigerating installations is too remote to be considered as estab- 
lishing any connection between them, and certainly does not establish 
that they possess the same descriptive properties as required under the 
Act of 1905. The mere fact that such refrigerating machinery contains 
compressors would not indicate any connection between them. All-Ameri- 
can Mohawk Corporation v. Rollinson, 22 C.C.P.A. 1301, 77 F. 2d 926; 
Williams Oil-O-Matic Heating Corp. v. Westinghouse Elec. & Mfg. Co., 
20 C.C.P.A. 775, 62 F. 2d 378 [23 TMR 29]. 


As to the contention that applicant has sold compressors, as separate 
units, and that there is a direct relationship between compressors and 
spray guns, the examiner has found that no sales of such equipment, 
except as part of installations have been established or at least if any 
sales are established they are unidentified as to date and there is no show- 
ing of any sales of compressors made separately at or about the time of 
bringing this proceeding. While spray guns often use compressed air or 
similar material and may on occasion be used with compressors directly, 
there is nothing in the record to show that the type of compressors used in 
refrigeration installations would be connected in any way with such 
products. If that might be the case, the examiner correctly found that the 
testimony fails to disclose applicant’s sales of compressors, except as a 
part of its refrigerating installations at or about the time of bringing 
this proceeding. Old Monk Olive Oil Co. v. Southwestern Coca-Cola Bottl- 
ing Co., 28 C.C.P.A. 1091, 118 F. 2d 1015. 


The decision of the Examiner of Interferences is affirmed. 
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F. BRODY & SONS, CO. v. ROSENFIELD 
Commissioner of Patents—June 26, 1950 


INTERFERENCES—E vidence—Proof of Use 

Priority may be established by testimony entirely or principally orally, provided 
it is straightforward, clear and convincing. 

Where applicant’s records for years prior to 1940 were destroyed in ordinary 
course of business, testimony of those who sold, packed, and shipped the goods and 
saw them in stores, specifying in detail the marking and the sale of the products 
under the mark in question, corroborated to a substantial extent by catalogs, held 
to establish use of the mark involved since prior to any date claimed by senior 
party. 


Appeal from Examiner of Interferences. 


Trade-mark interference proceeding between F. Brody & Sons, Co. 
and Lewis L. Rosenfield. Rosenfield appeals from award of priority to 
junior party. Affirmed. 


Edward A. Brand, of Washington, D. C., and Joseph I. Brody, of 
Des Moines, Iowa, for F. Brody & Sons, Co. 


Charles Sonnenreich, of New York, N. Y., for Rosenfield. 
DANIELS, Assistant Commissioner: 


This is an interference proceeding involving the registration No. 
375,994, granted March 12, 1940, to Lewis L. Rosenfield, the senior party, 
which discloses the trade-mark “BLIZZARD Cloth” (the word Cloth being 
disclaimed), for “men’s and women’s cotton twill light weight water- 
repellant jackets,” and the application of F. Brody & Sons, Co., Serial 
No. 523,943, filed June 11, 1947, for the trade-mark “BLIZZARD,” for 
‘men’s and boys’ sheeplined coats, leather coats, leather vests, wool jack- 
ets, wool shirts and mackinaws and heavy sportswear.” 

The only question involved upon this appeal is that of whether or not 
the junior party has established use of the trade-mark disclosed in its 
application since a date prior to the date of first use by the registrant 
Rosenfield. The Examiner of Interferences has found that such use was 
established since many years prior to 1936, the date established by the 
senior party. 

The senior party’s brief criticizes the testimony of the junior party, 
particularly that of the witness Osbrink. So far as the testimony of that 
witness is concerned, it is extremely general. The senior party does not 
question, however, but that priority may be established by testimony that 
is entirely or principally oral, provided it is straightforward, clear and 
convincing. 

The testimony of the witnesses for the junior party establishes that all 
applicant’s records for the years prior to 1940 were destroyed in ordinary 
course of business. It has, however, produced catalogs showing use of the 
mark since a date long prior to any date claimed by the senior party. It 
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has produced testimony of those who sold the goods, packed the goods, 
shipped the goods, saw them in stores and these witnesses specify in 
detail the marking and sale of the products under the mark in question. 
While there are certain conflicts as to the exact appearance of certain 
labels, these are minor considering the length of time involved. In view 
of the character of the testimony of a number of witnesses, corroborated 
to a substantial extent by the catalogs involved, I agree with the Exam- 
iner of Trade-Mark Interferences that the junior party has shown use 
of the mark involved since prior to any date claimed by the senior party. 


The decision of the Examiner of Interferences is affirmed. 


THE HOUSE FOR MEN, INC. v. RAWLINGS INTERNATIONAL, INC. 
Commissioner of Patents—June 28, 1950 


TRADE-MARKS—Words Capable of Exclusive Appropriation—Particular Instances 
“His” held to be used in arbitrary sense and valid technical trade-mark as 
applied to toilet preparations. 
OPPOSITIONS—Basis of Relief—General 
Opposer’s registered mark held not subject to attack in an opposition proceeding. 
Ordinarily the addition of other features to a known mark is not sufficient to 
avoid confusion so long as the mark so adopted still remains a prominent and 
noticeable feature of the second mark. 
TRADE-MARKS—Confusing Similarity— General 
In determining question of confusing similarity, the marks must be considered 
in their entireties. 
TRADE-MARKS—Marks Not Confusingly Similar—Particular Instances 
“His Excellency” held not confusingly similar to “His” or to “His Commando,” 
used on identical goods, under 1905 Act. 
OpPosITIONS—Pleading and Practice—Basis of Relief 


Opposer’s marks not pleaded as separate grounds of opposition, cannot be relied 
upon for that purpose. 


Appeal from Examiner of Interferences. 


Trade-mark opposition by The House for Men, Inc. against Rawlings 
International, Inc. Applicant appeals from decision sustaining notice of 
opposition. Reversed. 


John F. Brezina, of Chicago, IIll., and Robert I. Dennison, of Washing- 
ton, D. C., for opposer. 


James & Franklin, of New York, N. Y., for applicant. 


DANIELS, Assistant Commissioner: 


This is an appeal from the decision of the Examiner of Trade-Mark 
Interferences sustaining the notice of opposition to an application for 
registration of a trade-mark for “men’s toiletries, namely after-shave 
lotion, taleum powder, and men’s cologne,” under the Trade-Mark Act of 
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1905. The mark sought to be registered consists of the notation “His 
Excellency.” Opposer relies upon its ownership and prior use of the 
trade-mark “HIS” and of registration thereof, No. 374,854; registered 
January 30, 1940 for a line of toilet preparations. There is no question 
as to the identity of the products and opposer, both by its testimony and 
its registration, has established use of its mark on the goods stated since 
prior to any date of use claimed by the applicant. The opposer has also 
established ownership of certain other registrations, which need not be 
considered. The only question for consideration is that of whether or 
not the marks of the parties are confusingly similar. 

The applicant devotes much of its argument to the contention that 
the term “HIS” common to the marks of the parties, possesses little, if 
any, distinctiveness and is commonly used as indicating a product for 
masculine use as for example, towels are marked “HIS” and “HER’S.” 
It is accordingly assumed by applicant that the mark is a “weak mark” 
and entitled to a limited “scope of protection.” While “HIS” may be 
regarded as having a significance to some extent suggestive as applied 
to such products, it would appear to me to be an arbitrary use of the 
term, and in any event, is not subject to attack in an opposition proceed- 
ing. Lactona, Incorporated v. Lever Brothers Company, 32 C.C.P.A., 704, 
144 F. 2d 891 [384 TMR 331]. 

The applicant further questions the finding of the examiner that a 
late-comer cannot appropriate the entire mark of an earlier user and avoid 
confusion by merely adding other words or features thereto. In Carmel 
Wine Company v. California Winery, 38 App. D. C. 1, 1912 C.D. 428, it 
was said: 

“It goes without saying that one has no right to incorporate the mark of 
another as an essential feature of his mark. Such a practice would lead to no 
end of confusion and deprive the owner of a mark of the just protection which 
the law accords him.” 

See also Lever Brothers Co. v. The Sitroux Company, Inc., 27 C.C.P.A. 
858, 109 F. 2d 445 [80 TMR 84]. Applicant refers to this rule as to 
adoption of the entire mark as “a rule of thumb.” However characterized, 
the rule is well established and ordinarily the addition of other features 
to a known mark is not sufficient to avoid confusion so long as the mark 
so adopted still remains a prominent and noticeable feature of the second 
mark. 

As already indicated the word “HIS” as applied to opposer’s goods is 
considered to be an arbitrary and valid technical trade-mark. It is, how- 
ever, an ordinary word of the English language and may be used in 
various ways. It is argued by the applicant herein that as used in its mark 
it is an adjective, and that in the composite mark it occupies “a position of 
inconsequential subservience both grammatically and from the point of 
view of significance.” It is further argued that as used by the applicant it 
is “a colorless word, filling out a conventional title of respect without add- 
ing to its meaning except in a conventional and formal manner.” 
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That the marks must be considered in their entireties is not questioned. 
“His Excellency,” while it includes the opposer’s entire mark, is a recog- 
nized integral term having a meaning entirely removed from the sugges- 
tion which, as stated above may be attributed to the opposer’s mark. 
“His” as used by the applicant limits the term “Excellency” and forms 
part of a recognized formal title. 


“Excellency 2. a. Title of honor given to certain high dignitaries, esp. to vice- 
roys, ministers, and ambassadors, to English colonial governors, etc., and for- 
merly sometimes to kings and princes. In the states of New Hampshire and 
Massachusetts the governor is constitutionally entitled His Excellency; the title 
is also loosely used for other high officials. b. a person bearing this title.” 
(Webster’s New International Dictionary, Second Edition.) 


As such “His Excellency” has no direct application to the product in- 
volved. This accordingly appears to constitute an exception to the general 
rule as to adoption of the entire mark, since its identity is lost or so 
completely differentiated that similarity in sound, appearance or meaning 
is lacking. United Drug Company v. The Mercirex Company, 611 O.C. 
1021, 77 USPQ 319, affirmed by the United States Court of Customs and 
Patent Appeals May 9, 1950, appeal number 5686. 

As was stated in Montgomery Ward & Co., Inc. v. Spiegel, Inc., 30 
C.C.P.A. 721, 182 F. 2d 144: 


“We do not mean to imply that any newcomer would be privileged to register 
a trade-mark using the word ‘air’ unless the mark as a whole were of such 
character as to eliminate the probability of confusion in trade.” 


In this case it appears to me that the mark as a whole is of such 
character as to eliminate such probability. See also discussion in Wyeth 
Incorporated v. Ingram Laboratories, Inc., 83 USPQ 326, 171 Ms. D. 578. 


It should be emphasized that aside from the common occurence of the 
word “His” there is no similarity of the marks of the parties. The situ- 
ation would be very different if “His’’ were emphasized, or presented in 
a different manner than that used for “Excellency,” or in any manner 
displayed to give any impression other than that of a single title of 
respect or if it were accentuated in any way or separated from the inte- 
gral expression. Accordingly in my opinion when considered in their 
entireties there is no such similarity between the marks as to lead to any 
likelihood of confusion. 

The opposer has referred to various uses of “His” with other words, 
such as “COMMANDO,” etc. They were not pleaded as separate grounds 
of opposition and accordingly cannot be relied upon for that purpose. If 
used as opposer contends they may be, as illustrative of possible uses of 
its mark they also fail both by lack of similarity and of type of use. In 
such use opposer’s mark “HIS” is the prominent, independent feature 
and the other terms are used to indicate type or grade of product. Both 
the advertisements of record and the orders for such products use these 
additional terms as collateral and subordinate to the trade-mark “HIS.” 
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For example “Commando Trio,” “Bombardier Duo” are used in the same 
way as the words “Spruce up Kit” and “Travel Kit” are used with the 
same relation to the use of the trade-mark “HIS.” (See for example 
opposer’s Exhibits 54, 56, 57 and 60.) Nor would these constitute known 
or integral titles or forms of address as in the case of applicant’s mark. 


The decision of the Examiner of Interferences is reversed. 


EUREKA WILLIAMS CORPORATION v. WILLOUGHBY MACHINE 
AND TOOL COMPANY 


Commissioner of Patents—June 28, 1950 


TRADE-MARKS—Goods of the Same Descriptive Properties—Particular Instances 
Gas conversion burners and parts therefor, for use in domestic commercial and 
industrial heating, held goods of same descriptive properties as heating devices, 
particularly liquid fuel-burning devices, automatic electrically controlled and oper- 
ated fuel heating systems, including the electrically operated controls therefor and 
domestic hot water heaters, under 1905 Act. 


TRADE-MARKS—Confusing Similarity—General 
Where similarity of marks is under consideration, each case must be determined 
on its own facts. 
In determining question of confusing similarity, marks must be considered in 
their entireties; and any doubts should be resolved against newcomer. 


TRADE-MARKS—Marks Not Confusingly Similar—Particular Instances 
“Thermomatic” held not confusingly similar to “Oil-O-Matic,” used on similar 
goods, under 1905 Act. 


Appeal from Examiner of Interferences. 


Trade-mark opposition by Eureka Williams Corporation against Wil- 
loughby Machine and Tool Company. Applicant appeals from decision 
sustaining notice of opposition. Reversed. 


E. J. Balluff, of Detroit, Mich., for opposer. 
Michael Williams, of Warren, Ohio, for applicant. 
DANIELS, Assistant Commissioner: 


This is an appeal from the decision of the Examiner of Interferences 
sustaining the notice of opposition of Eureka Williams Corporation to an 
application of Willoughby Machine and Tool Company, Serial No. 508,828, 
for registration of a trade-mark for “gas conversion burners and parts 
therefor, for use in domestic, commercial and industrial heating,” under 
the Trade-Mark Act of 1905. The mark sought to be registered consists 
of the notation ‘“Thermomatic.” 

Opposer relies upon its ownership and prior use of the trade-mark 
“OIL-O-MATIC” for heating devices, particularly liquid fuel-burning de- 
vices, automatic electrically controlled and operated fuel heating systems, 
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including the electrically operated controls therefor and domestic hot 
water heaters. Opposer has established its ownership of various registra- 
tions of that mark for such products and its priority is not questioned. 
Except for the fact that they are designed for consuming different kinds 
of fuel, the products of the parties are quite similar in function and 
manifestly are goods of the same descriptive properties. Accordingly the 
only question for consideration on this appeal is that of whether or not 
the marks “OIL-O-MATIC” and “Thermomatic” bear such near resem- 
blance as to be likely to cause confusion in trade. 


Applicant contends in effect that the only resemblances between the 
marks is the common ending “omatic,” which it states is suggestive of 
the word “Automatic,” and that, there being no resemblances between 
the prefixes of the respective marks, the opposition should have been 
dismissed. It has, however, been held in one of the cases relied upon by 
the applicant that “OIL-O-MATIC” is not descriptive of heating equip- 
ment. Syncromatic Corporation v. Eureka Williams Corporation, Court of 
Appeals, Seventh Circuit, 81 USPQ 434. The initial portion of applicant’s 
mark is highly suggestive, if not actually descriptive as applied to heating 
equipment. I cannot, therefore, find that the differences in the prefixes 
necessarily indicate that the marks, considered in their entireties, are 
lacking in similarity. 

In support of its contention that its mark does not resemble that of 
the opposer, either in sound, appearance or meaning, applicant relies 
primarily upon the decisions of the Court of Customs and Patent Appeals 
in Williams Oil-O-Matic Heating Corp. v. Edward P. Bliss, Jr., 19 C.C. 
P.A. 821, 54 F. 2d 4380 [22 TMR 22], and Syncromatic Air Conditioning 
Corporation v. Williams Oil-O-Matic Heating Corporation, 27 C.C.P.A. . 
1010, 109 F. 2d 784 [80 TMR 205]. The marks involved in the first of 
these cases were “OIL-O-MATIC” and “THERMATIC” applied to goods 
found to possess the same descriptive properties. The Court of Customs 
and Patent Appeals there said [22 TMR 22]: 


“The suffixes of the marks, as stated by counsel for appellant, are identical. 
The prefixes, however, are quite dissimilar; so much so, in fact, as, in our 
opinion, to make the marks as a whole clearly and easily distinguishable * * *.” 


In the second of these cases the marks considered were opposer’s mark 
“AIR-O-MATIC” and the mark “SYNCROMATIC” applied to goods 
which were substantially identical, and the court found them to “possess 
substantially as much dissimilarity” as the marks involved in the Bliss 
case. 


Opposer distinguishes applicant’s mark from that involved in the 
Bliss case, since it is not, as it puts it, an “O-Matic” mark, and as to the 
other case points out what it contends to be a greater dissimilarity in- 
volved with respect to the mark “SYNCROMATIC.” The Examiner of 
Interferences found that these cases were not determinative, and that 
cases such as Cross v. Williams Oil-O-Matic Heating Corp., 18 C.C.P.A. 
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1192, 48 F. 2d 659; Williams Oil-O-Matic Heating Corp. v. Electro-Matic 
Mfg. Co. Inc., 156 Ms.D. 888, 13 USPQ 278 ;Williams Oil-O-Matic Heating 
Corp. v. California Consolidated Water Company, 159 Ms.D. 140, were 
“more pertinent to the facts here presented,” than those relied upon by 
the applicant. Opposer contends that these cases, and certain decisions in 
other Patent Office proceedings involving its mark require that the Oppo- 
sition be sustained. 


I agree with the Examiner of Interferences that none of the cases 
referred to are necessarily determinative of the issues of this case. As has 
often been stated, where the similarity of the marks is considered, each 
case must be determined on its own facts, and that often relatively minor 
changes in facts may require different results. I am, however, unable to 
agree with him that the group of cases last referred to (Cross v. Williams 
Oil-O-Matic Heating Corp., 18 C.C.P.A. 1192, 48 F. 2d 659, and others, 
supra) are more pertinent to the facts here presented than are those 
relied upon by the applicant involving the marks “THERMATIC” and 
“SYNCROMATIC.” While no such precedent should be followed slavishly, 
the close parallel between the marks involved in this case and those 
referred to in Williams Oil-O-Matic Heating Corp. v. Bliss, supra, and 
Syncromatic Air Conditioning Corporation v. Williams Oil-O-Matic Heat- 
ing Corporation, supra, seems apparent and those cases should be followed 
unless additional facts or other issues require a different result. In my 
opinion “Thermomatic” and “OIL-O-MATIC” possess substantially as 
much dissimilarity as existed between either “SYNCROMATIC” or 
“THERMATIC” and “OIL-O-MATIC” or “AIR-O-MATIC.” Therefore it 
must be found that when the marks are considered in their entireties 
there is no such resemblance between applicant’s mark and that of opposer 
as to indicate any likelihood of confusion. 


Opposer has established that goods bearing its mark have been sold in 
tremendous quantities and have been widely advertised. It is stated that 
under these circumstances all doubts should be resolved in its favor. It is 
true that in Syncromatic Air Conditioning Corporation v. Williams Oil-0- 
Matic Heating Corporation, supra, the court considered opposer’s mark 
“ATR-O-MATIC” and that the opinion does not indicate whether or not 
such extensive use or recognition existed as to that mark. In Williams 
Oil-O-Matic Heating Corp. v. Edward P. Bliss, Jr., supra, however, it is 
clear the same mark as that here involved was in issue and had attained 
wide recognition. The court in that case did not consider that sufficient 
to raise any doubt which could be resolved in opposer’s favor. See also 
Syncromatic Corporation v. Eureka Williams Corporation, Court of Ap- 
peals, Seventh Circuit, 174 F. 2d 649, 81 USPQ 434. 


The decision of the Examiner of Interferences is reversed. 
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CAMPBELL SOUP COMPANY v. HY-V COMPANY, INC. 
Commissioner of Patents—July 7, 1950 


QpposITIONS—E vidence—General 
Opposer’s 1905 Act registrations are prima facie proof of opposer’s ownership 
and use of its mark upon the products stated but cannot be considered as establish- 
ing extraneous facts. 
It is a matter of common knowledge that fruit and vegetable juices are sold and 
consumed at the same establishments. 
TRADE-MARKS—Goods of the Same Descriptive Properties—Particular Instances 
Canned fruit juices for food purposes held goods of same descriptive properties 
as canned mixed vegetable juices, under 1905 Act. 
TRADE-MARKS—Marks Capable of Exclusive Appropriation—Particular Instances 
The letter “V,” as applied to food products, held an arbitrary mark having no 
specific or generally recognized meaning. 
TRADE-MArKS—Confusing Similarity—Particular Instances 
“hy V” held confusingly similar to “V-8,” used on substantially identical com- 
mercial products, under 1905 Act. 
TRADE-MARKS—Confusing Similarity—General 
While side by side comparison is not the test of confusing similarity, visual 
comparison of marks presented may emphasize similarity. 
When goods are as close as those here involved, casual purchaser relying upon 
recommendation or recollection might be confused by similarity of marks. 


Standard Brands Inc. v. Eastern Shore Canning Co. Inc., 172 F. 2d 144 dis- 
tinguished. 


Appeal from Examiner of Interferences. 


Trade-mark opposition by Campbell Soup Company against Hy-V 
Company, Inc. Applicant appeals from decision sustaining notice of 
opposition. Affirmed. 


Watson, Bristol, Johnson & Leavenworth, of New York, N. Y., for 
opposer. 


Jewett & Mead and Francis C. Browne, of Washington, D. C., for 
applicant. 


DANIELS, Assistant Commissioner: 


This is an appeal from the decision of the Examiner of Trade-Mark 
Interferences sustaining a notice of opposition to an application for 
registration of a trade-mark for “canned fruit juices for food purposes,” 
under the Trade-Mark Act of 1905. The mark sought to be registered 
consists of the notation “hy-V.” As presented by the drawing and speci- 
mens, the letter “V” is displayed in type considerably larger than that 
used for the letters “hy,” and that letter constitutes the most conspicuous 
and noticeable feature of the mark as shown. 


The opposer relies upon its ownership and prior use of “V-8” as a 
trade-mark for vegetable juices, and its ownership of two registrations 
thereof under the Act of 1905; the first, registration No. 354,003, regis- 
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tered January 25, 1938, is for a combination of eight vegetable juices: 
and the second, registration No. 424,632, registered October 15, 1946, for 
“canned mixed vegetable juices which may be served cold or used as a 
soup preparation.” No question is raised as to opposer’s priority of use 
of that mark upon the products stated. Applicant contends, however, that 
its goods and those recited in opposer’s registrations do not possess the 
same descriptive properties, and that the marks are not confusingly simi- 
lar within the meaning of section 5 of the Trade-Mark Act of 1905. 

In contending that the goods do not possess the same descriptive 
properties, the applicant questions the examiner’s reference to the possi- 
bility of the production of such products by the same concerns and to 
any inference of similarity that may be drawn therefrom. It is true that 
the certificates of registration which are prima facie proof of opposer's 
ownership and use of its mark upon the products stated, cannot be con- 
sidered as establishing extraneous facts. Standard Laboratories, Inc. vy. 
The Procter & Gamble Company, 35 C.C.P.A. 1146, 167 F. 2d 1022 [38 
TMR 768]. 

This does not, however, exclude consideration of well-known facts with 
relation to the products specified in such registrations or applications. 
The general character of the goods here involved is well known. Whether 
or not each of these products may be packed by the same concerns, or sold 
by the same wholesalers, their sale and consumption at the same establish- 
ments, such as grocery stores, restaurants, dining cars, etc., is a matter 
of common knowledge, and they customarily appear upon the same menus 
and are sold and consumed interchangeably in homes and restaurants. 
Both consist of juices for use as food and must be considered not only to 
possess the same descriptive properties (California Packing Corporation 
v. Tillman & Bendel, Inc., 17 C.C.P.A. 1048, 40 F. 2d 108; W. B. Rodden- 
bery Co. v. Kalich, 34 C.C.P.A. 745, 158 F. 2d 289 [87 TMR 73]), but to 
be substantially identical commercial products. 

In criticizing the ruling of the Examiner of Interferences as to simi- 
larity of the marks, applicant contends that the only common feature is 
the appearance of the letter “V” which it states is commonly used on 
food products as indicating or suggesting a vitamin content, and certain 
registrations of marks including this letter are referred to. If “V” as 
applied to food products indicates vitamin content, applicant’s mark would 
necessarily be refused as merely descriptive. Upon the record here pre- 
sented, I cannot, however, attribute such meaning to the letter as used in 
the marks of the parties. Even the registrations submitted by applicant 
show that, to the extent that the letter may have any significance as 
applied to such products, it is used in connection with or as having 
reference to many different words, for example, “Vitality,” ‘“Vim,” 
“Vigor,” and “Victory,” or as the first initial of names, etc. In my 
opinion, as applied to such products, it can only be regarded as arbitrary 
and having no specific or generally recognized meaning. It forms a con- 
spicuous part of opposer’s mark, and the most conspicuous and prominent 
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part of that of applicant. In my opinion, the points of similarity are 
greater than any elements of difference referred to by applicant, and this 
is emphasized by visual comparison of the marks as presented. It should, 
however, be remembered that side by side comparison is not the test, and 
that a casual purchaser of such low priced articles, particularly one rely- 
ing upon recommendation or recollection, might well be confused as to 
the source of such similar products. Vitamin Corporation of America v. 
American Home Products Corporation, 35 C.C.P.A. 952, 166 F. 2d 203 
(38 TMR 457]; Burstein v. The Seven-Up Company, 27 C.C.P.A. 1202, 
111 F. 2d 903 [80 TMR 379]; Crystal Corporation v. The Manhattan 
Chemical Manufacturing Co., Inc., 22 C.C.P.A. 1027, 75 F. 2d 506 [25 
TMR 194]; R. C. Williams & Company, Inc. v. Wyandotte Chemicals 
Corporation, 587 O.G. 518, 69 USPQ 410 [386 TMR 171]. 

Applicant further contends that the decision of the Court of Appeals, 
Fourth Circuit, in Standard Brands Incorporated v. Eastern Shore Can- 
ning Company, Incorporated, 172 F. 2d 144, 80 USPQ 318, requires 
dismissal of the notice of opposition. Not only did that case involve the 
right to use rather than the right to register, but in finding the mark 
there involved not to be confusingly similar to the mark on which the 
opposer now relies, the court emphasized the fact that defendant’s mark 
had a well-known meaning which would be recognized by the purchasing 
public. No such situation exists in this case. 


The decision of the Examiner of Trade-Mark Interferences is affirmed. 


VALCORT HOSIERY CORPORATION v. MAYCOURT HOSIERY 
MILLS, INC. 


Commissioner of Patents—July 7, 1950 


TRADE-MARKS—Marks Not Confusingly Similar—Particular Instances 
“Maycourt” held not confusingly similar to “Valcourt,” used on identical goods, 
under 1905 Act. 


Appeal from Examiner of Interferences. 


Trade-mark opposition by Valcort Hosiery Corporation against May- 
court Hosiery Mills, Inc. Opposer appeals from dismissal of notice of 
opposition. Affirmed. 


Louis Casper and Leo Mandelstam, of New York, N. Y., and Charles 
R. Allen, of Washington, D. C., for opposer. 


Paul & Paul, of Philadelphia, Pa., for applicant. 
DANIELS, Assistant Commissioner : 


This is an appeal from the decision of the Examiner of Trade-Mark 
Interferences dismissing a notice of opposition to an application for 
registration of a trade-mark for “hosiery,” under the Trade-Mark Act of 
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1905. The mark sought to be registered consists of the word “Maycourt,” 
Opposer relies upon its ownership and prior use of the trade-mark “Va]. 
court” for the same product, and has proven ownership of registrations 
thereof under the Act of 1905, and extensive use and advertising of such 
products under that mark. While the opposition was dismissed the exam- 
iner made no ruling as to applicant’s right to registration in view of 
action taken in certain other pending proceedings involving this same 
application. 

In dismissing the notice of opposition the examiner found that the 
only similarity of the marks resides in the identity in sound of their 
second syllables, and that, particularly in view of the fact that applicant’s 
mark consists of a combination of two “ordinary words of speech,” the 
differences between the marks in sound, appearance, and meaning pre- 
dominate over the resemblances to an extent that they may be concurrently 
used in trade without reasonable likelihood of confusion. The opposer not 
only questions this ruling, but points out what it states to be a similarity 
in the first syllable of the marks, since it is stated that the “M” in 
applicant’s mark as written in script resembles a “V.” It is accordingly 
argued there is similarity not only in the second syllable but in the appear- 
ance of the first, and that there would be no sufficient distinction either 
as to sound or appearance. The first letter of applicant’s mark clearly 
appears to be an “M” and nothing presented indicates to me that it would 
be confused with a “V.” Accordingly, I am not convinced there is any 
sufficient resemblance between these marks to require disagreement with 
the conclusion of the Examiner of Interferences. Further elaboration 
seems unnecessary, particularly since the decisions reached in two other 
proceedings requires refusal of the registration, irrespective of the out- 
come of this case. 

The decision of the Examiner of Interferences is affirmed. 


ENDO PRODUCTS, INC. v. NUTRITION RESEARCH 
LABORATORIES 


Commissioner of Patents—July 12, 1950 


TRADE-MARKS—Confusing Similarity—General 
Under section 2(d) of 1946 Act question is whether applicant’s mark s0 
resembles opposer’s as to be likely when applied to applicant’s goods to cause 
confusion or mistake or to deceive purchasers. 
Under this test similarities or differences between both the marks and goods 
must be considered. 
Question is not whether there would be confusion as to products themselves, 
but whether or not there might be confusion as to source or origin. 
TRADE-MAarKS—Confusing Similarity—Particular Instances 
“Laurium” held confusingly similar to “Lauron,” used on similar goods, under 
1946 Act. 
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TRADE-MARKS—Goods of the Same Class—Particular Instances 
Compound used in treatment for iron deficiencies, nutritional anemias and 
gastroduodenal ulcerative diseases and gold compound for use in arthritis held 
poth medicinal preparations, as to which there is likelihood of confusion as to 
source, in view of close similarity of the marks. 


Appeal from Examiner of Interferences. 


Trade-mark opposition by Endo Products, Inc. against Nutrition Re- 
search Laboratories. Opposer appeals from dismissal of notice of opposi- 
tion. Reversed. 


Mock & Blum, of New York, N. Y., for opposer. 
Rummler, Rummler & Snow, of Chicago, Ill., for applicant. 


DANIELS, Assistant Commissioner: 


This is an appeal from the decision of the Examiner of Interferences 
dismissing the notice of opposition to an application for registration of 
a trade-mark for “medicinal compound used in the treatment for iron 
deficiencies, nutritional anemias and gastroduodenal ulcerative diseases.” 
The mark sought to be registered consists of the word “Laurium,” the 
application having been filed under section 2(f) of the Trade-Mark Act 
of 1946, in view of what is stated to be a geographical meaning of that 
term. Opposer bases its opposition on its ownership of the word “‘Lauron” 
as a trade-mark for a “preparation of gold compound for use in arthritis,” 
and has proven ownership of registration thereof for that product, No. 
398,432, registered October 27, 1942, under the Trade-Mark Act of 1905. 
It is alleged that the applicant’s mark bears such near resemblance to 
that of opposer’s that when used upon the applicant’s product it would 
cause confusion. Opposer’s priority is not questioned although applicant 
points out that the opposer has used the mark only a short time prior to 
applicant’s own use thereof. 


In dismissing the notice of opposition and holding that applicant is 
entitled to the registration for which it has made application, the exam- 
iner commented upon the differences between the products and the 
differences between the marks, holding that “the differences between 
the marks and goods of the parties hereto are cumulative in their effect 
and are such that these marks may be used concurrently without reason- 
able likelihood of confusion or deception.” The opposer criticizes this 
finding on the ground that in effect it relates to the descriptive properties 
of the goods and while that question might have been pertinent under 
the Act of 1905, it may not be considered with reference to an application 
under the Trade-Mark Act of 1946. Under section 2(d) of the latter Act, 
the question for consideration is whether or not the applicant’s mark so 
resembles that of the opposer “‘* * * as to be likely, when applied to the 
goods of the applicant, to cause confusion or mistake or to deceive pur- 
chasers * * *,” 
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Under this test similarities or differences between both the marks and 
goods must be considered and the examiner’s reference to cumulative 
differences between the marks and the goods indicates that he considered 
it on this basis and found that in view of the differences between the 
goods there was not sufficient resemblance between the marks as to indi- 
cate likelihood of confusion as applied thereto. _ 

“Laurium” and “Lauron” appear to me to be very similar both in sound 
and appearance. Nor is any geographical significance which may apply to 
“Laurium” sufficiently apparent or well-known to distinguish between 
them. While not identical they so nearly resemble each other that I 
believe they would be regarded as confusingly similar unless the differ- 
ences in the goods to which they are applied are substantial. 

Two witnesses have testified on behalf of applicant as to the nature of 
the products of the parties, the manner in which they are sold and 
administered, and have presented a complete and careful analysis of the 
medical and trade situation with respect to these products. Opposer’s 
product is a suspension of a gold salt in sesame oil, used only by injection, 
using a needle and a syringe. It is highly toxic and could not properly 
be administered by a layman. It is sold by prescription and usually sold 
only to physicians since observation of a patient’s reaction is required. 
It is sold in ampule form at a price of $18.50 for a 10 cc vial. Applicant’s 
product, on the other hand is used for the treatment of anemia, sold in 
capsule form for $6.00 per hundred capsules and has no harmful effects 
upon any one taking it even in quantities much greater than those recom- 
mended. While advertised by applicant only to the medical profession and 
pharmaceutical trade and ordinarily used by a patient only upon a doctor’s 
recommendation, it is nontoxic and may be purchased by any one. While 
frequently dispensed upon doctor’s prescription, no prescription is neces- 
sary and many doctors merely advise their patients to purchase it without 
prescription. 

Both products are, however, clearly medicinal preparations. From the 
testimony submitted I agree with the applicant and the Examiner of 
Interferences that no one would confuse these products nor purchase or 
administer one in place of the other. The question is not, however, that 
of whether or not there would be confusion as to the products themselves, 
but whether or not there might be confusion as to source or origin. In 
other words, might one familiar with opposer’s product or who had 
obtained satisfactory results from opposer’s arthritic remedy believe that 
the applicant’s product for nutritional anemia emanated from the same 
source. It would seem that there is at least the possibility, if not the 
probability, that one who had been treated with “Lauron” at an extremely 
high price might, if he had occasion to purchase a medicinal product such 
as applicant’s, believe that he was obtaining a product of the same manu- 
facturer whose remedy he remembered favorably. Schering & Glatz, Inc. 
v. Sharp & Dohme, Incorporated, 32 C.C.P.A. 827, 146 F. 2d 1017 [89 
TMR 46]; West Disinfecting Company v. Cliff C. Owen, 35 C.C.P.A. 843, 
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165 F. 2d 450 [88 TMR 318]; Campbell Products, Inc. v. John Wyeth & 
Brother, Incorporated, 31 C.C.P.A. 1217, 143 F. 2d 977 [84 TMR 248]; 
Parke, Davis & Company v. Surrey Laboratories, 540 O.G. 712, 53 USPQ 
603. 

Nor is the fact that opposer’s product is sold only on prescription and 
usually only to physicians controlling. It has frequently been stated that 
marketing methods may change, even though applicant’s testimony indi- 
cates that this is unlikely as to opposer’s product, in view of its toxic 
nature. As was stated by the court in Campbell Products, Inc. v. John 
Wyeth & Brother, Incorporated, supra [34 TMR 248]: 


«“* * * Moreover, it seems to us that where ethical goods are sold and care- 
less use is dangerous, greater care should be taken in the use and registration 
of trade-marks to assure that no harmful confusion results. * * *” 


In Schering & Glatz, Inc. v. Sharp & Dohme, Incorporated, supra, the 
court said [35 TMR 46]: 


“Tt is common knowledge that doctors, interns, and nurses do not ordinarily 
go to the drug store in person to purchase a remedy, but frequently order it by 
telephone or by sending a messenger. This is particularly true in the event of 
an emergency. Confusion, mistake, or delay in obtaining or applying the remedy 
may easily result in fatal consequences, and members of the medical profession 
and their assistants, no matter how discriminating, would have difficulty in 
keeping in mind and distinguishing between the two marks ‘thrombol’ and 
‘Thromboquin.’ ”’ 


In view of the close similarity of the marks it is my opinion that even 
with the care used by the applicant in marking and selling its product, 
there is reasonable likelihood that confusion will result from the use of 
applicant’s mark on the product here involved. 

While applicant contends that its mark has been used for a consider- 
able period of time without confusion, under the circumstances above 
outlined there is no assurance that lack of confusion would continue. Nor 
that confusion would, in any event, be detected since, as already pointed 
out, if it existed, it would necessarily be with relation to source rather 
than to the product. Additionally, however, the testimony indicates that 
all use of the mark prior to July, 1947, was on a product differing from 
the present product, and as to the former product there is no evidence of 
use to any substantial extent. The present product was first advertised 
on a relatively local scale in 1947 and such sale was not further extended 
until 1948, nor on a national scale until 1949. Therefore at the time of 
the filing of this opposition, August 31, 1948, there had been no extensive 
use of the mark. The existence of a registration under the Trade-Mark 
Act of 1920 for the former product which registration of course gave 
rise to no presumption of ownership or use is not considered to have any 
bearing upon the question presented. 

The decision of the Examiner of Trade-Mark Interferences is reversed. 
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HUDNUT v. HELENA RUBENSTEIN, INC. 
Commissioner of Patents—July 13, 1950 


TRADE-MARKS—Confusing Similarity—Particular Instances 

“HR” in block letters so combined that the righthand upright portion of the 
letter “H” and that of the letter “R” are formed by the same line held confusingly 
similar to monogram mark consisting of letters “RHR,” the letters “R,” the firs: 
of which is in reverse form, are displayed in script, and are joined to, and form 
a part of, the letter “H,” which is displayed in block type lettering, used on 
similar goods. 

Fact that letters are so associated or intertwined as to form monogram of 
somewhat elaborate appearance does not change essential character of mark. 


Appeal from Examiner of Interferences. 


Trade-mark opposition by Richard Hudnut against Helena Rubenstein, 
Inc. Applicant appeals from decision sustaining notice of opposition. 
Affirmed. 


Robert B. Clark, of New York, N. Y., for opposer. 
Richardson, David & Nordon, of New York, N. Y., for applicant. 
DANIELS, Assistant Commissioner: 


This is an appeal from the decision of the Examiner of Trade-Mark 
Interferences sustaining a notice of opposition to an application for regis- 
tration of a trade-mark for “lipstick cases containing lipstick, rouge boxes 
containing rouge, lipstick refills and rouge refills,” under the Trade-Mark 
Act of 1905. The mark disclosed in that application consists of the letters 
“HR” in block letters, which are combined so that the righthand upright 
portion of the letter “H” and that of the letter “R” are formed by the 
same line. Opposer relies upon its ownership and prior use of a trade- 
mark for similar products which the Examiner of Interferences describes 
as “* * * g monogrammatic mark comprised of the letters ‘RHR’. The 
letters ‘R,’ the first of which is in reverse form, are displayed in script, 
and are joined to, and form a part of, the letter ‘H,’ which is displayed 
in block type lettering.” Both by registration of record and by testimony 
the opposer has established its use of this mark for a comprehensive line 
of cosmetics and toilet articles for many years prior to any use claimed 
by applicant for its mark. 

Applicant contends that there is no showing of confusing similarity 
between the marks. That “HR” and “RHR” would be confusingly similar 
does not appear to be questioned, and in my opinion must be accepted. 
Crystal Corporation v. Manhattan Chemical Manufacturing Co., 22 C.C. 
P.A. 1027, 75 F. 2d 506. Applicant contends, however, that opposer's 
mark would not be recognized as consisting of the letters “RHR” but 
as a fanciful symbol susceptible of various interpretations. It is further 
contended that there is no proof that it would be so regarded. The mark 
appears to me to consist of the letters “RHR” one “R” being reversed. In 
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spite of applicant’s ingenious arguments as to the meaning which might 
be applied to it, visual examination makes this meaning clear and I am 
unable to attribute any other possible significance or assume that any 
one would regard it otherwise. The fact that the letters are so associated 
or intertwined as to form a monogram of somewhat elaborate appearance 
does not change its essential character. 
The decision of the Examiner of Interferences is affirmed. 


BROWNSTEIN-LOUIS COMPANY v. ARNOLD, CONSTABLE & CO., 
INC. 


Commissioner of Patents—July 17, 1950 


TRADE-MARKS—Confusing Similarity—Particular Instances 
“Henley” held confusingly similar to “Hendan,” used on similar goods, under 
1946 Act. 
TrADE-MARKS—Confusing Similarity—General 
Similarity in sound or appearance may be sufficient. 
Lack of confusion assertedly shown by applicant’s long use of mark may not be 
considered, in absence of proof of such use prior to filing date. 
TRADE-MARKS—Proof of Ownership and Use—Effect of Registration 
Applicant’s registration under 1920 Act held not to constitute prima facie 
evidence of ownership or use of mark by applicant. 


In absence of other proof, applicant can not contend that any date of use prior to 
its filing date has been established. 


Appeal from Examiner of Interferences. 


Trade-mark opposition by Brownstein-Louis Company against Arnold, 
Constable & Co., Inc. Applicant appeals from decision sustaining notice 
of opposition. Affirmed. 


John B. Hosty, of Chicago, IIl., for opposer. 
Mock & Blum, of New York, N. Y., for applicant. 
DANIELS, Assistant Commissioner: 


The only issue presented in this opposition proceeding is whether or 
not the examiner was in error in holding that there was confusing simi- 
larity between the marks, there being no issue as to the goods or as to 
prior use of opposer’s mark. Applicant seeks to register the word ‘“‘Hen- 
ley” as a trade-mark for various items of women’s, misses’ and children’s 
apparel, on the Principal Register under the Trade-Mark Act of 1946. 
Opposer relies upon its prior use of the word “HENDAN” as a trade-mark 
for goods conceded to be similar and has proven use and ownership of a 
registration of that mark for its products, No. 115,294, registered Febru- 
ary 6, 1917, and renewed, under the Trade-Mark Act of 1905. The Exam- 
iner of Interferences sustained the notice of opposition and applicant 
appeals. 
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In urging that the marks are not confusingly similar within the mean- 
ing of section 2 of the Trade-Mark Act of 1946 the applicant emphasizes 
the fact that its mark is a surname and would be recognized as such, 
while the opposer’s mark is a coined word apparently not having any 
dictionary or specific meaning. It is true that “Henley” is a surname 
and the name of a town in England, but the marks have considerable 
similarity in sound and appearance. Nothing is presented which would 
indicate that the difference in meaning is sufficient to overcome the 
resemblances in sound and appearance found by the Examiner of Inter- 
ferences. There may be similarity between the marks although one of 
them is arbitrary. Baldwin v. Krim (Ju-C-Orange of America, assignee, 
substituted), 606 O.G. 537, 76 USPQ 62. Similarity in sound or appear- 
ance may be sufficient. Celanese Corporation of America v. E. I. du Pont 
de Nemours & Company, 33 C.C.P.A. 948, 154 F. 2d 146 [386 TMR 130, 
133]. 

Applicant further contends that the fact that its mark has been used 
for many years and was registered under the Trade-Mark Act of 1920 
indicates lack of confusing similarity within the meaning of section 2(d) 
of the Trade-Mark Act of 1946. The question of whether or not the long 
continued use claimed by applicant might be sufficient to indicate that 
the difference in meaning distinguishes between these marks cannot, 
however, be considered in this case since there is no proof of such use. 
The prior registration under the Trade-Mark Act of 1920, now expired, 
does not constitute prima facie evidence of ownership or use and in the 
absence of other proof applicant cannot contend that any date of use 
prior to its filing date of September 26, 1947, has been established. 

The decision of the Examiner of Trade-Mark Interferences is affirmed. 


EX PARTE STAUFFER CHEMICAL COMPANY 
Commissioner of Patents—June 26, 1950 


TRADE-MARK ACT OF 1946—Registrability—Supplemental Register 
TRADE-MARKS—Words Incapable of Exclusive Appropriation—Generic Terms 
“The Sulphur That Fumes” held unregistrable on Supplemental Register, under 
1946 Act, as incapable of distinguishing applicant’s sulphur or sulphur compound 
because generic in nature and used merely to call attention to a property of the 
product and it would be equally applicable to the product whatever its source. 


Appeal from Examiner of Trade-Marks. 


Application for registration of trade-mark by Stauffer Chemical Com- 
pany. Applicant appeals from refusal of registration on Supplemental 
Register, under 1946 Act. Affirmed. 


Robert H. Eckhoff, of San Francisco, Cal., for applicant. 
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DANIELS, Assistant Commissioner : 


This is an appeal from the final refusal of an application for registra- 
tion of the slogan “THE SULPHUR THAT FUMES,” for sulphur, on the 
Supplemental Register, under the Trade-Mark Act of 1946. Registration 
has been refused on the ground that the mark is incapable of distinguish- 
ing the applicant’s goods as required by section 23 of the Act. 

If doubt existed as to the correctness of the examiner’s ruling, it would 
be dispelled by examination of the specimens submitted. The slogan 
appears on the top of the package over the name “Stauffer,” the word 
“ANCHOR” and the representation of an anchor. Below this appears 
the words “SUBLIMED VELVET FLOWERS OF SULPHUR,” and vari- 
ous other material. This phrase merely calls attention to a property of 
the particular sulphur or sulphur compound marketed by applicant and 
would be equally applicable to this product, whatever its source. Its 
generic nature appears to require no discussion or citation of cases. In 
the applicant’s brief there is some discussion of the chemical properties 
of sulphur, both pure and in various forms and it is stated: 

“But not all sulphurs fume; only the applicant’s!” 
That this clearly applies to the product and not to its source is apparent. 


The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE DUNCAN ELECTRIC MANUFACTURING COMPANY 


Commissioner of Patents—June 28, 1950 


TRADE-MARK ACT oF 1946—Registrability—Trade Names 
TRADE-MARKS—Subject Matter—Corporate Names 

“Duncan Electric Mfg. Co.,” used on name plate attached to goods, held merely 
a trade name and not a trade-mark. 

Corporate names fall within definition of “trade names and commercial names,” 
in section 45 of 1946 Act but no provision is made for registration of trade names 
as distinguished from trade-marks. 

If it were the intention of Congress to establish register for corporate, firm 
and other trade names, such intent would have been clearly stated. 


Appeal from Examiner of Trade-Marks. 


Application for registration of trade-mark by Duncan Electric Manu- 
facturing Company. Applicant appeals from refusal of registration under 
1946 Act. Affirmed. 


Louis Robertson, of Chicago, Ill., for applicant. 


DANIELS, Assistant Commissioner: 


This is an appeal from the final refusal of an application for registra- 
tion of a trade-mark on the Principal Register under the Trade-Mark Act 
of 1946. The mark sought to be registered consists of the words “DUN- 
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CAN ELECTRIC MFG. CO.,” used on “watthour meters, demand meters, 
demand registers therefor, and transformers for measuring instruments.” 


Allegations that the mark has become distinctive in accordance with 
section 2(f) of the Trade-Mark Act of 1946 are included in the applica- 
tion. Registration has been refused on the ground that the mark sought 
to be registered is merely a trade name and not a trade-mark, subject to 
registration within the meaning of the Act. The specimens indicate that 
these words are used by printing or stamping them on packages and on 
name plates affixed to the goods. The address of the corporation is 
included. It should be pointed out that on certain specimens the word 
“DUNCAN?” appears separately displayed, and that no question as to the 
registration of that word under section 2(f) of the Act of 1946 is raised, 
it being understood that it has already been registered. The applicant’s 
brief begins with the statement: 


“This application is for registration of a corporate name on a name plate 
attached to the goods.” 


Corporate names fall within the definition of “trade names and com- 
mercial names” in section 45 of the Act, rather than the definition of 
trade-marks also appearing in the section. No provision is made for 
registration of trade names, however. This question was considered at 
some length in Ex parte Lyndale Farm, 620 0.G. 1265, 80 USPQ 45, and 


the comments contained therein will not be repeated. Applicant contends, 
however, that its corporate name is placed directly on the products or the 
container therefor, and therefore is distinguishable from the situation in 
the Lyndale Farm case. The same was, however, true of the mark in that 
case, and it seems as clear, if not clearer, in this case that the mark 
applicant seeks to register is a trade or corporate name. Applicant’s brief 
analyzes, with much care, various problems arising with respect to cor- 
porate names and urges the desirability of registering this and similar 
marks. In this connection, it refers to the intent of Congress in passing 
the Act of 1946, and while stating that the language is so clear that there 
is no occasion to inquire into such intent, urges that “the principal pur- 
pose” of that Act was “to make the search files as complete as possible 
* * * While agreeing that no reference to such intent is necessary in 
view of the clear distinction between trade names and _ trade-marks 
brought out by the Act, it should be pointed out that the objective men- 
tioned by applicant, no matter how desirable, is not even mentioned in 
the statement of the intent of the Act appearing in section 45, nor was it 
mentioned in Committee Reports dealing with the objectives and intent 
of the Act. 

The right to use of corporate and firm names both in the jurisdiction 
where organized and elsewhere, as well as their use in interstate com- 
merce may present many problems. They have, however, little bearing 
on the question of applicant’s right to register a trade-mark. If corporate, 
firm and other trade names were to be registered in the Patent Office, 
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the registration of such names would appear to amount to merely a direc- 
tory of names authorized for use in various jurisdictions, and certainly 
would have no place on the Principal Register where they might acquire 
incontestible rights. If it were the intention of Congress to establish a 
register of this type, it would seem that such intent would have been 
clearly stated and would not have to be spelled out through indirection or 
by reference to its possible desirability. On the contrary, the Act care- 
fully differentiated between trade-marks and trade names and made no 
provision for registration of the latter. 


The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE DOOLEY CO. 
Commissioner of Patents—June 30, 1950 


TRADE-MARKS—A cquisition of Rights—General 
How the public would regard use of mark on goods rather than intent of the 
user held controlling. 
Upon facts of record, “SAFETY PAY$,” as used by applicant on books of 
matches, held not to conform to definition of trade-mark in 1946 Act, and not to 
function as means of identifying applicant’s goods. 


Appeal from Examiner of Trade-Marks. 


Application for registration of trade-mark by Dooley Co. Applicant 
appeals from refusal of registration under 1946 Act. Affirmed. 


Brown, Jackson, Boettcher & Dienner, of Chicago, IIll., for applicant. 


DANIELS, Assistant Commissioner : 


This is an appeal from the final refusal to register the notation 
“SAFETY PAY$” as a trade-mark for books of matches on the Principal 
Register under the Trade-Mark Act of 1946. 


The ground of refusal of registration is that the mark is not used 
as a trade-mark on such books of matches, and does not function, and 
will not be recognized, as indicating origin. As shown by the specimens, 
the mark is prominently affixed to the books of matches above the words 
‘WORD CONTEST,” the words “(Trade-Mark)” appearing in smaller 
letters and in parentheses between the notation sought to be registered 
and the words “WORD CONTEST.” Other wording appears on and 
within the match book covers, referring to certain awards to be made in 
the so-called contest. Applicant does not manufacture the books of 
matches, but buys them from regular manufacturers, causing them to be 
imprinted with the wording referred to. Applicant then sells them to 
Wholesalers or retailers who are engaged in various businesses such as 
groceries, cigar stores and filling stations. The match books are given 
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away by applicant’s customers and cash awards are made by them to their 
customers under certain conditions specified in the match books. This js 
the “‘contest” referred to on the match books. 


The statement that this notation does not function as a trade-mark is 
based upon its association with the word “contest” as specified above, it 
being stated that the term refers to and identifies the contest and not to 
the matches, and that it would not be regarded by customers as denoting 
source or origin. Section 45 of the Trade-Mark Act of 1946 defines a 
trade-mark as “any word, * * * adopted and used by a manufacturer or 
merchant to identify his goods and distinguish them from those manv- 
factured or sold by others.” It is a matter of common knowledge, and not 
questioned by the applicant, that book matches of the type here in ques- 
tion are an ordinary advertising medium used to advertise innumerable 
products and services. Cafes, hotels, soft drinks, dentrifices, and many 
other products, services and establishments are so advertised, and it is 
not suggested that the advertising of such a product on the cover of book 
matches would be a trade-mark use either for the matches or the product 
advertised in accordance with the definition of use in commerce, also con- 
tained in section 45 of the Act of 1946. Applicant contends that the situ- 
ation differs as to its use, since applicant actually sells the matches. It 
causes them to be imprinted, however, and furnished to its customers so 
that they may conduct the “Contest,” and this appears to be the feature 
to which the notation refers as used on the match book covers. 


In view of the general custom of placing advertising on such books, I 
agree with the examiner that it would be regarded by the public as refer- 
ring to this rather than to the matches. As was stated in Columbia Mill 
Company v. Alcorn, 150 U.S. 460: 


“* * * Tt (the trade-mark) must be designed, as its primary object and 
purpose, to indicate the owner or producer of the commodity, and to distinguish 
it from like articles manufactured by others. * * * if the device * * * were 
adopted or placed upon the article for the purpose of identifying its class, grade, 
style, or quality, or for any purpose other than a reference to or indication of 
its ownership, it cannot be sustained as a valid trade-mark. * * *” 


The court in that case was considering a geographical term but the 
principle there stated would appear to apply to the facts here in issue. 
How the public would regard such use, rather than the intent of the 
user, should control. In re American Circular Loom Company, 28 App. 
D.C. 446. 


Applicant points out that owners of many well known trade-marks 
conduct contests and that submission of packages or wrappers of such 
products showing such trade-marks is often a condition to entering such 
contests. It is suggested for example, that the manufacturer of a well- 
known tooth paste conducted a contest in which it was required that 
entrants submit a tooth paste carton showing the trade-mark. It is stated 
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by applicant that no one would contend that that well-known tooth paste 
trade-mark was lacking in significance because it was used in connection 
with or publicized as part of a contest, and that the same situation is 
presented with respect to its use of the term here involved. The difference 
is, however, that so far as I am aware tooth paste cartons are not 
recognized as an advertising medium for anything other than the tooth 
paste contained therein, and that the mark as used on the tooth paste 
cartons involved would clearly refer to the tooth paste manufactured by 
the trade-mark proprietor and would have been recognized by the pur- 
chaser as identifying such product. Applicant’s match books, on the other 
hand, serve to advertise a contest and any reference to the matches 
appears to be incidental or secondary, if any actually exists. If the same 
piece of paper were distributed without containing matches or if the same 
material were imprinted on any other product suitable for free distribu- 
tion (possibly gum or small packages of candy) the same situation would 
exist. 


In view of the foregoing, I agree with the examiner that the mark as 
used by the applicant does not conform to the definition of a trade-mark 
contained in the Trade-Mark Act of 1946, and that as used, it does not 
function as a means of identification of applicant’s goods. 


It should be noted that the examiner raised no objection to the registra- 
tion of the term other than the manner in which it was used. It is also 
clear that a mark may be used on book matches in such a manner as to 
function as a trade-mark therefor. This decision is therefore without 
prejudice to any other application for registration based upon specimens 
using the term in such a manner that the mark would serve to identify 
and refer to the product itself. It should, however, be further noted that 
in the event of such other application that other questions, for example 
disclaimer, may well be raised by the examiner, and that no such other 
questions have been considered on this appeal. 


The decision of the Examiner of Trade-Marks is affirmed. 
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EX PARTE CHICAGO ROLLER SKATE COMPANY 
Commissioner of Patents—July 7, 1950 


TRADE-MARK ACT oF 1946—Registrability—Principal Register 


TRADE-MARKS—Marks Incapable of Exclusive Appropriation—Descriptiveness 
Refusal of registration of “For HEALTH’S Sake - Roller Skate” on the Princi- 
pal Register, under the 1946 Act, as applied to roller skates, affirmed. 
Applicant’s mark held a slogan, totally lacking in trade-mark significance; and 
fact that it has been used for many years held immaterial. 


Appeal from Examiner of Trade-Marks. 


Application for registration of trade-mark by Chicago Roller Skate 
Company. Applicant appeals from refusal of registration on Supplemental 
Register, under 1946 Act. Affirmed. 


Moore, Olson & Trexler, of Chicago, IIl., for applicant. 
DANIELS, Assistant Commissioner: 


This is an appeal from the final refusal of an application for registra- 
tion of the phrase “For HEALTH’S Sake - Roller Skate,” as a trade-mark 
on the Principal Register under the Trade-Mark Act of 1946. The appli- 
cation contains an affidavit of substantially exclusive and continuous 
use for five years next preceding the filing of the application. 


Registration has been refused on the ground that this phrase is a 
slogan not registrable on the Principal Register. Various questions con- 
cerning registration of slogans under the Trade-Mark Act of 1946 have 
been considered by this Office, among these being the decisions in Ex 
parte American Enka Corporation, 624 0O.G. 972, 81 USPQ 476, Petition 
for Reconsideration, 624 O0.G. 974, 82 USPQ 41; Ex parte Booth Bottling 
Company, Inc., 620 O.G. 1266, 80 USPQ 78; Ex parte William Skinner & 
Sons, 626 O.G. 924, 82 USPQ 315. The comments contained in those 
decisions will not be repeated herein. 


The meaning of the phrase “For HEALTH’S Sake - Roller Skate” in 
connection with the promotion of the sale of roller skates is immediately 
apparent. The suggestion as to the desirability of the use of such products 
is understandable, but how this would serve to identify applicant’s prod- 
uct rather than any other roller skate has not been satisfactorily explained 
even by the careful analysis submitted by applicant’s counsel. It suggests 
the desirability of roller skating but does not serve to identify the goods 
of applicant nor distinguish them from those of others. 


If there were doubt as to this, examination of the labels dispels it. The 
phrase appears on a circular label above a shield or medallion on which 
appears the word “CHICAGO,” prominently displayed with a representa- 
tion of a roller skate having wings. Beside this shield appear the words 
“Trade-Mark.” In addition to the phrase already quoted, the phrases “WE 
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DID IT BEFORE” appear at the top, and “WE’LL DO IT AGAIN” at 
the bottom of this circular label. Below the shield appears the wording, 
“Keep ’em Rolling Longer Make your body stronger for Victory.” All are 
displayed prominently. How the particular advertising phrase sought to 
be registered is selected from the balance of this material as indicating 
source or origin is not apparent. Like the balance of the material it 
relates to any roller skate. 


Applicant analyzes a number of the cases cited in Ex parte Booth 
Bottling Company, Inc. supra, as having been refused registration on simi- 
lar grounds under the Act of 1905, the Act of 1920 and the so-called ten- 
year proviso of the Act of 1905, and attempts to distinguish them. It 
seems sufficient to state that, in my opinion, the applicant’s mark is 
inherently as lacking in trade-mark significance as any of the marks 
mentioned. See for example Burmel Handkerchief Corporation v. Cluett, 
Peabody & Co., 29 C.C.P.A. 1024, 127 F. 2d 318. In my opinion it is 
totally lacking in trade-mark significance tested by any standard as to the 
function of a trade-mark which has been considered in any case which 
has been called to my attention. Nor can the fact that it has been used 
in this way for many years change this. Kellogg Co. v. National Biscuit 
Co., 305 U.S. 111, 39 USPQ 296. 


The decision of the Examiner of Trade-Marks is affirmed. 
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PART I 


ACTION TAKEN WITH RESPECT TO TRADE-MARKS 
BY THE AIPP¥ AT ITS PARIS CONGRESS 


By Wallace H. Martin* 


The Congress of the International Association for the Protection of 
Industrial Property met in Paris from May 29 to June 3, 1950. The dele- 
gates of the American Group were John D. Myers, President, John A. 
Dienner, Stephen P. Ladas, Robert S. Waters, and the writer. This Asso- 
ciation was represented by Messrs. Ladas and Waters. 


Before discussing the action taken by the Congress with reference to 
trade-mark conventions, we should note the delightful entertainment af- 
forded to the delegates from this country and Europe by the French 
Group. Every day delicious luncheons were served to the delegates with, 
of course, Champagne or other French wine. During the time when the 
delegates were in session, the ladies were entertained at luncheons, on 
automobile tours and at garden parties. The evenings were taken up with 
receptions, dinners and other entertainments. Among the interesting 
ancient palaces where the delegates were entertained are Senlis, L’Abbaye 
Saint-Vincent, Chantilly, and Versailles. The week’s entertainment was 
completed with a gala evening on Thursday at the Opera and the formal 
banquet on Friday night at the Palais de Chaillot. When the International 
Congress meets here, the American Group will find it difficult to pro- 
vide comparable entertainment for the visiting delegates. 

A number of provisions affecting trade-marks were considered at the 
Congress. In evaluating the work of the Congress, it is well to have in 
mind that action was taken by the votes of the delegates of the Congress 
present without reference to the National Groups. As above noted, there 
were present only five delegates from the American Group. Since this was 
held in Paris, most of the delegates present were French. 


Mr. Walter J. Derenberg, Trade-Mark Counsel of the United States 
Patent Office, in a paper delivered at the annual meeting of this Associa- 
tion on June 6, 1950, emphasized the importance of full consideration at 
this time of the proposed revisions of the trade-mark provisions of the 
International Convention. The next International Conference with refer- 
ence to the International Convention will be held at Lisbon next year. It 
is essential that our State Department be advised of the viewpoint of 
this Association and of other similar groups, as well as the viewpoint 
of trade-mark lawyers in general. That the present provisions of the 


* Vice-President of the American Group, Member of the firm of Nims, Verdi & 
Martin, Member of the New York Bar, Member of the Lawyers’ Advisory 
Committee of The United States Trade Mark Association. 
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International Convention should be amended is not questioned. The fol. 
lowing criticism goes to the Amendments proposed by the Congress. The 
action taken by the Congress with reference to two trade-mark pro- 
visions is of special interest to this Association. These two provisions 
will be first discussed, followed by a statement as to the further action 
taken by the Congress. 


I. Unrestricted assignment of trade-marks. 
(Paris Convention, Article 6 quater, new provision.) 
The Congress proposes that there be inserted in the Paris Convention 
an Article 6 quater, as follows: 


“A trade-mark may be assigned with regard to all or a part of the 
merchandise for which it has been registered independently of 
any assignment of the trade-mark in the country of origin or 
of the corresponding marks in other Convention countries and 
without the goodwill associated with the mark or the business 
or that of the branches or subsidiaries located in other Conven- 
tion countries. Each Convention country may in its own do- 
mestic law make such provisions as may be necessary to prevent 
a deception of the public as a result of the assignment of 
trade-marks.” 


The foregoing proposal had the approval of all Groups except the 
American. In effect it provides that a trade-mark may be assigned apart 
from the good will of the business in which it is used. Those familiar 
with the U. S. Trade-Mark Bills, going back to the first Lanham Bill, 
H. R. 9041, will undoubtedly associate the language in Section 10 of that 
Bill with the efforts of various foreign countries to secure the “free 
assignment” of trade-marks in the International Convention. It was only 
through the united effort of trade-mark lawyers who believe in the com- 
mon law applicable to trade-marks that the Bill which became the Lanham 
Act was modified to include the provision that a trade-mark must be 
assigned, together with the good will of the business in which it is used, 
or at least with that part of such good will associated with the trade- 
mark.* The field of battle now has shifted from the national to the inter- 
national scene. In this report an effort will be made to direct attention to 
the importance of preserving the common law. 

The attitude of the American Group with respect to the free assign- 
ment of trade-marks was set forth in its Report submitted to the Con- 
gress as follows: 

The subject of assignment of trade-marks is dealt with in Article 6 


quater of the International Convention as revised at the London Con- 
ference in 1934. The text of this provision of the Convention reads: 


* For discussion of this phase of the various Lanham Acts see 36 T.M.R. 213. 
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“(1) When in accordance with the laws of a country of the 
Union, the assignment of a mark is valid only if it takes place 
at the same time as the transfer of the enterprise or business 
and goodwill to which the mark belongs, it will suffice, for the 
admission of the validity of such transfer, that the part of 
the enterprise or business and goodwill which is located in this 
country be transfered to the assignee with the exclusive right 
therein to manufacture or sell products under the mark which 
has been assigned. 


“(2) This provision does not impose upon the countries of the 

Union the obligation of considering as valid the transfer of any 
mark whose use by the assignee would, in fact be of such a 
nature as to deceive the public, especially as regards the place 
of origin, the nature, or the material qualities of the products 
to which the mark is applied.” 


According to this Article, the assignment of a trade-mark in and for 
acountry of the Union is sufficent if accompanied by the transfer of the 
business and goodwill with which the mark is associated in that particu- 
lar country. Any necessity to transfer business and goodwill in other 
countries is thereby obviated. 


While the inclusion of this Article at the London Conference rep- 
resented a progressive step in the development of the International Con- 
vention, it has been criticized as not going far enough by those who 
would have a trade-mark freely assignable for all or part of the goods 
for which it was registered and independently of a transfer of all or 
part of the business and goodwill with which it is associated. 


A special Committee of the American Group has considered the pro- 
posal on the Program of the Congress as approved by the Executive 
Committee of our Association which reads as follows: 


“When a trade-mark has been regularly registered by a national 
of a Union country in his country of origin and then in certain 
countries of the Union, the trade-mark may be assigned for all 
or part of the merchandise for which it has been registered, and 
this independently of any assignment of the trade-mark of origin 
and of the trade-marks corresponding thereto in all the other 
countries of the Union, without it being necessary to transfer 
the business or enterprise or the branches or subsidiaries estab- 
lished in the various respective countries together with the trade- 
mark. 


“Each of the Union countries is allowed to stipulate according 
to its national law the conditions adapted to prevent misleading 
the public as a consequence of the assignment of said trade- 
mark, particularly as concerns the nature, origin, or substantial 
quality of the merchandise to which the trade-mark is applied.” 





744 TRADE-MARK BULLETIN 40 T.MR. 
Sess” 
and also the resolution adopted by the International Chamber of Com. 
merce at its Quebec Congress in June 1949, and which reads: 


“Replace the present Article 6 quater of the Union Convention by the 
following claims: 


‘A trade-mark may be assigned, independently of the assign- 
ment of all or part of the business of the proprietor as regards 
all or part of the goods for which it was registered; each of 
the countries of the Union shall be able to regulate according to 
its own domestic law the conditions required to prevent the 
assignment of the trade-mark from leading the public into 
error.’ ” 


Our Committee recognizes that these proposals are in accordance 
with the principles as to assignment of trade-marks advocated by certain 
of the countries of the Union and in harmony with their national laws 
and practice. It believes, however, that these proposals do not conform to 
the United States law and practice particularly as to partial assignments 
and assignments in gross. It also believes that it is not possible, at the 
present stage, to reconcile the conflicting views with respect to the assign- 
ment of trade-marks on the international level. 


With this in view, the American Group proposes the following text 
to replace the present Article 6 quater of the International Convention: 


“Each country of the Union shall, to the extent authorized by 
its own national law, permit a trade-mark registered there to 
be assigned in such country for all or part of the goods for 
which it is so registered, independently of all or any part of the 
business and goodwill of the assignor and independently of any 
assignment of the mark in any other country. Where the na- 
tional law of a country of the Union requires the assignment of 
a trade-mark in such country to be accompanied by a transfer 
of the goodwill of the business in which the mark is used or that 
part of the goodwill connected with the use of and symbolized 
by the mark, it shall be sufficient if the assignment of the trade- 
mark is accompanied by a transfer of such goodwill, in whole or 
in part, of the business in such country. But in no case shall the 
countries of the Union be required to recognize the validity of an 
assignment where the use of the mark by the assignee would 
deceive the public. 


“Each of the countries of the Union shall have the right to make 
regulations to insure against the use of an assigned trade-mark 
in such a manner as to deceive the public.” 
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The differences of our text from the proposal on the Program are 
the following: 


1) We inserted the words “independently of all or any part of the 
business and goodwill of the assignor,” and the words “to the ex- 
tent authorized by its own national law” so as to permit the 
assignment of a trade-mark without a transfer of the business 
or goodwill whenever the law of a country allows this. In many 
countries this is the law today and most significantly in Great 
Britain after the amendment of the Trade-Mark Act in 1938. 


With regard to the assignment of a trade-mark which is reg- 
istered in several countries, we have followed strictly the prin- 
ciple of independence of the trade-mark in each country, but 
with a reservation that each country may not recognize the 
assignment of the trade-mark in its territory in case the use of 
the trade-mark by the assignee would deceive the public. 


In support of this report, President Myers in his address to the 
Congress explained why the American Group felt it necessary to preserve 
the American common law with reference to the assignment of trade- 
marks, and urged the Congress to adopt the proposal of the American 
Group which recognized the national law of each country in connection 
with the assignment of trade-marks, thereby preserving the American 


common law. Notwithstanding this able presentation, the Congress, dis- 
regarding the American viewpoint, voted for “Free Assignment of Trade- 
Marks.” 


As to the countries whose laws come from the Napoleonic Code, it 
may be understandable why free assignment of trade-marks is favored. 
But even in those countries, consideration should be given to our basic 
trade-mark law. The proposal of the American Group did not require 
the Europeans to give up their conception of what should be required in 
an assignment of a trade-mark but, rather, recognized the national law 
of each country. In 1938, the British passed its present trade-mark statute 
which permitted the free assignment of trade-marks. It is common 
knowledge that this statute was the result of the British court rulings 
with reference to common law assignment of trade-marks in England. It 
was there held that a trade-mark could be assigned only in connection 
with the good will of the business in which the trade mark was used, 
and that the assignment of the good will of the business included the 
entire business and factories, and, so far as British trade-marks were 
concerned, the business not only in England but also in the various domin- 
ions and in foreign countries. Prior to 1938, anyone transferring a trade- 
mark could do so only in connection with the sale of the complete busi- 
hess and factories throughout the world. Such a construction of the 
common law made it impossible for the British to assign trade-marks 
unless the entire business was disposed of. 
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In the United States, however, a more reasonable and logical con- 
struction is placed upon the common law. Here it is recognized that the 
business in this country of a foreign concern can be separated from the 
foreigner’s business and assigned. Also, where a trade-mark is used ip 
a separable part of the business, it can be assigned together with the 
good will of that part of the business in which it is used. Here it is not 
necessary to include factories as a part of the good will of the business, 
This construction of the common law in the United States has made it 
possible for trade-mark owners to rely on the common law when assign- 
ing trade-marks, and the assignment provisions of all trade-mark statutes 
in this country are based on the common law. 

When the question of the retention of our common law in the assign- 
ment provisions of our trade-mark statutes arose in connection with the 
early Lanham Trade-Mark Bills, some people asked why it was necessary 
to retain the common law. No doubt others will make the same inquiry 
since the issue has become international. It is important that everyone 
should know the answer. If it is recognized that a trade-mark represents 
the good will of the owner of the business in which it is used and identi- 
fies the source of the goods on which it is used, the test of infringement 
by a second mark becomes simple. The question is whether it is likely 
that the use of the second mark will cause the purchasing public to be- 
lieve that the goods on which the second mark is used are made by or 
for the owner of the first mark. As soon as a trade-mark is assigned 
apart from the good will of the business in which it is used, it becomes 
impossible to apply the same test of infringement which exists under 
the common law. If a trade-mark can be sold apart from the good will 
of the business in which it is used, it can of course no longer identify 
the good will, and likelihood of confusion of origin can no longer be the 
test of infringement. In England, the statute sets out in detail the test 
of infringement. It is not based upon the simple test as to whether 
likelihood of confusion exists. Here we think our common law test of 
infringement should be retained, and that the assignment provision is 
one of the supporting bases for the common law test of infringement. 

If the assignment of a trade-mark apart from good will is legalized, 
the American conception of the function of a trade-mark will be de- 
stroyed. A trade-mark will become merely an advertising device and its 
protection will depend not alone upon the provable facts as to likeli- 
hood of confusion but upon the construction which the courts place on 
the statutory definition of infringement as well as the facts relevant 
and material under that definition. 


II. Simultaneous use of the same trade-mark by different interested 
parties, and trade-marks held but not used by holding companies. 
(Paris Convention, Article 5, Section C, 3.) 
The Congress proposes that Article 5, Section C, paragraph 3 of the 
Paris Convention be replaced by the following text: 
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“In the event that there exists between the owner of the trade- 
mark and legally distinct physical persons or corporations a 
relationship or agreement by which an effective control by the 
owner over the use of the mark by such persons is insured, 
the trade-mark may be used by such persons. 


“In that case, such use by controlled persons will be considered 
as use by the owner himself. The owner may be a person not 
himself having a commercial establishment. 


“Each of the countries of the Union shall prescribe, according 
to its national law, the necessary requirements for the effective 
control of each trade-mark and the proper conditions to prevent 
the use of such trade-marks in deception of the public.” 


The proposal to authorize the use of the trade-mark by second parties 
under the proper control of the owner was discussed at some length 
by the delegates. In his address to the Congress the writer explained 
that the American viewpoint was close to the British and asked that 
the Congress approve a modification of the two. The matter was re- 
ferred to a Conference Committee which came forth with the above 
proposal which is objectionable because it fails to require the “control” 
by the owner of the nature and quality of the goods on which his mark 
is used. 


The viewpoint of the American Group had previously been explained 
in its Printed Report as follows: 


The International Convention deals with the use of the same trade- 
mark by different parties in Article 5(c) (3), which is as follows: 


“The simultaneous use of the same mark on identical or similar 
products by industrial or commercial establishments considered 
as joint owners of the mark according to the provisions of the 
national law of the country where protection is sought, shall 
neither prevent registration nor diminish in any way the pro- 
tection accorded the said mark in any country of the Union, 
provided the said use does not result in inducing the public into 
error and is not contrary to public interest.” 


This provision is criticized as being too restricted. Licensing of trade- 
marks is very common in the international field and under present con- 
ditions is often a necessary means of commercially exploiting a trade- 
mark. In most of the countries of the Union a controlled license for the 
use of a trade-mark is lawful and proper. 


It has accordingly been suggested that the present text of the Con- 
vention be liberalized by amendment to eliminate any danger of the 
license for the use of a trade-mark being held unlawful in the countries 
of the Union. A special Committee of the American Group has considered 
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this problem. It has considered first the proposal on the Program as 
established at its London meeting by the Executive Committee of our 
Association. This reads: 


“In the event where there exist between juridically distinct physi- 
cal persons or corporate bodies conventions such as ensure, by 
the utilization of the same technical processes and formulas, the 
equivalence of the products manufactured by the various affli- 
ates, the countries of the Union will allow said affiliates to 
use simultaneously the same trade-mark, whether by virtue of 
co-ownership or on the ground of being licensees of the trade- 
mark owner. In the latter event said utilization will be con- 
sidered to have been effected by the owner himself. In no case 
can the simultaneousness of utilization by thus affiliated persons 
or corporate bodies justify the rejection or invalidation of the 
trade-mark.” 


As respects this proposal, our Committee is of the opinion that the 
phrase “by the utilization of the same technical processes and formulas” 
is unnecessarily restricted and in many instances would be immaterial 
where a standard of quality was otherwise maintained. There also seems 
to be no reason why “simultaneous” use should be a condition. It is also 
believed that the last sentence of the proposal is too broad since it con- 
tains no limitation to the effect that such use should not deceive the 
public. 


Another proposal is contained in a resolution adopted by the Inter- 
national Chamber of Commerce at its Congress at Quebec last June, 
which reads as follows: 


“When, between legally distinct physical or juridical entities, 
there shall exist as the result of their relationship or by reason 
of agreement an effective control of the use of a registered 
trade-mark by these entities, the countries of the Union shall 
allow the latter to use the same trade-mark. In all cases it shall 
be considered that the owner himself is using the mark. 


“In no case shall the simultaneous use by such physical or moral 
entities justify the refusal or invalidation of the trade-mark.” 


While this proposal refers to “an effective control,” there is no re 
quirement as to how the control shall be exercised. The last sentence of 
the proposal is objectionable through the inclusion of the word “simul- 
taneous,” and through the failure to provide that such use should not 
deceive the public. 

Our Committee is in accord with the object of both of these proposals, 
and its objections relate mainly to the phraseology employed. As an 
alternative our Committee has prepared the following text which it 
recommends be adopted by this association to replace Article 5C (3): 
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“Where the owner of a trade-mark has such contractual relations 
with any natural or juristic person, or is so affiliated with such 
a natural or juristic person, as to have control over the use of 
said trade-mark by said natural or juristic person, and exercises 
such control to ensure that goods manufactured or sold under 
said trade-mark by said natural or juristic person shall be of 
a nature, and conform to a standard of quality, prescribed by 
said owner, such use by said natural or juristic person shall 
inure to the benefit of said owner, and shall not affect the va- 
lidity of said trade-mark or its registration, in any country of 
the Union, provided the public would not be deceived by such 
use. 

“Each of the countries of the Union shall have the right to make 
regulations to ensure against any such use of trade-marks in a 
manner to deceive the public.” 


The further differences between the text on the Program and 
proposal may be pointed out: 


1) The proposal on the Program speaks of the use of the same 
processes and technical formulas by two companies. This pre- 
supposes that the registered proprietor manufactures the 
goods whereas the case may be of a holding company who may 
not be a manufacturer itself. Also, it applies only to manufac- 
turer’s marks whereas the situation may involve commercial 
marks or selector’s trade-marks. It seems to us that the impor- 
tant consideration is that the owner of the trade-mark should 
control the nature and standard of the goods and shall pre- 
scribe the same. 


The proposal envisages the construction that the owner and the 
licensee of a trade-mark may be deemed co-proprietors of a trade- 
mark which is not the true position, and may give rise to pro- 
cedural difficulties whenever the protection of the trade-mark is 
sought against infringements. Our text provides that such per- 
mitted use of the trade-mark shall inure to the benefit of the 
owner. 


3) Our text also includes the proviso that the public will not be 
deceived by such authorized use of the trade-mark, and we 
believe that this qualification should be included in the provisions 
of the Convention. 


The Proposal of the Congress provides that a trade-mark may be 
used by different parties where there is insured “an effective control by 
the owner over the use of the mark.” The American proposal differs 
to the extent that the control is definitely described as being a “control 
to insure that goods manufactured and sold under said trade-mark * * * 
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shall be of a nature and conform to a standard of quality prescribed by 
said owner.” 

In determining whether the action of the Congress should be ap- 
proved or disapproved, we should consider whether it is advisable to 
prescribe the necessary control. It can be argued that the Proposal of 
the Congress permits the owner of the mark merely to excercise an 
effective control over the manner of use of the mark, but not the control 
over the nature and quality of the goods. In such a case there would 
seem to be no such control as would comply with our common law or our 
statutory law. Such a construction would permit the mere license of 
a trade-mark very much the same as a patent is licensed. In effect it 
destroys the common law significance of a trade-mark as representing 
the good will of the owner, because if the owner does not control the 
nature and quality of the goods on which his mark is used, he has no 
control over the significance of the mark as identifying his good will. 

Because of this possible construction of the Proposal of the Con- 
gress, it should be unacceptable to American trade-mark owners, and the 
writer believes that this Association and other similar associations, as 
well as trade-mark lawyers in general, should support the proposal of 
the American Group. 


III. The following proposals have been approved by the Congress. 
They should have the attention of this Association so that if objections 
are in order, they can be made at the proper time: 


a. Translation of the trade-mark. 
(Paris Convention, new provision.) 
The Congress requests that there be inserted in the Paris Convention 


a provision worded as follows: 


“The Countries belonging to the Union shall accept at the time 
of filing, and shall record in one and the same deed, composite 
trade-marks carrying both the text of the trade-mark in the 
language of origin and its translation into other languages, in 
which case each of the elements of the composite trade-mark 
shall be protected as such; the applicant must specify the lan- 
guages concerned.” 


b. Maintenance or elimination of the necessity of registration in 
the country of origin for the filing of trade-mark applications in other 
countries. 

(Paris Convention, Article 6, Section A, Par. 2.) 

The Congress proposes to insert in Article 6 of the Paris Convention 
after the first paragraph the following wording: 

“The registration in the country of origin shall not constitute 

a condition precedent to obtaining registration and protection 
in another country of the Union, if the trade-mark conforms to 
the legislation of the country where protection is sought.” 
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c. Protection of trade-marks not registered. 


(Well-known trade-marks.) 
(Paris Convention, Article 6 bis.) 


The Congress expresses the desire that the time limit for seeking the 
cancellation of registered trade-marks according to the stipulations of 


Article 6 bis should be extended from three to at least five years. 


d. Protection of public eo 
(Paris Convention, Article 6 ter, 


1.) 
The Congress expresses the desire that the text of article 6 ter, 1, 
of the Paris Convention should be modified as follows: 


“The countries belonging to the Union agree to refuse or to in- 
validate the registration, and at all times to forbid the use, 
either as trade-marks or as elements of these trade-marks, or 
as other distinctive emblems on products, or as indicia, or as 
means of advertising in any form whatever, of coats-of-arms, 
flags and other state emblems as well as any imitation thereof.” 

e. Trade-Marks Registered in the Name of an Agent. 

(Paris Convention, new provision, 6 quinquies.) 

The Congress expresses the opinion that: 

1) If, in one of the countries belonging to the Union, the agent 
or representative of the owner of a trade-mark requests the 
registration of this trade-mark in his name although the owner 
has not granted him authorization to register the same, or if 
the owner has lawfully withdrawn said authorization from him 
the said owner shall have the right to oppose the requested regis- 
tration or to seek its cancellation at any time, or, if the law of 
the country permits, to request assignment to himself of the 
said registration. 

2) The representative of the owner of the trade-mark shall not 
be entitled to make a lawful use of the trade-mark against the 
owner’s will. 

f. Untrue indications of origin. 

(Paris Convention, Article 10.) 


The Congress expresses the desire that the present text of the first 
paragraph of Article 10 of the Paris Convention be replaced by the 


following: 

“The provisions of Article 9 shall be applicable to any product 
carrying directly or indirectly an untrue indication as to its 
origin or as to the identity of the producer, manufacturer, or 
dealer.” 


g. Protection of names indicative of source: 


(Paris Convention, Article 10, and Madrid Agreement concerning 
yank 9" ee of untrue indications of origin on merchandise, 
icle 


The Congress expresses the desire that all names indicative of 
origin be protected which may be applied to products deriving 
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their qualities from the soil or climate, or to industrial prod- 
ucts, whether or not these names enjoy a reputation. 
Consequently, the Convention ought to be amended by specify- 
ing that, when the country belonging to the Union in which 
the geographical place designated by a name indicative of the 
origin is located, has notified the Berne Bureau that such name 
is considered by it as indicative of the origin of a given prod- 
uct, the other countries of the Union are bound henceforth to 
attribute the same treatment thereto, and — subject to the 
possibility to grant to their nationals a maximum time limit of 
two years to put a stop to a use started prior to the notifica- 
tion on condition of advising the Berne Bureau of this action 
within three months from the reception of the notification by 
the bureau — insure the effective protection of such name 
against any use thereof in the original form or in the form 
of a translation with or without accompanying expressions such 
as “type,” “kind,” “fashioned after,” “imitation,” etc., or with 
or without an indication of the true place of production or 
manufacture. 

The country making the request, however, is entitled to require 
protection of the name above referred to only when it provides 
the same protection in its own territory. 


As the basis for a final criticism of the action taken at the Paris 
Convention, reference is made to the last-above quoted Proposal (g) 
having to do with the protection of names indicative of origin. This 
proposal seems to be so broad that it would preclude the use of geo- 
graphical names which have acquired a significance of type. In this 
country, there are numerous geographical names which have come to 
have a type meaning. For example, “Pilsener” for beer, “Swiss” for 
cheese, numerous wine names, and how about Frankfurters. When this 
Proposal was discussed at the Convention, the feeling of the Europeans 
ran high against the use in this country of wine names, such as Cham- 
pagne, Burgundy and the like. 

There would seem to be no criticism of the proposal except in cases 
where the names in question have been used so long as type names that 
they have acquired a secondary significance as indicating type, in which 
case it would seem unfair to prevent the continuance of such use. The 
suggestion has been made that this criticism might be removed if the 
proposal were amended by inserting the following clause following the 
word “climate” in the third line of the proposal: 


“and which have not acquired a significance 
of type by reason of their extensive use for 
that purpose.” 
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ASCERTAINING THE FACTS IN UNFAIR TRADE CASES* 
By Julius R. Lunsford, Jr.t 


There is nothing like facts to spoil an argument. Dr. Oliver Wendell 
Holmes said: “All generous minds have a horror of what are commonly 
called ‘facts’. They are the brute beasts of the intellectual domain.”! The 
basic issue in unfair trade cases is usually one of fact. The facts in these 
cases are found on the labels of packages, in the stores of the dealers who 
handle the goods, and in the minds of the purchasers of the goods. Are 
the purchasers deceived? The Federal Trade-Mark Act makes its remedies 
available where the defendant’s use of the mark “is likely to cause con- 
fusion or mistake or to deceive purchasers as to the source of . . . goods 
and services.’ The courts wish to know what is “in the customer’s mind.” 

Based upon the present Act and common law it is within the province 
of the court to determine whether or not the purchaser is likely to be 
confused as to the origin of the product he buys. If identical symbols are 
used on identical goods, the decision should be easy. If the evidence estab- 
lishes instances of actual confusion the decision should also be easy. For 
actual confusion is certainly proof of the likelihood of confusion.s If the 
newcomer’s intent to copy and imitate plaintiff’s mark is established by 
proof then naturally the defendant will be enjoined.s 


t Member of the Georgia Bar. 
* Author’s Note: 

The purpose of the 1946 Trade-Mark Act is “to protect the public so — it 
will get the product which it asks for and wants to get;” “the owner of a trade- 
mark — is protected — from misappropriation by pirates and cheats.” The Act 
stipulates that “the intent — is to protect registered marks from interference 
by State, or territorial legislature —.” The late Edward S. Rogers spent consider- 
able time in urging the courts to keep abreast of the times in trade-mark matters 
(See Comments on The Modern Law of Unfair Trade, 3 Ill. L. Rev. 551 (1909); 
New Directions in the Law of Unfair Competition, 74 N. Y. L. Rev. 317 (1940) 
and The Lanham Act and The Social Function of Trade-Marks, 14 Law & Con- 
temporary Problems 173 (1949). The Lanham Act was a culmination of this 
crusade. The courts usually refer to some of Rogers’ writings and to the excellent 
text books by Nims, Callmann and Derenberg in their decisions. Yet, despite the 
principles enunciated therein, a lack of uniformity continues to exist. In COURTS 
ON TRIAL Judge Jerome Frank has aptly pointed out that fact-finding is an 
uncertain process. Chapter nine of THE POLLS AND PUBLIC OPINION 
(1949) by Meir & Saunders stresses the value of modern scientific aids in the 
search for truth. This article contains (1) a condensation of the general principles 
of trade-mark law and (2) suggestions for fact-finding. 


1, Holmes, THE AUTOCRAT AT THE BREAKFAST TABLE, p. 4. (1900). 


2. 60 Stat. 427, 437, Sec. 32 (1946); 15 U. S. C. A. Sec. 1051, Sec. 1114 (1) (a) 
(Supp. 1947) 

3. Judge A. N. Hand in DuPont Cellophane, Inc. v. Waxed Products Co., Inc., 85 F. 
2d 75 at 81 (C. C. A. 2d 1936) 

4. 2 Nims, Unfair Competition and Trade-Marks, Sec. 335 (4th Ed. 1947); F. W. 
Fitch Co. v. Camille, Inc., 106 F. 2d 635 (C. C. A. 8 1939); In the English case of 
Liebig’s Extract of Meat Co., Ltd. v. The Chemists Cooperative Society, Ltd., 13 
R. P. C. 635, 644 (1896) the court said: “. . if one case of actual deception is 
proved there is no more to be said on either side. The case is at an end. Argument 
really takes place where there is no proved case of actual deception.” 


5. My-T-Fine Corp. v. Samuels, 69 F. 2d 76, 77 (C. C. A. 2d 1934) 
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How can such a state of facts be submitted to the court to enable it 
to determine the confusability of the marks involved? The answer to this 
question can be evolved only after the study of the principles involved in 
protecting industrial property. 

I. UNDERLYING PRINCIPLES AS TO CONFUSION INVOLVING TRADE-MARKs 

The doctrine of trade-mark infringement and unfair competition is 
based upon the principle of common honesty and business integrity. Judge 
Learned Hand put it in these words: 

“The law of unfair trade comes down very nearly to this — as judges have 
repeated again and again — that one merchant shall not divert customers from 
another by representing what he sells as emanating from the second.’ 

Judge Gray placed the relief granted by courts of equity in unfair 
competition cases upon the ground of sound business morality, saying: 

“The power of courts of equity to restrain unfair competition is a very 
beneficial one, and is founded upon a basis of sound business morality.” 

The answer to this question—Has defendant’s business practice been con- 
sistent with sound business morality? — is not to be found from the result 
of the application of such practice upon the expert, ever-alert, intelligent 
few, but is to be found from the effect of such practice on the “unwary 
purchaser” buying the article in question under the usual conditions of 
its sale. 

To be able to decide from an actual state of facts® the court would 
have to hear as witnesses vast numbers of misled purchasers of the article 
in issue. Such proof is obviously impractical. Therefore, decisions based 
on such evidence must be foregone and the judge falls back on speculative 
conjectures in lieu of facts. Some courts have realized the difficulty in- 
volved when a judge seeks to project himself into the minds of other 
persons to ascertain the effect of certain circumstances. With a view 
toward reducing the extent of the subjective attitude the courts laid down 
certain principles as guides. It is believed that if these principles are 
adhered to such conjectures can be precluded. 

The first step the court should take is to put itself in the position of 
the ordinary or unwary purchaser.® If the court will observe the follow- 
ing rules, the position of the unwary purchaser can easily be assumed: 


1. A Trade-Mark Should Not Be Dissected. 

2. The Memory Test Should Be Applied. 

3. A Side by Side Comparison of Marks Should Be Avoided. 
4. The First Impression of a Mark Should Govern. 


. Yale Electric Corporation v. Robertson, 26 F. 2d 972, 978 (C. C. A. 2, 1928) 

. Ludlow Valve Mfg. Co. v. Pittsburgh Mfg. Co., 166 Fed. 26, 29 (C. C. A. 3, 1908) 

q na) The Unwary Purchaser in Unfair Trade Cases, 1 Mercer L. Rev. 48 
(1949 

. Eilenbecker v. District Ct. of Plymouth County, 134 U. S. 31, 36 (1890); see 15 
U. of Chi. L. Rev. 669, 682 (1948). 
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(1) A Trade-Mark Should Not Be Dissected But Examined As a Whole 


The Supreme Court of the United States has stated the rule to be, 
“The commercial impression of a trade-mark is derived from it as a 
whole, not from its elements separated and considered in detail.”*° The 
ordinary buyer does not have time to stop and dissect the marks and 
should he be deceived, it is because he has been deceived by the mark as 
a whole—not by its component parts taken separately. 


In Penzoil Co. v. Pennsylvania Petroleum Company," the court said: 


“In many cases involving the question of confusing similarity, there is repeat- 
edly displayed a tendency toward complexity resulting from the microscopic 
examination and intricate dissection of the marks. This practice tends to obscure 
rather than clarify and must be criticized. The marks must be examined in 
their entirety.” 

The rule is universal in its application. As was stated by the House of 
Lords of Great Britain in Aristoc Ltd. v. Rysta Limited :'2 


“Little assistance, therefore, is to be obtained from the meticulous comparison 
of the two words, letter by letter and syllable by syllable, pronounced with the 
clarity to be expected from a teacher of elocution.” 
In short, the two marks involved should not be examined with a micro- 
scope to detect minute differences, nor dissected, but should be viewed 
as a whole—just as the unwary purchaser views them.'3 


(2) The Memory Test 
In determining whether or not a defendant’s mark is likely to cause 
confusion or deception, the court should endeavor to look at and listen to 
the two marks through the eyes and ears of the public. To accomplish 
this, the court must hear one in the absence of the other. When a buyer 
sees a trade-mark, he has only his memory of the image and sound of other 
trade-marks with which to compare it.'* 


In McGraw-Hill Publishing Company v. American Aviation Associates, 
Inc., supra, the court ruled: 


“One should look at the plaintiff’s trade-mark to obtain a general impression, 
the impression that would be carried in the memory and then to observe, still 
as a buyer, the defendant’s mark, to determine if it is likely to be mistaken for 
this memory trade-mark of plaintiff.’’s 


10. Beckwith v. Commissioner of Patents, 252 U. S. 588, 545, 40 S. Ct. 414 (1920); 
see also Brown-Forman Distillery Co. v. Arthur M. Block Liquor Importer, 99 F. 
2d 708 (C. C. A. 7th 1938). 

ll, 159 M. D. 187, 24 T. M. R. 183 (C. P. 1988), aff’d 80 F. 2d 67 (C. C. P. A. 1935); 
In Helmet Co. v. Wrigley, 245 Fed. 824, 829 (C. C. A. 6th 1917) the court 
said that though certain features of the packages were different, both in words 
and color, there was a striking similarity in their general appearance. 

. A. C. 68, 86 (1945). 

. Bickmore Gall Cure Co. v. Karns, 1384 Fed. 883 (C. C. A. 8rd 1905); Coca-Cola 
Co. v. Chero-Cola Co., 51 App. D. C. 27, 278 Fed. 765 (1921). 

. Stuart v. F. G. Stewart Co., 91 Fed. 243 (C. C. A. 7th 1899). 

. 117 F. 2d 293 at 294, 295 (App. D. C. 1940). 
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This has been termed the memory test. The buyer is not bound to make 
comparisons and usually has no opportunity to do so.'e The ordinary 
purchaser of common and inexpensive articles relies upon his memory 
and subconscious impressions and gives the purchase no great thought. 


(3) A Side by Side Comparison Of The Marks Should Be Avoided 

If the court considers the two marks side by side, there may be little 
difficulty in detecting differences between them.'* It must be remembered 
that the question is one of similarity, not of identity. Resemblances, not 
differences, must be considered. The marks, then, are not to be considered 
side by side. This is a privilege which the unwary purchaser is denied. 
In most instances he does not even know that there are two marks. 
Furthermore, if he does know that there are two marks, he does not have 
the assistance of counsel to help him distinguish between them. Some 
courts recognize this..° Such a comparison usually takes place uncon- 
sciously, however. The court should realize this difficulty and endeavor 
to avoid it. The English courts have so avoided it. In Sandow Limited 
Application? Judge Sargent had this to say: 


“The question is not whether, if a person is looking at two trade-marks side 
by side, there would be a possibility of confusion; the question is whether the 
person who sees the proposed trade-mark in the absence of the other trade-mark 
and in view of only his general recollection of what the nature of the other 
trade-mark was, would be likely to be deceived and to think that the trade- 
mark before him is the same as the other, of which he has a general recollection.” 


A side by side comparison of trade-marks for competing products is not 
the test for determining confusing similarity.2' 


16. Scriven v. North, 134 Fed. 366, 379 (C. C. A. 4th 1904): “It is to be remembered 
that a purchaser of an article of general use, which in the course of years has 
come to be known as of superior quality, and recognized by certain catchwords and 
certain visible marks, may be easily deceived into buying articles of inferior 
quality, designated by words of similar signification and superficially resembling 
the genuine; for he does not usually have the opportunity of seeing the genuine 
and imitation side by side. He commonly has in mind only the characteristic 
features in the designation and appearance of the article he wishes to buy, and is 
exposed to impositions if the imitation, though slight, is of those salient features, 
and thus the reputation and good will established by years of advertising and 
production of articles of superior quality would be frittered away, if inferior 
goods, sufficiently resembling the genuine to be mistaken for them, are put on the 
market and readily sold as and for the genuine. The imitation goods may not 
be identical in any one feature, but, if similar in all and designated by similar 
marks and similar catchwords, the sale would be enjoined, or the imitation per- 
mitted only under such limitations as will prevent misapprehension on the question 
of its real character, and so differentiated that the public will not be imposed on 
or the complainant defrauded.” 

. Best Foods Inc. v. Hemphill Packing Co., 5 F. 2d 355, 857 (D. C. D. Del. 1925); 
McLellan Stores Co. v. Conrad, 57 App. D. C. 176, 18 F. 2d 826, 827 (1927). 

‘ yan Waltke & Co. v. Geo. H. Schafer & Co., 49 App. D. C. 254, 263 Fed. 650 
(1920). 

. McDonald & Morrison Mfg. Co. v. H. Mueller Mfg. Co., 183 Fed. 972, 974 (C. C. 
A. 8th 1910); Brown-Forman Distillery Co. v. Arthur M. Block Liquor Importers, 
99 F. 2d 708, 710 (C. C. A. 7th 1938). 

. 81 R. P. C.:196 at 205 (1914). 

. Lactona, Inc. v. Lever Brothers Co., 144 F. 2d 891 (C. C. P. A. 1944); Celanese 
Corporation of America v. E. I. DuPont de Nemours and Company, 154 F. 2d 
143 (C. C. P. A. 1946). 
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(4) The First Impression of a Mark Should Govern 


The court must be guided by its first impression? of the mark as a 
whole just as the buyer views it.2? Again we can look to the English 
courts for guidance. The House of Lords in Aristoc Ltd. v. Rysta Limited, 
supra, concluded: 


“The answer to the question as to whether the sound of one word resembles 
too nearly the sound of another, so as to bring the former within the limits of 
Section 12 of the Trade-Mark Act of 1938, must nearly always depend on first 
impression, for obviously a person who is familiar with both words will neither 
be deceived nor confused.” 


Generally the public can not be expected to analyze trade-marks with 
any degree of care.2# When makings its decision the Court should give 
weight to this condition. 


The trade connections of the involved marks should be taken into 
account to determine what motives the later trade-mark user had in choos- 
ing its mark. Furthermore, there are certain duties confronting the later 
comer that must be considered. 


(1) The Affirmative Duty of a Newcomer Is To Avoid Confusion 


A trader coming into a field already occupied by a competitor of 
established reputation, is under an affirmative duty to take all necessary 
steps to avoid confusion between his goods or business and the goods or 
business of his rival and to avoid confusion between the origin of his 
goods and the goods of his established rival.2#4 In other words, a new- 
comer must select a mark for his product sufficiently different from that 
of the prior user’s that an ordinary purchaser will not be confused be- 
tween the two articles but can select the one of his choice. As between a 
newcomer and one who by honest dealing has won favor with the public, 
doubts are always resolved against the newcomer.?5 


(2) Further Duties of Newcomer 


The foregoing rule is not limited to the selection of names, but applies 
to all forms of endeavor. The principle is well-established that the 


22. Ward Baking Co. v. Potter-Wrightington, 298 Fed. 398, 401 (C. C. A. Ist 1924). 


28. Kaut Reith Shoe Co. v. International Shoe Co., 45 App. D. C. 545 gett Vortex 
Mfg. Co. v. Ply-Rite Contracting Co., 33 F. 2d 302 (D. C. D. Md. 29). 


24. gg Corp. of America v. Vanity Fair Silk Mills, 47 F. 2d 7, = (C. C. 
. A. 1931). 


24a. Moline Plow Co. v. Omaha Iron Stove Co., 235 Fed. 519, 524 (C. C. A. 8, 1916); 
Florence Mfg. Co. v. Dowd, 178 Fed. 78, 75 (C. C. A. 2, 1910). 


25. Shelby Oil Co. v. Powerine Co., 86 F. 2d 752, 754 (C. C. P. A. 1936); wes 
Warner iggy v. Universal Cosmetics Co., 18 F. 2d 774, — (C. C 7, 
1927); E. Z. Waist Co. v. Reliance Mfg. Co., 286 Fed. 461 (C. A » a & 1984)? 
Moline Piow Co. v. Omaha Iron Stove Co., 235 Fed. 519, 524 (C. C. A. 8, 1916); 
Yale Electric Corp. v. Robertson, 21 F. 2d 467, 26 F. 2d 972 (C. C. A. 2, 1928). 
raett i Observations On The Registrability of Trade-Marks, 30 T. M. Bull. 

1935 
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manufacturer shall not use a get-up, name or other imitation which wil] 
either aid or induce unscrupulous retailers to palm off their goods ag 
those of another producer. If a trader in his advertising matter imitates 
the form, color and design of another to such extent that it is calculated 
and intended to induce the public to buy his wares under the belief that 
they are buying those of his competitor, such action amounts to unfair 
competition.2¢ 


(3) The Intent of a Second Trader In Adopting a Border-line Mark will 
Be Inferred From The Trader’s Unfair Acts 


In determining whether the designation of a trader is confusingly 
similar to the trade-mark of another the intent of the trader in adopting 
the designation is important. If he adopts his designation with the intent 
of deriving benefit from the reputation of the trade-mark of another his 
intent may be sufficient to justify the inference that there is confusing 
similarity.27 It has been fairly well established that defendant’s intent 
in an unfair trade case will be presumed from the natural consequences 
of his acts.2® 


Unfair competitors seek to deceive the public and at the same time 
conceal their dishonesty from the courts by the use of arguable differ- 
ences. If there is to be passing off, the maker of the competing product 
will try to make his own hands seem quite clean to the court. He will have 
some excuse for everything he does. The courts have made short work 
of stopping this form of commercial chicanery.?° 


26. Wawak Co. v. Kaiser, 90 F. 2d 694, 698 (C. C. A. 7, 1987); N. K. Fairbank Co. 
v. R. W. Bell Mfg. Co., 77 Fed. 869, 876 (C. C. A. 1896); Moxie Co. v. Daoust, 
206 F. 434 (C. C. A. 1, 1913); Florence Mfg. Co. v. J. C. Dowd & Co., 178 Fed. 
73 (C. C. A. 2, 1910). 


Restatement of the Law of Torts, Vol. 3 Sec. 729 (1938); the classic comments by 

Mr. Justice Farwell illustrate the English rule: “It is no defense to say ‘We tried 
to commit a fraud and failed.’” Lambert & Butler, Ld. v. T. P. & R. Goodbody, 
19 R. P. C. 377, 381 (1902) and “- - it does not lie in the mouth of a rogue, 
- - - to say that his roguery was so clumsy that it could not possibly succeed.” 
Chivers v. Chivers, 17 R. P. C. 420, 427 (1900). 


. “Intention, however, is not material, for it would be difficult, though not impos- 
sible, for a defendant to satisfy the court that his fraudulent conduct would not 
have the effect that it was intended to have.” Photoplay Pub. Co. v. LaVerne 
Pub. Co., 269 Fed. 730, 733 (C. C. A. 3, 1921); William Rogers Mfg. Co. v. Rogers 
& Spurr Mfg. Co., 11 Fed. 495, 500 (C. C. D. Mass., 1882); S. S. Kresge Co. v. 
Champion Spark Plug Co., 3 F. 2d 415 (C. C. A. 6, 1925). 


. Lever v. Goodwin, 4 R. P. C. 492, 502 (1887) “No defendant ever, so far as I 
know, puts forward an exact copy. The imitation would be too gross, and con- 
sequently - I am sorry to say, I have known this in many cases - what is done is 
this: - He tries to take many of the striking points in his adversary’s wrapper, 
or the like, then he puts in certain points of distinction to which, when the matter 
is brought before a Court of Justice, he can refer and say, ‘You say they are 
alike? Why, see here, there are so many points of distinction.’” For additional 
cases see Halliday, “Making Excuses,” 35 T. M. Bull. 216 (1940). 
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(4) Likelihood of Confusion Is The Test of Both Unfair Competition 
And Trade-Mark Infringement 


It is not necessary to show actual confusion in order to establish 
trade-mark infringement. Probability or likelihood of confusion is the 
test.2° This is the provision of the Act of 1946 and the rule is one of 
general application.** The rule was stated by the Supreme Court as 
follows: 


“Although there was no evidence that particular purchasers were actually 
deceived into believing that the heels sold by the respondent were manufactured 
by the petitioner,” “. . . the District Court found that there was a reasonable 
‘likelihood’ that some purchases might have been induced by the purchaser’s 
belief that he was obtaining the petitioner’s product.’’2 


(5) Actual Confusion Is Proof of Likelihood of Confusion 


The issue is whether there is likelihood of confusion. Proof of actual 
confusion establishes the likelihood of confusion.23 The American cases 
give great weight to the proof of actual confusion, although the instances 
of such confusion “may not be large, when compared with the entire 
circulation of the publication, but it was quite large when the difficulty of 
securing such testimony is considered.’’4 


II. ACTUAL CONFUSION — ASCERTAINING THE FACTS 


Does confusion actually exist in the minds of the consuming public? 
The answer to this question is wrapped up in facts found not only in the 
marks, labels of packages and in trade conditions existing at the stores 
handling the goods but also in the purchasing habits of the consumers of 


30. Queen Mfg. Co. v. Isaac Ginsberg & Bros., 25 F. 2d 284, 288 (C. C. A. 8, 1928); 
Sunbeam Corp. v. Sunbeam Furniture Corp., 88 F. Supp. 852, 85 USPQ 58, 61 
(D. C. S. D. Cal. 1950) “- - It is the likelihood of confusion which determines 
whether an actionable wrong has been inflicted by the defendant on the plaintiff 
- - . In other words, if the court can see from the evidence before it that the 
similarity is such as is likely to create confusion, then it is not material whether 
the record shows that confusion did actually result.” See notes 51 et seq. infra. 


. Ralston Purina Co. v. Saniwax Paper Co., 26 F. 2d 941 (D. C. W. D. Ill. 1928); 
Ralston Purina Co. v. Western Grain Co., 23 F. 2d 253 (C. C. A. 5, 1928); Fuller 
v. Huff, 104 Fed. 141 (C. C. A. 2, 1900); Charles Broadway Rouss, Inc. v. Win- 
chester Co., 300 Fed. 706 (C. C. A. 2, 1924). 


. Mishawaka Mfg. Co. v. Kresge Co., 316 U. S. 203, 204, 205 (1942). 


. F. W. Fitch Co. v. Camille, Inc., 106 F. 2d 635, 640 (C. C. A. 8, 1939); In Liebig’s 
Extract of Meat Co. Ltd. v. The Chemists Co-Operative Society, Ld., 138 R. P. C. 
635 (1896) the court said: “- - - if one case of actual deception is proved there 
is no more to be said on either side. The case is at an end. Argument really 
takes place where there is no proved case of actual deception”; Lever Bros. v. 
Pasfield, 88 Fed. 484 (C. C. N. Y. 1898). 


. Photoplay Pub. Co. v. LaVerne Pub. Co., 269 Fed. 780, 788 (C. C. A. 8, 1921); 
Sebastian’s Law of Trade-Marks, p. 148 (1911). 
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the goods.*s The Third Circuit has ably pointed out the difficulty in 
obtaining evidence whether the marks are visually, phonetically or men- 
tally confusing with each other. Furthermore dealers have no interest in 
taking down the names and addresses of confused customers.37 Even if 
such a list were available there is no assurance that the customers would 
be willing to testify that they had been hoodwinked or deceived. The 
average purchaser is reluctant to admit that he was fooled. Mr. Justice 
Farwell, a distinguished English jurist, explained the problem of obtain- 
ing such evidence, as follows: 


“They (trade witnesses) are not experts in human nature, nor can they be 
called to give such evidence, and apart from admissibility, one cannot help 
feeling that there is a certain proneness in the human mind to think that other 
people are perhaps more foolish than they really are... It only remains then 
to call the evidence of people who can say that they themselves would be 
deceived. Now it is obviously extremely difficult to get any such evidence. 
Nobody quite likes to admit that he is so extremely foolish, as in many cases 
he would have to do ...1I1 have referred to the decision of Vice-Chancellor 
Malins. He disregarded the positive testimony of a lady who said she had been 
deceived and said really, looking at the two marks, it was impossible.”’s 


Judge Jerome Frank pointed out a few years ago®® that neither he 
nor his colleagues knew enough about the way in which the consumers 
would react and suggested laboratory tests to ascertain consumer react- 
ions. Furthermore, he took it upon himself to ascertain such reaction by 


interviewing teenagers selected at random. Therefore, what methods are 
to be used to ascertain the facts; to determine whether the purchasers 
are being deceived; to determine whether a second manufacturer is reap- 
ing where he has not sown? This discussion will be devoted to (a) the 
use of investigators; (b) trade surveys; and (c) Psychological, Scientific 
and Laboratory tests. 


(a) The Use of Investigators 
The strongest evidence in an infringement case or in a passing off case 
is that which shows that several persons have in fact been deceived. The 
absence of such evidence is by no means fatal, especially when considera- 


35. In McGraw-Hill Publishing Company v. American Aviation Associates, 73 App. 
D. C. 181, 117 F. 2d 293 (1940) Judge Vinson (now Chief Justice of the U. S. 
Supreme Court) stated at page 294: “In following the first method, it must be 
remembered that the law of trade-marks is for the market place. Its purpose is 
to protect the several manufacturers in their respective spheres of public relations 
and to safeguard the consumer by helping him get what he thinks he wants. The 
method starts, therefore, with placing oneself in the position of a purchaser.” 

. See note 34 supra. 

. Fazekas, What Is Confusability In Trade-Marks, 33 T. M. Bull. 309 (1938). 

. Bourne v. Swan & Edtar, Ltd., 1 Ch. 211, 224, 20 R. P. C. Cas. 105, 118 (1902). 

. LaTouraine Coffee Co. v. Lorraine Coffee Co., 157 F. 2d 115, 120, 123, 124 (1946) 
and again in Triangle Publications, Inc. v. Rohrlich, 167 F. 2d 969, 976-977 (C. C. 
A. 2, 1948). See also Bayer Co., Inc. v. United Drug Co., 272 Fed. 505 (S. D. 
N. Y. 1921) where Judge Learned Hand held that the “general consuming public 
no longer associated “aspirin” with its maker when the opinion reveals no satis- 
factory basis for the statement. 
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tion is given to the difficulty in obtaining such evidence.*° A judge 
must be governed by what he believes the evidence shows as to actual 
experience in trade. It is the view of and effect upon the purchasing 
public which is determinative.*: Proof of conditions existing in the mar- 
ket place and defendant’s practice is not easily established. Often investi- 
gators or other persons in plaintiff’s employ are the only source of such 
evidence and must be used to obtain it through test purchases. 

These tests and the testimony of the investigators are valuable and 
helpful evidence. Test orders may be given to dealers who sell the defend- 
ant’s product to show that an instrument of fraud has been put into the 
dealer’s hands.4¢2 The results of such tests have been received to show con- 
fusing similarity and likelihood of deception. Evidence of likelihood of 
deception may be obtained by investigators from prospective purchasers 
and consumers. Some courts have held that testimony of investigators usu- 
ally “bears more upon the fair dealing of the shopkeepers than upon the 
question as to whether the purchasing public would be misled into buying 
something different from what they called for.’”4s On the other hand in a 
suit for trade-mark infringement and unfair competition the court can 
not presume bad faith or bad conduct on the part of defendant’s re- 
tailers.44 Such testimony could be considered as evidence that the dealer 
was confused and the acts of substitution were due to his confusion since 
it is well settled that where conduct is susceptible to two explanations the 
only permissible inference is that which is consistent with honesty and 
fair play. The manufacturer who places the trade-mark on the goods, 
the retailer who sells them to the consumer, and any jobbers are jointly 
and severally liable.¢5 In substitution cases against retailers such evidence 
is essential and entitled to weight.¢ 


. PEARCE, PASSING OFF, p. 136 (1928); Photoplay Pub. Co. v. LaVerne Pub. 
Co., op. cit. supra, note 34. 


. = S. Kresge Co. v. Winget Kickernick Co., 96 F. 2d 978, 987 (C. C. A. 8, 1938). 


. Pennsylvania Central Brewing Co. v. Anthracite Beer Co., 258 Pa. 45 (1917), 101 
Atl. 925. “True, the evidence shows that as a general rule the kegs are kept in 
the retailer’s cellar where they are not seen by the customer at the time of his 
purchase, nevertheless, it affords some opportunity for deception”; NIMS, UN- 
FAIR COMPETITION AND TRADE-MARKS, Vol. II, p. 1036, 1060 (1947); 
CALLMANN, UNFAIR COMPETITION AND TRADE-MARKS, Vol. II, p. 1280 
et seq. (1945). 

. New England Confectionery Co. v. National Wafer Co., 224 Fed. 344, 347 (C. C. 
A. 1, 1945); But see: S. S. Kresge Co. v. Champion Spark Plug Co., 3 F. 2d 415 
(C. C. A. 6, 1925); Cleo Syrup Corp. v. Coca-Cola Co., 1389 F. 2d 416 (C. C. A. 8, 
1943); Pearson Brothers v. Valentine, 34 R. P. C. 267 (Ch. Div. 1917); Penn Oil 
Co. v. Vacuum Oil Co., 48 F. 2d 1008 (C. A. D. C. 1931). 

. ae Art Works, Inc. v. Defiance Sales Corp., 45 F. 2d 342, 344 (C. C. A. 
ig = . 

. NIMS, op. cit. supra Chap. XXIII. 

. Wakefield v. Purser, 51 R. P. C. 167, 171 (Ch. Div. 1934), Judge Farwell said: 
“Test orders, or as defendant prefers to call them, trap orders, are in a case of 
this kind, it seems to me, quite essential. I fail to see how the plaintiffs can 
safeguard themselves or the public without having to resort to some such method 
of testing the matter as is used in the present case.” T.&C. Associated Industries 
v. Victoria Wagon Works, 48 R. P. C. 148 (1930); Soft Lite Lens v. Ritholz, 
301 Ill. App. 100 (1939), 21 N. E. 2d 835. 
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Such investigators are not deceived when they buy defendant’s goods 
but that is immaterial and does not make such evidence inadmissible nor 
detract from its weight. It shows that defendant’s conduct is or has been 
designed to deceive, or is likely to deceive ordinary purchasers. If the 
outlet investigated does not know the purchasers are in plaintiff’s employ, 
such orders reveal defendant’s intent, purpose and readiness to substitute 
in his ordinary course of business. Therefore, courts have admitted such 
evidence even though at times it was claimed to have been illegally 
obtained.47 

Courts weigh such evidence as they weigh other evidence and they 
accept the testimony when they believe it to be reliable and truthful. The 
fact that witnesses are paid investigators is not a reason for rejecting 
the evidence but the weight of their evidence depends on their character 
and on the manner in which the investigation is conducted.** This type 
of testimony is competent to show defendant’s motive and course of con- 
duct and is convincing proof of his intention to pass off whenever he is 
given the opportunity to do so.+° 


(b) Trade Surveys 


Trade surveys may be classified in two catagories, namely, (1) those 
made in the trade (retail outlets) and (2) those where the prospective or 
potential consumer is approached. The courts have been inclined to give 


47. J.C. Penney Co. v. H. D. Lee Mercantile Co., 120 F. 2d 949 (C. C. A. 8, 1941); 
Oneida v. National Silver Co., 25 N. Y. S. 2d 271 (1940) emphasizing that the 
N. Y. rule is contrary to the federal courts. 


48. In Hennessy v. Wine Growers’ Association, 212 Fed. 308 (S.D.N. Y.1914) the 
investigators were paid a per diem. The court stated: “- - - if to get at the facts 
which are essential to sustain an issue upon which valuable property rights 
depend, circumstances make it impossible to obtain evidence of disinterested per- 
sons, it none the less becomes the solemn duty of the court to work to a direct 
finding and in doing so to weigh all evidence - - - .” In Samuel Bros. & Co. 
v. Hostetter Co., 118 Fed. 257, 258 (C. C. A. 9, 1902) the court commented as 
follows: “But they made notes of the transactions at the time thereof, and their 
memory, thus refreshed, may properly have been considered more trustworthy 
than that of the salesman Samuel, who testified from his memory of the circum- 
stances a year after the occurrence.” 


49. Julius Kessler & Co. v. Goldstrom, 177 Fed. 393 (C. C. A. 8, 1910); Hennessy v. 
Wine Growers Ass’n, 212 Fed. 308 (S. D. N. Y. 1914); A. B. Dick v. Henry, 149 
Fed. 424 (S. D. N. Y. 1907); In Stardust, Inc. v. Weiss, 79 U. S. P. Q. 162, 166 
(D. C. S. D. N. Y., 1948) the following evidence was considered convincing proof 
as to the probability of confusion: “Further proof to establish confusing similarity 
between the marks, consisted of the testimony of paid shoppers who, after suit 
was started, visited a number of retail stores in various parts of the country. 
The instructions to these shoppers were that they were to ask for a ‘Stardust’ 
brassiere in each case and to purchase what was offered. 71 stores were visited. 
In 7 instances the clerk, when asked for a ‘Stardust’ brassiere without further 
comment delivered a ‘Starlight’ brassiere. In seven other instances the clerk 
responded in words or substance ‘you mean “Starlight’”’.’ In eleven other instances 
the clerk stated in substance, ‘we don’t have Stardust but we do have Starlight,’ 
showing that the similarity of the two caused a common association in the mind 
of the clerk.” ‘Cf. Life Savers Corp. v. The Curtiss Candy Co., 81 USPQ 474 
(D. C. N. D. Ill, 1949) where the court refused to grant relief even though 
evidence of palming off and actual customer confusion was so cumulative the 
court decided to hear no more of it. 
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greater weight to the former type.5° Objections have been made to the 
latter surveys because they did not reproduce the conditions under which 
the buyer actually makes his purchase. It has been said: 


“When met in the market place, the products of the parties left no room 
for doubt as to their source or nature. There was no confusion there. That is 
the place that counts. Purchases of merchandise are not made in a vacuum with 
Professor Quiz in charge.”s: (Emphasis supplied). 


The emphasized portion of the decision indicates that when the survey 
is made in the market place in the same manner as ordinary purchases 
are made the evidence would have probative value. 


The most common procedure in trade surveys is to have shoppers, 
investigators or trade examiners call upon the retail trade and place 
orders for plaintiff’s product. Should the clerks or dealers furnish 
defendant’s product in response to such orders it is evidence that the 
similarity of names led or confused the clerks to think that defendant’s 
product was requested. It is certain that if clerks who sell a product are 
confused to the point of selling one article for another it is evidence of 
the probability of confusion by customers.52 This evidence, as well as 
testimony by the retailers that they were confused, is valuable. The fact 
that members of the trade are not easily deceived gives such evidence 
greater weight.s* Likewise if a survey reveals that there is no confusion 
it indicates strongly that there is no infringement.5 


Trade witnesses, such as dealers and retailers, may testify not only 
to their confusion but also as to the state of mind of prospective pur- 
chasers, through orders. Nims points out that such evidence is not 


50. BORDEN, DETERMINATION OF CONFUSION IN TRADEMARK CONFLICT 
CASES (1937); Book Review, 32 T. M. Bull. 71 (1937). LINK, The Social 
Significance of Trade-Marks, 38 T. M. R. 622 (1948). 


51. Quaker Oats Co. v. General Mills, Inc., 184 Fed. 429 (C. C. A. 7, 1948); Cf. 
Sunbeam Corp. v. Sunbeam Furniture Corp., 88 F. Supp. 852, 853, 85 USPQ 58, 
59 (D. C. S. D. Cal. 1950): “Results of surveys conducted in Los Angeles by 
various persons employed by the plaintiff at an interval of two years, showed that 
a majority of the persons to whom a photograph of the lamp sold by the defend- 
ant with the trade-mark Sunbeam on it was shown thought that the product was 
that of the plaintiff.” But see Sunbeam Lighting Co. v. Sunbeam Corp., 86 
U.S.P.Q. 240, 243; 40 T. M. R. 669 (C. A. 9, 1950). 


52. S. S. Kresge Co. v. Winget Kickernick Co., 96 F. 2d 978, 987 (C. C. A. 8, 1938); 
Stardust, Inc. v. Weiss, 79 U. S. P. Q. 162, 166 (D. C. S. D. N. Y. 1948); Par- 
fumerie Roger & Gallet v. M. C. M. Co., 24 F. 2d 698 (C. C. A. 2, 1928); Procter 
& Gamble Co. v. J. L. Prescott, 77 F. 2d 98, 101 (C. C. P. A. 1935): “Such 
testimony, however, in this kind of case, is admissible and may have a bearing 
upon the likelihood of confusion between the two marks at the time of regis- 
tration.” Cf. Oakite Products Co. v. The Buckeye Soda Co., 6 U. S. P. Q. 152 
(C. P. 1980); 12 U. S. P. Q. 482 (C. C. P. A. 1932). 


53, ee UNFAIR COMPETITION AND TRADE-MARKS, Secs. 320, 331, p. 1035 


54. Pro-Phy-Lac-Tic Brush Co. v. Hudson Products, Inc., 83 U. S. P. Q. 346; (D. C. 
. J.); Cf. Pro-Phy-Lac-Tic Brush Co. v. Hudson Products, Inc., 82 U. S. P. Q. 
370, 372 (C. P. 1949). 
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hearsay.= On the contrary, it is like testimony of good character or 
common reputation. 


The main objections to the second type of survey are (1) that the 
evidence is offered by the person who approached the prospective cus- 
tomer. The person or persons who were confused are therefore not 
available for cross-examination; (2) that it does not represent ordinary 
conditions in the market place. Of course the testimony is admissible 
through the prospective purchaser. Signed questionaires from such people 
have been admitted through the person obtaining the answers.*¢ It shows 
acts of confusion, not a statement of opinion. The testimony therefore 
is not hearsay.5?7 The issue is not that confusion and deception did occur 
at a certain time and place and under certain conditions, but is whether 
in the language of the statute the marks are likely to cause confusion or 
mistake in the minds of the public. 


The comments of Judge Clark in the Johnson case** seem to support the 
theory of admissibility. There plaintiff desired to introduce evidence of 
an extensive survey showing the wide-spread acceptance of housewives of 
plaintiff as the producer of defendants’ product, notwithstanding the 
operation of the injunction previously entered. In summation it might 
be said that some courts receive such trade surveys as good evidence; 
others admit the testimony but give it very little probative value; and 


55. NIMS, op. cit. supra, p. 1054; S. C. Johnson & Son v. Johnson, 28 F. Supp. 744, 
749 (W. D. N. Y. 1939); California Fruit Growers Exchange v. Windsor 
Beverages, 118 F. 2d 149 (C. C. A. 7, 1941); The American Tobacco Co. v. Samuel 
Materezzo, 2 U. S. P. Q. 250, 251 (C. P. 1921); Rogers, New Directions In The 
Law of Unfair Competition, 74 N. Y. L. Rev. 317, 327-328 (1940). Such evidence 
was received in Gaston Mfg. Co. v. White, 81 U. S. 511, 530 (1872) and in 
McLean v. Fleming (1878), 96 U. S. 245, 256. 


. Oneida, Ltd. v. National Silver Co., 25 N. Y. S. 2d 271 (1940); DuPont Cellophane 
Co. v. Waxed Products Co., 6 F. Supp. 859, 877 (E. D. N. Y. 1934); DuPont 
Cellophane Co. v. Waxed Products Co., 85 F. 2d 75, 80 (C. C. A. 2, 1936). In 
Campbell Soup Co. and Carnation Co. v. Armour & Co., 79 U. S. P. Q. 14 (E. D. 
Pa. 1948) the court ruled that the testimony of interviewers was admissible. He 
justified the admission on the ground that the court should take advantage of 
any medium by which it could better itself. However, see Lerner Stores Corp. v. 
Lerner, 162 F. 2d 160, 162 (C. C. A. 9, 1947) where the court considered a 
survey by plaintiff’s interviewers of little weight. This survey consisted of 
information from passers-by in front of plaintiff’s store. Naturally, as pointed 
out in the text infra the survey must be properly planned and properly executed. 
See also Sunbeam Lighting Co. v. Sunbeam Corp., 86 U. S. P. Q. 240, 243; 40 
T. M. R. 669 (C. A. 9, 1950). 


. WIGMORE, EVIDENCE, Vol. II, Par. 138; “Evidence of experiments made out 
of court and not in presence of the jury, is admissible upon the same principle 
that the experiments themselves may be conducted in the jury’s presence.” 10 
Ruling Case Law, 1001; Schlussman, Confusion Between Eleven Theoretical Trade 
eo 29 T. M. Bull. 55 (1934). See also WIGMORE, Vol. 6, Sec. 1766 (3rd 
ed. 1 a 


. S.C. Johnson & Son v. Johnson, 175 F. 2d 176, 181 (C. C. A. 2, 1949); Del Monte 
Special Food Co. v. California Packing Corp., 34 F. 2d 774, 776 (C. C. A. % 
1929); Cheseborough Mfg. Co. v. Old Gold Chemical Co., 70 F. 2d 383, 385 (C. C. 
A. 6, 1934) ; American Cooperative Serum Association v. Anchor Serum Company, 
153 F. 2d 907 (C. C. A. 7, 1946); Jacob Siegel Co. v. F. T. C., 150 F. 2d 751 
(C. C. A. 8, 1944), reversed on other grounds 327 U. S. 608 (1946). 
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others refuse to receive such testimony. Some judges give lip service to 
the theory that surveys have no probative value but nevertheless reach the 
game conclusion which was established by the survey.5® This indicates 
that they have subconsciously adopted the results of the survey. 


The results of surveys are accepted by scholars, advertising executives, 
market research men and the radio and television people. Why shouldn’t 
they be accepted by the courts? Is there any stigma attached to the word 
“survey”? In trade-mark cases the question to be determined is one of 
fact: Is the public deceived as to the origin of the involved goods? The 
answer to this question rests in the minds of the public. The results of 
a properly planned and executed “reaction test” furnish the correct 
answer. In this scientific age the emphasis is toward exactness rather 
than guesswork. If the average consumer is investigated subjectively as 
well as objectively, the evidence should be conclusive. Naturally, a re- 
action test must be designed to eliminate any possibility of conditioning 
or suggesting the response. Astute counsel should always be able to 
demonstrate through cross-examination the manner in which the test was 
made. Since surveys or reaction tests are scientific and technical their 
reliablity must be corroborated by competent expert testimony. The 
circumstantial probability of reliability, the need of the court for such 
information, and the lack of any other evidence of the public’s reaction 
justify the admission of such testimony.5™ 


(c) Psychological, Scientific and Laboratory Tests. 


Psychologists assert that their tests provide a foolproof method of 
determining confusability of trade-marks.°° They recognize that the 
experiments have not been completely accepted by the courts but contend 
that if the experiments are continued a body of information will be 
established which cannot be ignored by the courts.** A. W. Barber, late 
Secretary of The United States Trade-Mark Association, always considered 
trade-mark information to be a psychological problem.*2 The late Edward 


59. John B. Stetson v. Stephen L. Stetson, 14 F. Supp. 74 (D. C. S. D. N. Y. 1986), 
modified 85 F. 2d 586 (C. C. A. 2, 1936); 32 T. M. Bull. 57, 72 (1937); Procter 
& Gamble Co. v. J. L. Prescott, 77 F. 2d 98, 101 (C. C. P. A. 1935). The trial 
court in the Johnson case stated: “There is considerable testimony which has been 
offered by the plaintiff purporting to show inquiries made by prospective pur- 
chasers. It is objected that such inquiries are hearsay. Without this type of 
proof it would be difficult to show confusion. It seems to me that it is competent 
as showing the state of mind of the prospective purchaser.” 28 F. Supp. 744 
(D. C. W. D. N. Y. 1939). 
-5 WIGMORE, EVIDENCE Sec. 1420-3 (3rd ed. 1940); 6 WIGMORE, EVI- 
DENCE Sec. 1714 (8rd ed. 1940); Cf. MAGUIRE, EVIDENCE, COMMON 
SENSE AND COMMON LAW, 130-40 (1947). See note 39, supra. 

60. Hezfeld, American Methods of Determining The Confusability of Trade-Marks, 
26 T. M. Bull. 1, 31 (1931). 

61. Hanna, Confusion Between Two Theoretical Trade-Names, 27 T. M. Bull. 23 
(1932). 

62. T. M. Bull. 1911, p. 162. 
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S. Rogers also recommended that a survey conducted under the super- 
vision of the courts be employed to show whether confusion exists.¢3 


At the request of Mr. Rogers, Professor Munsterberg, a pioneer 
applied psychologist, began work in 1909 to find a formula by which to 
measure the deceptive similarity of an imitation.** With the advantage 
of Munsterberg’s suggestion that “psychology” be applied to this branch 
of the law, Dr. G. A. Feingold published a monograph for the purpose 
of supplying “a scientific guide to courts of law whereby they could 
settle disputes arising from trade-mark infringement more equitably.” 
He conducted a series of experiments using the old mark and the new 
mark, employing mathematics and psychology. He states his resultant 
formula as follows: 


% Difference ) 9% Incorrect Identifi-  ) 
or 100% ) cations of a New ) = % Similarity 
Similarity ) Item ) 


(Incorrect Discrimina- ) (No. of Items Changed ) 
X (tions of all Duplicate > ) = Keo 
(Items ) (No. of Items Exposed _) 


To obtain correct result the value K is added algebraically to the per- 
centage of correct recognitions of the variable item. It has been suggested 
that this formula is too complicated, and that if courts are to recognize 
any psychological formula it must be simple in its application.*¢ 


R. H. Paynter, author of “Trade-Mark Infringement,” took sixty 
pairs of litigated trade-marks involving infringements of words and tried 
to represent the varying degree of deceptive similarity. The observers 
were divided into two groups—the uninformed who did not know imita- 
tions existed and the informed who knew that there were imitations. The 
instructions to the informed group included the all-important sentence: 
“The confusion may be due to the appearance of the trade-marks, their 
sound, their meaning and their significance.” His results were as follows: 
(1) The individuals who are unaware of the presence of imitations con- 
fuse, on the average, 44% of the imitations with the originals, and 
correctly discriminate 56%. The awareness of the presence of imitations 


63. Rogers, New Directions in the Law of Unfair Competition, 74 N. Y. L. Rev. 311, 
327-330 (1940); see also Rogers, GOODWILL, TRADE-MARKS AND UNFAIR 
TRADING, p. 131 (1914). 

64. MUNSTERBERG, PSYCHOLOGY AND THE MARKET, Mr. Rogers conducted 
an experiment, himself, covering the trade-marks “Red Crown” and “Red Hot. 
See Herzfeld, American Methods of Determining the Confusability of Trade- 
Marks, 26 T. M. Bulletin 1, 31 (1931), and Bulletin of the U. S. T. M. Ass'n, 
Vol. 22, p. 107-111. 


. Feingold, Recognition and Discrimination, Psychol. Rev. Monograph (1915). 


. Greenberg, Confusion Between Two Theoretical Trade-Names, 26 T. M. Bulletin 
103 (1931). 
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reduces the state of confusion and about 25% of the imitations are con- 
fused with the originals: 51% are correctly discriminated, and 26% of 
the imitations are not recognized as resembling the originals. (2) It is 
observed that the scores of confusion of the imitations do not divide into 
two distinct groups, those likely to deceive and those not likely to deceive, 
but their distribution forms a continuum. (3) The most scientific method 
of determining the question of infringement would be the construction 
and application of a psychological scale for the measurement of deceptive 
similarity of two trade-marks. The lower the degree of deceptive similar- 
ity of two trade-marks, the less is the confusion, and the greater the 
ability to recognize the change. 


In connection with this last result Paynter®? marked out a “Scale of 
Relative Position Confusion of Trade-Marks” on the basis of his tests. 
This scale included eighteen pairs of trade-marks listed in the order of 
their determined infringement possibilities. Each pair is given a confus- 
ion grade of from .1, the least confusion, to 10, absolute confusion. He 
then picks an arbitrary grade, 2.4, and suggests that trade-marks receiv- 
ing above 2.4 are illegal and any receiving less are legal. When a case 
comes up the pair of trade-marks, around which there is a controversy, 
can be compared with the various steps on the scale. A number of indi- 
viduals are asked to match independently, as closely as possible, the new 
pair to the one on the scale, and rate it according to the corresponding 
grade. From the average grade of confusion thus obtained, it may be 
determined whether the imitation is an infringement or non-infringement. 
If the average grade of these ratings is 2.4, or less, the imitation is a 
non-infringement; if more, an infringement. 


Greenberg conducted an experiment with three groups of college 
students as the subjects, using the marks “Red Hat” and “Red Top.” An 
outline of his experiments as a whole was given in his article, and is in 
substance as follows: 


A. (1) The subject was given sixty cards, twelve of “Red Top” and 
twelve each of four other different designs, which he was to observe at 
two sittings a week apart, each sitting consisting of ten trials. Thirty 
subjects participated. (2) The final test for each subject was a recogni- 
tion test, the subject being shown twenty-five designs of cards among 
which “Red Hat” had been substituted for “Red Top.” The subject was 
to recognize five designs on cards with which he had worked. The pro- 
cedure was reversed, thirty subjects making observations in each proceed- 
ing. “Red Hat” was used in the original showings. “Red Top” was 
substituted in the recognition. 


B. The procedure with the second of the three groups of subjects 
was the same as with the first except that in the recognition test “Red 


67. PAYNTER, TRADE-MARK INFRINGEMENT, p. 52. 
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Top” appeared again without substitution. “Red Hat” was used in the 
original showings. “Red Hat” appeared again in the recognition test 
without substitution. 


C. The first part of this experiment was like the preceding two parts, 
In the recognition test, in which forty subjects were dealt with, both “Red 
Hat” and “Red Top” appeared. In the original showings “Red Hat” was 
used. Both “Red Hat” and “Red Top” appeared in the recognition test, 


In experiment A, 97% of the subjects picked the substituted “Red 
Hat” card as the card they had ‘seen originally. In experiment B, 93% 
recognized the “Red Top.” Combining the results from the two experi- 
ments, he found 95% to be confused. The results of experiment C revealed 
that 73% thought they had seen both “Red Hat” and “Red Top” in the 
original exposures, whereas in reality they had seen only “Red Hat.” 


Herzfeld pointed out that Paynter’s opinions had been used by tri- 
bunals to determine whether marks were confusingly similar.s* Mr. 
Rogers also conducted an experiment in connection with an opposition by 
Standard Oil Company of Indiana.s*® The marks involved were “Red 
Crown” and “Red Hat.” To each of two sheets seven marks were attached, 
to which the corresponding, though quite diverse, goods were indicated, 
such for example, as “Elite Cocoa” and “Quaker Oats.” On both sheets 
three marks were identical, three were quite different from each other 
and the seventh mark was, on one tablet, the “Red Crown” mark, and 
on the second, the “Red Hat” mark. Each sheet was exposed for five 
seconds and a pause of five seconds was made between the two showings. 
One hundred and eight students as observers were to write down the 
marks which appeared twice. Of forty-nine students who were constant 
buyers of gasoline, only 3 (6.1 per cent) confused the marks, and asserted 
that they had seen the same marks. Of fifty-nine students, who were not 
regular buyers of gasoline, eight (13.6 per cent) regarded the two gaso- 
line marks as the same. Herzfeld stated that the Examiner of Interfer- 
ences held that there was danger of confusion but the Assistant Com- 
missioner disagreed. However, in subsequent proceeding the opposition 
was sustained.7° 


The results of such tests are accepted by scholars, business men and 
statisticians. Why shouldn’t the courts accept them? What a person 
says or does is competent evidence where the question to be determined 
is what is the state of his mind. 


68. 26 T. M. Bull. 4, et seq. (1931). 

69. 22 T. M. Bull. 107 (1927). In Sunbeam Corporation v. Sunbeam Lighting Co., 83 
F. Supp. 429, 480 (D. C. S. D. Cal. 1949) Judge Yankwich said: “Dealers in 
electrical equipment, people in every walk of life, college students who were 
subjected to scientific tests and others testified that Sunbeam spelled to them 
the products of the plaintiff.” Modified 86 U. S. P. Q. 240 (C. A. 9, 1950). 


. Standard Oil Co. v. Independent Oil Men of America, 11 U. S. P. Q. 212 (1931). 
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UNFAIR TRADE CASES 


Summation 


It can readily be seen that the problem of determining the facts in 
unfair trade cases is not easy. Many of our courts realize the difficulty. 
In a case involving identical marks one court expressed its sympathy for 
the plaintiff as follows: “Certainly when the infringement is so wanton, 
there is no reason to look nicely at the plaintiff’s proofs in this regard.’ 
With unfair trade practices so prevalent it is also difficult for the average 
customer to determine whether he is getting a genuine product or an 
imitation.72 Certainly a court of equity should keep pace with our legis- 
lative bodies. Congress has adopted many acts tending to protect the 
ultimate consumer in his right to get what he ordered and what he paid 
for.75 


If the public is being deceived there should be some adequate manner 
to present the facts, as they exist, to the court. Paynter showed that the 
subjects were often more confused by imitations that the court held to 
be non-infringements than by those imitations which were judged in- 
fringements.7* The application of the foregoing rules and tests would 
enable courts to determine actual facts rather than have them rely 
on mere opinion as to the probability of a future event—the likelihood of 
the public being deceived. 


11. Waterman Co. v. Gordon, 72 F. 2d 272, 273 (C. C. A. 2, 1934); In Margarete 
Steiff v. Bing, 215 Fed. 204, 206 (D. C. S. D. N. Y. 1914) Judge Hough said: 
“Unfair Competition consists in selling goods by means which shock judicial 
sensibilities; and the Second Circuit has long been very sensitive.” 


. McLeod, Make Them Show You The Bottle, Cosmopolitan, Nov. 1948, p. 55. 

. Federal Trade Commission Act, 38 Stat. 717, 15 U. S. C. Sec. 45 (1914); F. T. C. 
v. Standard Education Society, 302 U. S. 112, 116 (19387); F. T. C. v. Royal 
Milling Co., 288 U. S. 212, 216-217 (1933). 

. Schlussman, Confusion Between Eleven Theoretical Trade Designs, op. cit. supra, 


p. 57; Timken Roller Bearing Co. v. Letherstone Sales Co., 27 F. Supp. ay 737 
(D. C. N. D. Ill. 1939); Singer Mfg. Co. v. Golden, 171 F. 2d 266 (C. ip a 
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IS THE TRADE-MARK DECLINING AS A MARKETING TOOL?* 
If so, how can enterprises establish product identification without it? 


by Victor Lebow** 


Of all the symbols associated with commerce and industry, none has 
so long and rich a history as the trade-mark. For 600 years or more it 
has represented the maker, the entrepreneur, the purveyor. It has sym- 
bolized the concept of private enterprise and the practice of free com- 
petition. 

Is the golden era of the trade-mark now coming to an end for all but 
the few giant enterprises that can afford to keep it alive through massive 
advertising campaigns? If so, how can smaller and medium-sized busi- 
nesses establish brand identification? 

My thesis here is that we are confronted with a great change in the 
effectiveness and vitality of the trade-mark in the marketing of goods 
and services. I believe that research might show today that even the 
most powerfully entrenched brands have a soft underbelly. It is true that 
there are exceptions, but we are concerned with a major trend and with 
its significance. 

If this diagnosis is valid, we have two patients on our hands—the 
moderate-sized company and the whole practice of advertising. Let us 
therefore look more closely at the trade-mark, its history and its functions. 
Perhaps today the same results can be achieved by other means. Perhaps, 
too, this survey may lead us to consider a different organization of the 
marketing functions of our moderate-sized and smaller enterprises. 

In the days of the medieval guild only the master craftsman was 
permitted to put the mark of his trade upon the article he and his 
journeymen had fashioned. The consumer of that day bought by this 
warranty of expert workmanship and quality. 

As the guild system withered, the individual establishments each 
took their own devices. And then the consumer sought his assurance of 
quality and worth in the mark of the business. The trade-mark was a 
symbol which pledged that the article was sound and well constructed. 

Since then the trade-mark has become possessed of magical properties. 
Often it is more desirable than the commodity it designates, for some 
products would simply have no existence at all if their trade-marks were 
not so powerful and hypnotic. Very often the brand today is better known 
than its owner. 

But a basic fact of our economy today is the deep-going change in the 
nature of competition. The concentration of economic power, the domina- 
tion of industries by a few giant units, the transition of manufacturing 


* Copyright 1950 by Printers’ Ink Publishing Company, Inc. Reprinted by special 
permission from Printers’ Ink, Volume 232, Number 3, Page 34. 


** President, Victor Lebow, Inc. 
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from mechanization to mass production—these processes have altered the 
character of business. 

One manifestation of this change is the steady decline in the number 
of media and the steady increase in the cost of advertising. Since the 
trade-mark is possessed of vitality only as it appears in advertising, and 
carries little weight or meaning as a rule when it is to be found only 
on the product, this rise in the cost of advertising plays a direct role 
in the status of the trade-mark. 

Thus we meet one aspect of the crisis into which small and moderate- 
sized enterprises are slipping. The changing role of the trade-mark is 
not the reason for their increasing difficulties in marketing their wares, 
itis rather a symptom. But what is happening to the trade-mark as a 
marketing tool may help us see a solution of some of these problems in 
distribution. 

In 1948 there were 14,828 national advertisers who were trying to get 
the public to remember and ask for 26,566 brands and company names. 

On June 30, 1948, according to the 36th annual report of the Secretary 
of Commerce, there were pending 40,111 applications of registration of 
trade-marks, 17,262 for republication of registration and 20,125 cases 
awaiting response from applicants. In the years between 1929 and 1948 
there were registered over 196,000 trade-marks. 

Market research in recent years is showing how unsuccessful many 
trade-marks are in establishing an identification for their product. In one 
case, of 637 brand names studied, 36% were reported as “found to be 
more or less detrimental to sales appeal,” 52% “contributed nothing to 
the sales appeal of the product,” and only 12% contributed materially 
to the sales of the commodity on which they appeared. This survey was 
an attempt to measure acceptance, which is a matter of positive or favor- 
able identification. 

But there is another value besides recognition which a trade-mark is 
designed to impart. That is the factor of confidence. I suspect that if the 
necessary research were done, it would be found that most trade-marks, 
even the universally recognized and accepted brands, have suffered in 
terms of the confidence placed in the brand. Partly, I believe, this must 
result from the increasing amount of product publicity that is com- 
pounded more of mystification than of facts. Partly, it is due to the 
fact that the consumer of 1950 knows a lot less about quality, workman- 
ship, ingredients, than did the consumer of 1850. Partly, it is the reflec- 
tion of the pervasive cynicism about advertising. 

It seems to me that if the use of the brand name or trade-mark is 
expected to breed confidence, the bewildering number of brand names is 
itself a factor which weakens confidence. The rise of the store brand to 
a position, in many cases, more powerful than manufacturers’ brands 
reflects the retailer’s potential for winning recognition and consumer 
confidence for his own name. 
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One research outfit made a study lately in which it rated consumer 
confidence in the seven leading brands of toothpaste. Surely these are qj 
well advertised and powerful trade-marks. The consumers were divided 
into three groups for each brand—those who were recent users of the 
brand, those who had used the brand in the past, and those who had 
never used the brand. The majority of past and present users of each 
brand rated it as either one of the best or as good. Only a small percent- 
age classed the brands they had never used as good or best. The over- 
whelming majority, in every case, named the brand never tried as less 
than good! 


Marketing is concerned with the public relations of the commodities 
we make and distribute. Therefore, we must examine the possibilities of 
achieving in new ways what the trade-mark is unable to accomplish for 
most businesses today. 


We have two questions. First, can we achieve identification and 
acceptance of a product without recourse to the trade-mark or brand in 
the accustomed ways? Second, can we win confidence in the claims for 
the product through the use of devices other than the trade-mark of the 
maker? 


These are no academic questions. For the majority of American 
businessmen, they are matters of survival or failure. There is a basic 


change in the techniques of retailing. Its most apparent characteristic is 
the use of self-service. In addition, the number of items is increasing in 
each type of outlet. 


I believe that the moderate-sized business must find new ways of 
winning acceptance of its products in this battle for recognition. 


Can new devices evoke recognition? Is it possible to instill faith in 
a product without the trade-mark of the maker? Perhaps this incident 
is worth study: A few years ago, the Florida grapefruit growers had 
a magnificent crop. So large and plentiful indeed that after they had 
sold as much of their output as they could to the big brand packers, to the 
unbranded, private brand and bulk distributors, they had far too many 
grapefruit left. 


They came upon the idea that Walt Disney could help them and they 
acquired the right to use Donald Duck on the can of grapefruit juice. 


The packages went on sale in super markets and groceries, and they 
sold. Women bought Donald Duck grapefruit juice by the millions of 
cans, and today the Donald Duck brand is an established one. But surely, 
no one had ever associated Donald Duck with grapefruit. Still, Donald 
was and is a recognizable character. So the elements of recognition, of a 
favorable attitude toward a cartoon character, supplied all the ingredients 
of a trade-mark with such force that Donald Duck grapefruit juice had 
the motive power which large national advertising appropriations were 
unable to give the competitive brands. 
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Take another example. Probably the largest selling line of popular 
priced men’s underwear is made by a manufacturer who markets the 
products under a brand name which he does not own, Fruit of the Loom. 
He is a licensee on a royalty arrangement, and because Fruit of the Loom 
has a history of association with sheets and pillow cases and other good 
textile products and is a brand name which an older generation particu- 
larly remembers with confidence, this manufacturer has been able to 
build a large business which enjoys an active turnover and repeat business. 


Take this case. A national specialty shop chain had been doing an 
unsatisfactory business in women’s hosiery, but a successful and growing 
yolume in other categories. Its locations were of the very best. Huge 
traffic passed the big windows in which lots of hot values were heavily 
and constantly promoted. 


A field trip showed that this chain was unable in its offerings of 
hosiery to differentiate itself from its competitors, and had finally been 
reduced to featuring irregulars at cut prices. The customers were pre- 
dominantly lower middle class and industrial workers, with most of the 
families earning less than $4,000 a year. 


What was the reasoning of the marketing specialist who had to solve 
this problem? He knew that these women, regardless of their income 
status, are conscious of style, of styled merchandise. He knew that these 
women are impressed with advertising and advertised brands, although 
they do not buy advertised hosiery. He knew that the time has come 
when many products would not exist at all were it not for the advertising. 
Their existence as a nationally advertised product is assured only as long 
as they are supported by advertising. Therefore the fact of advertising 
is a force in itself. 


In this case the stockings were given token advertising in a national 
fashion magazine, a campaign which continues to this day. And then 
these stores and the hosiery manufacturer who submitted the plan set up 
the specifications for a new line of women’s hosiery and had one of 
America’s most respected testing laboratories police the merchandise in 
the stores. To bear the seal of approval of this laboratory, these stock- 
ings must always live up to the high standards which have been set for 
them. 


These steps, plus good packaging, plus a popular competitive price 
schedule, plus good window and counter displays, plus intelligent training 
of store people, have built up for this group of stores a women’s hosiery 
business which exceeds in volume the sales of many so-called national 
brands. The elements of recognition, acceptance and confidence were 
conquered without the usual trade-mark or brand name. 

The implications here go far beyond the role of the trade-mark alone. 
For we have to face at this point again the fact that today there are 
important differences between what is possible for giant enterprises to 
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accomplish and what smaller businesses can do. Ours is an economy in 
which moderate-sized and small firms play an important role. But it is 
also an economy in which the destruction of small business goes on at a 
steady and relentless pace. 


Because we are dealing with the very lifeblood of marketing, this js 
part of a national economic problem, and more particularly a problem 
which concerns the country’s bankers. Only recently the President pro- 
posed a plan of regional banks for the encouragement and financing of 
smaller enterprises. But does not the banker today have to give weighty 
attention to the marketing practices and programs of independent enter. 
prises? Can he ignore the possibility that many of these firms are spend- 
ing time, effort, and money on foredoomed attempts to establish their 
brands? What is the quality of the ingenuity by which firms are winning 
attention and recognition? All this and more will have to form part of 
a new technique in evaluating businesses, which I am tentatively calling 
a marketing audit. 


What should the marketing audit of a manufacturer or distributor seek 
to illuminate? Obviously it has to include an examination of the firm’s 
products, packaging, promotion and merchandising methods, sales pro- 
gram and the character of its distribution. How does its product compare 
with competition in quality, packaging, price, use, distribution, availa- 
bility? And what is the role, in this particular field, of the big advertiser, 
the big brands, the most widely distributed lines? 


The measure of his ingenuity in promotion and marketing—and of his 
ability to survive—will be the extent the smaller enterpriser is able to 
achieve identification of his product, acceptance of his claims and con- 
fidence in his product by both the distributor and the consumer against 
the competition of the big brand. 


This logic leads inevitably to the concept of cooperative marketing in 
new forms, using new techniques, adapting itself to industries and dis- 
tributors in which it has never before played a role. For as we look about 
now, it is only out of some new ventures in joint identification and joint 
marketing that moderate-sized and smaller enterprises can gain new 
strength for the competitive battles ahead. 

Many of the techniques which are used to shape and influence con- 
sumer attitudes on social, economic and political matters are going to play 
a role in this new type of marketing which will be forced upun business. 
As more and more concerns recognize the fact that their trade-marks and 
brands are not working for them, the need for a new kind of thinking 
in marketing must become more and more apparent. From now on, all 
that is useful in the findings of our social scientists will become tools in the 
hands of those in marketing who have the vision to see the changing 
nature of the job ahead. 
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EFFECT OF USE OF TRADE-MARKS UNDER THE CUBAN 
INDUSTRIAL PROPERTY LAW 


by Dr. Ovidio M. Giberga* 


It has been repeatedly stated that our trade-mark law does not recog- 
nize use as the basis of any trade-mark rights. It is our purpose to 
analyze that statement to determine whether it is absolutely true, and in 
case it is not, to ascertain the conditions and circumstances under which 
use of a trade-mark finds legal recognition. 


The sole reason for the above mentioned statement is the fact that the 
Cuban Law, unlike legislation in other countries, does not recognize as 
valid the use of a trade-mark prior to its registration, although it must 
be said that it is a requirement of our laws that the applicant at the time 
of the application be in position legally to use his trade-mark when it is 
registered. 


However, due to a misconception of the legislator, the evidencing of 
use, which is a fundamental condition to maintaining validity of a trade- 
mark, is not imposed on the owner; and cancellation of a trade-mark on 
the basis of discontinuance or interruption of the use for a certain period, 
is only a right that third parties may exercise against the registration. 


A careful study of the technical characteristics of the principles 
governing our laws and consideration of how those principles work, will 
give a clearer view of the task in hand. 


The trend of our laws as to registration may be classified as a halfway 
system of rights; and the nature of the rights derived therefrom is two- 
fold. 


First, registral rights arise exclusively from registration, and only 
that which is registered has legal existence as a trade-mark, creating 
prima facie evidence. 


On the other hand it must be observed, that notwithstanding the 
above, those rights do not become incontestable, against third parties, 
until 4 years after the registration. 


This leads us to consider a further situation which may affect a 
trade-mark even if already incontestable, bringing us to the consideration 
of the value of use. 


Empirically, no trade-mark can exist under our system of Industrial 
Property, if its use is discontinued or interrupted for more than 3 con- 
secutive years, except in cases of “force majeur” documentarily evidenced. 


*Member of the firm of Oliva & Oliva of Havana, Cuba. 
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Therefore, our legislation has been classified as a system of rights 
acquired through registration not so much by consideration of the broad 
meaning of the term and its objective characteristics as by comparison 
with other legal systems wherein use is the fundamental source in the 
acquisition of industrial property rights. 

There are two terms in Spanish which are used in the terminology of 
registral legislation in general that may be applied in connection with 
the two well known divisions of industrial property legal systems. These 
terms are: SUBSTANTIVE, applied to the attributive system, and AD- 
JECTIVE, applied to the declarative system, and should be preferably 
used instead of the equivalents mentioned, since they convey more clearly 
the nature of the part played by the registration. 

The principle of SUBSTANTIVITY is ruled by three fundamental 
principles, closely interrelated, which constitute distinctive features of 
this system. Those principles are: FREE WILL, LEGALITY and 
PRIORITY. 


PRINCIPLE OF FREE WILL: 

Registration of trade-marks is not compulsory in general, being 
offered as a means to attain full protection accorded by the laws and the 
State to legally registered trade-marks. 


It must be borne in mind, however, that such industrial property 
legislation belongs to the group that is technically classified as PUBLIC 
LAW as distinguished from PRIVATE LAW. In other words, the private 
rights of the individuals or firms who own registrations, are protected 
by the State in order to attain the main objective of the legislation which 
is the protection of the consumer. That explains why under our law 
registration is compulsory for certain products of such a nature that the 
State has a special interest in forestalling any possibility of confusion of 
the consumer or of illegal use of the denominations distinguishing those 
particular products. 


PRINCIPLE OF LEGALITY: 

The registration of a trade-mark creates in favor of its owner a 
presumption juris tantum (art. 14) as to the absolute legal validity of 
the certificate of registration which is the document that proves the legal 
existence of the trade-mark. 

This principle works, in connection with two conditions that affect 
each in its own way the rights derived from registration. These condi- 
tions are: RESOLUTORY CONDITION and CONFIRMATORY CON- 
DITION. 


RESOLUTORY CONDITION: 
Once registered a trade-mark has to be used in commerce uninterrupt- 
edly, from the date of its registration to maintain its validity. 
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The only exceptions to this rule, are interruptions of less than 3 years, 
or interruptions due to “force majeur” documentarily evidenced. 


This condition, is always capable of affecting the validity of a regis- 
tration, no matter how long it has been registered. 

However, in order to make the requirement of USE IN COMMERCE, 
fit into our legal system of “acquisition of rights through registration” 
the law creates a “juris tantum” resumption accepting as valid the cer- 
tificate as long as the contrary is not evidenced. 


CONFIRMATORY CONDITION: 

Four years after issuance, and having complied with the resolutory 
condition (uninterrupted use) the registration becomes incontestable, and 
in all controversies this registration has the effect of prima facie evidence 
regarding its validity, but even so it is still necessary legally to use it in 
commerce without other interruptions but the ones mentioned in the 
resolutory condition above discussed.' 


PRINCIPLE OF PRIORITY: 

It is based on the Roman principle: PRIOR TEMPORE POTIOR 
JURE, universally known, which has two manifestations, (a) in con- 
nection with the application, and (b) in connection with the registration. 

(a) Upon the filing of an application the trade-mark instantly acquires 
certain rights of priority for registration but those rights are weak in 


nature, since they depend on whether the registration is issued or not. 
Prior applicants, through a special procedure, may oppose later applica- 
tions, but applications never have any effect, or afford their owner any 
rights, similar to those issuing from a certificate of registration. 


(b) Registration and consequent issuance of a certification thereof, 
constitute on the other hand the sole source of industrial property rights, 
and entitle its owner to the legal exercise of all actions established by 
the laws. 


The foregoing has beyond any doubt disclosed the major importance 
that USE has in our legislation, and therefore it is necessary to study 
how USE is regulated. Considering first the use as a necessary element 
to obtain and maintain trade-mark rights and thence, what we could term 
“undue use” of trade-marks together with its corollary, of the legal actions 
that can be exercised against the illegal users of trade-marks. 

To obtain registration of trade-marks, the applicants, individuals or 
firms must be: manufacturers, tradesmen, merchants or dealers. 

In support of the foregoing, it is required that the local applicants be 
registered as manufacturers, dealers, etc. in the line in which the products 


_ 1. Of course from our point of view this condition is also subject to exceptions, as 
in the case of the absolute nullity of the registration, as distinguished from the rela- 
tive nullibility of a registration, but this would be discussed amply in another essay 
masmuch as it is beyond the scope of the present one. 
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to be protected by the application are comprised, and this legal require. 
ment goes so far as to make cancellable any certificate of registration 
issued to an individual or concern not registered as manufacturer, dealer, 
etc. Such cancellation can be obtained by any one of the two proceedings 
explained below: 


(A) NULLITY OF THE CERTIFICATE on the ground that it does 
not protect the commercial activities of the owner. This right can he 
exercised by any interested party within the next 4 years after the issu- 
ance of the certificate. 


(B) CADUCITY OF THE TRADE-MARK—by non use. The exercise 
of this right is subjected to the conditions mentioned under (A). 

The same legal provisions that are applied in this respect to Cuban 
individuals or concerns are applied to the foreign applicants, adapting of 
course these requirements to the special circumstances that may exist 
when the application for registration is filed. 

Our law allows foreigners and foreign concerns to obtain registration 
of their trade-marks on the basis of two legal situations: 

(a) Foreigners and foreign concerns may register trade-marks on the 
basis of a similar registration in their home country, and the registrations 
thus obtained enjoy full legal protection in our country under two con- 
ditions: 

(1) That the basic registrations be kept in force during the legal 
duration of the Cuban certificate based on those registrations. 

(2) That those trade-marks be used uninterruptedly in the Republic 
of Cuba. 

The above shows the importance attached by our legislation to the 
use of the trade-mark in our country as well as in its home country; this 
latter statement being based on the principle that ‘“Non-use of a trade- 
mark causes the owner to lose his rights thereto.” 

(b) Foreigners or foreign concerns are also allowed to obtain Cuban 
registrations for trade-marks that they have adopted and used in their 
home country without having registered them there, provided that the 
applicant has a commercial, manufacturing or industrial establishment 
dedicated to the manufacture and/or sale of the products covered by the 
trade-mark that has been adopted and used. 

Thus our legislation grants to foreign applicants the same rights 
granted to citizens of Cuba. This equal footing of foreigners and foreign 
concerns with our citizens finds its major support in the specific provis- 
ions of our laws; and foreign applicants or trade-mark owners are sub- 
ject to the same effects of nullity or caducity of their registrations as 
our citizens. 

There is still a third legal situation to be considered in studying the 
rights accorded to foreign applicants for registration of trade-marks in 
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Cuba. This third situation, however, could be considered as compliment- 
ary of the first situation herein studied, and deals with the possibility of 
obtaining registrations in Cuba, not on the basis of a foreign registration 
already existing, but on the basis of a foreign application. 

This right can only be exercised in our country by applicants who 
are citizens of the countries that are parties to the Paris Convention of 
1883, and only with a view to claiming the benefits of priority granted by 
Art. 4, paragraph C of that Convention. 

It must be noted that this right, which by its nature is opposed to the 
trend of our laws, is subject to a strong limitation inasmuch as its legal 
force and effects do not exist until the applicant proves within a com- 
paratively short term that the application has matured into registration in 
his home country. In other words the applicant must prove that its use 
has been recognized by the Government of the country in question and to 
which had been submitted the application for registration on which the 
priority rights claimed in our country are based. 


Summarizing, we can draw the following conclusions: 


In our system of industrial property: The dominant element governing 
trade-mark rights is the USE; this means not only actual use, but also 
the legal use recognized by law. That is the reason why our legislation 
does not validate or protect the use of a trade-mark when such use has 
taken place before the registration of the mark. Granting such protection 
would involve the legal recognition of acts which may even have been 
done in contravention of the provisions of the Industrial Property Law, 
and which could not be affected by its provisions since they did not fall 
within their scope. 

That is why it is necessary, under our law, for the Government to 
find out, by the means available, the lawfulness of the future use of a 
trade-mark, before recognizing the legal validity of that trade-mark. This 
is the requirement which determines the registrability of the trade-mark. 
Once this requirement is met and the registration obtained, the trade- 
mark owner will enjoy full legal protection so long as the use of the 
trade-mark is continued. 


ILLEGAL USE OF INDUSTRIAL PROPERTY 


Before delving into the illegal use of the trade-mark, it is necessary 
to give an accurate idea of the meaning of unlawful use. 


It is also appropriate, before going any further, to consider that some 
of the offenses that will be set forth below, are elaborately treated by our 
Codex of Social Defense, and in order to avoid useless digressions, it is 
advisable to determine now the scope and force of the Codex of Social 
Defense and of the Industrial Property Law. 


The doubts as to which law is to be applied arises because of the 
following situation: 
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The Codex of Social Defense in its 4th Supplementary Disposition (a) 
No. 7 specifically derogate repealed the Royal Decree of August 21st, 1884 
that regulated industrial property until the enactment of Decree 805 of 
April 4, 1936 (Industrial Property Law). However, the enforcement of 
the Codex of Social Defense, recognized by Decree-Law No. 802 of April 
4th, 1936, published in the Official Gazzette of April 11, 1936, that is, on 
the same date as the Industrial Property Law, was postponed, in accord. 
ance with Law No. 7 of October 1936, until two years from the latter 
date, and this gave rise to doubt as to which provisions should prevail; 
those of the Codex or those of the Industrial Property Law. 

The reason for such doubts is obvious. The enforcement of the Codex 
of Social Defense was postponed two years, and consequently it became 
effective two years after the Industrial Property Law. At the same time, 
the Codex contained provisions repealing all prior laws and regulations 
not in conformity with its contents and specifically the old Industrial 
Property Law that was in force at the time the Codex was enacted but 
the new Industrial Property Law was enacted simultaneously with the 
Codex. It is appropriate to determine the scope of each inasmuch as both 
contain penal provisions, definitions of violations, establishments of penal- 
ties, etc. and it so happens that the CODEX in some instances establishes 
penalties that are different from those appearing in the Special Law 
(Industrial Property Law) for offenses that are very similar in both 
cases. It is only natural that under such conditions many doubts should 
exist, and that the Courts as well as the lawyers and attorneys find 
themselves at a loss in view of the double treatment given in some cases 
to the same offense. Some criminal divisions of the District Courts have 
declared that the precepts of the Industrial Property Law have been 
repealed by the Codex. On the other hand, we may add that our Supreme 
Court holds an absolutely different opinion in two decisions that we quote 
and consider below. 


Let us study first decision No. 120 of Sept. 30, 1941: 


“That the lower court did also decide on the set forth and described in 
Decree-Law No. 805 of 1936, since it declared, even if erroneously, that the 
provisions contained therein could not be applied inasmuch as they had been 
repealed by the Codex of Social Defense.” 

“Consequently the Supreme Court declares that the enforcement of the penal 
provisions contained in both the Codex and the Special Law do coezist.” 


Another decision that deserves consideration is No. 434 of Dec. 15, 
1942: 


“Even though infringements of industrial property rights is a matter con- 
tained in the provisions of Decree Law No. 805 of April 4, 1936, WHICH 
LEGAL FORCE HAS BEEN RECOGNIZED BY THIS COURT, and that the 
main ground of this case is specifically set forth in Art. 238 of that Decree, 
that is no reason to presume that the lower Court has made an error in not 
using that provision for punishing the violation made inasmuch as such offense 
appears also in the Codex of Social Defense described in all its elements in the 
same way as it appears in the special law, and since the penalty inflicted is not 
greater than the penalty that could have been inflicted under the special law, 
there are no legal grounds to accept the appeal lodged.” 
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This shows that our Supreme Court accords full validity to the Indus- 
trial Property Law. Even if the offenses considered by the Codex and by 
the special law are the same, they may be punished in accordance with 
either one provided that in the cases where the Codex is used the punish- 
ment inflicted is not greater than the punishment established by the 
Industrial Property Law. 


When a trade-mark is used in commerce, two situations may appear 
that are differently regulated by the law: the legal and the illegal use. 


In the first part of this paper we have already studied legal use and 
the rights of the legal owner of a trade-mark as against those who make 
an illegal use of the trade-mark in commerce. 


It must be noted that when we mentioned the necessity of considering 
illegal use, we referred to the distinction between “the different offenses” 
and the unfair and illegal competition; and therefore the two things must 
be studied separately. 


The first element to be considered regarding the violations that arise 
from the illegal use of a trade-mark, is the necessity that they be spe- 
cifically forbidden by the law so that the penalties established by law may 
be inflicted on the transgressor. 


Although the above is important from a legal standpoint, there is no 
need to delve into it. In these cases it is necessary that the one who 
exercises the rights be the owner of a trade-mark certificate, not hindered 
by the resolutory or confirmatory condition. 


What is of great importance is the study of the exercise of criminal 
actions for the undue use or for the realization of commercial acts that 
are illegal “per se,” and this takes us to the study of the actions that the 
“user,” not the owner of a trade-mark, has when he is suffering the con- 
sequences of those acts. 


In connection with the foregoing, we must exclude from our study 
the specific offenses considered by the Industrial Property Law as directed 
against the industrial property and which come under the heading of 
“falsification and usurpation.” These consist essentially of copying 
registered trade-marks in whole or in part. 


Undoubtedly these offenses are a form of unfair competition, but 
since they are restrictedly set forth, they must be separately considered. 
The rights of a registration owner are better protected since the punish- 
ments for the infringers are stricter than those accorded to the violations 
that come within the range of unfair competition, and also because the 
provisions establish and regulate how to determine the amount that can 
be claimed for damages and past infringements. 

The Industrial Property Law itself regulates what sort of offenses 
should be punished in accordance with its provisions and its contents in 
this respect can be summed up as follows: 
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1st. Defrauding which has two aspects: (a) falsification 
(b) usurpation or imitation. 
2nd. Unfair competition. 


3rd. False indications: (a) of origin 
(b) of commercial standing 
(c) of industrial reputation 


The Codex of Social Defense groups under the heading of FALSE- 
HOOD IN THE EXERCISE OF COMMERCE AND INDUSTRY a nunm- 
ber of offenses, all of which fall within the legal concept of falsehood, 
but insofar as industrial property is concerned, they refer to the owner 
of a registered trade-mark, and therefore we shall not devote time to 
them. 


The question, from the standpoint of this paper, is limited to two 
types of offenses: 


(a) unfair competition; and 
(b) false indication of origin, commercial standing or industrial 
reputation. 


These two offenses should be considered as one and the same, but we are 
dividing it as indicated above for a better understanding and to follow 
the spirit of the Industrial Property Law which considers them separately. 


Chapter II, Title I, Articles 249-255 of the Industrial Property Law 
considers in detail what amount to false indications of origin, commercial 
standing and industrial reputation. 


Considering this offense from the viewpoint of the objective conditions 
that must be present in order to constitute the offense, we have the 
following: 


1. an object in the offense. 
2. uncertainty regarding the indication. 
3. harm to a third party. 


It is obvious that the last of these conditions must always be present 
in order for a third party deeming himself damaged to bring suit. How- 
ever, this condition need not necessarily exist in those transgressions that 
can be punished “ex officio” by virtue of a denunciation. 

Nevertheless, excluding the third condition, any individual, firm, cor- 
poration or association lawfully engaged in commerce and trading in 
those articles against which a falsehood has been committed, and where 
the other required conditions exist, may, as an interested party, bring the 
actions that the law of Criminal Proceedings affords. In connection with 
this offense it is not necessary that a trade-mark right be violated. It 1s 
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sufficient that the transgressor falsely represents his products; and these 
jdeas may not in the least be connected with the trade-mark denomina- 
tions. For this reason the plaintiff may bring suit against the infringer 
absolutely independently of the actions that he may bring on the basis of 
his trade-mark rights, providing the following subjective circumstances 
exist : 


1. Knowledge by the defendant of the existence of the object. 
2. Volition on the part of the defendant. 
3. Effective action in acts of commerce or the intention to profit. 


Unfair competition is referred to in Chapter I, Title I, Book II, Art. 
940 of the Industrial Property Law and in Art. 550 (Nos. 17 to 22) and 
Art. 554-A of the Codex of Social Defense. 


The Industrial Property Law contains a perfect definition of the 
offense and that definition is the sum total of all the actions and situ- 
ations that may arise from the commission of acts of unfair competition. 
This definition does specifically comprise those actions that are typical 
of unfair competition from the dual standpoint of the industrial property 
or considered in general. 


The definition is as follows: 


“All activities contrary to commercial good faith and to the normal and 
honest development of business.” 


The foregoing besides its literal meaning, refers also to those deceptive 
activities which without constituting in themselves usurpation or false- 
hood tend to make an undue profit of the industrial, agricultural, com- 
mercial or professional credit or reputation already attained by another 
party. In this classification are comprised, in our opinion, those deeds 
or omissions aimed at creating the false impression that the products of 
the commercial activities of a merchant, agricultorist, or industrialist 
belong to another regardless of whether this is done by means of propa- 
ganda, the press, distribution or transportation media and so forth. 


To fall in the classification of false indications of origin and in partic- 
ular the unfair competition, an activity does not have to violate a trade- 


mark right. All that is necessary is that it contravenes commercial good 
faith. 


From the foregoing it is clear that the right to bring a criminal action 
against an act of unfair competition belongs to the merchant, manu- 
facturer or industrialist who has not a trade-mark registration, but whose 
products have had a well established reputation in the market before the 
dbjectionable activities have started. 


The objective requirements to determine that such an offense has been 
committed are the following: 
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1st. Lawful existence of that which is being attacked. 
2nd. Unlawful conduct against such existence. 
3rd. Damage to the owner or user. 


The aforementioned objective requirements must be accompanied by 
the following subjective conditions in order to make possible the exercise 
of action for unfair competition: 


1st. Knowledge of the existence of the lawful situations; 
2nd. Intention and realization of the objectionable activities; 
3rd. Intention to profit. 


It is therefore demonstrated how our legislation protects the merchant 
acting in good faith and lawfully using his trade-mark, and it has also 
been demonstrated the very important part played in our legislation by 
the use of a trade-mark, protected and regulated by the Administration 
within certain limits and under certain circumstances. 


TRADE SLOGANS 


We publish below trade slogans received and entered on the records of this 
Association as evidence of the owner’s claim thereto. 


“You're Sure It’s Pure’ Arrowhead and Puritas Waters, Inc. 
“There’s All the Difference in the World ...ccc.....Arrowhead and Puritas Waters, Inc. 





IPPOLITO v. NANCY ANN 


PART II 


IPPOLITO v. NANCY ANN DRESSED DOLLS, ETC. 
No. 5695—C. C. P. A—June 30, 1950 


OpPOSITIONS—E vidence—Judicial Notice 
Practice of using the term “Toyland” in retail stores to identify that part of 
the store from which toys of various sorts are sold, held a matter of common 
knowledge. 


TRADE-MARKS—Words Incapable of Exclusive Appropriation—Particular Instances 
While the word “Toyland” is a term in the public domain broadly descriptive 
of toy departments and toy stores, held that it is not descriptive of dolls in general, 
or of any other toy for sale in the toy department of any store, and therefore is 
subject to appropriation and registration as a trade-mark, under 1905 Act. 


Appeal from Commissioner of Patents. 


Trade-mark opposition by Nancy Ann Dressed Dolls (Nancy Ann 
Storybook Dolls, Inc., assignee, substituted) against Domenick Ippolito. 
Applicant appeals from decision sustaining notice of opposition. Reversed. 


J. Calvin Brown (Francis D. Thomas and Harry W. F. Glemser, of 
counsel), for appellant. 


Hugh N. Orr, for appellee. 


Before GARRETT, Chief Judge, and JACKSON, O’CONNELL, and JOHN- 
son, Associate Judges. 


JACKSON, J.: °* 


This is an appeal in a trade-mark opposition proceeding from a 
decision of the Commissioner of Patents, 77 USPQ 547, affirming that 
of the Examiner of Interferences sustaining an opposition filed by appel- 
lee against the registration by appellant of the trade-mark “TOYLAND,” 
as applied to dolls, pursuant to the Trade-Mark Act of 1905. 


It appears that appellant, doing business under the fictitious name 
and style of Hollywood Doll Manufacturing Company, filed his application 
for registration, serial No. 481,229, on March 23, 1945. The mark was 
passed for publication and appeared in the Official Gazette of the Patent 
Office on December 4, 1945. 


Appellee’s notice of opposition is dated January 2, 1946. It alleged, 
a one ground for denying registration, that the mark sought to be 
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registered so nearly resembles trade-marks of appellee for the same kind 
of goods as to be likely to cause confusion in trade. The registered marks 
of appellee relied upon are: 


STORYBOOK Reg. No. 389,114 July 22, 1941 
LITTLE BO PEEP_ Reg. No. 395,454 May 26, 1942 
BOY BLUE Reg. No. 404,875 Dec. 7, 19438 
CURLY LOCKS Reg. No. 404,581 Dec. 7, 1943 
MOTHER GOOSE Reg. No. 413,233 April 17, 1945 


MARY HAD A 
LITTLE LAMB _~ Reg. No. 414,597 June 19, 1945 


BETTY BLUE Reg. No. 417,245 
(1920 Act) Oct. 16, 1945 


The following applications were also cited by appellee: 


RED RIDING HOOD Application filed March 8, 1944 
FAIRYLAND DOLLS Application filed June 19, 1945 
FAIRYTALE DOLLS- Application filed June 19, 1945 


A second reason alleged by appellee against the registration of appel- 
lant’s mark is that the mark sought to be registered is commonly used to 
designate toy departments in general merchandising stores and therefore 
the mark is descriptive, in a general sense, of products, more specifically 
those of appellee, which are adapted for sale through such retail outlets. 


The examiner held that the application for registration of “FAIRY- 
LAND DOLLS” and “FAIRYTALE DOLLS” could not be considered for 
the reason that those marks are subsequent in date to the use by appellant 
of his mark. The examiner stated that as to the other marks relied upon 
by appellee, none so resembles the mark sought to be registered in appear- 
ance, sound, or meaning so as to be likely to cause confusion of origin of 
the goods of the respective parties. 


The examiner was of opinion that the exclusive use by appellant of his 
mark would be a restraint upon the rights of competitors, selling other 
toys, to employ commonplace language of description in merchandising 
their goods. He stated that “TOYLAND,” in a very comprehensive sense, 
is descriptive of dolls and any other toy adapted for display and sale in 
the “TOYLAND” departments of stores and he then concluded that regis- 
tration by appellant would be inconsistent with the right of dealers in 
toys, including appellee, in promoting their sales, to employ the term 
sought to be registered. Therefore he held that registration of appellant’s 
mark would involve damage to appellee within the meaning of the statute. 
He sustained the notice of opposition and further adjudged that appellant 
was not entitled to his sought registration. 


Upon appeal, the commissioner affirmed the decision of the examiner 
and further explicitly found, ex parte, that appellant is not entitled to 
the registration for which he made application. 
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It was noted by both the tribunals below that it was shown by testi- 
mony that the term “TOYLAND” is quite generally used in retail stores 
to identify that part of the store in which toys of various sorts are sold. 
That undoubtedly is a common practice in department stores. We agree 
with the tribunals below that such practice is a matter of common 
knowledge. 


We cannot agree with the examiner and the commissioner that the 
term sought to be registered is generically descriptive of dolls and other 
playthings sold in the toy divisions of department stores. Clearly, the 
trm “TOYLAND” is not descriptive of dolls in general or any other toy 
for sale in the toy department of any store. Moreover, the mark may not 
properly be held to be descriptive of the individual dolls manufactured 
by appellee. Therefore, we can see no reasonable likelihood of confusion 
in trade by the use by the parties of their respective marks as applied to 
identical goods. 


The word “TOYLAND” we think, is a term in the public domain, but 
broadly descriptive of nothing more than toy departments and toy stores. 
Obviously, it is not descriptive of any particular product or line of toy 
products and therefore, in our opinion, is subject to appropriation and 
registration as a trade-mark, as claimed by appellant. 


For the reasons hereinbefore set out, the decision of the commissioner 
is reversed. 


THE NATIONAL MINERAL COMPANY, ETC. v. THE NORWICH 
PHARMACAL COMPANY 


No. 5708—C. C. P. A.—June 30, 1950 


TRADE-MARKS—Goods of the Same Descriptive Properties—Particular Instances 
Hair dressing held goods of the same descriptive properties as shaving cream 
to be used before shaving, as the goods of both parties are toilet preparations, 
under 1905 Act. 
TRADE-MARKS—Confusing Similarity—Particular Instances 
“Suave” held confusingly similar to “Swav,” used on similar goods, under 
1905 Act. 
TRADE-MARKS—Confusing Similarity—General 
Fact that applicant’s hair dressing is sold only through beauty parlors as 
distinguished from drug stores and like vendors handling opposer’s shaving cream 
held insufficient to avoid likelihood of confusion. 


Question is not one of confusion between the goods as such, but the likelihood 
of confusion as to the source of the involved products of the parties. 


Appeal from Commissioner of Patents. 
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Trade-mark opposition by The Norwich Pharmacal Company agains} 
The National Mineral Company (name changed to Helene Curtis Indus. 
tries, Inc.). Applicant appeals from decision sustaining notice of opposi- 
tion. Affirmed. . 


Maurice S. Cayne, for appellant. 
E. F. Wenderoth, for appellee. 


Before GARRETT, Chief Judge, and JACKSON, O’CONNELL, JOHNson 
and WORLEY, Associate Judges. 


JACKSON, J.: 


This is an appeal in an opposition proceeding from a decision of the 
Commissioner of Patents, 78 USPQ 332, affirming that of the Examiner 
of Interferences sustaining an opposition by appellee to the registration 
by appellant of its mark “Suave” as applied to hair dressing and alleged 
to have been so used since on or about June 1, 1937. 


The notice of opposition contains allegations relating only to the con- 
fusion in trade clause of Section 5 of the Trade-Mark Act of 1905, as 
ground for denying the right of registration claimed by appellant. 


Appellant took testimony to the effect that its product, hair dressing, 
was, at the time the testimony was taken, sold only in beauty shops for 
professional use and also in retail trade to the customers of those shops 
for personal use in the home. It appears that in promoting its business 
of selling hair dressing, the appellant focused entirely on feminine trade. 
However, it further appears in certain exhibits that appellant was striv- 
ing to increase the use of its hair dressing among male users. 


Appellee took no testimony, relying solely upon its trade-mark “Swav” 
shown in its Registration No. 252,066, dated January 22, 1929, as applied 
to “shaving cream to be used before shaving.” 


The sole issue before us is whether or not the marks of the parties are 
so similar that their concurrent use would be likely to deceive purchasers 
or confuse the mind of the public as to origin. 


It is clear to us, as was held below, that the involved goods of the 
parties are toilet preparations. Generally speaking, they are not used by 
the same individuals in that the hair dressing appears to be almost 
entirely used in the feminine trade whereas the shaving cream of appel- 
lant is strictly devoted to masculine use. 


That the marks are similar in sound is beyond question. “Swav’” is 
the pronunciation of “suave,’”’ as shown by the dictionaries. That the 
marks are alike in meaning we think is clear, both indicating smoothness, 
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seekness and good grooming. Therefore, as far as the similarity between 
the marks is concerned, we deem that in sound and meaning they are not, 
in a trade-mark registration sense, legally distinguishable. 


The goods, in our opinion, possess the same descriptive properties. 
That holding is clearly in accord with the well settled authorities cited by 
the commissioner in his decision, among which are the cases of Campbell 
Products, Inc. v. John Wyeth & Bro., Inc., 31 C.C.P.A. (Patents) 1217, 
143 F. (2d) 977, 62 USPQ 302; McKesson & Robbins, Inc. v. First Texas 
Chemical Manufacturing Co., 34 C.C.P.A. (Patents) 877, 159 F. (2d) 770, 
12 USPQ 494; Annie M. Malone v. Morris Max Horowitz, 17 C.C.P.A. 
(Patents) 1252, 41 F. (2d) 414, 5 U.S. Pat. Q. 157. 


We cannot agree with appellant’s contention that for the reason its 
hair dressing is sold only through the medium of beauty parlors, as dis- 
tinguished from the sale of appellee’s shaving cream through drug stores 
and like vendors, there is no likelihood of confusion. 


It is clear from the record that the use of appellant’s involved product 
is not confined solely to beauty parlors but is packed in small containers 
for sale to patrons of such parlors. It is further apparent that it has 
been recommended for use by men as a hair dressing. The question is 
not one of confusion between the goods as such but, as hereinbefore 
mentioned, the likelihood of confusion as to the source of the involved 
products of the parties. Skol Company, Inc. v. Olson, 33 C.C.P.A. (Pat- 
ents) 715, 151 F. (2d) 200, 67 USPQ 96. 


While at the time of taking of testimony and theretofore appellant 
confined its sales through beauty parlor channels. Nevertheless, it is 
concedely a toilet preparation and quite adaptable for sale through the 
same media as the shaving cream of appellee. General Foods Cor- 
poration v. Casein Company of America, Inc., 27 C.C.P.A. (Patents) 797, 
108 F. (2d) 261, 44 USPQ 33. 


For the reasons hereinbefore set out, the decision of the Commissioner 
of Patents is affirmed. 
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Cannes, 


B. W. HARRIS MANUFACTURING CO., INC. v. WERBER 
SPORTSWEAR CO. 


WERBER SPORTSWEAR CO. v. B. W. HARRIS MANUFACTURING 
CO., INC. 


Nos. 5706, 5712—C.C.P.A.—June 30, 1950 
CANCELLATIONS—Pleading and Practice—Dismissal 


Petition for cancellation of registration which had expired prior to institution 
of proceeding, held properly dismissed. 


TRADE-MARKS—Words Incapable of Exclusive Appropriation—Particular Instances 
The word “zero” held incapable of being appropriated for exclusive use by any 
applicant with respect to clothing designed to be used in cold weather. 


TRADE-MARKS—Marks Not Confusingly Similar—Particular Instances 
“Zeroland,” combined with design features suggesting cold, held not confusingly 
similar to “Zero King,” accompanied by representation of a crown, used on similar 
goods, under 1905 Act. 


Appeal from the Commissioner of Patents. 


Trade-mark cancellation proceedings by B. W. Harris Manufactur- 
ing Co., Inc. against Werber Sportswear Co. Petitioner appeals from 
dismissal of petition for cancellation. Affirmed. 

Howard A. Rosenberg (W. R. Liberman of counsel), for Harris Manv- 
facturing Co. 


William F. Nickel, for Werber Sportswear Co. 


Before GARRETT, Chief Judge, and JACKSON, O’CONNELL, JOHNSON, 
and WORLEY, Associate Judges. 


WORLEY, J.: 


These are appeals in trade-mark cancellation proceedings from the 
decision of the Commissioner of Patents (Daniels, Assistant Commis- 
sioner), 78 USPQ 268, reversing the decision of the Examiner of Inter- 
ferences sustaining a petition of appellant (B. W. Harris Manufacturing 
Co., Inc.) to cancel the registration of the trade-mark “ZEROLAND,” 
registration No. 417,878, owned by appellee (Werber Sportswear Co.). 
The cases were submitted on the same record and were briefed and 
argued together. Accordingly, we shall dispose of the two appeals in 
one decision. 

The cancellation proceeding was initiated against two registrations 
of appellee, one of which had expired prior to the institution of this 
proceeding, namely, registration No. 186,326. The examiner, therefore, 
properly dismissed the petition as to that registration. 

Appellant based its right of action upon prior use of its trade-mark 
“ZERO KING,” as applied to FUR, SHEEP, LEATHER, AND TEX- 
TILE CLOTHING—NAMELY, COATS FOR MEN, WOMEN, AND 
CHILDREN. Appellant had used its mark on its goods since September 
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1, 1916, and the mark was duly registered December 23, 1930, registra- 
tion No. 278,514, under the Trade-Mark Act of February 20, 1905. 


The trade-mark “ZEROLAND” was registered on November 20, 1945, 
for use on MEN’S OUTDOOR LEATHER AND CLOTH LINED JACK- 
ETS AND COATS; MEN’S OUTDOOR SHEEP-LINED JACKETS AND 
COATS; LADIES’ OUTDOOR CLOTH JACKETS AND COATS; 
LADIES’ OUTDOOR SHEEP-LINED JACKETS AND COATS; MEN’S 
AND WOMEN’S CLOTH AND SHEEP-LINED JACKETS, FLYING 
JACKETS AND FLYING SUITS FOR OUTDOOR AND SPORTS 
WEAR. This mark was sought to be cancelled by reason of prior use of 
the mark “ZERO KING,” as applied to merchandise possessing the same 
descriptive properties. 


In his decision, the examiner held that the marks of the parties bore 
such close resemblance as to be likely to cause confusion in trade. 


The Commissioner of Patents disagreed with the reasoning of the 
Examiner of Interferences and held that the marks of the parties had 
different meanings and that such difference was strengthened by a prom- 
inent display of a crown in the mark “ZERO KING” and a pictorial 
suggestion of cold inherent in the mark of appellee. The commissioner 
further held that “While there is some similarity in sound and appear- 
ance between the words, this results only from the common use of the 
word ‘zero,’ which has a suggestive significance in connection with the 
products of the parties,***.” 


We are in agreement with the holdings of the commissioner. It is 
dificult for us to see how the word “zero” could be appropriated for 
exclusive use by any applicant with respect to clothing designed to be 
used in cold weather. Moreover, there is a distinct difference in sound, 
spelling, appearance, and meaning of the words “land” and “king.” 


Considering the marks as a whole, since the only similarity between 
them resides in the word “zero,” we are of opinion that the clear 
difference in the last portion thereof, hereinbefore noted, renders the 
entire marks so dissimilar that likelihood of confusion will not arise in 
their concurrent use by the parties. 


Prior to the decision of the commissioner, appellee moved that the 
case be remanded to the Examiner of Interferences for the taking of 
additional testimony to show that appellant was not chargeable with 
laches or acquiescence. This motion was denied by the commissioner 
and, in view of our conclusion, it is not necessary for us to consider 
this point. 


For the reasons hereinbefore stated, the decision of the Commissioner 
of Patents is affirmed. 
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LIBBEY-OWENS-FORD GLASS COMPANY v. PLASTRON, INC. 


No. 5700—C. C. P. A.—June 30, 1950 


TRADE-MARKS—Goods of the Same Descriptive Properties—General 

As a general rule, raw or other basic materials of general utility in manv- 
facture of finished articles do not possess same descriptive properties as products 
for which they are adapted. 

In order to come within exception to general rule, it must be shown that 
properties of article governing its selection by purchasers are inherent in materia] 
of which it is made. 

TRADE-MARKS—Goods of Different Descriptive Properties—Particular Instances 

Shower curtains made from plastic film held goods of different descriptive 
properties from synthetic heat-hardening molding materials used in molding arti- 
ficial resinous products, condensation products of ureas and aldehydes, formed 
artifical resin for casings, and synthetic resinous compositions for use as ingredi- 
ents in manufacture of lacquers, enamels, and finishes, under 1905 Act. 

TRADE-MARKS—Confusing Similarity—General 

For the reason that the goods of the parties are held to differ in their des- 
criptive properties, probable damage to opposer may not be inferred even though 
the respective marks are closely similar. 

TRADE-MarKs—Registrability—General 

Cited cases are of little assistance because each case depends entirely on its 

own facts. 


Appeal from Commissioner of Patents. 


Trade-mark opposition by Libbey-Owens-Ford Glass Company against 
Plastron, Inc. Opposer appeals from dismissal of notice of opposition. 
Affirmed. 


Marshall, Marshall & Leonard (Watts T. Estabrook and Harry K. 
Leonard of counsel), for appellant. 
Theodore W. Miller (Harvey L. Rabbitt of counsel), for appellee. 


Before GARRETT, Chief Judge, and JACKSON, O’CONNELL, JOHNSON, 
and WORLEY, Associate Judges. 


JACKSON, J.: 

On October 15, 1945, appellee filed its application, Serial No. 489,982, 
to register its trade-mark “Plastron,” as applied to shower curtains 
made from plastic film. The mark was passed for publication and ap- 
peared as such in the Official Gazette of the United States Patent Office 
on February 5, 1946. On March 1, 1946 appellant filed its notice of 
opposition to the registration of the said mark, alleging that it would 
be damaged by such registration. On May 10, 1946 appellee, in its answer, 
traversed the allegations of appellant’s notice of opposition and also set 
out an affirmative defense. 

In the notice of opposition, the allegations therein relate entirely to 
the confusion in trade clause of Section 5 of the Trade-Mark Act of 
1905, as the statutory ground for negativing the right of appellee to 
register its mark. 





40 T.M.R. LIBBEY-OWENS-FORD v. PLASTRON 793 


ee _ _ _s_sc_________ 


Appellant relied upon its trade-mark “Plaskon,” which was registered 
in Registration Nos. 291,254; 323,067; 328,094 and 397,061, dated Feb- 
ruary 2, 1932, April 2, 1935, September 17, 1935 and August 18, 1942, 
respectively. 

The earliest of those registrations was for “SYNTHETIC HEAT 
HARDENING MOLDING MATERIAL FOR USE IN MOLDING ARTI- 
FICIAL RESINOUS PRODUCTS”; the second for “CONDENSATION 
PRODUCTS OF UREAS AND ALDEHYDES”; the third for “FORMED 
ARTIFICIAL RESIN FOR USE AS CONSTRUCTION MATERIAL 
FOR CASINGS”; and the fourth for “SYNTHETIC RESINOUS COM- 
POSITIONS FOR USE AS INGREDIENTS IN THE MANUFACTURE 
OF LACQUERS, ENAMELS, AND FINISHES.” 

It appears that appellee is a fabricator and distributor of articles 
made from plastic film, among which are “Fabric by the yard,” “Shower 
Curtains,’ “Jumbo Garment Bags,” “Garment Bags,” “Linen Bags,” 
“Blanket Bags,” “Laundry Bags,” “Lingerie Bags and sets,” “Shoulder 
Covers,” “Make-up Capes,” “Shelf Edgings,” “Pillow Covers,” “Aprons,” 
and “Costume Bags.” 

Both parties took testimony and there are many paper exhibits in 
evidence, including advertisements of plastic articles appearing in maga- 
zines and newspapers. 

For the reason that the examiner determined that the goods of the 
parties did not possess the same descriptive properties, he deemed it 
unnecessary to pass upon the question of whether or not the marks of 
the parties are deceptively similar. Holding that the respective prod- 
ucts do not possess the same descriptive properties within the meaning of 
the statute for the reason that they relate to descriptively different 
fields of trade, the Examiner of Interferences dismissed the notice of 
opposition and adjudged that appellee is entitled to the registration for 
which it made application. 

Upon appeal the Commissioner of Patents affirmed the decision of 
the Examiner of Interferences in all respects. 78 USPQ 46. From the 
commissioner’s decision this appeal was taken. 

Appellant is concerned with the manufacture and sale of plastic 
compositions of synthetic resins and plastic materials, including, as ap- 
pears in the notice of opposition, coating compounds and impregnating 
compositions of urea formaldehyde and other types, as well as adhesives 
and molding compounds, all of which, it is alleged, are widely known 
in the resin and plastic industries. It appeared from the testimony, in 
addition to those materials, that appellant manufactures and sells mela- 
mine formaldehyde industrial resins, phenol formaldehyde glues, poly- 
ester impregnating and laminating resins, and urea formaldehyde im- 
pregnating and laminating resins. The use by appellant of its mark ante- 
dates by many years the first date alleged by appellee. 

All of the plastic products of appellant set out herein are raw, or 
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partially prepared materials which have many diversified commercia] 
uses. The synthetic resinous materials of appellant are sold in bulk to 
manufacturers for use in the fabrication of many articles of merchan- 
dise such as “airplane seats; fly rods; lamp shades; decorative sheeting 
and table tops, impregnated table tops, and honeycomb.” It appears that 
it supplies colored plastic material to be used by manufacturers ip 
making “various types of parts or finished pieces, such as clock pieces, 
water tumblers, buttons, electrical parts, radio housings, gadgets of 
all kinds * * *.” 

Appellant’s products which are in powdered or liquid form are 
sold entirely to fabricators or distributors in metal or fiber drums con- 
taining from 200 pounds to 500 pounds each. It makes or sells no finished 
articles and its mark “Plaskon” does not appear on such articles manv- 
factured from its products. It is said that some of the manufacturers 
of the finished products employ their own trade-marks and many others 
do not. 

Appellee’s trade-mark is used by it both as a symbol of origin of 
its products and as a name for the film of which they are composed. 
Its products are sold to retailers for resale to housekeepers. 

It does not appear that any of the plastic materials sold by appellant 
have ever been manufactured into shower curtains. Nor does it appear 
that their chemical compositions are suitable to such manufacture. As 
far as this record is concerned, it has never made or sold plastic film, 
nor shower curtains, nor does it appear that any of the customers of 
appellant ever manufactured shower curtains from any of the materials 
purchased from it. 

Appellant seeks to bring itself within the exception to the general 
rule that raw or other basic materials of general utility in the manufac- 
ture of finished articles do not possess the same descriptive properties 
as the various products for which they are adapted. In order to do so 
it must be shown that the properties of an article which generally govern 
the selection of purchasers are inherent in the particular material of 
which it is made. There is nothing in the record, as hereinbefore pointed 
out, that any of the plastic compositions manufactured by appellant 
is adapted for use in the manufacture of appellee’s shower curtains. 
Neither is there anything to indicate that the film of appellee is suitable 
to be used in the manufacture of any other articles than those of the 
kind sold by appellee. 

Appellant has shown that its principal competitor manufactures plas- 
tic compositions similar to those made and sold by appellee, as well as 
compositions adaptable for use as a material for shower curtains. It 
contends that because of such manufacture by its competitor it should 
be held that “it is entirely possible, in fact probable” that appellant 
will also manufacture and sell shower curtains. There is nothing to 
show that it has any intention of so extending its business. We deem 
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it logical to conclude, as was held by the Examiner of Interferences, 
that the rights of appellant cannot include a speculative future use of 
its mark. 

For the reason that in our opinion the goods of the parties differ 
in their descriptive properties, we may not infer probable damage to 
ihe appellant, even though their respective marks are closely similar. 
Goldsmith Bros. v. Atlas Supply Co., 32 C.C.P.A. (Patents)1001, 148 
F, (2d) 1016, 65 USPQ 378. 

It is obvious that the market for the involved goods of the respective 
parties are distinctly and entirely different. They are not sold through 
the same outlets; the goods of appellee are ordinarily purchased by the 
general public, while those of appellant are bought in huge quantities 
and by manufacturers who in turn produce finished articles from appel- 
lant’s material, the trade-mark identity of which does not follow through 
to the ultimate consumer. 

We have considered with care all of the contentions of appellant 
herein and have examined the many cases cited to sustain its contentions. 
In this jurisdiction, cited cases are of little assistance for the reason 
that each case depends entirely on its own involved facts. Therefore 
we deem it unnecessary to discuss any of the many authorities with 
respect thereto. 

For the reasons hereinbefore set out, the decision of the Commis- 
sioner of Patents is affirmed. 


O'CONNELL, J., dissenting. 


Appellant, a pioneer in the plastic industry of America, owns and 
has continuously used the registered trade-mark ‘“Plaskon” since Feb- 
ruary 2, 1932, in connection with resinous and plastic material manu- 
factured and sold by appellant to fabricators and distributors. They re- 
produced the plastic composition and resold it to the public in many 
diversified forms of merchandise, including printed fabrics, or decorative 
sheets, made out of polyester resins. 78 USPQ 46. 

Appellee is a fabricator and distributor of plastic goods, principally 
shower curtains made of film consisting of polyvinyl chloride resinous 
material. To that merchandise, and similar articles of the specie, appellee 
in the summer of 1945 created and appropriated the mark “Plastron,” 
which to all intents and purposes is identical in sound, meaning, and 
appearance with appellant’s mark “Plaskon.” 

Appellant over an extended period of years has spent large sums of 
money in advertising the trade-mark “Plaskon” by direct appeals not 
only to the housekeepers and homeowners of the nation but also to the 
fabricators and distributors who resold appellant’s goods to the public. 
The amount spent for such advertising by appellant over the past five 
years approximated $80,000 a year, or $400,000. Appellee in its testi- 
mony has shown no expenditure for advertising. Appellant does all the 
advertising. 
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In fact, appellant’s averment in the notice of opposition has beep 
explained by appellee, but not refuted, to the effect that the word 
“Plastron” published and illustrated in the Official Gazette of the Patent 
Office appears in rough script or brush strokes identical in detail with 
the rough script or brush stroke letters used by appellant in advertising 
“Plaskon” long prior to the time appellee entered the field during the 
summer of 1945. 

There is no question here of appellee’s right to manufacture and 
sell, ad infinitum, shower curtains and similar items made from plastic 
film; the question is what legal right does appellee have to appropriate 
and attach the appellant’s practically identical mark to those goods. 

None of appellant’s presently produced materials have been used in 
the manufacture of shower curtains. Appellant has introduced evidence, 
however, to the effect that its most active competitor in the plastic and 
resin industry, Bakelite Corporation, uses polyvinyl chloride like appellee 
does to produce shower curtains which it advertises widely and sells 
to the public. 

Appellant contends that the production of plastic film for use in 
shower curtains represents a natural and expected extension of the 
business of a general resin and plastic manufacturing company, such 
as appellant, and that appellant should not be hampered or embarrassed 
by the registration to appellee of a similar and substantially identical 
mark for concurrent use on shower curtains. 

The same contention was advanced by appellant before the tribunals 
of the Patent Office where the adverse ruling was made that no “merely 
speculative future use of the opposer’s [appellant’s] mark on goods 
other than those to which it is now appropriated [can] add anything to 
its present rights therein,” citing Pratt & Lambert, Inc., v. Chapman & 
Rodgers, Inc., 30 C.C.P.A. (Patents) 1228, 136 F. (2d) 909, 58 USPQ 474. 

The decision in the Pratt & Lambert case was ably written by the 
late Judge Hatfield who therein approved the doctrine of the “legitimate 
expansion” of business to include the protected use of an existing trade- 
mark. There was no application of the doctrine in that case, however, 
because, as stated, “the goods of the parties [paints and insecticides] 
differ so widely in composition and use” and because the appellant pro- 
posed to branch out into an unrelated business for which the appellant 
had no machinery or manufacturing processes for the making of 
insecticides. 

The first appropriator of a trade-mark has the right to the use of the 
mark not only on the goods in which he deals but also on goods which he 
may afterwards produce or handle if they have the same essential quali- 
ties as those upon which he has been using the mark. Beck, Koller & Co., 
Inc. v. Bakelite Corp., 24 C.C.P.A. (Patents) 1290, 1293, 90 F. (2d) 349, 
351, 34 USPQ 68, 69; Canton Culvert & Silo Company v. Consolidated 
Car-Heating Company, 44 App. D. C. 491. 
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Appellant in the case at bar has a research division with laboratories 
in which twenty scientists are employed, divided into six groups. Some 
of those groups are constantly at work on the improvement of existing 
commercial products and other groups are employed on products under 
development. New products are constantly being developed in the research 
laboratories and thereafter turned over to the new products sales division 
for promotion. 

Appellant already manufactures eight different types of plastic or 
resinous materials and it is obvious that an expansion of trade to include 
a ninth would be but a slight expansion and one most likely to occur. 
Moreover, the plant, equipment, and personnel of appellant appear to 
be ready for the job. In other words, appellee, has no right to impede 
appellant in the use of its long and previously established mark in the 
natural expansion of appellant’s business. Pratt & Lambert, Inc. v. Chap- 
man & Rodgers, Inc., supra; Gutta-Percha & Rubber Mfg. Co., v. Ajax 
Mfg. Co., 48 App. D. C. 230; L. E. Waterman Co. v. Gordon, 72 F. (2d) 
272. 

There can be no question that the mark of appellee, the newcomer, 
so nearly resembles the mark owned and in use by appellant in this case 
as to be likely to cause confusion and deceive purchasers. It is not the 
difference in the goods which causes the likelihood of confusion; it is 
the lack of any difference in the marks by which the goods of one of 
the producers may be distinguished from the goods of the other. Skol 
Company, Inc. v. Olson, 33 C.C.P.A. (Patents) 715, 151 F. (2d) 200, 
67 USPQ 96; Williams v. Kern & Sons, 47 App. D. C. 441. 


The decisions rendered in the case at bar have all held under the 
Trade-Mark Act of 1905 that there was no likelihood of confusion because 
the involved goods were not goods of the same descriptive properties. 
The record discloses that the opposition proceeding here in issue was 
pending before the Patent Office undetermined, even by the Examiner 
of Interferences, during the effective period of the Trade-Mark Act of 
1905. 

The issue here involved was first determined by the examiner, and - 
subsequently by all others, after the effective date of the Trade-Mark 
Act of 1946. That act not only repealed all previous acts but also aboi- 
ished the provision for “merchandise of the same descriptive properties” 
as a test for the likelihood of confusion. S. C. Johnson & Son, Inc. v. 
Johnson, 81 USPQ 509. 

Where there is no need to consider whether the involved goods are 
goods of the same descriptive properties, this court in a proper case has 
held, for example, that the word “Esquire” previously appropriated as a 
trade-mark for use on a magazine could not be subsequently appropriated 
by a newcomer for use on a machine molding hamburgers. Holly Molding 
Devices v. Esquire, Inc., 832 C.C.P.A. (Patents) 935, 148 F. (2d) 355, 
65 USPQ 125. 
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Points relied upon in the decisions which have been rendered in this 
case really have no legal significance. For example, those decisions haye 
dramatized the fact that the smallest container in which appellant’s liquid 
resins were delivered to the fabricators was a two-hundred-pound drum, 
The drums containing the composition delivered to appellee to be fab. 
ricated by appellee into shower curtains likewise might have been the 
same or larger size. Just what the size of a drum has to do in the 
determination of the question as to whether the respective compositions 
are goods of the same descriptive parties is hard to understand. 

Furthermore, present marketing methods as to the distribution of 
appellant’s products are not of controlling importance since modern trade 
practices are subject to change from day to day, and absence of actual 
confusion in trade is likewise of no importance in an opposition pro- 
ceeding because the mandate of the statute is directed against the reg- 
istration of a mark which is likely to cause confusion. Celanese Corpora- 
tion of America, v. E. I. Dupont De Nemours & Co., 33 C.C.P.A. 
(Patents) 948, 154 F. (2d) 146, 69 USPQ 101. 

The case last cited discloses that the Dupont Company produces a 
cellulose composition sold to fabricators and distributors for resale by 
them directly or indirectly to the public. In that situation, however, and 
under a marketing arrangement, the trade-mark “Dupont” is attached 
by the fabricator and distributor to the finished product which reaches 
the ultimate consumer. There is no reason in the case at bar why appel- 
lant could not likewise provide for the attachment of its trade-mark 
“Plaskon” to articles made from that composition. 

Appellee has included more than seventy printed pages in the record 
disclosing numerous different marks registered to third parties. Such 
registrations are not of aid to one seeking a registration. Weyenberg Shoe 
Manufacturing Co. v. Hood Rubber Co., 18 C.C.P.A. (Patents) 1449, 49 F. 
(2d) 1046, 9 U. S. Pat. Q. 449. 

The citation by the respective parties of numerous prior decisions 
of this and other courts is likewise of no avail. Such cases are of value 
only in so far as the principles of trade-mark law are stated and therein 
applied. Lactona, Inc. v. Lever Brothers Co., 32 C.C.P.A. (Patents) 704, 
144 F. (2d) 891, 63 USPQ 62. 

It should be noted further that the Court of Customs and Patent 
Appeals has not considered itself bound by the prior judgments of other 
courts even in cases where the cited marks were identical, where the 
goods were identical, and where the ultimate facts in issue were 
identical. Van Camp Sea Food Co. (Inc.) v. The Alexander B. 
Stewart Organizations, 18 C.C.P.A. (Patents) 1415, 50 F. (2d) 976 
9 U. S. Pat. Q. 541; Ex parte Westgate Sea Products Co., 84 USPQ 368. 

For the reasons hereinbefore stated, the decision of the Commissioner 
of Patents should be reversed. 
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¢. H. PACKWOOD MANUFACTURING COMPANY v. THE COFAX 
CORPORATION (3 cases) 


Nos. 5709-5711—C. C. P. A—June 30, 1950 


TRADE-MARKS—Scope of Protection—Particular Instances 
QpposITIONS—E vidence—Effect of Third Party Registrations 
Where collateral registrations for some seventeen different articles were offered 
in evidence, not to attack validity of opposer’s mark but to show diversity in its 
use, held that it is thereby conceded that the term “Pax” is not merely descriptive 
of goods of either party and that applicant is not unrestricted in its right to use 
of mark. 


OPPOSITIONS—E vidence—Notice 

Where applicant searched Patent Office records before adopting mark, and 
discovered numerous registrations thereof, it may be presumed that applicant 
found opposer’s involved registrations and went ahead with full knowledge. 

In absence of explanation as to why applicant adopted its marks, it is fair to 
infer that applicant, as new comer, sought to profit by confusion with opposer’s 
similar marks that would result. 

TRADE-MARKS—Goods of the Same Descriptive Properties—General 

Difference in channels through which goods of the parties have been marketed 
held not a controlling factor. 

Goods of the same descriptive properties, in the statutory sense, include not 
only the same kind of things but also things entirely different from one another; 
and test to be applied is not likelihood of confusion as to difference in the goods 
but the likelihood of confusion as to the difference in the ownership of two 
identical marks attached to the goods. 

OPPOSITIONS—Basis of Relief—General 

Opposer is entitled to rely not only upon its previously registered trade-marks 
but also upon trade names and designs previously used on labels and in advertising 
literature in a manner analogous to a trade-mark use. 

OpposITIONS—Likelihood of Confusion—General 

Uncontroverted testimony of opposer as to actual confusion in trade resulting 
from concurrent use of identical mark by the parties, held not without significance 
on the question in issue as to likelihood of confusion. 

Doubt as to likelihood of confusion should be resolved against the new comer. 


TRADE-MARKS—Goods of the Same Descriptive Properties—Particular Instances 

Substantial doubt as to the likelihood of confusion resulting from use of 
similar marks on opposer’s industrial skin cleansers, crystallized soaps, cleansing 
cream for removing hectograph ink from the hands, soap dispensing equipment, 
and liquid cement used in attaching soap dispensing equipment to walls or other 
surfaces, and plastic cement or liquid adhesive, in the nature of glue, as a general 
purpose adhesive, and applicant’s pressure adheseive tape and adhesive tape dis- 
pensers, resolved against applicant, new comer, under 1905 Act. 


Appeal from Commissioner of Patents. 


Three trade-mark oppositions by G. H. Packwood Manufacturing 
Company against The Cofax Corporation. Opposer appeals from dismissal 
of notices of opposition. Reversed. 


Rogers & Ezell (Estill E. Ezell of counsel), for appellant. 
No appearance for appellee. 
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Before GARRETT, Chief Judge, and JACKSON, O’CONNELL, JOHNSON 
and WORLEY, Associate Judges. 


O’CONNELL, J.: 


There are here three appeals from decisions of the Commissioner of 
Patents rendered by him in three opposition proceedings. The goods 
involved consist of certain office supplies. One appeal is from the com- 
missioner’s decision, 77 USPQ 329, in opposition No. 24,197, where the 
identical mark “Pax” was used on the goods by both parties; the other 
appeals are from the commissioner’s decision, 77 USPQ 331, in opposi- 
tions Nos. 24,665 and 24,666, where the basic feature of the mark “Pax” 
was incorporated in appellee’s two marks, “‘Paxite” and “Paxomat,” and 
used in the sale of its goods. All three oppositions were dismissed by 
the commissioner. 

The subject matter of the different controversies is closely related 
and but one record containing all the evidence has been submitted, much 
of which is overlapping. It is deemed appropriate, therefore to con- 
solidate the three appeals and discuss them in but one opinion. 

These appeals involve the confusion in trade clause of section 5 of 
the Trade-Mark Act of 1905. The commissioner in reaching his final 
conclusion in the opposition No. 24,197, 77 USPQ 329, stated he was 
influenced therein to some extent by the closely related features of the 
companion oppositions, Nos. 24,665 and 24,666, 77 USPQ 331. 

Both parties took testimony and submitted in evidence the several 
contested marks. At the hearings, the parties were represented by re- 
spective counsel who cross-examined witnesses. 

G. H. Packwood, Jr., testified he had been president of appellant, a 
St. Louis organization, since its incorporation in 1926; that the principal 
products sold by appellant were industrial skin cleansers, or crystalized 
soaps, cleansing cream for removing hectograph ink stains from the 
hands, soap dispensing equipment, and a liquid cement to be used in the 
attachment of the soap dispensing equipment to walls or other surfaces. 

Appellant’s first registered trade-mark adopted for use with its hand 
and skin cleanser ‘Pack’s,” was issued February 14, 1928; the second 
registered mark adopted and used by appellant for its soaps, “Pax,” 
was issued on February 19, 1929. On August 12, 1941, appellant again 
registered “Pax” for use with its dispensers of powdered or granulated 
soap. Appellant in its advertising and on printed labels also used the 
notation “‘Pax-C-Ment” in the sale of the liquid cement hereinbefore 
described. 

In short, appellant since the beginning of 1929 had owned and con- 
tinuously used “Pax,” and subsequently the notation ‘Pax-C-Ment,” on 
products manufactured and sold by appellant, including plastic cement, 
or liquid adhesive in small bottles, in the nature of glue, as a general 
purpose adhesive. Appellant also manufactured and sold crystalized soap 
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for use either separately or in soap dispensers. Appellant also manu- 
factured and sold the soap dispensers, each of which bore on the attached 
label both the appellant’s registered trade-mark “Pax” and the notation 
“Pax-C-Ment.” 

The record discloses that long subsequent to the date of appellant’s 
adoption and first use of its mark “Pax,” appellee formed a New York 
corporation, the “Pax Writing Paper Co., Inc.,” for the sale of stationery 
consisting of note paper and envelopes; that in March of 1943, the nature 
of appellee’s business changed, and to conform therewith, appellee 
changed its corporate name to “Pax Plastics, Inc.” and engaged in the 
manufacture and sale of pressure adhesive tape; that in May of 1943, 
appellee again changed its corporate name to the one it now bears: “The 
Cofax Corporation.” 


Appellee on May 26, 1943, sought to register “Pax” as a trade-mark, 
alleging that it had been continuously used in appellee’s business since 
May 24, 1943, a period of two days, as a trade-mark “for pressure 
adhesive tape for sealing package wrappings, paper and stationery and 
similar purposes” and for “adhesive tape dispensers.” Appellee’s appli- 
cation to register “Pax” was allowed and passed for publication by the 
Patent Office, March 20, 1945. Appellant on April 19, 1945, filed the 
notice of opposition, No. 24,197, relying on the prior use of the mark 
“Pax,” as twice registered, and to some extent, on the prior registration 
of “Pack’s” hereinbefore described. 


Appellee’s applications for registration, Nos. 484,242 and 484,244, 
were both filed June 7, 1945, and included the respective words “Paxite”’ 
and “Paxomat”; the former for “plastic tape dispensers,” the latter for 
“sealing tape dispensers.” In the respective applications, appellee alleged 
continuous use of the marks since May 16, 1945, a period of approxi- 
mately three weeks. Appellant filed an opposition to each of the two 
applications for registration. Those are oppositions Nos. 24,665 and 
24,666. 

It was not questioned before the tribunals of the Patent Office that 
appellant’s proof of prior use by several years was conclusive as to its 
marks “Pax,” and “Pack’s,” together with the notation, ‘“Pax-C-Ment.” 

Appellant during twenty years of use of “Pax” as a trade-mark 
has spent large sums of money advertising “Pax” products not only 
in nationally circulated magazines among dealers in the stationery trade 
but also in the distribution by direct mail on a nationwide basis of 
hundreds of thousands of circulars, folders, catalogues, and catalogue 
sheets to customers and potential customers. In 1944 and 1945, alone, 
appellant spent more than $50,000 for such advertising. 

Without recounting the extent of appellee’s advertising of “Pax” 
dry seal tape, or the amount expended therefor, the president of the 
Cofax Corporation stated that the product had been advertised in various 
Magazines or periodicals circulated among stationers, the paper trade, 
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and the packaging industry. When asked for what purpose, the “Pax” 
dry seal tape was used, he replied: 


A. It is used for mending paper; for protecting the edges of paper by binding 
around it; for adhering signs to windows; it can be used in place of surgical 
tape for holding bandages; because of its transparency it can be used in mend- 
ing books, the type being visible through the tape; it can be used, and it is 
used, for electrical insulation; it is used for identifying lines in the assembly 
of radio sets and other electrical equipment. 

Appellee’s product is used generally and particularly in offices, libra- 
ries, hospitals, and in manufacturing plants for radio and electrical 
equipment. The tape can be used separately without a dispenser, but in 
most cases, a dispenser is used. The dispensers are of different sizes and 
types; either manually operated or automatic. The dispensers, among 
other things, bear the trade-marks “Pax,” “Paxite,” or “Paxomat.” The 
operation of the automatic type of dispenser, like appellant’s automatic 
dispenser, is performed by depressing a lever. 

When the Cofax Corporation decided in 1945 to use “Pax” as a trade- 
mark for the dry seal tapes, the president of the corporation had a search 
made among the records of the Patent Office. The search disclosed that 
between 1885 and 1945, “Pax” had been registered as a trade-mark 
for some seventeen different articles, including wheelbarrows, rugs, drills, 
saws, feed, fertilizers, medicine, etc. 

Such collateral registrations were offered in evidence, not to attack 
the validity of appellant’s mark, but to show diversity in its use. It is 
thereby conceded that the term “Pax” is not merely descriptive of the 
goods of either party. Hence appellee is not unrestricted in its right to 
the use of the mark. 

Furthermore, in making the search, it may be presumed appellee 
found appellant’s involved registrations of record and went ahead with 
full knowledge of such registrations. Since appellee’s marks were adopted 
without any explanation as to why they were adopted, it is fair to infer 
that the newcomer sought to profit by the confusion that would result. 
The record contains evidence of actual confusion in trade by reason of 
the concurrent use of the marks by the respective parties. 

The goods of the respective parties are used by the same class of 
people, mostly, office workers, and sold in the same class of stores, 
mostly, stationery stores and paper houses, or the stationery department 
of department and drug stores. Assuming, without holding, that there 
was a difference in the channels through which the goods of the parties 
have been marketed, trade practices are subject to change and hence 
the class of purchasers, whether jobbers, retailers, or direct customers 
to whom the goods were sold, is not deemed to be a legally controlling 
factor. Celanese Corporation of America v. E. I. Dupont De Nemours 
& Company,.33 C.C.P.A. (Patents) 857, 154 F. (2d) 143, 69 USPQ 69. 

Appellant as the opposer to the registration of a trade-mark is entitled 
in such proceedings to rely not only upon its previously registered trade- 
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marks but also upon trade-names and designs previously used on labels 
and in advertising literature in a manner analogous to a trade-mark 
use. John Wood Manufacturing Co. v. Servel, Inc., 22 C.C.P.A. (Patents) 
1370, 77 F. (2d) 946, 25 U. S. Pat. Q. 488; Virginia Dare Extract Co., 
Inc., v. Adah Mae Dare, 21 C.C.P.A. (Patents) 1086, 70 F. (2d) 118, 
91 U. S. Pat. Q. 334. 

The sole issue before the court is whether the involved goods are 
goods of the same descriptive properties according to the provision 
therefor in section 5 of the statute. 

Goods of the same descriptive properties, in the ordinary sense, are 
goods or products each of which is like the other; they are all things of 
the same kind. Goods of the same descriptive properties, in the statutory 
sense, include however not only the same kind of things but also things 
entirely different from one another. The distinction is not wholly logical, 
but purely legal, and the test to be applied, as a matter of law, when 
the question arises is not the likelihood of confusion as to the difference 
in the goods but the likelihood of confusion as to the difference in 
the ownership of two identical marks attached to the goods. 

Adhesive cement for use in the repair of household articles legally 
had the same descriptive properties as lubricating oil in a case where 
the marks of the competing parties were identical and there was evidence 
of actual confusion in trade. Three In One Oil v. St. Louis Rubber Cement 
Co., Inc., 24 C.C.P.A. (Patents) 828, 87 F. (2d) 479, 32 U.S.P.Q. 192. 
See also Elgin American Mfg. Co. v. Elizabeth Arden, Inc., 23 C.C.P.A. 
(Patents) 1168, 83 F. (2d) 687, 29 USPQ 545. 

Electric flash lights and storage batteries, in a legal sense, had the 
same descriptive properties as hardware consisting of locks and keys 
in the case of Yale Electric Corporation v. Robertson, 26 F. (2d) 972. 
There Judge Learned Hand indicated that where the marks in a case 
are identical, such as those now before this court, the use of the mark 
by the newcomer is unlawful, unless the newcomer’s use is so foreign to 
that of the prior owner as to insure him not only against confusion in 
trade but also against injury to his reputation, citing authorities. 

The uncontroverted testimony of appellant as to actual confusion in 
trade as a result of the concurrent use of the identical mark by the 
respective parties, and the letters of record to the same effect, is not 
without significance on the question here in issue as to the likelihood 
of confusion as to the use of the respective marks involved. To say the 
least, there is substantial doubt on that point. Under the familiar rule 
such doubt should be resolved against appellee, the newcomer, inasmuch 
as it had an unlimited field to choose from in selecting completely 
different marks. 

For the reasons hereinbefore stated, the respective decisions of the 
Commissioner of Patents appealed from are reversed. 
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ALUMATONE CORPORATION v. VITA-VAR CORPORATION 
No. 56883—C. C. P. A—June 30, 1950 


Courts—Pleading and Practice—General 
Stipulation between the parties to abide by decision in federal court suit instj- 
tuted after appeal was perfected herein and subsequent to the time when appellee 
could have elected further proceedings under R. S. 4915, held not binding upon 
Patent Office or Court of Customs and Patent Appeals. 


Courts—Pleading and Practice—Res Judicata 


TRADE-MArRKS—Registrability—General 

There is a clear difference between the right to use a trade-mark and the 
statutory right to register it. 

Judgment of federal district court of California in suit between the parties is 
res judicata as to appellant’s right to use its trade-mark, but is not res judicata 
on this appeal. 

CourT OF CUSTOMS AND PATENT APPEALS—Jurisdiction—General 

Statutory jurisdiction of Court of Customs and Patent Appeals is limited to 
review of evidence produced before Commissioner of Patents and its review must 
be confined to points set forth in reasons of appeal. 


TRADE-MARKS—Goods of the same Descriptive Properties—Particular Instances 
Ready mixed aluminum paint, primers and oil paints held goods of the same 
descriptive properties as paints, varnishes, enamels, lacquers, waterproofing prod- 
ucts, and kindred materials, under 1905 Act. 


CourTs—E vidence—Judicial Notice 
Court takes judicial notice of widespread use of prefixes such as “Aluma” and 
“Alumi” in terms as indicating or suggesting the presence of aluminum. 


TRADE-MArKS—Marks Not Confusingly Similar—Particular Instances 
“Alumatone” held not confusingly similar to “Alumikote,” used on similar 
goods, under 1905 Act. 
Chatham Pharmaceuticals, Inc. v. Reserve Research Co., 159 F. 2d 869, dis- 
tinguished. 


APPEALS—Pleading and Practice—Record On Appeal 
Added material held not necessary and not to aid court in its decision, since 
only issue before it is confusing similarity of the marks and therefore cost of 
added material will be taxed against appellee. 


Appeal from Commissioner of Patents. 


Trade-mark opposition by Vita-Var Corporation against Alumatone 
Corporation. Applicant appeals from the decision sustaining notice of 
opposition. Reversed. 

Hugh N. Orr, for appellant. 


S. Michael Ress, for appellee. 


Before GARRETT, Chief Judge, and JACKSON, O’CONNELL, and JOHD- 
SON, Associate Judges. 


JACKSON, J.: 
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On February 16, 1944, appellant filed its application, serial No. 
474,264, to register its trade-mark “ALUMATONE,” as applied to 
“Ready Mixed Aluminum Paint, Primers and Oil Paints,” pursuant to the 
Trade-Mark Act of February 20, 1905. It was stated in the application 
that the trade-mark had been continuously used and applied to appel- 
lant’s goods in its business since August 1, 1939. 

The application was examined and passed for publication in com- 
pliance with Section 6 of the act, and published in the Official Gazette 
of January 9, 1945. 

Subsequent to the said publication, on Feburary 6, 1945, appellee, en- 
gaged in the business of manufacturing paints, varnishes, enamels, lac- 
quers, water-proofing products, and kindred materials, filed a notice of 
opposition to the registration of appellant’s mark. The notice of opposition 
relates only to the confusion in trade clause of Section 5 of the act, as 
a statutory ground for barring the right of appellant to register its mark. 

The notice of opposition was sustained and it was further adjudged 
by the Examiner of Interferences that appellant is not entitled to the 
registration sought. Upon appeal, the Commissioner of Patents affirmed 
the holding of the examiner, 76 USPQ 266. From that decision this 
appeal was taken. 

After the appeal had been duly perfected in this court and subsequent 
to the time when appellee could have elected further proceedings under 
the provisions of R.S. 4915, 35 U.S.C. 63, it filed a civil action against 
appellant in the District Court of the United States for the Southern 
District of California, Central Division, entitled Vita-Var Corp. v. Aluma- 
tone Corp., charging infringement of its registered mark, here involved, 
and praying for injunctive relief and an accounting for profits and 
damages. Appellant, answering, filed a counterclaim for a declaratory 
judgment holding appellee’s registration to be invalid, or, if it were 
found to be valid, to be not infringed by appellant. It is said that most 
of the documentary evidence and exhibits appearing in the Patent Office 
proceedings herein were also placed in evidence at that trial. 

The court, in its decision, 88 F. Supp. 214, 81 USPQ 330, ordered 
that the plaintiff take nothing by its complaint against the defendant; 
that the defendant take nothing by the counterclaim against the plaintiff ; 
and that neither side recover costs. 

The court in its decision on the evidence before it, concluded that 
there is dissimilarity in both sound and appearance of the marks of 
the parties; that both marks were coined words; and that no likelihood 
of confusion will arise from their concurrent use. The court noted that 
during the ten year period of concurrent use in the same territory no 
instances of confusion had been shown, nor was there any evidence of 
imitation of labels in any respect. 

No appeal was taken by either party from the decision of the district 
court and, therefore, the judgment became final. 
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Appellant’s brief herein was filed September 30, 1949, and prior to 
the filing date of the brief for appellee, February 27, 1950, a stipulation 
was entered into between counsel for the parties dated November 15, 
1949, addressed to this court wherein it was stipulated and agreed, upon 
consent of this court and the tribunals of the Patent Office, that the 
said decision rendered in the District Court of the United States he 
accepted as binding and that it be followed by this court and the Patent 
Office in their further rulings and decisions, so that appellee’s opposition 
would be withdrawn and appellant’s trade-mark duly registered. 

The tribunals of the Patent Office, of course, were without juris- 
diction to consent to the stipulation for the reason that they had no 
power to do so after the notice of appeal by appellant was filed and 
it is obvious that this court cannot be bound in its judgment by the 
terms of any such stipulation. 

Counsel for appellant, in their brief, while they rely on all of the al- 
leged errors set forth in their reasons of appeal, further contend that the 
judgment of the District Court in California should result in the applica- 
tion of the rule of res judicata here, stating that “appellant’s right to 
use its trade-mark has been affirmed by a decision which is final and 
conclusive as between the parties.” That particular statement is correct. 
However, there is a clear difference between the right to use a trade- 
mark and the statutory right to register the same. This court, in the 
case of Van Camp Sea Food Co. (Inc.) v. The Alexander B. Stewart 
Organizations, 18 C.C.P.A. (Patents) 1415, 50 F. (2d) 976, 9 U.S. Pat. 
Q. 541, noted its jurisdiction and function with respect to those two 
different rights. It was stated that: 


Under the statute our duties in reviewing decisions of the Commissioner of 
Patents in trade-mark cases are quite different from those of a district or 
circuit court of appeals in actions such as have been hereinbefore referred to. 
We determine the correctness of the commissioner’s ruling on the registrability 
of the trade-mark. The district and circuit courts of appeals, in the above cases, 
were not concerned with this question. Our jurisdiction involves the question 
of the right to register, while the jurisdiction in the cases above referred to 
involves the right to use. California Packing Corp. v. Tillman & Bendel, 17 
C.C.P.A. (Patents) 1048, 40 F. (2d) 108; B. F. Goodrich Co. v. Hockmeyer, 17 
C.C.P.A. (Patents) 1068, 40 F. (2d) 99. (Italics quoted). 


In the case of In re Isler, 33 C.C.P.A. (Patents) 791, 152 F. (2d) 
1002, 68 USPQ 198, we quoted from our decision in the case of In re 
Langsner, 31 C.C.P.A. (Patents) 785, 189 F. (2d) 512, 60 USPQ 186, 
as follows: 


Under the statute our jurisdiction is limited in cases of this character to a 
review of “the evidence produced before the commissioner,” and our revision 
must be “confined to the points set forth in the reasons of appeal” Section 4914 
R.S. (U.S.C., title 35, sec. 62). 


Obviously we may not, in deciding this case, consider facts affecting its 
merits occurring after appellant’s appeal was taken. 
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to While the Isler and Langsner cases, supra, were ex parte in their 
ion character, nevertheless, in trade-mark opposition proceedings we are 
15, just as surely “confined to the points set forth in the reasons of appeal” 
on as we are in other cases. 

the It appears to us that what was said in the case of Meuer et al. v. 
be Schellenger, 26 C.C.P.A. (Patents) 1430, 104 F. (2d) 949, 42 USPQ 78, 
ent is apposite here. 

ion 


Since we are bound, in this jurisdiction, by the record as made before the 
tribunals of the Patent Office, we can give no consideration to the decision of 
ris- the Circuit Court of Appeals above cited, made on a different record. 


Obviously, we may not, in deciding this case, consider facts affecting 


we its merits in a different cause of action brought after this appeal had 
the | een perfected. Therefore, we hold that the contention of counsel for 
appellant that the doctrine of res judicata should be applied is improper 
al- and that appeals such as this are here to be decided on their merits, as 
the they always have been by this court, upon the alleged errors appearing 
wl in the reasons of appeal based on the record in the Patent Office. 
to Testimony was taken by both parties and a great number of paper 
~ exhibits, including folders, circular letters, catalogues, labels, invoices, 
om and the like, were received in evidence. Briefs were filed and both 
he parties were represented at the hearing before the Examiner of 
wn Interferences. 
at. | It appears that appellant employs its mark on several types of paint, 
— | including a ready-mixed, prepared aluminum paint which is dispensed 
in a single container ready for use by the consumer, and the paint of 
appellee comprises coloring matter and a carrier or liquid portion thereof 
placed in separate containers which must be mixed before being used. 

For the reason that the paint products of the parties to which their 
marks are applied are competitive, we are of opinion that they possess 
the same descriptive properties, as was held by the tribunals of the 
Patent Office. 

We also agree, as was held below, that the respective prefixes 
“ALUMA” and “ALUMI,” while not words of speech, are clearly sug- 
gestive of the presence of aluminum in the paints sold by the parties, 
but those two expressions, in our opinion, constitute the only similarity 

d) in appearance and sound in the trade-marks. The marks, taken as a 
re whole, do not look alike, nor sound alike, nor have they the same or 
86, similar meaning. Certainly, the last syllable “TONE” and “KOTE” are 


clearly and distinctly different in appearance, in sound, and in any 
meaning that may be attached to such syllables. 

We think we may take judicial notice of the widespread use of terms 
indicating or suggesting the presence of aluminum, such as “ALUMA” 
and “ALUMI.” Therefore, it necessarily follows that we must hold such 
and similar expressions to be in the public domain. Because, in our 
judgment, the last syllables of the marks of the parties are so distinctly 
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different, as hereinbefore noted, and the marks considered as a whole 
differ in appearance, sound and meaning, it necessarily follows that we 
reverse the decision of the commissioner and hold that the mark of 
appellant is entitled to registration. 

The commissioner, in his opinion, cited the case of Chatham Phar. 
maceuticals, Inc. v. Reserve Research Co., 34 C.C.P.A. (Patents) 886, 
159 F. (2d) 869, 72 USPQ 507, as being pertinent to its holding here, 
The issue in that case arose between the trade-marks “ALUMINOID” 
and “ALOLOID.” In affirming the decision of the tribunals of the Patent 
Office sustaining the opposition to the registration of the mark “ALU- 
MINOID,” we held that that mark was confusingly similar to the op- 
poser’s registered mark “ALOLOID,” as applied to goods of the same 
descriptive properties. 

While we have stated many times and reiterate here, that the citing 
of decisions in trade-mark cases is of little value in subsequent litigation, 
we would point out with respect to the respective marks in the Chatham 
case, supra, that their concurrent use on goods of the same descriptive 
properties would certainly and inevitably be likely to cause confusion 
in the minds of purchasers for the reason that the first syllable and 
the last syllable are identical, the only difference between the marks 
being in the sound and appearance of the second and third syllables 
of “ALUMINOID” and the second syllable of ““ALOLOID.” Those marks 
not only look alike to one who is not particularly interested in scrutinizing 
them, but they sound alike and if any meaning is to be attached to 
them, it must be that the products of the parties to which the marks are 
applied comprise aluminum in some form or another. Therefore, we 
are not in accord with the decision of the commissioner in holding that 
the decision in the Chatham case, supra, is pertinent here. 

A motion by appellee to correct diminution of the record was allowed 
subject to taxation of costs for the additional printed matter. For the 
reason that the only issue before us here is confusing similarity of the 
marks, as before set out, we find that the added material was not neces- 
sary nor did it aid us in our decision. The cost of the added material 
will, therefore, be taxed against appellee. 

For the reasons hereinbefore set out the decision of the Commissioner 
of Patents is reversed. 


O’CONNELL, J., specially concurring. 


The issue hereinbefore considered and determined by this court was 
previously litigated and determined by the judgment of the District Court 
for the Southern District of California in an infringement suit, 83 F. 
Supp. 214, 81 USPQ 330. 

The court has merely appropriated the findings of the infringement 
suit and substituted them here as a ground of reversal for the original 
findings of the Patent Office. 
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The court at the same time asserts, however, that the findings of 
the District Court are out of the question and are not res judicata because 
the appellant has not included them in the reasons of appeal. The precise 
point was raised prior to the turn of the century and squarely overruled 
by the Court of Appeals for the District of Columbia from whom we 
subsequently derived our jurisdiction. In re Drawbaugh, 9 App. D. C. 219. 


The Court of Customs and Patent Appeals has also promulgated 
the rule that it will apply the appropriate law to the facts in a given 
case on appeal, even though in so doing it is necessary for the court to 
pass upon questions not considered by the tribunals of the Patent Office 
and not raised by the reasons of appeal. The Coschocton Glove Company 
y. Buckeye Glove Company, 24 C.C.P.A. (Patents) 1338, 1343, 90 F. 
2d 660, 664, 34 USPQ 64, 67. 


This court on the same point has also held that the stipulation of 
the parties is binding upon the court in the disposition of a pending 
appeal, although the subject matter of the stipulation was not and, as in 
the instant case, could not have been raised by the reasons of appeal. 
Stanco Incorporated v. Waverly Petroleum Products Company, 35 
C.C.P.A. (Patents) 1195, 168 F. 2d 319, 78 USPQ 22. 


The court has by its decision here incidentally perpetuated the long but 
polite and famous controversy between this court and the distinguished 
courts of California relative to the binding effect of their respective 
judgments. In that series of repetitious litigation this court rendered the 
decision, among others, in the case of Van Camp Sea Food Co. (Inc.) 
v. The Alexander B. Stewart Organizations, 18 C.C.P.A. (Patents) 1415, 
50 F. 2d 976, 9 U. S. Pat. Q. 541. 


There this court in one paragraph of its opinion pointed to the limita- 
tions with which its power was circumscribed, and in another para- 
graph sought to overrule not only the judgment of the District Court 
of Southern California but also a similar judgment of the United States 
Circuit Court of Appeals. Ex parte Westgate Sea Products Co., 84 USPQ 
368; Derenberg’s work on Trade-Mark Protection and Unfair Trading, 
1986, pages 693-695. 


The Commissioner of Patents when confronted with those conflicting 
decisions has considered himself governed by the decisions of the Court 
of Customs and Patent Appeals. Ex parte Westgate Sea Products Co., 
supra. However, he has recently and properly rejected the judgment of 
this court in favor of a judgment of the Circuit Court of Appeals, Fourth 
Circuit, rendered in an infringement suit, which determined an identical 
issue of fact subsequently involved in an application for the registration 
of a trade-mark. The Coca-Cola Company v. Santa Cola Company, 85 
USPQ 426. 


Documents supported by the oral evidence of witnesses in a suit for 
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infringement ordinarily delineate the issue in a stronger and clearer 
light than is produced merely by the papers themselves in an opposition 
proceeding. 


In other words, findings of fact derived from what might be called 
conference table consideration are not as a rule clear cut and complete 
like the findings of fact based upon additional extrinsic evidence pro- 
duced in open court by recourse to the market place and the consuming 
public. Philadelphia Inquirer Co. v. Coe, 183 F. 2d 385. 


There is however no basis for the obvious presumption asserted in 
the reversal of the tribunals of the Patent Office that the marks here in 
issue, “Alumatone” and “Alumikote,” taken as a whole, do not look 
alike, nor sound alike, nor do they have the same or similar meaning. 
The tribunals of the Patent Office in the determination of the instant 
case relied upon the doctrine of this court expressed in the case of 
Chatham Pharmaceuticals, Inc. v. Reserve Research Co., 34 C.C.P.A. 
(Patents) 886, 159 F. 2d 869, 72 USPQ 507. The issue in that case 
involved the trade-marks “Aluminoid” and “Aloloid” and this court, 
the late Judge Hatfield writing the opinion, held that such marks were 
confusingly similar when used on goods of the same descriptive 
properties. 

Some courts have been most liberal toward the applicant in construing 
the mandate of the statute relative to the registration of marks challenged 
as confusingly similar. Courts whose judges were subsequently ap- 
pointed to the Bench of the Supreme Court of the United States, how- 
ever, have not hesitated in a proper case to extend the protection of the 
statute to the prior owner of a valid mark whose rights were invaded 
by the action of a newcomer. Philadelphia Inquirer Co. v. Coe, supra; 
Smith v. Dental Products Co., 140 F. 2d 140, certiorari denied, 322 
U.S. 7438. 


Other fallacies in the position taken by the court in the disposition 
of this appeal are disclosed by the following opinion prepared and sub- 
mitted months ago with the view that it would be adopted as the majority 
opinion. 

This is an appeal from the decision of the Commissioner of Patents, 
76 USPQ 266, affirming that of the Examiner of Interferences who 
sustained appellee’s opposition to the registration of appellant’s mark 
“Alumatone” on the ground that, upon the facts presented by the testi- 
mony of both parties in the form of depositions, registration of that 
mark would be likely to cause confusion in trade by reason of appellee's 
prior use and registration of its mark “Alumikote.” 

The goods with which the contested marks are used are practically 
identical and consist of aluminum paints. However, appellant’s product 
is ready mixed; appellee’s is not. 
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Appellant before taking this appeal filed a petition in the Patent 
Office for a rehearing contending broadly that the decision rendered by 
the Commissioner of Patents was not supported by the facts of record 
and again urging that the two marks are clearly different in sound, 
appearance, and meaning. The commissioner denied the petition and fully 
set for the reasons for such denial, 76 USPQ 617. 

Thereafter and while this appeal was pending, appellee instituted an 
action against appellant in the District Court for the Southern District 
of California alleging infringement of the mark “Alumikote” and unfair 
competition in relation to it. Appellee there asked for injunctive relief, 
together with an accounting for profits and damages, on the basis that 
appellant’s mark “Alumatone” was confusingly similar in sound, ap- 
pearance, and meaning to appellee’s mark “Alumikote.” Appellant filed 
a counterclaim and demanded damages and costs. Appellant’s counter- 
cdaim, among other things, was for a declaratory judgment that appellee’s 
involved registration of ‘‘Alumikote” is invalid, or if not invalid, not 
infringed. 

The cause was tried, argued, and submitted. Thereafter the court 
adjudged that appellant’s counterclaim therein be dismissed, that the 
parties to the action were entitled to no damages from each other, and 
that neither side was to recover costs. Vita-Var Corp. v. Alumatone 
Corp., 83 F. Supp. 214, 81 USPQ 330. 

The District Court in rendering judgment against appellee, based its 
conclusions of law on specific findings of fact distinctly set forth in the 
oficially reported opinion of that court and therein summarized as 
follows: 


The fundamental problem here arises from the alleged similarity between 
“Alumikote,” the trade-mark of the plaintiff, and “Alumatone,” the mark of 
the defendant. 


The evidence before me compels the conclusion that there is such dissimil- 
arity in the sound and appearance, (“oral and visual,” to use the terms of the 
plaintiff), and in the meaning of the coined words and in the products to which 
they apply, that there is no likelihood that confusion will arise from their use. 
More, no instances of confusion are shown to have arisen during the ten-year 
period of concurrent use in the same territory. Nor is there any evidence of 
imitation of labels either as to design, color or other distinctive characteristics 
used to identify the products. ***On the contrary, the defendant’s labels carry 
their own distinctive designs originated by its printers in entire ignorance of 
the plaintiff’s mark or label. *** 


Appellant alleges in its brief, and the statements have not been 
denied by appellee, that most of the documentary evidence and exhibits 
introduced in the opposition proceeding in the Patent Office were also 
Dlaced in evidence at the trial, and that the evidence included also the 
testimony of witnesses given in open court. There is no reference in the 
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decision of the District Court, however, as to the concurring decisions 
of the examiner and the Commissioner of Patents which had been pre. 
viously rendered by them relative to the question of fact as to the 
confusing similarity of the marks decided adversely to appellant jn 
the proceedings in the Patent Office. 


Following the judgment by the District Court, appellant and appellee 
entered into a stipulation whereby the respective parties mutually ac. 
cepted the described judgment not only as binding upon them and con- 
clusive as to their respective rights to the use of their trade-marks but 
also as controlling of the issue presented to this court. The stipulation, 
dated November 15, 1949, among other things, further provided: 


Now, therefore, it is hereby stipulated and agreed, this Honorable Court and 
the Patent Office tribunals consenting that the said decision of the District 
Court of the United States for the Southern District of California, Central 
Division be accepted as binding upon and that it be followed by this Court and 
the Patent Office tribunals in their further rulings and decisions in these pro- 
ceedings, all to the end result that appellee’s opposition be withdrawn and 
appellant’s trade-mark, heretofore allowed and passed to publication by the 
Patent Office, be duly registered. (Italics supplied) 


The foregoing stipulation was not accepted by the Patent Office which 
lost jurisdiction over the subject matter of the appeal pending its dis- 
position by this court. In re Allen, Jr., 28 C.C.P.A. (Patents) 792, 115 


F. 2d 936, 47 USPQ 471. The stipulation is not binding upon this court 
because of the public interest with reference to the registration of a 
trade-mark. Schering & Glatz, Inc. v. Sharpe & Dohme, Inc., 32 C.C.P.A. 
(Patents) 827, 146 F. 2d 1019, 64 USPQ 394. 


Such a stipulation was accepted as binding upon this court in a 
pending appeal, however, where the trade-mark was abandoned and 
the application for its registration withdrawn after the appeal was 
taken here. Stanco Inc. v. Waverly Petroleum Products Co., 35 C.C.P.A. 
(Patents) 1195, 168 F. 2d 319, 78 USPQ 22. 


Appellant contends that the question or fact here involved has been 
put in issue and directly determined by a court of competent jurisdic- 
tion; that the issue is therefore res judicata, and that this court is 
estopped from consideration of the appeal by the previous judgment of 
the District Court, copy of which, together with the court’s findings, 
is attached to the stipulation hereinbefore described. 


A right, question or fact distinctly put in issue and directly deter- 
mined by a court of competent jurisdiction as a ground of recovery 
cannot be disputed but must be taken as conclusively established in 4 
subsequent suit between the same parties, even if the second suit is 
for a different cause of action, so long as the judgment in the first 
suit remains unmodified. Southern Pacific Railroad v. United States, 
168 U. S. 1. 
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The Supreme Court in the cited case stated the rule hereinbefore 

described and gave the following explanatory reason therefor: 


This general rule is demanded by the very object for which civil courts have 
been established, which is to secure the peace and repose of society by the 
settlement of matters capable of judicial determination. Its enforcement is 
essential to the maintenance of social order; for, the aid of judicial tribunals 
would not be invoked for the vindication of rights of person and property, if, 
as between parties and their privies, conclusiveness did not attend the judg- 
ments of such tribunals in respect of all matters properly put in issue and 
actually determined by them. 


The doctrine was also fully considered and determined by the Supreme 
Court in the cases of Nesbit v. Riverside Independent District, 144 U.S. 
610, 618, and Commissioner v. Sunnen, 333 U. S. 591, 598. In the case 
last cited, the late Mr. Justice Murphy, having explained the recognized 
meaning and scope of res judicata, a doctrine judicial in origin, stated 


*** Once a party has fought out a matter in litigation with the other party, 
he cannot later renew that duel. In this sense, res judicata, is usually and more 
accurately referred to as estoppel by judgment, or collateral estoppel. See 
Restatement of the Law of Judgments, 66, 68, 69, 70; Scott, “Collateral Estoppel 
by Judgment,” 56 Harv. L. Rev. 1. 


* * * 


*** That principle is designed to prevent repetitious lawsuits over matters 
which have once been decided and which have remained substantially static, 
factually and legally.*** 


The Supreme Court of the United States, the various federal district 
courts, and circuit courts of appeal are courts of competent jurisdiction 
wherein the doctrine of res judicata, or estoppel by judgment, is en- 
forced. Certain of those courts on occasion have refused, however, to 
abide by the decisions of the Court of Customs and Patent Appeals on 
the alleged ground that this court is an administrative tribunal but 
not a court of competent jurisdiction. 


That question was distinctly put in issue and directly determined to 
the contrary in the recent case of Chase v. Coe, 74 App. D. C. 152, 122 F. 
2d 198, 49 USPQ 590. There counsel for the appellant urged the Court 
of Appeals for the District of Columbia to ignore the previous decision 
of the Court of Customs and Patent Appeals on the ground that our 
court is an administrative court whose decisions are binding upon the 
Commissioner of Patents but not upon other courts of competent juris- 
diction in a subsequent proceeding under R.S. § 4915, 35 U.S.C. § 63. 


The Court of Appeals for the District of Columbia in overruling 
that contention, in holding that the involved issue was res judicata, and 
in deciding that the appellant was therein estopped by the previous 
decision of the Court of Customs and Patent Appeals, Chief Justice 
Groner, delivering the opinion for the court, stated: 
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The ingenious argument of counsel in this respect is well done, but we are 
unable to find any legal or logical basis on which to sustain it. We think, as we 
have said in our former opinions, that the decision of the Court of Customs and 
Patent Appeals, after submission of the case to it without protest, is conclusive 
as to all the matters adjudicated by it. The anomalous procedure of a new 
appeal through an equity proceeding never was intended and, as we have 
already suggested, would defeat the purpose of the 1927 amendment to R.S, 
§ 4915, which was to limit resort to that section to cases in which the option 
to go to the Court of Customs and Patent Appeals had not been availed of. 


In this connection see also Jensen v. Lorenz, 68 App. D. C. 39, 92 
F. 2d 992, 34 USPQ 318, certiorari denied, 302 U. S. 751; Hemphill y, 
Coe, 74 App. D. C. 123, 121 F. 2d 897, and McBride v. Coe, 50 F. Supp. 
286, 58 USPQ 650, together with the numerous authorities therein 
cited and discussed. 


The doctrine of res judicata, or estoppel by judgment, has been 
applied by the Court of Customs and Patent Appeals in a second suit 
where the first judgment was rendered by this court. In re McKee, 25 
C.C.P.A. (Patents) 1064, 96 F. 2d 294, 37 USPQ 532; Winkelmann vy. 
Calvert, 33 C.C.P.A. (Patents) 1206, 154 F. 2d 1012, 69 USPQ 406. 


This court has overruled the doctrine, however, where the previous 
judgment relied upon as a ground of recovery in the second suit was 
rendered by a federal court other than our own. Van Camp Sea Food 
Co., Inc. v. Westgate Sea Products Co., 18 C.C.P.A. (Patents) 1311, 
48 F. 2d 950, 9 U.S. Pat. Q. 417; Van Camp Sea Food Co. (Inc.) v. The 
Alexander B. Stewart Organizations, 18 C.C.P.A. (Patents) 1415, 50 
F. 2d 976, 9 U.S. Pat. Q. 541. 

Notwithstanding the stipulation hereinbefore set forth, appellee, citing 
Van Camp Sea Food Co. v. The Alexander B. Stewart Organizations, 
supra, contends, amiably but vigorously, that while the judgment of 
the District Court is entitled to great respect, such judgment is to 
be regarded here merely as persuasive, but by no means conclusive, and 
should be ignored. 

In here seeking to have the court redetermine the precise question 
of fact previously determined by the District Court of California, appellee, 
contends, in detail, that the involved marks are confusingly similar in 
sound, appearance, and meaning and urges that the earlier and con- 
curring decisions of the tribunals of the Patent Office holding that the 
marks are confusingly similar should be herein affirmed. 

The case of Van Camp Sea Food Co. v. The Alexander B. Stewart 
Organizations, supra, upon which appellee relies, discloses that this court 
there rejected the doctrine of res judicata, or estoppel by judgment, 
reviewed certain findings of fact and the final judgment of the United 
States District Court for the Southern District of California, as well 
as the Circuit Court of Appeals, and not only refused to be bound thereby 
but also reached a directly opposite result. 
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The basis for such action on the part of this court was not predicated 
upon the ground that this court and the federal courts of California 
were not courts of competent jurisdiction, nor upon the ground that 
the question previously distinctly put in issue and directly determined 
by them was not substantially the same issue that was subsequently 
presented to this court for decision. Those two factors in both cases 
and in both courts were acknowledged to exist therein. 


The basis for such action, as stated in the opinion of this court in 
the case relied upon here by appellee, was that in reviewing the de- 
cisions of the Commissioner of Patents in trade-mark cases “Our juris- 
diction involves the question of the right to register,” while the 
jurisdiction of such courts as the United States District Court and of 
the Circuit Court of Appeals for California under R. 8. 4915 “involves 
the right to use.” The long array of repetitious litigation with which 
the cited case of our court has been identified for approximately a 
quarter of a century, and which is still being carried on, was partially 
reviewed in the recent case of Ex parte Westgate Sea Products Co., 
84 USPQ 368. See also Derenberg’s work on Trade-Mark Protection and 
Unfair Trading, 1936, pages 693-695. 


The registration of a trade-mark confers only procedural advantages 
and does not enlarge the registrant’s substantive rights. Armstrong Co. 
v. Nu-Enamel Corp., 305 U. S. 315, 324. The foundation of the right 
to register is user; that is, the previous and continuous use of a valid 
trade-mark in commerce among the several States, or with foreign na- 
tions, or with Indian tribes. Section 2, Trade-Mark Act of 1905; Beck- 
with v. Commissioner of Patents, 252 U. S. 538, 545. 

Moreover, Mr. Chief Justice Taft in the case of Baldwin Co. v. 
Robertson, 265 U. S. 168, 179, explicitly held, as far back as May 26, 
1924, “that the assimilation of the practice in respect of the registra- 
tion of trademarks to that in securing patents as enjoined by § 9 of 
the Trade Mark Act makes § 4915, Rev. Stats., providing for a bill in 
equity to compel the Commissioner of Patents to issue a patent, appli- 
cable to a petition for the registration of a trade-mark when rejected 
by the Commissioner. American Steel Foundries v. Robertson, 262 U. S. 
209; Baldwin Co. v. Howard Co., 256 U. S. 35, 39; Atkins & Co. v. Moore, 
212 U. S. 285, 291.” 


Appellee’s argument in support of its position on the point in question 
is purely technical. Discriminatory distinctions with respect to matters 
of form which result in repetitious litigation are discouraged in law 
not only by the recognized rule of the Supreme Court hereinbefore 
described but also by the Trade-Mark Act of 1946, which specifically 
provides: 


Sec. 87, In any action involving a registered mark the court may determine 
the right to registration, order the cancellation of registrations, in whole or in 
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part, restore canceled registrations, and otherwise rectify the register with 
respect to the registrations of any party to the action. Decrees and orders shall 
be certified by the court to the Commissioner, who shall make appropriate entry 
upon the records of the Patent Office, and shall be controlled thereby. (Italics 
supplied.) 


The question of the right to register and the right to use, which may 
involve different causes of action, does not control the disposition of 
the case at bar where the facts supporting the opposition proceeding 
were substantially the same as the facts which supported the suit for 
infringement. See Seven Up. Co. v. Cheer Up Sales Co., 148 F. 2d 909, 
65 USPQ 237; General Finance Loan Co. v. General Loan Co., 163 F. 2d 
709, 712; Best & Co., Inc. v. Miller, 167 F. 2d 374, certiorari denied, 
335 U. S. 818; Sunbeam Corporation v. Sunbeam Furniture Corp. et al., 
85 USPQ 58, 61. 

The suggestion has been made that even though the issue on appeal 
has become res judicata since the appeal was taken, the court is without 
jurisdiction to consider the question because under R. S. § 4914 our 
jurisdiction is limited to a review of the evidence produced before the 
commissioner and our revision of the decision appealed from must be 
confined to the points set forth in the reasons of appeal. 

Our jurisdiction in trade-mark appeals, it should be here noted, is 
that formerly vested in the Court of Appeals for the District of Columbia, 
now the United States Court of Appeals for the District of Columbia 
Circuit. Macleay Duff (Distillers), v. Frankfort Distillers, Inc., 29 C.C. 
P.A. (Patents) 1160, 129 F. 2d 695, 54 USPQ 2538. 

In the case last cited, this court readily recognized the elementary 
rule of law that a point challenging the jurisdiction of a court to con- 
sider an appeal may be raised at any stage of the proceeding; that no 
formal motion need be made to dismiss the appeal on the ground that 
the court has no jurisdiction to entertain the appeal; that the matter 
of jurisdiction may be urged merely in the brief of a party, “and 
furthermore the court sua sponte may and should, if it be apparent it 
has no jurisdiction under the plain provisions of law, as it appears in 
this case, dismiss the appeal.” 

Moreover, the point in question has been squarely decided to the 
opposite effect in the case of In re Drawbaiugh, 9 App. D. C. 219, 
wherein it was held not only that the Commissioner of Patents but also 
the Court of Appeals for the District of Columbia was bound to take 
judicial notice of the final judgment of a court of competent jurisdiction, 
regardless of the reasons of appeal, and that recourse to the officially 
reported opinion of the court may be had in determining what facts 
were put in issue and directly determined by the judgment. 

United States courts of appeals, including the Supreme Court of 
the United States, take judicial notice, without plea or proof, of the 
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fndings of fact and the conclusions of law of the judicial opinions or 
decisions, in law and in equity, not only of their own courts but also 
of the courts of the several states and territories and of other courts 
of the United States. Pennington v. Gibson, 16 How. 65, 57 U.S. 65; 
Atlantic Fruit Co. v. Red Cross Line, 5 F. 2d 218; Hutchins v. Pacific 
Mut. Life Ins. Co. of California, 97 F. 2d 58, 59; Kirk v. Squier, 150 
F. 2d 3, 5. 


Where no opinion was written or officially published in the case 
whose judgment is relied upon as a ground of estoppel, a different situa- 
tion is presented, and a different rule of procedure is involved since 
additional evidence is required in bringing the matter not only within 
the jurisdiction of this court but also to the attention of the tribunals 
of the Patent Office. In re Langsner, 31 C.C.P.A. (Patents) 785, 139 F. 
29d 512, 60 USPQ 186; In re Isler, 33 C.C.P.A. (Patents) 791, 152 F. 
29d 1002, 68 USPQ 198. See also Van Camp Sea Food Co. (Inc.) v. The 
Alexander B. Stewart Organizations, supra. 


No case presenting precisely the same situation that is here pre- 
sented has been cited by appellant in support of its position. Appellant 
has submitted two cases, however, as illustrative of the prevailing prac- 
tice in the Patent Office relative to the application in a pending appeal 
of the doctrine of res judicata, or estoppel by judgment. 


The obligation of the Commissioner of Patents in a pending appeal 
to abide by a previous decision of the United States District Court for 
the Southern District of California based on the finding of fact estab- 
lished in an infringement suit, that the involved marks were confusingly 
similar, was recognized and applied by the commissioner in denying 
registration of the applicant’s mark which was there involved. The Coca- 
Cola Company v. Los Angeles Brewing Co., 46 USPQ 553. 


The decision of the Commissioner of Patents in the case of Nion 
Corporation v. Burroughs Wellcome & Co., (U.S.A.), Inc., 68 USPQ 113, 
is also pertinent. The party Burroughs Wellcome & Co. took no appeal 
there from the commissioner’s decision, awarding priority to the party 
Nion and holding it was entitled to the registration of the trade-mark 
“Avicap,” but filed an action under R. S. § 4915 in the United States 
District Court for the Southern District of California. 


The suit in equity just described resulted in a judgment that Bur- 
roughs Wellcome & Co. was entitled to the award of priority and the 
commissioner was thereby authorized and directed to grant such registra- 
tion, 65 USPQ 511. From that judgment, the party Nion did not appeal 
hut allowed the decree to become final. Thereafter Nion petitioned the 
commissioner to ignore the judgment of the District Court. In denying 
the petition, the commissioner stated that the petitioner, having failed to 
appeal from the decision of the District Court for the Southern District 
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of California was bound thereby, and so was the Commissioner of Pa. 
tents, citing Gandy v. Marble, 122 U. S. 482. 


The Commissioner of Patents in a recent ex parte proceeding in. 
volving an application for the registration of a trade-mark was faced 
with the dilemma of electing there between the conflicting judgments 
previously rendered on one of the points in issue by the Court of 
Customs and Patent Appeals on the one hand, and the Circuit Court of 
Appeals, Ninth Circuit, including the southern district of California, on 
the other hand. The commissioner recognized his predicament but elected 
to reject the involved application by reason of the adverse decision by 
this court on the point in question. Ex parte Westgate Sea Food Co., 
supra. From that decision by the commissioner, no appeal has been 
taken by the applicant to this court under the provisions of R. 8. § 4911, 
85 U.S.C. § 59a, and its time to appeal here has expired. 


Appellee was not only completely defeated in the District Court for 
the Southern District of California but also failed to take an appeal from 
the judgment thereof to the Circuit Court of Appeals. That tribunal 
would not have been bound by the judgment of the District Court and 
the concurring decisions of the examiner and the Commissioner of Pa- 
tents would have been there entitled to special consideration. Morgan v. 
Daniels, 1538 U. S. 120; Safeway Stores, Inc. v. Dunnell, 172 F. 2d 649, 
80 USPQ 115. 


In view of the fact that appellee did not appeal from the judgment 
of the District Court which held that appellant’s trade-mark was not 
confusingly similar to that of appellee, the judgment to that effect became 
final. The issue as to the confusing similarity of the marks raised in 
this court by appellant’s reasons of appeal has thus become res judicata 
since the taking of the appeal. 


Accordingly, this court may either dismiss and remand the case, 
thereby disposing of the appeal before this court and restoring the 
jurisdiction of the Patent Office to take further action in accordance 
with law or, preferably, this court may reverse the decision appealed 
from on the ground that the controlling issue has become res judicata, 
thereby directly effecting the action of the Commissioner of Patents 
with respect to appellant’s right to the registration of its trade-mark. 


For the reasons hereinbefore stated, the decision of the Commissioner 
of Patents should be reversed. 
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GENERAL FOODS CORPORATION v. BEU 
No. 4634—U.S.D.C.W.D.N.Y.—July 18, 1950 


Courts—Preliminary Injunctions—Particular Instances 
UNFAIR COMPETITION—Scope of Relief—Particular Instances 
Plaintiff held entitled to preliminary injunction restraining defendant and his 
counsel from directly or indirectly disclosing to any person, firm or corporation 
the aroma or ester recovery process developed by plaintiff’s employees, disclosed to 
Court in camera on hearing of motion, in presence of defendant and his attorneys. 
Preliminary injunction order shall not restrain defendant or his attorneys from 
taking steps required in Patent Office to advance defendant’s application for 
patent relating to method for recovering esters and other volatile components, 
but disclosures of said application shall not be revealed by the defendant, his 
attorneys or counsel, directly or indirectly, outside the Patent Office, during 
pendency of suit. 
Courts—Preliminary Injunctions—Pleading and Practice 
Preliminary injunction order restraining defendant and his counsel from dis- 
closing secret process shall contain statement that reason for its issuance is that 
disclosure of plaintiff’s process during pendency of suit will result in irreparable 
injury to plaintiff and render futile the purpose of this suit. 
Plaintiff required to file $5,000 bond and date fixed for trial. 
Unfair competition suit by General Foods Corporation against Eric Richard 


Beu. Plaintiff’s motion for preliminary injunction granted. 
Harris, Beach, Keating, Wilcox & Dale (Nicholas E. Brown of 
counsel) of Rochester, N. Y., for plaintiff. 


Austin W. Erwin and Austin W. Erwin, Jr., of Geneseo, N. Y. (Harold 
E. Stonebraker, of Rochester, N. Y., of counsel) for defendant. 


BURKE, D. J.: 


Plaintiff’s motion for preliminary injunction is granted. The plaintiff 
may have an order restraining the defendant, Austin W. Erwin, Austin 
W. Erwin, Jr., and Harold E. Stonebraker from directly or indirectly 
disclosing to any person, firm or corporation, the aroma or ester recovery 
process developed by employees of the plaintiff, which was disclosed to 
the Court in camera on a hearing of this motion in the presence of the 
defendant, his attorneys and counsel. The order shall not restrain the 
defendant, his attorneys or counsel from taking such steps in the Patent 
Office as are required to advance the defendant’s application for a patent 
fled on or about June 16, 1950, relating to a method for recovering 
esters and other volatile components, but the disclosures of the said 
application shall not be revealed by the defendant, his attorneys or 
counsel, directly or indirectly outside the Patent Office during the pen- 
dency of this suit. The order shall contain a statement that the reason 
for its issuance is that a disclosure of the plaintiff’s aroma or ester 
recovery process during the pendency of this suit will result in irrepar- 
able harm and injury to the plaintiff and will render futile the purpose 
of this suit. In accordance with Rule 65 (c) of the Federal Rules of 
Civil Procedure, the plaintiff shall file a bond for $5,000. The time for 
trial of the action is hereby fixed as September 25, 1950. 
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MONT-O-MIN SALES CORPORATION v. WYETH, 
INCORPORATED 


No. 5634—U.S.D.C.W.D.Mo.—July 14, 1950 


TRADE-MARKS—Registrability—Disclaimers 

On facts of record, disclaimer in application held insufficient in view of 

change in goods in connection with which mark is used. 
Suits UNDER R. S. 4915—Pleading and Practice—General 

Suit under R.S. 4915 is a trial de novo at which every issue as to registrability 
of proposed mark is before Court for consideration and determination. 

Court is not limited to questions presented by notice of opposition and issues 
framed by parties, in suit under R.S. 4915, but may investigate registrability 
of plaintiff’s mark generally under the statute. 

Plaintiff (applicant) has burden of establishing compliance with the statute 
entitling it to registration. 

TRADE-MArKS—Registrability—A pplication 

Three essential parts of application for registration of trade-mark are: (1) 
description of goods and manner in which mark is used in connection with them; 
(2) drawing; and (3) specimens or facsimilies of mark as actually used. 

The particular description of goods or services, for which trade-mark is pro- 
posed to be registered, must be stated definitely in application. 

Under trade-mark registration act, exclusive use of registered trade-mark is 
limited to description of goods in application. 

By filing application for registration of trade-mark, owner manifests intent 
to continue production of goods or services for which mark is registered. 

TRADE-MARKS—Acquisition of Rights—General 

Mere fact that one person has adopted and used trade-mark on his goods does 
not prevent adoption and use of same mark by others on articles of different 
description. 

SuITts UNDER R.S. 4915—Basis of Relief—General 

Only by filing proper application in Patent Office and proof of compliance 
with statute, can plaintiff in 4915 suit establish right to decree directing registra- 
tion of trade-mark. 

There is no provision of law for allowance of amendments, deletions, or 
additions by Court in 4915 suit or for consideration of right to register other 
than upon application as filed in Patent Office and proof adduced before Court. 

On facts of record, held that an hiatus exists between description of goods 
in application as filed and plaintiff’s proofs as to goods upon which mark is now 
used; and therefore to decree that plaintiff is entitled to registration sought would 
be to decree a misdescription of the goods upon which mark is now used. 

On facts of record, plaintiff held to have failed to establish its compliance 
with provisions of trade-mark act. 

TRADE-MARKS—A bandonment—General 

Trade-mark rights may be lost by changing ingredients of product to which 
it is applied, under such circumstances that its use on changed product would 
result in deception. 

TRADE-MARKS—Registrability—General 

Court in 4915 suit should not compel Patent Office to grant registration where 

courts would decline to protect mark even if registered. 
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Suit under R.S. 4915 by Mont-O-Min Sales Corporation against 
Wyeth, Incorporated to compel issuance of trade-mark registration. Judg- 
ment for defendant (opposer) dismissing complaint. 


Matthews, Kelley, Matthews & Delehant (John J. Delehant, Jr., of 
counsel), of Omaha, Neb. and John J. Gillis, of Kansas City, Mo., for 
Plaintiff. 


Dudley Browne, of New York, N.Y. and Abraham E. Margolin, of 
Kansas City, Mo., for Defendant. 


RwcE, D. J.: 


This action, instituted by plaintiff under Section 35 U.S.C.A. 63, seeks 
a declaration by the Court that plaintiff is entitled to registration of 
the trade-mark “MONT-O-MIN”; pursuant to an application filed for 
that purpose in the Patent Office under Serial No. 496,392. In an 
opposition proceeding before the Patent Office, the Examiner of Inter- 
ferences found that the marks, “MONT-O-MIN” and “MORRAMIN” 
bear such near resemblance as to be likely to give rise to confusion in 
trade or deception to purchasers when applied concurrently to the prod- 
ucts of the parties here. On appeal, the Commissioner of Patents af- 
frmed the decision of the Examiner, and registration of the notation 
“‘MONT-O-MIN” as a trade mark was denied. 

In its application for registration of trade-mark, plaintiff alleged 
that it had adopted and used the name “MONT-O-MIN” in connection 
with “vitamin and mineral capsules and tablets” produced and sold by 
it since the year 1944. In the specimen and drawing of its mark sub- 
mitted with said application, it is revealed that said notation was then 
used by plaintiff in connection with its goods, and was presented to the 
Patent Office for registration in the following form: “Vitamins MONT- 
0-MIN Minerals.” No claim was made, however, in the application filed 
by plaintiff to the words “vitamins” and “minerals” when used “apart 
from the mark as shown in said specimen,” or drawing. 

“MORRAMIN” has been registered as a trade-mark in the Patent 
Office under Certificate No. 215,815, since July 27, 1926. It is a liquid 
product sold by defendant, described in the Certificate of Registration 
as “a medicinal alterative and reconstructive tonic for nervous debility, 
anaemia, lack of appetite, malnutrition and disorders due to exhausted 
condition of the system.” “MORRAMIN” contains malt extract, licorice, 
wild cherry, extract of yeast, hypophosphites compound and strychnine 
in designated proportions. 

“MONT-O-MIN” was proffered by plaintiff for registration as a trade- 
mark on February 11, 1946. According to the label plaintiff first used on 
its goods, a specimen of which was filed with its application, it is re- 
Vealed that the manner and mode plaintiff then made use of its mark, 
“MONT-O-MIN” was to dispense both vitamin and mineral tablets, 
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separately contained in a single package. Said label recites that the 
package contains 30 pink colored vitamin capsules, and 150 yellow colored 
mineral tablets; that each vitamin capsule contained Vitamin B, Vitamin 
G (B-2), Niacinamide, Vitamin B-6, Calcium Pantothenate; — that the 
mineral tablets contained Calcium Phosphate, Iron and Iodine in specified 
quantities. 

At the time of the filing of the application for registration of its 
notation; during the period of time said application was processed in 
the Patent Office, and throughout the opposition proceeding instituted 
against the registration thereof; the file wrappers of the Patent Office 
reveal that all parties considered the issue of registration of plaintiff's 
notation as a trade-mark from the standpoint, and in relation to the use 
plaintiff then made of it, conjunctively to the vitamin and mineral field 
of drugs. Although plaintiff contended before the Patent Office that there 
was an essential difference between its product and that of the opposer, 
since its mark was used on mineral and vitamin capsules and tablets — 
while the mark of the opposer was used on a liquid containing different 
ingredients, though some minerals and vitamins were included in the 
opposer’s product, the Commissioner of Patents refused such contention. 
It is clearly revealed in the file wrapper and from the opinion of the 
Commissioner of Patents denying registration of plaintiff’s mark that 
such denial was premised on the fact, that while there may be some 
difference ‘“‘as to the precise composition and usage” of plaintiff’s product 
and the goods of the opposer, “they are certainly goods of the same 
descriptive properties” and that because of the similarity of “MONT- 
O-MIN” and “MORRAMIN” to goods of the same descriptive properties, 
the Commissioner of Patents reached the conclusion that their “near 
resemblance” was such “as to be likely to give rise to confusion in trade 
or deception of purchasers when applied concurrently to the products” 
of the opposer and that of the plaintiff, as described in the application 
for registration and as the goods were there submitted to the Com- 
missioner of Patents for consideration. The decision of the Patent Office 
denying plaintiff registration of its notation as a trade-mark was wholly 
premised on the “close similarity of the marks and the similarity of 
the goods here involved.” A very strong inference gleaned from the 
record in the opposition proceeding is, that the Commissioner of Patents 
determined the issue of similarity of goods from the singular fact, that 
the evidence before him revealed that both plaintiff’s products, and that 
of the opposer, made claim to identical vitamin qualities. 

Subsequent to the filing of its application in the Patent Office and 
after the opposition proceeding was instituted thereto, plaintiff began 
dispensing a single tablet, in which all the vitamin and mineral elements 
above set forth (recited on the label it filed with its application) were 
compounded as ingredients. The mode and manner plaintiff then made 
use of the notation “MONT-O-MIN” on its labels, in connection with 
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the description and sale of said tablet, was: “MONT-O-MIN Mineral 
and Vitamin Tablets, C.T.,” followed by a listing of the ingredients of 
the tablet. Later on, plaintiff abandoned and discontinued the use of all 
vitamins in its product so that it now only manufactures and sells a 
tablet containing “mineral and mineral traces — Calcium, Phosphorus, 
Iron and Iodine.” In connection with the sale and dispensing of the 
tablet presently manufactured by plaintiff, it makes use of the notation 
it here seeks to have registered in the Patent Office in the following 
form: “MONT-O-MIN Mineral Tablets,” followed by a listing of the 
above-mentioned minerals. Plaintiff’s President testified in the instant 
action that it has ceased using all vitamins in the goods produced by it, 
in connection with which its notation “MONT-O-MIN” is used; and that 
ithas now abandoned all claims of any vitamin content for such product. 
Notwithstanding the changes plaintiff has made in the use of its trade- 
mark in connection with its goods, as above stated; and the fact that it 
has now abandoned all claims of vitamin content in the goods to which 
its notation is presently applied; there is no evidence before us that any 
disclaimer of the latter fact has ever been filed in the Patent Office; nor, 
have there been any drawings submitted as to the new mode and manner 
of use plaintiff presently makes of its notation to its goods, so that the 
same could be considered, by the Patent Office, or this Court, in con- 
nection with the application under which plaintiff here seeks to establish 
its right to registration of the trade-mark “MONT-O-MIN.” The dis- 
claimer made in the application as to the use of the words “vitamins” 
or “minerals” separate and apart from “MONT-O-MIN” is not sufficient 
for the above purpose. 

Although the point has not been directly briefed or raised by the 
parties, a query presents itself: Can we, in the instant action, regardless 
of the issues of similarity of names and goods as decided in the opposi- 
tion proceeding and presented by the parties in this action, enter a 
decree adjudging that plaintiff is entitled to registration of the disputed 
trade-mark, in the manner and form as requested in its application filed 
in the Patent Office, in light of the foregoing facts. We think not. 

The instant proceeding before the Court is a trial de novo to deter- 
mine the right of plaintiff to have its mark “MONT-O-MIN” registered 
as a trade-mark in the Patent Office on the application it made therefor. 
That means that every issue as to the registerability of such proposed 
mark is before the Court for consideration and determination. In such 
a proceeding, the issue is whether plaintiff has established, by its evidence, 
dd or new, that it is in compliance with the statutes that permit registra- 
tion of its trade-mark. Century Distilling Co. v. Continental Distilling 
Co, 106 F. (2d) 486, cert. den. 309 U.S. 662; General Talking Pictures 
Corp. v. American Tri-Ergon Corp., 96 F. (2d) 800; Gerhardt v. Goserud, 
*4 F. Supp. 161. Accordingly, we are not here limited to a consideration 
of the precise question presented by the notice of opposition to registra- 
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tion of plaintiff’s mark as made in the Patent Office. We may investigate 
not only the issues there and here made by the parties, but also the 
registerability of plaintiff’s mark generally, according to any requirement 
of the law. Plaintiff here must establish its right to have the mark 
“MONT-O-MIN” registered according to the provisions of the Trade- 
Mark Registration Act granting such a right to it. 


An application for registration of a trade-mark, according to the 
Trade-Mark Registration Act, consists of three essential parts: (1) a 
written application, verified by the applicant, stating inter alia a descrip- 
tion of the goods in connection with which the mark is used, and the 
mode or manner in which the mark is used in connection with such 
goods; (2) a drawing of the mark; and (3) such number of specimens 
or facsimilies of the mark as actually used by the applicant on his goods. 
Title 15, U.S.C.A. 1051. About the two most essential parts of an appli- 
cation for the registration of a trade-mark are the description of the 
goods in connection with which the mark is to be used, and the drawing 
and specimens of the mark. The reasons for these requirements are, 
that when a trade-mark has been registered the statement of the appli- 
cant as to “the particular goods or service for which” his mark is 
registered, and “the drawing of the mark” as filed with his application 
are required to be set forth and reproduced in the certificate of regis- 
tration that is issued by the Patent Office on an application. Title 15, 
U.S.C.A. 1057. 

It is the intendment of the Trade-Mark Registration Act that the 
particular description of the goods or service for which a trade-mark 
is proposed to be registered, must be definitely stated in the application. 
Diederich v. W. Schneider Wholesale Wine etc. Co., 195 Fed. 35. Under 
said Act the right to the exclusive use of a registered trade-mark is to 
be limited to the particular description of the goods described in the 
application. Walgreen Drug Stores, Inc. v. Obear-Nester Glass Co., 1138 
F. (2d) 956. By the filing of an application for registration of a trade- 
mark the owner thereof makes manifest that it is his intention to con- 
tinue the production of the goods or services for which the trade-mark 
is to be registered. It is only as to the goods or services described in 
an application, and on which a trade-mark is to be affixed, that entitles 
the owner thereof to protection of his mark. Cf. Atlas Mfg. Co. v. Street 
& Smith, 204 Fed. 398. This for the reason, as the Supreme Court has 
said, that “the mere fact that one person has adopted and used a trade- 
mark on his goods does not prevent the adoption and use of the same 
trade-mark by others on articles of a different description.” American 
Foundries v. Robertson, 269 U.S. 372, 380. Likewise, it is the intend- 
ment of said Act that drawings and specimens of a trade-mark revealing 
the mode and manner an applicant makes use of his mark in connection 
with the goods described, be accurately and distinctively filed as a part 
of an application to register a trade-mark thereunder, so that a clear 
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conception and idea may be had, from the application and certificate of 
registration issued thereon as to how such trade-mark is so used. As to 
such provisions and intendment of the law, the Patent Office, as it has 
a right to do, under the Trade-Mark Registration Act, has laid down 
rigid requirements for applicants to follow in the registration of a trade- 
mark. (Rule 36, Trade-Mark Rules of Practice.) 


Under the law, compliance with all the provisions of the Trade- 
Mark Registration Act must first be made before the Patent Office. 
(Title 15, U.S.C.A. 1051.) It is only by the filing of a proper written 
application in that office and making proof of compliance with the re- 
quirements of the Act in question that a plaintiff, in a proceeding such 
as this, can establish his right to a decree directing registration of a 
trade-mark. It is on the written application as filed by plaintiff in the 
Patent Office that a decree in this proceeding primarily depends. Al- 
though this is an independent proceeding to establish the right to regis- 
tration of a trade-mark, there is no provision of law for us to allow 
any amendments, deletions or additions, to be made to an application 
for registration of a mark, or for us to consider the right of registration 
other than from the contents of the application as filed in the Patent 
Office, and the proof adduced herein. 


Looking at plaintiff’s application for registration of the notation 


“MONT-O-MIN,” it shows that the goods described therein, in connection 
with which plaintiff states that it has, and intends in the future to apply 
and use said notation, are “vitamin and mineral capsules and tablets.” 
Though stated conjunctively, such description of goods is sufficiently 
broad as to include all kinds of vitamin and mineral capsules and 
tablets within the connotation thereof. However, viewing the drawing 
and specimen of its mark, as filed as part of its application, it appears 
that plaintiff limits the use of said notation to a single vendible article. 
It uses the terms “vitamins” and “minerals” as being descriptive of 
the contents of the goods it prepares and sells under the notation “MONT- 
0-MIN.” As above stated, the only drawing and specimen of the use 
plaintiff shows in its application that it makes of said notation, in con- 
nection with its goods, is: “Vitamins MONT-O-MIN Minerals.” No draw- 
ing or specimen, establishing that plaintiff has used, or is now using, 
said notation in connection with a single element of the goods it describes 
in its application, is revealed therein. Consequently, the only trade-mark 
we could here decree that plaintiff is entitled to exclusively use in con- 
nection with its goods, and which would be reproduced on a Certificate 
of Registration if granted, would be: “Vitamins MONT-O-MIN Minerals” 
for “vitamin and mineral capsules and tablets.” 


The proof here is that plaintiff has abandoned and now makes no 
claim of vitamin content in the tablets it now dispenses under the 
notation “MONT-O-MIN.” Therefore, there is an hiatus between the 
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description of goods contained in its application for registration of such 
notation as a trade-mark and proof as to the actual goods upon which 
the proposed trade-mark is now being used. The Commissioner of Patents 
has not been called upon to decide, and neither are we, under the 
application for registration filed by plaintiff, whether absent the use of 
vitamins and the deletion of that term from specimens of its trade- 
mark plaintiff may lawfully use its notation on a product that places 
it in a different category within Class 6, goods. To decree that piaintiff 
has the right to use said notation in the mode and manner established 
by the drawings and specimen filed as a part of its application would be 
to decree a misdescription of the goods upon which plaintiff could now 
legally affix such mark. To state the proposition is to make manifest the 
futility and illegality of any such action, if attempted. 


“A trade-mark right may be lost by changing the ingredients of the 
product to which it is applied, under such circumstances that its use 
on a changed product would result in deception.” Nims: Unfair Competi- 
tion and Trade-Marks, 4th ed., p. 1277. See also, Autoline Oil Co. v. 
Indian Refining Co., 3F. (2d) 457. Plaintiff in the case at bar has 
proven by its own evidence that it has so changed the ingredients of its 
product that to decree registration of the proposed trade-mark, in the 
manner and form as requested in its application for registration, as now 
on file in the Patent Office, would be to grant a registration thereof thai 
would only result in deception. The Trade-Mark Registration Act was 
enacted to dispel deception, not create it. It is the purpose of that law 
not only to protect the owner of a trade-mark and his property, but 
also the public from being deceived. In adjudicating the issue of register- 
ability we should not compel the Patent Office to recognize a right in 
a trade-mark and grant registration thereof under a state of facts 
which the courts would decline to protect, if the mark was registered. 
Cf. Levi v. Uri, 31 App. D. C. 441. 


Therefore, we do not reach the issues of similarity of names, and of 
goods, as presented by the parties in their briefs. We express no opinion 
concerning those issues. We now rule that plaintiff, by its proof made, 
has not established that it is in compliance with the provisions of the 
Trade-Mark Registration Act, for the reasons above stated. Consequently, 
it has not shown that it has a right to have its trade-mark registered 
in the manner and form as requested, “according to law.” 


_ Therefore, plaintiff’s petition should be, and the same is hereby, 
dismissed. IT IS SO ORDERED. 
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FITZGERALD ET AL. v. DILLON ET AL. 
No. 10746—U.S.D.C.E.D.N.Y.—Jumne 27, 1950 


Courts—Jurisdiction—General 

On facts of record, amount in controversy held to exceed jurisdictional 
requirement. 

Case at bar held a class suit in which citizenship of the representatives only 
is relevant in determining question of diversity. 

Suit between representatives of unions to determine who is entitled to use 
of names or numbers of the locals held not a “labor dispute” within meaning 
and contemplation of the statute and Norris-LaGuardia Act held inapplicable. 


Courts—Preliminary Injunction—Balance of Convenience 


UNFAIR COMPETITION—Scope of Relief—Particular Instances 


On facts of record, held it is no mere chance that each local organized by IUE 
has borne same number as the UE local functioning in same area or plant; 
defendants’ contention, that granting injunction would do greater injury to de- 
fendants than denying it would do to plaintiff’s, rejected; and held that under 
these circumstances equity will intervene. 


Plaintiffs held entitled to preliminary injunction restraining defendants from 
designating any new locals they may hereafter charter, by the same numbers 
as the UE locals then in existence in the same plant or area. 


Unfair competition suit by Albert J. Fitzgerald et al. against John 


Dillon et al. Plaintiff’s motion for preliminary injunction granted; and 
defendants’ cross-motion for dismissal of complaint denied. 


David Scribner and Arthur Kinoy and Linder & Mayer of New York, 
N. Y., for plaintiffs. 


Herman Cooper of New York, N. Y., for defendants. 
RAYFIEL, D. J.: 


For a number of years United Electrical, Radio and Machine Workers 
of America, (hereinafter referred to as UE), was a member or affiliate 
of the Congress of Industrial Organizations. Last fall it was expelled, 
reportedly because of serious ideological differences between factions 
both in its own organizations as well as the said Congress. 


A number of its officers and members then organized the Inter- 
national Union of Electrical, Radio and Machine Workers, CIO, (here- 
inafter referred to as IUE), affiliated with the said Congress, and is now 
engaged in a contest with UE for the right to represent the workers in 
the electrical manufacturing industry. 


During its expansion UE established and chartered new locals in areas 
and plants where it had not theretofore been represented, designating 
them by certain numbers which were publicized in their contracts and 
correspondence and elsewhere. 


IUE has already organized and chartered a number of locals in 
plants and areas where UE locals have been functioning, and is engaged 
in a campaign to solicit members of UE locals to join its locals in such 
plants and areas. 
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Many, if not all of the locals thus organized by IUE, have been 
designated by local members identical with those of the rival UE locals. 
Plaintiffs, by order to show cause, seek to restrain the defendants 
from designating any local which they may hereafter charter by the same 
local number as the UE local then in existence in the same plant or 


area. 
The defendants, by cross-motion, move to dismiss the complaint on 
the following four grounds :— 


(1) that it fails to state a claim against the defendants upon which 
relief can be granted; 

(2) that the Court lacks jurisdiction of the subject matter; 

(3) that it fails to join indispensable parties; 

(4) that the amount in controversy is less than $3000, exclusive of 
interest and costs. 


On the argument of the motions the plaintiffs served and filed an 
amended bill of complaint wherein certain named UE locals were joined 
as parties plaintiff. It was then stipulated that the cross-motion herein 
was to be deemed addressed to the said amended complaint. 

Let us consider first defendants’ motion to dismiss the complaint. 
The jurisdictional questions raised here have been passed upon recently 
by Judge Rifkind in the case of Fitzgerald v. Abramson, 89 F. Supp. 


504, and by Judge Bard in Fitzgerald v. Block, 87 F. Supp. 305 [40 
TMR 181]. 

Both of these actions were class suits, similar in nature to the one 
at bar, and both Judge Rifkind and Judge Bard held that there was 
jurisdiction on the ground that the amount in controversy exceeded 
$3000, and that there was diversity of citizenship. It is well settled 
that in a class action the citizenship of the representatives only is rele- 
vant. Supreme Tribe of Ben Hur v. Cauble, 1921, 255 U. S. 356; Tun- 
stall v. Brotherhood of Locomotive F. & E., 148 F. 2d 403. 

In the amended bill of complaint plaintiffs have joined as additional 
parties plaintiff certain named locals of the UE whose places of resi- 
dence are not within this district, and which sue in their own respective 
interests and as representatives of all other UE locals. Mr. Justice Story 
laid down the following requirements (quoted at page 404 of Tunstall v. 
Brotherhood, etc., supra,) for cases in which a class suit is proper: 

“1. Where the question is one of a common or general interest, and one 
or more sue or defend for the benefit of the whole. 2. Where the parties form 

a voluntary association for public or private purposes, and those who sue or 

defend may fairly be presumed to represent the rights and interests of 

the whole; and 3. Where the parties are very numerous, and though they 


have or may have separate and distinct interests, yet it is impracticable to 
bring them all before the court.” 


The number of locals affiliated with UE at or prior to its expulsion 
from the Congress of Industrial Organizations was approximately 400, 
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and the matter of designating them by numbers or names is of general 
interest to all of them. It would be impossible to join all of them in 
one action and hence the designation of certain named locals to sue on 
behalf of all in a class suit is proper. 

The defendants further contend that the Norris-LaGuardia Act, 29 
USCA, section 101, applies to this action and deprives this Court of 
jurisdiction. I do not agree. The controversy between the parties to this 
action is not a “labor dispute” within the meaning and contemplation 
of the statute. The plaintiffs brought this action to determine who is 
entitled to the use of the names or numbers of the locals. Fitzgerald v. 
Abramson, supra; Wolchok v. Kovenetsky, 83 N. Y. S. 2d 431. 

Considering now the motion for a temporary injunction: the plain- 
tiffs seek thereby to prevent the defendants, during the pendency of 
this action, from designating any new locals they may charter by the 
same numbers as the UE locals then in existence in the same plant or 
area. Plaintiffs claim that large sums of money have been spent to 
publicize the local numbers; that they constitute a valuable property 
right; that the appropriation of these numbers by the defendants will 
confuse the general public, employers, workers in the electrical manu- 
facturing industry and the trades-people with whom the various locals 
do business. The defendants deny this, and have submitted the affidavits 
of a number of employees in various plants in which both the UE and 
IUE locals function to the effect that the similarity in numbers does 
not cause confusion, and that the letters UE and IUE CIO provide ade- 
quate distinguishing characteristics. 

I am satisfied from an examination of the moving papers herein, 
and from the oral argument, that UE, in the organization of its sub- 
ordinate locals, has spent large sums of money in publicizing its activi- 
ties, in reporting contract negotiations and in familiarizing its members 
and other workers in the industry with its service to them. This has 
necessarily involved the frequent publication and repetition of the num- 
bers of its locals, which have thus acquired prestige and distinction to no 
less an extent than if the locals were identified by distinctive names. 

It is no mere chance that each local heretofore organized by IUE 
has borne the same number as the UE local then functioning in the 
same area or plant. I believe that the difference between local numbers 
is far more distinguishing than the difference between the designations 
UE and IUE. 

Desertion from the ranks of an organization should be the voluntary 
act of the member involved and not the result of error. Neither con- 
fusion nor misunderstanding should influence a choice. Under these cir- 
cumstances equity will intervene. American Foundries v. Robertson, 269 
U. S. 372; National Circle, Daughters of Isabella v. National Order of 
Daughters of Isabella, 270 F. 723; Fitzgerald v. Block, supra. 

I am not impressed by defendants’ contention that the application 
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for an injunction should be denied for the reason that granting of it 
would do greater injury to the defendants than a denial thereof would 
occasion the plaintiffs. 

Plaintiffs’ application affects only those locals to be organized after 
the issuance of the order to show cause herein, and asks only that the 
defendants be enjoined from using local numbers similar to those of 
UE locals in the same area or plant. Except for that restriction IUE 
may charter new locals without limitation. 

Accordingly plaintiffs’ motion is granted and the defendants’ cross- 


motion denied. Settle order on notice. 


FORSTMANN WOOLEN COMPANY v. MURRAY SICES CORP. 
No. 52-124—U.S.D.C.S.D.N.Y.—June 26, 1950 


Courts—Pleading and Practice—Motions to Strike 
In absence of some prejudice to the opposing party, the Federal Rules of 
Civil Procedure do not contemplate correction of inartistic pleadings by motion to 


strike. 
Allegations which under some contingency may raise relevant issues will not be 


stricken. 

Motion to strike does not raise the issue of whether a defense must be 
pleaded affirmatively or may be proven under general denial. 

On facts of record, redundancy involved in third defense held harmless and 
motion to strike and dismiss the third separate defense denied. 

Under federal rules, a pleading should not be dismissed unless it appears to 
a certainty that pleader is entitled to no relief under any state of facts which 
could be proved in support of the claim. 

TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—Defenses—Motion to Strike 

Where third, fourth, fifth, sixth and seventh paragraphs of answer and third 
defense couple denial with affirmative allegations to the effect that defendant’s 
garments were made from plaintiff’s fabrics and truthfully labeled, motions to 
strike and to dismiss denied, as these allegations may, if proved, constitute com- 
plete defense to trade-mark infringement and unfair competition claims. 

Motion to strike and dismiss second affirmative defense granted on ground 
that it constitutes a vague catch-all denying that anything defendant has done, 
is doing, or proposes to do is in violation of any of plaintiff’s “valid” rights. 

Allegations as to defendant’s reputation held immaterial. 

Good reputation of an infringer is not a defense in an infringement action, 
nor a material allegation in its counterclaim; and since presence of these allega- 
tions might be prejudicial to plaintiff, they should be stricken. 

TRADE-MARK INFRINGEMENT—Defenses—Violation of Anti-Trust Laws 

Allegations which taken together constitute claim that plaintitf is violating 
the anti-trust laws in certain respects but not that it is using its trade-mark to 
do so, held insufficient as a defense in trade-mark infringement case. 

TRADE-MARK AcT OF 1946—Defenses—Section 33 (b) 
TRADE-MARK INFRINGEMENT—Defenses—Motion to Strike 

If a trade-mark owner’s use of his incontestable mark is subject to defense 
specified in section 33 (b) of Lanham Act, held that a fortiori plaintiff’s mark 
which lacks status of incontestability must be subject to same defense. 

On facts of record, motion to strike fifth defense granted with leave to 
amend so as to allege use of trade-mark to violate anti-trust laws. 


FEDERAL ANTI-TRUST LAWs—Basis of Relief—General 
It is sufficient if what is alleged would, if proved, amount to violation of 
federal anti-trust laws, and if a pleader alleges injury to himself proximately 
resulting therefrom. 
There is no requirement that the person injured show that he is engaged 
in interstate commerce. 
Counterclaim alleging in effect that plaintiff, acting in concert with others, 
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including competitors of defendant, refuses to sell to defendant unless defendant 
would agree to permit plaintiff to control prices at which defendant would sell 
finished garments, the retail prices for defendant’s garments, and the retail 
stores to which defendant would sell, held sufficient to apprise plaintiff of the 
nature of a claim against it and not subject to dismissal of motion. 
UNFAIR COMPETITION—Basis of Relief—General 
While baseless threats of suit for infringement may be an unfair method of 
competition, when suit is actually brought that rule of law does not apply. 
Courts—Pleading and Practice—Summary Judgment 
Plaintiff’s request that motions to strike and to dismiss allegations of answer 
and counterclaim be treated as being for summary judgment, granted, and motion 
for summary judgment denied, without prejudice. 
CourTs—Pleading and Practice—Vacation of Demand for Jury Trial 
Plaintiff’s motion for an order vacating defendant’s demand for a jury trial 
granted with respect to trial of issues of trade-mark infringement, copyright 
infringement, unfair competition, and the defenses thereto. 
CourTts—Pleading and Practice—Severance 
Demand for jury trial on counterclaim alleging violation of federal anti- 


trust laws will stand, severance will be had, and trial of counterclaim will follow 
trial of other issues, 


Trade-mark and copyright infringement and unfair competition suit 
by Forstmann Woolen Company against Murray Sices Corp.; defendant 
counterclaims alleging violation of anti-trust laws. Plaintiff’s motions 
to strike and to dismiss allegations of answer and counterclaim and to 
vacate demand for jury trial granted in part and denied in part. Motion 
for summary judgment denied, without prejudice. 


Gainsburg, Gottlieb, Levitan & Cole (I. Gainsburg and Joseph P. 


Segal of counsel) of New York, N. Y., for plaintiff. 


Feeley & Lewis (J. Norman Lewis and James P. Durante of counsel) 
of New York, N. Y., for defendant. 


MEDINA, D. J.: 


Plaintiff moves to strike certain allegations in defendant’s answer 
as argumentative, irresponsive, redundant, immaterial and impertinent, 
pursuant to Rule 12 (f), F.R.C.P.; to strike certain defenses and to dis- 
miss the same as insufficient and not constituting a legal defense, pur- 
suant to Rules 12 (b) and (f); to dismiss certain counterclaims for 
failure to state a claim for relief, pursuant to Rule 12 (b); and to 
vacate defendant’s demand for a jury trial. 


Plaintiff’s claim is for infringement of a trade-mark registered under 
the Act of 1905, copyright infringement, and unfair competition. Plain- 
tiff is a manufacturer of woolen goods, which it sells to manufacturers 
of women’s coats and suits under the marks “Forstmann” and “Milateen.” 
When plaintiff sells the wool it furnishes labels on which the above words 
appear, with the intent that the manufacturer shall affix them to the 
finished garments. Plaintiff, however, retains title to these labels, and 
if the woolen goods are not made into garments but are instead, resold 
as piece goods, plaintiff stipulates that the labels must be returned. 


Defendant is a manufacturer of ladies garments. Plaintiff charges 
that defendant having “contrived to indirectly acquire” quantities of 
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fabrics manufactured by plaintiff and sold by plaintiff to its customers, 
manufactured ladies suits of such fabrics and affixed thereto labels on 
which appeared the words “Forstmann” and ‘“Milateen,” and sold the 
garments thus labeled. 

Defendant’s answer puts most of plaintiff’s allegations in issue, but 
in paragraphs Third, Fourth, Fifth, Sixth and Seventh, it couples denials 
with affirmative allegations, to the effect, in substance, that the garments 
to which the aforesaid labels were attached were in fact manufactured 
from plaintiff’s fabrics and that such garments were truthfully labelled 
to be suits made by defendant from fabrics manufactured by plaintiff. 
This claim is repeated in defendant’s Third defense. It is these allegations 
which plaintiff moves to strike. 

The Federal Rules of Procedure prescribe a simple method whereby 
claims and defenses may be stated. Rule 8, F.R.C.P. The rules, as con- 
strued, do not contemplate correction of inartistic pleadings by motion 
to strike, in the absence of some prejudice to the opposing party. See 
Moore’s Federal Practice 2317-18 (2d ed., 1948). If the allegations at- 
tacked are such that under some contingency they may raise relevant 
issues, they will not be stricken. Moore, op. cit. supra, at 2318; see 
American Machine and Metals Co. v. De Bothezat Impeller Co., 8 F.R.D. 
306 (S.D. N.Y. 1948). 

The allegations which plaintiff seeks to have stricken should, perhaps, 
have been pleaded solely as an affirmative defense. Cf. Moore, supra, 
at 1694-95. But a motion to strike does not raise the issue of whether 
a defense must be pleaded affirmatively or may be proven under a gen- 
eral denial. Moore, op. cit. swpra, at 2320. It is sufficient that the allega- 
tions have some possible bearing upon the subject matter of the litigation. 
Moore, op. cit. supra, at 2317. 

Not only do these allegations have a bearing upon the subject matter, 
but, under the doctrine of Champion Spark Plug Co. v. Sanders, 331 
U.S. 125 [87 TMR 323] (1947), and similar cases, they may, if proved, 
constitute a complete defense to the trade mark infringement and unfair 
competition claims at least. Cf. Forstmann Woolen Co. v. J. W. Mays, 
Inc., 89 F. Supp. 964 [40 TMR 433] (E.D. N.Y. 1950). The redundancy 
involved in the repetition of the same matter in the Third defense is 
harmless. Accordingly, the motion to strike the affirmative matter con- 
tained in paragraphs Third, Fourth, Fifth, Sixth and Seventh of the 
answer, and the motion to strike and dismiss the Third separate defense 
will be denied. 

Plaintiff next moves to strike and dismiss the Second and Fifth 
affirmative defenses. 

The Second defense is, in effect, little more than a general denial of 
the plaintiff’s claim. It denies that anything defendant has done, is doing, 
or proposes to do is in violation of any of plaintiff’s “valid” rights. 
Such vague catchalls add nothing but confusion, particularly in an answer 
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such as the one here under attack. The motion will be granted as to 
the Second defense. 

Plaintiff moves to strike and dismiss defendant’s Fifth defense, which 
is also defendant’s first counterclaim. The allegations involved charge, 
in substance, that plaintiff is violating the anti-trust laws, and that, 
accordingly, plaintiff may not enforce its asserted trade mark rights. 

Plaintiff urges that its violation of the anti-trust laws is no defense 
in an action for infringement of its trade-mark citing numerous cases. 
Defendant relies on 15 U.S.C.A. § 1115. That Section, enacted as part 
of the Lanham Act of 1946, provides, in substance, that a mark which 
has become incontestable under the provisions of the Lanham Act may 
not be enforced where “the mark has been or is being used to violate 
the anti-trust laws of the United States.” Plaintiff’s marks are regis- 
tered under the Act of 1905, and no incontestability attaches thereto. 
Nevertheless, if a trade mark owner’s use of his incontestable mark is 
subject to the defense specified in § 1115 a fortiori, the plaintiff’s mark, 
which lacks the status of incontestability, must be subject to the same 
defense. The difficulty, however, is that defendant does not allege that 
the mark is being used in violation of the anti-trust laws. Instead, it 
charges the plaintiff with a boycott, with conspiring to establish retail 
price control, and with various other matters, which taken together 
constitute a claim that the plaintiff is violating the anti-trust laws in 
certain respects, but not that it is using the trade-mark to do so. Such 
a defense is insufficient in a trade-mark infringement case. See Vita- 
graph, Inc. v. Grobaski, 46 F. 2d 813, 814 (D.C., W.D. Mich. 1931) ; cf. 
15 U.S.C.A. § 1115. Accordingly, in so far as defendant has alleged as a 
defense that the plaintiff has violated the anti-trust laws, plaintiff’s 
motion to strike will be granted, with leave, however, to the defendant 
to amend. 

Plaintiff also moves to dismiss these allegations in so far as they 
are pleaded as a counterclaim for “failure to state facts constituting a 
cause of action” under the anti-trust laws. Of course, it is only necessary 
that the allegations constitute a statement of a claim upon which relief 
may be granted, see Dioguardi v. Durning, 139 F. 2d 774 (2d Cir. 1944) ; 
Camrel Co. v. Skouras Theatres Corp., 57 F. Supp 811, 812 (D.C. NJ. 
1944) ; and under the Federal Rules a pleading should not be dismissed 
unless it appears to a certainty that the pleader is entitled to no relief 
under any state of facts which could be proved in support of the claim. 
Moore, op. cit. supra, at 2245. With these principles in mind, I turn 
to plaintiff’s particular grounds. 

First it is urged that the absence of an allegation that defendant 
was engaged in interstate commerce is a fatal defect. On reading the 
counterclaim, however, it is apparent that the conspiracy which plaintiff 
is alleged to have participated in is alleged to have been one to restrain 
trade in interstate commerce, and plaintiff is alleged to have been itself 
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engaged in interstate commerce. Under the statute, 15 U.S.C.A. § 15, 
there is no requirement that the person injured show that he is engaged 
in interstate commerce. It is sufficient if what is alleged would, if proved, 
amount to a violation of the statute, and if the pleader alleges injury to 
himself proximately resulting therefrom. See Lynch v. Magnavox Co., 94 
F. 2d 883, 888 (9th Cir., 1938) ; Glenn Coal Co. v. Dickinson Fuel Co., 
72 F. 2d 885 (4th Cir., 1934). 

Plaintiff next urges that defendant cannot recover on its counter- 
claim because what plaintiff is alleged to have done does not constitute a 
violation of the Sherman Act. 

The gist of defendant’s counterclaim is that plaintiff, acting in con- 
cert and agreement with others, including some of defendant’s com- 
petitors, refused to sell its goods to defendant unless defendant would 
agree to permit plaintiff to control the prices at which defendant would 
sell its finished garments, the retail prices for defendant’s garments, and 
the retail stores to which defendant would sell. 

Plaintiff argues that under the anti-trust laws, it is entitled to select 
those to whom it will sell, citing numerous cases. The cases, however, 
indicate that the line between legality and illegality when a manufacturer 
attempts to establish resale price maintenance on the product he makes 
is a fine one, and will, in each case, depend upon the facts proved. Dr. 
Miles Medical Co. v. Park & Sons Co., 220 U.S. 373 (1911); United 
States v. Colgate & Co., 250 U.S. 300 (1919) ; United States v. Schrader’s 
Sons, Inc., 252 U.S. 85 (1920) ; Frey & Son, Inc. v. Cudahy Packing Co., 
256 U.S. 208 (1921) ; United States v. Bausch & Lomb Optical Co., 321 
U.S. 707 [84 TMR 158] (1944). Accordingly, plaintiff’s motion to dis- 
miss on this ground will be denied. Defendant has by its pleading given 
sufficient notice to the plaintiff to entitle defendant to introduce what- 
ever evidence may be available to make applicable the line of cases 
favorable to defendant’s contention. 

Moreover, it is not at all certain that the cases cited by plaintiff are 
applicable in any event. Those cases involved resale price maintenance 
of articles made by the manufacturer and sold by the retailer in the 
same form. Here, in contrast, the trade-marked article, wool fabrics, 
is made into garments, and sold as such. The legality of the resale 
price maintenance charged against plaintiff is open to question. Cf. 
Ethyl Gasoline Corp. v. United States, 309 U.S. 436 (1940) ; Cummer- 
Graham Co. v. Straight Side-Basket Corp., 142 F. 2d 646 (5th Cir. 
1944), cert. den. 323 U.S. 726 (1944). And the dictum in United States 
v. Bausch & Lomb Optical Co., supra, at 721 [84 TMR 158], is also 
relevant, and must be considered. Other doctrine may be controlling. I 
make these comments in order to make it clear to the trial judge that 
I do not hold that any rules are necessarily applicable. 

Next the plaintiff urges that the counterclaim is defectively pleaded, 
because it is “replete with allegations of conclusions without any facts.” 
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However, I conclude that the counterclaim sufficiently apprises plaintiff 
of the nature of the claim against it, keeping in mind the theory of 
pleading under the Federal Rules, see Moore, op. cit. supra, at 1606-07, 
2245, and the problem facing the pleader who desires to state a claim 
under the anti-trust laws, Moore, op. cit. supra, at 1663-64. 

The assertion that defendant has failed to allege any causal connec- 
tion between the violation charged and the injury alleged to have been 
sustained is devoid of merit. See paragraphs Twenty-Second (a), (b), 
(c), (d), Twenty-Fourth and Twenty-Seventh of defendant’s counter- 
claim. 

Plaintiff urges that paragraph Twenty-Sixth of the counterclaim is 
improper and should be stricken. In this paragraph defendant alleges 
that plaintiff, without probable cause, has brought several suits for 
trade-mark infringement against various persons, and alleges that the 
instant action against the defendant “is particularly baseless in view of 
the fact that defendant’s reputation as a manufacturer is of the highest.” 
These allegations are immaterial. 

While baseless threats to bring actions for infringement without 
actually bringing suit may be an unfair method of competition, Flynn 
& Emrich Co. v. F. T. C., 52 F. 2d 836 (4th Cir., 1931), when suit is 
actually brought, as these allegations charge, that rule of law does not 
apply. The allegations as to defendant’s reputation are also immaterial; 
good reputation of an alleged infringer is not a defense in an infringe- 
ment action, nor a material allegation in such a counterclaim as this. 

Since the presence of these allegations might be prejudicial to the 
plaintiff, see International Tag & Salesbook Co. v. American Salesbook 
Inc., 6 F.R.D. 45, 48 (S.D. N.Y., 1943), they should be stricken. 

The remainder of the plaintiff’s arguments have been considered and 
found to be without merit. 

The motions to strike and dismiss are accordingly denied, except to 
the extent indicated above, with leave to defendant to serve an amended 
answer. 

Plaintiff’s request that the motions be treated as being for summary 
judgment under Rule 56 is granted and the motion for summary judg- 
ment is denied, without prejudice. The few documents which were sub- 
mitted to the Court during oral argument and thereafter form a wholly 
insufficient basis for any decision on the merits. 

Plaintiff’s motion for an order vacating defendant’s demand for a 
jury trial will be granted with respect to the trial of the issues of trade- 
mark infringement, copyright infringement, unfair competition, and the 
defenses thereto. The demand for a jury trial on the counterclaim will 
stand, and a severance will be had, the trial of the counterclaim to follow 
the trial of the other issues. 


Settle order on notice. 
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FACTS ON FILE, INC. v. FACTS ON DIAL, INC. 
N.Y.S.Ct.,N.Y .County—July 28, 1950 


UNFAIR COMPETITION—Basis of Relief—General 


Although it is unnecessary to establish fraudulent intent, on facts of record, 
held that defendant chose corporate name with knowledge of plaintiff’s trade- 
mark and did so for purpose of taking advantage of plaintiff’s business reputation. 


Mere possibility of deception and consequent injury to plaintiff’s good-will 
justifies equity court in granting injunctive relief. 
TRADE-NAMES AND UNFAIR COMPETITION—Confusing Similarity—Particular Instances 
Defendant’s corporate name “Facts on Dial” held confusingly similar to plain- 
tiff’s trade-mark and corporate name “Facts On File,” used in same type of 
business. 
TRADE-NAMES AND UNFAIR COMPETITION—Scope of Relief—Particular Instances 


Plaintiff held entitled to injunction restraining defendant, its officers, servants 
and agents from using any name or style similar to plaintiff’s name “Facts On 
File, Inc.,” or any imitation of such name. 


Thirty day stay granted. 


Unfair competition suit by Facts On File, Inc. against Facts on Dial, 
Inc. Judgment for plaintiff granting injunction. 


Di FALCO, J.: 


The plaintiff seeks a permanent injunction enjoining the defendant 
from all acts of unfair competition in its use of the name “Facts on 
Dial, Inc.” or any other name similar to that of the plaintiff and from 
infringing on plaintiff’s trade-mark “Facts on File.” 


The plaintiff during the trial waived its claim for money damages and 
for an accounting. 


The plaintiff, a New York corporation, was organized in August, 
1940, under the corporate name ‘“Person’s Index Facts on File,” Inc. In 
May, 1941, it caused “Facts on File” to be registered as a trade-mark 
in the U. S. Patent Office and has used this trade-mark since 1940. 


As a result of some internal change, in 1948 the corporate certificate 
was amended by changing the corporate name to “Facts on File, Inc.” 


Since its organization the plaintiff has been in the business of selling 
factual information service to its subscribers, through a weekly pub- 
lication, indexed and annually publishing a year book known as “Facts 
on File” containing factual information of past and current events, 
world and national affairs, in addition to labor, finance, market trends, 
economics, arts, science, books, movies, television, education, religion, 
sports and other miscellaneous events. It was considered a standard refer- 
ence work known as “Facts on File.” It also furnishes its subscribers 
information on the telephone whenever requested and whenever possible. 
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Among its 2,000 subscribers was the United States Government, seventy- 
seven national newspapers and magazines, the United Press, business 
firms and the general public. Since 1940 the plaintiff’s business has in- 
creased from $6,000 the first year to $117,000 during the fiscal year 
1948-1949, and increased its advertising costs during the same period 
from $1,500 to $22,000. 

The defendant, on the other hand, was incorporated on July 15, 1949, 
under the name “Facts on Dial, Inc.” and started its business immedi- 
ately thereafter. The defendant claims it conducts a telephone factual in- 
formation service to its subscribers. That except on rare occasions ail 
of its business and services are conducted over the telephone. That it does 
not publish any of its information unless it requires research and in 
those cases it makes a written report to its subscriber. The defendant 
has eleven or twelve employees, ten trunk lines and sixteen extensions. 
Both plaintiff and defendant have offices on Fifth avenue in the City of 
New York. 

The evidence indicates that one month before the defendant incor- 
porated, to wit, on June 6, 1949, one, Louis Davidson, Jr., who was con- 
nected with the defendant, visited the plaintiff’s place of business and 
became a subscriber (Plaintiff’s exhibit 30) and that the same individual 
ordered the plaintiff’s yearly books “Facts on File” for the years 1941 
to 1946. An examination of the year book of the plaintiff clearly indicates 
by print following the title “Facts on File” that the name had been 
registered with the U. S. Patent Office (plaintiff’s exhibit 7). In addition 
to this an examination of the telephone directory discloses that the list- 
ing alphabetically required that the defendant be listed first, in the 
following order “Facts on Dial,” “Facts on File.” The defendant knew 
before it incorporated of the plaintiff and the extent of its business and 
reputation over the years and the services it rendered. 

From the evidence a reasonable inference can be drawn that the de- 
fendant had chosen the name “Facts on Dial” with intent to derive benefit 
from it at the expense of the plaintiff. Although it is unnecessary to 
establish that the appropriation of a corporate name was intentionally 
fraudulent, the evidence here convinces me that the defendant not only 
knew of the existence of plaintiff’s trade-mark by adopting its name, 
but that it did so with a view of taking advantage of plaintiff’s business 
reputation and good will established over the years, justifying a finding 
that it did so fraudulently (Association of Contracting Plumbers v. Con- 
tracting Plumbers Ass’n, 94 N. Y. S., 2d, 92; N. Y. World’s Fair 1939, 
Inc., v. World’s Fair News, Inc., 163 Misc., 661). The selection by the 
defendant for use in his business of a name which is so similar to a 
trade name which has theretofore been used and advertised by another, 
was for the purpose of appropriating its value and reaping the benefits 
of a name of particular significance in its field (Forsythe Co., Inc., v. 
Forsythe Shoe Corporation, 234 App. Div., 355, 358). 
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The defendant further contends that the name “Facts on Dial” is 
different from “Facts on File.” I cannot conceive how more similar the 
names could be, not only as descriptive of the business but likewise in 
sound. A better attempt at a selection could not have been made. The 
defendant cites the case of Eastern Construction Co., Inc., v. Eastern 
Engineering Corporation (246 N. Y., 459). I cannot reconcile the facts 
in that case with the case at bar. In that case the court found in sub- 
stance that the name adopted by the defendant could not create confusion, 
because the services rendered by the plaintiff and defendant were different. 
The plaintiff was in the construction business and the defendant in the 
engineering field. 


Here, the plaintiff and defendant are basically in the same type of 
business, to wit: Selling to their subscribers factual information and 
soliciting business through the same medium—advertising, circulars and 
pamphlets. The Court of Appeals, did say, however, (p. 464) : 


“Judicial interference will depend upon the facts proved and found in each 
case. The test is whether resemblance is calculated to confusion as to identity 
and consequent damage,’’ 


and on page 462: 


“Justification, if any, for the injunction must rest upon a finding that the 
corporate name which the defendant has adopted * * * is so similar * * * that 
the public may be confused and that some person may be doing business with 
the defendant in the belief that they are dealing with the plaintiff.” 


I find that the evidence here is sufficient to justify such a finding. 


The defendant has strenuously advanced the argument that its busi- 
ness is dissimilar to the plaintiff’s in that their service is rendered over 
the telephone to local subscribers and intends to limit its services as such 
and does not intend to expand beyond local area. The president of the 
defendant corporation on cross-examination testified that although he 
could extend the activities of the defendant by publishing information 
and distributing it by methods other than by ’phone he had no intention 
of doing so. An examination of the defendant’s corporate certificate em- 
powers the defendant to engage in one or more or all of the identical 
activities presently carried on by plaintiff. In addition to this, there is 
evidence that the defendant is offering its services beyond the confines of 
telephone. Plaintiff’s exhibit 25, a pamphlet issued by the defendant under 
Subscription “C,” offers “A subscription for research departments of ad- 
vertising agencies, motion picture magazines and other volume users 
(see also Plf’s Exhibit ‘A’). Under this subscription, Facts on Dial, Inc., 
will provide answers to all type of factual questions, wherever sufficient 
material is available.” Under Subscription “D,” offers “for organiza- 
tions requiring tourist information, plus factual data, for the purpose of 
serving their own clients. It is primarily for the benefit of hotel, radio 
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stations, etc., cost, usage extent fixed by special arrangement” and in 
Subscription “E,” offers “for out of town subscribers who wish to write 
for information”; and also plaintiff’s exhibit 22, an advertisement of 
defendant, represents the service to cover sports, theatre, information 
oddities in the news, history or factual questions on any subject. It may 
be that at the present time defendant’s business is limited, but we must 
of necessity keep in mind that at the time of the trial, the defendant had 
been in business less than a year. In view of the fact that the defendant 
under the provisions of its charter can engage in the same activities of 
the plaintiff and in view of its offer of similar services to the subscribers 
set forth above, I find this argument not only untenable but unwarranted 
by this evidence. It follows, therefore, that the business engaged in by the 
defendant is neither limited nor restricted. It further appears that tele- 
phone and letters intended for the defendant have been received by the 
plaintiff. 


I can see no reason why defendant went into a similar business with 
a name so close to plaintiff’s, after notice. The use and selection of a 
name so closely similar when many others were available carries its own 
implication. If the defendant, as it claims, is without ulterior purpose 
and objective, I cannot see how defendant can be harmed by the selection 
of another name. It is evident that the use of the name Facts on Dial, 
may result in confusion in the selection of either plaintiff or defendant. 


It is the mere possibility of deception and the consequent injury which 
justifies the issuance of an injunction (Tiffany & Co. v. Tiffany Produc- 
tions, Inc., 262 N.Y., 482; Longs Hat Stores v. Long Clothes, 244 App. 
Div., 497; Armour & Co. v. Armour Shipping Corp’n, 175 Misc., 695). 
If a court of equity can see that confusion and deception is liable to 
result, it will not refuse injunctive relief (German American Button Co. 
v. Helmsfeld, Inc., 170 App. Div., 416, 421; Pomeroy Equity Juris- 
prudence, 5th ed., sec. 13837 et seq.). 


I hold, therefore, that the plaintiff is entitled to an injunction re- 
straining the defendant, its officers, servants and agents from using any 
name or style similar to the name of “Facts on File, Inc.” or any imitation 
of such name. 


Judgment for the plaintiff in accordance with the foregoing. Submit 
judgment on five days’ notice; thirty days’ stay. 
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THE COCA-COLA COMPANY v. PARNESS 
Examiner of Interferences—June 22, 1950 


TRADE-MARKS—Words Incapable of Exclusive Appropriation—Particular Instances 

Opposer held to have no exclusive right to use of word “Cola,” as applied to 
its goods. 

TRADE-MARKS—Confusing Similarity—General 

If an applicant adopts a mark, including the word “Cola,” which is likely 
to cause confusion or mistake or to mislead purchasers either because of its 
appearance, sound or meaning, it is not registrable. 

TRADE-MARKS—Confusing Similarity—Particular Instances 

“Somm Cola” held confusingly similar to “Coca-Cola” used on substantially 
identical goods, under 1946 Act, where applicant adopted same type of script 
used by opposer. 

Fact that consumers intending to purchase opposer’s product may ask for 
“Some Cola” and be given applicant’s product “Somm Cola” held to constitute 
likelihood of confusion and mistake and deception of purchasers. 

Trade-Mark opposition by The Coca-Cola Company against Parness. 
Notice of opposition sustained; and applicant adjudged not entitled to 
registration sought, under 1946 Act. 


Pope F. Brock, K. Wilson Corder and Julius R. Lunsford, Jr., of 
Atlanta, Ga. and Thomas L. Mead, Jr., of Washington, D. C., for 
Opposer. 

Herman H. Solnit, of New York, N. Y., for Applicant. 


SAKIS, Examiner of Interferences: 


This is an opposition under the Act of 1946 in which only the op- 
poser has filed testimony or a brief and only the opposer was repre- 
sented at the hearing. 


The mark disclosed in the opposed application consists of the notation 
“Somm Cola” for a non-alcoholic carbonated beverage in the nature of 
a soft drink in Class 45, Soft Drinks and Carbonated Waters. 


The opposer’s right of action is predicated upon allegations which 
relate to the confusion in trade clause of Section 2 (d) of the Act of 
1946 as the statutory ground for negativing the right of registration 
claimed by the applicant. More specifically, the grounds relied upon by 
opposer are as follows: 


(1) Prior and continuous use by opposer and its predecessors of the 
mark “Coca-Cola” for a soft drink, syrup and beverage. 


(2) Ownership by opposer of Registration No. 22,406 granted in the 
year 1893, disclosing the notation “Coca-Cola,” said registration having 
been renewed at various times to it and its predecessors and republished 
under Section 12(c) of the Act of 1946. 
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(3) Non-use by applicant of its mark in interstate commerce and 
abandonment by him of his mark. 


The answer admits the prior use by opposer and ownership of said 
prior registrations of its mark as alleged in the notice of opposition 
and all the allegations in the notice of opposition are deemed established 
by the evidence. Moreover, the examiner is of the opinion that there is 
likelihood of confusion and mistake and deception of purchasers due to 
the fact that consumers intending to purchase opposer’s product may ask 
for “Some Cola” and that they may be given applicant’s “Somm Cola,” 
if the marks involved herein are used concurrently, the respective goods 
being substantially identical. 


A large number of adjudicated cases involving opposer’s mark, “Coca- 
Cola” are discussed and analyzed by the Commissioner in his following 
two recent decisions: The Coca-Cola Company v. Santa Cola Company, 
85 USPQ 426, wherein the opposition to the registration of the notation 
“Santa Cola,” in view of the mark “Coca-Cola,” was dismissed; and 
The Coca-Cola Company v. Jacobson Beverages, 85 USPQ 429, wherein 
the opposition to the registration of the mark “Yan-Cola” in view of 
the mark “Coca-Cola” was sustained. As the Commissioner pointed out 
in these cases, opposer has no exclusive right to the use of the word 
“Cola.” However, if an applicant adopts a mark including the word 
“Cola” which is likely to cause confusion or mistake or to mislead pur- 
chasers either because of its appearance, sound or meaning, it is not 
registrable. In the instant case, there is the fact that applicant has 
adopted for the mark sought to be registered, the same type of script 
used by the opposer for its mark. This fact was also present and was 
given some weight by the Commissioner in the Coca-Cola Company v. 
Jacobson Beverages case, supra. In addition, in the instant case, there 
is the important fact that the word “some” in the expression “Some 
Cola” which might be used by purchasers might be mistaken for the 
part “Somm” of the applicant’s mark. As a result, the likelihood of con- 
fusion in this case, appears to be greater than under the facts of the 
said Coca-Cola Company v. Jacobson Beverages case. 


Accordingly, the notice of opposition is hereby sustained and it is 
further adjudged that the applicant is not entitled to the registration for 
which he has made application. 


Limit of appeal: July 22, 1950.* 


* Editor’s Note: Not appealed. 
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J. L. FERGUSON COMPANY v. NEW JERSEY 
MACHINE CORPORATION 


Commissioner of Patents—July 14, 1950 


TRADE-MARK AcT OF 1946—Defenses—Sections 14 and 19 
CANCELLATIONS—Defenses—Laches, Acquiescence and Estoppel 

Mere delay held not sufficient ordinarily to prevent a party from maintaining 
any trade-mark proceeding. 

On facts of record, held that respondent had failed to establish acquiescence 
or estoppel; and delay of slightly less than two and a half years in filing petition 
for cancellation, since date of registration, held insufficient to defeat claim for 
cancellation. 

TRADE-MARKS—Confusing Similarity—General 

In determining question of likelihood of confusion between marks of the 
parties, the marks must be considered in their entireties. 

In considering question of confusing similarity, descriptive or disclaimed 
material may not be disregarded. 

In determining question of confusing similarity, previous cases are not con- 
trolling. 

Default and consent actions can not serve as precedents. 

TRADE-MARKS—Goods of the Same Descriptive Properties—Particular Instances 

Printing machines for applying code indications to labels held goods of same 
descriptive properties as packaging machinery; but there are specific and sub- 
stantial differences between the products. 

TRADE-MARKS—Marks not Confusingly Similar—Particular Instances 

“Code-O-Matic,” the word “Code” being disclaimed, held not confusingly 
similar to “Packomatic,” used on similar goods. 

APPEALS—Pleading and Practice—Issues 

Respondent as successful party before Examiner could not have appealed from 
favorable decision. 

Fact that Commissioner disagrees with Examiner, on question of laches, 
requires that other questions as to confusing similarity of the marks and the 
goods be considered, but does not require automatic reversal of Examiner if peti- 
tioner is not entitled to maintain proceeding. 

CANCELLATIONS—Pleading and Practice—Res Judicata 

Outcome of prior proceedings between the parties, held to have involved 

entirely different mark and therefore did not constitute res judicata. 


Appeal from Examiner of Interferences. 

Trade-mark cancellation proceeding by J. L. Ferguson Company 
against New Jersey Machine Corporation. Petitioner appeals from dis- 
missal of petition for cancellation. Affirmed. 

Theiss, Olson & Mecklenburger and A. Arnold Brand, of Chicago, 
Ill., for Petitioner. 

Klein, Alexander & Cooper, of New York, N. Y., for Respondent. 

DANIELS, Assistant Commissioner: 

This is an appeal from the decision of the Examiner of Interferences 
dismissing the petition for cancellation of trade-mark registration No. 
411,858, registered February 6, 1945, under the Trade-Mark Act of 
1905. The mark of the registration sought to be canceled consists of 
the notation “CODE-O-MATIC,” “CODE” being disclaimed, applied to 
“printing machines for applying code indications to labels.” 
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Petitioner relies upon its prior use and ownership of the trade-mark 
“PACKOMATIC” for packaging machinery and is the owner of reg- 
istration No. 275,550, under the Trade-Mark Act of 1905, therefor. The 
petition for cancellation alleges broadly petitioner’s rights to all 
“OMATIC marks” as applied to packaging, labeling, and similar ma- 
chines, and alleges that confusion in trade and deception of the pur- 
chasing public will arise and that “the concurrent use of the two marks 
will cause annoyance and financial injury and damage to the petitioner 
in the acknowledgment of its long established rights in trade marks, 
concluding in OMATIC, used on and in all machinery in the packaging 
field.” Petitioner’s testimony has established its use of the mark “PACK- 
OMATIC” as applied to a comprehensive line of packaging machinery 
prior to any date claimed by respondent, and that this use is extensive 
and its mark well known in that field. 

The Examiner of Interferences found that while the machines of 
the respective parties are not competitive they are “quite generally 
related in purpose, and are deemed clearly to possess the same descrip- 
tive properties.” He overruled respondent’s contention that the suffix “‘o- 
matic” should be disregarded, stating that this ruling was based on the 
ground that the initial portions of the marks “PACK” and “CODE” 
were descriptive. He further referred to the question of similarity of 
the marks, indicating that there was some similarity between them, 
but held that the petitioner’s failure to bring this proceeding earlier is 
“fatal to whatever rights it might have had to prevail upon its asserted 
cause of action.” Petitioner construes this as a finding of confusing 
similarity, while respondent contends that the Examiner of Interfer- 
ences did not pass upon this question. Whether or not the examiner’s 
statement was intended as a finding of confusing similarity his dis- 
missal of the petition for cancellation was based primarily, if not solely, 
on the question of laches. 

I am unable to agree with the Examiner of Interferences that the 
delay of the petitioner in bringing this proceeding—slightly less than 
two and a half years from the date of the registration sought to be can- 
celed—is sufficient to constitute laches which would bar petitioner’s right 
to bring this proceeding. Mere delay is ordinarily not sufficient to pre- 
vent a party from maintaining any trade-mark proceeding. Menendez et 
al. v. Holt et al., 128 U.S. 514, 1889 C.D. 344; Bordo Products Company 
v. B. A. Railton Co., 36 C.C.P.A. 1059, 173 F. 2d 981 [89 TMR 409]; 
West Disinfecting Company v. Owen, 35 C.C.P.A. 843, 165 F. 2d 450 
[88 TMR 318]. The record presents no facts sufficient to constitute 
acquiescence or estoppel in addition to this delay. In view of my con- 
clusions on other phases of the case, it is not considered necessary to 
consider the question of laches in greater detail. Particularly since sec- 
tion 13 of the Act of 1905 provides that a cancellation proceeding may 
be brought “at any time,” and the corresponding section of the Act of 
1946, section 14, provides for cancellation of marks registered under 
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that Act at any time within five years, it is my opinion that mere delay 
for less than the latter period could not, under the facts here presented, 
defeat the claim for cancellation. 

Although disagreeing with the Examiner of Interference as to his 
finding of laches sufficient to defeat the petitioner’s right of cancellation, 
it is my opinion that the petition for cancellation was properly dismissed. 
Petitioner’s right of cancellation is based upon its alleged rights to pre- 
vent others from registering what it refers to as “OMATIC marks.” Its 
rights must, however, depend upon its particular mark which it actually 
uses, “PACKOMATIC,” and the question for consideration is whether or 
not there is likelihood of confusion between respondent’s mark and that 
mark as applied to the goods of the petitioner when considered in their 
entireties. 

In considering this, the marks must be considered in their entireties 
and descriptive or disclaimed material may not be disregarded in deter- 
mining whether or not such marks are confusingly similar. Vi-Jon 
Laboratories, Inc. v. Lentheric Incorporated, 30 C.C.P.A. 916, 133 F. 2d 
947 [83 TMR 211]. 

The Examiner of Interferences’ holding that the goods possess the 
same descriptive properties recognized that there were substantial and 
specific differences between the products. Certain of petitioner’s pack- 
aging installations do include machines which place markings such as 
serial numbers or dates on the outside of packages and such devices 
have on occasion been sold separately for use in installations of packag- 
ing machinery. Respondent’s product serves to print only flat labels 
separate from the packages. These differ in substantial respects, while 
possessing, as found by the Examiner of Interference, broadly the same 
descriptive properties. In J. L. Ferguson Company v. Island Equipment 
Corp., 680 O.G. 1108, 838 USPQ 468, decided December 7, 1949, sub- 
sequent to the Examiner of Interferences’ decision in this case, peti- 
tioner’s notice of opposition to an application for registration of the nota- 
tion “STYL-O-MATIC,” in view of its ownership of the same mark on 
which it relies here, was dismissed in view of the differences between 
the marks and the goods. See also Eureka Williams Corporation v. Wil- 
loughby Machine and Tool Company, 86 USPQ 170. My decision in that 
case was based primarily upon the decisions of the Court of Customs 
and Patent Appeals in Synchromatic Air Conditioning Corporation v. 
Williams Oil-O-Matic Heating Corporation, 27 C.C.P.A. 1010, 109 F. 2d 
784, [30 TMR 205], and the decision of that court in Williams Oil-O- 
Matic Heating Corp. v. Bliss, 19 C.C.P.A. 821, 54 F. 2d 430, [22 TMR 
22]. See also Synchromatic Corporation v. Eureka Williams Corpora- 
tion, Court of Appeals, Seventh Circuit, 81 USPQ 434. The marks and 
goods of the parties here differ, in my opinion, at least to as great an 
extent as those involved in J. L. Ferguson Company v. Island Equip- 
ment Corp., supra, and while previous cases are in no event controlling 
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on that question, it is my opinion that the principles set out in the 
decisions of the Court of Customs and Patent Appeals referred to therein 
indicate that there is no likelihood of confusion between the marks in- 
volved herein as applied to the goods of the parties. 

Petitioner contends that the decision of the United States District 
Court for the District of Maryland in National Icy-O-Beverages, Inc. v. 
Stuart Edward Davis, et al., 16 USPQ 164, 3 F. Supp. 251, rather than 
the decisions of the Court of Custom and Patent Appeals above referred 
to should be followed herein. While the court in that case made certain 
statements as to the recognition of “O-Matic” it found the marks involved 
not to be confusingly similar. Moreover, that case involved trade-mark 
infringement or unfair competition rather than any question of regis- 
tration. Petitioner also relies upon the holdings in numerous contested 
cases in the Patent Office, most of which were by default or by consent and 
cannot serve as precedents as against the court decisions mentioned above. 


At the hearing of this appeal it was suggested by petitioner that 
since respondent had filed no notice of appeal it could raise no question 
as to confusing similarity between the marks and the goods and that 
the appeal must be determined entirely on the question of laches. Re- 
spondent as the successful party before the Examiner of Trade-Mark 
Interferences could not have appealed from a favorable decision, Lorenz 
K. Braren v. George Horner, 9 USPQ 497; Minneapolis Brewing Com- 
pany v. Ekhardt & Becker Brewing Company, 493 O.G. 957, 38 USPQ 
344; California Spray-Chemical Corp. v. Ansbacher Siegle Corporation, 
545 O.G. 917, 55 USPQ 298. The fact that I disagree with the examiner 
on the question of laches clearly requires that the other questions be 
considered and would not require automatic reversal of the decision of 
the Examiner of Interferences if the petitioner is not entitled to main- 
tain the proceeding for reasons other than that on which the Examiner 
of Interferences primarily based his decision. United States v. American 
Railway Express, 265 U.S. 425; Wolf Brothers v. Hamilton-Brown Shoe 
Company, 240 U.S. 251, 1916 C. D. 281. 

Petitioner also contends that the order of the Examiner of Inter- 
ferences in another proceeding between these parties involving different 
marks constituted res judicata as to respondent’s right to the registra- 
tion of an “O-MATIC” mark and that its petition must be sustained in 
view thereof. Since the respondent’s mark there involved was. entirely 
different than now under consideration it seems sufficient to state that 
I agree with the Examiner of Interferences that the outcome of the other 
proceeding did not constitute res judicata for the reasons stated by him. 

While, therefore, my reasons for reaching that conclusion differ to 
some extent from those of the Examiner of Interferences it is my opinion 
that the petition for cancellation was properly dismissed. 


The decision of the Examiner of Interferences is affirmed. 
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J. L. FERGUSON COMPANY v. ADOLPH GOTTSCHO, INC. 
Commissioner of Patents—July 14, 1950 


TRADE-MARK AcT OF 1946—Defenses—Section 19 
CANCELLATIONS—Defenses—Laches 
On facts of record, delay of slightly less than two years from date of regis- 
tration to filing of petition for cancellation held not to constitute laches sufficient 
to defeat a proper claim for cancellation. 
TRADE-MARKS—Marks not Confusingly Similar—Particular Instances 
“Mark O Matic,” separated without hyphens and printed in white lettering 
on a black background of a flash of lightning, the word “Mark” being dis- 
claimed, held not confusingly similar to “Packomatic,” used on similar goods. 
TRADE-MARKS—Confusing Similarity—General 
Default and consent actions in Patent Office held not precedents to be con- 
sidered in determining question of confusing similarity. 


Appeal from Examiner of Interferences. 


Trade-mark cancellation proceeding by J. L. Ferguson Company 
against Adolph Gottscho, Inc. Petitioner appeals from dismissal of petition 
for cancellation. Affirmed. 


Thiess, Olson & Mecklenburger and A. Arnold Brand, of Chicago, 
Ill., for Petitioner. 


Joseph Montgomery, of New York, N. Y., for Respondent. 


DANIELS, Assistant Commissioner: 


This is an appeal from the decision of the Examiner of Interfer- 
ences dismissing the petition for cancellation of trade-mark registration 
No. 414,996, registered July 10, 1945, under the Trade-Mark Act of 1905. 
The mark of the registration sought to be canceled consists of the word 
“Mark O Matic” separated without hyphens and printed in white letter- 
ing on a black background of a flash of lightning. The word “Mark” 
is disclaimed apart from the mark as shown. The goods upon which the 
mark is used are “manual and automatic marking machines for making 
an impression on or in the surface of articles.” 

The petitioner who is the prior user, bases its cause of action upon 
its ownership of the notation “Packomatic” as a trade-mark for various 
types of machines used in the packaging industry, including machines 
or devices for marking labels, cartons and containers. As grounds for 
cancellation it is alleged that the respective goods of the parties possess 
the same descriptive properties, and that as applied to such goods the 
marks in question bear such near resemblance that their concurrent 
use would be likely to give rise to confusion in trade. 

The decision of the Examiner of Interferences dismissing the petition 
for cancellation contains the following paragraph: 

“It clearly appears that the respective marking machines of the parties, 


if not competitive, are closely related products of the same descriptive prop- 
erties. The differences between the marks applied to these goods, however, are 
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substantial, and considering such differences in connection with certain facts 

brought out by the record in this case, referred to more particularly below, 

it is the opinion of the examiner that the petitioner has forfeited whatever 

rights it once may have had to maintain its asserted cause of action.” 

In Cancellation No. 5063, the appeal in which is decided concur- 
rently herewith the examiner found that the marks were quite similar, 
while in this case he has found the differences to be substantial. In that 
case, as in this, however, the decision dismissing the petition for can- 
cellation is based at least to a substantial extent on the equitable prin- 
ciple of laches, acquiescence and estoppel as set out in section 19 of the 
Trade-Mark Act of 1946. In this case the delay involved from the date 
of registration is slightly less than two years, and for the reasons set 
out in the accompanying decision, this could not, in my opinion, con- 
stitute laches sufficient to defeat a proper claim for cancellation. There 
are certain elements of estoppel set up in this case which were not 
presented in the other case referred to. In view of the conclusion reached, 
however, it is not believed necessary to consider that question in detail. 

The marks involved herein have nothing in common except the occur- 
rence of “O Matic” and “omatic.” Except for that suffix respondent’s 
mark differs very substantially in appearance from that of petitioner, 
and has nothing in common with it with respect to its connotation. For 
the reasons stated in J. L. Ferguson v. New Jersey Machine Corpora- 
tion, Cancellation No. 5063, decided concurrently herewith, it is my 
opinion that the Examiner of Interferences was correct in finding that 
there are substantial differences between these marks as applied to these 
goods and that because of such differences there appears to be no likeli- 
hood of confusion. I agree with his conclusion that the petition for 
cancellation should be dismissed. 

Petitioner’s testimony refers to the possibility of certain letters being 
omitted from one or the other of the marks in affixing them to machinery 
or not being recognized in certain photographs. The testimony does not 
appear sufficient to establish any likelihood of this occurring or of any 
confusion resulting therefrom. 

Each of the parties have submitted a comprehensive list of cases 
passing on marks involving “O-Matic” suffixes. The petitioner’s list in- 
cludes numerous default and consent actions in the Patent Office which 
are not considered precedents. The most pertinent cases, in which the 
facts most nearly resemble those here involved are, in my opinion, Wil- 
liams Oil-O-Matic Heating Corp. v. Bliss, 19 C.C.P.A. 821, 54 F. 2d 4380 
[22 TMR 22] and Synchromatic Air Conditioning Corporation v. Wil- 
liams Oil-O-Matic Heating Corporation, 27 C.C.P.A. 1010, 109 F. 2d 
784 [80 TMR 205]. Other comments contained in the concurrent decision 
in J. L. Ferguson v. New Jersey Machinery Corporation apply to this 
case and will not be repeated. 

The decision of the Examiner of Interferences is affirmed. 
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THE SEVEN-UP COMPANY v. MISSION DRY CORPORATION 
Commissioner of Patents—July 17, 1950 


TRADE-MARKS—A bandonment—General 
When use of a mark is discontinued with intent to abandon, it constitutes an 


immediate abandonment. 
On facts of record, respondent held to have abandoned mark by intentional 
and complete discontinuance of use as distinguished from temporary nonuse. 
Seven years nonuse held to indicate intent to abandon. 
TRADE-MARK AcT OF 1946—Cancellations—Section 14 


CANCELLATIONS—Basis of Relief—General 
Petitioner held to have interest in matter in view of respondent competitor’s 
specific representation that mark had been eliminated. 
Section 14 of 1946 Act held to provide specifically for cancellation of abandoned 
mark irrespective of confusing similarity of marks, 


TRADE-MARKS—Confusing Similarity—Particular Instances 
Examiner held “Charge Up” confusingly similar to “Seven Up” and “7 Up,” 
used on identical goods, but in view of respondent’s abandonment, Commissioner 
finds it unnecessary to consider question. 
Respondent by its conduct held to have conceded similarity of marks and 
any doubt, under the circumstances, would necessarily be resolved against it. 


CANCELLATIONS—Defenses—Laches, Acquiescence and Estoppel 
On facts of record, held that no equitable defense of laches, acquiescence 
or estoppel would be available against petitioner. 
In view of respondent’s specific abandonment of mark, upon petitioner’s protest, 
petitioner’s failure to bring cancellation proceedings at earlier date held not to 
affect adversely petitioner’s right to cancellation. 


Appeal from Examiner of Interferences. 


Trade-mark cancellation proceeding by The Seven-Up Company 
against Mission Dry Corporation. Respondent appeals from cancellation 
of registration. Affirmed. 


John H. Cassidy, of St. Louis, Mo., for Petitioner. 
Minier & Fihe, of Los Angeles, Cal., for Respondent. 


DANIELS, Assistant Commissioner: 


This is an appeal from the decision of the Examiner of Trade-Mark 
Interferences sustaining a petition for cancellation of trade-mark regis- 
tration No. 360,613, registered September 20, 1938, for non-alcoholic 
maltless beverage used as a soft-drink and syrups and extracts for pre- 
paring the same. The term disclosed in that registration consists of the 
word “CHARGE UP.” 

The petition for cancellation was filed November 7, 1947, under the 
Act of 1946. Petitioner relies upon its ownership and prior use of the 
registered trade-marks “Seven Up” and “7up” for goods identical to 
those of respondent. The petition for cancellation alleges that the marks 
bear such near resemblance that their concurrent use will give rise to 
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confusion in trade and that respondent’s registration should be canceled 
on the ground of abandonment. There is no question as to petitioner’s 
prior use of its mark nor as to the large sales and advertising of its 
product under that mark. Respondent contends, however, that the marks 
are not confusingly similar, that it never abandoned its mark, and that 
the petition should be dismissed on the ground of petitioner’s laches, in 
view of its failure to bring this cancellation proceeding until approxim- 
ately nine years after the date of registration of respondent’s mark. 

The application for the registration sought to be canceled was filed 
May 2, 1938, setting out a date of first use of March 9, 1938. Prior to 
that date respondent had used the notation “CHARGER” as a trade- 
mark for this same beverage, which use was discontinued at that time. 
In 1939 apparently as a result of a conference between the presidents 
of the respective parties at a convention of soft-drink manufacturers 
the respondent discontinued the use of “CHARGE UP,” and resumed use 
of “CHARGER.” By letter dated November 14, 1939, the respondent’s 
president wrote to petitioner stating that as a result of their confer- 
ence respondent would discontinue the use of “CHARGE UP” and that 
the mark had been eliminated from its product. Thereafter no use of the 
mark was made until it was resumed in 1946, an announcement of the 
change of “CHARGER” to “CHARGE UP” being made to all bottlers 
on May 13, 1946. Respondent refers to this as “temporary discontinuance” 
and cites numerous cases holding that mere nonuse without intent to 
abandon cannot constitute abandonment of a mark. This was, however, 
no mere temporary nonuse but an intentional and complete discontinuance 
of use of the mark, and showed, as stated in respondent’s letter of 
November 14, 1939, a definite intent to “eliminate” the mark. When use 
of a mark is discontinued with intent to abandon it, it constitutes an 
immediate abandonment. The continuance of this abandonment from 1939 
to 1946 would, in any event, indicate intent to abandon even without 
this specific expression. See definition of abandonment in Section 45 of 
the Trade-Mark Act of 1946. 

That the petitioner has an interest in this matter, in view of the 
specific representations made to it as to discontinuance of use of the 
mark upon its protest as a competitor, cannot be questioned and no 
question as to its right to maintain the cancellation is or can be raised. 
Section 14 of the Act specifically provides for cancellation of a registra- 
tion, the mark of which has become so abandoned and for this reason 
the registration should be canceled irrespective of the confusing simi- 
larity of the marks. 

The examiner found that registration should be canceled on the 
grounds of confusing similarity between the marks. Respondent con- 
tends that this is contrary to the holding in The Seven Up Company v. 
Cheer Up Sales Company of St. Louis, Circuit Court of Appeals, Eighth 
Circuit, 65 USPQ 237, which held that “CHEER UP” did not infringe 
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“Seven Up.” In view of the facts set out as to abandonment it is not 
considered necessary to consider this point nor to determine whether 
or not the examiner properly distinguished between this case and others 
involving petitioner’s mark. Respondent by its conduct conceded the sim- 
ilarity between these marks and in view of these circumstances any doubt 
would necessarily be resolved against it. The announcement of its re- 
sumption of its use of the mark on May 23, 1946, while carefully 
phrased, contains statements which are construed by the petitioner, and 
in my opinion correctly, as indicating that the change was made because 
of the popularity of another drink on the market which on the record 
presented must have referred to petitioner’s product. 

Respondent contends that the petition for cancellation should be dis- 
missed because of petitioner’s failure to bring the cancellation proceeding 
at an earlier date. While earlier action to cancel might have been ap- 
propriate in view of the abandonment referred to, petitioner’s failure 
to take such action in view of the specific abandonment of the mark 
cannot, in my opinion, adversely affect its right to the cancellation of 
respondent’s registration. Nor would any equitable principle of laches, 
acquiescence or estoppel be applicable as against petitioner in view of 
respondent’s conduct with respect to its mark. 

The decision of the Examiner of Interferences is affirmed. 





ELDER MANUFACTURING COMPANY v. INTERNATIONAL 
SHOE COMPANY 


Commissioner of Patents—July 20, 1950 


OpposITIONS—Proof of Use—General 

A party is not bound by the date of first use claimed in a registration. 

While opposer is entitled to prove an earlier date if it is able to do so, proof 
of such earlier use by oral testimony must be clear and convincing and must 
be free from discrepancies or inconsistencies. 

On facts of record, opposer, relying upon brief, general and uncorroborated 
statements of witnesses whose occupation was such that they would have little 
knowledge of or interest in the trade-marks or selling methods of the company, 
held to have failed to sustain burden of proving use prior to date of first use 
by applicant’s predecessor. 

Applicant’s testimony, by witnesses who occupied responsible positions with 
its predecessor, held clear and convincing and partially corroborated, and to 
establish priority. 

OPpposITIONS—Proof of Use—Effect of Registration 

Expired 1905 Act registration held not evidence of use either as to the date 
of registration or application, and certainly not as to the date of the first use 
claimed. 

OPPOSITIONS—Defenses—Laches 

On facts of record, applicant held to have failed to establish defense of 

laches. 


Appeal from Examiner of Interferences. 
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Trade-mark opposition by Elder Manufacturing Company against 
International Shoe Company. Applicant appeals from decision sustaining 
notice of opposition. Reversed. 


Alfred W. Petchaft, of St. Louis, Mo., for Opposer. 
Kingsland, Rogers & Ezell, of St. Louis, Mo., for Applicant. 


DANIELS, Assistant Commissioner: 


This is an appeal from the decision of the Examiner of Trade-Mark 
Interferences sustaining a notice of opposition to an application for regi- 
stration of a trade-mark for “boots and shoes of leather, fabric and/or 
combinations thereof,” under the Trade-Mark Act of 1905. The mark 
sought to be registered consists of the notation “Sundial Mark Twain” 
with a paraph for the surname “Twain” and all inclosed in an open 
oval. 


The notice of opposition alleges ownership and prior use of the trade- 
mark “Mark Twain” for men’s and boys’ collars and shirts. It further 
sets up ownership of two registrations of that mark under the Trade- 
Mark Act of 1905. One of these, registration No. 363,478, registered 
December 27, 1938, by opposer, was registered long after use of appli- 
cant’s mark and need not be considered; the other registration No. 168,- 
075, was registered May 15, 1923, by Hall, Hartwell & Co., on an ap- 
plication filed January 24, 1922, and opposer alleges that this mark was 
properly assigned to it by Hall, Hartwell & Co., Inc., a successor of 
the registrant, on November 20, 1937. The notice of opposition alleges 
that the goods of the parties possess the same descriptive properties, 
and that the marks are confusingly similar and that opposer will be 
damaged by the registration sought. 


The applicant denies that opposer has proven title to the 1923 regis- 
tration, registered May 15, 1923, by its predecessor, and the examiner 
made no specific finding as to this. The registration is, however, of 
record, and opposer has proved that it succeeded to any rights which its 
predecessors, Hall, Hartwell & Co., Inc., or Hall, Hartwell & Co., may 
have had in the mark as of November 20, 1937, and that it has con- 
tinued to use the mark since that date upon the products stated. 


The Examiner of Interferences has found that the marks are con- 
fusingly similar and that the goods of the parties possess the same 
descriptive properties within the meaning of Section 5 of the Trade- 
Mark Act of 1905; that the applicant has not sustained its defense of 
laches; that opposer has satisfactorily established use of the mark in 
question upon collars at a date prior to any date established by the 
applicant for use of “Mark Twain” upon shoes either by itself or its 


| predecessor, and accordingly sustained the opposition. The applicant 


appeals. 
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As between the immediate parties, the applicant was the first to use 
“Mark Twain” and apply it to its products, having commenced its use 
thereof in 1925. The examiner has found that applicant’s predecessor, 
The Bluff City Shoe Company, first used the mark on shoes January 
1, 1921, and that the question of priority depends upon whether or not 
the opposer has established any date of use by its predecessor, Hall, 
Hartwell & Co. prior to that date. He further found that the opposer 
had established use by its predecessor Hall, Hartwell & Co. since a date 
“long prior to January 1, 1921.” Applicant contends that this conclusion 
is erroneous and that there is no showing of use by opposer’s predecessor 
prior to its established date. This question of priority is, in my opinion, 
determinative of this case. 

Registration No. 168,075, dated May 14, 1923, relied upon by opposer 
was issued upon an application filed by Hall, Hartwell & Co. on January 
24, 1922. The date of first use claimed in that application is October 1, 
1921. This application was signed and sworn to by Jos. McKay, who is 
shown by the testimony to have been a member of that firm and its 
predecessor partnership of the same name since at least 1906. Three 
witnesses were produced by the opposer to attempt to carry this date 
of use back to at least 1907. One of these witnesses had been employed 
by Hall, Hartwell & Co. from 1907 to 1933 or 1934, with some inter- 
ruptions, if I understand his testimony. Another had been employed by 
Hall, Hartwell & Co. from 1911 until 1937, without interruption, and 
the third from 1919 to 1937, at which time the business of Hall, Hart- 
well & Co. was liquidated and its rights to the trade-mark transferred 
to opposer. Each of the witnesses testified that Hall, Hartwell & Co. was 
using the name “Mark Twain” as a trade-mark for collars when he 
first entered the employ of that company, and that it continued to do so 
during their entire employment. There is also some testimony as to the 
use of the mark on shirts, but as to this the statements as to any dates 
prior to January 1, 1921, are too indefinite and conflicting to require 
discussion. With respect to this testimony, the Examiner of Interfer- 
ences held that opposer has the burden of proof and of establishing by 
clear and convincing proof that it is entitled to a date of use of its 
mark earlier than October 1, 1921, the date alleged in its registration 
No. 168,075, and that oral testimony if clear and convincing is com- 
petent to establish use or title to a mark. B. R. Baker Co. v. Lebow 
Brothers, 32 C.C.P.A. 1206, 150 F. 2d 580 [85 TMR 267]; Brewster- 
Ideal Chocolate Co. v. Dairy Maid Confectionery Co., 20 C.C.P.A. 848, 
62 F. 2d 844 [23 TMR 86]; The Snapout Forms Co. v. Allen-Rand Co., 
Inc., 69 USPQ 20. He further found that the opposer was not bound 
by the date of first use (October 1, 1921) alleged in registration No. 
168,075, registered May 15, 1923, and was entitled to carry that date 
back by proper evidence. Auerbach & Sons v. Hall & Hayward Co., 1904 
C.D. 271, 111 O.G. 806; The Gem Cutlery Co. v. Leach, 1905 C.D. 58, 
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114 0.G. 2089. That opposer is entitled to prove an earlier date if it is 
able to do so is in accordance with established Patent Office practice 
and with the cases above cited. Any proof of earlier use by oral testi- 
mony must, however, be clear and convincing and must be free from 
discrepancies or inconsistencies. Brewster-Ideal Chocolate Co. v. Dairy 
Maid Confectionery Co., supra; B. R. Baker Co. v. Lebow Brothers, supra. 

The statements of opposer’s witnesses above referred to as to the 
date of use are extremely brief and general. While they establish that 
Hall, Hartwell & Co. made collars from the date each of them were first 
employed until the liquidation of the business in 1937, there is no refer- 
ence to the manner of affixing the mark, the extent of its use, or any 
details concerning it except for a statement that it was used and con- 
tinued to be used. Two of them worked in the cutting room, and one 
(Woodward) entered the employ of the Company in 1919, at which time 
he was, according to his own statement, “‘an office boy—approximately,” 
and knew very little of the business at the time. Except for fixing the 
date by stating that the mark was in use at the time they entered the 
employ of the company, there is no reference to any corroborating evi- 
dence of any kind or any contemporaneous occurrence with respect to 
such use or the date thereof. The only specimen produced showing use 
of the mark was a collar admittedly manufactured sometime around the 
liquidation of the business in 1937. There is no proof of advertising or 
any actual sales to any particular customer during the period in question. 
While proof of trade-mark use at dates going back many years is known 
to be difficult where, as here, all corporate or firm records have been 
destroyed, and a certain degree of liberality in considering such testi- 
mony is permitted, it is my opinion that under the circumstances here 
presented the uncorroborated testimony of these witnesses is insufficient 
to show any use of the mark prior to October 1, 1921, if indeed that 
date is established by such testimony. The generality and lack of details 
in testimony has already been referred to. While the witnesses pre- 
sumably could fix the date of first employment by Hall, Hartwell & 
Co., their testimony was given in 1947, from 10 to 14 years after they 
had had any connection with that concern and dealt with details of the 
business of the company which occurred beginning, respectively, in 1907, 
1911, and 1919. The lapse of time between their employment with the 
company and the date of giving testimony would make recollection more 
difficult than that of a witness who had been continuously employed in 
the same concern. While the explanation of lack of contemporaneous 
corporate or firm records is adequate in view of the liquidation of the 
business, the opposer succeeded in obtaining complete documentary evi- 
dence as to the history of the company; the members constituting the 
firm at various dates; its ownership of real property; and certain de- 
tails of operation, which appeared in a private journal. While this evi- 
dence was only historical, it showed that Hall, Hartwell & Co. carried 
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on an extensive business, and that during the years in question it sold 
collars on a very large scale. In spite of this there is no reference to 
any advertising, nor of sales of any product to any particular customers, 
nor anything which would indicate use of “Mark Twain” on collars 
except for the oral testimony outlined above. The lack of any reference 
to advertising or sales of particular concerns by a company operating 
on a scale as extensive as that indicated by the testimony produced, 
must be considered significant. Not only are no records produced, but 
no one other than the cutting room employees and Mr. Woodward re- 
ferred to any use of “Mark Twain” as applied to collars or shirts prior 
to October 1, 1921. The two earlier witnesses were engaged in the cut- 
ting room and their occupation was such that they would have little 
knowledge of or interest in the trade-marks or selling methods of the 
company. The third was according to his statements, little more than 
an office boy during that period. Nor while the testimony of the wit- 
nesses is positive as to use of the mark at the time of their employ- 
ment do they display any similar knowledge as to the activities of the 
company which would appear equally within their knowledge, such, for 
example, as the date of beginning the manufacture of shirts, the use 
of other trade-marks, etc. 

Accordingly, in my opinion, the testimony of these three witnesses 
is not clear and convincing as required by the cases cited above, even 
if it were to be considered by itself. As against this, however, Mr. McKay 
who was a member of the firm and had been a member for many years, 
verified the application for registration No. 168,075, in 1922, and stated 
that the mark had been used since about “October 1, 1921.” Not only 
was this affidavit made within a few months of the event to which it 
refers, but was made by a member of the firm who should have knowl- 
edge far greater than any of the witnesses produced. As already indi- 
cated, a party is not bound by the date of first use claimed in a 
registration and may carry this back if it is able to do so. When, 
however, such an affidavit has been made at about the time of the event 
a greater burden of proof should be and is required. Auerbach & Sons 
v. Hall & Hayward Co., supra. 

I cannot agree with the Examiner of Interferences that the evidence 
is either clear or convincing, and in my opinion, not only lapse of time 
but the circumstances above outlined indicate every likelihood that the 
recollection of the witnesses was faulty and that in no event could it be 
considered as against the statements made in registration No. 168,075. 
It may also be noted that the opposer made no claim of earlier use when 
registering the mark in 1938 (Registration No. 363,478, supra). Ac- 
cordingly it is my opinion that the opposer has failed to prove any use 
of the words “Mark Twain” on collars or shirts prior to January 1, 
1921, the date of first use of applicant’s predecessor as found by the 
Examiner of Interferences. 
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Opposer contends that if its proof is to be found insufficient, the 
applicant’s proof is deficient to an equal or greater extent. Applicant’s 
first use of the mark on its own products was in 1925. Its predecessor, 
The Bluff City Shoe Company registered this mark on April 18, 1922, 
registration No. 154,493. The date of first use set out in the application for 
this registration was January 1, 1921. It was assigned to the applicant 
in 1925 upon the liquidation of The Bluff City Shoe Company, but was 
inadvertently permitted to expire without renewal at the end of the term 
thereof. Accordingly it is not evidence of use either as of the date of 
registration or application, and certainly not of the date of first use 
claimed. Applicant has, however, produced two witnesses who were em- 
ployed by its predecessor and who occupied responsible positions; one 
being in charge of sales and a member of the board of directors; the 
other a salesman during the entire period of time in question. The state- 
ments of these witnesses are clear and specific and while the corporate 
records of applicant’s predecessor were also destroyed after its liquida- 
tion in 1925, at least specimens of the stamp used in affixing the mark 
were produced and dates are corroborated by the dates of deaths of 
certain individuals with relation to certain other business events. In my 
opinion, this testimony considered alone is much clearer than that of 
opposer’s witnesses above referred to, and the witnesses’ recollections 
are also refreshed by the date of the registration above referred to and the 
application therefor. 


Accordingly, in my opinion, the applicant has proven use at least 
as early as January 1, 1921, while opposer has proven no use prior to 
October 1, of that year, and the notice of opposition must be dismissed 
in view of opposer’s failure of proof of priority. 


In view of the conclusions reached, it is not necessary to consider 
in detail applicant’s contention that opposer’s claim is barred by laches. 
As to this question, I agree with the conclusion of the Examiner of 
Interferences that applicant has failed to establish that defense, although 
not necessarily agreeing with his reasons for reaching that conclusion. 
Menendez et al. v. Holt et al., 128 U.S. 514, 1889 C.D. 344. Bordo Prod- 
ucts Company v. B. A. Railton Co., 36 C.C.P.A. 1059, 173 F. 2d 981 
[39 TMR 409]; West Disinfecting Company v. Owen, 35 C.C.P.A. 843, 
165 F. 2d 450 [88 TMR 318]. Whether or not the facts produced with 
regard to laches might require a holding that opposer has failed to 
prove confusion or damage need not be considered. 


The decision of the Examiner of Interferences is reversed. 
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MASON, AU & MAGENHEIMER CONF. MFG. CO. v. 
HAWLEY & HOOPS 


Commissioner of Patents—July 25, 1950 


TRADE-Marks—Confusing Similarity—General 
That confusion may result from similarity in any one of the elements of 
sound, appearance, or meaning, is well established. 
Prior decisions as to similarity of marks are seldom controlling and minor 
differences and facts may result in different conclusions. 
TRADE-MARKS—Confusing Similarity—Particular Instances 
“Ravens” held confusingly similar to “Black Crows,” used on identical goods, 
under 1905 Act. 
Both dictionary definitions and common usage held to substantiate opposer’s 
contention and no fine distinction would be drawn between a crow and a raven. 


If there were doubt as to similarity of words, no distinction would be made 
between the word “raven” and picture of large black bird on opposer’s packages 
which might be regarded interchangeably as a crow or raven. 

OPpPosITIONS—Defenses—Laches, Acquiescence and Estoppel 


Mere delay is not ordinarily sufficient to constitute laches, which would bar 
the assertion of trade-mark rights. 


On facts of record, held that there is nothing indicating acquiescence or 
estoppel presented, other than mere lapse of time. 


Even if opposer was under duty to object if it intended to prevent applicant’s 
use of mark, opposer could take no action as to applicant’s right to register 
until this application was filed and published. 


Opposer’s right to maintain opposition held not barred by laches. 
OPPosITIONS—Basis of Relief—General 


Opposer is not required to prove confusion; likelihood of confusion as to 
source is sufficient. 


Lack of evidence of confusion during years both products have been on the 
market held not entitled to any substantial weight as indication that there is not 
likelihood of confusion between five cent articles. 


Appeal from Examiner of Trade-Mark Interferences. 
Trade-mark opposition by Mason, Au & Magenheimer Conf. Mfg. 
Co. against Hawley & Hoops (Hawley & Hoops, Inc., Assignee, sub- 


stituted). Opposer appeals from dismissal of notice of opposition. 
Reversed. 


Gustav Drews and Andrew J. Graham, of New York, N. Y., for 
Opposer. 


Edwin Levisohn and Harry Cohen, of New York, N. Y., for Applicant. 
DANIELS, A. C.: 


This is an appeal from the decision of the examiner of interferences 
dismissing the opposition of Mason, Au & Magenheimer Conf. Mfg. Co. 
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to the application of Hawley & Hoops for registration of a trade-mark 
for candy, under the Trade-Mark Act of 1905. The mark sought to be 
registered consists of the word “RAVENS.” 


Opposer relies upon its ownership and prior use of the trade-mark 
“BLACK CROWS” as applied to identical merchandise. Opposer is the 
owner of a registration of this mark No. 89,680, for candy, issued under 
the Act of 1905, December 31, 1912 and renewed, and has submitted 
testimony showing extensive use and advertising of the mark, use being 
claimed since 1898, and proven since a date prior to any date claimed 
by applicant. The actual product of each of the parties is licorice jujube 
candy. At the present time and for some years past, both parties have 
sold this candy in five-cent packages, although opposer, prior to approxi- 
mately 1918, and applicant prior to about 1939, sold the product in bulk 
for resale by retailers as so-called “penny candy.” 


The examiner of interferences found that the marks of the parties 
were not confusingly similar, and that the opposer was guilty of laches 
in failing to object to the applicant’s use of its mark. The examiner of 
interferences’ finding of dissimilarity was based on the decision of the 
Commissioner of Patents in The United States Graphite Company v. 
Bomhard, 1907 C.D. 115, 127 O.G. 3215, where the notations “Crow” 
and “Raven” each associated with a picture of a bird were held not to 


be confusingly similar. As to that case the examiner’s decision herein 
says: 


“The decision of the Commissioner in that case clearly is controlling upon 
the examiner in the instant proceeding, although it may be stated that the 
latter independently is of the view that the marks ‘Black Crows’ and ‘Ravens’ 
used by the parties hereto differ so widely in every material particular as to 
obviate any reasonable likelihood of confusion in trade.” 


The opposer, conceding that the marks are dissimilar in sound and 
appearance, contends that confusion is likely because of the meaning 
necessarily attributed to the notations “Black Crows” and “Ravens,” each 
creating an identical “mental image,” to wit, that of a big black bird. That 
confusion may result from similarity in any one of the elements of sound, 
appearance, Or meaning, is well established. Norris Incorporated v. 
Charms Company, 27 C.C.P.A. 1174, 111 Fed. (2d) 479; Cluett, Peabody 
& Co. Inc. v. Wright, 18 C.C.P.A. 937, 46 Fed. (2d) 711; Celanese 
Corporation of America v. E. I. du Pont de Nemours & Company, 33 
C.C.P.A. 948, 154 Fed. (2d) 146. Opposer contends that to the ordinary 
customer, and particularly to children who frequently purchase this type 
of candy, “crow” and “raven” mean the same thing. This is argued 
both as a matter of common knowledge and based on various dictionary 
definitions, both English and English and French. For example, Funk 





858 TRADE-MARK REPORTER 40 T.M.R. 


& Wagnall’s New Standard Dictionary of the English Language, 1946, 
defines them as follows: 


“Crow. N. — an omnivorous corvine bird, (Corvus Americanus) ***.” 
“Raven. N, — A large omnivorous corvine bird.***”’ 


In Webster’s New International Dictionary: 


“Crow. N. ***1. Any of various species of large, usually entirely glossy 
black oscine birds of the genus Corvus and allied genera; specis: ***.” 

“Raven. N. ***1. A glossy-black Corvine bird (Corvus corax) of Northern 
Europe, Asia and America now practically exterminated in the eastern United 
States. It is about two feet long and similar to the crow, but larger and with 
the features of the throat narrow and pointed. ***” 


In Funk & Wagnall’s Practical Standard Dictionary: 
“Raven *** n. A large omnivorous crow-like bird (Corvus cortex) ***.” 


It is further contended that the use of the picture of such a large black 
bird on opposer’s packages — not registered but which has been used 
for many years as shown by the evidence — establishes a similarity in 
addition to that existing between the names. In my opinion both dic- 
tionary definitions and common usage substantiate opposer’s contention, 
and no fine distinction would be drawn between a crow and a raven. 
Both are large birds of generally similar conformation and aside from 
fine ornithological distinctions would be commonly associated, as in- 
dicated by the dictionary definitions above. I further agree that, if there 
might be doubt as to similarity of the words, no distinction would be 
made as between the word “raven” and the picture of the large black 
bird on opposer’s packages which might well be regarded interchange- 
ably as a crow or a raven. Accordingly, it is my opinion, that there is 
such similarity in meaning and association between the marks of the 
parties that there is likelihood of confusion and that the opposition 
should be sustained, unless such holding conflicts with established prece- 
dent, such as the case referred to by the examiner as controlling. 

That prior decisions as to similarity of marks are seldom controlling, 
and that minor differences and facts may result in a different conclusion, 
has frequently been held. Celanese Corporation of America v. E. I. du 
Pont de Nemours, supra. 

The United States Graphite Company v. Bomhard, supra, involved 
marks almost identical with those here involved, “Crow” and “Raven,” 
and each involved a representation of a bird. It is indicated, however, that 
the Commissioner followed the decision of the Court of Appeals of the 
District of Columbia, in W. A. Gaines and Co. v. Carlton Importation 
Company, 1906 C.D. 731, 123 O. G. 1994, involving the question of con- 
fusion of “Old J,” “Old Jay Rye,” and “Old Crow” applied to whisky, 
which appear to differ to a greater extent. 

More recently the United States Court of Customs and Patent Ap- 
peals and the Patent Office have considered numerous cases involving 
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the question of likelihood of confusion between names or representa- 
tions of animals. In D. J. Bielzoff Products Company v. White Horse 
Distillers, Ltd., 27 C.C.P.A. 722, 107 Fed. (2d) 583, the court found 
“Red Horse” confusingly similar to “White Horse” as applied to identical 
products. The court said: 


“We have repeatedly held that, in determining the question of confusing 
similarity, ‘side-by-side comparison’ of trade-marks is not a proper test. The 
test rather is whether a ‘casual purchaser’ would be likely to be confused 
by the concurrent use of the marks on the goods of the respective parties. 
Furthermore, the marks should not be dissected, but should be considered 
as a whole. * * * 

“Of course, one served with a glass of ‘Red Horse’ gin, cordial, liqueur, 
brandy or rum would not likely believe that he was drinking a glass of ‘White 
Horse Scotch Whisky’ but those familiar with ‘White Horse’ or ‘Black Horse’ 
Scotch whiskies might readily believe that ‘Red Horse’ cordials, liqueurs, 
brandies, rums, cocktails, gins, and alcoholic bitters have the same origin, * * *.” 


In Gilmore Oil Company, Ltd. v. Wolverine-Empire Refining Co., 21 
C.C.P.A. 948, 69 Fed. (2d) 532, The Court of Customs and Patent Ap- 
peals found “Lion Head” to be confusingly similar to “Wolf’s Head” 
as applied to lubricating oils, stating: 


“The fundamental idea, we think, in the adoption and use by appellee of 
its mark was to convey to the purchasing public that its oil could, and should, 
be identified by the head of an animal. It chose as its symbol the head of a 
wolf, and, in connection therewith, used the words ‘WOLF’S HEAD.’ Sub- 
stantially the same motive actuated appellant in the adoption of its involved 
trade-mark, although, so far as this record is concerned, it knew that appellee 
was a pioneer in that field. * * * Some purchasers desiring appellee’s oil 
would, of course, remember the precise name ‘WOLF’S HEAD,’ Many, how- 
ever, due to the arbitrary and peculiarly fanciful character of the mark, 
would likely have in mind only that the oil they desired was known as an 
animal’s head motor oil. Under such circumstances, the involved marks, 
although somewhat different in appearance and sound, would have the same 
meaning. If this is so, and we think it is, the registration and use by appellant 
of its mark would be likely to lead to confusion, and would cause many pur- 
chasers of lubricating motor oil to purchase the oil of appellant, when, as a 
matter of fact, they desired to purchase the goods of appellee. The converse 
of this is also true. The net result, therefore, of the registration and use by 
appellant of its mark would be to confuse the purchasing public, the very 
thing the statute was intended to avoid. * * *” 


In Tupelo Cotton Mills v. American Bleached Goods Co. Inc., 55 
App. D.C. 286, 4 Fed. (2d) 9538, the court considered the representations 
of two birds, one apparently a bluebird and the other a tanager, and 
said that there was likelihood of confusion as applied to similar goods. 
The court there said: 


“* * * Appellant suggests that these two birds are easily distinguishable. 
They might be by ornithologists, but the purchasing public includes compara- 
tively few persons who have particular knowledge of birds. To the average 
person these goods would be bird goods, and would not be known as bluebird 
or tanager goods.” 
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The foregoing cases appear to be fully as applicable to the situation 
here involved as those cited by the examiner. See also American Fruit 
Growers, Inc. v. Michigan Fruit Growers, Inc., 17 C.C.P.A. 906, 38 Fed. 
(2d) 696; Grant View Heights Citrus Association v. M. Egan Fruit & 
Vegetable Co., 12 U.S.P.Q. 129; James Buchanan & Co., Ltd. v. Ham- 
burger Co., 487 O.G. 674, 36 U.S.P.Q. 268; White Horse Distillers, Ltd. 
v. Berson, 487 O.G. 673, 36 U.S.P.Q. 208. 

In the instant case the products of the parties are five-cent candies 
sold as an impulse item, and they would not be subject to careful selec- 
tion. They are frequently sold on newsstands, and similar places where 
the customers would serve themselves or are served hurriedly, and are 
frequently sold to children. Similar conditions did not exist with respect 
to the products referred to in the decision cited by the examiner of 
interferences, The United States Graphite Company v. Bomhard, supra. 
I cannot, therefore, agree with the examiner’s appraisal of the marks 
as differing to such an extent that confusion is unlikely, nor with his 
conclusion that the case last cited is controlling in view of the different 
facts of record herein. 

With respect to laches applicant has established use of its mark since 
approximately 1929. Until 1939 the mark was used on bulk candy, resold 
as penny candy, and without prominent display of the mark if, in fact, 
it were actually displayed by retailers. Opposer knew of the use of ap- 
plicant’s mark since 1937, but contends that the volume of sales thereof 
was relatively negligible. The extent of sales was not stated by the ap- 
plicant’s witnesses, and on cross-examination even an estimate of the 
amount was avoided. Applicant’s advertising expense for its entire line 
of candy was, however, shown to have been small, and there is rio show- 
ing what portion of that amount applied to the licorice jujube candy 
bearing the mark here involved and what portion was devoted to the 
promotion of other candies. No facts which would indicate acquiescence 
or estoppel other than mere lapse of time without objection are pre- 
sented. Mere delay is not ordinarily sufficient to constitute laches, which 
would bar the assertion of trade-mark rights. Menendez et al. v. Holt et 
al., 128 U.S. 514, 1889 C.D. 344; Bordo Products Company v. B. A. Rail- 
ton Co., 36 C.C.P.A. 1059, 173 Fed. (2d) 981; and West Disinfecting 
Company v. Owen, 35 C.C.P.A. 843, 165 Fed. (2d) 450. 

No question of whether the applicant is entitled to continue to use the 
mark involved is presented in this case, the question for determination 
being whether or not applicant is now entitled to the registration sought 
and the consequent prima facie right to exclusive use of the mark. Even 
if opposer was under some duty to object if it intended to prevent ap- 
plicant’s use of the mark, it could have taken no action with respect to 
applicant’s right to obtain such a registration until this application was 
filed and the mark published and it then brought the proceedings within 
the statutory period of thirty days. 
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In view of the foregoing, as well as for the reasons set out in my 
decision in The Kroger Grocery & Baking Company v. Country Gar- 
dens, Inc., 609 O.G. 704, 76 U.S.P.Q. 542, and particularly in view of 
applicant’s failure and even refusal to present any testimony as to the 
extent of the use of the mark, it is my opinion that opposer’s right to 
object to the registration sought by applicant is not barred by delay. 


In addition to its contention as to laches, the applicant suggests 
that lack of evidence or confusion, although the products have been on 
the market for a number of years, precludes a finding of similarity. 
Opposer is not required to prove confusion. Norris Incorporated v. 
Charms Company, supra. Nor is it apparent how evidence of confusion 
could be discovered or presented with respect to the products here in- 
volved. The cost of the products alone would ordinarily preclude receipt 
of any complaints, since it may be presumed that a five-cent purchase 
would not justify the time or expense involved in making a complaint. 
As already indicated the products are purchased in a most casual fashion. 
If, in fact, any one purchasing applicant’s product believed it emanated 
from the opposer, the product would presumably be quickly disposed of 
and the matter would end. If dissatisfied, the customer would be more 
likely to purchase something entirely different on the next occasion 
rather than submit any complaint. Under such circumstances, I cannot 
give any substantial weight to the suggestion that the concurrent use 
of the marks indicates that there is not likelihood of confusion or that 
necessarily there has been no confusion. 


Accordingly, I disagree with the conclusion of the examiner of inter- 
ferences that the marks are not confusingly similar, and that the opposer’s 
right to maintain the opposition is barred by laches. This makes it un- 
necessary to consider certain other points raised by each of the parties, 
and it seems sufficient to state that as to such points I agree with the 
decision of the examiner of interferences for the reasons stated by him. 


The decision of the examiner of interferences is reversed. 
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JOHN WALKER & SONS, LIMITED v. TAMPA CIGAR 
COMPANY, INC. 


Examiner of Interferences—July 26, 1950 


OpPosITIONS—Defenses—Effect of Prior Proceedings 
Decision in prior cancellation proceeding, under 1920 Act, denying opposer 
right to cancel applicant’s registration of name “JOHNNIE WALKER,” for 
cigars, held not res judicata nor to estop opposer from questioning applicant’s right 
to register composite mark, comprising name “JOHNNIE WALKER” and pic- 
ture of man with top hat, wearing monocle and smoking cigar, in 1946 Act 
opposition, 
Arnold Milling Co. v. Thorobred Co. Inc. 82 USPQ 436, 39TMR846, 
distinguished. 
TRADE-MARK AcT OF 1946—Likelihood of Confusion—Section 2(d) 
TRADE-MARKS—Registrability—General 
Decision in prior cancellation proceeding, under 1920 Act, held based upon 
conclusion that, despite some related use, whisky and cigars could not be held 
to have same descriptive properties. 
Decision in prior cancellation proceeding, under 1920 Act, held not based on 
likelihood of confusion as term is now used in 1946 Act. 


TRADE-MARK AcT OF 1946—Registrability—Section 2(d) 
TRADE-MARKS—Confusing Similarity—Particular Instances 
Composite mark prominently displaying name “JOHNNIE WALKER” below 

picture of man with top hat, wearing monocle and smoking cigar, held con- 
fusingly similar to “JOHNNIE WALKER” and fanciful figure of man wearing 
top hat and monocle; and confusion as to source held likely to arise if registra- 
tion of applicant’s mark were permitted for cigars in view of world-wide celebrity 
of opposer’s whisky marks. 


Section 2(d) of 1946 Act held intended to prevent such likelihood of con- 
fusion as to source or reputation. 
Trade-mark opposition by John Walker & Sons, Limited against 
Tampa Cigar Company, Inc. Notice of opposition sustained; and appli- 
cant adjudged not entitled to registration sought, under 1946 Act. 


Francis E. Boyce, Cousins & Cousins, and Ellis W. Leavenworth of 
New York, N. Y., for Opposer. 


James Atkins, of Washington, D. C., for Applicant. 
DERENBERG, Examiner of Interferences: 


This is an opposition proceeding in which only the opposer has taken 
testimony, both parties have filed briefs, and both were represented at 
the hearing. 

The applicant here seeks registration of a composite mark prom- 
inently displaying the name “JOHNNIE WALKER” below a picture of 
a man with a top hat, wearing a monocle and smoking a cigar. The 
application is presented under Section 2(f) of the Act of 1946, and 
registration is sought under that Act in Class 17. Use of the mark is 
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claimed since October 1, 1923. Applicant also was the owner of Regis- 
tration No. 201,561, disclosing the words “JOHNNIE WALKER” alone 
as used on cigars. This registration was granted under the Act of March 
19, 1920, and has since expired. 

Opposer relies on prior use and ownership of the trade-mark “JOHN- 
NIE WALKER” as used on whisky since 1880. The mark was first reg- 
istered by opposer under No. 78,556 in 1910. Such registration discloses 
the words “JOHNNIE WALKER?” alone, the surname appearing below 
the name “JOHNNIE.” Beginning in about 1910, opposer also used a 
fanciful figure of a man wearing a top hat and monocle, which figure 
was registered under the Act of 1905 under No. 320,563 in January, 
1935. The present proceeding is based on these registrations, as well as 
a series of other registrations attached to the notice of opposition, all 
of which prominently display the name “JOHNNIE WALKER,” either 
alone or with other material. 

Opposer alleges that in view of the international reputation of its 
whisky trade-mark, confusion as to source is likely to arise under the 
Act of 1946 if the applicant were permitted to register the identical 
name for cigars under that Act. Opposer also invites attention to an 
opposition proceeding instituted by it under No. 17,291, in 1937, against 
an application filed by applicant’s predecessor in business under Serial 
No. 396,825, in which registration was sought of the words “JOHNNIE 
WALKER?” plus a picture, for cigars. In said opposition proceeding, a 
default judgment was entered in favor of the present opposer, sustain- 
ing the opposition. In the application just mentioned, applicant’s pre- 
decessor had claimed ownership of the aforementioned registration No. 
201,561, of the name “JOHNNIE WALKER” alone for cigars under the 
Act of 1920. After having learned about the 1920 mark in this way, 
the present opposer instituted cancellation proceeding No. 3,333, seeking 
to cancel the 1920 mark. The present opposer introduced considerable 
testimony establishing priority of use and extensive advertising all over 
the world of the whisky trade-mark, while the registrant took no testi- 
mony. The petition for cancellation was denied on the ground that whisky 
and cigars were not goods of the same descriptive properties. John 
Walker & Sons, Limited v. Menendez, 50 USPQ 634. In the present pro- 
ceeding the opposer incorporated the testimony and exhibits which had 
been used in cancellation No. 3,333, and, in addition, took the testimony 
of several more witnesses. Applicant’s motion to introduce the testimony 
and exhibits in opposition No. 28,099, to which the present opposer was 
not a party, was denied, and no other testimony was taken by the 
applicant. 

It is the applicant’s contention that the opposition should be dis- 
missed on the ground that the adverse decision in the cancellation pro- 
ceeding above referred to is res judicata and that, consequently, the 
opposer is now estopped from questioning applicant’s right to registra- 
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tion of the mark here involved. Applicant also contends that the Com- 
missioner, in the cancellation proceeding, held in effect that there was 
no likelihood of confusion as a result of the concurrent use of applicant’s 
mark on cigars and the then petitioner’s use of the mark on whisky, and 
that, consequently, no different result should now be reached under the 
Act of 1946, even though that Act had eliminated any reference to the 
same descriptive properties. 

The Examiner is unable to agree with the applicant in either of 
these contentions. If there were any room here for application of the 
doctrine of res judicata, which, in the Examiner’s opinion, there is not, 
it would seem to apply to the former opposition proceeding, No. 17,291, 
rather than to the cancellation proceeding No. 3,333, since in the op- 
position proceeding, although it ended in a default judgment, the marks 
involved were practically identical with those involved in the present 
proceeding, while in the cancellation proceeding, the name “JOHNNIE 
WALKER” alone was involved and not the composite mark which appli- 
cant now seeks to register. In Arnold Milling Company v. Thorobred 
Company, Inc. (82 USPQ 436) on which the applicant relies, the marks 
involved were practically identical, only one letter having been omitted, 
and for that reason it was held on motion for summary judgment by the 
Commissioner, that a prior decision in an opposition proceeding between 
the same parties was in effect res judicata. Moreover, both the former 
and the subsequent proceeding in that case were governed by the same 
Act, i.e., the Trade-Mark Act of 1905. In the present case, the mark 
which formed the object of the former cancellation proceeding is but 
one part of the composite mark sought to be registered and the figure of 
the man wearing the top hat and monocle, being in itself a close imita- 
tion of one of opposer’s registered marks, certainly is an important 
enough additional feature to take the case out of any consideration of 
the doctrine of res judicata. It is significant, in this connection, that 
the Court of Customs and Patent Appeals, in one of its most recent 
decisions, refused to apply that doctrine in a case which was very much 
closer than the present proceeding. In in re McKesson & Robbins, Incor- 
porated, 36 C.C.P.A. (Patents) 894; 81 USPQ 117, the Court of Customs 
and Patent Appeals had originally upheld the Commissioner in ordering 
cancellation of a mark prominently disclosing the word “BRACE” be- 
cause of conflict with the petitioner’s prior registration of “BRACINE” 
for related goods. Subsequently, the losing respondent reapplied for reg- 
istration after having changed the appearance of the mark in some 
minor respects but still continuing the word “BRACE” prominently and 
after having eliminated certain goods which had been embraced in the 
original registration. The Commissioner took the position that the issue 
of registrability of the “BRACE” trade-mark was res judicata in view of 
the Court of Customs and Patent Appeals’ previous decision in the can- 
cellation proceeding, but the Court of Customs and Patent Appeals held 
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that since there had been changes in the mark, the Court’s former de- 
cision was not res judicata, particularly since the description of the goods 
also had been changed. Although there has been no change in the goods 
in the present case, the differences in the marks involved certainly are 
far greater than they were in the “BRACE” case. 

Moreover, the Examiner cannot agree with the applicant that the 
decision of the Commissioner in the cancellation proceeding, No. 3,333, 
was based on likelihood of confusion as that term is now used in the 
Act of 1946. The Commissioner, after in fact acknowledging that whisky 
and cigars are to some extent “related in use,” came to the conclusion 
that despite such relationship, whisky and cigars could not be held to 
have the same descriptive properties. That the case was actually decided 
on that basis is clear from the precedents on which the Commissioner 
relied, all of which expressly found that in the absence of a specific find- 
ing of the same descriptive properties, two marks could not have been 
held confusingly similar under Section 5 of the Act of 1905. 

The Examiner is thus in agreement with the opposer that the issue 
now to be determined is whether the composite mark here sought to be 
registered would be likely to cause confusion with opposer’s whisky 
mark under Section 2(d) of the Act of 1946. Since it is established beyond 
doubt that opposer’s use of its various registered trade-marks far ante- 
dates the earliest use of applicant’s mark, and since there can be no 
question that the mark now sought to be registered is confusingly similar 
to the marks upon which opposer is relying, the only question left for 
determination appears to be whether, under the more liberal test of 
Section 2(d) of the Act of 1946, confusion as to source may arise if 
simultaneous registration of both the opposer’s and the applicant’s marks 
were permitted. The Examiner is of opinion that the record in this case 
as well as that in the previous cancellation proceeding clearly establishes 
that the trade-mark “JOHNNIE WALKER” for whisky in conjunction 
with the fanciful character has acquired world-wide fame. Moreover, it 
has been established that whisky and cigars are frequently sold through 
the same distributors, that in many restaurants, hotels and other public 
places, the offering of “JOHNNIE WALKER?” cigars after dinner might 
well lead people to conclude that such cigars have the same commercial 
origin as the whisky consumed at the same time. In any event, it is not 
at all far-fetched to say that people may be lead to believe that there 
is a connection in trade between the whisky and the cigar manufacturers 
and it is such likelihood of confusion as to source or reputation which 
Section 2(d) of the Act of 1946 was intended to prevent. The considera- 
tions which recently led the Examiner of Interferences in the case of 
Hershey Chocolate Corporation v. Yorkana Cigar Company (40 T. M. 
Rep. 337, April, 1950) to conclude that the manufacturers of the Hershey 
Candy bar were entitled to prevent registration of the word “Hershey” 
for cigars apply with equal force to the situation here involved. The 
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applicant has offered no rational explanation why it should have selected 
not only the name “JOHNNIE WALKER” but a close imitation of the 
picture used by opposer for many years unless such action was taken 
for the purpose of capitalizing upon the world-wide goodwill which op- 
poser has established for its whisky mark. 


Accordingly, the opposition is hereby sustained, and it is further 
adjudged that the applicant is not entitled to the registration for which 
it has made application. 


Limit of appeal: August 26, 1950. 


ARTISTIC FOUNDATIONS, INC. v. THE H. W. GOSSARD CO. 
Commissioner of Patents—July 27, 1950 


TRADE-MARKS—Words Capable of Exclusive Appropriation—Particular Instances 

Both the word “Flexees” and the word “Fixies” held arbitrary marks as 
applied to girdles, corsets, etc. 

TRADE-MARKS—Confusing Similarity—Particular Instances 

“Fixies” held confusingly similar to “Flexees,” used on similar goods, under 
1946 Act. 

CANCELLATIONS—Basis of Relief—General 

Side by side comparison is not the test for confusing similarity of marks. 

Possibility of confusion on part of one buying on recollection or recommenda- 
tion controls, in determining question of likelihood of confusion. 

Petitioner for cancellation need not prove actual confusion but only likeli- 
hood of confusion, which may be established by examination and comparison of 
marks involved. 

TRADE-MARKS—Confusing Similarity—General 

Concurrent use for long period of time might overcome any presumption of 
similarity arising from examination of the marks; but such conclusion could not 
be drawn unless marks differed to substantial degree. 


Appeal from Examiner of Interferences. 


Trade-mark cancellation proceeding by Artistic Foundations, Inc. 
against The H. W. Gossard Co. Registrant appeals from cancellation of 
registration. Affirmed. 

Munn, Liddy & Glaccum, of New York, N. Y., for Petitioner. 

Donald Malcolm, of New York, N. Y., for Respondent. 


DANIELS, Assistant Commissioner: 


This is an appeal from the decision of the Examiner of Trade-Mark 
Interferences sustaining the petition of Artistic Foundations, Inc., for 
cancellation of registration No. 367,119, registered May 9, 1939, under 
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the Trade-Mark Act of 1905, which discloses the trade-mark ‘“Fixies” 
for “girdles, panties, step-in corsets and corsets of the hook-around type.” 
Petitioner relies upon its ownership and prior use of the trade-mark 
“FLEXEES” as applied to “girdles, corsets, and brassieres and combina- 
tions thereof.’”’ Ownership and use by the petitioner is established by 
proof of registration thereof which antedates the respondent’s filing date. 
The goods being in part identical and petitioner’s priority having been 
established the only question for consideration is whether or not the re- 
spondent’s mark so nearly resembles that of petitioner as applied to such 
goods that there is likelihood of confusion as set out in Section 2(d) of 
the Act of 1946. 


Respondent in contending that there is no resemblance between the 
marks in appearance, sound or significance and no likelihood of con- 
fusion suggests that “Fixies” is a wholly arbitrary term while “FLEX- 
EES” is suggestive of certain properties of the petitioner’s garments. It 
would appear to me that both the marks are arbitrary and that there 
is no similarity in meaning. They do, however, resemble each other in 
sound and appearance even though respondent’s is written in script and 
petitioner’s contains certain underlined portions which do not appear in 
respondent’s. 


Even though they might be distinguished on side by side comparison, 
which is not the test, the possibility of confusion on the part of one buy- 


ing on recollection or recommendation seems obvious. Both parties have 
cited cases on this question. In my opinion the resemblance is marked 
and so apparent that citation of authority is considered unnecessary. 


Respondent further contends that petitioner was under a duty to 
prove confusion in view of the fact that its goods had been marketed for 
a substantial period of time without resulting confusion. That petitioner 
need not prove actual confusion but only likelihood of confusion which 
may be established by examination and comparison of the marks is well 
established. Bausch & Lomb Optical Company v. International Industries, 
Inc., 31 C.C.P.A. 1109, 142 F. 2d 1016 [84 TMR 289, 297]; Procter & 
Gamble Co. v. J. L. Prescott Co., 22 C.C.P.A. 1173, 77 F. 2d 98 [25 
TMR 342]; Kroger Grocery & Baking Co. v. Blue Earth Canning Co., 
24 C.C.P.A. 1098, 88 F. 2d 725 [27 TMR 250]. It may be assumed that 
concurrent use for a long period of time might overcome any presump- 
tion of similarity resulting from examination of the marks, but in this 
case there is no proof of the extent of sale of either article, nor that 
they have been in actual competition. Nor could such a conclusion be 
drawn unless the marks differed to a substantial degree, which, in spite 
of respondent’s careful argument, in my opinion they do not. 


The decision of the Examiner of Trade-Mark Interferences is affirmed. 
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THE GROVE LABORATORIES, INC. v. WILLIAM G. 
TERWILLIGER 


Commissioner of Patents—July 31, 1950 


TRADE-MARKS—Class of Goods—General 
Description of goods in application held controlling as to class of applicant’s 
goods, in absence of testimony. 
TRADE-MARKS—Goods of Different Classes—Particular Instances 
Mixture of ingredients having therapeutic value and used for the relief 
of colds, grippe, headache, joint pains, neuralgia, bad breath, sore gums, canker 
sores, sore throat, dandruff and itchy scalp, held a medicinal preparation; and 
underarm deodorant and anti-perspirant held a cosmetic or toilet preparation 
having no medicinal value. 
Use of practically identical marks on the medicinal and toilet preparations 
involved, held not likely to cause confusion as to source, under 1946 Act. 


OPPOSITIONS—Basis of Relief—General 
Fact that opposer markets medicinal products, similar to some of applicant’s 
goods, under other marks, held not controlling. 


Appeal from Examiner of Interferences. 


Trade-mark opposition by The Grove Laboratories, Inc. against Wil- 
liam G. Terwilliger. Opposer appeals from dismissal of notice of 
opposition. Affirmed. 


William Keane Small, of Clayton, Mo., for Opposer. Beekman Aitken, 
of New York, N. Y., for Applicant. 


DANIELS, Assistant Commissioner: 


This is an appeal from the decision of the examiner of trade-mark 
interferences dismissing the opposition of The Grove Laboratories, Inc., to 
an application by William G. Terwilliger for registration of a trade-mark 
for a “mixture of ingredients having therapeutic value and used for the 
relief of colds, grippe, headache, joint pains, neuralgia, bad breath, sore 
gums, canker sores, sore throat, dandruff and itchy scalp” on the Prin- 
cipal Register under the Trade-Mark Act of 1946. The mark sought to 
be registered consists of the word “CARE.” The opposition is based 
on the opposer’s ownership and prior use of the trade-mark “KARE” 
for “an under-arm deodorant and anti-perspirant,” and alleges that 
applicant’s mark so nearly resembles that of the opposer’s “as to be 
likely when applied to the goods of the applicant to cause confusion or 
mistake or to deceive purchasers.” 

Opposer’s priority has been established and there is no question as 
to the practical identity of the marks. The examiner has found, how- 
ever, that the opposer’s goods are essentially toilet or beauty prepara- 
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tions having no medicinal or therapeutic properties, while the product 
of the applicant is a medicine or medicinal preparation, and that accord- 
ingly they are not so related that the use of the mark will cause 
confusion as to, source or origin thereof. In support of this the examiner 
cited Daggett & Ramsdell v. Bonat & Bro., 35 C.C.P.A. 937, 166 Fed. 
(2d) 151; The Odol Corp. v. De Oto, 23 Fed. (2d) 766, 57 App. D.C. 355; 
Mulhens & Kropff, Inc. v. Onnen, 17 C.C.P.A. 831, 37 Fed. (2d) 435; 
and In re McKesson & Robbins, Inc., 36 C.C.P.A. 894, 173 Fed. (2d) 278. 


On this appeal the opposer contends that since applicant took no 
testimony there is no basis for finding applicant’s goods to be medicinal 
preparations. The description of the goods in the application is, however, 
controlling as to this. It is further contended that since the products are 
sold in similar establishments, such as drug stores, there is necessarily 
a strong likelihood of confusion. This was also true in the cases cited 
by the examiner, supra. Opposer emphasizes the fact that its packages 
indicate that its deodorant and anti-perspirant contains aluminum chlor- 
hydroxide and it is stated that aluminum and preparations thereof are 
officially classified as medicinal agents for internal as well as external 
use. Assuming that the fact that this substance is mentioned on the 
label properly establishes that it forms a part of opposer’s product, and 
that the substance mentioned is a medicinal agent, it cannot change 
the essential character of opposer’s product which is a toilet prepara- 
tion having no medicinal value. The ingredient mentioned is not used 
separately and the use of a medicinal product or even a drug in an- 
other type of preparation does not change the nature of that prepara- 
tion. That its general nature is that of a cosmetic or toilet article is 
indicated by opposer’s own witnesses, one of which stated that it was 
sold in “outlets handling cosmetic and toiletry items.” Another testified 
that in introducing this product it was necessary for the opposer to 
secure the services of a “cosmetic consultant.” 


Opposer also predicates damage on the fact that it markets medicinal 
products. The record establishes that opposer manufactures cold remedies 
and similar products in large quantities under trade-marks having no 
resemblance whatever to that used on its deodorant here involved. Since 
the marks are entirely different there is obviously no confusion between 
the mark of applicant and that which opposer uses on its own medicinal 
products. It is not apparent how its sale of such products under other 
marks can effect the situation here and, if this were to be considered, 
it might well indicate that opposer itself differentiates between the two 
types of products and accordingly markets them under completely dif- 
ferent marks. 


The decision of the examiner of interferences is affirmed. 
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NATIONAL CRANBERRY ASSOCIATION v. CALIFORNIA 
CONSUMERS CORP. 


Commissioner of Patents—July 31, 1950 


CANCELLATIONS—Proof of Ownership and Use—Effect of Registration 


Petitioner’s registrations under 1905 Act held to establish ownership and use 
of its mark as applied to the goods specified therein, at a date prior to any 
date of use claimed by respondent. 


TRADE-MARKS—Confusing Similarity—General 

Under section 2(d) of 1946 Act, question is whether respondent’s mark so 
nearly resembles that of petitioner as to be likely when applied to respondent’s 
goods to cause confusion or mistake or to deceive purchasers. 

Similarities or differences between both the marks and the goods must be 
considered; and doctrine of “cumulative differences” applies. 

In determining question of confusing similarity, marks must be considered 
in their entireties. 


TRADE-MARKS—Marks Not Confusingly Similar—Particular Instances 


“Spray Kist,” as applied to fresh frozen vegetables, held not so similar to 
“Ocean Spray,” for fresh and canned cranberries and similar products, as to 
indicate likelihood of confusion, under 1946 Act. 


Appeal from Examiner of Interferences. 


Trade-mark cancellation proceeding by National Cranberry Associa- 
tion against California Consumers Corp. Petitioner appeals from 
dismissal of petition for cancellation. Affirmed. 


Beekman, Aitken, of New York, N. Y., for Petitioner. Jackson, Webster 
& Read and Harris, Kiech, Foster & Harris, of Los Angeles, Cal., and 


Bacon & Thomas, of Washington, D. C., for Respondent. 


DANIELS, Assistant Commissioner: 


This is an appeal from the decision of the examiner of trade-mark 
interferences dismissing the petition of National Cranberry Association 
for cancellation of respondent’s registration of the mark “SPRAY KIST” 
for “fresh frozen vegetables,” registration No. 382,483, registered October 
29, 1940, under the Trade-Mark Act of 1905. Petitioner relies upon its 
ownership and prior use of the word “Ocean Spray,” for canned cran- 
berries and similar products, and has proven ownership of registrations 
thereof, No. 196,795, registered March 31, 1925, for “canned cranberries” ; 
No. 238,708, registered June 2, 1931, for “fresh cranberries, canned 
cranberries, and cranberry syrup”; and No. 397,586, for “canned dehy- 
drated cranberry flakes,” each registered under the Act of 1905. The peti- 
tion for cancellation alleges that respondent’s mark “SPRAY KIST” bears 
such near resemblance to petitioner’s mark “Ocean Spray” as to be likely 
when applied to the goods specified, to cause confusion or mistake in 
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accordance with Section 2 (d) of the Trade-Mark Act of 1946. The 
Examiner has found “that the cumulative differences of the marks and 
goods here involved are such as to practically eliminate any likelihood 
of confusion.” 

The petitioner’s registrations above referred to establish its owner- 
ship and use of the mark as applied to the goods specified and at a date 
prior to any date of use claimed by respondent. There is, accordingly, 
no question of priority. Petitioner contends that the reference by the 
Examiner to cumulative differences is not applicable and could have been 
considered only in a proceeding under the Trade-Mark Act of 1905. 
Under Section 2 (d) the question is whether the respondent’s mark so 
nearly resembles that of petitioner ““* * * as to be likely when applied to 
the goods of the applicant to cause confusion or mistake or to deceive 
purchasers.” Under this test similarities or differences between both 
the marks and the goods must be considered and it is my opinion that 
the examiner’s reference to such differences as cumulative follows the 
test laid down. 

Petitioner’s contention as to similarity of the marks is based upon 
the common occurence of the word “Spray.” To the extent of that com- 
mon occurence the marks have some similarity in appearance. Con- 
sidered in their entireties, however, they differ in sound, appearance 
and meaning, and in my opinion there is at least substantial doubt that 
they are confusingly similar for the reasons set out in my decision in 
Cranberry Canners, Inc. v. Nestle’s Milk Products, Inc., 615 O. G. 818, 
79 U.S.P.Q. 35. While the goods to which the respondent’s mark is 
applied in this case are somewhat more similar to those of petitioner 
than were those of the respondent there involved, they are clearly not 
identical. In view of these differences it is my opinion that the examiner 
correctly found that there is no such similarity between the marks as 
applied to the goods to indicate likelihood of confusion. Respondent’s 
references to other cases involving its mark have been noted. “Sea 
Spray,” “Gulf Spray” and “Pacific Spray” referred to in Opposition No. 
21,359, Opposition No. 21,378, and in Waldport Seafood Co., Inc., v. Coe, 
Commissioner of Patents, et al., District Court of the United States for 
the District of Columbia, 60 Fed. Supp. 990, are considered to resemble 
petitioner’s mark to a greater extent than that here involved. 

Before the examiner certain questions as to laches and with refer- 
ence to another registration owned by petitioner, but not set out in the 
petition for cancellation, were raised. These apparently are not presented 
on this appeal. To the extent, however, that they may be before me, it 
seems sufficient to state that I agree with the conclusion of the examiner 
of interferences with respect thereto for the reasons stated by him. 


The decision of the examiner of interferences is affirmed. 
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THE ALLIGATOR COMPANY v. LARUS & BROTHER 
COMPANY, INC. 


Commissioner of Patents—August 3, 1950 


TRADE-MARKS—Words Capable of Exclusive Appropriation—Particular Instances 
“Alligator” held an arbitrary trade-mark for raincoats. 


TRADE-MARKS—Goods of Different Classes—Particular Instances 
Tobacco and tobacco products, viz. smoking tobacco, chewing tobacco, cigars, 
cigarettes and snuff held so different in every essential characteristic, from rain- 
coats that confusion as to source is not likely even when the same mark is used 
thereon. 


TRADE-MARK AcT OF 1946—Likelihood of Confusion—Section 2(d) 


OpposITIONS—Basis of Relief—General 

It is no longer necessary to establish that goods of the parties have same 
descriptive properties, as was required under 1905 Act. 

1946 Act provides more flexible test, which will require refusal of registration 
where there is likelihood of confusion, though goods fall into different categories, 
and permit registration in case of goods falling in same general class where 
confusion is unlikely. 

Adoption of a combination of features clearly associated with a particular 
manufacturer might indicate intent to benefit from goodwill of first user; and 
such combination might indicate likelihood of confusion where imitation of single 
feature might not. 

Extent to which unfair competition cases apply is not entirely clear since rule 
in section 2(d) does not confer upon Patent Office the broad powers of an equity 
court. 


TRADE-MARKS—Marks Not Confusingly Similar—Particular Instances 
Caricature of alligator smoking a cigarette held clearly intended to connect 
it with tobacco and to have no substantial resemblance to opposer’s caricatures 
of alligator shown in connection with rain. 
On facts of record, styles of lettering held merely conventional. 
Since goods differ to such a substantial extent, even use of same mark 
“Alligator” held not likely to cause confusion as to source. 


TRADE-MARK AcT OF 1946—Likelihood of Confusion—Section 2(d) 


OPPOSITIONS—Basis of Relief—General 
Same considerations as to establishing likelihood of confusion apply under 
Section 2(a) as under 2(d). 
Mere use of a word appearing in opposer’s corporate name is not sufficient to 
require that opposition be sustained, in absence of showing that likelihood of con- 
fusion will result. 


TRADE-MARK AcT OF 1946—Likelihood of Confusion—Sections 44(g) and 44(h) 


Sections 44(g) and 44(h) of 1946 Act held not pertinent as dealing with 
rights of foreign nationals and not relating to registrations. 


Appeal from Examiner of Interferences. 
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Trade-mark opposition by The Alligator Company against Larus & 
Brother Company, Inc. Opposer appeals from dismissal of notice of 
opposition. Affirmed. 


Zabel & Gritzbaugh, of Chicago, IIll., for Opposer. 
A. Yates Dowell, of Washington, D. C., for Applicant. 


DANIELS, Assistant Commissioner: 


This is an appeal from the decision of the Examiner of Trade-Mark 
Interferences dismissing the notice of opposition to an application for 
registration of a trade-mark on the Principal Register under the Trade- 
Mark Act of 1946, for “tobacco and tobacco products, namely, smoking 
tobacco, chewing tobacco, cigars, cigarettes, and snuff.” The mark sought 
to be registered consists of the word “ALLIGATOR” associated with a 
caricature of an alligator walking on its hind legs, carrying a cane and 
a cigarette and blowing smoke rings. Below this is a panel colored to 
simulate alligator leather. 


The notice of opposition is based upon opposer’s ownership and prior 
use of the trade-mark “ALLIGATOR” as a trade-mark for rainwear and 
sportswear, ownership of various registrations of that mark and allega- 
tions that the registration sought will violate rights to its corporate 
name. It is also set out that the association of the word “ALLIGATOR” 
and the pictorial representation of an alligator in opposer’s advertising 
and display material have been widely recognized and that applicant’s 
combination of these features will result in confusion, and that this is 
aggravated by the alleged fact that applicant has copied opposer’s man- 
ner of using capital letters and script in the display of its trade-mark 
and the name of the goods. The notice of opposition and briefs specifically 
refer to Section 2(d) of the Act of 1946 and Sections 2(a), 44(g) and 
44(h) of the Act as a statutory ground of opposition. 

Before the Examiner of Interferences certain claims as to use of the 
mark on articles other than raincoats were presented. These were not 
presented on this appeal and it is my understanding opposer no longer 
relies upon them. To the extent, however, that opposer bases any claim 
on products other than raincoats or similar garments, I agree with the 
Examiner of Interferences there is no evidence to establish such use. 

On this appeal opposer relies primarily on its rights to the mark “AL- 
LIGATOR,” on its claim that the applicant’s use of not only the name 
but the caricature and of similar lettering will result in confusion, and 
on its rights to its corporate name. 


Opposer has established that it has used the trade-mark “ALLIGA- 
TOR” on raincoats for many years; that it has advertised this mark 
extensively on a national scale using every type of advertising medium; 
that the mark has been advertised extensively by dealers in publications 
and window display, utilizing display material furnished by the opposer. 
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It is unnecessary to review this evidence in detail. While so far as ap- 
pears no representation of an alligator has been actually affixed to the 
goods some of the advertising and practically all of the display materia] 
used by the opposer carries a caricature of an alligator and in various 
poses and situations. The exact cost of advertising has not been stated 
either as to the entire use of the mark nor for a given year, but state- 
ments of the number of advertisements for various periods are sub- 
mitted and it is apparent that the mark has been very extensively ad- 
vertised both by opposer and dealers at least for approximately the last 
fifteen years. There is little testimony as to advertising prior to that 
time. 

On the record presented there can be no question but that the mark 
is arbitrary, that the trade-mark is extensively used and advertised and 
that it has gained substantial recognition as to raincoats. I am, how- 
ever, unable to perceive any connection or similarity between cigarettes 
and raincoats. Section 2(d) of the Trade-Mark Act of 1946 provides: 


“No trade-mark by which the goods of the applicant may be distinguished 
from the goods of others shall be refused registration on the principal regis- 
ter on account of its nature unless it— 


(d) Consists of or comprises a mark which so resembles a mark registered 
in the Patent Office or a mark or trade name previously used in the United 
States by another and not abandoned, as to be likely, when applied to the goods 
of the applicant, to cause confusion or mistake or to deceive purchasers: * * *,” 


Even though “ALLIGATOR” is widely recognized as opposer’s trade- 
mark for raincoats, cigarettes appear to me to be so different in every 
essential characteristic that the application of even the same mark thereto 
is not likely to cause confusion or mistake or to deceive purchasers. The 
opposer contends that, even if the common occurrence of the word “AL- 
LIGATOR” alone would not be sufficient to indicate likelihood of such 
confusion, the combined use of the name, the caricature of an alligator, 
and the fact that applicant uses the word “ALLIGATOR” in block letters 
and the word “Cigarettes” in script (as does the opposer with respect to 
the words “ALLIGATOR” and “Rainwear’’) indicates likelihood of con- 
fusion, and shows bad faith on the part of the applicant and an intent to 
benefit from the goodwill of the opposer’s business. The combination of 
these features, it is stated, indicates likelihood of confusion, and that 
under Section 2(d) above, various cases of unfair competition which it 
cites apply to this proceeding. Among the cases so cited are the follow- 
ing: Alfred Dunhill of London, Inc. v. Dunhill Shirt Shop, Inc., District 
Ct., S.D. New York, 3F. Supp. 487; L. E. Waterman Co. v. Gordon, 
Circuit Court of Appeals, Second Circuit, 72 F. 2d 272 [24 TMR 347]; 
Wall v. Rolls-Royce of America, Inc., Circuit Court of Appeals, Third 
Circuit, 4 F. 2d 333; Armour & Co. v. Master Tire & Rubber Co., et al., 
District Court, S.D., Ohio, 34 F. 2d 201; Lady Esther Limited v. Flanz- 
baum, District Court, D. Rhode Island, 44 F. Supp. 666. 
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I agree with the applicant that the adoption of a combination of fea- 
tures clearly associated with a particular manufacturer might indicate 
an intent to benefit from the goodwill of the first user, where the imita- 
tion of a single feature might not, and that such combination might in- 
dicate likelihood of confusion under Section 2(d), supra. It is no longer 
necessary to establish that the goods of the parties possess the same 
descriptive properties, as was previously required under Section 5 of the 
Trade-Mark Act of 1905, and it has been held by the Patent Office in ex 
parte matters that the new section provides a more flexible test which 
will require refusal of registrations in cases where there is likelihood of 
confusion, mistake or deception, even though the goods fall into dif- 
ferent categories, while presumably permitting registration in the case 
of goods which fall within the same general class, but where it is appa- 
rent that confusion is unlikely. Ex parte Quaker Hair Goods Co., 627 
0.G. 927, 82 USPQ 445. It is still necessary, however, to establish like- 
lihood of confusion and the precise extent to which unfair competition 
cases such as those cited by the opposer will be applicable is not entirely 
clear since the rule laid down in Section 2(d) does not confer upon this 
Office the broad powers of a court in equity. It is not, however, neces- 
sary to consider this in detail since from the facts outlined above it is, 
in my opinion, clear that the opposer does not come within the rule of 
the cases laid down and has not established any likelihood of confusion. 
The caricature of the alligator of the applicant shows the creature smok- 
ing a cigarette and is clearly intended to connect it with tobacco. The 
caricatures of the opposer are in most instances shown in connection 
with rain and applicant’s caricature differs to such a substantial extent 
that I agree with the examiner that there is no substantial resemblance 
between them except that both would presumably be regarded as gro- 
tesque caricatures of alligators. I cannot perceive how any confusion 
would arise from the claimed resemblances in the type and script used 
by the applicant. Both marks use block letters for the word “ALLI- 
GATOR” and script for the name of the product, but both styles of 
lettering appear to be merely conventional and in my opinion hardly 
noticeable in connection with the other features. 


Since the goods differ to such a substantial extent I am not convinced 
that even the widest recognition of opposer’s mark would cause a po- 
tential customer of cigarettes to associate them with the opposer’s prod- 
ucts or suggest that they emanate from the same source even when 
bearing the same mark. As was stated by the court in L. E. Waterman 
Co. v. Gordon, Circuit Court of Appeals, Second Circuit, 72 F. 2d 272 
[24 TMR 347], relied upon by the opposer: 


“It is now well settled in this country that a trade-mark protects the 
owner against not only its use upon the articles to which he has applied it, 
but upon such other goods as might naturally be supposed to come from him. 
Aunt Jemima Mills Co. v. Rigney, 247 F. 407, L.R.A. 1918C, 1089 (C.C.A.2); 
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Akron-Overland Co. v. Willys-Overland Co., 273 F. 674 (C.C.A. 3); Vogue 
Co. v. Thompson-Hudson Co., 300 F. 509 (C.C.A. 6); Wall v. Rolls-Royce, 
4 F. 2d 333 (C.C.A. 8); Yale Electric Corporation v. Robertson (C.C.A.) 26 
F. 2d 972; Duro Co. v. Duro Co., 27 F. 2d 339 (C.C.A. 3). There is indeed a 
limit; the goods on which the supposed infringer puts the mark may be too 
remote from any that the owner would be likely to make or sell. It would be 
hard, for example, for the seller of a steam shovel to find ground for com- 
plaint in the use of his trade-mark on a lipstick. But no such difficulty arises 
here; razor blades are sold very generally by others than razor blade makers, 
and might well be added to the repertory of a pen maker. Certainly when the 
infringement is so wanton, there is no reason to look nicely at the plaintiff’s 
proofs in this regard. On the merits there can therefore be no question that 
the judge was right.” 


In Alfred Dunhill of London, Inc. v. Dunhill Shirt Shop, Inc., Dis. Ct., 
S.D. New York, 3 F. Supp. 487, also an unfair competition case, the 
court found that: 


“The only conceivable reason for the use of the name ‘Dunhill’ by the de- 
fendant is to trade on the reputation and good will of the plaintiff. * * *” 


In Wall v. Rolls-Royce of America, Inc., supra, also dealing with unfair 
competition, the advertising of the defendant clearly referred to the 
recognition of the plaintiff’s mark and the court found that: 


“* * * Tt is clear that the purpose of Wall was to take and use the good will, 
fair name, and trade record * * *” of the plaintiff. 


In Armour & Co. v. Master Tire & Rubber Co., et al., supra, also an un- 
fair competition case, the court found: 


“* * * Fraud, or the attempt at fraud, is discernible as the underlying and 
appealing conclusion. 


In Lady Esther Limited v. Flanzbaum, supra, the court made the follow- 
ing finding: 


“TI find that the respondent adopted the name ‘Lady Esther’ with the inten- 
tion to benefit by the use of the trade name of fhe complainant.” 


In my opinion the unfair competition cases referred to by the opposer 
and mentioned above probably are inapplicable to the statutory pro- 
ceeding here involved. It is, however, apparent that there are elements 
appearing in each of them that do not appear here. 


The opposer does suggest that it must be assumed that the ap- 
plicant selected its name with a view to trade on the opposer’s goodwill. 
I am unable to find any basis for such an inference and the explanation 
by the applicant as to the manner and motives of adopting its mark, 
although bitterly criticized by the opposer are in my opinion completely 
satisfactory. 

Accordingly in my opinion the goods differ to such an extent that 
there is no likelihood of confusion between the applicant’s mark and that 
of opposer. 
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With respect to the rights claimed by opposer under its corporate 
name, Section 2(a) of the Trade-Mark Act of 1946 provides: 


“No trade mark by which the goods of the applicant may be distinguished 
from the goods of others shall be refused registration on the Principal Regis- 
ter on account of its nature unless it— 


(a) Consists of or comprises * * * matter which may * * * falsely suggest 

a connection with persons, living or dead, institutions, beliefs, or national 

symbols, or bring them into contempt, or disrepute.” 
Under this section the mere use of a word appearing in opposer’s cor- 
porate name is not sufficient to require that the opposition be sustained 
in the absence of showing that likelihood of confusion will result. Ameri- 
can Steel Foundries v. Robertson, 269 U.S. 372, 1926 C.D. 289. Accord- 
ingly the same considerations apply as with respect to the similarity of 
the marks, which has already been considered. Opposer also contends 
that section 44(g) and 44(h) require refusal. These deal with rights 
of foreign nationals and do not relate to registrations, and are not con- 
sidered pertinent. 


The decision of the Examiner of Interferences is affirmed. 


EX PARTE MASTER LOCK COMPANY 
Commissioner of Patents—July 25, 1950 


TRADE-MARKS—Marks Incapable of Exclusive Appropriation—Decoration 
Mere ridges or indentations forming background and decorations on head of 
key, whether functional or not, held not to serve as nor would they be recognized 
as trade-mark, 


TRADE-MAarKS—Registrability—Particular Instances 
Diagonal stripe across handle of key, being a plain space in which applicant’s 
name is inserted, and parallel striped lines on remainder of handle, held not 
a trade-mark and not registrable as such, under 1905 Act. 


Appeal from Examiner of Trade-Marks. 


Application for registration of trade-mark by Master Lock Com- 
pany. Applicant appeals from refusal of registration under 1905 Act. 
Affirmed. 


Parker & Carter, of Chicago, Ill., for applicant. 


DANIELS, Assistant Commissioner: 


This is an appeal from the final refusal of an application for regis- 
tration of a trade-mark for keys under the Trade-Mark Act of 1905. 


In the application, the mark is described as follows: 


“The mark consists of a diagonal stripe positioned across the handle of 
a key, the remainder of the key handle being marked with parallel striped 
lines. The representation of the key is disclaimed.” 
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Registration has been refused on the ground that the design pre- 
sented for registration is merely a functional part of the key handle, 
and as such would not be recognized and could not serve as a trade- 
mark. It is pointed out, and not denied, that it is common practice to 
roughen or emboss the handle of a key so that the user may obtain a 
better grip when it is used. 

The foregoing description is accurate, but does not precisely define 
what applicant claims. On the argument it is stated that the mark con- 
sists of a background of stripes or lines, close together, and a plain 
diagonal and arcuate panel without regard to the general contour of the 
head or coin of the key. The specimens indicate that the “diagonal stripe” 
is merely a plain space in which applicant’s name is inserted. Appar- 
ently the applicant originally claimed the shape of this head, but this 
was abandoned and specifically disclaimed during the prosecution of this 
application. So far as the striped lines are concerned, these are mere 
ridges or indentations and constitute nothing but background. They are 
presented without regard to shape and must accordingly be considered in 
the same category as the stripes in In re Burgess Battery Company, 27 
C.C.P.A. 1297, 112 F. 2d 820 [30 TMR 392], and In re Burgess Battery 
Company, 31 C.C.P.A. 1039, 142 F. 2d 466. With respect to the balance 
of the mark, it seems sufficient to state that I agree with the examiner 
that whether functional or not, the embossed or ridged portions repre- 


sent only background and decoration. Whether or not functional, it is 
my opinion that they do not serve and would not be recognized as a 
trade-mark. In In re National Stone-Tile Corporation, 19 C.C.P.A. 1101, 
57 F. 2d 382 [22 TMR 217], the court said: 


“We also agree with the Commissioner that it is probable that the pur- 
chasing public would not look upon appellant’s grooves in its tile as con- 
stituting a trade-mark; that is to say, we do not think the purchasing public 
would look upon tile containing such grooves as indicating origin of the 
tile, but would be likely to conclude that they were formed as a convenient 
process of manufacture, or to serve a useful function.” 


In In re Denison Manufacturing Co., 17 C.C.P.A. 987, 39 F. 2d 720 [20 
TMR 172], the court said: 


“It is clear to us that the effect of granting appellant’s application would 
not be the recognition of a mark to indicate the origin of goods, but recog- 
nition of a monopoly of a particular shape of a useful part of a finished 
article. We are satisfied that this the law of trade-marks does not permit.” 


In In re American Circular Loom Company, 28 App. D.C. 446, 1907, 
C.D. 452, the Court of Appeals of the District of Columbia stated: 


“This doctrine, in our opinion, was correctly applied to the conditions of 
this case by the Commissioner in the following words: 
‘Custom and reason require that a trade-mark shall have an ex- 
istence so distinct from the goods to which it is applied that it will 
be readily recognized by the public and by purchasers as an arbitrary 
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symbol adopted to authenticate origin. The surface effect which the appli- 
cant calls his trade-mark is not so clearly distinct from the article 
upon which it appears as to be readily recognizable as an arbitrary 
symbol for this purpose, and, in my opinion, it would not be so recognized 
by those not specially informed.’ ”’ 


In Ex parte Woolson Spice Company, 129 Ms.D. 278, it was said by 
the Commissioner : 


“This, to my mind, is but another proof that the design is not a trade- 
mark. Nothing can be a trade-mark which does not on its face show that it is 
intended to be such; for its very function is to indicate, to point out, to 
challenge attention, with a single and obvious meaning. It is a sign; not an 
ornament. If, as in this case, the device is not distinctive, and moreover has 
obviously a function entirely apart from indicating origin, then it is not a 
trade-mark at all.” 


See also Sparklets Corporation v. Walter Kidde Sales Company, 26 
C.C.P.A. 1342, 104 F. 2d 396 [29 TMR 386]; Ex parte The Gamewell 
Fire Alarm Telegraph Company, 1912 C.D. 394, 185 O.G. 827; James 
Heddon’s Sons v. Coe, 64 USPQ 108, 146 F. 2d 865. 

Applicant contends that its mark more nearly resembles that in- 
volved in Capewell Horse Nail Co. v. Mooney, Circuit Court of Appeals, 
Second Circuit, 172 F. 826. In that case the mark was stamped on one 
face of the head of the nail in a particular form, and was held to be 
recognizable as an indicia of origin. Accordingly in my opinion, the 
mark here involved resembles more nearly those in the other cases cited 
above. 


The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE PICOT LABORATORIES, INC. 


Commissioner of Patents—July 26, 1950 


TRADE-MARK AcT OF 1946—Registrability—Subject Matter 
On facts of record, label, wrapper or container, as submitted, held not regis- 
trable on Principal Register under 1946 Act, though a number of elements of 
label would be proper subject matter for trade-mark registration. 
Repeated imprint of word “Picot” blending into background, held to con- 
stitute mere background rather than trade-mark use. 
Separate features of label alleged to be trade-marks should be so registered and 
not combined in a jumbled combination of various elements, as here. 
Primary question is whether or not the material presented is actually a 
trade-mark within the meaning of section 45, and functions as such. 
LaBELS—Registrability—General 
Provision for registration of labels as such, on supplemental Register, does 
not mean that a registrable trade-mark may not be applied in form of a label. 
TRADE-MARK AcT OF 1946—Registrability—Supplemental Register 
The primary object in including the Supplemental Register in 1946 Act was 
to provide basis for obtaining foreign registrations. 


Appeal from Examiner of Trade-Marks. 
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Application for registration of trade-mark by Picot Laboratories, Inc. 
Applicant appeals from refusal of registration on Principal Register, 
under section 2(f) of 1946 Act. Affirmed. 


Chauncey P. Carter, of Washington, D. C., for applicant. 
DANIELS, Assistant Commissioner: 


This is an appeal from the final refusal of registration of a trade- 
mark for “laxative preparations” on the Principal Register under the 
Trade-Mark Act of 1946. The application as amended contains a statement 
of substantially exclusive use for more than five years and claims that 
the mark has thereby become distinctive in accordance with section 2(f) 
of the Trade-Mark Act of 1946. 


Registration has been refused on the ground “that the mark as a 
whole constitutes a label within the purview of Section 23 of the Act of 
July 5, 1946, and not registrable on the Principal Register”; and that the 
matter shown in the drawing “* * * appears to be designed to cover 
the container for the goods completely, and as such it loses its identity 
as a trade-mark and becomes ornamentation.” 


Neither the examiner’s statement, nor the applicant’s brief attempts 
to describe the subject matter sought to be registered. The specimens 
consist of sheets of light colored paper approximately seven and one half 
inches by eight inches square. Extending from near the lefthand margin, 
equally distant from the top and bottom, appears a bright yellow panel, 
approximately six inches by four and one fourth inches, and across the 
top thereof appears a branch from which hang several bunches of purple 
grapes with green leaves and brown tendrils. Below the grapes the words 
“Sal de uvas PICOT” appear twice in black, and black and white lettering. 
Within the yellow panel also appears a block of material printed in Span- 
ish (apparently referring to authorizations of use or sale of the product 
in various Latin American countries) together with the applicant’s name 
and address. At the side of the yellow panel appears certain Spanish 
wording apparently indicating the ingredients of the laxative. Except 
for the yellow panel, the entire surface of the paper is covered by repeated 
imprints of the word “Picot,” written in script in light yellow lettering 
which blends into the light colored background and positioned in regular 
lines and columns with little or no space appearing between the various 
occurrences of the word, either horizontally or vertically. While some of 
the coloring is described in the application, the drawing is not lined for 
color and no claim is made to color as an element of the mark. The 
drawing corresponds with the specimens above described, except that 
the name and address of the applicant, the name of the product, the 
statement of the contents of the laxative, and the panel of Spanish print- 
ing are omitted. The word “Sal” is disclaimed. 
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In the prosecution before the examiner, and in the examiner’s state- 
ment and applicant’s brief on appeal, this piece of paper has been re- 
ferred to as a label, but it would appear to me to be the actual container 
in which the salt itself is inclosed or packed, or the wrapper which is 
placed around some other container. Whether considered as a label, 
wrapper, or container, the questions involved appear to be the same. 


Section 45 of the Trade-Mark Act of 1946 provides: 


“Trade-mark. The term ‘trade-mark’ includes any word, name, symbol, or 
device or any combination thereof adopted and used by a manufacturer or 
merchant to identify his goods and distinguish them from those manufactured 
or sold by others.” 


Section 23 of the Act of July 5, 1946 provides: 

“* * * All marks capable of distinguishing applicant’s goods or services 
and not registrable on the principal register herein provided, except those de- 
clared to be unregistrable under paragraphs (a), (b), (c) and (d) of section 
2 of this Act, which have been in lawful use in commerce by the proprietor 
thereof, upon or in connection with any goods or services for the year pre- 
ceding the filing of the application may be registered on the supplemental 
vegieter * * °” 

* * * 

“Nature of the mark. For the purposes of registration on the supplemental 
register, a mark may consist of any trade-mark symbol, label, package, con- 
figuration of goods, name, word, slogan, phrase, surname, geographical name, 
numeral, or device or any combination of any of the foregoing, but such mark 
must be capable of distinguishing the applicant’s goods or services.” (Em- 
phasis added) 


Applicant contends that the mark presented for registration does not 
include any purely descriptive matter which appears on the label, and 
that accordingly the subject matter sought to be registered comprises 
only arbitrary and distinctive trade mark features. From this it is ap- 
parently concluded that the various elements are registrable, and that 
the combination thereof must also be. Applicant also criticizes the ex- 
aminer’s finding that provision is specifically made for registration of 
labels on the Supplemental Register, and that they are necessarily ex- 
cluded from registration on the Principal Register. Other points con- 
sidered collateral and subordinate to the foregoing are also presented. 


That certain features of the mark might, as contended by the appli- 
cant, be registered, was not questioned by the examiner, and I see no 
reason to question the contention that at least a number of the elements 
of the label would be proper subject matter for trade-mark registration. 
The examiner specifically indicated that “Picot” might be registered 
under section 2(f), and it is indicated on this appeal that it has been so 
registered. The grapes and certain other wording may well be proper 
subject matter of registration, and while it need not be determined on 
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this appeal, it may well be that the yellow panel itself might be registered 
with proper disclaimer or omission of descriptive material. 


As to the balance of the label, however, I cannot agree with the 
applicant’s contention that it is arbitrary and distinctive. The repeated 
imprint of “Picot” blending into the background of the entire label is 
quite similar to the affixation of the letter “S” in Ex parte The Stand- 
ard Register Company, 614 O.G. 821, 78 USPQ 337, and is believed to 
constitute mere background in accordance with the decisions of In re 
Burgess Battery Company, 27 C.C.P.A. 1297, 112 F. 2d 820 [30 TMR 
392], and 31 C.C.P.A. 1039, 142 F. 2d 466. See also Ex parte Burgess 
Battery Company, 634 0.G. 1342, 85 USPQ 141; American Circular Loom 
Co., 1906 C.D. 192, 28 App. D.C. 446. As has already been stated. 
“PICOT” has been registered, and the inclusion of what I estimate to be 
approximately seven hundred and fifty additional “Picots” as a back- 
ground would add nothing to its recognition or registrability, unless, of 
course, applicant desires to limit itself to the specific number of “Picots” 
which are set out. If, therefore, as contended by applicant, various ele- 
ments to which he refers and which form separate features of the label 
are actually trade-marks and registrable as such, they should be so reg- 
istered and not combined in a jumbled combination of various elements 
as here. As to the combination of these features with the background, no 
additional distinctiveness results. These features are not so connected 
that all need be included. Beckwith v. Commissioner of Patents, 252 U.S. 
538, 1920 C.D. 471. 


With respect to the contention that labels as such should be regis- 
tered, the primary question, as has been pointed out in a number of 
cases in the Patent Office, is not whether the material presented consti- 
tutes a symbol, device or other item specifically mentioned in the definition 
of a trade-mark in Section 45, or a slogan, configuration, or other item 
specifically mentioned in Section 23, but whether or not the material is 
actually a trade-mark within the meaning of Section 45 and functions 
as such. See for example, Ex parte American Enka Corporation, 624 0.G. 
972, 81 USPQ 476; Petition for Reconsideration, 624 O.G. 974, 82 USPQ 
41; Ex parte Booth Bottling Company, Inc., 620 O0.G. 1266, 80 USPQ 78; 
Ex parte Mars Signal-Light Company, 634 O.G. 1339, 85 USPQ 173. 


It is, however, clear, that provision is made for registration of labels 
as such on the Supplemental Register, and that there is no provision for 
such registration on the Principal Register. The differentiation in Sec- 
tion 23 is explained by the portions italicized in the quotations set out 
above. Section 23 provides only for registration of marks “not registrable 
on the Principal Register.” The items which it is specifically stated may 
be registered on the Supplemental Register include material which ordi- 
narily might be registered on the Principal Register, for example—trade- 
marks, symbols, names, words, etc. Not all trade marks, symbols, etc., are, 
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however, eligible for registration on that register,—for example, de- 
scriptive or geographical terms which have not become distinctive. Ac- 
cordingly Section 23 includes types of material which might or might 
not be registrable on the Principal Register plus others which per se 
would not answer the definition of a trade-mark in Section 45. This does 
not mean that a registrable trade-mark may not be applied in the form 
of a label. As an example, perhaps oversimplified, a trade-mark con- 
sisting of a star would be no more nor less a trade-mark which might 
be registered on the Principal Register if applied in the form of a sepa- 
rate piece of paper pasted or otherwise affixed to the package containing 
the goods or to the goods themselves. As so used, it would answer the 
- definition of a label, but this would not indicate that any and all labels 
are trade-marks and registrable as such. 


It is interesting, although perhaps immaterial to the question involved 
on this appeal, to consider what advantage would be served by the regis- 
tration sought as against the registration of the individual elements al- 
ready referred to. The only objective suggested by the applicant’s scholar- 
ly briefs would be the desirability of such registration for use in obtain- 
ing registrations in foreign countries. This was the primary objective of 
including the Supplemental Register in the Act of 1946 (“The New Trade- 
Mark Manual” by Robert, page 63), and the examiner has already in- 
dicated that the material presented would be allowed on that register if 
the applicant so elected. 


The foregoing, in my opinion, requires a holding that the material 
presented by the applicant, however it may be characterized, does not 
comply with the definition of a trade-mark, registrable on the Principal 
Register under Section 45 of the Act, and would be regarded merely as 
a label or actually serve as a package, except as certain individual fea- 
tures thereof might distinguish applicant’s goods. This appears to be in 
accordance with the rulings in the In re Burgess Battery cases, supra, 
and Ex parte Standard Register Company, supra, and with the definition 
of a trade-mark in Section 45 of the Trade-Mark Act of 1946. 


The decision of the Examiner of Trade-Marks is affirmed. 
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EX PARTE OSHKOSH TRUNKS AND LUGGAGE 
Commissioner of Patents—July 31, 1950 


TRADE-MARKS—Registrability—Pleading and Practice 
In event of further proceedings, held that description of applicant’s mark 
could be amended to limit it to that actually used. 
TRADE-MARKS—Marks Incapable of Exclusive Appropriation—Ornamentation 
Plurality of narrow parallel alternating red and yellow stripes arranged con- 
tiguously in relatively wide band, imposed upon monotone background of con- 
trasting color on luggage, held mere background, and would not be recognized as 
a trade-mark. 


Use of stripes generally on luggage held a matter of common knowledge; and 
whether or not applicant was first to use stripes, in view of practice established 
for years, held that stripes would be regarded as ornamentation having no sig- 
nificance unless it is established by additional evidence that particular stripes 
have become distinctive. 


Design of a particular fabric held not to constitute trade-mark. 
TRADE-MARK AcT OF 1946—Registrability—Section 2(f) 


TRADE-MARKS—E vidence—Proof of Distinctiveness 
On facts of record, applicant’s claimed mark held mere tasty dress which 
cannot be monopolized. 


Applicant held to have failed to sustain burden of proving distinctiveness of 
its mark; and form affidavits, signed by individuals prominent in the luggage 
trade, held to represent conclusions and to contain nothing to indicate that mem- 
bers of the purchasing public would regard stripes on applicant’s luggage as 
serving any other purpose than ornamentation. 


Matter of ornamentation held not converted into a trade-mark by advertising. 


TRADE-MARKS—Registrability—General 


Only question is whether or not applicant’s mark meets requirements for reg- 
istration on Principal Register under 1946 Act. 


Prior registrations, issued under 1905 Act, held not pertinent to applicant’s 
right to register design here presented and not to constitute binding precedents. 
Appeal from Examiner of Trade-Marks. 


Application for registration of trade-mark by Oshkosh Trunks and 
Luggage. Applicant appeals from refusal of registration, under section 
2(f) of 1946 Act. Affirmed. 


Banning & Banning, of Chicago, Ill., for applicant. 
DANIELS, Assistant Commissioner: 


This is an appeal from the final refusal of an application for regis- 
tration of a trade-mark under the Trade-Mark Act of 1946 for trunks, 
luggage, etc. The mark was originally described in the application as 
follows: 


“The trade-mark consists of a plurality of alternate red and yellow stripes 
around the middle portion of the goods.” 
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This has been amended to read: 


“The trade-mark consists of a plurality of narrow continuous parallel 
stripes, alternating red and yellow in color, and arranged contiguously in a 
relatively wide band which is imposed upon a monotone background having a 
color contrasting with that of the stripes, the band being extended across 
a medial portion of the goods.” 


It is claimed that the mark has become distinctive in accordance with 
section 2(f) of the Trade-Mark Act of 1946, and affidavits and other 
material in support of this contention have been submitted. 


The registration has been refused on the ground that the material pre- 
sented is merely an ornamentation or decorative feature of the luggage 
and therefore is incapable of distinguishing applicant’s goods from those 
manufactured or sold by others. Applicant agrees that a mark which 
serves merely an ornamental function would not be registrable as a trade- 
mark, but contends that there is nothing in the record to indicate that 
the stripes referred to are merely ornamentation, and that they actually 
serve to identify its products and distinguish them from those of others, 
and that the affidavits and other material submitted establishes that they 
perform this function. 


This material fully establishes that applicant has used the design re- 
ferred to for many years, and has sold its luggage bearing such design 
in substantial quantities. It has also been advertised extensively and the 
advertisements have referred to the stripes and suggested to the public 
that its “Chief” luggage may be recognized by them. 


As a preliminary consideration, the description of the goods submit- 
ted by applicant is not limited to any particular number of stripes or 
width of band, nor to a background of any particular color. The design 
would accordingly appear to come within the principle laid down in In 
re Burgess Battery Company, 27 C.C.P.A. 1297, 112 F. 2d 820 [80 TMR 
392]; In re Burgess Battery Company, 31 C.C.P.A. 1039, 142 F. 2d 466. 
See also Ex parte Burgess Battery Company, 634 O.G. 1342, 85 USPQ 
141, and A. Leschen & Sons Rope Co. v. Broderick & Bascom, 201 U.S. 
166, 26 S.Ct. 425. Applicant actually uses a specific number of stripes 
to make up the “relatively wide band” which is imposed upon a natural 
fabric background, and in every instance two of these relatively wide 
bands are placed upon the luggage, and comparably spaced, depending 
upon the particular luggage to which it is applied. The precise descrip- 
tion could, presumably, be amended to limit the mark to that actually 
used, and this technical objection is mentioned only in the event that 
further proceedings in this matter might make it material. 


With respect to the applicant’s contention that the material pre- 
sented does not constitute mere ornamentation the examiner has found 
that stripes appear on a large percentage of all luggage. Applicant, while 
contending that it was the first to apply stripes to its luggage appar- 
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ently does not question the fact that the use of stripes on luggage is 
common expedient. It is stated, however, that its particular stripes, that 
is those of the color and of the relative proportions used have been used 
only by it, and that use for many years has caused this to be recognized 
as an indication of origin of its particular luggage. I agree with the 
examiner that the use of stripes generally is a matter of common knowl. 
edge, and that the color, number, and width of the stripes vary substan. 
tially. In view of this practice which has grown up for many years, 
whether or not applicant was the first to use stripes, it is my opinion 
that stripes would be regarded as a common form of ornamentation of 
luggage having no significance, unless it is established by additional evi- 
dence that particular stripes have become distinctive. As stated by the 
examiner: 


“It is almost as common a practice to decorate luggage with stripes as it 
is to decorate men’s neckties with them.” 


This practice also appears to fall within the rule of the Burgess Battery 
casés, supra, and indicates that the combination of stripes and overall 
color would be mere background and would not be recognized as a traae- 
mark. 


Applicant states that the particular fabric used in its luggage is made 


especially for it, and is not used in other luggage, nor apparently for any 
other purpose. It accordingly claims the exclusive right to use these 
stripes which amounts to a claim of exclusive right to use a particular 
fabric design in the manufacture of luggage. This alone should be suf- 
ficient to dispose of the case, since it can hardly be contended that a 
design of a particular fabric constitutes a trade-mark. Cheney Bros. v. 
Doris Silk Corporation, Circuit Court of Appeals, Second Circuit, 35 F. 
2d 279 [19 TMR 225, 491]. 


In addition to the foregoing, the use of marks somewhat similar to 
that here presented have been passed upon by the courts and Patent 
Office. In Campbell Soup Co. v. Armour & Co., 175 F. 2d 795, 81 USPQ 
430, the Court of Appeals, Third Circuit, held that a red and white end- 
less band running around the entire container was mere background or 
ornamentation and did not function as a trade-mark. In that case the 
District Court (Campbell Soup Co. v. Armour & Co., 81 F. Supp. 114, 
79 USPQ 14, 18) reached the following conclusions of law: 

“(2) The red and white banding on the plaintiffs’ labels has not been used 


by them as a badge of exclusive origin, does not in fact function as a badge of 
exclusive origin, and gives no rise to any exclusive right. 


“(3) Red and white banding is mere tasty dress which cannot be 
monopolized.” 


In Ex parte Sperti, Inc., 583 O.G. 549, 68 USPQ 94, the First Assistant 
Commissioner of Patents found a blue and black package design to be 
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merely an ornamental dress for the container of the goods. See also Ex 
parte Calumet Steel Co., 1925 C.D. 82, 339 O.G. 761; In re American 
Circular Loom Company, 1907 C.D. 452, 28 App. D.C. 446; James Hed- 
don’s Sons v. Millsite Steel & Wire Works, Inc., 128 F. 2d 6, 53 USPQ 
5179; Diamond Match Co. v. Saginaw Match Co., 142 F. 727; Ex parte 
Woolson Spice Company, 129 Ms.D. 278; Ex parte Albert H. Tinnerman, 
151 Ms.D. 841; Ex parte Standard Oil Company of New Jersey, 1924 
C.D. 110; James Heddon’s Sons v. Coe, Court of Appeals, District of 
Columbia, 146 F. 2d 865, 64 USPQ 108. 


Once it is accepted, as in my opinion it must be, that stripes are 
commonly used on luggage and on fabric for luggage in various sizes, 
colors and proportions, it must, in my opinion, be found as stated in the 
conclusion of law No. 3 in Campbell Soup Co. v. Armour & Co., 81 F. 
Supp. 117, 79 USPQ 14, quoted above, that the orange and yellow band 
“ig mere tasty dress which cannot be monopolized.” 


Applicant contends, however, that the affidavits and advertisements 
and letters submitted by it show that the stripes have become distinctive 
and are recognized. Form affidavits have been submitted, signed by a 
number of individuals who are prominent in the luggage trade and have 
been active in that field for many years. Each of them show that they 
have been familiar with applicant’s and other luggage companies’ prod- 
ucts for many years. With reference to applicant’s stripes they state: 


“* * * Among these marks is one which consists of one or more groups 
of arbitrarily placed red and yellow stripes, usually arranged around the 
intermediate portion of a trunk or other item featured by Oshkosh Trunks 
and Luggage for many years. The presence of these stripes has conferred 
upon such items a distinctive appearance which has always enabled us readily 
to identify products of Oshkosh Trunks and Luggage, and distinguish them 
from trunks and luggage offered on the market by others. To the best of my 
knowledge and belief this is the one and only meaning which the red and 
yellow stripes have regularly conveyed to myself and to others engaged in 
the luggage industry.” 


This paragraph is followed by statements of the affiant’s opinion that the 
stripes indicate the origin of the products and that: 


“* * * The arbitrary arrangement of one or more groups of red and 
yellow stripes applied to any piece of luggage I have long regarded as a 
distinctive marking which I have been accustomed to accept as a badge of 
authenticity for products of Oshkosh Trunks and Luggage.” 


That these affidavits were secured and executed in good faith is not 
questioned. They represent, however, only conclusions on the part of 
the person making the affidavit and present nothing as to the impression 
of the mark on the purchasing public. There is nothing in the affidavits 
to indicate that any members of the purchasing public would be simi- 
larly aware of any such meaning for the stripes or would regard them 
aS serving any other purpose than ornamentation. That persons inti- 
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mately associated with the luggage industry might recognize these par. 
ticular stripes can hardly be questioned, from the affidavits submitted, 
Those familiar with the products of a manufacturer, however, can fre. 
quently recognize them from details of structure, shape, design, orna. 
mentation or even workmanship, and many products (probably includ. 
ing automobiles, tools, radios or television sets, etc.) may be recognized 
even by laymen because of their particular design. Articles of clothing, 
such as sweaters are often striped, and a sweater using a particular 
design might well be recognized in the trade as originating from a par- 
ticular manufacturer. Fabric and clothing designs have, however, never 
been regarded as indicia of origin. Cheney Bros. v. Doris Silk Corpora- 
tion, supra. As was stated in Ex parte Fram Corporation, on petition 
for reconsideration, 552 O.G. 571, 57 USPQ 462 (reconsidered on the 
decision of 550 O.G. 737, 57 USPQ 330): 


«“« * * Tt may well be that to persons who are familiar with applicant’s de- 
vice, the expression ‘Oil & Motor Cleaner’ is indicative of origin in appli- 
cant, particularly in view of the fact that the expression invariably appears 
in association with applicant’s registered trade-mark ‘Fram.’ But by the 
general public, I think it would be regarded merely as the name of the goods.” 


See also Hardinge Company, Incorporated, 491 O.G. 723, 37 USPQ 754; 
In re Bailey Meter Co., 26 C.C.P.A. 1136, 102 F. 2d 848 [29 TMR 293]. 


The advertisements submitted indicate that goods bearing the stripes 
have been advertised and that the stripes have been referred to in such 
advertising. The advertisements refer to “Oshkosh Chief” Trunks or 
Luggage and contain statements such as: 


“Superficially, you can tell a ‘Chief’? by these red and yellow stripes woven 
into the duck which covers it. But, more certainly, by the long years of 
never failing service it renders. This is its most distinguishing characteristic, 
and the most difficult to imitate. Oshkosh Trunks can also be had in the less 
expensive fibre covering. The Oshkosh trade-mark identifies them.” 


It is not perceived how such advertising could convert a matter of 
ornamentation into a trade-mark. It should also be noted that the same 
expedient has been used by the plaintiffs in Campbell Soup Co. v. Armour 
& Co., supra [389 TMR 566], (finding of fact number 19 in District Court 
decision), and that this did not indicate to the court that the red and 
white bands there involved constituted a trade-mark, although from the 
court’s opinion it is apparent that the products there involved had been 
widely sold and advertised. 


Applicant places much emphasis on two letters received from mem- 
bers of the public without solicitation, and which refer to the red and 
yellow stripes as trade-marks. One of these indicates that the trunk was 
recognized as being owned by a particular individual rather than being 
recognized as a trade-mark; the other does refer to these stripes as “your 
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trade-mark.” This letter also refers to applicant’s “Chief” trunk and 
the advertisements indicate that “Chief” is a trade-mark of the trunk 
to which these particular stripes are applied. It is also stated that other 
similar letters have been received, but have not been retained in such 
manner as to be available. The fact that a few persons make such state- 
ments cannot affect the foregoing conclusions. 


Applicant refers to certain registrations issued by this Office under 
the Act of 1905 and apparently regards them as precedents. What the 
particular conditions may have been at the time of the registrations re- 
ferred to is not apparent, and they are not considered pertinent as to 
applicant’s rights to register the design here presented, nor as consti- 
tuting binding precedents. The only question is whether or not this mark 
meets the requirements for registration on the Principal Register, which 
in view of the foregoing must be answered in the negative. It is my 
opinion that the design presented constitutes mere ornamentation which 
would not be recognized as, or function as “a badge of exclusive origin.” 
(Campbell Soup Co. v. Armour & Co., supra.) 


The decision of the Examiner of Trade-Marks is affirmed. 
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PART I 


REGISTERING ON THE PRINCIPAL 
AND SUPPLEMENTAL REGISTER* 


by 
Lenore B. Stoughton** 


The Preliminaries 


Before you attempt to prepare an application, you should get from 
your client an actual sample of the product, if possible, or at least a 
specimen label or picture showing the manner of use of the mark. You 
should also get all the information the client can give you about the sig- 
nificance of the mark (if any), its past history, and its present use. Only 
with this complete background can you really know where you are going 
with the mark before you start. 


No one is in trade-mark practice long before he encounters a client 
who says “I’ve got a wonderful trade-mark and I want you to register 
it right away’’—but it turns out to be just an idea—or, worse yet, some- 
thing which because of its nature or the manner of its use is not eligible 
for registration at all. However, let us suppose for the moment that your 
client really does have a trade-mark, a good arbitrary mark which is in 
actual use and otherwise suitable for the Principal Register. 


The next problem is to decide upon the description and classification 
of the goods to be stated in the application. The Patent Office wants a 
reasonably precise statement so that the record will be an accurate re- 
flection of the registrant’s rights. The client usually wants to make a 
very broad claim of goods, because he is under the mistaken impression 
that his rights will be limited or extended by the language of the regis- 
tration. Or sometimes he goes to the other extreme and wants to describe 
his product in so much detail that his claim will indeed be a very limited 
one. It is your job to find out enough about the goods to suggest a de- 
scription which identifies their species without being unnecessarily exact. 
Then you must determine the appropriate class to be claimed, from the 
52 official classifications now established by the Rules. 


Sometimes this is a very simple matter, because the nature of the 
product is so plain that it obviously belongs in a particular class—as 


*Lecture delivered at Practising Law Institute course in Trade-Mark Law Practice, 
October 19, 1950. 


** Member of firm of Rogers, Hoge & Hills. 
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cigarettes are obviously tobacco products in Class 17. But even common, 
everyday items are not always so easily designated and classified. We al] 
know that a packet of matches or a lighter is a convenient, even a neces. 
sary article for a smoker to carry; and “smoker’s articles” belong in 
Class 8. But until recently a “pyrophoric cigarette lighter” has had to be 
described as such, and has been grouped with “heating, lighting, and 
ventilating apparatus” in Class 34—while that innocent-looking little book 
of matches which you handle so casually is actually one of the “explo- 
sives, firearms, equipments, and projectiles” which fall in Class 9. 

There are lots of other quirks of classification which are interesting, 
But they are all logical enough when you analyze them, and if the appli- 
cation as you draw it does not meet the views of the Patent Office, the 
Examiner will certainly say so. Moreover, he will be as helpful as he 
can in clarifying the situation and suggesting the appropriate claim, 
either before or after an application is filed. I have never known an 
Examiner to lose his patience on a point of description and classification 
but once; and in justice to him let me add that he had then been wrestling 
with the case for two and a half years. 

The goods were intermediate chemicals derived from petroleum. The 
Examiner thought the original description of them was too indefinite. 
After that we tried describing them by their organic structure, by their 
fractional nature, by their boiling ranges, and by their various uses. 
Twice, instead of trying to make further changes in the language already 
on record, we deleted it entirely and submitted a complete new version. 
But each proposal was rejected in turn as not sufficiently definite. At last 
it seemed to us that everything had been said which could possibly be 
said to describe and identify those goods. Imagine our feelings when the 
Examiner then accused us of trying to conceal from him what the goods 
really were! But with his further cooperation even that application finally 
came to a happy ending. 


Preparing An Application—In General 

The Rules of Practice booklet contains suggested forms for applica- 
tions, and the preceding note says that “applicants and other parties will 
find their business facilitated by following them.” That is very true. There 
have been repeated instances where amendment of an application was 
required simply to restate in the precise language of the form a fact 
which was originally stated in equally clear but less orthodox wording. 

No doubt it is desirable for many reasons to achieve as much uni- 
formity as possible in the statement of claims for registration. Certainly 
it must make for ease and convenience in examination of the application 
in the Patent Office. At any rate, experience indicates that you will indeed 
facilitate matters, for the Examiners, your client, and yourself, by stick- 
ing to the suggested language as closely as possible. 
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This does not mean, however, that an applicant should hesitate to 
depart from the prescribed language, or to add to it, when he believes 
he has a valid reason for doing so. The Examiners tend to regard as 
“surplusage” any statement which goes beyond the bare essentials of a 
claim to registration, and to call for its deletion. One applicant was not 
permitted to include a statement that his mark consisted of the words 
shown, “regardless of style of lettering,” and it has been said that “mere 
surplusage,” “self-serving declarations as to the scope of the registra- 
tion,” and any other “unnecessary material which has no bearing upon 
applicant’s rights”? should be excluded. 


But the Commissioner has also indicated in at least one case? that 
some latitude in drafting should be allowed. In that case there had been 
a refusal of registration, based on the applicant’s refusal to delete what 
the Examiner thought were unnecessary recitals as to use. The Com- 
missioner allowed registration without deletion, saying: 


“It may be, however, that applicant is aware of facts which require inclusion 
of these statements which are not apparent from the record or for other 
reasons feels that it is not entitled to registration in the absence of a showing 
of such early use. It the applicant elects to apply for a registration based 
upon such early use, even though this may not be considered necessary, it would 
appear that it is entitled to make such claim. The examiner having pointed 
out that the statements are unnecessary appears to have performed his full 
duty and if the applicant insists upon the inclusion, it cannot be said with 
certainty that they are merely surplusage.” 


There is, of course, little reason for extraneous matter in the first 
paragraph of an application. That will state the name and address of 
the applicant, and any other required identification, such as citizenship 
of an individual or place of organization of a corporation. It will also 
state the description and class of the goods, and the manner of applica- 
tion of the mark to them, and will indicate whether specimen labels or 
facsimiles are to be filed. 


Ordinarily specimens are used (current labels, tags, cartons, and the 
like) but they must be of a size and shape suitable to fit into the Patent 
Office files. When that is not possible—as, for example, when the mark 
is used only by being stenciled on a drum or other large container— 
facsimiles should be supplied instead. These may be photographs or other 
reproductions showing the mark in physical application to the goods, or 
they may be reproductions of the mark alone, provided it is reproduced 
in exactly the same style in which it appears on the goods. 


1. Ex parte Squire Dingee Company, 81 U.S.P.Q. 258, 543. 
2. Ex parte The Adler Company, 81 U.S.P.Q. 71. 
8. Ibid. 
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The Rule calls for only five specimens or facsimiles, but more may 
be required when specimens are to be filed and there are several items of 
goods claimed in the application. The mark may be used on a whole 
line of drug, cosmetic, grocery, or other items which may all be claimed 
in the description because they all come within the same classification, 
Then it is necessary to file at least one specimen for each specific item 
mentioned. 

The suggested second paragraph will set forth the date of the first 
use of the mark, and the date of its first use “in commerce which may 
lawfully be regulated by Congress.” If the first sale of goods bearing the 
mark has been in interstate commerce or on an export shipment, the two 
dates will be the same. But if the mark has been used in intrastate trade 
for a time before expanding into a larger area, this gives an opportunity 
to record the very beginning of use, as well as the first use in the kind 
of commerce which is within the jurisdiction of the Trade-Mark Act. 


There has been some speculation as to how much the meaning of the 
word “commerce” in this Act may be affected by some of the broad 
interpretations given to it by the courts under other Acts and for other 
purposes. At present there is probably no need to be concerned about 
any application of it except in reference to shipments of the goods to 
the various states, territories, and possessions of the United States, and 
to foreign nations. 

There are three things not indicated in the form which may be 
pertinent to an accurate statement of use. If the first use was by a pre- 
decessor of the applicant, that fact should appear. If the mark is now 
used on several products claimed in the description, but not all of these 
were introduced at the same time, the dates of first use should be specified 
separately as to each product. Further, if the mark is an old one which 
has been modified or “streamlined” to give it a more up-to-date appear- 
ance, but without enough alteration to make it lose its substantial identity 
with the earlier form, it may be desirable to set forth both the date of 
first adoption of the original form and the date of adoption of the present 
form. The Patent Office does not regard a reference to the earlier form 
as an essential part of the claim for registration of the current form; 
but, as indicated by the case already quoted, it may recognize the refer- 
ence as an appropriate part of the present claim. Indeed, to my own mind, 
a failure to include such a recital in the application may make the record 
actually misleading, by indicating that the mark is of comparatively re- 
cent origin when in fact the owner may be able to claim rights going 
back for many, many years. 


If there are no other special facts to be noted in the application, you 
have only to add the declaration, which should follow the prescribed form 
in order to insure inclusion of all the statements required by the Act; and 
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a power-of-attorney in which you will indicate your qualification to act 
for the applicant by stating either your Patent Office registration number, 
if you have one, or the particular bar of which you are a member. How- 
ever, there are several other things which you may need to consider, 
and most of them are contemplated by the Rules, even though they are 
not mentioned in the suggested form. 


Some Special Requirements 

There is special provision in the Trade-Mark Act for registration of 
the mark of a foreign applicant. If the foreign mark is in actual use 
in this country, the application may be based on that use and may then 
follow substantially the form already outlined. But even a foreigner who 
has no office or business in the United States may obtain registration 
here if his country extends the same privilege to American-owned marks. 

In such a case, instead of reciting use of the mark, the application 
here must be based on a registration or pending application in the ap- 
plicant’s home country, and must be accompanied by a certified copy of it. 
If based on a foreign application, the application here may be filed and 
examined in the customary way, but it will not be granted until the 
foreign registration has actually issued and a certified copy of that has 
been filed here. 

If the foreign applicant has no residence or office address in the 
United States, he must also file a written designation of the name and 
address of a resident here upon whom may be served notices or process 
in proceedings affecting the mark. This designation may be made in a 
separate document, but it can properly and usually more conveniently be 
made in the application. Occasionally a client will wish to designate a 
resident employee or representative; but for obvious reasons it is desir- 
able to name either the attorney who prepares the application, or some 
other qualified person who may be expected to have a reasonably per- 
manent location and who can be trusted to understand the significance 
of any notice or process received, and to refer it promptly to his principal 
for appropriate attention. 

Among other statements which may or should be included in any 
application is a recital of ownership of earlier registrations. There is 
no need to mention expired registrations, or registrations of marks hav- 
ing no relation to the one shown in the new application. But the need to 
claim ownership is not limited to a previous registration of exactly the 
same mark. It is equally necessary if there is a subsisting registration of 
an earlier form or variant of the same mark, or one which is a different 
but obviously similar mark. Under former practice it was not necessary 
to refer to registrations under the 1920 Act, but the present practice 
seems to be for the Examiner to cite a registration of a pertinent mark 
under any Act. 
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If the claim of ownership has been omitted from the application, it 
may still be inserted by amendment later. But one disadvantage of that 
procedure is that then the amendment must be supported by an official 
title search report or abstract to confirm the claim; while a recital in the 
original application is a sworn statement which will be accepted unless 
it is contradicted by the Patent Office record. 


Sometimes an application should also include a description of the 
mark. That is not indicated in the suggested form; and, as already men- 
tioned, unless it is needed to clarify the substance or significance of the 
mark, it will probably be regarded as “surplusage” which you will be 
required to delete anyway. The Office works on the theory that most 
marks are identified more precisely by the drawing and the specimens 
than they can be by words. 

However, there are circumstances in which you can always anticipate 
that some description or explanation will be required. One such instance 
is when the mark is apparently a personal name or signature, or when 
it includes a representation of a human face or figure. If the mark does 
not refer to a real person, living or dead, it may be described as fictitious 
or fanciful. If it relates to a deceased person, that fact and the full name 
of the person should be stated. If it relates to a living person, that fact 
must likewise be stated, and the application must then be accompanied 
by the individual’s written consent to the registration. 

If the mark consists of a monogram in a complicated form, or a word 
which is in an obscure style of type or otherwise not easily decipherable, 
it may be useful to state explicitly that “the mark consists of the letters 
ABC in script monogram form” or to identify it in some other equivalent 
way. If the mark is a word taken from a foreign language, it may be 
necessary to state its English meaning, as an assurance to the Examiner 
that it is not merely a foreign version of a descriptive word, or otherwise 
inherently ineligible for registration. 

It will certainly be necessary to proffer a description if the mark 
is to be registered in color. If no color is claimed, the mark will be reg- 
istered in black or black and white, and the registration will cover the 
use of the mark in any color scheme. But sometimes color is a very 
striking feature of a design or device mark, and plays an important part 
in the recognition and recollection of the mark by the public. The red 
center of the Lucky Strike bulls-eye, the blue dress of the Old Dutch 
Cleanser girl, the richly-tinted “Four Roses” on whiskey, are all everyday 
examples of the role which color may have in the trade-mark function. 
In such cases it may be very desirable to have the registration indicate 
the owner’s interest in the color, as well as the design. 

When color is claimed, it must be indicated in the drawing, not by 
the use of the color itself, but by the conventional linings prescribed in 
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Rule 9. To supplement and clarify the drawing, and to be informative 
to a person who inspects the registration without knowing the signifi- 
cance of the color lines, the application must include a statement of the 
colors which are intended. 


A kind of negative description is required when the drawing is to 
show as a part of the mark a word or design feature to which, alone, 
the applicant cannot claim any exclusive right. A disclaimer must be 
made in relation to a word which is generic or descriptive of the goods, 
or a picture which is simply a representation of the goods or an illus- 
tration of their use, or any other feature which by its nature must be 
left open to use by others in connection with similar goods. 


The common form of disclaimer is a simple statement that the ap- 
plicant claims no exclusive right in the feature “apart from the mark 
shown in the drawing.’ Sometimes an applicant is reluctant to make 
such a statement, because he believes that the feature as shown is at 
least distinctive enough to have or to acquire a secondary meaning iden- 
tifying his goods alone. To avoid an unqualified admission against his 
interests and hopes in that respect, it has also been a common practice 
to make the disclaimer with an express reservation of the applicant’s 
common-law rights. 


This is not of such importance now that the effect of a disclaimer 
has been mitigated by the provision in Section 6 of the Act, that it “shall 
not prejudice or affect the applicant’s or owner’s rights then existing or 
thereafter arising,” or the right of registration “on another application 
of later date if the disclaimed matter has become distinctive” of the 
applicant’s goods or services. But even yet the appearance of a dis- 
claimer in a registration at least increases the burden of proving an 
exclusive right at a later date. Therefore, unless a disclaimer is clearly 
required, it is better to omit it from the application and thresh the 
question out with the Examiner later if occasion arises. Thus the ap- 
plicant can make sure of disclaiming no more than is absolutely 
necessary. 


The Drawing 


The importance of the drawing is evident from the several references 
already made to it. Its purpose is to provide an exact reproduction of the 
mark in black or black and white, from which a cut can be made to 
print the mark in the Official Gazette and later in the certificate of 
registration. Rule 9 contemplates an actual drawing, and prescribes ex- 
actly how it is to be prepared. There are occasional marks, such as 
lithographed pictures, which cannot be reproduced satisfactorily in line 
drawings. In such cases, the Patent Office will usually accept a photo- 
lithograph instead, but it must be clear enough for the later uses. 
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Arrangements can be made for preparation of the drawing by a 
draftsman in the Patent Office, at the applicant’s expense. Also, a client 
sometimes suggests that he can have it done through his advertising 
agency or some other personal arrangement. Generally, however, you will 
find it quicker and more convenient to employ a local draftsman who igs 
experienced and fully familiar with the requirements. 


The drawing is to show only what the applicant claims as his trade- 
mark, and must show it exactly as it appears in the accompanying speci- 
mens or facsimiles. If only a word mark is involved, the drawing is a 
simple matter. But in other circumstances it may be necessary to con- 
sider quite carefully just what and how much of the content of the 
label should be shown. 


In many of the older registrations, whole cartons, labels or panels 
were shown, complete with descriptive text and corporate name. Nowa- 
days that is not even possible, for an application on the Principal Reg- 
ister, and it is recognized as poor practice anyway. There is no advantage 
in showing as a part of a supposed mark separable features which are 
frequently subject to change or which for other reasons can have no 
distinctiveness as an identification of the origin of the goods. There 
may be a real disadvantage in weakening truly distinctive features by 
tying them up to material of less exclusive significance. 


If the principal identification of the applicant’s goods is a word 
mark, a registration of the word alone is usually the best protection for 
it. If a distinctive design or device is also used, a separate registration 
for that alone is desirable, to evidence that the device is regarded as 
distinctive per se, independently of any words used with it. But if the 
marking is such that the word forms part of a device, or the other way 
about, it will be necessary to show the combination as a whole. The 
Patent Office will not accept for registration only a part or a “mutilation” 
of a complete mark. 


Applications in Special Circumstances 


What has been said up to this point has been directed primarily to 
the simplest kind of application—one for the Principal Register in rela- 
tion to a mark which is inherently distinctive and used exclusively by 
the applicant. There are three other bases for registration on the Prin- 
cipal Register. Each of them requires some variation from the usual 
application form, or some addition to it. 


(1) A Claim of Distinctiveness 


The statute does not extend a direct right of registration to any word 
which is merely descriptive or deceptively misdescriptive of the goods, 
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or primarily geographically descriptive or misdescriptive, or primarily 
merely a surname. But under Section 2(f) of the Act such a word may 
be entered on the Principal Register if it has become distinctive through 
use. This is a question of fact, and the basis for proof of the fact must 
be laid by including a specific claim of distinctiveness in the application. 

If the application can recite that the mark has been in substantially 
exclusive and continuous use by the applicant (or a predecessor) for the 
five years next preceding the filing of the application, the Examiner may 
accept that as a prima facie showing of distinctiveness, and may pass 
the mark to registration on that basis alone. But he is not obliged to 
accept the assumption; if he is doubtful of the fact, he may call for 
further proof. And if the five-year claim cannot be made, the application 
must instead be supported by evidence separately submitted. 


There is no clear criterion as to the nature and extent of the other 
evidence required. At least two decisions by the Commissioner have in- 
dicated that the burden of proof is heaviest in relation to a highly 
descriptive or predominantly geographical term. In one case* he said that 
a highly descriptive mark “is not one which would or should be accepted 
upon a mere showing of substantially exclusive use” and that additional 
evidence both of exclusiveness and of distinctiveness should be required. 
In another case® he said that in such cases there might well be required 
“proof somewhat analogous to the proof required in proving secondary 
meaning or in unfair competition matters in the courts and including, 
for example, affidavits of disinterested persons familiar with markets and 
marketing customs, references to trade publications, etc.” 

That statement is at best a very general guide, and it should not be 
taken as any assurance of eventual success in establishing distinctiveness 
for registration purposes. There have been numerous decisions holding 
primarily descriptive terms ineligible for registration on any basis, on 
the ground that they are not capable of functioning as trade-marks to 
distinguish the goods of one manufacturer, because they may with equal 
truth be applied to the like goods of others. 

Surnames do not suffer from so heavy a disability. On these the 
Patent Office seems usually satisfied to accept the five-year claim as suf- 
ficient in itself. Proofs have also been accepted in relation to a much 
shorter term of use. In at least one instance the name had been adopted 
as a trade-mark only a little more than two years before the application 
was filed. 

Except for a long tail on one letter, that name was printed in an 
entirely ordinary way, and it was plainly nothing more than a surname. 


4, Ex parte Booth Bottling Company, Inc., 39 T.M.R. 179, 80 U.S.P.Q. 79. 
5. Ex parte Stauffer Chemical Company, 39 T.M.R. 505, 81 U.S.P.Q. 255. 
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It had, however, been extensively publicized in relation to the applicant’s 
goods. In addition to proofs of the extent of sales, the applicant presented 
evidence of use of the name in sponsoring athletic teams, hill-billy bands, 
and radio programs, and advertising in several kinds of publications 
and other printed material. The evidence was presented by an affidavit 
by the president of the company, with many exhibits attached. The mark 
went to publication and eventually to registration without any further 
requirement. 


(2) A Claim of Use by a Related Company 


Another special fact which must be set forth is the use of the mark 
by a related company. Most applications rest on use of the mark by the 
applicant exclusively. Under Section 5 of the 1946 Act legitimate use 
by a related company inures to the benefit of the applicant. It is, in effect, 
the equivalent of exclusive use in the ordinary sense, but it must be stated 
in the application as an exception to a claim of exclusive use. 

By the statutory definition, a related company is “any person who 
legitimately controls or is controlled by the registrant or applicant for 
registration in respect to the nature and quality of the goods or services 
in connection with which the mark is used.” This is a rather vague defi- 
nition, and Dr. Derenberg has recently commented on the fact that 
there are still no decisions passing directly upon the definition and the 
significance of Section 5. But in his report on the third year of admin- 
istration of the Act, he did note and emphasize the importance of a 
change which has been made in the requirements for an application 
claiming the benefit (or, strictly speaking, reciting the exception) of a 
related use. 

Originally Rule 7.8 required that the recital of such use should state 
the nature of the related companies. Now it requires a statement of the 
nature of the relationship. Dr. Derenberg made this explanation: 


“It was realized that in order to pass upon the question whether the appli- 
cant’s mark may be legitimately used by related companies, it is essential for 
the Office to be informed with regard to the basic facts from which the alleged 
supervision and control by the applicant is derived. In other words, the minimum 
requirement of the rule would contemplate an allegation by the applicant to 
the effect that supervision and control is, for instance, exercised by contract, 
i.e., by license agreement, or that it is exercised as a result of stock ownership 
and control.’’6 


This explanation should be noted and remembered, for it is (so far 
as I know) the only available outline of the kind of control which will 
justify a claim of related use, and the kind of disclosure which should 
be made with respect to it. 


6. 86 U.S.P.Q., No. 10, Part II, at p. 9, 40 T.M.R. 914. 
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(3) A Claim of Concurrent Use 


For registration purposes, the only other permissible exception to a 
claim of exclusive use by the applicant is a concurrent use situation. This 
kind of exception is to be set forth in detail in the main section of the 
application, with a brief reference to it in the declaration. The Rules 
pooklet contains a complete outline of the necessary form. 


The form seems to contemplate a geographical devision of markets 
as the only basis for recognition of concurrent rights. In the few instances 
within my own knowledge, that has actually been the basis of the con- 
current claim. But there is, in my opinion, a very strong possibility that 
other kinds of concurrent claims may eventually be recognized. I know 
of no Patent Office decisions on the subject as yet, but the Act itself 
seems to open the door to other claims. 

Section 1 requires a “concurrent” applicant to state, among other 
details, the area of use by others and the area for which he desires reg- 
istration. But nowhere does the Act say that the two areas may not over- 
lap. In Section 2(d) the Commissioner is authorized to register similar 
or even the same marks concurrently, “under conditions and limitations 
as to the mode or place of use or the goods.” The only test here indicated 
is that the conditions and limitations shall be such that confusion or 
mistake or deceit of purchasers is not likely to result from the continued 
use. 

This may be a very difficult provision for the Patent Office to deal 
with. One can easily imagine the perplexities which may arise in trying 
to prescribe adequate conditions and limitations. But the Office will have 
several procedural aids for obtaining all the information needed. If the 
original statement in the application is not a sufficient disclosure of the 
facts, a further statement may be required before other action is taken. 

Then, in due course, a complete copy of the application will be sent 
to each of the other parties named in it, with a notice setting forth its 
salient details and fixing a time (of not less than thirty days) for the 
filing of a response. If the party so notified then expresses his consent 
to the registration, or if he fails to reply at all, the Patent Office may 
assume that at least in his opinion there is no likelihood of confusion. 
If he responds with an objection to the registration, both parties will be 
given an opportunity to take testimony, from which the Patent Office 
may sift out the facts which it thinks pertinent to the question of con- 
fusion and to the propriety of conditions and limitations to obviate it. 

Although this places a heavier burden on the Patent Office, the likeli- 
hood of confusion seems to me a much more realistic test of concurrent 
rights than the mere matter of geographical divisions. Undoubtedly ter- 
ritorial limitations have some validity as a protective measure. But in 
an era when people move rapidly from place to place, when some kinds 








904 TRADE-MARK BULLETIN 40 T.MR. 
enon UTen nn STORES 
of advertising cannot be confined to a particular area, and when even 
careful plans for control of distribution may not be wholly successful, | 
suggest that the most effective limitations may prove to be those relating 
to the mode of use of the mark or the nature of the goods to which it 
is to be applied. 


Applications on the Supplemental Register 


There is very little difference between the form of application for the 
Principal Register and the form for the Supplemental Register. What 
little difference there is arises from the differences in the nature of the 
marks. A mark which goes on the Principal Register must be distinctive 
either by its arbitrary nature or by its acquired secondary meaning. A 
mark for the Supplemental Register must be one which is not inherently 
suitable for the Principal Register; yet it must be such as to be “capable” 
of distinguishing the applicant’s goods from the like goods of others. 

The Patent Office has been exercising considerable care in passing 
upon applications for this Register. The language of the Act is very 
broad in opening the Register not only to more conventional types of 
marks, but to labels, packages, configuration of goods, and slogans. But 
by virtue of the saving phrase “capable of distinguishing” it has been 
possible for the Office to refuse registration in any case where it believed 
that the subject matter was not and should not be susceptible to ex- 
clusive appropriation by the applicant. 

A mark may be proffered for the Supplemental Register as soon as 
the applicant has begun its use in foreign commerce, if he can file with 
the application a separate statement showing that he requires registra- 
tion here as a basis for foreign protection. If the mark is used only in 
interstate commerce, it must be used for at least a year before appli- 
cation, and that use must be specifically recited in the application. 

The discussion at the previous lecture touched on the question of 
value of a Supplemental registration. There is no need to repeat the pros 
and cons; but two things may be worth noting. One is that such a regis- 
tration is comparatively quick and easy to obtain, since the application 
is not subject to opposition proceedings and does not meet the delay of 
publication for that purpose. And it does not foreclose the right to go 
to the Principal Register if a sufficient showing of acquired distinctive 
ness can be made at a later date. 


Other Kinds of Marks 


In addition, the Act provides for registration of service marks, col- 
lective marks, and certification marks. These are not always regarded 
as trade-marks in the strict sense of that term, but by statutory defini- 
tion (in Section 45 of the Act) a collective mark may be either a trade- 
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mark or a service mark used by members of a group, as well as a mark 
used only to indicate membership in the group. In any event, all three 
of these kinds of marks are so closely analogous to trade-marks that it 
is difficult to draw any important distinction for practice and procedural 
purposes. And although the Act authorizes the Commissioner to establish 
separate registers for them, so far they are being put on the regular 
trade-mark registers. 

Suggested forms for all three types of application are supplied in the 
Rules booklet. You will see that their general pattern conforms very 
closely to the pattern of the usual trade-mark application. The most 
interesting possibilities of variation arise in connection with service 
marks, because of their special nature. 

There seems to be quite a lot of confusion—not all confined to laymen 
—about what may be claimed to be a service mark. The definition refers 
toa mark “used in the sale or advertising of services to identify the 
services of one person.” It also says that the term “includes without 
limitation the marks, names, symbols, titles, designations, slogans, char- 
acter names, and distinctive features of radio or other advertising used 
in commerce.” It is probably this last broad phrasing that has caused 
the difficulty, by leading people to overlook the primary restriction, and 
so to suppose that any distinctive feature used in advertising may be 
registered as a service mark—whether the advertising relates to services 
to be rendered, or simply to goods to be sold. 

There seems also to have been some confusion about ownership of 
various marks, especially in relation to radio and television advertising. 
Suppose that a program opens with a station identification signal, followed 
by an announcement, “Argosy Tours present your favorite travel hour, 
Anchors Aweigh.” Now all of that plays a part in the advertising of the 
Argosy travel services. But the station signal identifies the services of 


- the broadcasting company and belongs to it. The title “Anchors Aweigh” 


identifies the services of the person who prepared the “education and 
entertainment” provided in the program, and that belongs to him. 
“Argosy” identifies the services of the travel agent who arranges the 
tours, and that mark belongs to him; but he gains no title to the other 
marks even though they are heard as an important part of his advertising 
and may contribute largely to its success. 

One of the unusual things about a service mark is that it need not 
be anything in graphic form. This provides the possibility of registering 
a distinctive sound. There has been considerable interest in the fact that 
the National Broadcasting Company has led the way by registering the 
little musical chime which is so familiar to radio listeners. In such a case, 
of course, it is not possible to file either a “drawing” or a “specimen” of 
the mark. Rule 10.3 provides for this contingency by permitting record- 
ings of the sound to be filed instead of specimens. Three single-face, un- 
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breakable disc recordings must be submitted, with a specification of the 
speed at which they are to be played. 

In addition, the application must set forth a description of the mark, 
and that description will furnish the basis for the publication of the 
mark in the Official Gazette. When the NBC mark was published, in the 
place where the mark is usually printed there was the simple statement 
that “the mark comprises the musical notes G, E, C played on chimes.” 

The recognition of collective marks is not new in the 1946 Act. The 
1905 Act was amended in 1938 to provide for their registration. The 
owner and proper applicant is the cooperative, association, or other 
group whose members are permitted to use the mark under the control 
of the group. The application must recite that the applicant is exercising 
“legitimate” control over the use, and must state the purpose of its use— 
that is, the nature of the fact intended to be indicated. In lieu of a claim 
of exclusive use by the applicant, the declaration must aver that no one 
else has the right to authorize its use, and that no one other than a 
member of the applicant group has the right to use it. 

Certification marks are in some respects difficult to distinguish from 
collective marks, but there are important differences. A collective mark 
is owned by a group so that the members may benefit from its use. A 
certification mark has an individual owner who presumably expects to 
benefit from permitting others to use it. He must not use it to identify 
his own goods or services, but he must exercise legitimate control over 
its use by others. The application form is very much like the application 
for a collective mark, with its references to authorized use by others and 
the purpose of such use. In both instances the specimens filed must show 
an authorized use, rather than a use of the mark by the applicant. 

Apparently any potential value in the provisions for registration of 
certification marks has largely been nullified by other provisions in the 
Act. There has been some complaint about the prohibition against use 
by the owner himself, but the real source of alarm to prospective regis- 
trants lies in Section 14. There the Federal Trade Commission is author- 
ized to apply for cancellation of a certification mark on four grounds, one 
of which is that the owner “discriminately refuses to certify or to con- 
tinue to certify the goods or services of any person who maintains the 
standards or conditions which such mark certifies.” 

There are many possibilities of conflict between the control which 
the owner wants to exercise to maintain the integrity of a certification 
mark, and the liberality with which he must authorize its use by others 
to avoid a charge of “discriminate” refusal. Very few people are willing 
to undertake the risk of failing to reconcile the two. As an alternative, 
one may always explore the possibilities of authorizing use on a “related 
company” basis which gives equal control and greater freedom to the 
owner of the mark. 
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Prosecution Before the Examiner 


No matter what kinds of marks are involved, all applications follow 
through much the same channels and procedures after they are filed. If 
the papers are obviously deficient or not accompanied by the $25 filing 
fee, they will not be formally filed, but the Patent Office will hold them 
and notify the applicant (or his attorney) of the defect. If the application 
is complete when submitted, or is completed within six months after 
notification of a defect, the papers will be accepted for filing. Then the 
Patent Office will send out a filing receipt showing the date of filing and 
the serial number which has been assigned to the application. 

After that, at present, there is generally a waiting period of several 
months before the application receives any further attention. The time 
varies somewhat from class to class, depending on how much of a back- 
log of prior work is piled up on the desk of the Examiner for a particular 
class. If there are special circumstances which make the need for regis- 
tration urgent, a request for special consideration may serve to bring the 
application forward for attention ahead of its turn. Such situations 
sometimes arise in connection with corresponding foreign applications. 
The Examiners are always willing to cooperate if informed of the cir- 
cumstances in sufficient detail to satisfy them as to the need, but they 
must be given a sound reason for the request and of course their willing- 
ness to cooperate should not be abused. 

It is the Examiner’s province to check on every detail of the applica- 
tion, in both form and substance. He must make sure that it is properly 
executed, and that it contains all the recitals necessary to constitute a 
complete claim for the kind of registration sought. He must satisfy him- 
self that the description of the goods is adequate and accurate in com- 
parison with descriptive matter shown in the specimens, and must con- 
sider the proper classification. He must compare the drawing with the 
specimens filed, and with the description of the mark if the application 
contains such a description. He must ascertain that the Patent Office 
records confirm any claim of ownership of prior registrations. He must 
also ascertain whether there are any other subsisting registrations show- 
ing marks which seem to him to be confusingly similar to the applicant’s 
mark. And, of course, he must consider whether or not the mark is really 
eligible for registration on the basis or on the register specified in the 
application. 

If the Examiner is satisfied in all these respects, and the application 
is for the Supplemental Register, he will then grant registration and 
send out a notice of the allowance, stating the date on which the certifi- 
cate of registration will issue. If the application is for the Principal Reg- 
ister, he will simply pass the mark to publication in the Official Gazette, 
and will send out a notice to that effect, indicating the date of publication. 
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That date is usually three or sometimes four weeks following the date of 
the notice. The publication is intended to give an opportunity for the 
filing of opposition by anyone who believes that he will be damaged by 
the registration. 

The Examiner will take no further action on the application until 
the period for opposition has expired. The normal period is thirty days 
from the date of publication, but this may be extended by the Commis- 
sioner upon a request filed before the expiration of the 30 days, specifying 
the reason for the request and the period of extension desired. 

The passage of a mark to publication means that at that time the Ex- 
aminer sees no objection to granting the registration. However, it is not 
a final commitment on his part. If no opposition is filed, he will still 
review the application before finally granting the registration, and it will 
still be his right to raise any objection or requirement which he may 
have overlooked before. Even though he may be somewhat apologetic 
about so late an objection, it is obviously his duty not to grant an appli- 
cation until he is fully satisfied that registration will be proper. 

When the Examiner finds a defect in an application, or any other 
apparent bar to registration, he sends out a notice to that effect. A re- 
sponse to the notice may be filed within six months; otherwise the ap- 
plication will be deemed to have been abandoned. The substance of the 
response may be anything which seems an appropriate reply to the ob- 
jection stated. It may comprise an amendment to make the application 
meet the Examiner’s views; or an explanation of further facts which in 
the applicant’s opinion support and justify the application as originally 
presented or then amended; or an argument of the applicable law and 
precedents established in similar cases. 

In any event the response serves to hold the application open for 
further consideration by the Examiner, although the whole procedure of 
objection and response may be repeated again—and several times—before 
the application arrives at either allowance or final rejection. You should 
not be discouraged by a rejection on the first consideration. If there is a 
defect in form only, that may be remedied very easily. If there is a dif- 
ference between the Examiner’s opinion and your own opinion as to the 
recitals which should be made, he may accept your view or suggest a 
suitable compromise when you have given him a full statement of the 
facts. 

When the mark is one of doubtful eligibility, it may be rejected even 
though it has previously been registered in the same or a substantially 
similar form. In such a case it is always desirable to point to the earlier 
registration as a precedent for allowance again. The argument did not 
always succeed even when the earlier registration was granted under 
the same Act under which the new application was filed, for the Office 
quite properly did not feel bound to perpetuate or repeat a past error. 
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The argument may be of less validity in a case where the earlier regis- 
tration was under an earlier Act and so was granted without reference 
to the prescriptions of the present Act. However, there is certainly 
nothing to be lost, and there is possibly something to be gained, by 
arguing that point before submitting to a rejection of the new application. 

The objection which is often the most difficult to meet is the citation 
of a similar mark already registered to someone else. The notice of such 
a rejection will specify the number and date of the prior registration. The 
first step should be to obtain a copy of the registration to see exactly 
what the mark is and exactly what goods are claimed. Sometimes on the 
basis of that alone you can present an argument of differences in the 
marks and differences in the goods, in their purpose, manner of use, 
necessary methods of distribution and sale, and the like, which will satisfy 
the Examiner that there is in fact no likelihood of confusion from con- 
current use of the marks in their respective fields, and that he may 
properly withdraw the citation. 

It is also advisable to check the record title to the cited mark, and to 
find out whether it is still in use by the registrant or a successor. If the 
mark is not in current use, it may be possible to avoid the citation on a 
prima facie showing of abandonment. The usual requirements for a 
prima facie showing are an Official abstract of title, obtained from the 
Patent Office, showing who was the last record owner of the registration ; 
a report from a commercial agency stating that that owner is no longer 
in business; and an unopened envelope mailed to the owner at his last 
address of record, and returned undelivered. 

It may be possible to make a satisfactory showing of abandonment 
even if the owner of the registration is still in business. An order for 
the trade-marked product, or an inquiry as to where it can be purchased, 
may bring a reply which is acceptable to the Examiner as an indication 
that thére is neither present use of the mark nor any intention to resume 
its use in the future. 

If the Examiner is satisfied with the evidence submitted, he will send 
out what is called a “thirty day” letter to the owner of the cited mark. 
It notifies him that a prima facie showing of abandonment has been 
made, and allows him thirty days from its date in which to file a response. 
If he does not respond, or if his reply is such as to confirm the fact of 
abandonment, the Examiner will proceed with the pending application 
without further reference to the old registration. 

If the cited mark is still in use and no convincing argument of dis- 
tinctions can be made, you may find it useful to explore the possibilities 
of getting a consent from the owner. It may be necessary to give some 
consideration for the consent but often it can be negotiated simply on 
an agreement by the applicant not to extend the use of his mark into 
the exact field of use of the other mark. 
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The consent may or may not be embodied in a formal agreement— 
the parties may suit themselves about this—but it must be in writing 
and signed by the owner of the cited mark. It must set forth some 
statement of the reason why no confusion is anticipated or likely to arise, 
If the facts warrant it, this statement may be strengthened by a refer. 
ence to the long period of concurrent use during which no confusion has 
arisen in the past. 


Even when a consent is filed, the Examiner is not bound to accept it 
as a basis for granting the registration sought. Section 2(d) of the Act 
prohibits the registration of a mark which so resembles a previously 
registered mark “as to be likely, when applied to the goods of the ap- 
plicant, to cause confusion or mistake or to deceive purchasers.” It is 
therefore the duty, as well as the privilege, of the Examiner to refuse 
registration when he foresees a reasonable likelihood of confusion, what- 
ever the opinion of the parties may be. If he is disposed to accept that 
opinion, he may still require conversion to a concurrent user application, 
so that the registration may set forth on its face the recognition of the 
other rights and the conditions and limitations which the applicant must 
observe in the subsequent use of his mark. 


The formal submission of amendments, arguments, and other data to 
support the application must be in writing. However, when there is 
doubt as to exactly what will be acceptable or how much of a formal 
showing may be required, it is always possible and permissible to confer 
informally with the Examiner first. That must be done by personal inter- 
view, not by correspondence, and because of the possibility of misunder- 
standing or faulty recollection afterward, the advice or suggestions given 
at the interview are not a final commitment; but the conference is likely 
to be of real assistance. 


Petitions and Appeals 


The Examiners of Trade-Marks act on applications only by virtue of 
authority delegated to them by the Commissioner of Patents. Under the 
statute he is responsible for the granting or withholding of registration. 
It is always his privilege to exercise his own judgment in the making of 
general rules and regulations, and to give directions as to the course of 
a particular application at any stage of its prosecution before the Ex- 
aminer. It is rare for him to intervene, however, unless an applicant 
makes a formal petition to him to exercise his supervisory authority. 


Rule 27.1 provides for the filing of such a petition “from any re- 
peated action or requirement of the Examiner of Trade-Marks which is 
not subject to appeal and in other appropriate circumstances.” Such cir- 
cumstances arise when the Examiner, while not finally refusing registra- 
tion, refuses to give it further consideration until some requirement 
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specified by him has been met. It is noteworthy that the requirement 
must have been repeated. In other words, the applicant must make at 
least one effort to persuade the Examiner to change his ruling, before 
turning to the Commissioner for help. 


The petition must contain a statement of the facts involved and the 
point or points to be reviewed. It may include a discussion of points of 
law and pertinent authorities, or a separate memorandum may be filed. 
The Commissioner may decide the question on that basis alone, or he 
may call upon the Examiner to furnish a written statement of the reasons 
for his action. The applicant may request an oral hearing to supplement 
his written argument, but the Commissioner may decide solely at his 
own discretion whether or not to grant the hearing. In any event, when 
he has considered the applicant’s points, he will render a written decision 
which will of course be mandatory upon the Examiner. 


It is sometimes a little difficult to decide whether recourse to the Com- 
missioner should be sought by this method or by a formal appeal. Theo- 
retically the petition is out of order if the case is in condition for appeal. 
An appeal may be taken from the first final rejection by the Examiner. 
If an application has been rejected, argued, and again rejected on the 
same ground, the applicant may consider the second rejection as final 
whether it is so stated or not. An Examiner who wishes to forestall 
repeated argument on the same point may specify that his rejection is 
fnal, or that the applicant may regard it as final for the purpose of 
taking an appeal. 


Even when an Examiner has specified that a rejection is final, the 
application may still be kept before him if the ground for refusal is one 
that can be remedied by amendment and the applicant is willing then 
to make an effort to meet the Examiner’s requirements. He has six 
months from fhe date of the rejection in which to amend, petition or 
appeal. Sometimes an applicant files both a petition and an appeal. This 
is done primarily to insure that the application will be kept alive pend- 
ing a decision on the petition, since the petition for rehearing does not 
stay the running of the six-months period for appeal. 


An appeal is taken by filing a notice addressed to the Commissioner, 
stating the reasons for it, and paying an appeal fee of $25. There is no 
need to prepare a record on appeal because the whole application file 
goes before the Commissioner. The Examiner must prepare a written 
statement of the grounds of his decision, and send a copy to the applicant, 
within thirty days after the notice of appeal is filed. Then the Com- 
missioner will notify the applicant of the date of hearing, and an oral 
argument will be had unless the applicant chooses to waive it. In either 
event the applicant may file a brief on or before the day of the hearing. 


If the Commissioner’s decision on the appeal comprises something 
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which the applicant considers either a misunderstanding of the facts or 
a manifest error of law, he may petition the Commissioner for a rehearing 
or reconsideration. The petition must set forth the supposed errors jin 
the decision and the reasons why reconsideration is requested; and it may 
include references to pertinent authorities. It should be filed within 30 
days after the date of the decision, in order to prolong the time for 
further appeal. The time will then run for 30 days after the date of the 
Commissioner’s action on the petition. 


Otherwise the time for appeal from the Commissioner’s decision to 
the Court of Customs and Patent Appeals runs only 60 days from the 
date of the decision. This appeal is taken, like the previous appeal, by 
filing in the Patent Office a notice addressed to the Commissioner and 
specifying the reasons. It is then the Commissioner’s duty to prepare a 
certified transcript of the record, in accordance with the Court rules as 
to what must be included and what shall be omitted. He must also pre- 
pare for the Court a full written statement of the grounds of his decision, 
touching all the points involved by the “reasons of appeal.” 


The transcript and a formal petition for appeal, with the appeal fee 
of $12.00, are due in the Court Clerk’s office within forty days (exclusive 
of Sundays and legal holidays) after the notice of appeal has been filed 
in the Patent Office; but the time may be extended by the Commissioner 
if necessary. The petition to the Court need not state the reasons for 
appeal, because those are set forth in the notice to the Commissioner 
which becomes a part of the transcript. 


The record on this appeal is required to be printed at the applicant’s 
expense but under the supervision of the Court Clerk. When the Clerk 
receives the transcript he estimates the cost of the printing and his 
supervisory fee, and notifies the applicant of the total amount to be paid. 
The payment must be made within 30 days or the appeal may be dis- 
missed. On such a dismissal, or on any other failure to perfect the appeal, 
the Commissioner may make final disposition of the application as though 
no notice of appeal had been filed. 


If all the proper steps are taken, the Clerk proceeds with the printing 
of the record. When it is ready he files it in his office and sends copies to 
the applicant. The applicant’s brief on appeal is due 40 days after the 
printing is completed, except that if his time would expire during the 
summer recess of the Court it is automatically extended to October ist. 


The brief must be printed, and the Court rules as to its content and 
format should be carefully followed. After it has been filed, 30 days are 
allowed for the filing of a brief on behalf of the Commissioner. No reply 
or supplemental brief is permitted except by leave of the Court or one 
of its judges on good cause shown. 
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After the briefs are in, the case is set for hearing by the Court. The 
Clerk then notifies the Commissioner of the time and place of the hearing, 
and it is the Commissioner’s duty to give notice to the applicant. At the 
hearing oral argument may be made on behalf of the Commissioner as 
well as on behalf of the applicant. It is understood, of course, that the 
Commissioner’s role on the appeal is not that of an adverse party. It is 
merely a continuation of his effort to give proper administration to the 
Trade-Mark Act. He may thus have a real interest in obtaining from the 
Court a clarification or application of a particular part of the Act. 


When the Court has reached a decision, it sends a copy to the appli- 
cant and a certificate of its proceedings and decision to the Commissioner. 
The decision is entered of record in the Patent Office and the further dis- 
position of the application is governed accordingly. 


Instead of appealing to the Court, however, the applicant may elect 
to bring a suit under R.S. Section 4915 (35 U.S.C. 63). That may be done 
at any time within six months after the Commissioner’s decision. The 
suit is in the nature of a bill in equity in the Federal District Court, 
asking that the Commissioner be directed to grant the registration sought. 
It is entitled as an action against the Commissioner and he is a necessary 
party to it; hence, it must be filed in the District of Columbia where 
service can be made upon him. 


The suit proceeds at the cost of the applicant, regardless of the out- 
come, but it takes the same course as any other civil suit, including a 
possible appeal to the Court of Appeals and the right to seek certiorari 
from the Supreme Court. In the suit the applicant may rely in whole or 
in part on the record in the Patent Office, or he may make proofs de novo. 
When a final judgment is entered, a copy is filed in the Patent Office and 
the Commissioner is bound to follow any directions given by the Court 
as to allowance of the registration. 
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THE THIRD YEAR OF ADMINISTRATION OF THE 
LANHAM TRADE-MARK ACT OF 1946* 


Walter J. Derenbergt 


Introduction 


The American Bar Association Convention this year affords a special 
opportunity to submit a brief report on current trade-mark registration 
problems to the Patent, Trade-Mark and Copyright Section. Not only is 
the meeting held at the very seat of the Patent Office and its Trade- 
Mark Division, but the Section has recognized the particular importance 
of trade-mark problems by devoting a special session to this subject 
alone. 

This report is offered upon special invitation by the Chairman of the 
Section and the Chairman of the Trade-Mark Committee so as to afford 
an insight into the present operations and thinking of those of us who 
are engaged in the administration of the Act of 1946, and to offer a 
foundation from which further discussion and—it is hoped—ultimate 
improvements of the statute itself and of its administration and inter- 
pretation may result. With that in mind, the report will consider primarily 
controversial problems which have cropped up during the third year 
of the act’s administration, but will also touch upon those problems which 
have been raised during the first two years but which still await final 
and authoritative determination. 


I. Trade-Marks on the Principal Register 


1. Trade-Marks and Trade Names Distinguished 


The Office has continued to adhere to the view that under the Act of 
1946 a distinction between trade-marks, on the one hand, and mere 
trade names, used as such, on the other, has to be observed. As stated 
in last year’s report, the inscription “Lyndale Farm, Floydada, Tex.” 
on a crate for cattle was refused on the ground that such marking did 
not constitute trade-mark use. This case will be argued this fall before 
the Court of Customs and Patent Appeals. Since the Lyndale case, the 
question arose again on appeal to the Commissioner in Ex parte Duncan 
Electric Manufacturing Company.' The “mark” presented in that case 
was a name plate prominently presenting the word “Duncan” on top 


* A progress report submitted to the Section of Patent, Trade-Mark and Copyright 
law of the American Bar Association at its Annual Convention at Washington, 
D. C., September 17, 1950. 
Reprinted by permission from Patent, Trade-Mark and Copyright Weekly Reports, 
for September 23, 1950. 

+ Trade-Mark Counsel, U. S. Patent Office. 

1. 86 USPQ 171. 
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and showing the words “Duncan Electric Mfg. Co. Lafayette, Ind. U.S.A.” 
at the bottom. It was held that, as so presented, the words “Duncan 
Electric Mfg. Co.” were not used as a trade-mark and did not qualify 
for registration on the principal register. Former Commissioner Kings- 
land similarly held in a cancellation proceeding involving the mark 
“Standard Brand,” registered under the Act of 1920 for fresh and frozen 
fish,2 that the mark used by the petitioner was not used in a trade- 
mark sense but only as part of its full corporate name, accompanied by 
informative expressions such as “manufactured by” or “distributed by.” 
“Sych a use is not either a trade-mark use of the simulating words,” 
said the Commissioner, “or is it a use analogous to a trade-mark use.” 


The distinction between trade-marks and trade names has also found 
belated recognition in connection with the recordation of trade-marks 
and trade names at the Treasury Department. Until a few months ago it 
was permissible to record a part of a trade name, such as, for instance, 
“Sheffield,” despite the fact that such word may not have been a reg- 
istered trade-mark, so that in effect an opportunity was afforded to the 
owners of unregistrable material to record such names under the guise 
of “trade names” with the same effect as if they were registered trade- 
marks. However, the Treasury Department has recently reversed itself 
and now requires that in cases of this kind only the entire trade name, 
such as “Sheffield Manufacturing Company of England” or some similar 
name may be recorded but not any parts of such names alone. 


2. Advertising Slogans 


As heretofore, the Office has continued to take the position that the 
usual advertising slogan is not used in a trade-mark sense and does not 
fall within the definition of a trade-mark under section 45. For this 
reason, the slogan “The Fate of a Fabric Hangs by a Thread’ was re- 
jected, and the phrase “Mention the Geographic—It identifies you’’® was 
held unregistrable because it was “a laudatory advertising phrase, in- 
capable of designating the applicant’s publication except to the extent 
that it uses the word ‘Geographic’.” In the American Enka case an R:S. 
4915 proceeding has been instituted, seeking to compel the Commis- 
sioner to register the slogan; the ultimate outcome of that litigation will 
undoubtedly be determinative of the future policy of the Office in this 
regard. 


3. Labels, Color Devices, ete. 


There has been no change from previous practice in this regard, al- 


Standard Brands Incorporated v. Isenberg, 82 USPQ 106, 39 T.M.R. 746. 
Sheffield Merchandise, Inc., 40 T.M.R. 609 (T. D. 52137). 

Ex parte American Enka Corp., 81 USPQ 476, 39 T.M.R. 640. 

Ex parte National Geographic Society, 82, USPQ 446, 39 T.M.R. 967. 
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though at least one significant effort was made to widen the scope of 
registrable package and color devices under the new act. In Ex parte 
Burgess Battery Company,® registration was sought for dry batteries 
and flashlight cases of a mark described as “a design device consisting of 
a series of parallel alternating dark and light stripes of approximately 
equal width.” Registration was sought under section 2(f) of the act, 
but was refused on the ground that what was presented was “but a por- 
tion of the overall ornamentation or decorative dress for the goods. . .” 
The Court of Customs and Patent Appeals had twice passed upon appli- 
cations for the same device” and had held it unregistrable in both in- 
stances on the ground that stripes “which are a mere dress of the 
goods can have no trade-mark significance.” The Commissioner in holding 
the device similarly unregistrable under the Act of 1946, noted that the 
device does no more function as a trade-mark under the new act than it 
did before and that entire ornamental background material such as this 
neither functioned as a trade-mark nor was it recognized by the public 
as such. In reaching this conclusion, the Commissioner also relied on the 
recent decision of the Third Circuit Court of Appeals in the Campbell 
Soup case® in which the red and white label on canned food products 
was held to lack trade-mark significance. For the same reason, the Com- 
missioner refused to permit registration on the principal register of a 
mark described as “a plurality of alternating red and yellow stripes 
around the middle portion of the goods.” It was sought to register these 
stripes for luggage under Section 2(f).° 


4. Descriptive and Geographical Terms 


Since the Court of Customs and Patent Appeals’ observation in the 
“Kwixtart” case’? to the effect that the test of descriptiveness under the 
Act of 1946 is the same as that prevailing under the Act of 1905, the 
Office has been applying the same standards with regard to descriptive- 
ness, suggestiveness, and genericness, which have served as guide-posts 
in the past. 


With regard to geographical names, there has been a somewhat more 
liberal trend in cases involving names which would seem to have no 
geographical significance as applied to the particular applicant’s goods. 
If such names are not very well known, the applicant is not required to 


USPQ 141, 40 T.M.R. 373. 
In re Burgess Battery users, 112 F. 2d 820, 46 USPQ 39, 30 T.M.R. 392 and 
142 F. 2d 466, 61 USPQ 3 
Campbell Soup Company pe v. Armour & Co., 175 F. 2d 796, 39 T.M.R. 566. 
Ex parte Oshkosh Trunks and Luggage, 86 USPQ 321, 40 T.M.R. 884. Similarly, 
a mark consisting of the letter “O” formed by affixing two confronting 
shaped straps to the top of a piece of a luggage was refused. Ex parte 
Oshkosh Trunks and Luggage, 86 USPQ 3 

’ ed J gens, Inc. v. Pio sca Ward & Co., Inec., 76 USPQ 9%, 
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rely on five years substantially exclusive use under section 2(f). If, 
however, a very well known geographical term is involved, such as 
“Paris” or “Scotch,” the present trend is to accept such applications 
only if based on section 2(f), even though the word may have no partic- 
ular geographical significance as applied to the specific goods for which 
registration is sought. 


5. Surnames 


There have been at least two clarifying decisions by the Commis- 
sioner during the last year with regard to the meaning of the phrase 
“primarily merely a surname,” even though the practical result of these 
two decisions has led some members of the Bar to suggest an amend- 
ment to the act itself. It will be recalled that under the Act of 1905, the 
corresponding phrase read “name of an individual” and it was held 
under that act by the Court of Customs and Patent Appeals that this 
phrase included surnames alone, so that the word “Wix” in and by itself 
was held unregistrable.1 On the other hand, it was, of course, never 
doubted that names such as Richard Jones or John Smith were “names 
of individuals” and therefore barred from registration by section 5 of 
the act. When, however, the question arose recently whether the name 
“André Dallioux’’'2 was registrable on the principal register because it 
was not “primarily merely a surname,” the Commissioner came to the 
conclusion that the substitution of “surname,” for “name of individual’ 
must have been intended to open the principal register to such names 
without reliance on section 2(f). As the result of the “André Dallioux” 
decision, the Office now registers such names as “Oscar Meier” or “John 
Jones” without requiring registration under section 2(f) no matter how 
commonly used the name might be, while in the case of a comparatively 
rare surname alone registration must be sought under section 2(f) of 
the act. The Commissioner indicated in the André Dallioux decision that 
a different result might be reached in cases in which the surname was 
unduly emphasized or where, for instance, only the initials or a title, 
such as “Dr. X,” would appear in conjunction with the surname. The 
Commissioner also held that the name “B. F. Goodrich” forming part of 
a circular medallion prominently displaying the letters “B. F. G.,” was 
not registrable under the 1905 Act without a disclaimer of the name 
“B. F. Goodrich.”'s Nor are such surnames alone deemed registrable 
under the new act if they are “distinctively displayed.” Thus it was 
recently held that the word “Reeves” as displayed in a distinctive design 
did not make the mark registrable without reliance upon section 2(f).'« 


0 I oe ee ey ey a eee ee 


ll. The American Tobacco Co. v. Wix, 62 F. 2d 835, 16 USPQ 181, 23 T.M.R. 104. 
12. Ex parte André Julien Dallioux, 83 USPQ 262, 39 T.M.R. 965. 

13. Ex parte The B. F. Goodrich Company, 85 USPQ 466, 40 T.M.R. 602. 

14. Ex parte Reeve Brothers, Inc., 84 USPQ 19, 40 T.M.R. 79. 
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While this exception to the Act of 1905 was limited in actual practice to 
a person’s signature only, it seems almost like an oversight that it was 
not included in the Act of 1946, since it might well be said that certain 
surnames may be presented in such unusual script or other form as 
to make them acceptable on the principal register without reliance on 
section 2(f). 


Only about three weeks after the André Dallioux decision, the Com- 
missioner had to pass upon the question whether the combination of two 
surnames was registrable under the new act without reliance on section 
2(f).*5 Under the old act it had been held in a case involving the com- 
bination “Bendix-Weiss’’'* that a combination of two surnames did not 
make the name registrable. The Commissioner felt constrained to con- 
clude that the same result would follow under the new act and therefore 
ruled that the words “Kimberly-Clark” were, in effect, primarily merely 
surnames and that a combination of two surnames did not take the mark 
out of the prohibition of section 2(e) unless the application was based 
on section 2(f) under which the applicant in the Kimberly-Clark case 
refused to proceed. This case is now pending in the District Court in an 
R.S. 4915 proceeding. If the new statute as now worded requires a hold- 
ing to the effect that even a rare surname alone, which may have no 
other meaning, may not be registered on the principal register and that 
marks such as “Kimberly-Clark” may not be, while “John Doe” or “John 
Smith” would qualify, the statute, I submit, should be amended so as 
to avoid such perplexing results. 


6. Likelihood of Confusion 


As already pointed out in last year’s report, the Office follows a much 
more liberal trend in finding likelihood of confusion, even in cases in 
which the goods involved were formerly held to be goods of different 
descriptive properties. Thus, it was recently held by the Examiner of 
Interferences'7? that the manufacturer of the well-known Hershey candy 
bar could prevent registration of that famous mark for cigars, and the 
owner of the well-known “Johnnie Walker” whiskey mark, including 
the picture of a man wearing a top hat and monocle, was held entitled 
to oppose registration of an almost identical mark for cigars.’ On the 
other hand, when the registrant of the “Greyhound” service mark, show- 
ing the running hound, recently sought to prevent registration of a 
picture of a hound for medicines and like preparations, the Examiner 
of Interferences granted a motion to dismiss the opposition on the ground 
that there was not even a remote possibility of confusion with regard 


15. Ex parte Kimberly-Clark Corp., 88 USPQ 486, 39 T.M.R. 1064. 

16. Ex parte Bendix Aviation Corporation, 74 USPQ 309. 

17. Hershey Chocolate Corp. v. Yorkana Cigar Co., 40 T.M.R. 337. 

18. John Walker & Sons, Ltd., v. Tampa Cigar Co. Inc., 40 T.M.R. 862. 
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to the “Greyhound” service mark by the applicant’s use of the picture 
of a running hound for pharmaceutical preparations.’ These rulings 
are in line with such decisions as the Ninth Circuit Court of Appeals’ 
decision last year in the Safeway2° case in which that court, in an R.S. 
4915 proceeding, held that the owner of the well-known Safeway grocery 
mark was entitled to oppose registration of the almost identical mark 
for toilet seat covers. The Commissioner had also paved the way for 
these rulings by holding, in the case of Junior Guild Frocks v. Page & 
Dixon Drug Co.2' that even under the old act and certainly under the 
act of 1946 a dress manufacturer may successfully oppose an attempt 
to register his well-known dress mark for a cosmetic line, since it was 
common in the dressmaking trade to add such a line of cosmetics to 
the principal line of business. 


Il. Service Marks 


There have been relatively few new developments in connection with 
the registration of service marks, and the number of such marks regis- 
tered during the last twelve months has been fairly small. Altogether 
not more than about 500 service marks have been registered thus far 
and the number of applications appears to be less than 3000. One reason 
for this, of course, is the fact that the Office has laid down certain re- 
quirements which must be met before a service mark can be registered 
and which were fully discussed in last year’s report. It is sometimes 
rather difficult to determine whether a mark is actually used in the adver- 
tising of services or in the advertising of the applicant’s products. One 
test case involving this problem is now pending before the Commissioner 
on appeal. 


Since the St. Louis meeting, the Office has set up eight classes of serv- 
ices in which registration may be sought. These are Classes 100 to 107. 
They are rather broad in scope. It may well be that further sub-classifica- 
tion will become necessary in the near future. As an incident of slight 
historical interest, it may be recorded here that on April 4, 1950 the 
first so-called “sound” mark was registered on the principal register, 
No. 523,616. In place of the drawing, the description of the mark reads: 
“The mark comprises the musical notes G, E, C played on chimes.” This 
is, of course, the well-known mark used by the National Broadcasting 
Company, Inc., at the beginning of each program. However, no other 
sound mark has thus far been registered. 


There has been no change with regard to so-called collective member- 





19. The Greyhound Corp. v. The Robinson Houchin Corp., Opp. No. 29, 122, not yet 
reported. 


20. Safeway Stores, Inc. v. Dunnell, 172 F. 2d 649, 80 USPQ 115, 39 T.M.R. 116. 
21. 79 USPQ 41, 38 T.M.R. 1020. 
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ship marks which were discussed in my previous report.22 The Office still 
proceeds on the basis that such membership marks, in order to be reg- 
istrable, must be either trade-marks or service marks, so that the various 
fraternities or other applicants are required to make a showing of ren- 
dering services in commerce before the membership emblem or device is 
accepted for registration. 

It is interesting to note that although relatively few service marks 
have been issued, three of them have already become involved in court 
litigation. In one of these cases, the rights of the owner of the registered 
service mark “Duffy’s Tavern’—one of the few radio program names 
which have been registered thus far—is involved, while another litigation 
concerns the alleged infringement of a service mark showing the picture 
of a covered wagon registered by a fire insurance company.?% 


III. Secondary Meaning and Distinctiveness Under Section 2(f) 


As in the last two years, many problems have continued to confront 
the Office in connection with section 2(f) of the Act of 1946. I shall 
briefly discuss some of these, both in their procedural and substantive 
aspects: 

(a) It used to be the practice to include the statement of 5 years 
exclusive use and the allegation of distinctiveness in the declaration. 
However, under the new Rule 8.1, it is sufficient if these allegations are 
made in the statement rather than in the declaration. 


(b) As in the year before, numerous cases were presented to the 
Commissioner (usually based on a prior registration under the 1920 
Act) in which it was found that the mark presented under section 2(f) 
not only had not acquired distinctiveness but was inherently incapable of 
functioning as a trade-mark. Such a mark was, for instance, the word 
“Certified” as used on jewelry. It was held that a word whose dictionary 
meaning was “guaranteed” or “attested as to quality” was incapable of 
denoting origin.2* The slogan “Look for the Name in the Selvage’”2® was 
held unregistrable under section 2(f) on the ground that it does not 
function as a trade-mark. The Commissioner there said: 


“These words are obviously a warning to customers and prospective cus- 
tomers to be certain that they are obtaining genuine Skinner fabrics. They are 
an admonition to a purchaser to take adequate precaution to make sure of 
what he is getting, and if he follows their instruction and, upon looking at the 
selvage, does find the Skinner name, he may thereby identify the fabric of 
applicant and distinguish it from that manufactured or sold by others.” 


22. Derenberg, “The Second Year of Administration of the Lanham Trade-Mark 
Act of 1946,” (pamphlet published by The Bureau of National Affairs) reprinted 
39 T.M.R. 651. Whenever referred to hereinafter, this report will be cited as 
“The Second Year” and the page reference will be to the Trade-Mark Reporter. 


. Notice of suit reported in 636 O.G. 1066. 
. Ex parte William B. Ogush, Inc., 883 USPQ 400, 39 T.M.R. 1060. 
. Ex parte William Skinner & Sons, 82 USPQ 315, 39 T.M.R. 866. 
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Likewise, the language “For HEALTH’S Sake Roller Skate” was recently 
refused registration under section 2(f), the Commissioner saying with 
regard to this phrase: “It suggests the desirability of roller skating but 
does not serve to identify the goods of applicant nor distinguish them 
from those of others.”2¢ The word “Colorprint” for maps likewise did 
not qualify under section 2(f)27 on the ground that the natural meaning 
of the term appeared to be that applicant’s maps were color prints of a 
particular map. This—the Commissioner said—obviously would indicate 
a common attribute of maps from many sources. In another recent case, 
the Commissioner held that the words “Doll of the Month” were not 
registrable under Section 2(f), indicating that such term should prob- 
ably be held to be of an “inherently nondistinctive nature.” Most re- 
cently the Commissioner held in Ex parte Cube Steak Machine Co.2* that 
the word “CUBE STEAK” was incapable of trade-mark significance 
under section 2(f) as applied to machines for tenderizing meat. 


(c) There has been no change in previous Office practice with regard 
to the treatment of applications which are presented under section 2(f) 
although, in the Examiner’s opinion, the mark involved may qualify 
without reliance on that section. As heretofore, the applicant’s attention 
is called to this fact but, if he should insist that the mark be registered 
under that section, it is then published and registered under section 2(f). 
It may be mentioned here in passing, that, in accordance with a sug- 
gestion from numerous members of the Bar, the original practice of 
printing the words “Section 2(f)” on the certificate itself has been dis- 
continued, so that the only implied reference to section 2(f) is now found 
in that part of the statement which alleges “five years substantially 
exclusive use” and distinctiveness based thereon. 


(d) The most difficult question in connection with registration under 
section 2(f) involves the interpretation of the new statutory language 
“substantially exclusive use.” It will be recalled that under the 10-year 
proviso of the Act of 1905, the question was raised at an early date 
whether the allegation of ten years exclusive use could be refuted by a 
showing that either a confusingly similar mark was in use during the 
same period even though adopted at a later date, or by a showing that 
someone else had made an outright deliberate infringing use of the same 
mark during that period. In the first respect, the Office followed the 
test laid down by the Commissioner in the early case of International 
Company v. William A. Rogers, Ltd.2° where the Commissioner 
ad said: 


26. Ex parte Chicago Roller Skate Company, 86 USPQ 176, 40 T.M.R. 736. 
27. Ex parte American Map Co., Inc., 85 USPQ 51, 40 T.M.R. 368. 

28. Ex parte Cube Steak Machine Co., 86 USPQ 327. 

29. 1906 C. D. 301. 
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“. .. The only logical test, in my opinion, to be applied in determining whether 
two marks are so similar that the use of one will defeat exclusive use of the 
other is the test given by the statute for determining what marks are so sim- 
ilar that ownership and use of one by one party will defeat registration of 
the other by another party. This test is whether the marks so nearly resemble 
one another as to be likely to cause confusion or mistake in the mind of the 
public or to deceive purchasers. When marks are so similar, they are prac- 
tically one and the same mark.” 


Two questions frequently arise under the new act: 

1. If a reference is cited against an applicant under 2(f) involving 
a mark not identical but sufficiently close to justify a finding of likelj- 
hood of confusion, should the application under section 2(f) be rejected 
on account of such reference ex parte, or should an interference be de- 
clared in order to give the applicant under section 2(f) an opportunity 
to prove that he had used his mark not only during the five-year period 
prior to his filing but also prior to the time of the first use recited in the 
conflicting registration or application? 

The trend at the present time seems to be not to put such section 2(f) 
applications into interference, since even in case of a successful termina- 
tion of the interference it would still be true that the applicant did not 
have “substantially exclusive use” of the mark during the five-year 
period and would, therefore, not be entitled to the registration unless a 
showing could be made that the mark has become distinctive on grounds 
other than such alleged five-years exclusive use. In the only decision thus 
far handed down on the exact point, the Commissioner expressed the 
opinion that, generally speaking, a mark cannot be held to have become 
distinctive on the ground of five years exclusive use if it appears that 
the same or a confusingly similar mark had been registered even by a 
later comer during the same period.:° The Commissioner there said: 


“If the applicant’s mark so nearly resembles those of the prior registrations 
that, as applied to the products, there is likelihood of confusion or mistake there 
cannot have been substantially exclusive use on the part of the applicant pro- 
viding the other marks are still in use and constitute a reference to the 
application.” 

The same would, of course, hold true in case of two conflicting section 
2(f) applications. Rather than put them into an interference, it would 
seem to be more in line with the present practice and the Commissioner’s 
aforementioned decision, to refuse both such applications on an ex parte 
basis and on the ground that the applicants’ allegation of “sustantially 
exclusive” use refute each other, so that an interference proceeding would 
in fact be a sham battle only. Here again, a different conclusion might 
be justified if the claim of distinctiveness is not based on five years sub- 
stantially exclusive use but rather on other circumstances and proof. 


30. Gordon-O’Neill Co. v. Continental Distilling Corp. v. The Steinhardt Co., 86 
USPQ 320, 40 T.M.R. 706. 





40 T.M.R. THIRD YEAR OF THE LANHAM ACT 923 
et SSN 

9. That this strict interpretation may lead to unexpected results and 
perhaps even to unnecessary hardship is shown by a glance at situations 
in which an application under section 2(f) is found to be in conflict 
with an application for registration on the supplemental register, based 
on an allegation of one year “lawful” use. While no interpretation has 
yet been rendered with regard to the meaning of the word “lawful,” the 
conclusion would seem to be justified at first glance that such “lawful” 
use may be a use less than “exclusive,” although under the Act of 1920 
the words “bona fide use for not less than one year” were interpreted 
to mean “exclusive” use during such one-year period.*' I submit that the 
word “lawful” in section 23 of the 1946 Act should be construed to mean 
“substantially exclusive” and that upon any proposed revision of the 
Lanham Act, these words should be substituted for “lawful.” That was 
in effect the construction given the Act of 1920 and there is nothing in 
the history or language of the new act to show that descriptive or geo- 
graphical terms or surnames should be registrable on the supplemental 
register without that minimum showing. Unless this interpretation is 
adopted, the rather anomalous result would be reached that the allega- 
tion of “lawful” use by the applicant for the supplemental register would 
invariably defeat a claim of five years “substantially exclusive” use by a 
registrant relying on section 2(f), if such year should coincide with the 
five-year period, while the reverse would not be true and the applicant 
for the supplemental register may still be held to have made a “lawful” 
use of the mark despite the claim of distinctiveness by the applicant 
under section 2(f). 


(e) In the light of the foregoing discussion, it may be asked what is 
the meaning of the word “substantially” exclusive use? This word was 
inserted in the act upon a suggestion of the late Mr. Rogers. It seems to 
indicate that use by another during the five-year period, even if it should 
subsequently be held to have been an infringing use, must be a continuous 
rather than a mere sporadic or isolated use. The word “substantially” 
was included in the act to protect the applicant under section 2(f) against 
a showing of such sporadic and insignificant uses. Mr. Rogers said at 
the hearings on H. R. 9041: 


“The word ‘exclusive,’ which is in the present act, I feel it would be a 
great mistake to put in any amendment. It has given rise to an awful lot of 
trouble. The present act says it must have been exclusively used by applicant 
for 10 years prior to 1905. The courts have held the word ‘exclusive’ to mean 
sole or only, and also held that any use, however inconsequential, or whether an 
infringing use, would destroy a registration under the 10-year proviso.”s2 


A American Printing Ink Co. of Chicago, Ill. v. American Printing Ink Co. of 
. eo Ohio, 331 O.G. 486; to the same effect, In re Bosch, 156 Ms. D. 40, 
-M.R. 248. 


- Hearings before the House Committee on Patents, 75th Cong., 3d Sess., March 


15.18, 1938, p. 108, 104. Cf. also, Hearings on H. R. 4744, 76th Cong., 1st Sess. 
March 28-30, 1939, p. 28, 29. 
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And again: 


“T should think that the Commissioner, by rules, could require any kind of 
showing he wanted. There would be no objection to putting in something to 
this effect: 

‘Substantially exclusive use for 5 years prior to the application shall 
be prima facie evidence of distinctive use,’ 


if that would help.”> 


(f) With regard to the ever-recurring question “what type of proof 
may be accepted by the Office as proof of distinctiveness?,” I can only 
refer again to the observations made by Assistant Commissioner Daniels 
in his address before the United States Trade-Mark Association:? and 
to his statement in one of the Stauffer cases, where he said: 


“It may be noted, however, that while section 2(f) provides that the Com- 
missioner may accept proof of five years substantially exclusive and continuous 
use as prima facie evidence that the mark has become distinctive, he is not 
required to do so. In proper cases where a mark comprises a term which may 
have distinctive significance even though it be a surname, a geographical term, 
or a descriptive term, the affidavit of exclusive use often should be accepted. 
If, however, the mark is considered highly descriptive, or predominantly geo- 
graphical in significance, additional proof that it has actually become distinctive 
is necessary as required under section 2(f) of the Act. The burden of proof is 
on the applicant to show that the mark has become distinctive, and, in some 
instances, where the mark is highly descriptive, and it seems highly probable 
that it must have been used in the trade to some extent, or that its distinctive- 
ness is otherwise open to doubt, such burden would be a heavy one. In such 
cases proof somewhat analogous to the proof required in proving secondary 
meaning or in unfair competition matters in the courts and including, for 
example, affidavits of disinterested persons familiar with markets and marketing 
customs, references to trade publications, etc., might well be required.”34 


I might add that the Office looks with suspicion upon what a British 
judge so aptly described as “drilled” affidavits, i.e., a great number of 
affidavits all worded identically and prepared by the same attorney. In 
the British case,35 the court was asked to reverse a decision by the 
Assistant-Comptroller permitting registration of the word “Alka-vescent” 
in Part B of the British Register over the opposition of the owner of 
the trade-mark “Alka-Seltzer.” In holding in favor of “Alka-Seltzer,” 
the learned judge made these pertinent and interesting comments with 
regard to the affidavits submitted by both parties: 


32. Hearings before the House Committee on Patents, 75th Cong., 3d Sess., March 
15-18, 1938, p. 108, 104. Cf. also, Hearings on H. R. 4744, 76th Cong., 1st Sess. 
March 28-30, 1939, p. 28, 29. 

33. “Trade-Marks from the Patent Office Point of View,” 39 T.M.R. 383. 

34. Ex parte Stauffer Chemical Company, 81 USPQ 254, 39 T.M.R. 505. 

35. Broadhead’s Application for the Registration of a Trade-Mark, 67 R.P.C. 6, 113. 
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“The affidavits on both sides put identical phrases into the mouths of several 
declarants, showing that mainly the language, at any rate in all cases except 
one, was chosen by others and put before the declarants and, although the 
declarants have adopted the language, it is not their own way of stating the 
facts. There has been no cross-examination, on either side. Evidence in this 
form, given without cross-examination, looks very different from what a tran- 
script of oral evidence would look like; but, if I were to reject any part of 
the evidence in this case on that ground, I should have nothing left at all. 
Therefore I must do the best with the bricks at my disposal.’’36 


As clearly stated by the Commissioner in the above-mentioned Stauffer 
case, the degree of proof required normally depends upon the degree of 
descriptiveness or geographical significance of the mark involved. The 
more descriptive the mark, the more proof would be required before a 
satisfactory showing of distinctiveness can be made. 


IV. Related Company Problems 


There has just been published in the Federal Bar Journal an interest- 
ing article by a member of the staff of the Antitrust Division on the 
licensing of trade-marks in Great Britain under the “registered user” 
provision of the Trade-Marks Act of 1938.57 The author suggests that 
the provisions with regard to use of trade-marks by related companies 
in the Act of 1946 bear close resemblance in several important respects 
to the British Act, and that the history of the British Act and particu- 
larly a study of adjudicated cases interpreting the “registered user’ pro- 
vision might prove helpful in construing the significance of section 5 of 
our own act. However, to the apparent surprise of the author, he failed 
to find a single adjudicated case in England interpreting a provision 
which became effective in 1938, that is, about 12 years ago. Nor did 
Messrs. Taggart and Shniderman?* in their recent thorough articles 
devoted to the subject, find any British precedents in point. It is not 
surprising then that after three years of experience under the Lanham 
Act, I am unable to refer to any decisions, either by the courts or by the 
Commissioner, which pass directly upon the definition of “related com- 
panies” and the significance of section 5 of the new act. The only decision 
by the Commissioner touching upon these problems was a ruling that 
a subsidiary company is not in a position to file an opposition proceeding 
if it appears from the record and the notice of opposition itself that the 
alleged damage has accrued to the parent company alone and not to the 


36. Id., at 115-116. 


37. Stanley D. Rose, “Registered User and Trade-Mark Licensing in Great Britain,” 
11 Fed. B. J. 72. 

38. Leslie D. Taggart, “Trade-Marks and Related Companies: A New Concept in 
Statutory Trade-Mark Law,” 14 Law & Contemp. Prob. 234; Harry L. Shnider- 
man, “Trade-Mark Licensing—A Saga of Fantasy and Fact,” 14 Law & Con- 
temp. Prob. 248. 
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subsidiary.2° The only other inter partes case involving an interpretation 
of section 5 of the Act of 1946 was Baxter Laboratories v. Don Baxter 
which is now pending on appeal before the Commissioner from a de- 
cision by the Examiner of Interferences holding that an alleged “related 
company” may bring an opposition proceeding against an application 
filed by an alleged parent, the opposition being based on the ground that, 
contrary to the contention of the applicant, the so-called related company 
had, over the course of time, become an independent operator, using the 
mark in different territory and not under the supervision of the applicant. 
The following considerations broadly reflect the present attitude of the 
Trade-Mark Division in passing upon applications setting forth use by 
related companies, as required under trade-mark Rule 7.8: 


1. In the first place, the rule itself has been changed in one im- 
portant respect. Under the old Rule 7.8, the applicant was required to 
state in his application “the nature of such related companies and if 
practicable, the names and addresses.” This has been changed to read: 
“stating the nature of such relationship and if practicable, the names 
and addresses of such companies.” This is more than a mere change of 
language. It was realized that in order to pass upon the question whether 
the applicant’s mark may be legitimately used by related companies, it is 
essential for the Office to be informed with regard to the basic facts 
from which the alleged supervision and control by the applicant is de- 
rived. In other words, the minimum requirement of the rule would con- 
template an allegation by the applicant to the effect that supervision and 
control is, for instance, exercised by contract, i.e., by license agreement, 
or that it is exercised as a result of stock ownership and control. 


2. It is gradually realized that for registration purposes, the fact 
that two or more concerns may have a common parent does not neces- 
sarily make these concerns “related” companies as between themselves. 
Paradoxical as it may seem at first glance, it may be found that two or 
five or six sister corporations all may be controlled and therefore 
“related” to a common parent without, for registration purposes, being 
related among themselves. To illustrate: 


(a) If the applicant is a parent company and the mark is not regis- 
tered but is in actual use by a number of subsidiaries, the parent company 
is entitled to the registration upon reciting in its statement the fact that 
the mark is owned by it but is used by a number of subsidiaries under its 
supervision and control. This was the situation in the U. S. Steel Cor- 
poration case*' in which registration was refused to the holding com- 
pany under the Act of 1905. Under section 5 of the new act, U. S. Steel 
would clearly be entitled to the registration. 


39. The Oxweld Railroad Service Company v. Eutectic Welding Alloys Corp., 838 
USPQ 254, 39 T.M.R. 945. 


40. 40 T.M.R. 361. 
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If, on the other hand, one of the subsidiaries were the applicant and 
the mark is not already registered by one of the other subsidiaries but is 
in actual use by them, then such subsidiary applicant would not seem 
entitled to secure the registration because it does not supervise and con- 
trol the other subsidiaries and use by them would not inure to its benefit. 
In other words, it would be insufficient in this case for the applicant 
subsidiary to point out that both it and the other users of the mark are 
commonly owned subsidiaries of a third party. Consequently, in that 
respect and for that purpose the various subsidiaries are not considered 
“related” companies. Only the parent, being the common owner of them 
all, would be entitled to the registration. 

(b) If a reference is cited against a new applicant, such reference 
cannot be overcome by an allegation or proof that the registrant whose 
mark is thus cited is a sister corporation which is controlled by the same 
parent who owns the applicant. In other words, the use by the registrant 
might inure to the common parent but would not under the statute inure 
to the benefit of a sister corporation. Even if the new application were 
filed in the name of the parent company, the same reference could not be 
met by a simple amendment to the parent’s application to the effect that 
the owner of the registration cited against it is a related company, whose 
use of the mark inures to the parent’s benefit under section 5 of the act. 
Since apparently there is no authority in the act to register the same 
mark for more than one owner, it would be necessary for the parent 
company to secure an assignment from the subsidiary of the reference 
mark or to have the subsidiary abandon and cancel the mark. 

(c) Similarly, to use another illustration, if applicant X already has 
a registration covering goods A, B, C, and D, and now wants to secure 
an additional registration for goods E, his application would be rejected 
if the same or a similar mark has already been registered for another 
company for those goods, and it would be of no avail to the applicant to 
point out that the other registrant is a sister corporation or has given 
its consent to the registration. And again, if the applicant were not a 
sister corporation but were the registrant’s parent, the reference could 
not even then be overcome by a mere amendment showing that such 
other registration inures to the benefit of the parent under section 5 of 
the act, but abandonment or cancellation of the reference mark or an 
assignment would be required. 

(d) If two or more related companies should apply for registration 
of the same or a confusingly similar mark, such applications will be put 
into interference unless one of them be abandoned within 60 days, even 
though the various applicants may file papers consenting to each other’s 
registration. 
EE 


41. Ex parte U. S. Steel Corp., 23 USPQ 145, 24 T.M.R. 598; see Robert, “The New 
Trade-Mark Manual,” 19 (1947). 
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8. Whether an application may be filed in the name of joint owners 
is a matter of some doubt. Contrary to section 63 of the British Act, 
which expressly recognizes “joint proprietors” of a trade-mark, the Act 
of 1946 does not appear to authorize multiple ownership. While the 
question has not yet been adjudicated, the Office has thus far refused 
registration even in situations where the joint applicants appear to be 
engaged in a joint venture but cannot qualify as either a corporation or 
a firm under section 1 of the act.42 

4. A discussion of the related company problem would be incomplete 
without at least mentioning the efforts presently made to widen the 
scope of Article 5 of the International Convention with regard to the 
use of trade-marks by related companies. Article 5 (c) (38) of the Con- 
vention, as presently worded, refers only to “joint owners” of a mark 
and provides that the simultaneous use of a mark by such joint owners 
shall not prevent registration nor diminish the protection accorded to a 
mark so used as long as the joint use does not result in a deception of 
the public. One of the most important proposals for amending the Inter- 
national Convention which is being sponsored by the International 
Chamber of Commerce, the Association for the International Protection 
of Industrial Property, and the Trade-Marks Committee of the Inter- 
national Law Association seeks to substitute for the present language a 
provision reading as follows: 

“Where the owner of a trade-mark has such contractual relations with any 
natural or juristic person, or is so affiliated with such a natural or juristic 
person, as to have control over the use of said trade-mark by said natural 
or juristic person, and exercises such control to ensure that goods manufactured 
or sold under said trade-mark by said natural or juristic person shall inure 
to the benefit of said owner, and shall not affect the validity of said trade- 
mark, or its registration, in any country of the Union, provided the public 
would not be deceived by such use.” 

“Each of the countries of the Union shall have the right to make regula- 
tions to ensure against any such use of trade-marks in a manner to deceive 
the public.” 


This proposal was recently adopted at the Paris meeting of the A.I.P.I.P. 
in the following “stream-lined” version: 


“Wherever there exists between the owner of a trade-mark and other 
individuals or corporations, a relationship or contracts which assure effective 
control by the owner of the mark over the use thereof by such other persons, 
the mark may be used by such persons. In this case, such use by these persons 
will be considered tantamount to use by the owner himself. The owner himself 
may be a person without a business establishment of his own.” 

“Each of the convention countries will provide according to its own national 
law the conditions necessary to prevent the use of the mark so as to create a 
deception of the public.” 


42. It seems that occasionally under the old act joint ownership was recognized. 
Cf., for instance, Ex parte Edward Taylor, 18 USPQ 242, 23 T.M.R. 451. 
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It may be excepted that this proposal will be submitted as an amend- 
ment to the Convention at the diplomatic conference at Lisbon in 1951. 
It would seem that as worded in the proposal the amendment is in entire 
accord with both the letter and the spirit of section 5 of the Act of 1946. 


V. Concurrent Registrations and Concurrent Use Proceedings 


Here, again, is an important phase of the Act of 1946 which has as 
yet found no judicial interpretation and which has been directly passed 
upon even by the Commissioner on only one occasion. As pointed out in 
last year’s report, the Commissioner held in the Stauffer case+> that an 
application for a concurrent registration must be based on use of the 
mark prior to the filing date of the previous registrant. This conforms 
not only to the present language of the act, but also prevents untold 
harrassment of present owners of 1905 registrations by newcomers try- 
ing to split up registrations on a territorial basis and claiming that a 
registrant may have failed actually to use the mark in certain parts of 
the United States. It is significant that no more than one or two decisions 
can be found in which such concurrent rights have been judicially recog- 
nized with regard to marks registered under the Act of 1905.44 


But, even as limited by the Stauffer decision, numerous difficult prob- 
lems have arisen in the administration of the concurrent use provision. 
It appears that as of August 1, the number of such registrations is less 
than twenty. The registration certificates in these cases carry the nota- 
tion “Concurrent Use” right underneath the words “Principal Register” 
and the certificates then set forth in the statement exceptions to the 
claim of exclusive use. The following observations may not be amiss in 
connection with these registrations: 


1. Practically all of these registrations issued either on the basis 
of an agreement between the parties or as a result of a court decree. 
There has not been a single contested concurrent use proceeding before 
the Examiner of Interferences thus far in which the parties took testi- 
mony or prepared a record establishing their respective territorial 
claims. 


2. In all these cases, the territorial division followed state lines 
with one or two exceptions. Such an exception was made in the case of 
Trade-Mark Registration No. 425,671, which was restricted according to 
the Commissioner’s Order (O. G., Nov. 1, 1949) to portions of the 
United States “east of the Mississippi River.” It is the present attitude 
of the Office to permit concurrent registrations as a rule only if the 


43. “The Second Year,” 39 T.M.R. 651; Ex parte Stauffer Chemical Company, 81 
USPQ 255, 39 T.M.R. 272. 

44. General Baking Co. v. Goldblatt, 90 F. 2d 241, 27 T.M.R. 421; Griesedieck 
Western Brewery Co. v. People’s Brewery Co., 149 F. 2d 1019; but ef. Standard 
Brewery Co. v. Interboro Brewery Co., 229 F. 548, and Arrow Distilleries, Inc. 
v. Globe Brewing Corp., 30 F. Supp. 279, reversed 117 F. 2d 347. 
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division is based on state lines, although in some instances natural bound- 
aries, such as the Mississippi River, may be accepted. It is believed, 
however, that further divisions as to counties or sections should not be 
made unless a court decree would actually compel such division, or un- 
less the applicant makes a special showing why such territorial subdivi- 
sion is needed in view of the particular circumstances of the cage. 
Generally speaking, the Office follows the philosophy expressed in the 
concurrent opinion by Mr. Justice Holmes in the “Tea Rose” case«s 
where the late Justice said: 


“T think state lines, speaking always of matters outside the authority of 
Congress, are important in another way. I do not believe that a trade-mark 
established in Chicago could be used by a competitor in some other part of 
Illinois on the ground that it was not known there. I think that if it is good 
in one part of the State it is good in all. .. But when it seeks to pass state 
lines it may find itself limited by what has been done under the sanction of 
a power coordinate with that of Illinois and paramount over the territory 
concerned.” 


However, it was subsequently pointed out by Judge Woolley in Jacobs 
v. Iodent Chemical Company® that apparently the majority of the Su- 
preme Court did not adopt Mr. Justice Holmes’ view and that it was 
still permissible therefore to recognize common law rights on a territorial 
basis even if the territory claimed was only part of one state. Judge 


Woolley said: 


“Although the decision, first in the Hanover Mills case, and later in 
the Rectanus case, was in accord with this principle, the court, doubtless 
knowing Mr. Justice Holmes’ views before reaching its decision, did not by 
any expression in its opinion concur in them, or, if concurring in conference, 
it did not pronounce them as law or base its decision on them. For some 
reason, it did not go that far. It follows that whether a first adopter of a trade- 
mark may be restricted to territory less in area than that of a state is still 
an open question to be decided, we think, on the particular facts of the case.’’47 


45. Hanover Star Milling Co. v. Metcalf, 240 U. S. 408, 36 S. Ct. 357. 
46. 41 F. 2d 637 (CCA 3, 1930). 


47. For other cases dividing up states, see, for instance, Scott County Milling Co. 
v. Phillips Trawick Co. et al, 17 T.M.R. 274 (D. Tenn., 1927); General Baking 
Co. v. Goldblatt Bros., Inc., 90 F. 2d 241 (CCA 7, 1937). The most recent case 
of this kind, dividing up the territory within a state, is Katz Drug Co. v. Katz, 
89 F. Supp. 528, 40 T.M.R. 573 (D. Mo., 1950). In that case, the plaintiff owner 
of a chain of drug stores sought to prevent defendant from using the name 
“Katz” for his neighborhood drug store in St. Louis. While this was a trade 
name case, based on unfair competition, it is significant that the court expressly 
upheld defendant’s right to the name in the city of St. Louis even though plaintiff 
had contended that St. Louis was within the natural expansion of its business. On 
the other hand, defendant’s counterclaim, seeking protection for the entire area 
surrounding the city of St. Louis was likewise dismissed. However, the great 
majority of court decisions have, in the past, applied the state line rule. As 2 
result, the Office, while occasionally recognizing such natural boundaries as, for 
instance, the Mississippi River, will not recognize divisions by county or other 
similar lines unless a court decree so provides (as is rarely, if ever, the case) oF 
unless the applicant can make a special showing justifying such division. 
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8. No court decision has been found so far in which a court issued 
a direct mandate to the Commissioner to conform his records to the de- 
cision of the court, although the court in the Kitty Kelly case** after 
fnding that the plaintiff was the owner of two 1905 registrations for 
“Kitty Kelly” but nevertheless was not entitled to use the mark “in the 
State of Michigan” (with certain exceptions as to newspaper advertising), 
ordered a copy of the judgment to be sent to the Commissioner “for 
inclusion in the file wrappers” of certain registration numbers. This 
decision would seem to raise the following problems: 


(a) May an existing 1905 registration be restricted by court decree 
to one particular state? The answer apparently is in the affirmative. 


(b) On the other hand, if an applicant for a concurrent registration 
were found to have rights only in one state, may a registration issue 
under the federal act, limiting the applicant to one state? This would 
seem to be doubtful, since the commerce in which the applicant is engaged 
would not be commerce within the control of Congress. 


(c) Does the Commissioner have authority to “restrict” a mark reg- 
istered under the Act of 1920 or on the supplemental register? In other 
words, if a court finds, as in the Kitty Kelly case, that plaintiff’s mark 
under the 1920 Act did not cover the State of Michigan or, as in the 
Wilshire case? that plaintiff’s 1920 mark should be restricted to Cali- 
fornia and that in all other territory defendant had superior rights in 
the word “Wilshire,” may the Commissioner restrict such 1920 marks 
in accordance with a court’s decision? It appears that unless a court 
so directs, the answer must be in the negative for the reason that section 
26 excludes section 18 of the act from applicability to supplemental reg- 
ister marks, which grants the Commissioner authority to “restrict” 
existing registrations. The Wilshire case would seem to prove that this 
gap in the act should be bridged and that section 18 should be made ap- 
plicable to registrations under the supplemental register or the 1920 
Act, whenever their owners become involved as concurrent users in a 
proceeding under section 2(d). 


4, Even more difficult than applications for concurrent registration 
based on territorial division are those cases in which no division of terri- 
tory is claimed, but in which concurrent registration is sought in view of 
an alleged difference in “the mode of use of the goods.” While no decision 
has yet been handed down by the Commissioner interpreting these words, 
the question has arisen before the Trade-Mark Division and the Ex- 
aminer of Interferences whether specific differences in the goods alone 
might justify the granting of concurrent registrations to both parties, 


48. Kitty Kelly Shoe Corp. v. Stallings et al, d/b/a Kitty Kelly Shop, 84 F. Supp. 
816, 39 T.M.R. 934. 


49. Cohn-Goldwater Mfg. Co. v. Wilk Shirt Corp., 64 USPQ 498, 35 T.M.R. 79. 





932 TRADE-MARK BULLETIN 40 T.M.R. 


even though a difference in the mode of use of the goods cannot be shown, 
For instance, where the identical mark is used in the same territory by 
one party for fresh fruit and by the other for canned fruit or by one 
party for a trade association paper and by another for a religious paper, 
would section 2(d) of the Act permit concurrent registrations of both? 
It is the present position of the Office that before concurrent registra- 
tions may be granted, there must be differences other than in the goods 
themselves which would justify a finding that the issuance of concurrent 
registrations will not result in a likelihood of confusion. It would he 
necessary to show, therefore, in the type of case just referred to, that the 
mode of distribution or the channels of trade or the method of use of 
the products involved is so different that a recognition of both for reg- 
istration purposes would not result in confusion. It should be noted that 
the test here is to some extent a retrospective rather than a prospective 
one since the statute speaks in terms of “continued” use of the two 
marks, indicating thereby that past continuous use of both marks without 
confusion may be a factor in considering likelihood of confusion in the 
future. It is interesting to note that none of the concurrent use applica- 
tions which have actually matured into registrations have involved con- 
currency as to the mode of use of the goods. Thus far, they were all 
based on territorial division. 


VI. The Supplemental Register 


There have been a number of developments and decisions in the 
Patent Office, seeking to preserve a minimum degree of dignity for the 
supplemental register by restricting its scope to marks which—in the 
language of the act—“are capable of distinguishing” the applicant’s goods, 
even though they may broadly come within the definition of slogans, 
labels, packages, or configurations of goods. 

(a) With regard to slogans, the Commissioner has held in at least 
three cases that colloquial and laudatory advertising slogans used col- 
laterally in advertising merchandise do not even qualify for the supple- 
mental register. In Ex parte Stauffer Chemical Co.,:° Assistant Com- 
missioner Daniels held that the slogan “The Sulphur that Fumes” was 
not so registrable. He observed that the phrase “merely calls attention 
to a property of the particular sulphur or sulphur compound marketed 
by applicant and would be equally applicable to this product whatever 
its source.” Also, in Compania “Ron Bacardi,” S. A. v. Ronrico Cor- 
poration,*' the notation “Best Rum Bar None,” registered under the Act 
of 1920, was cancelled on the ground that the notation was “inherently 
incapable of indicating source or origin” and ‘was moreover clearly 
available to any producer of an article who may be in a position and 


50. 86 USPQ 169, 40 T.M.R. 730. 
51. 83 USPQ 473, 40 T.M.R. 60. 
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who may desire to make such a vainglorious claim as to its particular 
product.” Similarly, the Commissioner sustained the Trade-Mark Divi- 
sion in refusing to register on the supplemental register the phrase “It’s 
Ripe Tobacco.”’s2 On the other hand, some slogans have been permitted 
registration on the supplemental register, even though they would seem 
hardly more capable of distinguishing than the ones previously dis- 
cussed. For instance, a well-known textile manufacturer was permitted to 
register on the supplemental register the phrase “America’s Most Dis- 
tinguished Woolens.” (Registration No. 524,026). 


(b) With regard to word marks alone, as distinguished from slogans, 
the same test of capability of distinguishing has been applied. As re- 
ported last year, the words “Fleur de Soufre” were held incapable of 
distinguishing.5* Since that time, registration was denied to the word 
“Plasticsuede” for flexible sheet material.*¢ 


(c) The meaning of the words “configurations of goods” remains 
somewhat obscure. Almost nothing has been found registrable under 
this heading which did not likewise satisfy the requirements of being a 
bottle, package or container. The Office continues to receive applications 
for registrations of parts of machines, peculiarly sliced pickles, entire 
ornamental articles, etc. The Commissioner had occasion in one impor- 
tant recent case to pass upon the registrability of such items. In Ex 
parte Mars Signal Light Company*® an attempt was made to register as 
“configuration of goods” a peculiarly designed seal beam headlight in- 
tended for use on locomotives. The applicant stressed the fact that the 
effect of his design was bizarre and striking and that “the unusual ap- 
pearance of the composite mark has caused it to be distinctive of appli- 
cant’s headlights since the first use thereof in April, 1947.” The 
Commissioner held that the words “configuration of goods” in his opinion 
would seem to refer only to certain characteristic features of the goods 
rather than to the article itself, and that it cannot be assumed that it 
was the purpose of the Trade-Mark Act of 1946 to repeal the law as 
to design patents. He said: 


“The Trade-Mark Act of 1946 clearly was not intended to repeal the law 
as to design patents and it is not believed that an alternate form of protection, 
without limitation as to time, could have been intended. It is unnecessary to 
consider the situation as to applicants whose designs might be too conventional, 
or too lacking in novelty to be eligible for design patent protection.” 


“Applicant’s own description of the material sought to be registered refers 
to it as a “design” and in my opinion this is the correct designation. In my 


o2. Ex parte Bayuk Cigars Inc., 40 T.M.R. 75. 

58. 81 USPQ 255, 39 T.M.R. 505; “The Second Year,” 39 T.M.R. at 653. 
54. Ex parte Pine Hill Products Company, 83 USPQ 398, 39 T.M.R. 1062. 
55. 85 USPQ 173, 40 T.M.R. 377. 
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opinion it is clearly not subject matter which would be recognized as indicating 
origin and therefore cannot be considered to be capable of distinguishing the 
goods.” 


If it is considered that under a recent amendment to the Copyright 
Rules, referred to in last year’s report, it is now possible to copyright as 
works of art certain glass and jewelry articles, it would seem fairly 
obvious that any configuration which is ornamental or otherwise func- 
tional in nature should not be held entitled to trade-mark protection in 
addition to possible design patent or copyright protection. 


(d) With regard to labels, bottles, and packages, the Office will accept 
for registration even on the supplemental register only bottles and other 
containers which are sufficiently unconventional to be capable of acquiring 
significance as marks. 


(e) As already noted in previous reports, registrations under the 
Act of 1920 on the Supplemental Register are now used as references 
against new applications, contrary to the rule of the Essex Rubber case** 
under the Act of 1905. As stated before, such registrations may now be 
cited so as to defeat a new applicant’s claim of five years exclusive use 
under section 2(f). Moreover, it would seem that in the absence of an 
amendment to the act no workable solution can be found for a more 
satisfactory disposition of two or more pending applications for the 
supplemental register. Since no interference can be declared with re- 
spect to such applications (section 26 of the Act), the Office continues to 
follow the practice of passing to issue the application which was first 
filed at the Office, even though it may appear from the application files 
in the other cases that one or more of those applicants claim and may 
be entitled to a prior use date than that relied upon by the applicant 
who happens to be the first to file an application. It may thus become 
necessary for the other applicant first to institute cancellation proceed- 
ings against the registrant before he can further prosecute his own ap- 
plication. It was so held under the Act of 1905 by the late Commissioner 
Frazer in Ex parte General Shoe Corporation,s” and there is nothing 
in the Act of 1946 which would justify a departure from this rather 
unsatisfactory practice in the absence of an amendment to the act itself. 


It seems to me that since the enactment of the Lanham Act, the 
supplemental register has lost a good deal of the original justification 
and purpose which had led to the establishment: of the predecessor reg- 
ister under the Act of 1920. Its main purpose, as all of us know, was to 
provide a basis for foreign registration in those countries in which reg- 
istration cannot be obtained without proof of previous registration in 


56. Ex parte Essex Rubber Co., 47 USPQ 189, 36 T.M.R. 361. 
57. 67 USPQ 304. 
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the country of origin. However, since the Lanham Act became effective, 
such proof of registration abroad is no longer a requirement for foreign 
applicants, as long as they satisfy the requirements of section 1 with 
regard to use of the mark in commerce in or with this country. As a 
result, the vast majority of foreign countries will probably soon accept 
applications by United States applicants based on the requirements of 
the foreign law alone and regardless of any registration certificate in 
this country. Thus—to mention but one illustration—the Swiss Patent 
Office has recently informed the Commissioner that it will now accept 
United States applications regardless of proof of home registration pro- 
vided only the United States applicant is using the mark in Switzerland 
since it is clear that under the Lanham Act a Swiss applicant would 
now enjoy the same privilege in the United States. The same practice 
prevails for instance in Egypt and if certain proposed amendments to 
the International Convention are adopted at next year’s meeting at Lis- 
bon, the very foundation on which our hybrid supplemental register is 
based will be eliminated. Thus, if it were still true that in certain foreign 
countries “configurations” are registrable as trade-marks, an American 
applicant could secure such foreign registration without the necessity of 
frst securing a certificate of registration here, which is not even prima 
facie evidence of use or ownership or anything else in this country, and 


is usually referred to by our courts only to be completely disregarded. 


VII. Procedural and Jurisdictional Problems 


1. Jurisdiction of the Federal Trade Commission in Cancellation 
Proceedings 


Since last year’s report, appeals were heard by Commissioner of 
Patents Marzall in the only two cases in which the Federal Trade Com- 
mission has thus far exercised its statutory authority under section 14(d) 
of the Act of 1946 to institute cancellation proceedings on certain enu- 
merated grounds. In one of these cancellation was sought of a mark reg- 
istered under the 1905 Act, which had been “republished” under section 
12(c) on the ground that such mark had not been abandoned. In the 
second case, cancellation was sought of a mark which had been regis- 
tered under the 1905 Act but had not been republished on the ground 
that the registration was obtained by false representations. In both cases 
the registrants had consented to an order cancelling their respective 
marks and had waived service of the petition and notice of all further 
proceedings. The Commissioner held that the Federal Trade Commis- 
sion’s jurisdiction is limited to marks “registered on the principle reg- 
ister established by this Act” and that this jurisdiction did not extend 
to marks registered under the 1905 Act regardless of whether their reg- 
istrants had sought to obtain the benefits of the new act through repub- 
lication under section 12(c). The Commissioner said: 
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“It is an elementary rule of construction that when the language of a statute 
is plain and unambiguous, it must be held to mean what it expresses. Reading 
the proviso in section 14 either by itself or in connection with the entire section 
the meaning is plain that the Federal Trade Commission is given no authority 
to apply to cancel registrations under the Act of 1905. In this respect con- 
struction of the Act of 1946 beyond its specific provision is forbidden by the 
Act itself—section 46(a) states that ‘nothing contained in this Act shall be 
construed .. . as restricting or increasing the authority of any Federal depart- 
ment or regulatory agency except as may be specifically provided in this 
Act.’ ’s8 


He also observed that a registrant claiming the benefits of the new act 
would hardly be said to become subject thereby to another provision of 
the act which was not expressly stated as being applicable, when the act 
carefully specified each of the other provisions which would become ap- 
plicable. No appeal has been taken by the Federal Trade Commission from 
either of these two decisions as of the date of this report, and no further 
petitions for cancellation have been filed. The Commissioner’s decision 
may have an important bearing on the question whether registrants 
under the 1905 Act should consider republication of their marks under 
the new act. Once it is finally established that the jurisdiction of the 
Commission does not extend to such marks, even after republication, 
this may be an added incentive to trade-mark owners to seek the benefits 
of the Act of 1946.59 


2. When is the Commissioner a Necessary Party in R. S. 4915 
Proceedings? 


It is gratifying to report this year that one of the most controversial 
problems concerning the position of the Commissioner of Patents in R. S. 
4915 proceedings has been greatly clarified since the St. Louis meeting. 
As stated in last year’s report, it had been held in the Barron-Gray case® 
that under the Act of 1905 the Commissioner of Patents was an indis- 
pensable party in an inter partes case and that, on the other hand, the 
successful opposer or petitioner for cancellation was not a necessary 
party. However, it has now been decided that under the express language 
of section 21 of the new Act, the opposite result must be reached and 


58. Federal Trade Commission v. Elder Mfg. Co.; same v. Royal Mfg. Co. of Du- 
quesne, 84 USPQ 429, 40 T.M.R. 252. 

59. It may be noted here in passing that the principal reason why so many 1905 
registrants refrain from republication remains to be the fact that republication 
can be had only with regard to the specific goods on which the mark is in use at 
the time of filing the affidavit for republication. If a proposed amendment adopted 
last year by this Association and eliminating the necessity of reciting specific 
goods in the 12(c) affidavit were adopted, this most important obstacle to the 
conversion of 1905 marks to marks on the principal register of the Act of 1946 
would be eliminated. 

. Barron-Gray Packing Co. v. Kingsland, 171 F. 2d 576 (C.A.D.C. 1948); “The 
Second Year,” 39 T.M.R. at 665. 
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that in any suit under R. S. 4915 arising from an inter partes case, 
only the adverse party in such proceeding and not the Commissioner is 
a necessary party so that such proceedings must be instituted in the 
jurisdiction of such adverse party rather than in the District of Colum- 
bia. The Court of Appeals for the District of Columbia in its recent 
decision in the Gardel case* definitely held that since under the express 
language of section 21 the Commissioner shall not be a necessary party, 
the adverse party in the inter partes proceeding must be and that it will 
now be in the sole discretion of the Commissioner to decide whether he 
may want to intervene or not. 


The court in the Gardel case also settled another important issue. 
It held that proceedings under R. S. 4915 are de novo proceedings and 
were consequently not proceedings “pending” when the new act became 
effective if they were actually instituted after the effective date of the 
act, although involving an application filed before that time.s2 The in- 
fluence of the Gardel case has already made itself felt in the most recent 
ruling by a district court on the identical issue. In R. J. Moran Co. v. 
Seeck & Kade, Inc.,** the owner of the trade-mark “Pertussin” had suc- 
cessfully opposed registration of plaintiff’s mark “Syrutussin.” The 
unsuccessful applicant then brought suit under R. 8S. 4915 against the 
opposer and the Commissioner in the District of Columbia. The suit was 
dismissed in the District on the ground that no jurisdiction over opposer, 
a New York corporation, could be obtained in the District and that the 
Commissioner could not be sued here in the absence of the opposer as 
an indispensable party. Thereupon plaintiff brought another R. 8S. 4915 
proceeding in New York and defendant moved to dismiss there on the 
ground that it was not a proper party but that the action should be 
brought against the Commissioner as an indispensable party. In rejecting 
this contention and denying defendant’s motion to dismiss, Judge Kauf- 
man said only a few weeks ago: 


“The defendant now moves to dismiss on the ground that it is not a 
proper party but that the action should be brought against the Commissioner 
of Patents who is an indispensable party. This position is both inconsistent 
with the defendant’s prior position and furthermore has no support. Section 
1071, supra, expressly states that the Commissioner is not a necessary party 
in a proceeding under that Section. In a case almost identical with the instant 
case the Court of Appeals for the Circuit Court of the District of Columbia has 


icin ecient 


. Gardel Industries v. Kingsland, 178 F. 2d 974, 39 T.M.R. 986. 

62. It is true that the opposite conclusion was reached at about the same time 
when the Gardel case was decided by the Court of Appeals by the CCA III in 
Lanolin Plus Cosmetics, Inc. v. Botany Mills, Inc., 177 F. 2d, 757, 83 USPQ 
364, 39 T.M.R. 988. However, that case was decided in accordance with prece- 
dents under the 1905 Act and the applicability of section 21 of the new act was 
neither stressed by the parties nor discussed by the court. 

63. 86 USPQ 206, 40 T.M.R. 686. 
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held that the opposer to the application to register a trade-mark, and not the 
Commissioner of Patents, is the necessary party under Section 1071. Gardel 
Industries v. Kingsland, 178 F. 2d 974, 883 USPQ 440 (1949). Defendant con- 
tends that the plaintiff should appeal from the dismissal of the Washington, 
D. C. action. Since the Court of Appeals in that Circuit has already spoken 
on the question of who is the proper party to be sued, it would be useless to 
appeal there. Plaintiff has properly brought suit under section 1071 in this 
District.” 


It would seem clear, therefore, that under the new act it will no longer 
be necessary for an unsuccessful party to an inter partes case in the 
Patent Office to institute an R. S. 4915 proceeding both in the juris- 
diction of the adverse party and in the District of Columbia, as was so 
frequently done in recent years under the Act of 1905, but that the 
proper jurisdiction in which such proceedings should now be brought is 
that of the place of business of the adverse party, rather than the District 
of Columbia. 


3. Declaratory Judgment Proceedings Affecting Patent Office Inter 
Partes Cases 


While it may be said, therefore, that much uncertainty concerning 
the jurisdictional aspects of R. S. 4915 proceedings has been removed by 


recent judicial interpretations of section 21 of the Act of 1946, new clouds 
and problems have recently appeared as the result of an effort in pending 
inter partes cases to use the federal Declaratory Judgment Act as a short 
cut to a final determination of the respective rights of the parties. In 
Merrick et al v. Sharp & Dohme, Inc.,** Sharpe & Dohme, Inc. had filed 
an opposition proceeding to Merrick’s application for registration of the 
words “Sulfathaladine” and “Sulfasuxidine.” The opposition was based 
on opposer’s registered mark “Sulfodene.” Before the Patent Office pro- 
ceeding reached the Commissioner of Patents, a suit for declaratory 
judgment was brought to determine the parties’ rights with regard to 
their respective marks. The plaintiff contended that the notice of opposi- 
tion constituted an implied threat of an infringement action and that 
therefore an “actual controversy” was presented under the Declaratory 
Judgment Act. Defendant moved to dismiss on the ground that plaintiff's 
administrative remedies in the Patent Office should first be exhausted 
before resort could be had to a proceeding under the Declaratory Judg- 
ment Act and that plaintiff’s action in effect ousted the Patent Office of 
its statutory jurisdiction. The District Court denied defendant’s motion 
to dismiss and held that in view of many other registrations containing 
the prefix “Sulfa,” there was no likelihood of confusion between plain- 
tiff’s and defendant’s marks. As a result, the court held that Sharp & 


64. 89 F. Supp. 139, 40 T.M.R. 128 (N. D. IIl., 1950). 
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Dohme could not prevent plaintiff from “using” the mark “Sulfodene” 
although nothing was specifically said in the opinion about the registra- 
tion issue. The case is now pending on appeal before the Court of Ap- 
peals, Seventh Circuit.ss 


4. Scope of Examiner of Interference’s Jurisdiction in Interference 
and Concurrent Use Proceedings 


As a rule, the issue of confusing similarity between two or more 
trade-marks which have been put into interference or into a concurrent 
use proceeding by the Examiner of Trade-Marks will not be reconsidered 
by the Examiner of Interferences. In interference proceedings, the prin- 
ciple issue before the latter is that of priority of use and any question or 
issue with regard to whether an interference in fact exists must be 
raised within the proper time by a motion to dissolve the interference, 
which in turn is referred to and decided by the Examiner of Trade-Marks. 
However, the question has recently been raised whether the Examiner 
of Interferences must actually consider himself bound by the action of 
the Examiner of Trade-Marks or whether he may reach a contrary con- 
clusion on the question of confusing similarity as a result of facts and 
circumstances brought out by the record and developed subsequent to the 
time of action by the Examiner of Trade-Marks. In the recent case of 
Shurhit Products, Inc. v. Sureline Manufacturing Co.,** the Commissioner 
has now held that the Examiner of Interferences is not necessarily bound 
by a decision of the Examiner of Trade-Marks on a motion to dissolve 
ahd that Rule 19.5 of the Trade-Mark Rules, which seems so to provide, 
refers only to an interlocutory motion based upon the comparison of 
marks and goods as described in the applications. On final hearing, how- 
ever, the Examiner of Interferences may—according to the Commis- 
sioner’s decision in that case—pass not only on the question of priority 
but “on any questions in the case relating to the right of registration 
including the similarity or dissimilarity of the marks as applied to the 
goods in view of the evidence presented.” In the particular case, the 


65. About three months after the District Court’s decision, the appeal in the Patent 
Office proceeding was heard before the Commissioner after the Examiner of 
Interferences had held that Sharp & Dohme was entitled to oppose registration 
of the applicant’s marks. His decision was reversed on the ground that the word 
“Sulfa,” prominently appearing in both parties’ marks, had a well recognized 
descriptive meaning and must be given less weight than the remaining portions 
of the mark. Contrary to the Examiner of Interferences, the Commissioner then 
held that applicant’s mark was not a mere “telescopic version” of opposer’s 
mark but that the marks and goods were sufficiently different to permit simul- 
taneous registration of both. No mention was made in this decision of the District 
Court’s aforementioned decision (Sharp & Dohme, Inc. v. Brookfield Laboratories, 
85 USPQ 82, 40 T.M.R. 328). For an almost identical case still pending on 
appeal, see Merrimac Hat Corp. v. Crown Overall Mfg. Co., 40 T.M.R. 442, 85 
USPQ 369 (S.D.N.Y., 1950). 

66. 88 USPQ 322, 39 T.M.R. 1042. 
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Commissioner pointed out that the record as finally presented before the 
Examiner of Interferences included testimony not previously available to 
the Examiner of Trade-Marks which might well lead to a different con. 
clusion with regard to the likelihood of confusion. 

While no specific case of this type has yet occurred in a concurrent 
use proceeding, the Commissioner’s ruling would there apply with equal 
force. In other words, it may well be that after the Examiner of Trade- 
Marks has set up a concurrent use proceeding upon a finding under sec- 
tion 2(d) that the granting of concurrent registration may not result in 
confusion of the public, the Examiner of Interferences may on the record 
as finally presented before him reach the opposite conclusion and dis- 
miss the concurrent use proceeding on the ground that confusion of the 
public would inevitably result from the concurrent registration of the 
marks involved. 


5. “Right to Use” and “Right to Register” 


Although it was one of the avowed purposes of the Act of 1946 to 
eliminate as much as possible the former distinction between “the right 
to use” and “the right to register,” it seems that to a considerable extent 
this distinction will continue to be made under the Act of 1946, both by 
the Commissioner and the Court of Customs and Patent Appeals on the 
one hand, and by the equity courts on the other. Progress has, of course, 
been made with regard to the admissibility of equitable defence in the 
Patent Office proceedings. Thus, the anomalous result reached in the old 
“White House” litigation,*7 in which the Court of Customs and Patent 
Appeals had ordered cancellation of a mark which the losing respondent 
was immediately thereafter held entitled to use because of petitioner’s 
laches, may now be and in fact already has been avoided. In a recent 
cancellation proceeding instituted by the same petitioner who was suc- 
cessful in the Court of Customs and Patent Appeals but unsuccessful 
in the equity courts, cancellation of another “White House” mark was 
sought with regard to a registration of that mark for fresh grapes and 
fresh lettuce.s* The Commissioner dismissed the petition primarily on 
the ground that the record showed petitioner’s actual knowledge of re- 
spondent’s mark for at least 15 years and that a clear case of laches 
was established under section 19 of the Act of 1946 which barred peti- 
tioner’s claim, particularly since the goods involved in this proceeding 
(coffee and tea on the one hand, and fresh lettuce and grapes on the 
other) were not as closely related as coffee and tea and canned milk 
were in the former litigation. 


67. White House Milk Products Co. v. Dwinell-Wright Co., 111 F. 2d 490 (C.C.P.A., 
1940) and Dwinell-Wright Company v. White House Milk Company, 132 F. 2d 
822 (C. C. A. 2, 1948). 

68. Dwinell-Wright Company v. Emery & Kavanagh Co., 84 USPQ 317, 40 T.M.R. 241. 
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On the other hand, the distinction between the right to use and the 
right to register is still emphasized in situations like the declaratory 
judgment proceeding involving the “Sulfodene” mark, to which reference 
has already been made. The distinction is also emphasized in the Court 
of Customs and Patent Appeals’ most recent decision involving alleged 
confusing similarity between the marks “Alumatone” and “Alumikote.’’® 
In that case the Commissioner had held the two marks confusingly similar 
as used on the respective goods of the parties, but before the case could 
be heard in the Court of Customs and Patent Appeals, the opposer had 
instituted an infringement suit in California against the applicant. The 
California court held the two marks not to be confusingly similar and 
dismissed the complaint on that ground.7° The majority of the Court of 
Customs and Patent Appeals held that the district court’s ruling on the 
issue of confusing similarity was not res adjudicata and thereupon in- 
dependently reached the conclusion that the two marks were not too close 
to permit simultaneous registration of both. 

Another much litigated trade-mark which again came before the 
Commissioner on a question of registrability was the mark “Breast-O’- 
Chicken.”7! Registration had been refused because of the prior registra- 
tion of “Chicken of the Sea” for the identical product. The Court of 
Customs and Patent Appeals had held in 193172 that an opposition by 
the owner of the last mentioned mark against the identical mark of 
applicant should be sustained on the ground of likelihood of confusion. 
The applicant now alleged in the new proceeding that the Commissioner 
should not follow the earlier decision of the Court of Customs and 
Patent Appeals but should be guided by certain equity court decisions 
in which the owner of the “Chicken of the Sea” mark had unsuccessfully 
sued the present applicant and others for infringement. In those pro- 
ceedings it was held that the “Chicken of the Sea” trade-mark was de- 
scriptive and that its owner could not prevent use by the present applicant 
and others of marks such as “Breast-O’-Chicken.” The Commissioner 
held, however, that the decisions of the equity courts involved the right 
to use only and not the right to register and that, moreover, the Federal 
courts’ decisions were not based on likelihood of confusion but on the 
technical invalidity of the “Chicken of the Sea” trade-mark. He reached 
the conclusion, therefore, that, even though the previous Court of Cus- 
toms and Patent Appeals decision was not technically res judicata, since 
rendered under the Act of 1905 rather than under the new Act of 1946, 
he should be bound by the court’s former ruling on the existence of con- 


. Alumatone Corp. v. Vita-Var Corp. 40 T.M.R. 804. 
. Vita-Var Corporation v. Alumatone Corporation, 81 USPQ 330, 39 T.M.R. 599. 
. Ex parte Westgate Sea Products Co., 84 USPQ 368, 40 T.M.R. 266. 


Van Camp Sea Food Co., Inc. v. Westgate Sea Products Co., 48 F. 2d 950, 9 
USPQ 417, 21 T.M.R. 261. 
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fusing similarity between the “Chicken of the Sea” and “Breast-0’. 
Chicken” trade-marks regardless of subsequent court decisions holding 
in effect that the owner of the descriptive mark ‘Chicken of the Seg” 
could not under the Act of 1905 enjoin others from using similar de- 
scriptive terms, such, for instance, as “Breast-O’-Chicken.” In coming 
to this conclusion, the Commissioner thus found no actual conflict between 
the Court of Customs and Patent Appeals’ decisions on the one hand 
and the decisions of the Federal courts in the various infringement suits 
on the other. 


The same was not true, however, with regard to the two decisions 
recently handed down by the Commissioner concerning registrability of 
the words “Santa Cola” and “Yan-Cola” over the Coca-Cola Company’s 
opposition.72 Here, the Commissioner admitted, was a direct conflict be- 
tween former decisions of the Court of Customs and Patent Appeals to 
the effect that the Coca-Cola Company was entitled to prevent registra- 
tion of such terms as “Rock Spring Kola,”7* and a whole series of sub- 
sequent Federal court decisions to the effect that the word “Cola” alone 
had become open to public use by other soft drink manufacturers.’> The 
Commissioner in his decision stated that ordinarily he was bound to follow 
the prior decisions of the Court of Customs and Patent Appeals if they 
should be in conflict with equity court decisions, but that in this case “it 
would seem improper to assume that changes in conditions or facts which 
have been recognized in a number of cases would not now be considered 
by this Office and by that court (the CCPA).” Consequently, the Com- 
missioner permitted registration of the word “Santa Cola” with the 
word “Cola” disclaimed, since in that case there was no similarity be- 
tween the two marks apart from the common use of the word “Cola.” 
On the other hand, the Coca Cola Company’s opposition against “Yan- 
Cola” was sustained on the ground that in that case the applicant had 
not only adopted the word “Cola” but had also used a script and color 
device which was held to be likely to cause confusion with the Coca-Cola 
trade-mark.’¢. 


738. The Coca-Cola Company v. Santa Cola Company, 85 USPQ 426, 40 T.M.R. 461; 
The Coca-Cola Company v. Jacobson Beverages, 85 USPQ 429, 40 T.M.R. 465. 


74. Jacob Ries Bottling Works, Inc. v. The Coca-Cola Company, 188 F. 2d 56, 59 
USPQ 138. 


75. Dixi-Cola Laboratories, Inc. et al v. The Coca-Cola Company, 117 F. 2d 352 
(CCA 4, 1941), 48 USPQ 164, 31 T.M.R. 39; Coca-Cola Co. v. Standard Bottling 
Co., 50 F. Supp. 201, 58 USPQ 641, 33 T.M.R. 535; aff’d. 188 F. 2d 788, 59 
USPQ 366, 34 T.M.R. 2; The Coca-Cola Co. v. Snow Crest Beverages, Inc., 162 F. 
2d 280, 73 USPQ 518. 


76. The word “Cola” is not the only word which has recently been held to be a 
common descriptive term. In the recent case of Haughton Elevator Co. v. See- 
berger, 85 USPQ 80, 40 T.M.R. 326, the Commissioner recommended cancellation 
of the mark “Escalator” on the ground that it no longer had trade-mark signifi- 
cance but had become part of the English language. 
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6. The Antitrust Defense Under Section 33(b) (7) 

The exact scope and significance of this defense has been a matter of 
much dispute ever since it was incorporated in the act immediately before 
it became effective. According to a statement by Congressman Lanham, 
this defense was merely intended to provide a defense against incontest- 
ability.77 In statements by Senators O’Mahoney’* and Pepper’? it was 
stressed that in order to be applicable, it would have to appear that 
the trade-mark was the instrumentality of the antitrust violation or at 
least “one of the active proximate causes” of the violation. On the other 
hand, Senator O’Mahoney took a different view from that expressed by 
Congressman Lanham with regard to the significance of this defense, 
when he stated that the Antitrust Defense was not intended to be lim- 
ited only to situations in which plaintiff was relying on an otherwise 
incontestable right. This latter view has now been for the first time 
judicially adopted in Judge Medina’s recent decision in Forstmann 
Woolen Company v. Murray Sices Corp.®° In that case the defendant had 
alleged among numerous other defenses that Forstmann was violating 
the antitrust laws and therefore not entitled to enforce its trade-mark. 
This defense was coupled with a counterclaim under the Antitrust laws. 
Plaintiff moved to strike this defense. The motion was granted by Judge 
Medina with leave to defendant to amend. Judge Medina specifically held 
that in his opinion the defense may be available against the owner of any 
registered trade-mark whether such mark had acquired the status of in- 
contestability or not. He said: 


“Nevertheless, if a trade-mark owner’s use of his incontestable mark is 
subject to the defense specified in S 1115 a fortiori, the plaintiff’s mark, 
which lacks the status of incontestability, must be subject to the same defense.” 


To that extent, therefore, Judge Medina adopted the viewpoint expressed 
by Senator O’Mahoney. He went on to observe, however, that in order to 
be available as a defense, the antitrust violation must directly involve an 
abuse of the mark itself and that an allegation of boycott and price control 
conspiracy and similar matters was insufficient as a matter of law to 
sustain the antitrust defense under section 33(b) (7) unless it could be 
shown that the mark itself was used as an instrumentality of such con- 
spiracy or boycott. Apparently the defendant was given permission to 
amend his plea in this respect so as to establish the required connection 
between abuse of plaintiff’s trade-mark and the alleged antitrust viola- 
tions. If Judge Medina’s ruling on this point should be adopted by other 





- See Statement of Managers in Conference Committee, quoted in Robert, The 
New Trade-Mark Manual, p. 145, and Congressman Lanham’s statement, ibid. 


78. 93 Cong. Rec. 7814 and 7989-7991, June 27, 28, 1946. 
79. Robert, op. cit., at 147. 
80. 86 USPQ 209, 40 T.M.R. 830 (S. D. N.Y., 1950). 
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courts, it would certainly serve fully to justify the misgivings of the 
many members of the Bar who have expressed the belief that there should 
be no room in the registration statute for any “antitrust defense”’ of this 
kind and that, as so interpreted, it would subject trade-mark owners and 
particularly concerns of national or international importance to consider- 


able harrassment. 


VIII. International Registration Problems 


Problems involving the international protection of trade-marks have 
unusual significance at the present time in view of the forthcoming diplo- 
matic convention at Lisbon in 1951. At that time a series of important 
amendments to the Paris Convention will be considered, many of which 
will have a vital effect on international trade-mark protection. While our 
State Department has commenced work on proposals which may receive 
official United States Government sponsorship, numerous private inter- 
national groups are already on record as favoring almost unanimously a 
series of important proposals with regard to trade-marks. Among these 
the following may be particularly mentioned: 

The International Chamber of Commerce, as well as the International 
Law Association and the International Association for the Protection of 
Industrial Property are all in favor of extending the priority period from 
six to twelve months. There also seems unanimity in recommending an 
amendment to the Convention providing generally that prior registration 
in the home country should no longer be a condition precedent for obtain- 
ing registration and protection in other countries as long as the require- 
ments of the domestic law of the country where registration is sought are 
satisfied. Reference has already been made to proposals to provide a 
broader basis for use of the same trade-mark by related companies. To 
what extent free assignment of trade-marks should be permitted is still 
a matter of some controversy, even among the various American groups. 
A proposal of the American Branch of the International Association for 
the Protection of Industrial Property to limit assignability broadly along 
the lines of section 10 of the Lanham Act was not adopted at the recent 
Paris meeting of the Association, where the more liberal proposal spon- 
sored by the International Chamber of Commerce appears to have been 
adopted. The report of the Committee on Trade-Marks and Copyright of 
the American Branch of the International Law Association, which became 
the report of the entire Trade-Marks Committee at the Copenhagen meet- 
ing of that association, likewise favors a provision similar to that pro- 
posed by the American Branch of the I.A.P.I.P. and less general in nature 
than that sponsored by the International Chamber of Commerce. 

All groups concerned seem to be in agreement that a proposal should 
be made to permit registration in a single act of trade-marks and trans- 
lations thereof. 
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The question of whether the United States and Great Britain should 
adhere to the Madrid Convention providing for international registration 
of trade-marks by the Berne Bureau will soon come up for renewed 
study and consideration; it is understood that the governments of these 
countries may be asked to indicate what, if any, amendments to the 
Madrid Convention might be proposed which would bring adherence 
thereto by the United States and Great Britain within the realm of 
possibility. 

One problem directly involving the International Convention, and 
particularly Article 6 thereof, came up for adjudication by the Commis- 
sioner of Patents during the last year. In Ex parte British Insulated 
Callender’s Cables Lt.,*1 the question was raised whether a British ap- 
plicant could rely on a British registration certificate for registration 
purposes here while admittedly not having used the mark either in this 
country or in Great Britain. The applicant frankly stated that under 
British law a mark could be registered upon filing of a mere declaration 
of intention to use the mark and that therefore no specimens were avail- 
able which would show actual use of the mark even in Great Britain as 
of the time of the filing of the application in the United States. The 
Commissioner held that the provision of Article 6 of the Convention, 
providing for registration tel quel of foreign registered trade-marks, did 
not relieve the applicant of his obligation to satisfy all the requirements 
of section 1 of the act, with the exception of the requirement of alleging 
use in commerce in or with this country. In other words, it was held 
that a trade-mark which was not in actual use even in the home country 
was only a “potential” trade-mark as far as our own law is concerned, 
and that an application, even if based on a foreign registration certificate, 
was incomplete in the absence of specimens showing that the mark was 
in actual use abroad. The Commissioner said in this respect: 


“It is true that one requirement, that the trade-mark must be in use in 
commerce which can be controlled by Congress has been eliminated in the case 
of applications for registration based upon a foreign registration. However, 
authority for this exception is found in section 44(c) which states that: 


No registration of a mark in the United States by a person described in 
paragraph (b) of this section shall be granted until such mark has been 
registered in the country of origin of the applicant, unless the applicant 
alleges use in commerce.” 


The presence of this section indicates that registration based upon a reg- 
istration in the country of origin of the applicant may be granted without 
any allegation of use in commerce over which the United States has 
control. However, no authority can be found anywhere in the Act for 


ee See 
81. 83 USPQ 319, 39 T.M.R. 1057. 
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eliminating any other requirement. Since the requirements in section 
1 are positive in nature, they cannot be dispensed with unless authority 
is found in the Act for such dispensation. 

It has already been noted*2 that numerous foreign countries will not 
accept United States applications without requiring a United States 
registration certificate as a prerequisite for registration abroad. In this 
respect, the Lanham Act has undoubtedly had a salutary effect on the 
international trade-mark situation. However, it should not be assumed 
that the international situation is altogether rosy; disturbing information 
has been received from the Philippine Islands to the effect that, contrary 
to the practice in the United States of America under section 12(c) of 
the Lanham Act, the Philippine Trade-Mark Office considers it its duty to 
reexamine each trade-mark registration upon the merits upon filing of 
an application to “republish” such mark under the new Philippine Trade- 
Mark Act, which was patterned largely after the Lanham Act. I under- 
stand that the question is presently under reconsideration by the Philip- 
pine authorities. In this connection a special vote of thanks is, I believe, 
due to former Commissioner Colonel Kingsland, who was delegated by 
President Truman to assist the Philippine Government in the prepara- 
tion of a new patent and trade-mark law and who recently lent the 
prestige of his name to the now pending efforts for a reversal of the 
present policy adopted by the Philippine Trade-Mark Office with regard 
to republication. 

Much concern is still expressed over the repeated efforts on the parts 
of pirates in various foreign countries to seek registration of names pri- 
marily in the pharmaceutical field which are considered either generic in 
this country or are registered here as trade-marks. In several cases in- 
volving famous drug names, the intervention of the Bureau of Foreign 
Commerce of the Commerce Department and that of the State Department 
was invoked in order to attempt to remedy such situations. Disconcerting 
also to the Drug and Pharmaceutical Industry of this country has been the 
effect of a French law of 1941.83 This law has had a rather discrimina- 
tory effect on foreign and, particularly, American and British drug 
manufacturers. Under this French law, the person first to apply for a 
permit, called a “visa,” for important new drug products may secure the 
right to exclusive use of the trade-mark for such article even though 
a foreign manufacturer may have originally developed and introduced 
the article abroad under that name. As a result of that law, such foreign 
manufacturer and all others may for the six-year period offer the product 
only under its general chemical name and are not permitted to advertise 
with regard thereto. In at least one instance, one of the largest British 





82. See above under “Supplemental Register.” 
83. Law on New Pharmaceuticals, Sept. 11, 1941. 
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manufacturers has already instituted a court proceeding which is still 
pending, seeking the withdrawal of a “visa” issued to a French applicant 
solely on the ground of his being the first to apply for it on a product 
which had been originated and made known by the British concern. As 
long as such conditions are permitted to prevail, existing provisions or 
proposed amendments to the International Convention would prove to be 
almost futuile unless effective protection against such forms of unfair 
competition will be available in all Convention countries. 

Another field in which little, if any, progress has been made during 
the last year is the treatment of formerly enemy-owned trade-marks. 
In this respect it is noteworthy that the British High Court of Justice in 
at least one recent case** held that a British concern, which originally 
acted as the distributor for German trade-marked products and then 
continued to use the German trade-mark during the war on goods not 
emanating from the German house, was not entitled to secure cancellation 
of the German mark. The court indicated that as between the British 
firm and the original German registrant, the equities would lie with the 
latter, and that certainly the British party, who had in effect mis- 
appropriated the mark to the deception of the British public, should not 
be held entitled to its registration. 

No similar question has to my knowledge thus far come before any 
Federal court in this country and, in theory at least, marks which were 
registered at the beginning of the war in the name of German owners are 
still subject to “vesting” by the Alien Property Custodian. There have 
been increasing demands both in the legal literature of Western Germany 
and through other channels to permit restoration of some of these for- 
merly German-owned trade-marks to their original owners in order to 
assist them in the resurrection of German industry and export. As you 
know, the German Patent Office has been reestablished in Munich, and 
United States applicants may now file trade-mark applications there and 
German trade-mark owners in turn may now file applications for regis- 
tration in this country, provided the mark sought to be registered was 
not used by them prior to January 1, 1947.*5 It is also important to note 
that the International Convention has recently been acknowledged by the 
Commissioner to be in effect between the United States and Germany.*¢ 





84. The Gardinol Chemical Co.’s Application for the Rectification of the Register, 
LXVII R.P.C. (May 10, 1950). 


85. Order of Alien Property Custodian, 13 Fed. Reg. 9511, 80 USPQ 15. 
86. 629 O. G. 324 (Dec. 18, 1949); 48 Pat. and T.-M. Rev. 215. 
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ENEMY-OWNED TRADE-MARKS IN THE UNITED STATES 
by Martin Domke 


The treatment of enemy-owned trade-marks during World War II 
presented problems different from the administration of other enemy 
property in the United States. Trade-marks have been vested by the 
Alien Property Custodian only under specific circumstances in which 
such action was considered necessary in the national interest. The ob- 
jectives of such a program of selective vesting were both to conserve the 
interests of American firms in trade-marks as a result of their legiti- 
mate use under bona fide pre-war agreements, and to protect the con- 
sumer against any deception.' A recent Report of the Custodian? dis- 
closes that as a result of such selection less than 600 trade-mark-interests 
have been vested. They include 483 trade-marks, of which 419 are of 
German ownership, and 21 commercial prints and labels (all German) ; 
12 cases concern the vesting of potential residual or revisionary rights 
of German nationals in trade-marks which are owned by American cor- 
porations whereas of 42 contracts relating to foreign interests in trade- 
marks, 31 are of German nationals. Japanese interests in American 
trade-marks amount to only 12 vesting orders. Their share in royalties 
collected by the Office of Alien Property is $180.00, whereas of a total of 
$1,569,115 royalties collected as of June 30, 1949, contract interests of 
German owners amount to $259,123.¢ 


Prevention of consumer deception through misuse of trade-marks was 
the basis for selective vesting. It is also the major consideration in the 
disposition of vested enemy trade-mark-interests. Thus, trade-marks 
never used in this country or only on imported goods were not sold, 
whereas trade-marks used on goods manufactured here were sold to the 
users. Those assignments transfer, indeed, “ownership or control without 
any effect on the products or their origin.’”s The Custodian refers, by 
way of illustration of such policy, to the disposition of the ‘“Tree” trade- 


1. For a statement of policy, see (Second) Annual Report of the Alien Property 
Custodian for 1944, reprinted 35 T.M.R. 59 (1945). 


2. (Seventh) Annual Report, Office of Alien Property, Department of Justice, 
Fiscal Year ended June 30, 1949, p. 57. 


38. For details, see: Domke, The Administration of Enemy Trade-Marks, 35 T.M.R. 
62 (1945), and: The Control of Alien Property (1947) p. 190. 


4. Under a new policy relating to the registration of trade-marks of enemy na- 
tionals, a general license (8 Code of Federal Regulations Sec. 507.41) per- 
mitted the application for and registration by nationals of Germany and Japan, 
of trade-marks which were adopted or used after January 1, 1947 (and by 
nationals of Bulgaria, Hungary, and Roumania after May 16, 1946). 


5. Note 2, p. 58. 
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mark and the trade-name “H. Boker & Co.” to the New York firm 
which, for over 80 years had used the marks first as agents, and, during 
the last 20 years as manufacturers, paying a nominal royalty to the 
German firm.* Also a few trade-marks used as descriptive designations 
of patented products the patents for which have been vested, have been 
made available to American licensees under these vested patents, with 
restrictions on the length of time and manner of use. 


The fiscal disposition of enemy trade-marks will have to follow a 
pattern set by Congress in 1948, when it enacted section 39 of the Trad- 
ing with the Enemy Act,” which prohibits the return of property vested 
from nationals of German and Japan, and the payment of any com- 
pensation with respect to such property. Nevertheless, owing to the 
peculiar nature of trade-marks, the treatment will probably in many 
cases be somewhat different from other types of vested property, be- 
cause, as the recent Report of the Custodian® states “it is believed that 
the national interest will be best served by retention and control by the 
Government of the monopoly privileges involved.” Here, the policy re- 
garding forthcoming peace treaties with Germany and Japan will have 
to determine the final solution for the liquidation of former enemy- 
owned trade-marks. 


6. For the disposition of trade-marks “Nostal” and “Pernoston” to Riedel-de-Haen, 
Inc., and of “Odol” to Odol Chemical Corporation, see Annual Reports for 1946 
p. 118 and for 1948 p. 70. 


By art. 12 of the War Claims Act of 1948, 62 Stat. 1240. 
8 Note 2, p. 3. 
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FAVOURABLE MEASURES FOR THE PROTECTION OF HOLDERS 
OF TRADE-MARKS AND PATENTS IN GREECE 


by Plato Tavlaridis' 


Two laws were recently passed in Greece of special interest to foreign 
owners of trade-marks and patents. These legal measures aim at enabling 
holders of industrial property to take all legal proceedings necessary for 
the protection of their interests in such cases where the right to take 
legal action has lapsed through not having been exercised during the 
prescribed period of time. 


As is well known moratorium was put into force in Greece as from 
August 11, 1941 and its validity was successively prolonged through 
September 15, 1950. By virtue of this legislation the expired periods of 
time regarding industrial property were accordingly extended. The con- 
tinuance of expiring periods of time was however provided for trade- 
marks and patents acquired through December 1945, and not for those 
registered or granted after that date by virtue of section 5 of the law- 
decree No. 625. 


In the meantime Greece has acceded to the International agreement 
of Neuchatel of February 8, 1947. This agreement was ratified by the 
Greek law No. F13 of June 19, 1948 and entered in force as from that 
date. But additional legislation, applicable in matters of industrial prop- 
erty, had to be introduced in Greece. These special measures became 
necessary for the following reasons: 


(a) doubts had been voiced as to whether the aforesaid moratorium, 
was applicable to matters pertaining to industrial property; 

(b) the Neuchatel agreement was ratified almost after expiration of 
the terms provided in it; 

(c) this international agreement did not cover all cases which might 
arise under the Greek legislation concerning industrial property. 


On the above grounds not only an alignment of the protective measures 
generally instituted by internal legislation (moratorium) to those intro- 
duced by means of international agreements (Neuchatel) was sought, but 
also the prolongation of terms expiring until the end of 1950 or until 
a still later date. The legislation aiming at the above ends was enacted: 
(a) by law No. 1457 (official Gazette No. 158 of July 19, 1950) bearing 
on application of the moratorium with regard to industrial property and 
on prolonging the time limits of the treaty of Neuchatel, (b) by law No. 
1458 (official Gazette No. 158 of July 19, 1950) which amended act 
No. 2527 on patents. 


1. Member of the Greek Bar, Athens. 
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The first act 1457 on moratorium and on the prolongation of the 
time limits of the treaty of Neuchatel has the following effects: 


(1) Periods of time provided by art. 1-5 of the said treaty are pro- 
longed in Greece from the time they were due to expire until December 
31, 1950. By special provision of the act, the Minister of National Econ- 
omy is authorized to grant a further respite to the terms in question, if 
he thinks fit, until December 31, 1951. 


(2) The Ministers of External Affairs and of National Economy are 
also empowered to extend by Royal Decree the application of the pro- 
visions of the treaty of Neuchatel to cases involving subjects of such 
states as are not parties to the treaty or which have not acceded to it. It 
is, however, to be borne in mind that even without this extension the 
internal Greek legislation (moratorium) has a wider scope than that of 
the Neuchatel treaty and provides thus full protection to every foreigner in 
accordance with section 4 of the Greek Civil Code. By virtue of this 
section “foreigners enjoy the same civil rights as Greek subjects.” The 
only difference is that, whilst the moratorium became effective on Aug- 
ust 11, 1941, according to the Neuchatel treaty the protection goes back 
to September 3, 1939. The time between these dates is not covered, as 
mentioned above, by the Greek moratorium. 


(3) By this act No. 1457 it is established by implication that the 
moratorium applies to matters pertaining to industrial property and 
covers the period from August 11, 1941 to September 15, 1950 with the 
possibility of a further yearly prolongation. As a result every right 
accruing by virtue of the legislation on industrial property, as far as 
trade-marks and patents are concerned, registered or acquired until 
September 15, 1950, can be validly exercised, provided that the expiration 
of the pertinent period of time falls between August 11, 1941 and Septem- 
ber 15, 1950. More accurately said no periods of time are running from 
August 11, 1941 to September 15, 1950. The time limits begin to run 
again in their full length one month after the expiration of the mora- 
torium. 


(4) The following are the periods of time set by the Greek law on 
trade-marks which are suspended by virtue of the moratorium (supra 
No. 3): 


(a) The yearly one for renewing a trade-mark registered in Greece. 
This period of time coincides with the last year of the ten-year period 
over which the protection of the trade-mark is extended in Greece. For 
example, foreign trade-mark which was registered in Greece on March 
5, 1935 and which had to be renewed during a yearly period of time 
between March 5, 1944 and March 5, 1945 is not deemed to have lapsed 
and can be renewed until October 15, 1951. It follows that, after the 
extension given to the periods of time provided in the treaty of Neuchatel, 
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the above mentioned period can also be regarded as having been extended 
to December 31, 1950, and can eventually be extended through December 
1951. Considering that the moratorium is applicable along the same lines 
as the treaty of Neuchatel, interested parties can claim the benefit of 
those provisions which are more favourable to them. 


(b) The period of six months, running after the expiration of the 
registration of a trade-mark in its country of origin, for submitting to 
the Greek Patent-Office the certificates covering its renewal, which is a 
prerequisite to the protection of the trade-mark in Greece. 


(c) The one month term for appealing from judgments of the Trade- 
Mark Tribunal of first instance, by which registrations of trade-marks 
are granted or refused. The same is true for the one month term for 
taking appeals to the Highest Administrative Court, the Council of State, 
from judgments of the Trade-Mark Tribunals of the first instance having 
become final or from those of the Tribunal of the second instance. 


(d) The period of three months for a third party intervention against 
a decision of the Trade-Mark Tribunal of the first or the second instances, 
by which the registration of a trade-mark was upheld. Should, for ex- 
ample, a foreigner have taken notice in the year 1948 that the Greek 
Trade-Mark Tribunal had by decision of the year 1942 upheld the regis- 
tration of a trade-mark being an imitation or a counterfeit of his regis- 


tered or non-registered trade-mark he would not be entitled in the usual 
course to raise a third party opposition. The term for taking action in 
such a matter being one of three months, after the date of the issue of 
the Industrial Property Bulletin in which notice of the registration had 
appeared, it would have expired long before. 


The three month term in the above example, however, if examined in 
the light of the moratorium, could not be regarded as having started at 
all. Thus the interested party can enter his opposition to the judgment 
in question until January 15, 1951. 


(e) The terms set by section 15 of the Greek law on trade-marks 
regarding deletion. By virtue of this provision interested parties are 
entitled to petition for a certain trade-mark to be deleted from the 
register in one of the following cases within the period of time stated 
in each one of them: 

(aa) The holder of a registered trade-mark has not put on the 
market, within three years of its registration, products bearing the 
said mark. 

(bb) The holder has ceased for one year to produce goods covered 
by the trade-mark in question. 


(cc) The firm for whose products the trade-mark is registered has 
ceased to transact business and a year has elapsed since that time. 
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(dd) The trade-mark is an imitation or a counterfeit of a non- 
registered trade-mark used to distinguish the same or similar products, 
which is well known in connection with business transactions in 
Greece before registration of the trade-mark. The term during which 
foreign interested parties can bring their action to the above end 
is two years. It begins to run from the date of the issue of the Indus- 
trial Property Bulletin containing the notice of the registration. 


(f) The three year period of limitation (negative prescription) after 
which no action for infringement or damages may be brought against 
persons contravening the provisions of the law on trade-marks. 


(g) The yearly term for exercising the right of priority in favour of 
a foreign party registering a patent in Greece. Also the four month period 
in favour of foreigners for acquiring priority in connection with trade- 
marks. 


(h) The three month period of time for paying the yearly rates on 
patents. 


(i) The three year period of time since registration of the patent 
for exploiting the invention in Greece. 


(j) The three month term for registering transfers of patents or 
grants of licenses for their use. This term starts from the conclusion of 
the transfer or the granting of the license. 


(k) The three year term of limitation for civil law action arising from 
act No. 2527 on patents. 


For the sake of completeness and by way of a general observation it 
should be pointed out that, as provided by the moratorium, the extended 
legal terms start running anew in their full length one month after the 
lifting of the moratorium; with the exception of the limitation where it 
is specified that although it runs as from the lifting of the moratorium 
it does not end before the lapse of a six-month period from the lifting 
of same. 


Supposing that the moratorium is definitely lifted on September 15, 
1950; the time limits which fall in the respite period, as well as those of 
the legal remedies (appeal etc.) begin to run anew and in their full 
length as from October 15, 1950. Conversely the limitation which was 
tolled by virtue of the moratorium begins to run in continuance from 
September 15, 1950 but the limitation is not considered as completed 
before the lapse of a six-month period from its lifting, that is not before 
March 15, 1951. 


The second act No. 1458, by which amendments to law No. 2527 on 
patents were passed, provides for a prolongation of the fifteen year 
term set for the protection of patents. According to the usual practice in 
most countries the prolongation roughly corresponds to the time during 
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which Greece was involved in the Second World-War, i.e. from October 
28, 1940 to December 31, 1944. The prolongation is granted for so long 
a time as the patent was valid during the above war period. 


This supplementary prolongation is granted to the patents which 
were valid in Greece on January 1, 1945. A petition must be submitted 
to this end within six months of the date of promulgation of law No. 
1458, i.e. until January 19, 1951. 


The supplementary prolongation begins for patents which have 
already expired after January 1, 1945, from the date of the promulgation 
of act No. 1458 (July 19, 1950). For those still valid, at the moment of 
the passing of the law, the prolongation begins on the expiration of the 
fifteen year term set for the protection of the patent. In order that 
foreigners may avail themselves of the favourable treatment granted by 
the aforesaid new act the condition of reciprocity is imposed. 


For the sake of example the following cases are given: 


(a) Patent acquired in Greece on May 15, 1938 is entitled to a 
supplementary prolongation of its validity for 4 more years and 62 days 
from the expiration of its fifteen year period (15.5.53), that is, it will 
be valid until July 17, 1957. 


(b) Patent acquired on June 1, 1943 is entitled to a prolongation 


of 1 year and 7 months. 


(c) Patent acquired on February 1, 1933 and having expired on 
February 1, 1948 is entitled to its full length prolongation of 4 years 
and 62 days, the prolongation beginning as from July 19, 1950; that is, 
it will be valid until September 21, 1954. 


(d) Patent acquired in 1928 is not entitled to prolongation, for the 
fifteen year period expired in 1943, that is, before January 1, 1945. 


In all of the above cases, as stated before, the prolongation must be 
applied for not later than January 19, 1951, that is, within six months 
from the putting of the law in force. 


The enactment of the above two laws which, as it has already been 
said, are applicable together with the Neuchatel treaty, is a step taken 
by Greece which should be well stressed. It affords, within the frame- 
work of the ever expanding international transactions, the greatest pos- 
sible protection to those who have interests of any sort in this country 
with regard to industrial property. 
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PART II 


AMERICAN AUTOMOBILE INSURANCE COMPANY ET AL. 
v. AMERICAN AUTO CLUB 


No. 12484—C.A. 9—September 28, 1950 


TRADE-MARKS AND TRADE NAMES—Secondary Meaning—Basis of Relief 

Generic terms and words descriptive of place are publici juris and not subject 
to exclusive appropriation. 

Where such words are so used in connection with goods or businesses that the 
public comes to associate them with a particular trader, they take on a secondary 
meaning which will be protected against another’s deceptive use thereof. 

Likelihood of confusion as to source is the basis for injunctive relief; this test 
is carried into Trade-Mark Act of 1946. Trend of decisions places less emphasis 
upon competition and more on confusion. 

TRADE-MARKS AND TRADE NAMES—Secondary Meaning—Scope of Relief 

Greater protection is afforded fanciful trade names than those in common use. 

Where a generic word is widely used in many diverse businesses, use by an- 
other may not be prohibited, even in closely related fields, unless such use will 
indicate a common origin or endanger the business reputation of the prior user. 

TRADE-MARKS AND TRADE NAMES—Secondary Meaning—Particular Instances 

The words “American” and “Auto” are not unique, either individually or in 
combination, and are held common in the field and not to have acquired a secon- 
dary meaning identifying plaintiff’s insurance business. 

TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—Likelihood of Confusion— 
General 

The test of confusion as to source is bottomed upon likelihood of confusion of 
the goods or business of the prior appropriator of a name or mark by a newcomer. 

Probability of consumer confusion through use of same or similar names varies 
with nature of the businesses. 

Good will of casualty and surety companies is not so closely tied to their names 
as that of commercial companies, because brokers and agents who deal with them 
are professional buyers sufficiently conversant with the facts not to be misled by 
mere similarity in names as the general public might be. 

Fact that clientele of business is limited does not defeat right to protection, but 
this has an important bearing upon likelihood of confusion. 

Proof of actual confusion is not a prerequisite to injunctive relief. 

If no likelihood of deception appears plaintiff cannot prevail even though ab- 
sence of competition be treated as no objection. 

TRADE-MARKS AND TRADE NAMES—Names Not Confusingly Similar—Particular 
Instances 

“American Auto Club,” used in business of selling usual motor club services, 
held not confusingly similar to “American Automobile Insurance Company” or to 
“American Automobile Fire Insurance Company,” used in business of writing 
automobile insurance in its various coverages. 

Possibility that in rare and isolated instances relatively few persons may make 
careless mistake, does not warrant relief. 


Appeal from Southern District of California. 
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Unfair competition suit by American Automobile Insurance Company 
and American Automobile Fire Insurance Company against American 
Auto Club. Plaintiffs appeal from dismissal of complaint. Affirmed. 


Parker, Stanbury & Reese, Harry D. Parker, Richard E. Reese, and 
Raymond G. Stanbury, of Los Angeles, Cal., for appellants. 


Bronson, Bronson & McKinnon and Edgar H. Rowe, of San Francisco, 
Cal., for appellee. 


Before STEPHENS, Circuit Judge, and BOWEN and LEMMON, District 
Judges. 


LEMMON, D. J.: 


This case presents the recurrent problem of exclusive right in a generic 
name or combination of generic names under claim of secondary meaning. 
The appeal is from a judgment declining an injunction to appellants, 
plaintiffs below, prohibiting appellee, defendant below, from the use of 
the words “American Auto” and “The American Auto Club” in connec- 
tion with appellee’s business, and in particular with that business as it 
relates to the sale and solicitation of insurance policies. 


Plaintiff corporations are engaged in writing automobile insurance in 
its various coverages. Two other insurance corporations were purchased 
by the American Indemnity Corporation about the year 1943 and plain- 
tiffs and these two corporations have a common ownership. The business 
of the four is conducted from the same location. Plaintiffs conduct a sub- 
stantial business and enjoy an excellent reputation in their field of ac- 
tivity. Defendant is incorporated under the name of “American Auto 
Club” for the purpose of selling to its members the usual motor club 
services, such as towing, emergency road, bail bond, financial, buying and 
selling, map, license, etc. Included is assistance in securing adjustments 
to members who have claims against insurance companies. As found by 
the Court, the only insurance service contemplated, aside from adjusting 
claims for members, consists of referring members desiring casualty and 
other insurance to agents or brokers of insurance companies. Defendant 
does not intend to sell or issue, nor is it licensed to sell or issue, insurance 
policies of any kind. 

The court found that prior to the year 1944 plaintiffs advertised in 
trade journals, circulating among persons engaged in the insurance busi- 
ness, under the corporate names of each, and in some instances under the 
name “American Auto,” but that these journals did not reach or circulate 
among the public generally. Prior to 1944 folders referring to plaintiffs 
by the name “American Auto” were distributed by plaintiffs to their 
clients but not to any substantial extent among the public. No advertising 
of this trade name calculated or designed to reach the public generally has 
been done during the past ten years, and before then, such was done in 
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put “isolated instances.” Since 1944 the advertising in trade journals by 
plaintiff has been done under the name “American Associated” or “Amer- 
ican Associated Insurance Companies” and plaintiffs’ desire is to be 
known by these names rather than to be known by the names here in 
question. Plaintiffs’ business is conducted through brokers and agents who 
have their own clientele and rarely does the client or customer specify 
any particular company which he wishes to issue the policy he is 
purchasing. Plaintiffs are known to these and other insurance brokers 
and agents, but not to the public generally, as “American Auto,” and 
such brokers and agents are also familiar with and know the true names 
of plaintiffs and they will not be confused through the use by defendant 
of its corporate name, “American Auto Club.” We are of the opinion that 
these findings are supported by the evidence and that the conclusions of 
law are properly drawn. 

Generic terms and words descriptive of place are publici juris and not 
subject to exclusive appropriation.' But where there appears use of such 
in connection with goods or businesses so that the public identifies them 
with a particular trader they take on a secondary meaning which will be 
protected against another’s deceptive use thereof. 

A greater degree of protection is afforded to fanciful trade names than 
to names in common use. Where a generic word is widely used in the des- 
ignation of many diverse businesses, its use by one may not be prohibited 
at the behest of another, even in closely related fields, unless such use 
will indicate a common origin or endanger the business reputation of the 
other. As expressed by this Court in Treager v. Gordon-Allen Ltd., 71 F. 
2d 766, 768 [24 TMR 419], “There is a distinction as to the degree of 
exclusiveness of appropriation accorded to the originator of a trade name 
depending upon the name selected. ‘If the name or mark be truly arbi- 
trary, strange, and fanciful, it is more specially and peculiarly significant 
and suggestive of one man’s goods, than when it is frequently used by 
many and in many different kinds of businesses.’ France Milling Co. v. 
Washburn-Crosby Co., 7 F. 2d 304, 306.” The words “American” and 
“Auto” are used in identification of many businesses of diverse nature. 
The Court found that these words are not unique either individually or 
in combination. The evidence disclosed several instances wherein the com- 
bination “American Auto” has been used in the identification of auto- 
mobile clubs. As such it is a common name in that field. 

The probability of consumer confusion through use of the same or 
similar name varies with the nature of the businesses of the parties. This 


1. American Automobile Assn. v. American Automobile Owners Assn., 216 Cal. 125 
oe = 479]; R. H. Dunston, etc. v. Los Angeles Van & Storage Co., et al., 165 
al. 89. 


2. 63 C.J. 3938. 
3. Arrow Distilleries v. Globe Brewing Co., 117 F. 2d 347 [81 TMR 51]. 
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is pointed out with particularity in relation to casualty and surety com- 
panies in Standard Accident Ins. Co. v. Standard Surety & Casualty Co. 
(D.C.S.D.N.Y.), 53 F. 2d 119 [21 TMR 551], wherein it is observed that 
the goodwill of such companies is not so closely tied to their names as 
that of commercial companies and that a similarity in names is not so 
important to them. This is so because the brokers, agents and insurance 
managers who customarily determine in what companies insurance is to 
be placed are professional buyers, sufficiently conversant with the facts 
pertaining to them not to be misled by mere similarity in names as the 
general public might be. By comparison, articles for consumption may 
be and generally are hastily bought and consumed before deception is dis- 
covered. As Lord Macnaughten put it in a case involving misappropria- 
tion of a name for ale: “Thirsty folk want beer, not explanations.”s This 
is an important rationale in determining the nature of the claimed sec- 
ondary meaning as applied to plaintiffs’ business as also the question of 
likelihood of confusion. 


It follows that whatever secondary meaning has attached to “Ameri- 
can Auto” is limited and restricted. Plaintiffs are known by that name 
by a select group of informed persons and not by the general public. 
Though the fact the clientele is limited does not defeat the right to pro- 
tection,* this is an important circumstance bearing upon likelihood of 


confusion. 

In Aunt Jemima Mills Co. v. Rigney & Co., 247 F. 407, there was first 
advanced the confusion of source factor. This test is now quite generally 
adopted. It is bottomed upon the likelihood of confusion of the goods or 
business of the prior appropriator of a name or mark by a newcomer. If 
such is likely, the reputation of the complainant is put into the hands of 
the defendant. 

The test is carried into the Lanham Trade-Mark Act? which makes 
“likelihood of confusion, mistake or deception of purchasers as to source” 
the sole test of infringement. 

Defendant has not as yet engaged in business. Proof of actual con- 
fusion is therefore not obtainable. Such is not a prerequisite to injunctive 
relief.e The prospective confusion, so plaintiffs say, will necessarily follow 
the avowed purpose of defendant, as disclosed by their “Prospectus,” to 


. Automobile Assn. v. Automobile Owners Assn., 216 Cal. 125, 183 [22 TMR 479]; 
also Restatement of Torts, Sec. 731, et seq. 


. Montgomery v. Thompson, (1891) A.C. 217, 225. 
. Aetna Casualty, Etc. v. Aetna Auto Finance, 123 F. 2d 582 [82 TMR 2]. 
. 15 U.S.C. 1051, et seq. 


. Yale Electric Corporation v. Robertson, 26 F. 2d 972, 974; Waterman Co. v. 
Gordon, 72 F. 2d 272 [24 TMR 347]; Schwartz v. Schwarz, 93 Cal. App. 252, 
255; Winfield v. Charles, 77 Cal. App. 2d 64, 70; Stork Restaurant v. Sahati, 166 
F. 2d 348, 354 [88 TMR 431]. 
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assist their members in obtaining coverage for liability of or loss by them 
resulting from injury or damage to property through ownership or use 
of a motor vehicle and that “American Auto” in the insurance world 
identifies the American Automobile Insurance Company. 

Though relief is not to be denied if the businesses are non-competitive,® 
the apprehension of confusion is less in non-competitive than in com- 
petitive businesses. The trend of the decisions is to place less emphasis 
upon competition and more on confusion.'° It may be argued persuasively 
that the advertising of a name in a non-competitive business conducted 
ethically and honestly would redound to the advantage of the owner of 
that name. As we said in the recent case of Sunbeam Lighting Co. v. Sun- 
beam, decided June 30, 1950 [40 TMR 669], “If plaintiff’s goods are so 
good that the mere mention of their trade name or mark would be suffi- 
cient for a reasonable person to select an article bearing it, no matter 
how unrelated plaintiff’s goods are to the article, then, as it seems to us, 
plaintiff must suffer the price of virtue,” and further, referring to the 
marketing of an unmeritorious article, “If, in course of our free enter- 
prise, someone would market an unworthy article outside plaintiff’s field 
bearing the name Sunbeam it must be borne as not an unlikely circum- 
stance following plaintiff’s selection of a non-fanciful word popular with 
commercial concerns.” 


If no likelihood of deception appears the plaintiffs cannot prevail even 
though the absence of competition be treated as no objection.'"' As “‘prob- 
able confusion cannot be shown by pointing out that at some place, at 
some time, someone made a false identification,”'2 so the possibility that 
in rare and isolated instances relatively few persons may carelessly mis- 
take the source does not warrant relief. 


The name American Auto Club suggests an association for the purpose 
of engaging in the business usually engaged in by automobile clubs and 
not necessarily including the insuring of members. The word “Club” is 
descriptive of its objectives and distinguishes defendant from plaintiff 
and from the identity which they draw to them through the restricted use 
of “American Auto.” The evidence shows that the parties will not be in 


. Academy on Motion Picture Arts, etc. v. Jennie Benson, 15 Cal. 2d 685; see also 
265 Tremont Street, Inc. v. Hamilburg, 73 N.E. 2d 828, 880 [87 TMR 583]. 


. General Industries Co. v. 20 Wacker Drive Bldg. Corp., 156 F. 2d 474, 477. 


. Yale Electric Corp. v. Robertson, 2 Cir., 26 F. 2d 972; L. E. Waterman Co. v. 
Gordon, 2 Cir., 72 F. 2d 272, 273 [24 TMR 347]; Certain-Teed Products Corp. v. 
Philadelphia & Suburban Mortgage Guarantee Co., 3 Cir., 49 F. 2d 114, 115 [21 
TMR 4383]; Yale & Towne Mfg. Co. v. Rose, 120 Conn. 378, 377, 378, 181 A. 8. 
Restatement: Torts, Sec. 730, comment b: Sec. 731. 148 A.L.R. 63, 64, 89; 52 Am. 
Jur., Trade-Marks, Trade Names, & Trade Practices, Sec. 99. See Norton v. Chi- 
oda, 317 Mass. 446, 451, 58 N.E. 2d 828; Silbert v. Kerstein, 318 Mass. 476, 479, 
62 N.E. 2d 109 [85 TMR 297]. 


- McGraw-Hill Publishing Co. v. American Aviation Associates, 117 F. 2d 293, 295 
[30 TMR 1138]. 
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competition except in the limited respect noted and there is disclosed no 
intent of defendant to deceive the public into believing that its business 
is a part of plaintiffs’ or is to be conducted under auspices of plaintiffs. 
The parties are engaged in essentially different fields of activity. The 
slight overlapping is in a relatively small field of defendant’s proposed 
activities. It is unlikely that persons joining the defendant club will, ex- 
cept in extremely rare instances, do so in the mistaken belief that the 
club has any association with plaintiffs. The confusion which plaintiffs 
fear is ephemeral. They are unlikely to sustain any actionable loss re- 
sulting from defendant’s proposed activities. If not more than 1/10th of 
1% of the customers when applying for insurance state the company by 
which they wish the coverage to be made (the experience of one of the 
brokers who gave testimony), or some other relatively small percentage, 
a still smaller percentage would be expected to name the plaintiffs and 
the number which might name or have in mind the plaintiffs as “Ameri- 
can Auto” would be insignificantly few. 


The judgment appealed from is affirmed. 


STAUFFER, ET AL. v. EXLEY 
No. 12258—C.A. 9—September 8, 1950 


Courts—Jurisdiction—General 

Lanham Act held to confer, upon federal district courts, original jurisdiction 
of unfair competition suits between citizens of same state, though no substantial 
and related claim under the copyright, patent or trade-mark laws is joined there- 
with, provided the unfair competition affects interstate commerce. 

For unfair competition, under Lanham Act, any citizen or resident may invoke, 
in federal court, whatever remedies would be available if infringement of a regis- 
tered trade-mark were charged. 

Jurisdiction over repression of unfair competition, granted by Lanham Act to 
federal courts, held reaffirmed and not withdrawn by revision of Judicial Code. 
(28 U.S.C. 1337) 

Purpose of revised Judicial Code (28 U.S.C.1338) is to extend federal juris- 
diction to the furthest possible extent. 

Protection against unfair competition given by Lanham Act is limited, as in 
case of remedies for trade-mark infringement, to the area of constitutional com- 
petence of Congress, viz: “commerce which may lawfully be regulated by Congress.” 

Fact that action arises under laws of United States must be disclosed upon 
face of complaint. 

CourTs—Statutory Construction—General 

In construing federal statute, weight should be given to reviser’s notes included 
in committee reports when the legislation was before Congress. 

Implied repeals are not favored and should be avoided if a reasonable con- 
struction so permits. 

TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—Basis of Relief—General 

Under prior federal law, plaintiff was required to prove that defendant used 
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infringing mark in interstate or foreign commerce to show statutory infringement. 

Under present law (Lanham Act) it need only be proved that infringer has 
used infringing mark in commerce which Congress has power to regulate; and an 
infringement in intrastate commerce but affecting interstate commerce could clearly 
be regulated by Congress, and thus would be within present Act. 

Protection against unfair competition given by Lanham Act is similarly limited 
to that which may be lawfully regulated by Congress. 

Courts—Federal Appellate Procedure—Remand 

On record now before Court of Appeals, it cannot be determined whether 
plaintiffs’ business might be adversely affected by acts of unfair competition wholly 
within State of California, since evidence taken at separate trial, had for purpose 
of enabling trial court to determine jurisdiction, is not before Court of Appeals. 

Justice to the litigants held to require new trial of question of jurisdiction. 

Cause remanded with directions to permit plaintiffs to amend complaint and 
with leave to defendant to plead thereto, and to permit both parties to introduce 
evidence (in the event the record produced at the separate trial does not contain 
it) on question of effect, if any, of defendant’s operations on plaintiffs’ interstate 
transactions. 


Appeal from Southern District of California. 


Unfair competition suit by B. H. Stauffer and Stauffer System, Inc. 
against Kathleen Exley. Plaintiffs appeal from dismissal of complaint for 
lack of jurisdiction. Reversed and remanded with directions. 


Forrest F. Murray, Harris, Kiech, Foster & Harris, Ford Harris, Jr., 
and Jack Barry, Jr., of Los Angeles, Cal., for appellants. 

Frank P. Doherty, William R. Gallagher, and Frank W. Doherty, of 
Los Angeles, Cal., for appellee. 


Before DENHAM, Chief Judge, and ORR and Pops, Circuit Judges. 
ORR, C.J.: 


This action was brought for the recovery of damages arising out of 
alleged acts of unfair competition and for the issuance of an injunction 
against the commission of future similar acts. A separate trial was had 
on the issue of jurisdiction, following which the trial court made findings 
of fact and conclusions of law and dismissed the complaint for lack of 
jurisdiction. The trial court found that appellant, Stauffer System, Inc., is 
a corporation of California and that both individual appellant and ap- 
pellee are citizens and inhabitants of California. It also found that ap- 
pellants are engaged in interstate commerce and use the unregistered 
trade name “Stauffer System” in interstate commerce and that the 
action is a simple action for unfair competition, not joined with a sub- 
stantial and related claim under the copyright, patent or trade-mark laws. 
The wrongful acts alleged in the complaint are the use by appellee of 
the name “Stauffer” and the use of advertising, similar to that in use by 
appellants, in such a way as to deceive the public into believing that the 
services offered by appellee originate with apellants. 

The trial court reached the conclusion that the Trade-Mark Act of 
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July 5, 1946 does not confer original jurisdiction upon the district courts 
of the United States in actions for unfair competition in the absence of 
diversity of citizenship of the parties where there is no substantial and 
related claim under the copyright, patent or trade-mark laws joined to 
such actions. We do not agree. 

The Lanham Trade-Mark Act of July 5, 1946, 15 U.S.C.A. §§ 1051- 
1127, hereinafter referred to as the Act, provides comprehensively for 
federal registration and protection of trade-marks, for protection of trade 
names, and for remedies against unfair competition. Section 1126(b) pro- 
vides that nationals, etc., of foreign countries with which the United 
States has a convention or treaty relating to trade-marks, trade names 
or unfair competition shall be entitled to the benefits and subject to the 
provisions of the Act insofar as essential to give effect to such conventions 
and treaties.! Subsection (i) of the same section provides: “Citizens or 
residents of the United States shall have the same benefits as are granted 
by this section to persons described in sub-section (b) * * *.”’ Sub-section 
(h) provides that the persons described in sub-section (b) “shall be 
entitled to effective protection against unfair competition, and the rem- 
edies provided in this chapter for infringement of marks shall be avail- 
able so far as they may be appropriate in repressing acts of unfair com- 
petition.” Sub-section (g) provides: “Trade names or commercial names 
of persons described in subsection (b) of this section shall be protected 
without obligation of filing or registration whether or not they form 
parts of marks.” Therefore, under the provisions above mentioned, any 
citizen or resident may invoke in the United States District Court, for 
acts of unfair competition, whatever appropriate remedies would be avail- 
able under the Act if infringement of a registered trade-mark were 
charged. 

Appellee contends that Congress, in enacting the revision of Title 28, 
effective September 1, 1948, partially withdrew the jurisdiction over the 
repression of unfair competition which had been granted to the district 
courts by the Lanham Trade-Mark Act.2 28 U.S.C.A. § 1337, giving the 
district courts jurisdiction over actions arising under any Act of Con- 
gress regulating commerce, and § 1338(a), giving the district courts 
jurisdiction over actions arising under any Act of Congress relating to 


. Effective protection against unfair competition is clearly essential] to give effect 
to the International Convention for the Protection of Industrial Property of March 
20, 1883 and the General Inter-American Convention for Trade-Mark and Com- 
mercial Protection of February 20, 1929, both of which conventions are specifically 
mentioned in § 1126(b). The acts of unfair competition which these conventions 
declare to be unjust and prohibited are outlined in 15 U.S.C.A. §§ 81-113, pp. 285- 
86. See 46 Stat. 2930-34, 53 Stat. 1780. 

. That Act (15 U.S.C.A. § 1121) provided: “The district and territorial courts of 
the United States shall have original jurisdiction, * * * of all actions arising under 
this chapter, without regard to the amount in controversy or to diversity or lack 
of diversity of the citizenship of the parties.” 
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trade-marks, are rather a reaffirmation of the grant of jurisdiction in 
the Lanham Act. Appellee relies, however, upon § 1338(b), which pro- 
vides: “The district courts shall have original jurisdiction of any civil 
action asserting a claim of unfair competition when joined with a sub- 
stantial and related claim under the copyright, patent or trade-mark 
laws.” 

In construing the sections of title 28 weight should be given to the 
reviser’s notes which were included in the committee reports when the 
legislation was before Congress. See Ex parte Collett, 1949, 337, U.S. 55; 
United States v. National City Lines, 1949, 387 U.S. 78; The reviser’s 
note to § 1838 states: “Subsection (b) is added and is intended to avoid 
‘piecemeal’ litigation to enforce common law and statutory copyright, pat- 
ent, and trade-mark rights by specifically permitting such enforcement 
in a single civil action in the district court. While this is the rule under 
federal decisions, this section would enact it as statutory authority. The 
problem is discussed at length in Hurn v. Oursler (1933, 53 S.Ct. 586, 
289, U.S. 238, 77 L.Ed. 1148 [23 TMR 267]), and in Musher Foundation 
v. Alba Trading Co., (C.C.A. 1942, 127 F. 2d 9 [32 TMR 266]), (majority 
and dissenting opinions) .” 

In Hurn v. Oursler, the plaintiff sought an injunction against presen- 
tation of a play which allegedly (a) infringed the copyright on a play of 
the plaintiff’s and (b) was so similar to the plaintiff’s copyright play 
as to make the threatened presentation an act of unfair competition. The 
Supreme Court held that because the federal claim, copyright infringe- 
ment, and the non-federal claim, unfair competition, were two grounds 
supporting a single cause of action, i.e., violation of the right to protection 
of the copyrighted play, the district court had jurisdiction over the entire 
complaint. In Musher Foundation v. Alba Trading Co., 2 Cir. 1942, 127 
F. 2d 9 [82 TMR 266], the complaint alleged both infringement of the 
plaintiff’s patent for infusion of olive oil or paste into corn oil and unfair 
competition through the use of the word “infused” in advertising the 
defendant’s product. The court held that on the facts the two claims were 
not closely enough related to come under the rule of Hurn v. Oursler. The 
dissenting opinion, referred to in the reviser’s note, is illuminating: “The 
conceptual yardstick of (the Hurn) doctrine is the ‘cause of action’; a 
single cause of action giving rise to both federal and non-federal rights 
may be completely adjudicated in the federal courts, where it must be 
anyhow because of the federal rights. * * * The cause or ground of the 
action is, broadly, the unfair appropriation by defendant of plaintiff’s 
property, protected by either state law or federal law or both, in a trade- 
mark or a book or an invention.” 127 F. 2d 11 [82 TMR 269]. 

It is clear that both the Hurn and the Musher Foundation cases and, 
therefore § 1838(b) are concerned with the conditions under which fed- 
eral courts may, in the absence of diversity of citizenship, adjudicate 
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rights against unfair competition arising under state law. The purpose 
of § 1338 (b) is to extend federal jurisdiction to the furthest possible ex- 
tent by means of the rule that where jurisdiction is established on a fed- 
eral ground, the court may dispose of the entire case before it, including 
the adjudication of any non-federal grounds invoked for relief. Reliance 
on § 13838(b) is unnecessary where there is an independent ground of 
federal jurisdiction over an action for unfair competition. The ground 
of jurisdiction over the unfair competition alleged in the instant case is 
the exercise by Congress of its power to repress unfair competition which 
affects interstate commerce, through the enactment of the Lanham Act 
and the granting of jurisdiction over actions arising under that Act in 
§§ 1337 and 1338(a) of title 28. If the alleged unfair competition before 
us is purely local and did not affect interstate commerce, we then have 
to look for federal jurisdiction in § 1338(b), or in diversity of citizenship. 
But if the alleged unfair competition, though local in the sense that the 
defendant was transacting only intrastate business, nevertheless affected 
the plaintiff’s interstate business, the situation is otherwise. 

A case of the kind last mentioned is not an appropriate one for the 
application of the rule that grants of federal jurisdiction should be con- 
strued strictly. Jurisdiction in such a case is unequivocally granted by 
the Lanham Act and by §§ 1337 and 1338(a) of title 28. If § 1338(b) is 
looked upon as limiting the jurisdiction thus granted, it can be only by 
construing § 1338(b) as an implied repeal of part of the Lanham Act. 
The rule that implied repeals are not favored and should be avoided if a 
reasonable construction permits is reinforced here by § 39 of the Act of 
June 25, 1948, c. 646, 62 Stat. 992, the statute by which the revision of 
Title 28 was enacted. Section 39 sets out schedules of statutory provisions 
which it declares to be “hereby repealed.” No provision of the Lanham 
Act appears in the schedule of repealed laws. We construe § 1338(b) as 
not affecting the jurisdiction granted under the Lanham Trade-Mark Act. 

The protection granted by the Lanham Act against unfair competition, 
however, is limited by § 1126(h) of the Act to “the remedies provided 
by this chapter for infringement of marks * * * so far as they may be 
appropriate in repressing acts of unfair competition.” The general pro- 
vision for remedies against trade-mark infringement is § 1114 (1), which 
provides: “Any person who shall, in commerce, (a) use, without the con- 
sent of the registrant, any reproduction, counterfeit, copy, or colorable 
imitation of any registered mark in connection with the sale, offering 
for sale, or advertising of any goods or services on or in connection with 
which such use is likely to cause confusion or mistake or to deceive pur- 
chasers as to the source of origin of such goods or services * * *, shall 
be liable to a civil action by the registrant for any or all of the remedies 
hereinafter provided in this chapter * * *.” (Emphasis ours.) Section 
1127 provides: 
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To enerrrneeananeraptaanesdeammmatimaadanmianetamndmentthiaiateninanetapinnnnecmanunteneriemennnnatasties 
“In the construction of this chapter, unless the contrary is plainly apparent 

from the context— * * * 

“The word ‘commerce’ means all commerce which may lawfully be regulated 

by Congress.” 

Under the trade-mark law as it existed prior to the present Act a 
party bringing an action for infringement was required to establish before 
he could recover that the infringer had used the copy or colorable imita- 
tion of the trade-mark in interstate or foreign commerce. 15 U.S.C. § 96 
(1946 ed.); U. S. Printing & Lithograph Co. v. Griggs, Cooper & Co., 
279 U.S. 156 [19 TMR 187]; Horlick’s Malted Milk Corp. v. Horluck’s, 
Inc., 9 Cir. 1932, 59 F. 2d 138 [22 TMR 319]; Young’s Rubber Corp. v. 
Cc. I. Lee & Co., 2 Cir. 1930, 45 F. 2d 103 [20 TMR 559]. Under the 
present Act, however, it need only be proved that the infringer has used 
the copy or imitation in commerce which Congress has power to regulate. 
An infringement committed in intrastate commerce but affecting inter- 
state commerce could clearly be regulated by Congress and thus would 
be within the present Act. Such is the principle established in such cases 
as Houston, East and West Railway Co. v. United States, Texas and 
Pacific Railway Co. v. United States, 1914, 234 U.S. 342, and Wickard v. 
Filburn, 317 U.S. 111. In the latter case at p. 122 it is stated: “It was 
soon demonstrated that the effects of many kinds of intrastate activity 
upon interstate commerce were such as to make them a proper subject 
of federal regulation.” It was the failure of the district court and of this 
court to recognize this principle in Mandeville Island Farms v. American 
Crystal Sugar Co., 64 F. Supp. 265 and 159 F. 2d 71, which led to re- 
versal in Mandeville Island Farms, Inc., v. American Crystal Sugar Co., 
834 U.S. 219. 

The protection given by the Act against unfair competition is similarly 
limited to that which may be lawfully regulated by Congress. The rem- 
edies available under § 1114 would not be “appropriate” under § 1126(h) 
for the repression of unfair competition unless the defendant in the un- 
fair competition action met the § 1114 requirement of acting “in com- 
merce.” In the event § 1126 (h) were not subject to the limitation con- 
tained in § 1114 that the defendant must have acted “in commerce,” § 
1126(h) would be subject to a claimed invalidity because it in whole or 
in part provided a remedy for acts beyond congressional power to regu- 
late. Trade-Mark Cases, 1879, 100 U.S. 82. We think that by including 
the phrase “in commerce,’”’ Congress meant to confine the remedies pro- 
vided against unfair competition to the area of its constitutional 
competence. 

The trial court found that appellants “are engaged in interstate com- 
merce.” The complaint alleges that appellants have developed a special 


8. The answer also alleged: “That said plaintiffs, as appears from the allegations 
contained in the complaint, are engaged in interstate commerce.” 
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apparatus and method for giving therapeutic treatments of passive ex- 
ercise which they advertise in California and other states as “Stauffer” 
treatments and “Stauffer System” treatments. Appellants operate a place 
of business in Los Angeles where such treatments are rendered to the 
public and have licensed others to operate places of business, both in 
California and other states, where such treatments are rendered under 
appellants’ supervision and control as to nature and quality. Appellants 
train the operators of the licensed places of business in the method of 
rendering the treatments and provide the necessary special apparatus. All 
the licensed businesses use the trade name, “Stauffer,” with the express 
consent of appellants. United States Southeastern Underwriters Ass’n., 
1944, 322 U.S. 533, 550. 

It does not appear from the complaint that the business in which 
appellee is allegedly committing acts of unfair competition is carried on 
elsewhere than in the state of California. By such acts it is alleged appel- 
lee is attempting to represent to the public that the services she offers 
originate with appellants, thereby wrongfully obtaining the advantages 
of the good will attached to appellants’ trade name and built up through 
appellants’ extensive advertising. The complaint indicates an attempt to 
describe “activities which * * * may embrace integrated operations in 
many states.” 

The evidence taken at the separate trial, had for the purpose of en- 
abling the trial court to determine its jurisdiction, is not before us. Under 
the theory adopted by the trial court in determining its jurisdiction it 
evidently deemed a finding as to whether the unfair competition indulged 
in by appellee affected the interstate transactions of appellants unneces- 
sary. Under our theory of the law such a finding becomes important. 
We cannot say as a matter of law that it would be impossible for the 
intrastate business of appellee to affect the interstate business of appel- 
lants. It is easy to see how separate local acts of unfair competition in 
states other than California might operate to whittle away appellants’ 
interstate business. Whether that business is so integrated that it, as a 
whole, might be adversely affected by acts of unfair competition wholly 
within the state of California is something we find ourselves unable to 
determine from the record now before us. 

It is suggested that the complaint fails to allege sufficient facts to 
disclose a case involving unfair competition “affecting” the interstate 
business of appellants. The rule is, of course, that the fact that the action 
arises under the laws of the United States “must be disclosed upon the 
face of the complaint, unaided by the answer or by the petition for re- 
moval.” Gully v. First National Bank, 299 U.S. 109, 113. 

Here the determination of the question of jurisdiction was made after 
a preliminary hearing. See Rule 12(d). This was appropriate, for the 
answer had raised the defense of want of jurisdiction of the subject mat- 
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ter. Such a hearing called for findings of fact. King v. Wall & Beaver 
Street Corp. (C.A.D.C.), 145 F. 2d 377. 

It has been suggested that upon such a preliminary hearing the court 
should not be limited to the pleadings alone. Kaus v. Houston, 35 F. Supp. 
327, 330, cited in Moore’s Federal Practice, 2nd Ed., Vol. 2, pp. 2275-6. 

Because of the importance of the questions which have been presented 
by this appeal, we deem it not in the interest of sound judicial adminis- 
tration to dispose of this case here on the basis of the absence of a find- 
ing which, at the time of the trial, appeared to the court not to be im- 
portant. “‘No conclusion in such a case should prudently be rested on an 
indefinite factual foundation.” Kennedy v. Silas Mason Co., 334 U.S. 249, 
256. Should the court below, on further hearing, find that the alleged 
unfair competition does not, or cannot possibly, affect the appellants’ 
interstate commerce, then the conclusions heretofore arrived at by the 
district court will be required. 

We think justice to the litigants requires that they be permitted a new 
trial of the question of jurisdiction. United States Smelting Refining & 
Mining Co. v. Lowe, 338 U.S. 954, and dissenting opinion, 176 F. 2d 813. 
And appellants should be permitted, should they be so advised, to amend 
their pleadings as authorized by 28 U.S.C.A. § 1653. 

The cause is remanded with directions to the trial court to permit ap- 
pellants to amend their complaint, should they so desire, with leave to 
appellee to plead thereto, and to permit both parties to introduce evidence 
(in the event the record produced at the separate trial does not contain it) 
on the question of the effect, if any, of appellee’s operations on appellants’ 
interstate transactions, if the parties so desire, the trial court to make 
such findings thereon as it may be advised. 


DENMAN, C.J., dissenting: 

The record below and the proceedings here show that at no time have 
appellants sought to amend their complaint, which, on its face, shows no 
act of defendant affecting any interstate commerce of appellants. Since 
they do not seek such amendment, the district court’s judgment should 
be affirmed on that ground and without more. 

It is a wrong to appellee to manufacture a contention raising an issue 
with which appellee was not faced below nor is faced here. 

Since the transcript of the evidence was kept from the record by the 
act of appellants, and since they do not now seek to have it included, Rule 
19 of our rules gives to appellee the right to have the case decided solely 
on the record as designated. It is not claimed by the appellants that the 
evidence shows any affecting of any interstate commerce. I think it error 
and a wrong to appellee to hold that there is such evidence and to order 
court to make a finding thereon. 

Furthermore, assuming we can consider the evidence before the dis- 
trict judge, I think it a violation of our Rule 19 not to order the tran- 
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script brought before us, to determine in this single proceeding whether 
the district court erred in not making the finding now ordered to be made. 
It well may be that the transcript shows that at the hearing the appel- 
lants there were given full freedom to introduce evidence on the issue of 
defendant’s acts affecting appellants’ commerce and that none was intro- 
duced, and hence it well may be that the litigation be ended in this 
court now. This court’s order, when obeyed, well may lead to another 
appeal, with its costs, loss of time and consumption of judicial effort 
below and here. 





SUNBEAM LIGHTING CO. v. SUNBEAM CORPORATION 
No. 123857—C.A. 9—September 6, 1950 


Courts—Federal Appellate Procedure—Rehearing 
In denying petition for rehearing in banc, Court states that order is not to 
be taken as ruling on question whether petition for rehearing in bane must be 
entertained and passed upon by the Division of or by all of the active members 
of Court of Appeals or by either. 


Appeal from Southern District of California. 


Trade-mark infringement and unfair competition suit by Sunbeam 
Corporation against Sunbeam Lighting Co., a co-partnership consisting 
of Marcus Bodian, Herbert L. Krieger, and Phil R. Friedman. Judgment 
for plaintiff granting permanent injunction modified on appeal by de- 
fendants [40 TMR 669]. Petition for rehearing denied. 


Mitchell & Gold, Milton Mitchell, Seymour Gold, Mason & Graham, 
Collins Mason, and William R. Graham, of Los Angeles, Cal., for 
appellants. 

Rogers & Woodson, William T. Woodson, Beverly W. Pattishall, Lewis 
S. Garner, and John F. McCanna, of Chicago, IIl., and Lyon & Lyon and 
Reginald E. Caughey, of Los Angeles, Cal., for appellee. 


Before BicGcs (designated from Court of Appeals for the Third Cir- 
cuit) and STEPHENS, Circuit Judges, and DRIVER, District Judge. 


PER CURIAM. 
The petition for rehearing is denied. 


The above order is not to be taken as a ruling on the controversial 
question as to whether a litigant’s petition for rehearing in banc must 
be entertained and passed upon by the Division of or by all of the active 
members of the United States Court of Appeals for the Ninth Circuit 
or by either. Suffice it to say that every member of such court together 
with every member of the Court sitting in Division which heard and 
decided this case has expressed himself as not desiring a rehearing there- 
on in banc. 
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STAHLY, INC. v. M. H. JACOBS CO., INC. ET AL. 
No. 10047—C.A.7—August 15, 1950 


Courts—Judgments—Rehearing 
TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—Scope of Relief—Particular 
Instances 


Trial court, confronted with record indicating that defendants are engaging 
in deceptive acts or practices, held to have inherent power to frame decree in 
such manner as to protect public against continuation of such unlawful acts and 
practices, without regard to violation or non-violation of any rights of plaintiff. 


Modification of judgment by Court of Appeals does not accord to plaintiff the 
relief sought or amount to recognition of rights asserted by plaintiff; modifica- 
tion directing defendants to inform public of defective condition of razors bear- 
ing plaintiff’s trade-mark is to protect public from fraud and deception and any 
benefit to plaintiff is only incidental to that purpose. 


Courts—Pleading and Practice—Summary Judgment 
Defendants’ admissions, though for limited purposes of their motion for sum- 
mary judgment, held still binding on them where trial court granted motion and 
Court of Appeals did not reverse but affirmed with modification on basis of the 
admitted facts. 


Appeal from Northern District of Illinois. 


Trade-mark infringement and unfair competition suit by Stahly, Inc. 
against M. H. Jacobs Co., Inc., M. H. Jacobs, Sidney A. Tarrson, B. B. 
Pen Co., Inc., Albert J. Tarrson, and the Tarrson Company. Judgment 
dismissing complaint affirmed with modification, on plaintiff’s appeal. De- 
fendants’ petition for rehearing denied. 


Jules L. Brady and John Rex Allen, of Chicago, Ill., for plaintiff. 


Albert F. Mecklenburger, Sidney Neuman, and Arthur B. Seibold, Jr., 
of Chicago, IIl., for defendants. 


Before DUFFY, FINNEGAN and LINDLEY, Circuit Judges. 
LINDLEY, C. J.: 


It is the position of the defendants in their petition for rehearing 
that this court, having decided that plaintiff had waived its rights with 
respect to the razors in question, should have affirmed the judgment 
without modification, and that this is true irrespective of whether de- 
fendants are or are not engaged in the perpetration of a fraud upon the 
public. In support of the argument, defendants cite cases which hold, 
they say, that, absent violation of a private right, plaintiff has no stand- 
ing in court as a protector of the public interest. Strongest of these is 
American Washboard Co. v. Saginaw Mfg. Co., 103 F. 281 (CA-6), in 
which the court declined to enjoin the defendant, a competitor of the 
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plaintiff, from selling to the public washboards which were branded 
“Aluminum” but which were not, in fact, made of that metal, saying: 


“It is doubtless morally wrong and improper to impose upon the public 
by the sale of spurious goods, but this does not give rise to a private right 
of action unless the property rights of the plaintiff are thereby invaded. There 
are many wrongs which can only be righted through public prosecution, and 
for which the legislature, and not the courts, must provide a remedy. Courts 
of equity, in granting relief by injunction, are concerned with the property 
rights of complainant.” 


This decision was cited with apparent approval by the Supreme Court in 
Mosler Safe Co. v. Ely-Norris Safe Co., 273 U.S. 132, reversing 7 F. 2d 
603 (CA-2), and in Federal Trade Commission v. Klesner, 280 U.S. 19, 27. 


Plaintiff seeks to distinguish the Washboard case, as well as others 
cited by defendants, by pointing out that the plaintiffs in those cases not 
only had no private rights which had been infringed but had never had 
any such rights capable of being infringed by the other party, whereas 
in the case at bar plaintiff does have rights which would have been in- 
fringed but for its waiver. Plaintiff also suggests that this court and other 
federal courts have, in cases in which it was held that no rights of the 
plaintiff had been violated, so framed their judgments as to prevent the 
defendant from deceiving the public. This court’s decision in Horlick’s 
Malted Milk Corp. v. Horlick, 143 F. 2d 32, [84 TMR 222] (in which 
the defendant was held to have a right to use the name “Horlick” but 
was nonetheless enjoined from using it except in combination with his 
first name and address, the court feeling that the possibility of confusion 
of the public warranted this restriction), and that of the Second Circuit 
in DuPont Cellophane Co. v. Waxed Products Co., 85 F. 2d 75 [26 TMR 
513], (in which the defendant was held to be entitled to apply the name 
“cellophane” to its product but was required to indicate the source of 
origin so as to avoid deception of the purchasing public), are strongly 
relied on by the plaintiff to support this proposition and to justify a 
holding that the Federal Trade Commission is not the exclusive agency 
for the protection of the public from deceptive practices in commerce. 


While none of the decisions cited is on all fours with the instant case, 
it cannot be denied that those relied on by defendants are very near and 
that the distinction sought to be drawn by plaintiff between them and 
this case is a rather tenuous one. Even so, we think the trial court in 
the instant case, aware that Congress has declared unlawful “unfair or 
deceptive acts or practices in commerce,” 15 U.S.C.A. 45, and confronted 
with a record which indicates that defendants are engaging in such de- 
ceptive acts or practices, had the inherent power to frame its decree, as 
it did in Horlick’s Malted Milk Corp. v Horlick, 143 F. 2d 32 [34 TMR 
222], and as other courts have done in other cases, Du Pont Cellophane 
Co. v. Waxed Products Co., 85 F. 2d 75 [26 TMR 513] (CA-2), Champion 
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Spark Plug Co. v. Sanders, 331 U.S. 125 [87 TMR 323], in such a manner 
as to protect the public against the continuation of those unlawful acts 
and practices, and this without regard to violation or non-violation of 
any rights of plaintiff. It should be borne in mind that our modification 
of the District Court’s judgment does not accord to plaintiff the relief 
it sought, or amount to a recognition of the existence of the trade-mark 
or fair trade rights asserted by the plaintiff, for defendants are not pro- 
hibited from selling the razors with plaintiff’s trade-mark thereon at 
prices lower than the fair trade prices established by plaintiff, but are 
merely required to inform the public of the defective condition of those 
razors. The obvious purpose of the directed modification is to protect the 
public from fraud and deception; any benefit to plaintiff is only inci- 
dental to realization of that purpose. We conclude, therefore, that the 
cases cited in our opinion, as well as those now relied on by plaintiff, 
justify the modification. If, on the other hand, as defendants insist, it is 
the law that the court, because it determined that plaintiff had suffered 
no legal wrong at the hands of defendants, was powerless to prevent 
the perpetration of an admitted fraud upon the public, it would seem 
that the Supreme Court should be accorded an opportunity so to decide. 


Defendants maintain that they admitted only for the purposes of the 
disposition of their motion for summary judgment, that the razors they 
are offering to the public are, in fact, defective. But the admission, though 
made for that limited purpose, is still binding on them, for their motion 
was granted by the trial court, and this court has not reversed that court 
but, affirming the allowance of the motion for summary judgment, has 
merely indicated its belief that, on the basis of the admitted facts, the 
terms of the judgment should be modified. Thus defendants’ motion never 
having been overruled, the admission is still effective. This case is readily 
distinguished from Fountain v. Filson, 336 U.S. 681, relied on by de- 
fendants, for there the court reversed the judgment entered by the trial 
court and then proceeded to direct the entry of a personal money judg- 
ment for appellant. 


The petition for rehearing is denied. 
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IPPOLITO v. NANCY ANN DRESSED DOLLS, ETC. 
No. 5694—C.C.P.A.—June 30, 1950 


TRADE-MARKS—Confusing Similarity—Particular Instances 
“Nursery Rhymes” held confusingly similar to “Boy Blue,” “Little Miss 
Muffett,” “To Market,” “Polly Put Kettle On,” etc., used on similar goods, under 
1905 Act. 
TRADE-MAarKs—Registrability—General 
“Nursery Rhymes” held not descriptive of dolls generally but highly sug- 
gestive of a class of dolls in particular. 


Suggestive mark “Nursery Rhymes” held generic to the specific marks regis- 
tered to opposer, each of which is individually suggestive of a segment of the 
group of which applicant’s contested mark is suggestive. 

Opposer has no right to contest ex parte rejection of applicant’s mark. 

Commissioner of Patents has right and duty, in safeguarding public, to decide 
whether applicant has right to registration without reference to issues raised in 
notice of opposition. 


Appeal from Commissioner of Patents. 


Trade-mark opposition by Nancy Ann Dressed Dolls (Nancy Ann 
Storybook Dolls, Inc., assignee, substituted) against Domenick Ippolito. 
Applicant appeals from decision sustaining notice of opposition, and re- 
jecting application ex parte. Affirmed. 


J. Calvin Brown (Francis D. Thomas and Harry W. F. Glemser of 
counsel), for appellant. 


Hugh N. Orr, for appellee. 


Before GARRETT, Chief Judge, and JACKSON, O’CONNELL, and JOHN- 
SON, Associate Judges. 


JACKSON, J.: 


This is an appeal in a trade-mark opposition proceeding from a de- 
cision of the Commissioner of Patents, 77 USPQ 545, affirming that of 
the Examiner of Interferences sustaining a notice of opposition filed by 
appellee against the registration by appellant of the trade-mark “Nursery 
Rhymes,” as applied to dressed dolls for children, under the Trade-Mark 
Act of 1905. 

It appears that appellant, doing business under the fictitious name 
and style of Hollywood Doll Manufacturing Company of Glendale, 
California, filed an application for registration of his mark on March 
25, 1945, alleging continuous use, as applied to said goods, since Novem- 
ber, 1944. 

On January 2, 1946, appellee filed its notice of opposition. It appears 
to be based upon the confusion in trade clause of Section 5 of the Trade- 
Mark Act of 1905. 
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Appellee has its principal place of business in San Francisco, Cali- 
fornia, and manufactures, sells and distributes dressed dolls and doll 
clothes. It is the owner of the following registered marks, all applied to 
dressed dolls: 
Registration No. Registration Date 
“STORYBOOK” 389,114 July 22, 1941 
“POLLY PUT KETTLE ON” 395,453 May 26, 1942 
“LITTLE BO PEEP” 395,454 May 26, 1942 
“TO MARKET” 403,235 Sept. 14, 1943 
“ONE-TWO” 403,237 Sept. 14, 1943 
“SUGAR AND SPICE” 403,240 Sept. 14, 1943 
“RING AROUND A ROSY” 403,241 Sept. 14, 1943 
“BOY BLUE” 404,575 Dec. 17, 1943 
“CURLEY LOCKS” 404,581 Dec. 7, 19438 
“MOTHER GOOSE” 413,233 April 17, 1945 
and many other marks of similar character not necessary to set forth. 

Testimony was taken on behalf of appellee and many exhibits were 
filed. Appellant took no testimony. Briefs were filed by both parties and 
they were represented at the hearing before the examiner. 

It appears that the dressed dolls of appellee were first made by Miss 
Nancy Ann Abbott. From early girlhood she has been interested in dolls 
and the various personages and characters named in nursery rhymes, 
fairy tales or children’s stories which appealed to her imagination and 
resulted in her making and dressing little dolls portraying the various 
characters as she imagined them to look. As early as about 1935 or 1936 
she started the making and dressing of such dolls as a commercial under- 
taking so that eventually the business grew until about 5,000 of such 
dolls per day were being produced and sold in interstate and foreign 
trade. Miss Abbott personally designs all of the dresses of dolls sold by 
appellee and she is the planner and supervisor of their manufacture. 

It is Miss Abbott’s view that little girls fancy the collection of a family 
of dolls and in the pursuit of such hobby they endeavor to increase their 
collection until they are surrounded by as many of the dolls as they may 
be able to get, all appealing to their imagination as personifying figures 
of nursery rhymes, fairy tales and storybooks. Each little doll, she be- 
lieves, makes real to its childish owner the person or character which is 
portrayed by it. Each doll is identified with its name on a little gold 
colored label attached to a wristlet and is encased in a box upon which 
a similar silver label is fastened. The labels contain excerpts from, or 
slightly modified selections of nursery rhymes from which the name of 
the individual doll is taken. 

Buyers of department stores testified that appellee and others have 
sold dolls depicting characters in nursery rhymes and storybooks, as 
well as dolls intended to represent different characters in literature, 
history and nationality. Such practice has been stated to be widely known 
and such sales have been quite general. 
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The Examiner of Interferences pointed out that in the notice of op- 
position it was alleged that appellant’s mark “is a generic term” and 
that it “cannot serve to identify its goods to the exclusion of the like 
products of opposer, * * *.” He held that even though the expression 
“Nursery Rhymes” had not been shown to have been used by appellee 
other than orally, that such mark “is generically descriptive of the entire 
line of dolls sold by the opposer under the names of nursery rhyme 
characters,” and that therefore appellee and its customers are entitled 
to use the designation ‘““Nursery Rhymes” to identify their line of dolls 
representing characters from ‘‘Nursery Rhymes.” The examiner was of 
opinion that the exclusive use by appellant of its mark sought to be 
registered would inevitably lead to confusion and deception of purchasers, 
resulting in injury to opposer and that under such circumstances it was 
immaterial that opposer had not used such expression. In support of 
that holding the examiner cited the cases of Burmel Handkerchief 
Corp. v. Cluett, Peabody & Co., Inc., 29 C.C.P.A. (Patents) 1024, 127 F. 
(2d) 318, 53 USPQ 369; and Martell & Co. v. Societe Anonyme de la 
Benedictine, Distillerie de la Liqueur de lAncienne Abbaye de Fecamp, 
28 C.C.P.A. (Patents) 851, 116 F. (2d) 516, 48 USPQ 116. 

The examiner further rejected the registration ex parte, for the stated 
reason that the mark would be understood by the purchasing public as 
referring to any and all doll reproductions of fictional characters from 
“Nursery Rhymes” as a class. He held that every producer of dolls had 
the right freely to make and sell his conception of “Nursery Rhyme” 
characters familiar to everyone from childhood days and that the com- 
mon right to make any article is inseparable from the right to use words 
which aptly describe it, citing Singer v. June, 163 U.S. 169; Beckwith 
v. Commissioner of Patents, 252 U.S. 538. He therefore held that the 
descriptiveness clause of Section 5 of the involved act was deemed to 
constitute a bar to the registration of appellant’s mark. 

On appeal the commissioner sustained all of the reasoning advanced 
by the Examiner of Interferences. 

We are of opinion that the decision of the commissioner is without 
error. 

While we do not consider the mark “Nursery Rhymes” descriptive 
of dolls generally, we do consider it highly suggestive of a class of dolls 
in particular. The suggestive mark “Nursery Rhymes” is generic to the 
specific marks registered to appellee, each of which is individually sug- 
gestive of a segment of the group of which appellant’s contested mark 
is suggestive. It is apodictic, in our opinion, that confusion as to the 
origin of the goods of the parties would follow if registration were 
granted to appellant. “Boy Blue,” “Little Miss Muffett,” “To Market,” 
“Polly Put Kettle On,” to mention just a few of the registered marks of 
appellee hereinbefore set out, are certainly ‘Nursery Rhymes.” Clearly 
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then, likelihood of confusion would follow upon the registration of 
“Nursery Rhymes” to appellant with consequent damage to the appellee. 

Both appellant and appellee are in accord in challenging the action 
of the tribunals of the Patent Office in the rejection of the registration of 
the mark ex parte. Appellant, in this case, can properly bring that issue 
before this court on appeal. Appellee, however, is not the public and 
therefore has no right in circumstances such as appear here. The Com- 
missioner of Patents represents the public and has the right and duty, 
in safeguarding public interest, to decide whether or not an applicant 
has a right to register. Schering and Glatz, Inc. v. Sharpe & Dohme, 
Inc., 32 C.C.P.A. (Patents) 827, 146 F. (2d) 1019, 64 USPQ 394; Co- 
lumbia Broadcasting System, Inc. v. Technicolor Motion Picture Corp., 
et al., 35 C.C.P.A. (Patents) 1019, 166 F. (2d) 941, 77 USPQ 160. 

It has been held so often by this court, that it is not only the right 
of the examiner but his duty to consider and determine the registrability 
of a mark ex parte without reference to the issues raised in the notice 
of opposition, as to be trite. Our holding in the case of Revere Paint Co. 
v. 20th Century Chemical Co., 32 C.C.P.A. (Patents) 1096, 150 F. (2d) 
135, 66 USPQ 65, reaffirmed that principle in the many cited cases ap- 
pearing in that opinion. 

For the reasons hereinbefore set out, the decision of the Commissioner 
of Patents is affirmed. 


O’CONNELL, J. dissenting: 


Numerous fallacies in the court’s decision in this case are explicitly 
disclosed in authoritative detail (1) by the following opinion prepared 
and submitted months ago with the view that it would be adopted as 
the majority opinion, and (2) by the citations following that opinion 
which point to the entirely contradictory attitude of the court not only 
in the case at bar but also in other cases upon which the court has relied. 

It should be noted at the outset that the majority opinion states 
that — 


On appeal the commissioner sustained all of the reasoning advanced by the 
Examiner of Interferences. 


The commissioner, however, reversed the examiner’s decision which 
held that the marks were confusingly similar, 77 USPQ 545, 546, column 
2, lines 15-18, as hereinafter pointed out. The majority opinion also stated 
that — 


While we do not consider the mark “Nursery Rhymes” descriptive of dolls 
generally, we do consider it highly suggestive of a class of dolls in particular. 


A term merely descriptive of an article cannot at the same time be 
merely suggestive of it. In re One Minute Washer Company, 25 C.C.P.A. 
(Patents) 978, 95 F. 2d 517, 37 USPQ 203; Celanese Corporation of 
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America v. E. I. Dupont De Nemours and Company, 33 C.C.P.A. (Patents) 
948, 950, 154 F. 146, 69 USPQ 101. 

The question is whether the decision of the Commissioner of Patents, 
77 USPQ 545, correctly sustained the action of the Examiner of Inter- 
ferences who, in an opposition proceeding, refused to register appellant’s 
trade-mark “Nursery Rhymes” for use with dolls under the Trade-Mark 
Act of 1905. The opposition was based on the ground that such registra- 
tion would damage appellee, the owner and prior user on dolls, not only 
of the registered marks “Storybook” and “Mother Goose” but also of 
thirty-six illustrative and additional registered marks bearing the names 
of nursery rhyme and story book characters. 


Regarded as typical of appellee’s pleaded marks are those affixed to 
its dolls bearing names and extracts from nursery rhymes of Mary Had 
a Little Lamb, Little Miss Muffett, Old Mother Hubbard, Little Bo Peep, 
and One-Two, Button My Shoe. The record discloses that the trade-mark 
as actually used by each of the parties is applied to the goods, or to the 
packages containing the same, by placing thereon a printed label on which 
the trade-mark is shown. 

The notice of opposition, among other things, provided that the con- 
current use of the contested marks on the dolls in issue “is likely to cause 
confusion in the trade and mistake in the mind of the purchasing public 


and so deceive purchasers regarding the origin of the goods,” and that 
“Nursery Rhymes,” appellant’s mark, “is a generic term applicable to the 
nursery rhyme names, characters and expressions used by Opposer upon 
its doll products as above set forth; and that concurrent use of Appli- 
cant’s [appellant’s] mark ‘Nursery Rhymes’ and Opposer’s above listed 
marks upon substantially identical goods will confuse the trade and the 
purchasing public.” 


Only appellee took testimony but both parties filed briefs and were 
represented at the final hearing. 

The examiner held that while the expression “Nursery Rhymes” did 
not appear ever to have been used by appellee’s organization other than 
orally, nevertheless the term was unregisterable since it consisted of words 
merely descriptive of the entire line of dolls sold by appellee under indi- 
vidual names of nursery-rhyme characters. 


In addition to finding that appellee was entitled to maintain its op- 
position on the ground of descriptiveness, in accordance with appellee’s 
notice of opposition, the examiner stated that under the authorities, and 
without reference to the issues raised by the notice of opposition, it was 
not only his right but also his duty to proceed ex parte to consider appel- 
lant’s mark and refuse to register the same because the mark was merely 
descriptive of any and all of the fictional characters of nursery rhymes 
as a class. 
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The Commissioner of Patents held that “While none of opposer’s 
marks as such appear to resemble ‘Nursery Rhymes’ either in sound, 
appearance or meaning, it is my opinion that the examiner of interfer- 
ences correctly found as alleged by opposer that the expression ‘Nursery 
Rhymes’ is a descriptive or generic designation of an entire line of dolls 
sold by opposer,” and for that reason registration of the term “Nursery 
Rhymes” was prohibited by the mandate of the statute. 


The commissioner held further that under the authorities the ex- 
aminer was required in this and other appropriate cases to consider the 
applicant’s mark ex parte and refuse the registration thereof when the 
mark was merely descriptive of the merchandise with which the mark was 
used, and there was no doubt in the commissioner’s mind as to the cor- 
rectness of the ex parte holding of the Examiner of Interferences that 
the term “Nursery Rhymes” was descriptive of dolls and every producer 
of dolls was entitled freely to use those words in describing the goods he 
may offer for sale. 

Rule 26.3 of the Rules of Practice of the United States Patent Office 
relating to trade-marks does not provide for separate appeals to the 
commissioner from the decision of the Examiner of Interferences by any 
party on inter partes issues; as distinguished from ex parte issues, in 
an interference, opposition cancelation, or a concurrent use proceeding; 


and rule 26.4, bearing the title “Appeal to court,”’ so far as here pertinent, 
likewise makes no such distinction between inter partes and ex parte 
appeals and reads as follows: 


Any applicant for registration *** or any party to an inter partes proceed- 
ing, who is dissatisfied with the decision of the Commissioner, may appeal to 
the United States Court of Customs and Patent Appeals or may proceed under 
section 4915, Revised Statutes (U.S. Code, title 35, sec. 63)***. 

There is no doubt that appellant has the right to here appeal not only 
on the issue of descriptiveness decided in the inter partes proceeding but 
also on the same issue in the ex parte proceeding. Appellee has taken no 
appeal from the decision of the Commissioner of Patents. However, for 
the purpose of appeal, his status as opposer is here preserved. 


Appellant assigns as its reasons of appeal, among other things, that 
the Commissioner of Patents manifestly erred in sustaining the opposi- 
tion in the inter partes proceeding on the ground that appellant’s mark 
“Nursery Rhymes” was descriptive and likely to cause confusion in trade; 
that the commissioner manifestly erred in holding ex parte to the same 
effect, and that: 


4. The Commissioner manifestly erred and is inconsistent in holding that 
“none of opposer’s marks as such appear to resemble ‘Nursery Rhymes’ either 
in sound, appearance or meaning,” and at the same time holding that the ex- 
pression is a “generic designation of an entire line of dolls sold by opposer.” 
(Italics quoted) 
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Appellee contends that the holding of both the Examiner of Inter- 
ferences and the Commissioner of Patents that “Nursery Rhymes” as 
employed in appellant’s mark “is descriptive of dolls, and for that reason 
unregistrable”’ was “neither necessary nor proper in the case, and is 
believed to be unsound.” In support of its position on the point in question 
appellee asserts: 


***The descriptive proviso of Section 5 of the Act of February 20, 1905, ap- 
plies only to marks which are descriptive of the goods, or their character, or 
quality. Opposer agrees with applicant that the mark “NURSERY RHYMES” 
does not describe either the goods or the character or the quality thereof. So 
far as the trade-mark is concerned, it does not indicate whether the goods 
are dolls, or wearing apparel, or breakfast food. As to character, the mark 
does not indicate whether the goods are dressed or undressed dolls, or if they 
are printed cut-outs, or textiles, or ceramics, or jewels, or some other kind of 
product. As to quality, there is nothing to indicate whether the products are 
penny paper prints or costly collector’s items. On broad principles alone, it is 
believed that the ruling that “NURSERY RHYMES” is descriptive is er- 
roneous. (Italics quoted) 


The generic name or descriptive word applicable to the article here 
in issue is the term “doll.” The term “Nursery Rhymes” consists of 
words not primarily descriptive of dolls, but, when applied to dolls, they 
shed light upon the characteristics of the goods in a suggestive or figura- 


tive sense which is not merely descriptive of dolls within the purview of 
the statute. 


The Court in the recent case of Jewel Tea Co., Inc. v. Kraus, 84 
USPQ 219, 220, made the following statement of the law here applicable: 


It is a settled rule that no one can appropriate as a trade-mark a generic 
name or descriptive word in the absence of secondary meaning. A generic name 
gives information as to the nature or class of article and a descriptive word 
supplies the characteristics and qualities of the article, its color, order, func- 
tions, dimensions, and its ingredients. *** 


Appellee is not the actual originator of the nursery rhymes or the 
names of the fanciful characters about whom the rhymes were written 
for the entertainment and edification of children. Appellee’s assignor, 
Nancy Ann Abbott, was interested from childhood in dolls and as a girl 
would make and dress various characters as she in her imagination 
visualized them as figures in nursery rhymes, fairy tales, or in children 
stories which appealed to her. 


What was originally the hobby of its founder, has thus grown into 
a large and successful business: 


Starting very modestly with an output of only a few dolls made by Miss 
Abbott herself, the business has grown to a point where opposer has produced 
around 5,000 dolls per day ***. Miss Abbott personally has designed the cos- 
tumes for all of the dolls made by her organizations, and has planned and 
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supervised their manufacture ***. The business is one of which she is justly 
proud; and each little doll is a creation of her own, of which she is properly 
jealous. 


There is no question that appellant is entitled to produce and sell 
dolls since nursery rhymes and the imaginary individuals and creatures 
who populate the folklore of childhood may be said to be a part of the 
national mythology. Figures and names taken therefrom obviously may 
be exploited with advantage in the sale of dolls for children. All vendors 
of such dolls have a measurable interest in the lawful use of those figures 
and names and appellee’s right to exploit them to its commercial advan- 
tage is not an exclusive proprietary interest. See Durable Toy & Novelty 
Corporation v. J. Chein & Co., Inc., et al., 183 F. (2d) 853, 855; 56 
USPQ 339. See also Taylor Instrument Companies v. Fee & Stemwedel, 
Inc., 129 F. (2d) 156, 54 USPQ 124, 126; Egyptian Lacquer Mfg. Co. v. 
The Cleveland Varnish Co., 57 App. D. C. 352, 23 F. (2d) 773. 


The very first proviso of section 5 of the Trade-Mark Act of 1905 
embodies the Congressional mandate “That no mark by which the goods 
of the owner of the mark may be distinguished from other goods of the 
same class shall be refused registration as a trade-mark on account of 
the nature of such mark.” The Supreme Court in Beckwith v. Commis- 
sioner of Patents, 252 U. S. 538, held: 


*** the requirement of the statute that no trade-mark shall be refused regis- 
tration, except in designated cases, is just as imperative as the prohibition of 
the proviso against registration in cases specified. 


* * * * 


Of course, refusal to register a mark does not prevent a former user from 
continuing its use, but it deprives him of the benefits of the statute, and this 
should not be done if it can be avoided by fair, even liberal, construction of 
the act, designed as it is to promote the domestic and foreign trade of our 
country. 


The record discloses that the faces of appellee’s dolls, in general, were 
very much alike and that the dolls of the “Storybook Series” were alike 
except for costume. There is no evidence regarding the nature of the 
dolls sold by appellant other than the impression to be drawn from the 
term which he seeks to register. That term when used as a trade-mark 
obviously distinguishes appellant’s goods from other goods of the same 
class sold by appellee, and under the authorities hereinbefore cited ap- 
pellant was entitled to registration of his mark. 


The commissioner in the instant case decided the issue not only on 
an inter partes basis but also on an ex parte basis. There is no occasion 
therefore to discuss the nature of those proceedings as the applicable 
law is the same in both proceedings. In re Keller, Heumann & Thompson 
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Co., Inc., 23 C.C.P.A. (Patents) 837, 839, 81 F. 2d 399, 28 USPQ 221; 
In re Laskin Brothers, Inc., 32 C.C.P.A. (Patents) 820, 146 F. 2d 308, 
64 USPQ 225. However, the court has sought to bolster its position by 
dictum which shows numerous contradictions in its previous decisions, 
all of which have no bearing on the issue in the case at bar. 


For example, this court in the exercise of its judicial prerogative has 
repeatedly and publicly admonished the tribunals of the Patent Office 
that the primary purpose of the Trade-Mark Act of 1905 was to safe- 
guard the public interest and that, regardless of the issues raised by the 
notice of opposition, it was not only the right but also the duty of the 
Commissioner of Patents in an opposition proceeding to refuse to register 
any mark whose registration was prohibited by the mandate of the 
statute. Dubonnet Wine Corp. v. Ben-Burk, Inc., 28 C.C.P.A. (Patents) 
1298, 121 F. 2d 508, 50 USPQ 76; Englander, etc. v. Continental Dis- 
tilling Co., 25 C.C.P.A. (Patents) 1022, 1024, 95 F. 2d 320, 37 USPQ 264. 


The case last cited is one of the leading cases on the point in question. 
There the court stated in part that: 


*** af an applicant’s mark be identical with a registered mark owned by 
another, or confusingly similar thereto, and the goods of the applicant are of 
the same descriptive properties as those of the registrant, the application for 
registration should be denied, regardless of the issues raised by the notice of 
opposition. *** (Italics supplied) 


Despite the mandate of the statute, and irrespective of the public 
interest and the doctrine hereinbefore described, this court in the exercise 
of its judicial prerogative has authorized the registration of an appli- 
cant’s mark which was not only identical with a registered mark pre- 
viously owned by another but which also was used by the newcomer on 
goods of identical descriptive properties. Revere Paint Co. v. 20th Century 
Chemical Co., 32 C.C.P.A. (Patents) 1096, 150 F. 2d 135, 66 USPQ 65. 


There the court authorized the registration of the involved mark with 
the recommendation that the original owner of the mark could thereafter 
bring an action for the cancelation of the mark thus registered by the 
authority of the court. 


This court in an opposition proceeding has heretofore permitted, at 
least twice, the registration of trade-marks whose registration were pro- 
hibited by the mandate of the statute because, as stated in the opinion 
of the court, the opposer had failed to allege in its notice of opposition that 
the applicant’s mark was merely descriptive of the goods with which the 
mark was used. Hygrade Sylvania Corp. v. Sontag Chain Stores Co. Litd., 
29 C.C.P.A. (Patents) 799, 125 F. 2d 389, 52 USPQ 349; The Crown 
Overall Manufacturing Company v. Desmond’s, 37 C.C.P.A. (Patents) 

‘ i ia USPQ 
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The reason given for the action of this court in thus permitting the 
registration of prohibited marks was that neither the opposer nor this 
court represents the public interest relative to the registration of trade- 
marks and only the commissioner can decide whether or not an applicant 
has a right to register. 


That fallacy has been relied upon constantly by this court in the past 
in permitting the registration of prohibited marks. No consideration 
whatever has been given by the court to the fact that the sole and basic 
reason for the establishment and maintenance of this court is to safe- 
guard the public interest. Moreover, the statute explicitly provides that 
the court after hearing an appeal “shall return to the commissioner a 
certificate of its proceedings and decision, which shall be entered of record 
in the Patent Office, and shall govern the further proceedings in the case.” 
R. S. 4914, 35 U.S.C. § 62. (Italics supplied) 


Moreover, discriminatory technicalities with respect to matters of 
form which always result in repetitious litigation are now outlawed by 
the Trade-Mark Act of 1946, which specifically provides: 


Sec. 37. In any action involving a registered mark the court may deter- 
mine the right to registration, order the cancelation of registrations, in whole 
or in part, restore canceled registrations, and otherwise rectify the register 
with respect to the registrations of any party to the action. Decrees and orders 
shall be certified by the court to the Commissioner, who shall make appropriate 
entry upon the records of the Patent Office, and shall be controlled thereby. 
(Italics supplied) 


The court hereinabove has discussed and passed upon the question 
of confusing similarity, despite the fact that appellee took no appeal from 
the decision of the commissioner on that point and there are no reasons 
of appeal upon which the court has predicated its decision. A decision 
handed down simultaneously herewith, holds that where there are no 
reasons of appeal, the court is without jurisdiction to consider any such 
issue. Alumatone Corporation v. Vita-Var Corporation, 37 C.C.P.A. 
(Patents)  F. 2d ‘ USPQ 


The decision of the Commissioner of Patents, for the reasons herein- 
before stated, should be reversed. 
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AKTIEBOLAGET BOFORS v. UNITED STATES 
No. 1718-50—U.S.D.C.W.D.C.—October 10, 1950 


CourTs—Jurisdiction—General 
Jurisdiction of Federal District Court for District of Columbia, in actions 
against the United States for breach of contract is limited to claims involving not 
more than $10,000. 
Court of Claims alone has jurisdiction over actions against United States for 
breach of contract involving amounts in excess of $10,000. 


UNFAIR COMPETITION—Basis of Relief—General 

Owner of secret process has right not to have secret made public by theft, 
bribery or stealth, or by breach of confidential relation. 

To maintain monopoly, owner of secret process must have recourse to patent 
laws. 

Once secret process becomes public, provided disclosure is not obtained un- 
lawfully, property rights in the secret come to an end. 

It is the employment of improper means to procure trade secrets, rather than 
mere copying or use, which is basis of liability. 

Person to whom secret process is lawfully disclosed in connection with license 
to use it, held not guilty of tortious act if he uses the process beyond scope of 
license. 


Suit for damages for alleged illegal use of secret process by Aktiebola- 
get Bofors against United States. Defendant’s motion to dismiss com- 
plaint granted. 


C. E. Rhetts and Warner W. Gardner, of Washington, D. C., for 
plaintiff. 

George Morris Fay and Ross O’Donoghue, of Washington, D. C., for 
defendant. 


HOLTZOoFF, D. J.: 


This case involves the nature of the property in a secret process. Spe- 
cifically the question presented is whether a person to whom a secret 
process is lawfully disclosed in connection with a license to use it, is 
guilty of a tortious act if he uses the process beyond the scope of the 
license. The matter comes before the Court on a motion to dismiss the 
complaint. 


It appears from the allegations of the complaint that the plaintiff, a 
Swedish corporation, was the owner of a secret process for the manufac- 
ture of an antiaircraft weapon known as the “Bofors gun.” On July 21, 
1941, the plaintiff entered into a contract with the United States whereby 
it granted to the Navy Department of the United States an exclusive 
license to make, use, and have made the Bofors gun in the United States 
“for the United States use.’”’ By this contract the plaintiff also agreed to 
disclose the secret process to the Navy Department. The latter, in turn, 
undertook to pay to the plaintiff the sum of $600,000 as compensation 
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for the license and the disclosure. The plaintiff disclosed the secret process 
to the United States Naval Attache at Stockholm, and received the pay- 
ment provided for in the contract. Subsequently the United States manu- 
factured large quantities of the Bofors gun and furnished many to allied 
and friendly powers under the so-called Lend-Lease Act, the China Aid 
Act, the Greek-Turkish Aid Authority, and other similar statutes. The 
plaintiff claims that this course of conduct on the part of the United States 
was a violation of the license; which was limited to the manufacture of 
the guns “for the United States use.” The plaintiff objected to this 
alleged abuse of the license, but its protests were of no avail.' 


This action is brought against the United States to recover damages 
for what is claimed to be an illegal use of the secret process in excess of 
the limitation of the license. The amount of damages prayed for is 
$2,000,000. 


The Government moves to dismiss the complaint on the ground that 
this Court is without jurisdiction of the action, in that the claim sought to 
be asserted is one for breach of contract, while the jurisdiction of this 
Court in actions against the United States for breach of contract is lim- 
ited to claims involving not more than $10,000. The Court of Claims alone 
has jurisdiction over actions against the United States for breach of 
contract involving an amount in excess of that sum.? The plaintiff con- 
tends, on the other hand, that the action sounds in tort and that this 
Court has jurisdiction under the Federal Tort Claims Act.? The question 
to be decided, therefore, is whether the complaint sets forth a cause of 
action in tort. 


Property rights in an unpatented secret process are circumscribed and 
limited. The owner of such a process has a right not to have the secret 
made public by theft, by bribery or stealth, or by breach of a confidential 


cE + samo to the complaint as an exhibit is a rather picturesque letter, reading as 
ollows: 
“The White House 
Washington 


January 21, 1942 
“Alexander Proudfit, Esquire 


64 East 86th Street 
New York, N. Y. 
Sir: 
I have your letter of December 30 telling me to tell the Army and the Navy to 
stop manufacturing Bofors guns for the use of the United Nations in the defeat 
of Germany and Japan. 

I can only say to you that if I had a client who asked me to do what you are 
asking your Government to do I should tell him to jump in the lake. 


Very truly yours, 


(signed) 
Harry L. Hopkins.” 


2. 28 U.S.C. § 1846(a) (2), and § 1491. 
8. 28 U.S.C. § 2671 et seq. 
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relation, such as that of an employer and employee. The person who ob- 
tains the secret in such an illegal manner commits a tort. So long as the 
secret remains intact, anyone who invades it, is guilty of a tortious act. 


On the other hand, once a secret process becomes public, provided the 
disclosure is not obtained by unlawful means, the property rights in the 
secret come to an end. The information that had previously been private 
is thrown into the public domain. If the person who originally owned the 
secret decides to maintain a monopoly, he must have recourse to the patent 
laws and obtain a patent on his invention, if, indeed, it is patentable. The 
very object of the patent law is to grant a monopoly to an inventor for 
a limited period in exchange for a public disclosure of his invention and 
compliance with the other requirements of the patent statutes. Conse- 
quently no tort is committed by one who uses the information previously 
embraced in a secret, if the disclosure was obtained by lawful means. 

Thus, in Gayler v. Wilder, 10 How. 481, 493, Chief Justice Taney 
made the following observation :— 


“The inventor of a new and useful improvement certainly has no exclusive 
right to it, until he obtains a patent. This right is created by the patent, and 
no suit can be maintained by the inventor against any one for using it before 
the patent is issued.” 


In Brown v. Duchesne, 19 How. 183, 195, Chief Justice Taney reiter- 
ated the same thought in the following language :— 
“* * * this court has always held that an inventor has no right of property 


in his invention, upon which he can maintain a suit, unless he obtains a patent 
for it, according to the Acts of Congress; * * *.” 


A decision on all fours with the case at bar is Fulmer v. United States, 
(ND-Ala.) 83 F. Supp. 137. There, too, the plaintiff sued the United States 
for damages for use of an unpatented invention, which was confidentially 
disclosed to Government officers. He sought to sustain his claim under the 
Federal Tort Claims Act. The Court held that the allegations did not 
establish a tort and that, therefore, the action did not lie in the District 
Court. 

This doctrine has been adopted by the “Restatement of the law of 
Torts,” Section 757, which contains the following pointed summary of 
these principles of law:— 


“It is the employment of improper means to procure the trade secret, rather 
than the mere copying or use, which is the basis of the liability under the rule 
stated in this Section.” 


. A. O. Smith Corp. v. Petroleum Iron Works Co., (C.C.A. 6th) 73 F. 2d 531, 536- 
589; Booth v. Stutz Motor Car Co. of America, (C.C.A. 7th) 56 F. 2d 962; Feasel 
v. Nozall Polish Mfg. Co., (ED-Pa.) 268 F. 887, 891; Peabody v. Norfolk, 98 
Mass. 452; Radium Remedies Co., v. Weiss, 178 Minn. 342; Steel Car Co., v. Steel 
Car Co., 210 Pa. 464. 
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In the light of the foregoing considerations, the conclusion necessarily 
follows that the complaint does not set forth a cause of action in tort and 
that, therefore, this action may not be maintained under the Federal Tort 
Claims Act. Whether the complaint sets forth a cause of action for breach 
of contract need not be determined at this time. It may be perhaps argued 
with considerable cogency that the phrase “for the United States use” 
includes use by powers engaged in a common enterprise with the United 
States and that, therefore, there is not even a breach of contract. This 
question, however, is not presented for determination at this time. 


Motion to dismiss the complaint is granted. 


MACDONALD ET AL. v. WINFIELD CORPORATION ET AL. 
No. 8708—U.S.D.C.E.D.Pa.—August 30, 1950 


ConTRACTS—Construction—Particular Instances 
On facts of record, meaning and effect of contract held to be that plaintiff was 
to get entire library “business,” that defendant would take steps to transfer assets 
to preserve business continuity and to enable plaintiff to establish himself in field. 
Contract held to imply agreement that defendant will not use name “Snead” 
in competition with plaintiff. 
On facts of record, parties held to have used words “patent rights” as mean- 
ing patents. 
ConTRACTS—Construction—General 
While, as a general rule, what is not expressed in a contract will not ordi- 
narily be implied, if it appears from the terms and circumstances that an obliga- 
tion was within contemplation of the parties and is a necessary implication from 
the contract provisions, the law will imply and enforce the obligation. 
With regard to meaning and intent of contract, parol evidence rule excludes 
all testimony as to negotiations leading up to formation of contract. 
Circumstances existing at time of contract and thereafter, subsequent declara- 
tions and admissions of the parties are considered in settling disputed questions 
of interpretation. 
TRADE NAMES—T ransfer—Restrictive Covenants 
When corporation conveys its business, expressly granting to purchaser the 
right to use name and agreeing to eliminate name from corporate name of trans- 
feror, at same time announcing to customers that it is definitely going out of that 
business, held that transferor’s agreement not to use the name is necessarily 
implied. 
Abstract right of corporation to compete in business under its own name, held 
not involved in this case. 
ConTRACTS—Breach—Particular Instances 
Defendant’s refusal to assign patents held breach of contract by which de- 
fendant agreed to assign to plaintiff “patent rights” applicable to products pertain- 
ing to library equipment. 
ConTRACTsS—Conditions—Waiver 
Plaintiff held extitled to waive condition inserted in contract for his protection 
and defendants have no right to insist on performance of the condition. 
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Courts—Pleading and Practice—Findings and Conclusions 

Trial Court’s ruling that condition in contract was inserted for benefit of seller 
was finding of fact. 

Requests of parties for findings of fact and conclusions of law need not be 
answered where Court’s opinion contains complete statement of all material facts 
and resulting conclusions of law. 

ConTRACTS—Assignability—General 

Contracts calling for special skill and experience, in installing equipment, held 

non-assignable without consent of customers. 
UNFAIR COMPETITION—Basis of Relief—General 

On facts of record, defendant held guilty of wilful and malicious unfair com- 
petition in attempting to convince trade that it was carrying on the identical busi- 
ness it had agreed that plaintiff should have. 

UNFAIR COMPETITION—Damages—General 

Where injury is to goodwill, ascertainment of damages is difficult and this is 
particularly true of specialized contracting business such as that involved here; 
but in present case there is no doubt there have been substantial damages though 
amount remains uncertain. 

Difficulty of ascertainment is no longer confused with right of recovery for 
proven invasion of plaintiff’s rights. 

Wilful destruction of business is ground for imposing punitive damages on 
wrongdoer; and even if there were no evidence upon which to estimate actual 
damages an award of exemplary damages would be proper. 

UNFAIR COMPETITION—Scope of Relief—Particular Instances 

On facts of record, compensatory damages in amount of $80,000 awarded 
plaintiff, together with exemplary damages in amount of $80,000, because of de- 
fendant’s wilful attempt to appropriate entire goodwill of plaintiff’s business. 

Plaintiff held entitled to injunction restraining defendant from using name 
“Snead” and against defendant’s unfair competition. 

Defendant’s counterclaim dismissed. 


Breach of contract and unfair competition suit by Angus S. Mac- 
donald, Angus S. Macdonald, Trustee, and Angus Snead Macdonald Cor- 
poration, against Winfield Corporation, formerly The Phoenix Iron Com- 
pany, and Virginia Metal Products Corporation, formerly Snead & Com- 
pany. Judgment for plaintiffs granting injunction and damages and dis- 
missing counterclaim. 


Milton M. Gottesman and Robert L. Wright, of Washington, D. C., 
and Henry Temin, of Philadelphia, Pa., for plaintiffs. 

Raymond J. Bradley and Owen B. Rhoads, of Philadelphia, Pa., for 
defendants. 


KIRKPATRICK, C. J.: 


This is a suit for damages for breach of contract and unfair com- 
petition. The substance of the cause of action is that the defendant, having 
agreed to transfer to the plaintiff an established library equipment busi- 
ness, refused to carry out certain of its obligations under the agreement 
and entered into generally unfair competition with the plaintiff. The de- 
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fendant’s right to compete is not questioned, but it is charged that the 
defendant’s trade practices and methods constituted, in effect, an unfair 
and malicious attempt to appropriate or destroy the goodwill of the 
business. 

The case centers chiefly upon the defendant’s representations to the 
trade that it and not the plaintiff was the owner of the business, coupled 
with the defendant’s use, in connection with its products and services, of 
the name “Snead” by which the business had long been publicly known. 

Snead & Company was a manufacturing corporation with its plant at 
Orange, Virginia. Among other things, it was engaged in making and 
installing equipment for libraries. This branch of the business repre- 
sented from 15% to 30% of the whole. It was a more or less separate 
department and required special experience and engineering skill. It had 
been carried on under the Snead name in various forms for nearly 100 
years. 

In July, 1946, Snead & Company was in serious financial difficulty. 
Negotiations for its rehabilitation culminated in a contract dated August 
9, 1946, by which the defendant, Winfield Corporation,? agreed to pur- 
chase the outstanding common stock and to convey to Macdonald (presi- 
dent of Snead & Company and owner, as trustee, of most of the stock) 
certain assets and rights pertaining to the library business. Although 
not conceded by the defendant, there is no doubt that it was the intention 
and the mutual understanding of the parties that Macdonald? was to get 
the entire library “‘business” (a term perfectly well understood by busi- 
ness men, whatever its exact legal meaning) and that the defendant 
would take a number of steps relating to the transfer of assets, in order 
to preserve the continuity of that business and to enable Macdonald to 
establish himself in the field; and I hold that to be the meaning and effect 
of the contract. 


Apparently, as an afterthought, the defendant now contends that 
something short of a transfer of the entire business was contemplated, 


1, The provisions of the contract pertinent to this controversy are set out at the end 
of this opinion. [Editor’s Note: See last footnote.] 


. At the time the contract was executed, this defendant’s corporate name was The 
Phoenix Iron Company. It was later changed to Winfield Corporation. For con- 
venience I have used the word “defendant” interchangeably as meaning either or 
both of the two defendants. Winfield Corporation controls Virginia Metal Products 
Corporation (formerly Snead & Company) and there is no need of making any 
distinction between the defendants. 


. On September 1, 1946, Macdonald and others had incorporated Angus Snead Mac- 
donald Corporation for the purpose of entering the library equipment business. 
Macdonald has been its president to the present time and has directed its policies. 
For convenience both the individual and the corporation will be referred to through- 
out as “Macdonald.” Later on Macdonald organized a subsidiary corporation, named 
it Snead & Company and did business under that name, registering it as an as- 
= named under the Virginia statute for the purpose of doing business in 

irginia. 


no 


Co 
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namely, merely the right to set up a selling organization to market equip- 
ment manufactured by it. Certainly its managing officers did not under- 
stand it that way. For example, shortly after the stock was transferred 
the defendant’s general manager, in a letter to one of Macdonald’s asso- 
ciates, referred to the contract as “providing in part that under certain 
conditions the library and bookstack business would be turned over on or 
before October 18, 1946 to a company to be formed by Mr. Macdonald.” 
In another letter a month or two later, to a prospective customer, the 
defendant said, “For your information, Snead & Company is definitely 
going out of the library and bookstack business, and the Angus Snead 
Macdonald Corporation has been formed to take over the library and 
bookstack business of Snead & Company.” Similar expressions appear in 
other letters. 

Upon the disputed point, whether the defendant remained free to use 
the name “Snead” in competition with Macdonald, I think that the con- 
tract unmistakably implies an agreement on the part of the defendant 
that it will not do so. The contract (Paragraph 14a) recites that some 
or all of the stockholders of Snead & Company are desirous of continuing 
to be engaged in the sale of products pertaining to library equipment, 
and then goes on (Paragraph 14c) to say, “As soon as the undersigned 
changes to name of the corporation, the said Angus S. Macdonald, 
Trustee, shall have the right to use the name ‘Snead’ or ‘Snead & Com- 
pany’”’, or in other words, “You are planning to carry on the library 
business (hitherto carried on by us under the name Snead). From now 
on you may use the name Snead, and we will change our name to some- 
thing else.”” What conclusion could any intelligent person draw from this 
provision of the contract other than that the defendant would no longer 
use the name? What other explanation can be suggested for the provision 
that the defendant would change its name and so eliminate “Snead” from 
its corporate title? The defendant has suggested none, nor can I think 
of any. 

A letter from Thomson, who had been the defendant’s president during 
the period of contract negotiations, gives a pretty clear indication of 
what the defendant understood about the use of the name. In answer to 
an inquiry from the defendant’s new president, he says that he can see 
no reason why the name could not be freely used in the part of the 
business not connected with library equipment but “I would stay away 
completely from using that name regarding libraries and bookstacks.” 

The circumstances surrounding the deal confirm the view that the 
defendant did not intend to keep the right to use the name. While there 
was nothing to prevent Winfield from continuing in the library contract- 
ing business, the fact is that, at the time, its officers not only had no 
intention whatever of doing so and did not take any steps in that direction 
for months, but had definitely decided to give it up altogether. The de- 
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fendant’s secretary and treasurer testified: “During the period of Sep- 
tember, October and November, the general policy was that Virginia Metal 
Products, or as it was then, Snead & Company, was giving up the library 
business, they were going out of the library business.” It is also quite 
apparent that they considered the name “Snead” of little value. Dun 
& Bradstreet had issued a pink slip against it. A receivership proceeding 
was pending and it had filed a petition in bankruptcy under Chapter X. 
It was not until much later, when they decided to go into the business 
and took the first step looking toward competition, that they became con- 
vinced that the name stood high with architects, colleges and libraries, 
and possessed a goodwill developed through years of expert and highly 
satisfactory performance, a good deal of which had been under Mac- 
donald’s direction and supervision. 

The decisions cited by the defendant to the effect that the grant of 
the right to use the seller’s name in connection with the sale of a busi- 
ness does not imply that the seller has relinquished it, merely state one 
phase of the general rule that what is not expressed in a contract will 
not ordinarily be implied. In all the cases the Courts have been careful to 
point out that, in spite of the rule, such agreement may be implied if 
the terms of the contract and the circumstances clearly disclose an in- 
tention to that effect. For example, in F. T. Blanchard Co. v. Simon, 104 
Va. 209, the Court said that an intention to divest one’s self of the right 
to use one’s own name in business and transfer it to another “will not 
readily be presumed, but must be clearly shown. Where it is so shown, 
the transaction will be upheld * * *.” 

“If it can be plainly seen from all the provisions of the instrument 
taken together that the obligation was within the contemplation of the 
parties when making their contract or is necessary to carry their intention 
into effect—that is, if it is a necessary implication from the provisions 
of the instrument—the law will imply the obligation and enforce it.” 12 
Am. Jur. (Contracts) Sec. 239. “In the absence of an express provision 
therefor, the law will imply an agreement by the parties to a contract to 
do and perform those things that according to reason and justice they 
should do in order to carrry out the purpose for which the contract was 
made, and to refrain from doing anything which will destroy or injure 
the other party’s right to receive the fruits of the contract.” 17 C.J.S. 
778 and cases cited. See also Uproar Co. v. National Broadcasting Co., 
81 F. 2d 373, 377 [26 TMR 363]. 

When a corporation conveys its business, expressly granting to the 
purchaser the right to use the name and agreeing to eliminate the name 
from its corporate title, at the same time announcing to customers that 
it is definitely going out of the business, its agreement not to use the 
name is, in my opinion, a necessary implication from the provisions of 
the instrument. 
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The defendant’s present effort to justify its conduct on the ground 
that it owns the stock of a subsidiary called “Snead Inc.” is a mere 
quibble. That company was a mere real estate holding device amounting 
to no more than a department of the defendant and never at any time 
did any business of any kind. “Snead” is not the defendant’s name nor 
any part of its corporate title and has not been since January, 1947, and 
the question of the abstract right of a corporation to compete in busi- 
ness under its own name is not in the case. 

Pursuant to the agreement of August 9, 1946, the stock of Snead & 
Company was transferred to Winfield, and Macdonald proceeded to set 
up an organization. A substantial number, apparently a majority, of 
the Snead employees who had special skill and experience in the library 
business left the defendant and went with Macdonald. 

No sooner had the stock been transferred than the parties ran into 
difficulties in connection with the provisions of the contract relating to 
the assets of the library business and they were soon hopelessly at logger- 
heads. There were disputes about almost every item. The plaintiff con- 
tends that the defendant refused to perform a number of its contract 
obligations, thereby seriously hindering Macdonald’s efforts to establish 
himself. This is true as to some, but not all, of the terms of the contract. 

Paragraph 14(e) gave Macdonald the right to purchase “any or all” 
of the special tooling, patterns, models and samples used exclusively in 
the library business at its book value “if any.” The way in which the 
company kept its records made it extremely difficult to arrive at anything 
which could be called “book value” for the tools. An inventory of them 
was prepared and the tools offered to Macdonald at a figure ($4,532.50) 
arrived at by estimating the cost of each tool and depreciating it at the 
rate of 714% per annum. On the other hand it appeared from the com- 
pany’s income tax return that all these tools had been depreciated to 
zero as of December 31, 1945. Macdonald refused the tools at the de- 
fendant’s price but did accept, on July 13, 1947, a lot of patterns, samples 
and models at a figure of $1.00. I think that there was a breach of the 
contract in this regard by the defendant, but not a very important one. 

By paragraph 14(a) the defendant agreed to assign to Macdonald the 
“patent rights” applicable to products pertaining to library equipment. 
The defendant took the position (which it still maintains) that the ex- 
pression “patent rights” does not include the patents themselves, and 
offered Macdonald (April 16, 1947) a royalty-free license, which Mac- 
donald refused. The patents themselves have never been assigned or 
tendered. The defendant’s position cannot be sustained. 


4. In a letter to a prospective customer, dated December 13, 1946, the defendant’s 
vice-president and general manager stated that the Macdonald Corporation has 
“the former engineering talent of Snead & Company.” 
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The fact that a distinction between patents and patent rights was 
drawn in a case (cited by the defendant) construing the Bankruptcy Act 
is of very little help in determining what these parties meant when they 
used the latter term in their contract. The paragraph of the contract in 
question begins by referring to contracts on Snead & Company’s books 
relating to “products pertaining to library equipment * * * as covered 
by the patent rights applicable thereto.” Of course, Snead & Company 
were not licensees or assignees but owners of the patents and the prod- 
ucts in question were not covered by any “patent rights” as the defen- 
dant now defines that term, but by the patents themselves. Whether or 
not there is any legal distinction between the two, it is evident that the 
parties to the contract used the words “patent rights” as meaning patents 
and obviously considered them as the same thing. 


The defendant’s refusal to assign the patents was a breach of the con- 
tract. It is true that the defendant has never attempted to enforce them 
against Macdonald or to prevent him from selling or having manufactured 
the products covered by them. The importance of the matter lies in the 
fact that the record ownership of the patents put the defendant in a posi- 
tion, when it was bidding against Macdonald, to say to the customers, 
as it repeatedly did, that it was the owner of all the patents that Snead 
& Company ever had—a statement, the implications of which could not 


but have had its effect upon the prospective purchasers of the equipment. 


Paragraph 14(a) also contains an agreement by the defendant to 
assign to Macdonald the contracts for the installation of library equip- 
ment which were on the company’s books on August 9, 1946. There were 
a large number of them, amounting in all to about $400,000. The defen- 
dant, about the middle of October, 1946, in the course of abortive 
negotiations looking toward making a supplement contract, offered the 
whole batch to Macdonald, who refused them as offered, claiming the 
right to reject at least one of them on the ground that it would involve a 
loss. Later on, the defendants completed most of the contracts on the 
books for its own account, incurring a total loss of about $150,000, for 
which amount it has counterclaimed in this action. The plaintiff, on the 
other hand, contends that the tender was of no effect and that the de- 
fendant’s whole course of conduct in connection with these contracts 
constituted a breach upon its part, for which he is entitled to damages. 


The parties are in full agreement that “The purpose of this provision 
was evidently to give the new company a quick source of revenue which 
would enable it to establish itself.” It is plain that the provision was 
entirely for Macdonald’s benefit, and so I find.s This being so, there is 


5. It was held in Fred W. Mears Heel Co. v. Walley, 71 F. 2d 876, that the trial 
Court’s ruling that a condition in a contract was inserted for the benefit of the 
seller was a finding of fact. 
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no reason why he could not waive or refuse to accept performance of it 
if he came to the conclusion that the contracts would be a burden, or 
for any other reason. “* * * it follows as a matter of law that the plaintiff 
may waive the condition inserted in the contract for his benefit, and that 
the defendant has no right to insist on the performance of the condition.” 
Walley v. Fred W. Mears Heel Co., 4 F. Supp. 277, 278. 

Macdonald’s contention that the defendant breached the contract in 
respect of the assignments must be considered in connection with Para- 
graph 14(a) which provides “the undersigned will endeavor to manu- 
facture the required equipment and materials for its account and will use 
its best endeavors to produce such products for the new company.” This 
agreement has a close relation to the promise to assign the contracts. 
Obviously, Macdonald, who had no manufacturing plant, could not take 
any steps toward completing the contracts, should they be assigned to 
him, until he was assured of some way of getting the equipment made. 
Of course, he could have gone elsewhere, as he did later, but in October, 
1946, there seemed to be some prospect that the defendant would do the 
work. However, the whole matter was up in the air. The defendant had 
agreed to manufacture for Macdonald at cost plus 10%, but no formula 
acceptable to both parties for determining cost had been arrived at and 
as a matter of fact none was, until months later. There were also two 
contracts (involving a type of library installation known as “modular 
construction”) which the defendant definitely refused to work upon under 
any conditions. After April 9, 1947, the defendant gave quotations to 
Macdonald when requested but Macdonald did not make credit arrange- 
ments satisfactory to the defendant which was a condition precedent to 
its obligation to manufacture. In February, 1947, he had made arrange- 
ments to have another concern manufacture library equipment for him. 

I think it unnecessary to decide whether the defendant breached either 
the term relating to the assignment of contracts or to manufacturing the 
equipment. If the defendant was guilty of a breach, Macdonald has no 
provable claim for damages in respect of it. The contracts included in- 
stalling the equipment sold, a matter calling for special skill and experi- 
ence. They were therefore nonassignable without the consent of the cus- 
tomers and there is no evidence that any customer would have agreed to 
accept Macdonald in place of the defendant. In fact, in view of Mac- 
donald’s financial position at the time, it is even more a matter of con- 
jecture whether any would. The result is that neither party has shown 
that a breach of this term by the other could have made any difference 
to him, and this applies equally to Macdonald’s claim for damages and 
to the defendant’s counterclaim, even had the defendant’s right been 
otherwise established. 

Paragraph 14(f) relates to sales arrangements for library equipment 
products with foreign concerns. I cannot find that Macdonald was de- 
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prived of this business by any act on the part of the defendant or that 
the defendant breached its obligation in respect of this provision. 

I have gone into the alleged breaches by the defendant of these more 
or less secondary provisions of the contract perhaps more fully than 
strictly necessary, but a great deal of testimony and a number of requests 
are directed to them. Actually, the whole matter touches only the fringe 
of the main issue in the case. 


In February, 1947, the defendant stopped referring inquiries about 
library equipment to Macdonald and began to compete with him for the 
business. By May it had obtained contracts for approximately $150,000 
of business, but not until July, 1947, did it go into all-out competition, 
making use of the Snead name in every way it could, short of putting it 
back into its corporate title. 


The facts are not in dispute. In fact, there could be no dispute that, 
from July, 1947, on, the defendant did everything possible to convince 
the trade that it-and not Macdonald was carrying on the identical business 
which it had agreed that he should have.¢* This, in view of the contract, 
made the defendant’s competition unfair by any test, but the defendant 
went a great deal further. In various letters and statements to the trade 
it created the impression that Macdonald’s use of the Snead name to 
identify his company with the old Snead business was not only without 
justification but deliberately misleading and intended to confuse custom- 
ers. Incidentally, the defendant tried (unsuccessfully) to have mail ad- 
dressed to Snead & Company at Orange, Virginia, delivered to it and so 
divert inquiries for new business. 


Typical of the kind of competition which the defendant carried on is 
a letter written by its president to the University of Washington archi- 
tects. In it, among other things, the defendant says, ‘““When we changed 
the name of Snead & Company to Virginia Metal Products Corporation 
on the first of this year the Corporation Commissioner of Virginia in- 
formed us the retention of the name of Snead Incorporated would protect 
us from anyone” using the corporate name of Snead & Company * * *. 
However, about sixty days ago the Angus Snead Macdonald Corporation 
registered the name of Snead & Company with the County Clerk in 
Orange Virginia, as an assumed name for the Angus Snead Macdonald 


. The defendant’s president testified: “I tried to tell everybody in our organization, 
if they thought ‘successor’ was the right way of putting it, I said, no, we are not a 
successor to Snead & Company, we are the company which was known as Snead 
& Company * * *. I think everybody in our organization had that drummed into 
him.” The defendant in its requests has asked the Court to find as a fact that in 
soliciting new library business “it used the name ‘Snead’ and ‘Snead & Company’ 
to identify itself and its products in its advertisements and letters soliciting 
business.” 


. Emphasis supplied. 
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Corporation and directed the postmaster to direct all Snead & Company 
mail to him * * *. Mr. Macdonald is again trying to create more con- 
fusion by virtually dropping the name of Angus Snead Macdonald Cor- 
poration and directly using the name of Snead & Company * * *. We 
own all of the patents that Snead & Company have ever had with the 
exception of the ‘Modular Construction’ patents, which we believe worth- 
less. We own all of the tools, machinery, plant, properties, etc., that the 
old Snead & Company ever had and when we say the old Snead & Com- 
pany we mean the Snead & Company that has been identified for 98 
years in the library business.” The effect is to falsify completely the 
whole situation, particularly in view of what the letter omits, namely, 
that by defendant’s own grant Macdonald had full right to use the name, 
that even on its own interpretation of his rights he was entitled to the 
free use and protection of the patents, and that the post office had con- 
firmed his right to receive the mail. The letter carries, by the plainest 
kind of implication, several vital misrepresentations: namely, that Mac- 
donald has no right to use the name or the patents, (the latter a disturb- 
ing suggestion for architects and contractors), that his business has no 
legitimate connection with the old Snead library business, that he is not 
equipped to carry it on and that his company is a slightly dubious concern 
trying to encroach upon the defendant’s old established business by ques- 
tionable methods. It is unnecessary to multiply examples. Plenty of similar 
statements can be found in the record. 

Even if the defendant had limited itself to using the Snead name in 
competition with Macdonald it is hard to see how it could be argued that 
it was acting in good faith under a mistaken belief as to its rights, but 
in view of its misrepresentations to the trade about Macdonald’s business, 
there can be no pretense of good faith as to any part of its competition. 

The defendant’s competition with the plaintiff has been clearly unfair 
and malicious. 

That the defendant’s wrongful conduct caused damage to the plaintiff 
in a substantial amount—not only in business which the defendant took, 
itself, amounting to nearly $1,500,000, but also in business which went 
to other competitors—is too plain to require much discussion. Besides 
this, the evidence shows specific instances in which the defendant’s in- 
sistence that it, and not Macdonald was the sole owner of the Snead 
business, patents, tooling, etc., created confusion and raised misgivings 
in the minds of prospective customers. In at least two cases where such 
assertions were made the contracts were awarded to competing firms 
although Macdonald was the low bidder. There were always plenty of 
other competitors in the bidding, and architects and contractors are 
usually anxious to steer clear of a situation which may involve them in 
litigation, especially if patent rights enter into it. A tabulation showing 
the results of bidding on some 178 bookstock contracts shows that when 
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poth the defendant and Macdonald bid neither of them could get anything 
like the proportion of jobs which they were able to obtain when only one 
of them bid. 

Where the injury done is to the goodwill of a business, the ascertain- 
ment of the amount of damages, in money, is never an easy task. One 
thing which makes the problem in this case exceptionally difficult is that 
the business was not that of selling a product under open market condi- 
tions but was a contracting business of a specialized kind. Like most 
contracting businesses, it consisted in competing for a limited number 
of rather large jobs, usually awarded to the lowest bidder after the sub- 
mission of sealed bids. In such a business it is practically impossible to 
point to any particular job and say just why it was lost, and the deter- 
mination of the total damages is bound to have far greater elements of 
uncertainty than in the ordinary case. This does not mean, however, that 
contractors are, for that reason, fair game for unscrupulous competitors, 
without hope of remedy for past injuries. All that can be asked of a plain- 
tiff in any case is the best proof of his loss of which the particular type 
of case is susceptible. 

Another difficulty is that the plaintiff in this case does not have the 
benefit of the rule-of-thumb method which is generally recognized by the 
courts as one way of ascertaining damages, namely, a comparison of the 
volume of business done by the plaintiff before and after the unfair com- 
petition began, in order to show how much it fell off. In the present case 
the competition started almost as soon as Macdonald began his business. 
Even the old Snead business cannot well be taken as a basis for com- 
parison because it had been completely suspended for some five years 
as a result of the conversion of the plant to war production and prior 
to that had been a branch of a larger manufacturing business. 

In one respect, however, this plaintiff’s position is better than that 
of the plaintiff in William Goldman Theatres v. Loew’s Inc., 69 F. Supp. 
103; affirmed per curiam, 164 F. 2d 1021. Not only did Goldman have no 
established, going business at the time of the defendant’s conspiracy, 
but his theatre never opened thereafter. The Court held that that fact 
did not prevent him from recovering estimated profits which it reason- 
ably appeared he would have made but for the defendant’s wrong. Mac- 
donald, on the other hand, was able to survive the competition of the 
defendant and has for nearly four years maintained himself in the field 
with a sufficient degree of success to keep the business very much alive. 
Thus, in the present case the Court is relieved of having to deal with 
one highly speculative element. 

The present case is one in which the wrong is wilful and malicious 
and in which there can be no doubt that there have been substantial 
damages, but in which, although the plaintiff has produced all the avail- 
able evidence, the amount remains extremely uncertain. 
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Several recent decisions of the Supreme Court (e.g. Story Parchment 
Company v. Paterson Parchment Paper Company, 282 U.S. 55, and Bige- 
low v. RKO Radio Pictures, Inc., 327 U.S. 251) show the steady progress 
of the law toward disregarding uncertainty in proving the amount of 
damages where the wrongful action of the defendant has made it im- 
possible for the plaintiff to measure up to the standard of proof which, 
50 years ago, would unquestionably have been exacted. “ ‘The constant 
tendency of the courts is to find some way in which damages can be 
awarded where a wrong has been done. Difficulty of ascertainment is 
no longer confused with right of recovery’ for a proven invasion of the 
plaintiff’s rights,” Bigelow v. RKO Radio Pictures, supra, page 265. The 
law of Virginia, which governs the damages in this case, is in step with 
the federal law. “While a litigant cannot escape his obligations to es- 
tablish his damages with reasonable certainty by the best evidence which 
is available, still where it is manifest that he is entitled to substantial 
damages, and does the best he can to give the jury all the information 
he possesses, he is not to be denied any recovery because he cannot dem- 
onstrate such damage with precision.” White Sewing Machine Co. v. 
Gilmore Fur Co., 128 Va. 630, 650. 


Throughout the whole discussion, the distinction, recognized by all 
authorities, between uncertainty as to whether any substantial damages 
resulted and uncertainty as to the amount, should be kept in mind. “If 
they (damages) are so uncertain, contingent and imaginary as to be 
incapable of adequate proof, then they cannot be recovered. When, how- 
ever, it is certain that substantial damage has been caused by the breach 
of a contract, and the uncertainty is not whether there have been dam- 
ages, but only an uncertainty as to their true amount, then there can 
rarely be any good reason for refusing all damages due to the breach 
merely because of that uncertainty.” Mass-Owens Co. v. Owens & Son, 
129 Va. 183. 


Courts proceed step by step, and while the record in this case presents 
a situation for which there is no directly controlling precedent, it is plain 
that in the nature of the case no better proof can be produced, and I 
think that the evidence is sufficient. 











































There was competent evidence to the effect that, on a normal volume 
of business, Macdonald could realize a profit of at least 10%. His opinion 
that he would have done twice as much business as he did but for the 
confusion created by the defendant is, of course, a guess and cannot be 
accepted as the basis of a finding. However, the proven fact is that where 
he bid alone against outside competition he was awarded 26 of a total of 
57 jobs, or nearly 50%, and that where the defendant bid against him 
he got only 6 of a total of 45, or less than 15%. Incidentally, in the con- 
tracts for which the defendant bid and the plaintiff did not, the defendant 
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was awarded 15 out of a total of 16. Of course, there is no absolute cer- 
tainty that the defendant’s competition was what caused the plaintiff to 
lose so many contracts. It is, however, as certain as anything of this sort 
can be, that the Snead name and goodwill were a definite factor in the 
competition. It can also be said that the record shows nothing other than 
the defendant’s competition to account for the poor showing by Macdonald 
whenever he had to meet it. Apparently there was nothing wrong with 
his organization. What he was able to accomplish over a period of four 
years in the face of very adverse conditions demonstrates that he had 
the requisite experience, personnel and resources to carry on a successful 
contracting business. Moreover the fact that he was able to obtain 32 
contracts for a total of $1,700,000 indicates that he was perfectly able 
to meet competition in the matter of prices. 


Based on the entire record finding is that the plaintiff has been dam- 
aged by the defendant’s unfair competition in the amount of $80,000, 
and I award that sum as compensatory damages. 


I am also of the opinion that the case is plainly one for exemplary 
damages. “That wilful and unauthorized destruction of one’s business is 
ground for the imposition of punitive damages on the wrongdoer has 
been settled ever since the decision in Peskine v. Shepperson, 17 Gratt 
(58 Va.) 472.” Anchor Co. v. Adams, 139 Va. 388, 392. The wrong proved 
in this case is an attempt (not successful, but plainly causing substantial 
harm and damage) to destroy or, at least, appropriate all the goodwill 
of an entire business. Even if there had been no evidence upon which an 
estimation of the amount of actual damage could have been made, an 
award of exemplary damages would be proper. The much vexed question 
as to whether exemplary damages can be awarded in connection with 
nominal damages is not involved. The term “nominal damages” properly 
used refers to cases where there has been a wrongful invasion of the 
plaintiff’s right but no actual damage of any kind done, in which case 
nominal damages are awarded merely to vindicate the right. Some courts 
have also used the expression to mean actual damage of a trivial amount, 
but, whichever it means, there is no question of “nominal damages” in a 
case where the existence of a large and substantial loss is clearly shown. 
In such case there can be no question that an award of exemplary damages 
is sustainable. 


I therefore award the plaintiff exemplary damages against the defen- 
dant in the amount of $80,000. 


Judgment may be entered for the plaintiff on the defendant’s counter- 
claim. 


8. For reasons stated, I have not allowed anything for alleged losses by either party 
in respect of the contracts on the defendant’s books as of the date of the transfer. 
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From what has been said it follows that the plaintiff is also entitled 
to an injunction restraining the defendant’s use of the name “Snead” 
and its unfair competition with the plaintiff in that and other respects, 
The terms of the injunction can be settled on submission of an order 
for judgment. 


Evidence 


A great many objections were made, particularly by the defendant, 
to offers of exhibits and portions of the testimony. 


I do not believe that it is necessary to deal with each separately. As 
has been stated, the facts relating to the kind of competition carried on 
by the defendant and the fact that it resulted in confusing the customers 
are not and could not be disputed, nor are the facts upon which I have 
found that it injured plaintiff and upon which I have awarded damages. 


With regard to the evidence bearing on the meaning and intent of 
the contract, the parol evidence rule, of course, excludes all testimony 
relating to negotiations leading up to the formation of the contract. I 
have not considered any testimony as to what was said or done by the 
parties prior to August 9, 1946, looking toward the formation of the 
contract. I received some testimony on the point subject to the objection 


and, although the defendant, who entered the objection, has based one or 
two requests for findings of fact upon it, I now sustain all objections to 
that portion of the testimony. 


Statements made by the defendant in writing and orally after the 
contract was consummated are a different matter. Where the question 
is whether an unexpressed term is included in a contract by necessary 
implication or where the meaning of the contract in certain particulars 
is in doubt, such evidence may always be received as showing the con- 
struction put upon the contract by the parties themselves and also as 
admissions by the defendant as to its understanding of the contract. In 
settling a point of disputed interpretation, it is not only proper but often 
necessary for the Court to receive evidence of the circumstances under 
which the contract was made and under which the parties proceeded to 
carry it out. Some, but very little, evidence offered for this purpose was 
immaterial but in general I have considered circumstances existing at 
the time of contract and thereafter, as well as the subsequent declara- 
tions and admissions of the parties in reaching my conclusions. 


As to the objections listed in the defendant’s brief to certain specific 
exhibits. In any case in which damages arising from confusion of the 
trade by unfair competition are involved the evidence necessarily will 
cover a wide range and include many letters and communications which, 
taken out of the context, might not of themselves be strictly relevant or 
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material. However, I sustain the defendant’s objection to P-4, 37, 42, 43, 
44, 51, 82, 94, 100, 103, 104, 106, 115 and the unnumbered exhibits follow- 
ing P-62. All other objections to exhibits are overruled. 


Both the plaintiff and the defendant have submitted requests for find- 
ings of fact and conclusions of law. These requests have been very helpful 
to the Court, but the foregoing opinion contains what I believe to be a 
complete statement of all material facts and resulting conclusions of law. 
All such statements of fact and law may be taken as the Court’s specific 
findings and conclusions and the requests need not be answered. 


The Contract 


(14) In the event the undersigned should purchase the said common stock it is 
agreed with Angus S. Macdonald, Trustee for himself and for all other present stock- 
holders of Snead & Company who shall elect to join with him in the enterprise 
hereinafter described, as follows: 

(a) Whereas, there now exist on the books of Snead & Company contracts calling 
for the production, delivery and/or erection of products pertaining to library equip- 
ment and certain products of a type known as modular construction as covered by 
the patent rights applicable thereto; and, whereas some or all of the present stock- 
holders of Snead & Company are desirous of continuing to be engaged in the sale 
of such products, it is agreed that Angus S. Macdonald, Trustee, shall have the 
right to organize a corporation for this purpose within sixty (60) days from the 
date of purchase and the undersigned will undertake to assign to the new company 
said contracts and patent rights applicable to said products pertaining to library 
equipment and to said modular construction and the undersigned will endeavor to 
manufacture the required equipment and materials for its account and will use its 
best endeavors to produce such products for the new company. 

(c) That as soon as the undersigned changes the name of the corporation, the 
said Angus S. Macdonald, Trustee, shall have the right to use the name “Snead” or 
“Snead & Company.” 

(e) That the said Angus S. Macdonald, Trustee, shall have the right to purchase 
any or all special tooling, patterns, models and samples used exclusively in the manu- 
facture and sale of library equipment, modular construction and vending machines 
and not suitable for use in the manufacture of any other products of Snead & 
Company, at its book value, if any, as shown on the books of Snead & Company at 
any time within sixty (60) days from date of purchase of said stock; any special 
tooling, patterns, models and samples so purchased shall be removed by the pur- 
chaser from the premises of Snead & Company within ninety (90) days after request 
by Snead & Company. 

All work done by the undersigned for Angus S. Macdonald, Trustee, or his assigns, 
under the foregoing provisions shall be paid for at cost plus a percentage of profit 
to be agreed upon between the parties from time to time. Credit arrangements must 
be made satisfactory to the undersigned. 

(f) That said Angus S. Macdonald, Trustee, shall have the exclusive right to 
continue and renew existing production and sales arrangements for partitions, and to 
make similar new arrangements, in all parts of the world, excepting only the United 
States, its Territories, Possessions, and Canada (the rights in which are reserved to 
Snead & Company) and to collect and retain all fees, commissions and other emolu- 
ment appertaining thereto. 
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P. BEIERSDORF & CO., INC. v. DUKE LABORATORIES, INC. 
No. 51-45—U.S.D.C.S.D.N.Y.—August 14, 1950 


Courts—Pleading and Practice—Venue 

Unless the balance is strongly in favor of defendant, plaintiff’s choice of form 
should rarely be disturbed. 

On facts of record, defendant held to have failed to sustain burden of estab- 
lishing strong balance in its favor necessary to support motion for change of 
venue. 

Courts—Pleading and Practice—Stay 

Whether court should stay proceedings before it is question going to exercise 

of discretion in application of inherent power. 


Party first bringing controversy into court of competent jurisdiction should be 
free from subsequent litigation over same subject matter and courts should not 
be called upon to duplicate each other’s work. 


On facts of record, motion for stay of subsequent trade-mark infringement and 
unfair competition suit granted where prior declaratory judgment suit in state 
court between same parties involving substantially similar issues may adjudicate 
all issue raised here. 


Trade-mark infringement and unfair competition suit by P. Beiers- 
dorf & Co., Inc. against Duke Laboratories, Inc. Defendant’s motion for 
transfer of action denied; and motion for stay of action granted. 


William Siskind and Gilbert Burris, of New York, N. Y., for plaintiff. 


Buckley & Buckley, New York, N. Y., and John A. Danaher, of Wash- 
ington, D. C., for defendant. 


MCGOHEY, D. J.: 


This is an action for trade-mark infringement and unfair competition 
commenced on July 20, 1949. Both plaintiff and defendant are New York 
corporations. On December 9, 1947 plaintiff’s entire capital stock was 
vested and seized by the Attorney General of the United States from the 
former German owners under the Trading with the Enemy Act. 

Defendant moves under 28 U.S.C.A. § 1404 (a) for a transfer of 
this action to the United States District Court for the District of Con- 
necticut, or, alternatively, for a stay of this action pending determination 
of an action brought by it against plaintiff May 20, 1949 in the Superior 
Court for the State of Connecticut, Fairfield County. 

The motion for a change of venue will be denied. ““* * * Unless the 
balance is strongly in favor of the defendant, the plaintiff’s choice of 
forum should rarely be disturbed.’ 

Defendant’s assertion that it will be inconvenienced by having to 








1. Gulf Oil Corp. v. Gilbert, 330 U.S. 501, 508; see Ford Motor Co. v. Ryan, 2 Cir., 
182 F. 2d 329, 330. 
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transport records and witnesses from its place of business in Stamford, 
Connecticut, is not persuasive. The distance between Stamford and New 
York, and Stamford and New Haven, where the Connecticut District 
Court sits, is about the same, and the plaintiff’s records and its prospec- 
tive witnesses, on the other hand, are in New York. 


Another ground advanced by defendant in support of transfer is that 
it desires to consolidate this action with one brought by plaintiff against 
one Carl J. Herzog in the Connecticut District Court. Herzog is the pres- 
ident of defendant corporation, and while defendant asserts that the 
issues in the action against him are such that consolidation will lie, I am 
not convinced from the papers before me that such is the case. The plain- 
tiff’s action against Herzog is based on his alleged breach of fiduciary 
duties during the period 1938-1947 when he was an officer and director 
of the plaintiff corporation. The parties here disagree on whether that 
case involves issues and proof similar to those in this action. The plead- 
ings in the Herzog action are not before me and so I hold that the 
defendant has not sustained its burden on this point. 


It is clear from the foregoing that defendant has failed to establish 
the strong balance in its favor necessary to support its motion for change 
of venue. 


The statutory privilege of access to a federal court is no longer re- 
garded as abs.lute. It may be curtailed if its exercise causes inconven- 
ience, delay and expense to the defendant.2 The question of whether a 
court should stay proceedings before it is one that goes to the exercise 
of a sound discretion in the application of its inherent power.? “The party 
who first brings a controversy into a court of competent jurisdiction for 
adjudication should, so far as our dual system permits, be free from the 
vexation of subsequent litigation over the same subject matter. The eco- 
nomic waste involved in duplicating litigation is obvious. Equally impor- 
tant is its adverse effect upon the prompt and efficient administration of 
justice. In view of the constant increase in judicial business in the federal 
courts and the continual necessity of adding to the number of judges, at 
the expense of the taxpayers, public policy requires us to seek actively to 
avoid the waste of judicial time and energy. Courts already heavily bur- 
dened with litigation with which they must of necessity deal should there- 
fore not be called upon to duplicate each other’s work in cases involving 
the same issues and the same parties.’ 


While the Connecticut Superior Court action is one for a declaratory 





2. Mottolese v. Kaufman, 2 Cir., 176 F. 2d 301, 302. 
8. Landis v. North American Co., 299 U.S. 248, 254. 


4, Crosley Corporation v. Hazeltine Corporation, 3 Cir., 122 F. 2d 925, 930; see Note, 
59 Yale L.J. 978, 988-90. 
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judgment and this one seeks an injunction against trade-mark infringe- 
ment and damages and an accounting for unfair competition, the issues 
in both cases are substantially similar. The amended complaint here relies 
upon an agreement between the parties entered into February 14, 1936; 
the Connecticut court is being asked to declare that agreement void. The 
demand here for damages and an accounting is matched by the prayers 
in Connecticut for a declaration “That plaintiff (defendant here) has 
fully paid and discharged any and all obligations which on any account 
were due to defendant (plaintiff here) in law or equity by reason of the 
course of dealing set forth in the complaint” and “That defendant (plain- 
tiff here) has no further or continuing claim against plaintiff (defendant 
here).” Plaintiff’s demand for an injunction against trade-mark infringe- 
ment is paralleled by the request that the Connecticut court declare de- 
fendant to be the owner of the trade-mark in controversy and that it 
enjoin plaintiff from interfering with defendant’s use thereof. 


The plaintiff urges that a stay of this action to allow the Connecticut 
action to proceed will not avail to accomplish that because it is said Duke 
Laboratories is enjoined from proceeding in Connecticut by an order 
entered last February in the New York Supreme Court in another pro- 
ceeding between these parties to compel arbitration on the contract in- 
volved here. The decision of Mr. Justice Hecht, on which this order was 
entered in New York, indicates that the stay he ordered may not have 
been intended to reach the Connecticut proceeding. 


Last April the Connecticut Court denied a motion to stay its proceed- 
ings. That motion was based on Justice Hecht’s order. Its decision, now 
on appeal, does not appear to have been reversed. As far as now appears, 
the action in Connecticut may proceed. If it does, all the issues raised 
here may be adjudicated there. 


In accordance with the policy against multiplicity of suits® this action 
will be stayed until the determination of the action between the parties 
now pending in the Fairfield County, Connecticut, Superior Court. 


Submit order. 


5. Mottolese v. Kaufman, supra. 
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B. B. PEN COMPANY v. BROWN & BIGELOW 
No. 1523—U.S.D.C.D.Minn.—August 11, 1950 


TRADE-MARKS—Acquisition of Rights—General 
The law of trade-marks stems from the law of unfair competition. 
Registration of trade-mark does not in itself confer any greater rights than 
existed at common law. 
At best, registration is but a method of recording, for purpose of serving notice 
of claims of ownership and informing the public and dealers with reference thereto. 
TRADE-MARKS—F unction—General 
Function of trade-mark is to identify ownership of article to which it is affixed; 
and hence it is a symbol of good will. 
TRADE-MARK INFRINGEMENT—T est—General 
Test of trade-mark infringement is whether there is deceptive similarity to 
such an extent as to lead to confusion in the purchaser’s mind in comparing the 
accused mark with the purchaser’s assumed memory of plaintiff’s trade-mark. 
In applying test and weighing possibilities, common sense must prevail over 
technical niceties. 
Courts—Conflict of Laws—Applicable Law 
End result held the same whether state law of Minnesota or federal law is 
relied upon, in present case. 


TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—Basis of Relief—General 
New competitor is not held to the obligations of an insurer against all possible 
confusion to the degree of making the market “fool proof.” 


TRADE-MARKS—Marks not Confusingly Similar—Particular Instances 
On facts of record, in view of different classes of trade with which parties 
deal, use of “B.B.” on ball point pens sold to stores, which in turn retail them 
to public, held not likely to be confused with “B & B,” as used by defendant. 
DECLARATORY JUDGMENT—Basis of Relief—General 


Declaratory relief held unwarranted, since there has been no trade-mark in- 
fringement or unfair competition by either party. 


Declaratory judgment suit by B. B. Pen Company against Brown & 
Bigelow. Defendant counterclaims for declaratory judgment and alleged 
unfair competition. Complaint and defendant’s counterclaim dismissed. 


Lyon and Lyon, Lewis E. Lyon of Los Angeles, Cal. (Paul, Paul & 
Moore, Maurice M. Moore, of Minneapolis, Minn., of counsel) for plaintiff. 

Harold Olsen, of Chicago, Ill. (Claude R. Beddall, Jack W. Wicks, of 
St. Paul, Minn., of counsel) for defendant. 


DONOVAN, D. J.: 


Plaintiff brings this action for a declaratory judgment, claiming own- 
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ership and right to the use of the symbol, “B. B.” It also asks that it be 
declared as not having engaged in unfair competition with defendant. 


Defendant counterclaims ownership and right to the use of the symbol, 
“B & B.” It asks that it be declared the owner thereof, and accuses the 
piaintiff of unfair competition. 


Each party seeks declaratory relief against claimed infringement and 
the usual “other and further relief’? prayed for in this type of case. 


It is undisputed that each of the parties hereto have been doing business 
on a national scale, and that long prior to the entry of plaintiff into the 
field of advertising and selling ball point pens the defendant was actively 
engaged in the manufacture and sale of “Remembrance Advertising,” 
for which defendant is widely known. For almost half a century defendant 
has been engaged in the production of novelties for use as gifts by its 
customers who purchase its line of advertising. Throughout the interven- 
ing years, and as ideas for such novelties developed to fruition, defendant 
distributed to its trade said advertising novelties, among which were 
calendars, letter openers, pencils, ball point pens and other advertising 
media. It should be noted that the novelties were a means to the end of 
realizing the ultimate sale of defendant’s principal item—advertising. In 
this connection defendant devised, registered, owns and uses the trade- 


mark, “Redipen.” Many of its novelties have the symbo! “B & B” upon 
them. Some of the ball point pens distributed by defendant have the 
symbol stamped on the metal of the inner part of the pen and concealed 
by the cover. As early as 1918, defendant sold mechanical pencils with the 
symbol “B & B” upon them. In 1921, its products included a penholder 
containing the same symbol, and in 1940, letter openers with the symbol 
were used in defendant’s trade. 


In January, 1945, plaintiff began the manufacture and sale of ball 
point pens, and adopted the letters “B. B” as a symbol therefor. The 
first sale of plaintiff’s pen with such symbol was on January 10, 1947, 
and from then on it developed into what it claims to be,—‘‘the largest 
single seller of pens in the world.” It operates principally as a whole- 
saler, selling its products to stores, which in turn retail them to the 
public. It denies knowledge, as of the time it adopted the symbol “B. B,” 
that defendant marked any article used in its trade with the symbol 
“B & B.” Plaintiff claims its attention to defendant’s symbol was first 
directed by a letter written by defendant to one of plaintiff’s customers. 
At the trial, plaintiff produced one of defendant’s ball point pens with 
“B & B” stamped thereupon, but contends it cannot be read without the 
aid of a magnifying glass. 


Reduced to the simplest terms of fact gleaned from the evidence, 
plaintiff is engaged in the manufacture and sale of ball point pens bear- 
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ing the symbol, “B. B.” Its sale is directly to the trade. Defendant has 
been in the business of “Remembrance Advertising” since its incorpora- 
tion in 1905, and as an incident thereto it has developed an idea of 
manufacturing novelties to be given away by its customers as a means 
of advertising such customers’ trade or business. Defendant’s symbol, 
“B & B” is imprinted on such novelties, including ball point pens. 


Following the commencement of this suit, plaintiff, on May 21, 1948, 
and defendant, on June 25, 1948, filed applications for the registration 
of their respective and controversial trade-marks with the United States 
Patent Office. Interference and opposition proceedings followed and are 
pending. Hence each party is here without benefit of a registered trade- 
mark. Jurisdiction of this court is established in the premises, and there- 
fore registration is unimportant for present purposes.' Registration does 
not in itself confer any greater rights than existed at common law. At 
best, it is but a method of recording, for the purpose of serving notice 
of claim of ownership and informing the public and dealers with refer- 
ence thereto. 


Defendant’s claim to its unregistered symbol, “B & B,” is bottomed 
on priority of appropriation, while plaintiff’s claim to its unregistered 
symbol is based on lack of knowledge of the existence of defendant’s 
symbol, and plaintiff’s adoption and use of the symbol, “B. B,” in good 
faith. Each party insists it is the owner of a trade-mark which is in- 
fringed to such an extent as to result in unfair competition. 


The function of a trade-mark is to identify ownership of the article 
to which it is affixed, and hence it is a symbol of good will. The law of 
trade-marks stems from the law of unfair competition. 


The test of infringement is the presence of deceptive similarity to 
such an extent as to lead to confusion in the mind of the purchaser in 
the comparison of the accused trade-mark with the purchaser’s assumed 
memory of the opposing party’s trade-mark.¢ 


In the present case plaintiff urges the application of the law of unfair 
competition as decided by the Supreme Court of Minnesota.s Defendant 


. Emerson Electric Mfg. Co. v. Emerson Radio & Phonograph Corporation et al., 2nd 
Cir., 105 F. 2d 908; Radio Shack Corporation v. Radio Shack, Inc., 7 Cir., 180 F. 
2d 200. 


. Griesedieck Western Brewery Co. v. People Brewing Co., 8 Cir., 149 F. 2d 1019, 35 
TMR 211. 


. Seven Up Co. v. Cheer Up Sales Co. etc., 8 Cir., 148 F. 2d 909; 35 TMR 174; 
Griesedieck Western Brewery Co., supra. 


. Seven Up Co. v. Cheer Up Sales Co. etc., supra. 


. Winston & Newell Co. v. Piggly Wiggly Northwest, Inc., 221 Minn. 287, 22 N. W. 
2d 11. 
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insists the case is governed by the Lanham Act and the decisions of the 
Federal Courts.* As I view it, it makes little difference under the applica- 
ble decisions whether the Acts of Congress or the law of Minnesota is 
relied upon, for the reason that in the end the same result is reached.” 


It appears to me from the evidence in this case that the plaintiff and 
the defendant are dealing with different classes of trade, and hence there 
is little likelihood of purchasers who exercise ordinary care becoming 
confused to such an extent as to purchase the plaintiff’s ball point pen, 
believing it to be an article of the defendant. In applying the test and 
weighing the possibilities, common sense must prevail over technical 
niceties. Plaintiff at best is a new competitor, and as such is not held to 
the obligations of an insurer against all possible confusion to the degree 
of making the market “fool proof.”* Defendant is a prior user of the 
symbol, “B & B” in connection with a type of trade so different from 
plaintiff’s that it is unlikely that confusion will arise from plaintiff’s use 
of the symbol “B. B.” The likelihood that even an indifferent purchaser 
may be misled thereby is so remote that I am convinced there has been 
no infringement or unfair competition by either of the parties, and de- 
claratory relief is therefore unwarranted. 


Defendant may submit findings of fact, conclusions of law, order for 
judgment and form of judgment dismissing plaintiff’s action and defend- 
ant’s cross-action, without costs to either party, and upon proper notice. 


Exceptions are allowed. 


6. 15 U. S. C. A. 1051-1127; Wolf Bros. & Co. v. Hamilton-Brown Shoe Co., 8 Cir., 
165 F. 413. 


7. California Fruit Growers Exchange, et al. v. Windsor Beverages, Ltd. et al., 7 
Cir., 118 F. 2d 149; California Fruit Growers Exchange v. Sunkist Baking Co., 7 
Cir., 166 F. 2d 971; 38 TMR 188; Eastern Wine Corporation v. Winslow-Warren, 
Ltd., Inc., 2 Cir., 187 F. 2d 955; 38 TMR 302. 

. Life Savers Corporation v. Curtiss Candy Co., 7 Cir., 182 F. 2d 4. 

. Lucien Lelong, Inc. v. Lenel, Inc., et al., 5 Cir., 181 F. 2d 38. 
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GENERAL ELECTRIC COMPANY v. SCHWARTZ, ETC. 
No. 10982—U.S.D.C.E.D.N.Y.—July 31, 1950 


Courts—Pleading and Practice—Preliminary Injunctions 
In general, preliminary injunction should not be granted on conflicting claims 
presenting serious issues of fact which should be disposed of at the trial. 
Whether or not defendant observed certain conditions, under which plaintiff 
allowed defendant to use trade-mark, held a question to be disposed of at trial 
and sufficient basis for denial of motion for preliminary injunction. 
Courts—Pleading und Practice—Proof of Sales 
While not made a condition by Court, pending the trial, defendant should keep 
account of sales wherein mark in question is used, so that plaintiff before the 
trial may, if necessity arises, examine such records, upon proper motion. 

Trade-mark infringement suit by General Electric Company against 
Julius Schwartz, doing business as City Electric Equipment Co. Plain- 
tiff’s motion for preliminary injunction denied. 

Rogers, Hoge & Hills, of New York, N. Y., for plaintiff. 

William J. Wilson, of Brooklyn, N. Y., for defendant. 

INCH, C. J.: 

The motion before the Court is an application by plaintiff for a pre- 
liminary injunction in a suit for alleged infringement of trade-mark. This 
motion is seriously opposed by the defendant on various grounds, among 
them the validity of the trade-mark relied upon by plaintiff, and the 
question of whether, if such trade-mark exists, it has been infringed or 
violated by defendant. In general a preliminary injunction should not 
be granted on conflicting claims where serious issues of fact are urged, 
and which should be disposed of at the trial. In other words, a disposition 
of such issues by a motion requires a reasonably clear basis for a de- 
cision before a trial. In substance, it appears that, granting plaintiff had 
a valid trade mark, nevertheless, it is not disputed that plaintiff allowed 
defendant to use the trade-mark under certain circumstances which 
plaintiff claims were not observed by defendant. In my opinion the some- 
what voluminous papers submitted, which I have carefully examined 
indicate to me that a preliminary injunction should be denied, and that 
these various questions be disposed of at a trial. 

While I do not make it a condition, it seems to me that the defendant, 
pending this trial, should keep an account of his sales wherein this trade- 
mark is used, so that plaintiff may, by proper motion prior to the trial, 
have a right to examine same should the necessity arise. 

As to one of the exhibits, the so-called “hassock fan,” the use of the 
trade-mark in connection therewith has admittedly been abandoned. 


Motion denied. Settle order on notice. 
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DWORMAN ET AL. v. POMPEZ ET AL. 
N.Y.S.Ct.,.N.Y.County—October 19, 1950 


UNFAIR COMPETITION—Basis of Relief—Interference with Contract 


Courts—Preliminary Injunctions—General 
Plaintiffs held entitled to preliminary injunction restraining defendant Pompez 
from interfering with contracts between plaintiffs and baseball players, alleged to 
be outstanding negro players in major league baseball, for post season barnstorm- 
ing tour. 
PERSONAL SERVICE CONTRACTS—Breach—Remedies 
Courts—Preliminary Injunctions—General 
Plaintiffs held entitled to preliminary injunction restraining defendant base- 
ball players from appearing in post season exhibition games for any other em- 
ployer, in violation of their contract with plaintiffs. 


Unfair competition suit by Dworman et al. against Pompez et al. 
Plaintiffs’ motion for preliminary injunction granted. 


DINEEN, J.: 


Motion by plaintiffs to restrain and enjoin defendant Pompez from in 
any way interfering directly or indirectly with a certain barnstorming 
tour and against the remaining defendants from playing post season pro- 
fessional baseball or accepting employment for the playing of such base- 
ball from any one other than plaintiffs and from violating and breaching 
their contracts with plaintiffs. The defendant baseball players alleged to 
be outstanding negro players in major league baseball played in so-called 
exhibition games for the plaintiffs in the 1949 post season pursuant to a 
contract for their services which contained an option for such services for 
similar exhibitions in 1950. The plaintiffs have exercised their right to 
renew the option which is not disputed. Defendant Pompez who acted as 
manager for plaintiffs and was so employed in 1949 has caused press 
releases to be published to the effect that he controlled the appearance of 
the ball playing defendants and has circulated posters advertising games 
in which the said defendants would engage. To allow defendant Pompez to 
interfere in any such manner would cause irreparable injury to the 
plaintiffs. Likewise to allow the ball playing defendants to appear for 
any employer other than plaintiffs would constitute a breach of their 
contract. Injury to plaintiffs’ reputation would follow as a natural con- 
sequence for all of which an action at law for damages would prove 
inadequate. Under the circumstances plaintiffs are entitled to the relief 
requested. Motion is granted. Settle order. 








ad 
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SELTZER v. FLANNAGAN, ET AL. 
N.Y.S.Ct., N.Y. County—September 5, 1950 


TRADE NAMES—Secondary Meaning—Particular Instances 
The name “Roller Derby” held to have acquired secondary meaning identifying 
plaintiff’s business. 
TRADE NAMES—Confusing Similarity—Particular Instances 
The names “Roller Skating Derby” and “Roller Relay Derby” held calculated 
to confuse and deceive the public and to capitalize on plaintiff’s development of 
the name “Roller Derby.” 


UNFAIR COMPETITION—Scope of Relief—Particular Instances 
Plaintiff held entitled to injunction restraining defendants from using the 
words or names “Roller Skating Derby” and “Roller Relay Derby,” or in any 
way advertising their exhibitions under such names or any other simulations of 
the name “Roller Derby.” 
In restraining defendants’ use of the words “Roller Derby” in any name to 
advertise their exhibitions court does not enjoin the actual performances. 


Petition under section 964 of New York Penal Law. Injunction 
granted. 


DICKSTEIN, J.: 


Plaintiffs, who are engaged in the business of promoting a roller 
skating exhibition which has become well known as “Roller Derby,” seek 
an order pursuant to section 964, Penal Law, restraining defendants 
from conducting any enterprise similarly operated as the “Roller Derby” 
under the names of “Roller Skating Derby” and “Roller Relay Derby.” 


There appears to be no doubt that plaintiff’s business has become 
identified under the name “Roller Derby.” Great sums have been ex- 
pended in advertising campaigns to develop interest in the “Roller Derby,” 
and the exhibitions have been broadcast by network television over the 
facilities of the American Broadcasting Company. It cannot be seriously 
questioned that the name “Roller Derby” has become the accepted desig- 
nation and label of the plaintiffs, and that the name has taken on a 
secondary meaning. The use by defendants of the name “Roller Skating 
Derby” and “Roller Relay Derby” is definitely calculated to confuse and 
deceive the public and thus to capitalize on plaintiffs’ devolopment of 
the name “Roller Derby.” Clearly the use of such similar names threatens 
serious and irreparable harm to plaintiffs. The instant case presents a 
classical example for the necessity of summary relief under section 964, 
Penal Law. After years of intensive advertising and promotion, plain- 
tiffs’ name “Roller Derby” has acquired a secondary meaning and is 
associated in the public mind solely with plaintiffs. The only conclusion 
to be drawn from the activities of defendants as outlined in the papers 
herein, including the nature of defendants’ advertising and publicity is 
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that defendants, in adopting the name “Roller Skating Derby,” did so 
to confuse the public so that defendants could thereby obtain the benefits 
of the devolopment of the name “Roller Derby.” In restraining the use 
of the words “Roller Derby” by defendants in any name to advertise their 
exhibitions the court, of course, does not enjoin the actual performances, 
since that relief is not here sought by plaintiffs. It is the deception which 
is reasonably caused by the use of similar names that prompts a court’s 
interference. The application is, therefore, granted to the extent of en- 
joining defendants from using the words or names “Roller Skating 
Derby” and “Roller Relay Derby” or in any way advertising their ex- 
hibitions under such names or any other simulations of the name “Roller 
Derby.” In order to facilitate disposition of this proceeding this order 
shall constitute the final order herein. 





WELLS LAMONT CORPORATION v. OKLAHOMA 
CLOTHING MANUFACTURERS 


Commissioner of Patents—August 1, 1950 


TRADE-MARKS—Goods of the Same Descriptive Properties—Particular Instances 

Boys’ clothing consisting of jeans, overalls, pants, dungarees, cowboy pants 
and trousers held goods of the same descriptive properties as work gloves of 
fabric and combined fabric and leather, under 1905 Act. 

TRADE-MARKS—Confusing Similarity—General 

In determining question of confusing similarity, marks must be considered in 
their entireties. 

Where applicant has appropriated word which is full equivalent of opposer’s 
mark, and made it a substantial element of its mark, it cannot remove likelihood 
of confusion by mere inclusion of additional material. 

TRADE-MARKS—Confusing Similarity—Particular Instances 

Composite mark consisting of the word, “Tuffies,” displayed in rustic lettering 
above the notation “out of the West,” the words appearing above representation 
of a boy in cowboy clothing pulling a calf by a rope, held confusingly similar to 
“Tuffy,” in script form, used on similar goods, under 1905 Act. 

OPPOSITIONS—Def enses—General 

In absence of counterclaim, attack on opposer’s registered mark may not be 

considered in opposition proceeding. 


Appeal from Examiner of Interferences. 


Trade-mark opposition by Wells Lamont Corporation against Okla- 
homa Clothing Manufacturers. Applicant appeals from decision sustain- 
ing notice of opposition. Affirmed. 


Parry & Miller, of Washington, D. C., for Opposer. 
Dawson, Ooms, Booth & Spangenberg, of Chicago, Ill., for Applicant. 


DANIELS, Assistant Commissioner: 
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This is an appeal from the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition to an application for registration 
of a trade-mark for “boys’ clothing consisting of jeans, overalls, pants, 
dungarees, cowboy pants, and trousers,” under the Trade-Mark Act of 
1905. The mark sought to be registered consists of the word “TUFFIES,” 
prominently displayed in what the examiner refers to as “rustic style 
lettering,” above the notation “out of the West” in similar style lettering. 
These words appear above the representation of a boy dressed in cowboy 
clothing pulling a calf by a rope. The opposer relies upon its ownership 
of the mark “Tuffy” written in script form as applied to “work gloves 
of fabric and combined fabric and leather,” and has proven ownership 
of registration thereof, No. 324,702, registered May 28, 1935, under the 
Trade-Mark Act of 1905. 


Applicant contends that the goods do not possess the same descriptive 
properties and that there is no such resemblance between the marks as 
to indicate likelihood of confusion. It is my opinion that the goods clearly 
possess the same descriptive properties. See Wells Lamont Corporation v. 
Blue Ridge Overalls Company, 612 O.G. 787, 77 USPQ 542, Ex parte 
Good Luck Glove Company, 85 USPQ 509. 


Applicant apparently does not question that “TUFFIES” and “Tuffy,” 
considered by themselves, would be confusingly similar but contends that 
the inclusion of the other material in its composite mark removes any 
likelihood of confusion, when the marks are considered in their entireties. 
It is, of course, fundamental that the marks must be considered in their 
entireties, but where, as here, the applicant has appropriated a word 
which is the full equivalent of opposer’s mark and made it a substantial 
element of its own mark, it cannot remove the likelihood of confusion by 
the mere inclusion of the additional material. As was stated in Carmel 
Wine Company v. California Winery, 1912 C.D. 428, 38 App. D.C. 1: 


“* * * It goes without saying that one has no right to incorporate the mark 
of another as an essential feature of his mark. Such a practice would lead to 
no end of confusion and deprive the owner of a mark of the just protection 
which the law accords him.” 


In W. B. Roddenbery Co. v. Kalich, 34 C.C.P.A. 745, 158 F. 2d 289 
[37 TMR 73], the court referred to the addition of pictorial material 
and stated: 


“* * * This and other courts have frequently said that in the case of a 
trade-mark which consists of words accompanied by other pictorial indicia the 
portion of the mark which would be likely to indicate origin would be the 
words used and that this is particularly true in these times when resort is so 
frequently made to radio advertising. * * *” 


Applicant contends, however, that “TUFFIES” has some descriptive 
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significance, and that therefore it should be given less weight in ac- 
cordance with the decision of the Court of Customs and Patent Appeals 
in Miles Laboratories, Inc. v. Foley & Company, 144 F. 2d 888, 32 C.C.P.A. 
714 [84 TMR 335]. This constitutes an improper attack on opposer’s 
mark which may not be considered in this proceeding, but in any event 
as applied to articles of clothing, at least some of which is regarded as 
western, “TUFFIES” appears the most significant portion of the appli- 
cant’s mark and to be the term by which it would be referred to by 
purchasers or prospective purchasers. 


The decision of the Examiner of Interferences is affirmed. 


THE ARIENS COMPANY v. CHENEY WEEDER COMPANY 
Commissioner of Patents—August 8, 1950 


INTERFERENCES—Proof of Use—General 
On facts of record, testimony of junior party and alleged predecessor as to 
use and transfer of mark held indefinite, unsatisfactory and insufficient for deter- 
mination that any good-will existed which could be assigned at date of purported 
transfer. 
Junior party held to have failed to establish priority. 


ASSIGNMENTS—Validity—General 
On facts of record, purported transfer referring to “good will and all kinds 
of tangible assets” held an assignment in gross which included no good-will and 
therefore junior party is not entitled to rely upon any date of use prior to its 
own use of mark. 


Appeal from Examiner of Interferences. 


Trade-mark interference proceeding between The Ariens Company 
and Cheney Weeder Company. Applicant, The Ariens Company appeals 
from decision awarding priority to senior party, Cheney Weeder Com- 
pany. Affirmed. 


Archibald D. McKellar, of Chicago, IIl., and G. C. Callan, of Wash- 
ington, D. C., for The Ariens Company. 

Mason, Porter, Diller & Stewart, of Washington, D. C., for Cheney 
Weeder Company. 


DANIELS, Assistant Commissioner: 


This is an interference proceeding involving the application of the 
junior party, The Ariens Company, for registration of the mark “TIL- 
LIVATOR,” under the Act of 1905 as a trade-mark for “multiple row 
tilling units, multiple row cultivating units, rotary hoe for single row 
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cultivation,” application filed April 18, 1946, Serial No. 500,456; and the 
registration of the senior party, Cheney Weeder Company, of the mark 
“TILIVATOR” as a trade-mark for “rotary rod weeders,” registered 
July 25, 1939, No. 369,452. The marks and goods being almost identical 
the only question presented is that of priority. The examiner has de- 
cided this issue in favor of the senior party, Cheney Weeder Company, 
hereinafter referred to as Cheney, and the junior party. The Ariens 
Company, hereinafter referred to as Ariens, appeals. 


Cheney has established its use of the mark on the goods specified 
since the latter part of 1937, while Ariens’ use of the mark appar- 
ently began in either 1938 or 1940, it being unnecessary to determine 
which, since so far as its own use of the marks is concerned, it is clearly 
subsequent to Cheney’s use thereof. The spelling of the marks by each 
of the parties has been changed slightly at times but the changes have 
been regarded by both the parties and the examiner as inconsequential. 


Although Cheney’s use was prior to Ariens’, Ariens claims to have 
acquired title to the mark from one Jahn who used it on similar products, 
beginning in 1933, and there is of record a purported assignment from 
Jahn to Ariens in 1945 for a nominal consideration. The testimony of 
Jahn and Ariens both as to Jahn’s use and as to the transfer is indefinite 
and unsatisfactory. The goods sold by Jahn under the mark were im- 
ported and his last receipt of a shipment for resale was a lot of ten to 
twenty machines in 1935 or 1936. There is nothing to show over what 
period of time he disposed of this lot of cultivators or of the spare parts 
which he had on hand. Accordingly it is impossible to determine that 
any goodwill existed that he could assign in 1945. However this may 
be, Ariens’ use of the mark beginning in 1938 or 1940 was entirely in- 
dependent of any trade-mark rights which Jahn may or may not have 
had and the assignment when received in 1945 included no physical 
property nor anything else connected with Jahn’s business. As to this 
the Examiner of Interferences stated: 


“The above mentioned invoice of exhibit 9, under which the junior party 
claims to have derived ownership of the mark, refers to ‘good will and all 
kinds of tangible assets.’ The testimony shows, however, that no tangible 
assets of any decription were acquired thereunder by the junior party; and it 
seems beyond question to the examiner under these circumstances that, rather 
than being a continuation of the business once conducted by Jahn under the 
mark, the junior party’s business thereunder from its inception has been an 
entirely separate and independent enterprise, and hence presently constitutes 
nothing more than a continuation of the use made thereof by the junior party 
solely in its own right prior to 1945,* * *.” 


I agree with this conclusion and the fact that Jahn may have acqui- 
esced in Ariens’ use beginning at an earlier date cannot affect this 
conclusion. 
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The cases dealing with abandonment cited by counsel for Ariens have 
been considered but it appears so obvious that the assignment was in 
gross and included no goodwill that this case differs from the situation 
presented in those cases. 


I accordingly agree with the Examiner of Interferences that Ariens 
is not entitled to rely upon any date of use prior to its own use of the 
mark and accordingly has failed to establish priority. 


The decision of the Examiner of Interferences is affirmed. 


SLEEPMASTER PRODUCTS COMPANY, INC. v. SLUMBER 
BEDDING & MATTRESS CO., INC. 


Examiner of Interferences—August 22, 1950 


TRADE-MARKS—Confusing Similarity—Particular Instances 
“Bedmaster” held confusingly similar to “Sleepmaster” and “Quiltmaster,” used 
on goods which are identical or have the same descriptive properties, under 1946 
Act. 


Beekman Aitken, of New York, N. Y., for Petitioner. 
M. S. Meem, of Washington, D. C., for Respondent. 


SAKIO, Examiner of Interferences: 


This is a cencellation proceeding involving a registration issued under 
the Act of 1905, in which petitioner has filed testimony, and respondent 
has filed a stipulation of facts, and in which both parties have filed 
briefs and were represented at the hearing. 


The registration sought to be canceled is No. 439,918, issued July 27, 
1948 on an application filed May 19, 1947, and discloses a composite mark 
consisting of the notation “Bedmaster,” over a design of a blocked rec- 
tangle supporting a cross inscribed in a circle, the mark being for box 
springs, mattresses, folding cots, and studio couches, in Class 32, Furni- 
ture and Upholstery. 


The petition for cancellation is predicated upon (1) allegations of 
prior use by petitioner of various marks ending in ‘“—wmaster,” the 
most pertinent of which are “BEDMASTER” and “SLEEPMASTER,” 
“QUILTMASTER,” used for verious goods including the very same goods 
specified in respondent’s said registration; and (2) allegations of own- 
ership by petitioner of the following three registrations: No. 409,026 
issued on an application filed December 2, 1943 disclosing the notation 
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“SLEEPMASTER” for goods including the goods specified in respon- 
dent’s said registration; and Nos. 433,865 and 391,256 issued on applica- 
tions filed November 27, 1945 and June 20, 1941, respectively, disclosing 
the notations “FOAMASTER” and “QUILTMASTER?” respectively for 
various goods including box springs, mattresses, and studio couches. 


The proofs show that respondent used the mark “Bedmaster” since 
1943, whereas the earliest date for use of this mark proven by petitioner 
is August 25, 1947. 


Petitioner’s registration Nos. 409,026 and 433,865 have record dates 
subsequent to respondent’s proven first use. Petitioner’s registration No. 
391,256, however, makes a prima facie case of prior use by petitioner and 
its predecessors of the mark “QUILTMASTER” and respondent does 
not dispute prior use by petitioner of the marks “SLEEPMASTER’” and 
“QUILTMASTER,” nor does respondent dispute that the goods upon 
which the parties use their respective marks are identical or have the 
same descriptive properties. 


The only question, therefore, remaining for consideration is whether 
respondent’s mark “Bedmaster” is confusingly similar to petitioner’s 
marks “SLEEPMASTER” and “QUILTMASTER.” It is the examiner’s 
opinion that this question should be answered in the affirmative. These 
three marks have the same number of syllables, the last two of which 
are identical and they also have confusingly similar suggestive meanings. 
Thus, the following marks were found to be confusingly similar: ‘“Grass- 
master” and “Turfmaster” in Ex parte Supplie-Biddle Hardware Co. 59 
USPQ 98; “Juice Master” and “Mixmaster” in Ex parte Talge, 61 USPQ 
455; “Callmaster” and “Doormaster” in Ex parte Lyman Electronic Corp., 
79 USPQ 37. 


Accordingly, the petition for cancellation is sustained, and it is further 
recommended that registration No. 439,918, involved herein be canceled. 


Limit of appeal: September 22, 1950.* 


* Editor’s Note: No appeal taken. 


LL 
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S. C. JOHNSON & SON, INC. v. GOLD SEAL COMPANY 
Commissioner of Patents—October 6, 1950 


OPPOSITIONS—A ppeals—General 
While winning party may urge any matter of record, in his brief on appeal, 
Patent Office practice is to dismiss a cross-appeal of the winning party. 
Purported cross-appeal not accompanied by required fee held improper in form. 
Motion to dismiss cross-appeal denied, where case contains no proper cross 
appeal. 
Motion by successful opposer to extend limit of appeal denied because such 
appeal, even if proper in form, would be subject to dismissal. 


Appeals from Examiner of Interferences. 


Trade-mark opposition by S. C. Johnson & Son, Inc. against Gold Seal 
Company. Both parties appeal from decision sustaining notice of opposi- 
tion. Applicant’s motion to dismiss opposer’s appeal and opposer’s motion 
to extend limit of appeal denied. 


Thomas L. Mead, Jr., of Washington, D. C., for Opposer. 
Paul, Paul & Moore, of Minneapolis, Minn., for Applicant. 


MURPHY, Assistant Commissioner: 


The Examiner of Trade-Mark Interferences rendered a decision herein 
sustaining the opposition of S. C. Johnson & Son, Inc. te the mark “GLASS 
WAX.” After reconsideration the limit of appeal of August 21, 1950 was 
set. 

On August 18, 1950 the applicant, Goid Seal Company, filed notice of 
appeal. On August 21, 1950 S. C. Johnson & Son, Inc. filed a notice en- 
titled “Cross-Appeal to the Commissioner of Patents.” This notice, how- 
ever, was not accompanied by the required Appeal fee. 

Applicant has filed a motion to dismiss opposer’s cross-appeal; and 
opposer has filed a motion to extend the limit of appeal to August 29, 1950 
so that the appeal fee paid that day may be affixed to perfect the appeal. 

It has been the practice of the Patent Office to dismiss a cross-appeal 
of the winning party, but to permit the winning party to urge in his brief 
on appeal any matter of record. Minneapolis Brewing Co. v. Ekhardt et 
al., 38 UCPQ 344; Tiffany v. Reilley, 40 USPQ 571; California Spray- 
Chemical Corp. v. Ansbacher Siegle Corp., 55 USPQ 298; J. L. Ferguson 
Co. v. New Jersey Machine Corp., 86 USPQ 222. 

Since the cross-appeal, if proper in form, would be subject to dismissal, 
no good reason is seen for extending the limit of appeal herein. 

The motion to extend the limit of appeal is dismissed. 

As no proper cross-appeal stands in the case, the motion to dismiss 
the cross appeal is dismissed. 





DISHMASTER v. BOYAR 


DISHMASTER CORPORATION v. BOYAR 
Commissioner of Patents—October 9, 1950 


OpPposITIONS—Pleading and Practice—Motions for Summary Judgment 
Motion for summary judgment denied where it does not appear that marks and 
goods of the parties are identical; and therefore sufficient issue of fact remains to 
be determined in first instance by Examiner of Interferences. 


Petition to Commissioner. 


Trade-mark opposition by Dishmaster Corporation against Burton A. 
Boyar. Opposer’s motion for summary judgment denied. 


Jay C. Taylor, of Detroit, Mich., for Opposer. 
Henry Ruhl, of New York, N. Y., for Applicant. 


MuRPHY, Assistant Commissioner : 


This is a petition by Dishmaster Corporation, opposer in the above 
identified opposition, that the Commissioner exercise his supervisory au- 
thority and grant petitioner’s motion for summary judgment. 


The Examiner of Interferences in an action dated August 25, 1950, 
denied opposer’s motion for judgment, his position being that applicant 
had generally denied the allegations of the notice of opposition and had 
thereby raised material issues of fact that could not properly be decided 
in favor of either party without giving the other an opportunity to submit 
any evidence which might be deemed relative thereto. In denying the mo- 
tion for judgment, the examiner held that the registration pleaded in the 
notice of opposition may not be accepted as evidence of ownership of the 
mark by assignee. In addition, he held that if opposer’s claim of priority 
of use of its mark and ownership had been admitted by the applicant, the 
case would involve other material issues of fact, including those relating 
to the likelihood of confusion in trade which could not be resolved without 
giving the parties an opportunity to submit evidence. 

In the petition before me, additional facts relating to the ownership of 
the mark and advertisements showing petitioner’s use of their trade-mark 
have been presented which were not before the Examiner of Interferences. 


It does not appear that the marks and goods of the applicant and peti- 
tioner are identical. This being the case, it seems to me that a sufficient 
issue of fact is presented, which cannot be determined as a matter of law 
raised by a motion for judgment, but should be determined in the first 
instance by the Examiner of Interferences in the manner provided by the 
Statute and the Rules for that purpose. 


The motion for summary judgment is denied. 
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F. JACOBSON & SONS, INC. v. JAYBERN FABRICS, INC. 


Commissioner of Patents—October 11, 1950 


OpposITIONS—Proof of Ownership and Use—Effect of Registrations 
Where notice of opposition claimed ownership of registrations and notice was 
given under Rule 154(e), then applicable, as to assignments and registrations, and 
sworn copies of the assignments were made of record, held that opposer had estab- 
lished prima facie ownership of registrations involved. 
Opposer’s 1905 Act registrations held prima facie evidence of use of marks 


shown therein, as applied to goods specified. 
OPPOSITIONS—Def enses—General 
Validity of opposer’s registrations may not be questioned in opposition, in ab- 
sence of counterclaim for cancellation, on ground that opposer’s mark is common 
surname. 
OPPOSITIONS—E vidence—General 
Evidence can not be first introduced by incorporation in a brief on appeal. 


OPPOSITIONS—Issues—Likelihood of Confusion 
Determination of question whether applicant’s mark so resembles opposer’s mark 
as to cause confusion, mistake or deception of purchasers, held to involve consider- 
ation of goods upon which marks are used and similarity of marks themselves. 
TRADE-MARKS—Marks Not Confusingly Similar—Particular Instances 
“Jaybern,” used on wool, cotton and rayon piece goods, held not confusingly 
similar to “Jayson,” used on various articles of men’s and women’s clothing, under 
1946 Act. 


Appeal from Examiner of Interferences. 


Trade-mark opposition by F. Jacobson & Sons, Inc. against Jaybern 
Fabrics Inc. Applicant appeals from decision sustaining notice of opposi- 
tion. Reversed. 


Jacob T. Basseches and Paula T. Basseches, of New York, N. Y., for 
Opposer. 


Morris Kirschstein, of New York, N. Y., for Applicant. 


MARZALL, Commissioner : 


This is an appeal from the decision of the Examiner of Trade-Mark 
Interferences sustaining the notice of opposition to an application for 
registering “JAYBERN” under the Trade Mark Act of 1946 as a trade 
mark for “piece goods consisting of wool, cotton, rayon and mixtures 
thereof” by Jaybern Fabrics, Inc. 

The notice of opposition by F. Jacobson & Sons, Inc., a corporation of 
New York, alleges opposer’s ownership and prior use of several trade 
marks which have been registered, and alleges that the applicant’s mark 
is almost identical in sound and appearance with its marks so that the use 
of applicant’s mark for its goods would be confusing to the public. 





40T.M.R. F.JACOBSON & SONS v. JAYBERN FABRICS 1019 


The notice of opposition alleges ownership of four trade marks as 
follows: 
Registration No. 88,819, registered Oct. 22, 1912, and renewed, 
for a trade-mark consisting of the words “THE JASON” with a 
pictorial representation of what appears to be the Greek mythical 
hero, Jason, for various articles of clothing. 


Registration No. 324,500, registered May 21, 1935, for the mark 
“JAYCRAFT” for men’s shirts and other articles of clothing. 


Registration No. 389,337, registered Aug. 5, 1941, for the mark 
“JAYSON” for men’s shirts, pajamas, collars, and cuffs. 


Registration No. 409,490, registered Oct. 10, 1944, for the mark 
“JAYSON” for women’s sport clothing, namely sport dresses and 
skirts, slacks and shorts. 


The first three of these registrations were issued prior to the date of 
first use alleged by the applicant, and the fourth registration was applied 
for prior to applicant’s first date of use. 

Samples of the opposer’s marks as used on its goods accompanied the 
notice of opposition. 


Applicant questions the establishment of the ownership and use of op- 


poser’s trade-marks but its contentions are considered without merit. The 
notice of opposition was filed in the name of F. Jacobson & Sons, Inc., a 
corporation of New York, and is verified by an officer of the corporation. 
The notice claims ownership of the registrations referred to above, sworn 
copies of assignments of the first two registrations to F. Jacobson & Sons, 
Inc. are made of record, and the other two registrations were issued as 
assigned to F. Jacobson & Sons, Inc., and notice under Rule 154(e), then 
applicable, was given of the registrations and the assignments. This is 
considered sufficient to establish prima facie ownership of the registrations 
involved, and the registrations establish prima facie prior use of the 
marks shown in the registrations as applied to the goods specified therein. 

Applicant in its brief quoted excerpts from the New York City (Man- 
hattan) telephone directory in an attempt to show that the word “Jayson” 
is a surname and is used in business by others. This material cannot be 
considered since the validity of opposer’s registration cannot be raised in 
this manner. Manchester (Home & Export) Limited v. The Printz Bieder- 
man Co., 35 C.C.P.A. 1245, 168 F2d 758 [388 TMR 760]; Lactona, Incor- 
porated v. Lever Brothers Company, 32 C.C.P.A. 704, 144 F.2d 891 [34 
TMR 331]. Furthermore, evidence cannot be first introduced by incorpo- 
ration in a brief on appeal. 

The principal question for consideration is whether the mark of the 
applicant so resembles a mark of the opposer as to be likely, when applied 





1020 TRADE-MARK REPORTER 40 T.M.R. 


to the goods of the applicant, to cause confusion or mistake or to deceive 
purchasers. This involves consideration of the goods with respect to which 
the respective marks are used, and the similarity of the marks themselves, 


The goods of the applicant are piece goods of wool, cotton, rayon and 
mixtures thereof, whereas the goods of the opposer are various articles of 
men’s and women’s clothing. With respect to the marks themselves, the 
Examiner of Interferences only considered opposer’s mark “JAYSON.” 
While applicant’s mark “JAYBERN” has the same first syllable as this 
mark, the second syllables are distinctly different, beginning with conso- 
nants which cannot be confused and having different vowels. The opposer’s 
goods are in Class 39, Clothing; while the applicant’s goods are in Class 
42, Knitted, Netted, and Textile Fabrics, and Substitutes Therefor. There 
is no evidence that the goods are sold to the same class of purchasers, nor 
is there any other evidence to show likelihood of confusion. 


It is not believed that confusion or mistake would be likely with the 
use of these two differing marks on the specifically different goods. 


The other marks of the opposer are further removed than the one con- 
sidered and need not be considered. 


The decision of the Examiner of Trade Mark Interferences is reversed 
and it is held that applicant is entitled to the registration applied for. 


EX PARTE OSHKOSH TRUNKS AND LUGGAGE 
Commissioner of Patents—July 31, 1950 


TRADE-MARKS—Marks Incapable of Exclusive Appropriation—Design of Goods 

Applicant’s claimed mark, described as consisting of letter “O,” formed by 
affixing two confronting C-shaped straps to top of piece of hand luggage, held 
merely a particular form of affixing added material customarily used to cover 
the metal fasteners holding the handle. 

Straps comprising opposer’s claimed mark held not to give impression of con- 
fronting “C’s,” nor considered together as an “O,” and held to constitute design 
rather than an indication of origin; and whether merely ornamental or func- 
tioning as reinforcement, held that the design does not function as trade-mark. 

TRADE-MARKS—E vidence—Judicial Notice 

General practice of affixing piece of leather extended from base of handle 
on luggage held so well known as to be a matter of common knowledge. 

Usage of straps shown in certain advertisements of record may properly be 
considered. 

TRADE-MARKS—Subject Matter—Particular Instances 

The letter “O” might constitute trade-mark, if properly affixed or recognized 
as such. 

On facts of record, straps on luggage held not to form a letter “O” which 
would be recognized as such. 


Appeal from Examiner of Trade-Marks. 
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Application for registration of trade-mark by Oshkosh Trunks and 
Luggage. Applicant appeals from refusal of registration, on Principal 
Register, under 1946 Act. Affirmed. 


Banning & Banning, of Chicago, Ill., for applicant. 


DANIELS, Assistant Commissioner : 


This is an appeal from the final refusal of an application for regis- 
tration of a trade-mark for “men’s hand luggage, overnights, wardrobes, 
and hardside cases,” on the Principal Register under the Trade-Mark 
Act of 1946. The mark sought to be registered is described in the applica- 
tion as follows: 


“The trade-mark consists of the letter ‘O,’ formed by affixing two con- 
fronting C-shaped straps to the top of a piece of hand luggage, shown in dotted 
lines. The representation of the piece of luggage shown in the drawing forms 
no part of the trade-mark except as its presence is necessary for support of 
the letter ‘O.’” 


Registration has been refused on the ground that the mark “is considered 
to be a design, which is an integral part of the structure of the goods, 
serving an ornamental or utilitarian purpose, or both * * *,” and there- 
fore does not function as a trade-mark and is incapable of distinguish- 
ing applicant’s goods. The “confronting C-shaped straps” conform to 
the shape of the handle of the bag and extend from the base of the 
handle in each direction across the top of the bag. Thus the handle of 
each side of the bag, if there are two, apparently rests upon the rein- 
forcing strap when turned sideways, or a single handle rests on one or 
the other. It was suggested by the examiner that these serve as rein- 
forcement around the base of the handle to the luggage and serve to 
cover the metal tabs or rivets holding the handle to the luggage. That 
they cover the metal fasteners is not questioned nor does applicant ques- 
tion the fact that pieces of leather in various designs frequently extend 
from the handle of a bag for the purpose of covering the metal parts. 
Applicant states that these are usually in the form of an “acorn” or 
“shield.” It is contended, however, that no actual reinforcing function 
is served by these straps and that straps of any other shape would serve 
the function of covering the rivets. 


To me, at least, the straps do not give the impression of either con- 
fronting C’s nor considered together as an “O.” They appear to me to 
be merely a particular form of affixing the added material, which is 
customarily used to cover the metal and, as already referred to, fre- 
quently used in a shield or acorn design. In other instances similar 
straps are simply extended down the sides of the bag either in straight 
lines or diagonally. Such usage of straps is shown in certain advertise- 
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ments made of record as illustrative and which may properly be con- 
sidered for that purpose and the general practice of affixing a piece of 
leather extended from the base of the handle is so well known as to be 
a matter of common knowledge. It is not apparent how the fact that 
applicant chooses this particular form would cause that form or design, 
as distinguished from any of the others mentioned, to be regarded as an 
indication of origin. This is particularly true, if I am correct in my 
opinion that it does not form a letter “O” which would be recognized 
as such. 


I agree with the applicant’s contention that the letter “O” might 
constitute a trade-mark if properly affixed or recognized as such, but 
do not believe from visual inspection that the method of presenting the 
mark here under consideration accomplishes this result. 


It is not considered necessary to question applicant’s contention that 
no reinforcing function is performed by the straps. Whether merely 
ornamental or possessing some function as to reinforcement or as a base 
for resting the handles when turned down it is my opinion that the 
design does not function as a trade-mark. 


A number of cases referring to the question of ornamentation have 
been considered in the copending appeal in applicant’s application, Serial 


No. 549,949, decided concurrently herewith [40 TMR 884]. These will 
not be repeated. Much of the discussion contained in that decision applies 
to applicant’s mark considered on the basis of ornamentation. A number 
of cases referring to functional purpose were set out in Ex parte Master 
Lock Co., decided July 25, 1950. Of these In re Dennison Manufacturing 
Co., 17 C.C.P.A. 987, 39 F. 2d 720 [20 TMR 172], referred to by the 
examiner appears particularly applicable. 


The decision of the Examiner of Trade-Marks is affirmed. 
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EX PARTE CUBE STEAK MACHINE CO. 
Commissioner of Patents—July 31, 1950 


TRADE-MARKsS—Marks Incapable of Exclusive Appropriation—Descriptiveness 
If “Cube Steak” is descriptive of the product, it would indicate the use of 
the applicant’s machine and also be descriptive thereof. 


TRADE-MARK AcT OF 1946—Registrability—Section 2(f) 


TRADE-MARKS—Marks Incapable of Exclusive Appropriation—Particular Instances 


“Cube Steak” held generic as indicating a type of meat; and being generic 
as to meat processed on applicant’s machines it is equally generic as to applicant’s 
machines for tenderizing meat, under 1946 Act. 


If mark is generic it cannot become distinctive and is therefore unregistrable, 
under section 2(f) of 1946 Act. 


If there were doubt as to generic nature of mark, “Cube Steak,” held mark is 
merely descriptive and, on facts of record, applicant held to have failed to estab- 
lish that mark has become distinctive. 


TRADE-MARKS—Acquisition of Rights—General 


Manufacturer of machines for tenderizing meat has no trade-mark rights in mark 
as applied to meat which it has never sold or with which it has never been 
associated. 


Fact that applicant was first to use mark held immaterial. 

On facts of record, whatever applicant may have intended words to mean or 
whatever their meaning may have been initially, “Cube Steak” held now generic 
as applied to meat. 


Appeal from Examiner of Trade-Marks. 


Application for registration of trade-mark by Cube Steak Machine 
Co. Applicant appeals from refusal of registration, under section 2(f) of 
1946 Act. Affirmed. 


Heard, Smith & Tennant, of Boston, Mass., for Applicant. 
DANIELS, Assistant Commissioner: 


This is an appeal from the final refusal of an application for regis- 
tration of a trade-mark for machines for tenderizing meat, on the Prin- 
cipal Register under the Trade-Mark Act of 1946. The mark sought to 
be registered consists of the term “CUBE STEAK.” In support of its 
claim that the mark has become distinctive in accordance with section 
2(f), the applicant has produced affidavits showing that applicant has 
used the mark as applied to such machines since 1925, the product having 
been sold under the mark in large quantities on a national scale. It is 
ordinarily sold to such establishments as meat markets, chain stores, and 
chain restaurants as well as to certain types of naval and military es- 
tablishments and institutions. While no such advertisements are produced, 
nor is the precise volume of advertising shown, it is clear that it has 
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been advertised extensively in a large number of publications which are 
listed and which are of the character which would be circulated among 
chain stores, restaurants, hotels, meat markets, etc. Applicant has fur- 
nished purchasers of its machines with papers which bear the trade- 
mark, and the affidavits of certain purchasers show that, at least to 
some extent, such papers are packed with the steaks sold by applicant’s 
customers and which have been tenderized on applicant’s machines. As 
was stated in the affidavit of Mr. White, purchasing agent for a large 
chain store: 


“Our company also had made use of display papers furnished by the Cube 
Steak Machine Co., a sample of which is attached thereto, and our company 
has at its own expense procured and used large quantities of similar papers. 
Usually each Cube Steak processed by the Cube Steak Machine Company’s 
CUBE STEAK machine is laid upon one of these papers and displayed thus 
in our markets and the display papers are commonly packed with the steaks 
delivered to purchasers.” 


Registration has been refused on the ground that the trade-mark is 


(1) generic and incapable of distinguishing the goods in commerce and 
accordingly is not distinctive of the goods; 


(2) that the evidence submitted is not sufficient to indicate that the mark 
has become distinctive of applicant’s goods as required by section 2(f); and 


(3) in view of certain prior registrations. 


In view of the conclusion reached on the first two numbered points, 
the third need be considered only to the extent of stating that I do not 
agree with the examiner that these registrations would preclude regis- 
tration of applicant’s mark if it were otherwise registrable. 


The examiner’s holding that the term is generic is based on the 
statement that the term “CUBE STEAK” immediately informs the pur- 
chaser that the machines are used for turning out cube steaks and 
accordingly is descriptive of the machines as well as of the steak. Appli- 
cant apparently does not question the fact that if descriptive of the 
product it would indicate the use of the machine and be descriptive 
thereof. In re W. A. Sheaffer Pen Co., 34 C.C.P.A. 771, 158 Fed. (2d) 
390; Amiesite Asphalt Company of America v. Interstate Amiesite Com- 
pany, Circuit Court of Appeals, Third Circuit, 72 Fed. (2s) 946, 23 
U.S.P.Q. 31; Basic Food Materials, Inc. v. Keyes Fibre Company, 34 
C.C.P.A. 1117, 162 Fed. (2d) 422; In re St. Paul Hydraulic Hoist Com- 
pany, 177 Fed. (2d) 214, 83 U.S.P.Q. 315; Ex parte Oliver Chilled Plow 
Works, 112 Ms. D. 47, 4 T.M.Rep. 128. It contends, however, that the 
term having been unheard of and unknown until the applicant intro- 
duced it, it cannot properly be said that it describes a type of steak or 
the machines which produce such steak. 
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As indicating that the term “cube steak” describes a type of steak 
commonly produced and sold, the examiner has referred to use of the 
term in patents, in some of which applicant apparently had some interest 
which refer to “cube” or “diced” steaks or to “a machine to cube steaks” 
and similar expressions. Applicant contends, however, that there is no 
showing that the term “CUBE STEAK” was ever used in connection 
with either steak or machines for tenderizing steaks prior to its adoption 
and use of the term as applied to its machines, and that it cannot there- 
fore be generic. In spite of the careful analysis of trade practices and 
the details as to the history and business methods of applicant corpora- 
tion there is little documentary evidence as to the meaning of “CUBE 
STEAK” as applied to a piece of meat sold to the general public. The 
bulk of the information presented refers only to the machines. While the 
record presents little documentary evidence on this question it is apparent 
that certain types of meat are processed on applicant’s machines, and 
perhaps on others, and sold to the public as a “cube steak.” This is clear 
from the White and other affidavits submitted and from the so-called 
“display paper” which refers not only to “CUBE STEAK” but to other 
“cube” meats, and from the patents referred to, if, in fact, it is not a 
matter of common knowledge. Such a “display paper” is included in the 
specimens submitted and is headed by the words “CUBE STEAK” in 
large letters. Below this appears the words “with its delicious flavor 
has been tendered and is juicy if not cooked more than one minute on 
each side.” Certain other instructions as to cooking follow this. Below 
this appears recipes for other products including “cube breaded veal 
cutlet,” “cube lamb or mutton steaks with pineapple” and “cube ham 
steak.” If there were doubt as to the generic meaning of the term as 
applied to beef, ham, veal, or other meats, such doubt would be dispelled 
by this paper, apparently issued by the applicant and apparently ac- 
companying meat treated on its machines at least to some extent. 


It is true in the “display paper” the word “Trade-Mark” appears 
below the word “CUBE STEAK.” It is also true that applicant has 
accompanied its machines by notice as to its trade-mark rights including 
the following statement: 


“The name ‘CUBE STEAK’ identifies cube steak machines made by this 
company and steak cut by the said machines and for that purpose is the Trade- 
Mark and sole and exclusive property of this company and can be lawfully 
used only when so applied.* * *” 


This could, in my opinion, only be regarded by a purchaser as indicating 
a type of meat. However it might be regarded it would be associated 
only with the particular market or store from which the meat came. It 
would in no way identify the applicant or distinguish its goods from 
those of others. In fact, so far as appears from this record, applicant 
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has never sold meat. These meat products might be purchased from any 
number of stores in the same town and being referred to by the same 
words both orally and in any “display papers” which might be used 
would refer to the type of meat rather than to the source or origin 
thereof, which in no way could be connected with the applicant. There is 
nothing to indicate that the purchasers of the meat would be concerned 
with or have any interest in the source of any machines on which the 
particular meat was processed even if they were aware it had been so 
treated. How therefore the applicant makes the grandiose claims in the 
notice quoted above, as to its broad rights as applied to meat which it 
has never sold or been associated with or that as applied to such meat 
it could indicate anything other than a type of meat is not apparent. 
If applied to such product it would, in my opinion, be regarded in the 
same manner as the designation of any other cut of meat and identify 
a type of steak just as would the words round or sirloin. Applicant con- 
tends that this is an improper assumption, and that round steak or 
sirloin steak have been recognized as identifying a particular type of 
meat. That is, of course, correct, but there is no showing to indicate 
that any one purchasing a cube steak would regard it in any different 
manner or as indicating source or origin. 


The applicant contends that the reference to patents and the reference 
to the meaning of “cube steak” to the public, to which I have referred, 
are improper because the term had never been used until applied by 
applicant and that such use has been a trade-mark use so that any other 
usage was improper and could not affect the applicant’s rights. Whatever 
the applicant may have intended the words to mean as applied to meat, 
if in fact it was the first to use the term, it apparently succeeded in 
establishing “CUBE STEAK” (or other cube meats) as a type of meat. 
Accordingly, whatever its meaning may have been initially it became 
identified as the name of the product and whether or not applicant might 
have had any rights originally, it is now generic as applied to meat. 
Dupont Cellophane Co., Inc. v. Waxed Products Co., Inc., 85 Fed. (2d) 
75, 30 U.S.P.Q. 332, Circuit Court of Appeals, 2nd Circuit; Kellogg Com- 
pany v. National Biscuit Company, 305 U.S. 111, 39 U.S.P.Q. 296; Bayer 
Co., Inc. v. United Drug Co., 272 Fed. 505. In Dixie Rose Nursery v. Coe, 
Court of Appeals, District of Columbia, 131 Fed. (2d) 446, 55 U.S.P.Q. 
315, the court said: 


“If a man should invent a combination automobile and airplane, and call 
it an ambi, the name would at first be arbitrary and not descriptive. But if 
the name were applied, for a considerable period, to all such combinations and 
to nothing else, the name would come to identify or describe the thing, as the 
word ‘cellophane’ [Dupont Cellophane Co., Inc. v. Waxed Products Co., Ince., 
85 F. 2d 75] has come to describe a thing. ‘The meaning which should be 
given to the words constituting the mark is the impression and signification 
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which they would convey to the public.’ [Jn re Irving Drew Co., 54 App. D.C. 
310, 311]. The Patent Office and the District Court might properly conclude 
that the words ‘Texas Centennial,’ though originally arbitrary, have come to 
describe to the public a rose of a particular sort, not a rose from a particular 

nursery. * * *” 


The White affidavit above referred to and the other affidavits describe 
the product as follows: 


“The product of the ‘CUBE STEAK’ machines which our company has 
sold under the trade-mark ‘CUBE STEAK’ is not properly described by the 
word cube. It is a solid slice of meat always maintaining its integrity as a 
slice and is cut only partially through by a plurality of parallel cuts in one 
direction and a plurality of parallel cuts at right angles thereto and the slices 
vary in thickness.” 


While this does not separate the steak into cubes, the name appears to 
me to describe such product with a fair degree of accuracy. As was 
stated in Kellogg Company v. National Biscuit Company, supra: 


«* * * The plaintiff has no exclusive right to the use of the term ‘Shredded 
Wheat’ as a trade name. For that is the generic term of the article, which 
describes it with a fair degree of accuracy; and is the term by which the 
biscuit in pillow-shaped form is generally known by the public. Since the term 
is generic, the original maker of the product acquired no exclusive right to 
use it. As Kellogg Company had the right to make the article, it had, also, the 
right to use the term by which the public knows it. * * *” 


And the court further said: 


«“* * * There is no basis here for applying the doctrine of secondary meaning. 
The evidence shows only that due to the long period in which the plaintiff or 
its predecessor was the only manufacturer of the product, many people have 
come to associate the product, and as a consequence the name by which the 
product is generally known, with the plaintiff’s factory at Niagara Falls. But 
to establish a trade name in the term ‘shredded wheat’ the plaintiff must show 
more than a subordinate meaning which applied to it. It must show that the 
primary significance of the term in the minds of the consuming public is not 
the product but the producer.* * *” 


In view of the foregoing it is my opinion that “CUBE STEAK” indi- 
cates a type of meat emanating from many sources and does not function 
to indicate origin or distinguish the product of any particular manu- 
facturer or merchant, but one which may readily be procured in any 
meat market. As already indicated, if generic as to this, it is equally 
generic as to the machine. 


The second ground of refusal, that is, that the proof submitted is 
not sufficient under section 2(f) need not be considered in detail, since 
it is conceded that if the mark is generic it cannot become distinctive. 
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It is noted, however, that in considering the foregoing, I have already 
indicated that there is nothing to show that the mark has become dis- 
tinctive. In considering this, it must also be remembered that no adver- 
tisements were produced, although many were published, so no inference 
can be drawn that it was advertised in such a manner as to build up 
any trade-mark recognition. In fact, the contrary inference is possible. 
If there were doubt as to its generic nature, it is merely descriptive and 
registration must necessarily be refused on this ground. Nor is the fact 
that, on some grounds not indicated, one butcher was enjoined from using 
the name considered significant. While the preliminary injunction appears 
to have been on a contested basis, there is no indication as to the record 
on which that decision was based, nor of what unfair acts the particular 
butcher may have been found guilty. Nor do the affidavits show that 
there has been no use of the term on similar meats not treated on appli- 
cant’s machines. 


If there were doubt as to the nature of “CUBE STEAK” certainly 
“STEAK,” which forms a conspicuous part of the mark, could not become 
distinctive under section 2(f). It should in any event have been dis- 
claimed, but in view of the finding above made, this is not considered 
material at the present time. 


The decision of the examiner of trade-marks is affirmed. 
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PART I 


OPPOSITION, CANCELLATION 
AND INTERFERENCE PROCEEDINGS* 


by 
Sylvester J. Liddy** 


My subject matter for this evening will be Interference, Opposition 
and Cancellation proceedings in the United States Patent Office. 

For the benefit of those who may not be as familiar with interfer- 
ence, opposition and cancellation proceedings as the many experts in this 
field who are here tonight, I think it advisable that at the outset we define 
our terms. 

Interference, opposition and cancellation proceedings, in most in- 
stances, are all predicated on one common requisite, viz., the conflict be- 
tween two or more trade-marks. 

There is such a conflict between trade-marks when by reason of the 
similarity of the respective marks, their contemporaneous use on the 
goods of the respective parties is likely to cause confusion among the 
purchasing public as to the source or origin of such respective goods. 

An interference proceeding, as the word “interference” implies, is an 
inter partes proceeding in the United States Patent Office involving 
either two or more co-pending applications for registration or a pending 
application or applications and an existing registration or registrations. 

I should like to point out at this time that not every application can 
be the subject of an interference proceeding. If the pending application 
is for registration on the Supplemental Register,' or if the registration 
already in existence has become incontestable? or was obtained under the 
Act of 19202 or the Supplemental Register of the Lanham Act,* no inter- 
ference will be declared. 

An opposition proceeding is a proceeding instituted by the filing of 
notice of opposition against a pending application for registration where 
the opposer believes that he would be damaged by the registration of a 
mark on the Principal Register.» Applications for registration on the 
Supplemental Register of the Lanham Act are not subject to opposition.¢ 


*Lecture delivered at Practising Law Institute course in Trade-Mark Practice, Octo- 
ber 26, 1950. 
**Member of firm of Munn, Liddy & Glaccum 


1. Act of 1946, Sections 26, 27. 
2. Section 16. 

8. Section 27. 

4. Sections 26, 27. 

5. Section 13. 

6. Section 26. 
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A cancellation proceeding is a proceeding brought against an exist- 
ing registration, either on the Principal Register, the Supplemental Reg- 
ister, or any registration in force under the prior Acts. It is instituted by 
the filing of a petition for cancellation by anyone who believes that he 
is or will be damaged by the registration sought to be cancelled.” 


During the course of our discussion this evening I shall endeavor to 
point out as we proceed wherein the new Act of 1946 has worked changes 
with respect to interference, cancellation and opposition proceedings. 


Of the three proceedings, I shall discuss the interference proceeding 
first. ; 


In her excellent lecture on October 19th Mrs. Stoughton outlined the 
steps required to be taken for registration. I shall not, of course, repeat 
any of the initial steps which are required before an interference may be 
declared. It will be sufficient to state that all preliminary questions must 
have been settled by the Examiner of Trade-Marks and the interfering 
marks which are to form the subject matter of the controversy must have 
been decided to be registrable.2 We will assume, therefore, that all the 
preliminary requisites have been met, and the applicant is confronted 
with a registration or registrations already issued under the Principal 
Register or under the Acts of 1905 or 1881. We will assume further that 
the applicant’s claimed date of first use antedates the filing date of the 
registration or registrations cited by the Examiner as a bar. 


An interference is declared and instituted by the mailing of notices of 
interference to each of the parties by the Examiner of Interferences, 
which notices shall have been prepared by the Examiner of Trade-Marks. 
The notices shall be sent to all the parties, in care of their attorneys, if 
they have an attorney of record, and if one of the parties is a registrant, 
a notice shall also be sent to him or his assignee of record.® 


Where there are co-pending applications for registration of similar 
marks, the Examiner of Trade-Marks will on his own initiative declare 
an interference to exist. An interference will not be declared between two 
applications or between an application and a registration unless the junior 
party alleges in his application a date of use prior to the filing date of 
the senior party. The party whose application or registration involved in 
the interference has the latest filing date is the junior party. By reason 
of his junior position he is regarded as having the burden of proof.'° As 
I previously mentioned, no interference will be declared between an appli- 
cation and the registration of a mark, the right to the use of which has 
become incontestable, nor with respect to registrations or applications to 


7. Sections 14, 24. 

8. Rules of Practice in Trade-Mark Cases, Rule 19.2. 
9. Rule 19.3. 

10. Rule 19.6. 
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register on the Supplemental Register" or registrations issued under the 
Act of 1920. 

The Examiner of Interferences will set dates for the taking of de- 
positions by the respective parties and also the date of final hearing. 

A Motion to Dissolve an interference must be made not later than 
forty days after the notices of interference have been mailed and such 
motions must contain a full statement of the grounds relied upon. The 
Examiner of Interferences will transmit such motion, if in proper form, 
to the Examiner of Trade-Marks for determination, and the parties will 
be so notified. The transmission of such a motion for determination will 
act as a stay of the proceedings pending the determination of the motion.‘ 
It should be noted that while an appeal may be taken to the Commissioner 
from a decision granting a Motion to Dissolve, no appeal may be had 
from a decision denying a Motion to Dissolve, but the question may be 
reviewed by the Commissioner on appeal from the final decision of the 
Examiner of Interferences." 

Testimony in contested proceedings shall be filed in accordance with 
Patent Rules 271 to 286 inclusive. Time will not permit of a detailed dis- 
cussion of these rules and I am sure that most of those here present are 
familiar with them, but for those who are not, I suggest that they secure 
a copy of the “Rules of Practice in Trade-Mark Cases,” which includes 
beginning at page 33 the Patent Rules 271 to 286, to which I have refer- 
red, as well as additional Rules of Practice in Trade-Mark Cases applicable 
to all three inter partes proceedings, and appeals therein. These Rules 
are prepared by the Patent Office and are procured from the Superin- 
tendant of Documents, U. S. Government Printing Office, Washington 
25, D. C. The cost per copy is 40 cents. 

In an interference proceeding, the Patent Office tribunals are not con- 
fined to the determination of questions arising inter partes, but may dis- 
pose of any question relating to the proposed registration that might 
properly be considered in an ex parte case,’ that is, any question that 
might have arisen during the course of the prosecution of an application 
for registration independently of the interference proceeding. 

The most significant point to be borne in mind in connection with 
interference proceedings is that the primary issue is priority of use.'® In 
other words, the very declaration of the interference proceeding by the 
Examiner of Trade-Marks is tantamount to a ruling by him that the 
marks in issue are deceptively similar and that the respective products 


11. Rule 19.1. 

12. Rule 19.4. 

13. Rule 19.5. 

14. Etablissements Rene Bezieres, Societe Anonyme ' Reid, Murdoch & Co. 48 F. (2d) 
946; 18 CCPA 1340; 21 TMR 253; 9 USPQ 231 

15. Mathy v. The Republic Metalware Co. 154 0O.G. 1109; Giles Remedy Co. v. Giles 
26 App. D.C. 375; 120 OG 1826. 
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of the parties on which the marks are used, are sufficiently close to per- 
suade the Examiner that concurrent use of the marks in issue would be 
likely to result in confusion and deception of the purchasing public. 


An important distinction between interference proceedings as con- 
ducted under the Act of 1905 and under the present Act of 1946 should 
be noted. Under the Act of 1905, Section 7, it was necessary that the 
products of the respective parties be “goods of the same descriptive 
properties” before an interference could be declared. The language “‘goods 
of the same descriptive properties” has been eliminated. 


Prior to the Act of 1946 one desiring to have an interference pro- 
ceeding dissolved could have based his Motion to Dissolve on the ground 
that the goods were not of the same descriptive properties. Today, where 
the interference has been declared between co-pending applications, so 
that only the Act of 1946 applies, one wishing to have the interference 
proceeding dissolved can not urge merely that the goods are not of the 
same descriptive properties but must show that there is no likelihood of 
confusion, mistake or deception of customers. However, it is still impor- 
tant to consider the problem of whether or not goods are of the same 
descriptive properties if an interference is declared between an applica- 
tion under the Act of 1946 and a registration which issued under the Act 
of 1905. There, the owner of the existing registration under the Act of 
1905 was entitled to his registration if his goods were not of the same 
descriptive properties as the goods of the applicant. Having been entitled 
to his registration at the time he filed his application, the registrant 
would be entitled to have the interference dissolved. 


The declaration of an interference between two trade-marks is a 
matter within the discretion of the Examiner of Trade-Marks and his 
decision refusing to declare an interference will not be reviewed on appeal, 
except where it appears that such discretion has been abused.'* 


The most troublesome question in every-day practice arising out of 
the declaration of interference proceedings is the situation where none of 
the parties are happy about the fact that their respective marks have 
been placed in interference. It very frequently happens that the parties 
to an interference proceeding are convinced that no confusion in trade 
is likely and they can frequently point to long contemporaneous use of 
the marks without the slightest evidence of confusion. Under such cir- 
cumstances, they can see little reason to be subjected to the expense and 
trouble of an interference proceeding. Where the parties are agreed that 
there is no confusion in fact and no likelihood of confusion, they can 
jointly move to dissolve the interference, but dissolution of an interfer- 
ence, even by joint motion, is not as simple as it sounds. The parties to 





16. Blanke Tea & Coffee Co. v. Hirsh 182 O.G. 247 (1912). 
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an interference can not by agreement waive the provisions of the statute. 
Consequently, if the marks are so similar, when applied to the goods of 
the respective parties, as to make confusion likely, in the ordinary case, 
despite the fact that there has been no confusion in the past, the Ex- 
aminer is powerless to grant a Motion to Dissolve because both marks 
may not be registered legally..'7 It must be remembered that the purchas- 
ing public has an interest in the avoidance of confusion or deception. If, 
however, the parties are able to show facts which clearly negative the 
likelihood of confusion, then a joint motion to dissolve will and should 
be granted. For example, the following facts are important: the cumula- 
tive effect of the differences in the marks and the differences in the 
products; long contemporaneous use without any confusion in the past; 
the fact that the respective products bearing the marks in interference 
have reached the public through entirely different trade channels; and 
that the products reach an entirely different class of purchasers. All of 
these factors, and possibly others, which may be present in a particular 
case, are of the utmost importance even though no single one of these 
factors standing by itself would necessarily be controlling. They tend to 
negative the likelihood of confusion. Consequently, if you have occasion 
to take part in a joint Motion for Dissolution, be sure that your moving 
papers are not limited to the mere conclusion that confusion is unlikely. 
Be sure that your moving papers set forth facts which will support that 
conclusion. Where this has been done, you will find that the Examiner of 
Trade-Marks will be sympathetic to your Motion and unless he feels that 
he is absolutely barred by the language of the statute he will grant such 
Motion. I mention the Examiner of Trade-Marks because when you bring 
your Motion for Dissolution, the Examiner of Trade-Mark Interferences 
will refer the matter to the Examiner of Trade-Marks for determination. 
Please bear in mind that a Motion to Dissolve an interference is regarded 
merely as a proceeding to obtain reconsideration inter partes of questions 
decided by the Examiner of Trade-Marks in the first instance when he 
declared the interference.'* While there is no appeal from a denial of a 
Motion to Dissolve, as I pointed out before, the Examiner of Interferences 
on final hearing is not necessarily bound by the decision of the Examiner 
of Trade-Marks on a Motion to Dissolve and if the Examiner of Inter- 
ferences feels that the interference should be dissolved, he may so order 
at final hearing.'® 


Rule 19.5 of the “Rules of Practice in Trade-Mark Cases” provides 
that “The decision of the Examiner of Trade-Marks upon a motion for 
dissolution will be binding upon the Examiner of Interferences... .” In 





17. om Corp. v. May Hosiery Mills 67 USPQ 238; 581 OG 522; 35 T.M.R. 


18.San Juan Fishing & Packing Co. v. Coniff 6 USPQ 85. 
19. Shurhit Products, Inc. v. Sureline Manufacturing Co. 883 USPQ 322. 
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construing this rule, however, former Assistant Commissioner Daniels 
stated :2° 


“This (Rule 19.5) refers to an interlocutory motion in accordance with rule 
19.4, based upon the comparison of marks and goods as set out and described in 
in the applications. It would be controlling upon the Examiner of Interferences 
during any further interlocutory proceedings, since it is clearly not intended 
that the Examiner of Interferences shall either affirm or reverse the action of 
the Examiner of Trade-Marks declaring an interference. Pratt Food Co. v. 
The Crete Mills and Security Mills and Feed Co., 18 CCPA 1083, 47 F. 2d 960 
(8 USPQ 447). 

“At final hearing, however, after the presentation of evidence, the Examiner 
of Interferences may pass not only on the question of priority, but on any ques- 
tions in the case relating to the right of registration, including the similarity, 
or dissimilarity of the marks as applied to the goods in view of the evidence 
presented. Section 7 of the Trade-Mark Act of 1905, referring to interferences 
provides that the Examiner of Interferences shall determine ‘the question of 
the right of registration to such trade-mark, * *’” (Emphasis supplied) 


The question of lack of interference in fact can not be raised for the 
first time after final hearing wherein priority has been determined.?! 


Now let us assume that all preliminary questions have been disposed 
of and the interference case is to proceed to final hearing. It now becomes 
important to determine who has the burden of proof. The burden of proof 
is on the junior party and all doubts will be resolved against him. He 
must therefore take proof to establish his claim of priority.22 Obviously, 
being the junior party, his filing date is subsequent to that of the senior 
party and unless by taking testimony he can prove use antedating the 
filing date of the senior party, he is out of court. The senior party need 
not take testimony and if he does not take testimony, his sworn applica- 
tion for registration, in the absence of evidence to the contrary, is suffi- 
cient proof that he was using the mark as a trade-mark at the time he 
filed his application.2 However, if the senior party finds, that by reason 
of the testimony taken by the junior party his filing date is not sufficient 
for him to maintain his seniority, he must then take testimony to show 
use back of his filing date and in fact back of the date proved by the 
junior party. 

Now let us assume that one or both parties have taken testimony and 
the Examiner of Interferences has determined which of the parties is 
the prior user. Usually, that ends the case except, of course, for appeals, 
since ordinarily the sole issue in an interference proceeding is priority of 
use. In other words, the Examiner of Interferences ordinarily finds that 


20.83 USPQ 322 at 325. 

21. Parisian Mfg. Co. v. Einhorn Bros. 18 T.M.R. 498; 151 MsD. 760. 

22. Hamilton Watch Co. v. Longines-Wittnauer Watch Co. Inc. 53 USPQ 553; 539 OG 
969. 

23. Hamilton Watch Co. v. Longines-Wittnauer Watch Co. Inc., supra. 
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one party is not entitled to registration, since he is the subsequent user, 
and the opposing party, and the winner of the interference proceeding, 
is the prior user and consequently is entitled to registration. However, the 
fact that the Examiner of Interferences finds that one party to an inter- 
ference proceeding is not entitled to registration does not necessarily in- 
dicate that his opponent is entitled to registration. At the time the inter- 
ference was declared, it appeared prima facie from the applications for 
registration that the marks of both parties were registrable, subject to 
the determination of priority. However, testimony and proofs in the case 
may well indicate that the prior user has not in fact made trade-mark use 
of the mark sought to be registered. His use may have been analagous 
to trade-mark use, such as trade name use or use in advertising. It is 
not necessary that a party to an interference have exclusive rights to a 
mark in order to prevent an adverse interfering party from obtaining 
registration. In such a situation, both parties will be refused registration. 

In the case of Atlas Leather Case Co. (Platt Luggage, Inc., assignee, 
substituted) v. Gladstone Case Mfg. Co. Inc., both parties used the word 
“PILOT.” The subsequent user did make trade-mark use of the word 
“PILOT”; that is, he did affix his mark to his goods or to the containers 
in which they were shipped. The other party to the interference ulti- 
mately made trade-mark use of his mark but he was not making trade- 
mark use of his mark at the date of first use of his opponent. At and prior 
to the date of first use of his opponent, he was using the mark “PILOT” on 
invoices, price lists, advertisements and other sales material, not, however, 
affixed to the goods. The Commissioner properly held that the use of a 
name in invoices, price lists, advertisements, or other sales material, not 
affixed to the goods, can not entitle an applicant to registration. So, even 
though he was the prior user in this sense, he was not entitled to his reg- 
istration. Nevertheless, his use in invoices, price lists, advertisements, or 
other sales material, prior to the trade-mark use of his opponent, was 
sufficient to negative the right to registration in his opponent. This was 
a rare case where both fighters knocked each other out. 

The same situation could easily arise, however, where both parties 
seek registration of a term which is in fact generic in particular trade 
but where trade practices were not necessarily known to the Examiner. 
When depositions are taken and the true significance of the marks in 
question is shown by the evidence to be generic for the products of both 
parties, the Examiner will refuse registration to both parties regardless 
of who was the prior user. 

I would like at this time to mention a practical word of warning. You 
may be confronted with a situation where your client applies for regis- 


24, Atlas Leather Case Co. (Platt Luggage, Inc., assignee, substituted) v. Gladstone 
Case Mfg. Co. Inc. 719 USPQ 184; R. H. Macy & Co. Ine. v. Eclipse Knitting Mills, 
Inc. 44 USPQ 318; 512 OG 742. 
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tration and is met by a prior registration of the same mark for the same 
goods, let us say, soap. Since you are convinced that you can prove a 
date of use earlier than the date of use of the registrant, for soap, you 
may be tempted to request that an interference be declared. It is well to 
ascertain, if possible, whether the registrant has used his mark and pos- 
sibly registered his mark for goods falling outside the soap classification 
but for goods which are closely allied, for example, face powder, face 
cleansing creams, rouge or lipsticks. These products may fall in different 
Patent Office Classifications and still be so closely allied that the prior 
user of the mark on cosmetics would be entitled to the registration for 
soap even though your client were the prior user on soap.?5 Concededly, if 
your client does not ask for an interference, he will be refused registra- 
tion, but by asking that an interference be declared, he is bringing at- 
tention to his mark and is inviting a suit for infringement and possibly, 
unfair competition since he is formally alleging, in effect, that there is 
an interference in fact. In other words, one should not request an inter- 
ference unless he is fairly certain of succeeding. 

Incidentally and in passing, it should also be noted that a registrant 
or an applicant is not bound by the date of use claimed. They may prove 
dates of use earlier than those claimed.2¢* 

The Act of 1946 has raised a further complication in interference 
proceedings with respect to one type of mark, that is, applications under 
Section 2(f) of the Act. As you know, marks which ordinarily would not 
be registrable on the Principal Register, may have become distinctive of 
the applicant’s goods and thus qualify for registration on the Principal 
Register under Section 2(f). This section provides that— 

“The Commissioner may accept as prima facie evidence that the mark has 
become distinctive, as applied to the applicant’s goods in commerce, proof of 
substantially exclusive and continuous use thereof as a mark by the applicant 

in commerce for the five years next preceding the date of the filing of the appli- 

cation for its registration” (Emphasis supplied) 

If you can show that your mark has become distinctive by facts at- 
testing to such distinctiveness, without relying on five years’ substan- 
tially exclusive use, there will be no problem, but if you rely on substan- 
tially exclusive use for the five-year period referred to in the section, 
there can be no interference declared. The reason is this. The very fact 
that there is an interfering application negatives the idea of substantially 
exclusive use. Consequently, in such circumstances, an application predi- 
cated on five years’ substantially exclusive use will not be placed in inter- 
ference but the 2(f) application based on alleged five years’ substantially 
exclusive use will be rejected. 


25. Marshall Field & Company v. Betts & Mumpeton, Inc. 8 USPQ 425. 
26. Augenblick v. Max Schwarz Manufacturer La Primadora Havana Cigars, Ltd. 64 
USPQ 511; 573 OG 555. 
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Frequently, an applicant will insist on basing his application on 2(f) 
when he need not do so. In other words, his mark would be registrable 
without relying on the allegation of five years’ substantially exclusive 
use. In an interference case involving this very situation (Gordon-O’Neill 
Company v. Continental Distilling Corporation, et al, decided on May 17, 
1950)27 former Assistant Commissioner Daniels held: 


“In the prosecution of the application of the junior party, the applicant, that 
party was advised that the mark was considered arbitrary and that the allega- 
tions of substantially exclusive use under section 2(f) of the Trade-Mark Act 
of 1946 need not be included. The applicant, however, retained such allegations 
and, in fact, amended them to make them more complete. It also requested inter- 
ference with the two existing registrations of marks, involved herein, which the 
examiner has found to be confusingly similar to that of the applicant. This is 
clearly inconsistent. 
se * * KF KK K 
If the applicant desired to rely upon substantially continuous and exclusive use 
he might be in position to proceed to cancel the other registrations or at least 
to make some prima facie showing of abandonment or other special circum- 
stances. An interference should be declared only when an applicant’s mark is 
clearly in condition for allowance, except for interference or opposition (Rule 
19). To permit such an applicant to claim substantially exclusive use and at the 
same time request an interference with other existing registrations which inter- 
fere therewith, would leave the other parties under severe handicap. By the same 
action the applicant would be claiming priority and a right to overcome the 
subsisting registrations because of prior use, and on the other hand he would 
have claimed that the other marks did not interfere, or exist and accordingly 
there should be no interference. 


Under these circumstances the applicant should be required to elect on which 
ground he will proceed. If he desires to retain the allegations of substantially 
exclusive use his mark should be refused registration on the ground that such 
showing is insufficient in view of the prior registrations; if he desires to con- 
tinue the interference on the ground of priority the allegations of substantially 
exclusive use should be eliminated from the application. A different situation 
might exist as to interfering applications [or] when an applicant could make a 
prima facie showing of abandonment of the prior registration or perhaps under 
other special circumstances. As presently set up, however, the other parties must 
face issues which may prove irrelevant, or risk contesting an interference which 
by the junior parties allegations may be unnecessary. 


The motion to dissolve should be granted on the ground that the interference 
was irregularly declared, unless the applicant promptly takes proper steps to 
amend the application to remove the allegations referred to. 


The petition is granted to the extent indicated.” 


The situation here presented has been very well summarized by Dr. 
Derenberg in his report, “The Third Year of Administration of the Lan- 
ham Trade-Mark Act of 1946.”274 With his permission, I should like to 
read his comments: 


27.86 USPQ 320. 
27a. 40 T.M.R. 914. 
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“Two questions frequently arise under the new act. 


1. If a reference is cited against an applicant under 2(f) involving a mark not 
identical but sufficiently close to justify a finding of likelihood of confusion, 
should the application under section 2(f) be rejected on account of such refer- 
ence ex parte, or should an interference be declared in order to give the appli- 
cant under section 2(f) an opportunity to prove that he has used his mark not 
only during the five-year period prior to his filing but also prior to the time of 
the first use recited in the conflicting registration or application? 


The trend at the present time seems to be not to put such section 2(f) applica- 
tions into interference, since even in case of a successful termination of the 
interference it would still be true that the applicant did not have ‘substantially 
exclusive use’ of the mark during the five-year period and would, therefore, 
not be entitled to the registration unless a showing could be made that the mark 


has become distinctive on grounds other than such alleged five-years exclusive 
—_ SS Cee SESS DS 


The same would, of course, hold true in case of two conflicting section 2(f) 
applications. Rather than put them into an interference, it would seem to be 
more in line with the present practice and the Commissioner’s aforementioned 
decision, to refuse both such applications on an ex parte basis and on the ground 
that the applicants’ allegation of ‘substantially exclusive’ use refute each other, 
so that an interference proceeding would in fact be a sham battle only. Here 
again, a different conclusion might be justified if the claim of distinctiveness 
is not based on five years substantially exclusive use but rather on other cir- 
cumstances and proof. 


2. That this strict interpretation may lead to unexpected results and perhaps 
even to unnecessary hardship is shown by a glance at situations in which an 
application under section 2(f) is found to be in conflict with an application 
for registration on the supplemental register, based on an allegations of one 
year ‘lawful’ use. While no interpretation has yet been rendered with regard 
to the meaning of the word ‘lawful’, the conclusion would seem to be justified 
at first glance that such ‘lawful’ use may be a use less than ‘exclusive’, although 
under the Act of 1920 the words ‘bona fide use for not less than one year’ were 
interpreted to mean ‘exclusive’ use during such one-year period.3: I submit that 
the word ‘lawful’ in section 23 of the 1946 Act should be construed to mean 
‘substantially exclusive’ and that upon any proposed revision of the Lanham 
Act, these words should be substituted for ‘lawful’. That was in effect the con- 
struction given the Act of 1920 and there is nothing in the history or language 
of the new act to show that descriptive or geographical terms or surnames 
should be registrable on the supplemental register without that minimum show- 
ing. Unless this interpretation is adopted, the rather anomalous result would 
be reached that the allegation of ‘lawful’ use by the applicant for the supple- 
mental register would invariably defeat a claim of five years ‘substantially 
exclusive’ use by a registrant relying on section 2(f), if such year should 
coincide with the five-year period, while the reverse would not be true and the 
applicant for the supplemental register may still be held to have made a ‘lawful’ 
use of the mark despite the claim of distinctiveness by the applicant under 
section 2(f). 


31. American Printing Ink Co. of Chicago, Ill. v. American Printing Ink Co. of 
Cincinnati, Ohio, 331 O.G. 486 (C.P. 1924); to the same effect in re Bosch, 


156 Ms.D.40, 19 T.M.R. 248 (C.P.1929).” 
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You will note, as Dr. Derenberg points out, that the practice in the 
Patent Office at the present time is not to put Section 2(f) applications 
into interference. 


A similar situation, and an equally unsatisfactory one, exists with 
respect to co-pending applications for registration on the Supplemental 
Register. As we have seen, applications for registration on the Supple- 
mental Register are not subject to interference. Here again, and with 
his permission, I should like to refer you to Dr. Derenberg’s comments 
in the same report: 


“As already noted in previous reports, registrations under the Act of 1920 or on 
the Supplemental Register are now used as references against new applications, 
contrary to the rule of the Essex Rubber cases¢ under the Act of 1905. As 
stated before, such registrations may now be cited so as to defeat a new appli- 
cant’s claim of five years exclusive use under section 2(f). Moreover, it would 
seem that in the absence of an amendment to the act no workable solution can 
be found for a more satisfactory disposition of two or more pending applications 
for the supplemental register. Since no interference can be declared with respect 
to such applications (section 26 of the Act), the Office continues to follow the 
practice of passing to issue the application which was first filed at the Office, 
even though it may appear from the application files in the other cases that 
one or more of those applicants claim and may be entitled to a prior use date 
than that relied upon by the applicant who happens to be the first to file an 
application. It may thus become necessary for the other applicant first to insti- 
tute cancellation proceedings against the registrant before he can further 
prosecute his own application. It was so held under the Act of 1905 by the 
late Commissioner Frazer in Ex parte General Shoe Corporation,s7 and there 
is nothing in the Act of 1946 which would justify a departure from this rather 
unsatisfactory practice in the absence of an amendment to the act itself. 


56. Ex parte Essex Rubber Co., 47 USPQ 189. 
57.67 USPQ 304.” 


We thus have a situation of the race going to the swift, as least in the 
first instance. 


The only remedy for the first user, who has delayed his filing, is to 
await the issuance of the conflicting registration and then move to cancel. 
This is a burdensome and expensive procedure to impose upon the true 
owner of the mark. 


Before concluding our discussion of interference proceedings, I wish 
to point out a further and important distinction between the prosecution 
of interference proceedings under the Act of 1905 and interference pro- 
ceedings conducted under the Act of 1946. Under the 1905 Act, in an 
interference proceeding involving a pending application and a registra- 
tion, where the Examiner held that the applicant was entitled to regis- 
tration despite the existing interfering registration, the Examiner could 
and would grant registration to the applicant. The Examiner of Inter- 
ferences could not in that interference proceeding cancel the existing 
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interfering registration. If the interfering registration was to be can- 
celled, it had to be as the result of a separate cancellation proceeding by 
the successful applicant in the interference proceeding. Frequently, how- 
ever, the successful applicant in the interference proceeding was unwilling 
to go to the additional expense of bringing a cancellation proceeding or 
was not interested in cancelling the interfering registration. This resulted 
in the anomalous situation of two interfering registrations on the record, 
with the Patent Office authorities powerless to cancel the registration on 
their own initiative, despite the fact that it was the expressed policy of 
the Act of 1905 to avoid subsisting conflicting registrations. Under the 
Act of 1946, however, the Examiner of Interferences may recommend, 
and the Commissioner may carry out, any step necessary to cure that 
situation. The Commissioner may upon the recommendation of the Ex- 
aminer of Interferences cancel or restrict the existing interfering 
registration.2® 


I shall now move on to opposition proceedings. 


Any person who believes that he would be damaged by the registra- 
tion of a mark upon the Principal Register may upon payment of the re- 
quired fee of $25, oppose the same by filing a verified notice of opposition 
in the Patent Office within thirty days after the publication in the Official 
Gazette of the U. S. Patent Office of the mark sought to be registered.?9 


The time within which to file notice of opposition may be extended 
for good cause. This provision is new under the Act of 1946. Under the 
Act of 1905, there was no way in which the time to file a notice of opposi- 
tion could be extended. A request to extend the time for filing a notice of 
opposition must be received in the Patent Office before the expiration of 
thirty days from the date of publication and should be accompanied by 
a showing of good cause for the extension requested and should specify 
the period of extension desired. In the event circumstances do not permit 
the showing of good cause with the request, it should be furnished as 
promptly as possible, and in any event, within ten days after submission 
of such request.° 


An unverified notice of opposition may be filed by a duly authorized 
attorney, but such opposition shall be null and void unless verified by the 
opposer and the verification or verified notice filed in the Patent Office 
within thirty days after such filing or within such further time for such 
filing as may be fixed by the Commissioner upon request made before 
the expiration of said thirty days.>' 


28. Section 18 of the Act of 1946. 
29. Rule 20.1. 
30. Rule 20.2. 
31. Rule 20.3. 
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The notice of opposition must allege facts tending to show why the 
opposer would be damaged by the registration of the opposed mark and 
state the specific grounds for opposition. A duplicate copy of the notice 
of opposition and two specimens or facsimiles of the mark as actually 
used by the opposer, if there be such, shall be filed.32 


When a notice of opposition is filed, the Examiner of Trade-Marks 
will inform the party filing the same of the receipt thereof and if it meets 
all the formal requirements, the Examiner of Trade-Marks will transmit 
it to the Examiner of Interferences. The Examiner of Interferences will 
prepare a notice disclosing the name and address of the opposer and his 
attorney, and designate a time, not less than thirty days from the date of 
such notice, within which answer must be filed. Copies of this notice 
will be forwarded to the parties in care of their attorneys, if they have 
attorneys of record. The duplicate copy of the notice of opposition and one 
of the specimens or facsimiles, if there be such, will be forwarded with 
the notice to the applicant.s 

In an interference proceeding, it was noted that the primary issue, 
and usually the sole issue, for determination, is the question of priority 
of use. In an opposition proceeding, however, there may be many other 
issues. An opposition may be based either on the prior use of a conflicting 
trade-mark, or on other grounds establishing damage to the opposer, 
such as the fact that the applicant seeks to appropriate to himself a word 
which is in the public domain. It is well established that damage may be 
predicated upon the registration to a competitor of any term or symbol 
that an opposer has the right to use in connection with his goods regard- 
less of the fact that such use has not occurred at the time of the 
opposition.3¢ 

An opposition may be based on the use of a descriptive or geographical 
name. For example, it was held that importers and distributors of brandy 
known by the descriptive or geographical name “Cognac” had the right 
to file opposition to registration of the marks “Calognac” and “Colognac”’ 
for brandy.?* 


It is not necessary that the opposer show exclusive use of a mark.?¢ 


Prior trade name use of a word by opposer in his stationery, catalogs 
and advertising is not technical trade-mark use but use analogous thereto 
and is sufficient to support an opposition.” 


82. Rule 20.4. 
33. Rule 20.5. 
34. — Peabody & Co. Inc., v. Burmel Handkerchief Corp. 48 USPQ 481; 524 OG 


35. > Inc. v. Italian Swiss Colony 141 F. (2d) 706; 61 USPQ 131; 34 T.M.R. 201; 
31 CCPA; 565 OG 6. 

36. Herzberg v. Revlon Products Corp. 57 USPQ 280; 550 OG 578. 

87. American Craftsmen’s Co-Operative Council, Inc. v. Promotions, Inc. (American 
Homes Institute, Inc., assignee, substituted) 67 USPQ 141; 580 OG 514. 
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Where the opposer relies on prior trade-mark use, he is required to 
establish, not only his priority of use, but that the mark sought to be 
registered is either identical with or deceptively similar to his mark and 
that when applied to the products for which registration is sought, con- 
fusion, mistake or deceit of the purchasing public is likely to occur. This, 
of course, requires a comparison of the marks of the opposer and the 
applicant and their respective goods. It is not necessary that the opposer 
use his mark in interstate commerce — intrastate use by opposer is 
sufficient.?¢ 

It will be recalled that under the old Act of 1905, in such cases it was 
necessary for the opposer to establish that the product or products of 
the applicant constituted “goods of the same descriptive properties” as 
the product or products of the opposer. This, as we have seen, is no 
longer the law. The test now is likelihood of confusion. Please note the 
word “likelihood.” The question in oppositions is not whether injury or 
damages have occurred or even will occur to the opposer, but whether 
the concurrent use of both marks will be “likely” to cause confusion or 
mistake.» 

Now, under the Act of 1946 the opposer may have to meet issues 
which an applicant may raise in his defense which were not available to 
an applicant for registration under the Act of 1905. For example, under 
the Act of 1905 no equitable defenses could be raised. The Act of 1946, 
on the other hand, specifically provides that in all inter partes proceed- 
ings equitable principles of laches, estoppel and acquiescence, where ap- 
plicable, may be considered and applied.¢° 


These provisions for equitable defenses also govern proceedings here- 
tofore begun in the Patent Office and not finally determined at the effec- 
tive date of the Act of 1946. 


An opposition proceeding is still of an administrative nature. It is 
held in the interest of the public as well as in the interest of the opposer 
and the Patent Office is in fact the public’s representative. Consequently, 
it is to be noted that regardless of the scope of opposer’s rights, the 
public must be protected against possible deception.+2 


In an opposition proceeding, the registrability of an applicant’s mark 
is always directly in issue and consequently, the Patent Office can dis- 
pose of any question which might properly arise in an ex parte proceed- 
ing, just as we saw was the case in an interference proceeding. 


38. Duncan v. Duncan (Ozon Chemical Co., assignee, substituted) 46 USPQ 522; 518 
OG 785; 30 T.M.R. 6238. 

39. Compare Section 5(b) of the Act of 1905 with Section 2(d) of the Act of 1946. 

40. Section 19. © 

41. Frankfort Distilleries, Inc. v. Dextora Co. 103 F. 2d 924. 

42. Forest City Mfg. Co. v. Forest Garment Co. 48 USPQ 155; 508 OG 846; 29 T.M.R. 
662. 
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As in an interference proceeding and a cancellation proceeding, dates 
are set for the taking of depositions and final hearing in accordance with 
the rules which I have mentioned before. 


The next question for consideration is, who must take testimony and 
when must testimony be taken? 


If an opposer bases his opposition on a registration issued under the 
Acts of 1881 or 1905 or on a registration issued on the Principal Register, 
he need not take testimony in order to establish his ownership of the 
mark. Registration under the Acts of 1881 or 1905 or on the Principal 
Register of the Lanham Act constitutes prima facie evidence of owner- 
ship, and ownership implies use. 


If an opposer relies on a registration under the Act of 1920, he must 
take testimony to prove that his mark is in use, since registration under 
the Act of 1920 does not constitute prima facie evidence of ownership.4 


The same would apply to a registration on the Supplemental Reg- 
ister of the Lanham Act. Such registrations do not constitute prima facie 
evidence of ownership.+5 


As has been noted above, registration under the Act of 1905 ane on 
the Principal Register of the Act of 1946 constitutes prima facie evidence 
of ownership, and when relied upon by the registrant, ownership implies 
use. There is, however, an important distinction to be noted with respect 
to the implication of use arising from such registrations. In an opposition 
proceeding, the validity of the opposer’s registration may not be attacked 
unless, of course, there is a counterclaim for cancellation. Such counter- 
claims are proper.** Absent such counterclaim seeking to cancel opposer’s 
mark, applicant may not attack the validity of opposer’s registration. 


It has been a common practice for the applicant, in his answer, to 
attempt to attack the validity of opposer’s mark by citing third-party 
registrations covering marks or elements of marks similar to those in- 
volved in the opposition proceeding. While the applicant cannot collat- 
erally attack the validity of opposer’s mark by citing third-party regis- 
trations, he may cite such registrations to show that the mark is a weak 
mark, or that some element of the mark in issue is in such common use 
that it is devoid of trade-mark significance. But when he argues that 
since third-party registrations (under the Acts of 1881 or 1905 or the 
Principal Register of the Act of 1946) constitute prima facie evidence of 
ownership, such ownership implies use by such third party, his position 
is not sound. It has been held that while existence of third-party regis- 


43. Ely & Walker Dry Goods Co. v. Sears Roebuck & Co., 24 CCPA 1244, 90 F. 2d 257. 
44. Essex Rubber Co., 47 USPQ 189. 

45. Act of 1946, Sec. 26. 

46. Austin Nichols & Co. Inc. v. Abraham Krasne 5 USPQ 13. 
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trations is some indication of common usage of a word, it is not prima 
facie evidence of use of marks as set out in third-party registrations 
when presented by applicant who claims no rights thereunder. 


In the case of Stardust, Inc. v. Finer Full Fashion Hosiery Company,47 
decided June 12th of this year, former Assistant Commissioner Daniels 
stated :— 


“While registration is prima facie evidence of ownership and implies use, such 
presumption arises only when the registration is relied upon by its owner. 
When presented by a third party they merely show the existence of the registra- 
tions, since the rights thereto may have been lost by abandonment, or otherwise, 
or the owner thereof may never choose to assert them.” 


The applicant sometimes argues that because opposer has failed to 
act against third party users of other marks, he is estopped from com- 
complaining of applicant’s mark. Opposer’s failure to act against third 
party users of other marks can give rise to no rights which applicant 
can assert.4* 


I should like now to discuss cancellation proceedings. It should be 
noted that cancellation and opposition proceedings are intended to bring 
about the same result in so far as each provides a method of avoiding 
injury flowing from the existence of a registered trade-mark and no 


greater degree of interest need be alleged or proved in cancellation pro- 
ceedings than in opposition proceedings.*? 


What I have said with respect to opposition proceedings applies, in 
most instances, to cancellation proceedings. For example, the petition to 
cancel, like the notice of opposition, must allege facts tending to show 
why the petitioner believes he is or will be damaged by the registration, 
state the specific grounds for cancellation, and indicate the respondent 
party to whom notice shall be sent. The petitioner must be verified by 
the petitioner. A duplicate copy of the petition, an abstract of title of 
the mark sought to be cancelled or an order for a title report for Office 
use, and two specimens or facsimiles of the mark actually used by the 
petitioner, if there be such, shall be filed with the petition. Applications 
to cancel different registrations owned by the same party may be joined 
in one petition when appropriate, but the fee for each application to 
cancel a registration must accompany the petition.®° 


While applications for registration under the Act of 1920 and under 
the Supplemental Register of the Act of 1946 were and are not subject 
to opposition, registrations issued under the Act of 1920, or under the 


47.85 USPQ 507. 

48. Wyeth Inc. v. Mont-O-Min Sales Corp. 38 T.M.R. 1017, 79 USPQ 3 

49. United Shoe Machinery Corp. v. Compo Shoe Machinery Corp. 12 USPQ 246; 22 
—t 160; 56 F. (2d) 292; 19 CCPA 1009. 

0. Rule 21.2. 
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Supplemental Register of the Act of 1946, as well as all other registra- 
tions, are subject to cancellation proceedings. 

Just as in opposition proceedings, actual injury need not be proved. 
The likelihood of confusion is sufficient. 

In a cancellation proceeding directed against a registration issued 
under the Act of 1946, either on the Principal Register or the Supple- 
mental Register, it is not necessary to allege or prove that the respective 
products of the parties constitute goods of the same descriptive proper- 
ties. If the petition for cancellation is directed against a registration 
under the Acts of 1881 or 1905 or under the Act of 1920, it is still nec- 
essary to establish that the goods involved are of the same descriptive 
properties.*' 

That registration of a petitioner’s mark was denied in view of a 
previously registered mark, is sufficient injury upon which to predicate 
a petition for cancellation against the previously registered mark.* 

One important change under the Act of 1946 which has been made 
with respect to cancellation proceedings deals with the question of equita- 
ble defenses. Under the 1905 Act, for example, mere delay was no bar 
to a cancellation proceeding.®? Section 13 of the Act of 1905 provided 
that one might bring a petition for cancellation whenever he deemed him- 
self injured. This resulted in undue hardship on the registrant. In the 


White House case, the Court of Customs and Patent Appeals stated :— 


“The record discloses great delay on the part of appellee in seeking to have the 
registration of the trade-mark of appellant cancelled.” 

Despite the fact of the great delay, the Court, nevertheless, cancelled 
the registration on the theory that it had no other recourse since Section 
13 of the Act of 1905 provided for the bringing of a cancellation pro- 
ceeding at any time. 


In a subsequent equity proceeding in which the registrant, whose 
mark was cancelled, was the defendant, the equitable defenses were 
sustained.®+ 

As we have seen, under Section 19 of the Act of 1946, equitable prin- 
ciples of laches, estoppel and acquiescence, where applicable, may be 
considered and applied. 


Section 22 of the Act of 1946 should be considered along with Section 
19. Section 22 provides that registration of a mark on the Principal Reg- 
ister of the Act of 1946, or registrations under the Acts of 1881 and 1905, 


51. Junior Guild Frocks, Inc. v. Page & Dixon Drug Co. Inc. (Semco, assignee, substi- 
tuted) 79 USPQ 41. 
52. — Beverage Co. v. Duffy-Mott Co. Inc. 32 USPQ 521; 476 OG 947; 27 T.M.R. 


538. White House Milk Products Co. v. Dwinell-Wright Co. 111 F. (2d) 490; 45 USPQ 
444; 27 CCPA; 30 T.M.R. 351. 
54.182 F. (2d) 822 (Dwinell-Wright Co. v. White House Milk Products Co. Inc.) 
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shall be constructive notice of the registrant’s claim of ownership thereof, 
This means that in order to successfully urge the defense of laches, it is 
no longer necessary to show actual knowledge on the part of the petition- 
er for cancellation. With respect to marks registered under the Acts of 
1905 and 1881, the constructive notice dates from the effective date of the 
Lanham Act, that is, July 5, 1947. The constructive notice of marks reg- 
istered on the Principal Register of the 1946 Act dates, of course, from 
the date of registration. 


No hard and fast rule, of course, can be laid down as to what period 
of time will constitute laches under all circumstances. Each case will 
of necessity be controlled by its own facts. However, I urge a careful 
reading of the cancellation section of the Act, Section 14. I do not intend 
to read it here. I do want to point out that under Section 14(a) and (b), 
a petition for cancellation may be brought at any time within five years 
from the date of the registration of the mark under the Act of 1946, or 
within five years from the date of publication of a 1905 Act or a 1881 Act 
registration under the provisions of Section 12(c) of the Act of 1946. 
The cancellation section of the Act also provides certain circumstances 
under which a petition for cancellation may be brought at any time, and 
those provisions should be carefully noted. Keep in mind that this can- 
cellation section should be read in connection with the so-called “‘incon- 
testable” section of the Act, that is, Section 15. This provides that the 
right of the registrant to use of his registered mark in commerce shall 
become incontestable when such registered mark has been in continuous 
use for five consecutive years subsequent to the date of such registration 
and is still in use in commerce. There are, however, many exceptions to 
incontestability and Section 15 should be studied carefully in its entirety 
in this connection. 





Another change in the statutory law of trade-marks provides for the 
first time, under the Act of 1946, that the Federal Trade Commission may 
apply to cancel on certain specified grounds any mark registered on 
the Principal Register, established by the Act of 1946. This provision 
in the Act was a very disturbing one to trade-mark owners for it was 
not apparent to what extent the statutory provision would or could be 
used by the Federal Trade Commission. There was concern as to whether 
the Federal Trade Commission could proceed by way of cancellation 
against a registration issued under the Act of 1905, for example. For- 
tunately, this question has now been resolved against the Federal Trade 
Commission. 





The Federal Trade Commission sought to cancel two registrations pre- 
viously issued: under the Act of 1905. In one of these cases the Federal 
Trade Commission charged and the registrant conceded that the registra- 
tion had been improperly obtained. In the other case, the Commission 
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alleged that the mark while originally registered validly, had subsequently 
become abandoned. In the first case the registrant did not seek the bene- 
fits of the Lanham Act through republication in accordance with Section 
12(c). In the second case the registrant had republished. In both cases, 
the Examiner of Interferences held, and I believe properly, that the peti- 
tions for cancellation should be dismissed on the ground that the Federal 
Trade Commission lacked jurisdiction over all 1905 Act registrations 
whether or not republished. In other words, the jurisdiction of the Fed- 
eral Trade Commission to bring cancellation proceedings is limited by 
this decision to marks originally registered on the Principal Register 
of the Lanham Act. These two decisions of the Examiner of Interferences 
were affirmed by the Commissioner of Patents on March 6, 1950.55 


I was asked to discuss the question whether it is desirable to bring 
opposition proceedings, where there is time to oppose, or whether one 
should wait until the pending application matures into a registration and 
then bring cancellation proceedings. 


Even under the Act of 1905, and as a general rule, it was advisable, 
in my opinion, to bring opposition proceedings whenever possible rather 
than wait until the registration issued and then bring cancellation pro- 
ceedings. Many months usually elapse between the publication for oppo- 
sition and the actual issuance of a certificate of registration, with the 
result that it was possible to overlook the issuance of the registration. 
However, the mere failure to oppose registration of a mark does not 
affect the right to petition for cancellation.554 


A respondent is more likely to contest a cancellation proceeding than 
he is an opposition proceeding. After his mark has been published and 
no opposition has been brought, he is then likely to extensively advertise 
his product and, consequently, by the time registration issues and a sub- 
sequent cancellation proceeding is brought, he has a substantial invest- 
ment in his mark. Naturally, he is then reluctant to give up without a 
fight. That same situation, of course, applies under the Act of 1946, but 
there are now additional factors which make it even more desirable to 
bring opposition proceedings rather than cancellation proceedings when- 
ever opposition proceedings can be instituted. 


Under Section 13 of the Act of 1905, cancellation could be brought at 
any time. We have now seen that with some exceptions a cancellation 
proceeding must be instituted within five years of the registration of 
the mark sought to be cancelled. 


55. The Federal Trade Commission v. Elder Mfg. Co. and The Federal Trade Com- 
mission v. Royal Mfg. Co., by change of name, Royal Pharmacal Corporation 84 
USPQ 429. 

55a. Charles of the Ritz, Inc. v. Elizabeth Arden Sales Corp. 161 F. (2d) 234; 73 
USPQ 413; 37 T.M.R. 457; 34 CCPA 1029; 603 OG 10. 
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While laches, estoppel and acquiescence were not recognized as de- 
fenses prior to the 1946 Act, these defenses are now available. Conse- 
quently, it becomes of the utmost importance that unnecessary delay be 
avoided lest one or more of these defenses be successfully urged. 


I should like now to discuss briefly the question of appeals. In inter- 
ference, opposition and cancellation proceedings, an appeal may be taken 
to the Commissioner from any final decision of the Examiner of Trade- 
Mark Interferences.®¢ 


In interference proceedings, an appeal may be taken to the Commis- 
sioner from a decision granting a motion to dissolve, as we have seen. 
No appeal may be had from a decision denying a motion to dissolve but, 
as I previously pointed out, the question may be reviewed by the Com- 
missioner on appeal from the final decision of the Examiner of Inter- 
ferences.®7 


Appeals to the Commissioner must be taken within the time limit, 
not less than thirty days, prescribed in the decision or, if no time limit is 
prescribed, within thirty days and upon payment of the prescribed fee 
of $25.00.5¢ 


The date for hearing of the appeal will be fixed by the Commissioner 
in each case. The appellant shall file his brief not less than 40 days before 
the hearing and the appellee will file his brief not less than 20 days 
before the hearing; reply briefs, if filed, shall be due not less than 10 
days before the hearing.*®® 


Any party who is dissatisfied with the decision of the Commissioner 
on the appeal to him may pursue one of two courses: He may appeal 
from the Commissioner’s decision directly to the U. S. Court of Customs 
and Patent Appeals, or he may start an action de novo in the U. S. Dis- 
trict Court under Sec. 4915 of the Revised Statutes. 


If an appeal to the U. S. Court of Customs and Patent Appeals is to 
be taken, the appellant must first give notice to the Commissioner and 
file in the Patent Office, within 60 days from the date of the decision 
appealed from, his reasons of appeal specifically set forth in writing. 
If a petition for rehearing or reconsideration is filed within 30 days after 
the Commissioner’s decision, the notice of appeal may be given and the 
reasons of appellee filed within 30 days after action on the petition for 
rehearing or reconsideration.® 


56. Act of 1946, Sec. 20. 

57. Rule 19.5. 

58. Rules 26.3 and 2.1(g). 
59. Rule 26.3. 

60. 35 U.S.C. 63. 

61. Patent Rules 301,302. 
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In addition to the filing in the Patent Office of the notice of appeal and 
the written reasons therefor, the appellant must file in the U. S. Court of 
Customs and Patent Appeals a petition of appeal and a certified tran- 
script of the record.*2 


At this point, I should like to call attention to the fact that you must 
comply not only with the Patent Rules but also with the rules of the U. S. 
Court of Customs and Patent Appeals and time will not permit of a 
detailed discussion of all of these rules. 


I should like to point out, that if the party who is dissatisfied with 
the decision of the Commissioner elects to appeal directly to the U. S. 
Court of Customs and Patent Appeals, any decision on such appeal by 
that Court will not be reviewable by the Supreme Court of the United 
States.e* The reason for this lies in the fact that decisions of the U. S. 
Court of Customs and Patent Appeals arising under the Trade-Mark Act 
and in patent proceedings are not considered to be judicial judgments 
but have been held to be mere administrative decisions and, consequently, 
an appeal does not lie from an administrative decision to the Supreme 
Court. 


If the appellee does not want to have the appeal decided by the U. S. 
Court of Customs and Patent Appeals, then the appellee may, within 20 
days after the appellant shall have filed notice of appeal to the court, file 
notice with the Commissioner that he, the appellee, elects to have all 
further proceedings conducted as provided in Revised Statutes 4915. Of 
course, notice of any of the proceedings I have been talking about must 
be given to the adverse party. 


Now let us assume that the party who is dissatisfied with the Com- 
missioner’s decision elects to proceed de novo under 4915. Such suit must 
be instituted within 6 months after the Commissioner’s decision.® 


The suit must be filed in the U. S. District Court in whose jurisdiction 
the satisfied, that is, the adverse party, resides. In cases where there 
are two or more adverse parties who reside in a plurality of districts 
within the same state, the civil action may be filed in the district court 
in whose jurisdiction any one of them resides, in which event the court 
has jurisdiction over all of them.**4 Where they reside in different states, 
suit must be instituted in the District Court for the District of 
Columbia.*®=® 


If the adverse party resides in a foreign country, the action should be 
filed in the district in which a United States representative, if any, resides 


62. Patent Rule 301. 

63. Postum Cereal Co. v. California Fig Nut Co., 272 U.S. 693. 
64. Revised Statutes 4915 (35 U.S.C. 638). 

64a. 28 U.S.C. 13892. 

64b. 35 U.S.C. 72(a). 
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and if there is no representative, then in the District Court for the Dis- 
trict of Columbia. In this last mentioned event, the process may be served 
either by publication or in such manner as the court may direct.** If the 
foreign resident is the registrant of a mark in the Patent Office or is 
the applicant for registration of a mark, the process may be served upon 
the person designated in the Patent Office records, i.e. either in the regis- 
tration or in the application for registration. If the person so designated 
cannot be found, process may be served upon the Commissioner.*¢ 


I want to mention that under Section 21 of the Act of 1946 the Com- 
missioner of Patents is not a necessary party in 4915 proceedings but 
the Clerk of the court must notify him of the institution of the action 
and the Commissioner has the right to intervene therein. 


As Dr. Derenberg pointed out,*7 it had been held in the Barron-Gray 
case®* that under the Act of 1905 the Commissioner of Patents was an 
indispensable party in an inter partes case and that on the other hand 
the successful opposer or petitioner for cancellation was not a necessary 
party. However, it has now been decided that under the express language 
of Section 21 of the Act of 1946 the opposite result must be reached and, 
consequently, in any suit under R. S. 4915 arising from an inter partes 
case, only the adverse party in such proceeding and not the Commissioner 
is a necessary party so that such proceedings must be instituted in the 
jurisdiction of such adverse party rather than in the District of 
Columbia.*® 


65.35 U.S.C. 72a. 

66. Act of 1946, Sec. 1(d). 

67. The Third Year of Administration of the Lanham Trade-Mark Act of 1946. 
68. Barron-Gray Packing Co. v. Kingsland, 171 F. 2d 576 (C.A.D.C. 1948). 
69. Gardel Industries v. Kingsland, 178 F. 2d 974. 
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CUSTOMS IN THE UNITED STATES WITH RESPECT TO 
IMPORTATION OF TRADE-MARKED GOODS* 


By Erastus S. Allen** 


When I received the letter from Mr. Robinson asking me if I would 
prepare a paper on the subject of the United States statutory provisions 
for controlling the importation of articles improperly marked with a reg- 
istered trade-mark, for delivery before the Patent Institute of Canada, 
I was pleased and highly honored. Pleased because it offered me an op- 
portunity for a bit of research into a subject about which I knew nothing, 
being only a patent and trade-mark lawyer—and honored because I have 
for many years felt toward Canada as a foster parent country. 


In 1914 1 was sent to be Superintendent of a new factory at Hamilton, 
where I lived for five years. That was during World War I, and I ex- 
perienced with my friends and neighbors, particularly after the United 
States joined the allies, that closeness of purpose which such an experience 
brings. 

When I returned to the United States in 1919, I felt that I was leaving 
home. Some of my closest friends were then Canadian and still are—both 
Canadians and my closest friends. After my return, I decided that factory 
management was not my most desirable goal and I studied law. Later in 
my practice I had the interesting experience which came through a close 
association in two important law suits with both Mr. Russell S. Smart and 
Mr. O. M. Biggar. 


Another tie to Canada has been the amusement which I experienced 
in reading the books of your great humorist, Stephen Leacock. His idea 
of fun is the same kind of harmless nonsense which I have always enjoyed. 
And so I feel that I must have a Canadian sense of humor. 

Regrettably I cannot spend my whole allotted 20 minutes in pleasur- 
able reminiscence. I must discuss an entirely unnecessary bit of legisla- 
tion. Stephen Leacock would have loved to write this paper and so since 
the legislation is really of no great significance, and with apologies for 
suggesting that I might succeed in this task, I shall proceed as I think he 
might have handled the subject. 

A French perfumer named A. Bourjois started the debacle. His name 
suggests that he was a commoner. Having manufactured a face powder 
which because of its exotic fragrance and its geographical name “JAVA,” 
had been acceptably received in the markets of the United States, he pro- 
ceeded to register his trade-mark despite the fact that his powder had 


* Paper presented at meeting of the Patent Institute of Canada, September 29, 1950. 
** Member of the Ohio Bar. 
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been made in France and not in JAVA. This can only be explained by the 
fact that in 1916 no one in the United States appeared to know that there 
was a country known as JAVA. Astonishingly enough also the product 
was called “Rice Powder,” and, of course, it was not rice powder. Having 
secured his registration, A. Bourjois was lured into a deal with certain 
New York financial genii (I prefer the plural genii to geniuses — it 
smacks more of the genii whom Alladin summoned when he rubbed his 
famous lamp). Nothing that Alladin ever did was more wondrous than 
what resulted from this Bourjois International agreement. As we would 
say in Washington, these gentlemen “cooked up a deal.” Mr. Bourjois 
was to ship the powder in bulk to New York. How the bulk price was 
determined on which duty was paid, is not stated. The United States 
corporation, formed for the purpose, would import the bulk powder and 
repackage it in boxes made in the United States, and sell the powder 
in the United States under this JAVA mark. As part of the transaction 
the registered mark was assigned to the United States corporation. Then 
another New York genius, this being a lady by name Miss Anna Katzel, 
decided that she would cut in on this business. She began to buy JAVA 
RICE Powder in France and import it into the United States in the 
original French boxes. The original deal cookers resented this and sued 
for an injunction to restrain this newcomer from cutting in on their 
very profitable business. The District Court was with them, but Judge 
Ward reasoned this way.' “The public” said he, “thinks when it buys 
JAVA RICE Powder that it has that alluring fragrance reminiscent of 
those care-free evenings in Paris. This importer of the genuine product 
is not fooling the public—she is giving it what it expects and wants to 
buy. So why make her stop?” The District Court was reversed. Later— 
and several years later, on certiorari to the Supreme Court, the Court of 
Appeals was reversed. But meanwhile these genii had become impatient. 
Having accumulated much wealth in their venture, and through a certain 
distribution of it, no doubt, to certain oilers of the paths of legislation 
they began to chant that oft repeated chant “There ought to be a law.” 


And there was a law and that is how the Customs in the United States 
became responsible for the enforcement of the statute which became an 
amendment to the Trade-Mark Act of 1905, and later was lifted almost 
bodily into the new Trade-Mark Act of 1946; the Lanham Act. 


You all know, of course, that we have a new Trade-mark law. The 
Congress in committee, the Bar Associations, the Patent Law Associa- 
tions, had been planning for a new Trade-mark law for eleven years. 
Hon. Fritz Lanham, House member from Texas, spent most of his time for 
eleven years trying to make it a perfect bill, with teeth in it. No one 
else in Congress knew much about the proposed bill and kept putting off 


1. Bourjois v. Katzel 275 Fed. 539. 
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doing anything about it. The Honorable Fritz was rather despondent and 
thought of chucking the whole job. To show how badly he felt, he an- 
nounced that he was retiring from Congress. The Congress resented this 
and decided to show the Honorable Fritz that he couldn’t do that to them. 
So they decided ‘“‘We’ll pass his old trade-mark bill just to show him.” 
And they did, and he did—resign, I mean. 


But before the Congress passed his law they thought they would give 
it the “once over.” So they employed, at no expense, a group of men 
which was called a Coordinating Committee. The way a Coordinating 
Committee works is like this. A lot of men go to Washington, or if they 
live in New York they just stay there and one man elects himself tempo- 
rary chairman. Then he finds out when most of the other members are 
going to be away and he meets or is met by a secretary, who does all 
the work anyway. There are a couple of fellow lodge members who meet 
too and the temporary president’s wise choice of a presiding officer is 
affirmed. 


This Coordinating Committee read over Mr. Lanham’s clear and con- 
cise bill and they thought: “This will never do” —‘“‘Anyone can understand 
this.” “What will we lawyers have to do”—“The dignity of the profession 
is at stake.”” So they rewrote the law to leave no doubt that no one could 
understand it. And that is the way the Congress passed the law on the 
eve of the Honorable Fritz’s retirement. That was fortunate too for him, 
that is that he retired, because then nobody could ask him officially what 
the law meant. 


Then Mr. Casper Ooms who was Commissioner of Patents had a happy 
thought. He said to himself: “Congress can’t put that responsibility on 
me—I’ll get somebody to interpret the law.” So he looked all around for 
the man who had written the heaviest book and he found him “Walter 
Derenberg.” His book on Unfair Competition and Trade-Marks weighed 
6 Ibs. 4 oz. Somebody called Mr. Ooms’ attention to the fact that 1 lb. 8 oz. 
of the book were the perfectly useless State Registration statutes, and 
suggested that might disqualify him, but it didn’t. Gross weight, irre- 
spective of contents, was the winner. 


So they got Walter down in Washington and they said to him: “Now 
look Walter, you must know a lot to write such a heavy book — You tell 
us what this Lanham Act means.” While he was explaining that he 
couldn’t tell them what the law meant, but only what it should mean, 
Casper Ooms resigned. And that left poor Walter holding the bag. He 
spent about two years trying to advise about administering the new law 
and the personnel of the Patent Office spent about two years trying to 
show that the new law was just like the old law—only less so—that the 
new provisions about concurrent registrations and service marks didn’t 
mean anything. The Court of Customs and Patent Appeals helped a lot 
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too. They said in the only two decisions they have rendered: “That the 
new law meant just the same as the old law, and that all the lawyers 
were wrong who thought otherwise,” and then later, just the other day, 
they said: “Now isn’t that odd—we had not understood the law before. 
It means something quite different and much more so.” So now everyone 
is happy in the thought that nobody else knows any more or any less than 
he does. 

Having thus explained the other sections of the new law, that brings 
me to Sec. 42 which is the subject of this paper. Sec. 42 is entitled: 
“Importation of goods bearing infringing marks or names forbidden.” 


This section, as did the 1922 amendment to the 1905 Act, for some 
entirely unexplained reason, gave the Secretary of the Treasury the au- 
thority to stop importation of goods with infringing marks. The Secretary 
is also empowered to make his own regulations. So it became the custom 
for Customs to do pretty much what it liked in interpreting the law— 
which it has done ever since. 


The regulations which the Secretary of the Treasury formulated back 
in 1932 are much the same as the regulations now in effect. If the owner 
of a trade-mark registered in the United States on the Principal Register 
is apprehensive that some foreign manufacturer is likely to export to the 
United States merchandise bearing a trade-mark or trade name which 
simulates his registered mark, or his name, he may file with the Bureau 
of Customs, one authentic copy of his registered mark or name and five 
hundred printed facsimiles. These facsimiles are then sent to the five 
hundred customs houses. In each customs house there is one official watch 
dog of trade-marks and trade names. Upon receiving a new facsimile he 
files it in the class in which the Classification division in the Trade-Mark 
Division of the Patent Office has allocated it. This presupposes that the 
Classification Division has decided to allocate it at all, which if a mark is 
used on a number of different articles, often happens, or does not happen 
as the case may be. 


There are on file in each customs house, some five thousand facsimiles 
of registered marks. No outsider and by that, “taxpayer” is meant, is 
permitted to examine these files. Since, however, only about an hundred 
marks are filed each year, it is a safe arithmetical calculation that at 
least ninety percent of the marks on file are expired or abandoned. So 
when the trade-mark watch dog leafs through his files to make sure that 
the marking on any imported goods is unobjectionable, he refers to the 
marks in that class to which he has allocated the imported merchandise. 
Fortunately he is not assisted by having a “Classification Division” so he 
just uses his own judgment as to what class he examines. 


Someone might tell the Honorable Secretary of the Treasury that the 
class of goods qualification in connection with trade-marks has been abol- 





i 


wr PrP we we fF wa wa ws 


vy 


40 T.M.R. U.S. IMPORTATION OF TRADE-MARKED GOODS _ 1057 





ished and that now his customs watch dogs should leaf through their com- 
plete file of five thousand marks. But there seems to be a general reticence 
against becoming involved in an argument with the Secretary of the 
Treasury. Perhaps it is because in this Division that the income tax also 
is handled—perhaps it is in deference to the old proverb “Let sleeping 
dogs lie.” 


There is one recorded case where a Federal Court had the temerity 
to review a Custom’s Decision in connection with an importation. That 
is the case of Sturges v. Pease decided in 1931. Miss Dorothy Sturges 
having been impressed with a certain Hispano-Suiza automobile in Paris, 
bearing the trade-mark H.S., proceeded to purchase one. It was a second 
hand car. She imported it into the United States assuming no doubt, to 
awaken the long dormant elegance of her native city of New Orleans 
with some tribute to the French tradition. But alas Customs at the port 
of New York, refused to release it. The trade-mark H.S. was registered 
in the United States Patent Office and Mr. Pease owned the registration. 
Tendering the duty, Miss Dorothy sued for the release of her car. But 
this availed her nothing. Unless she shipped the car back to France it 
must be confiscated. During the long trial on Miss Sturges’ case, someone 
had the happy thought: “Why not take the name plates off.” That idea 
stumped everybody but the august collector of the port. “The law au- 
thorizes me,” said he, “to refuse entry of merchandise, and a second 
hand automobile is merchandise, if it bears an infringing trade-mark.” 
The law, however, does not authorize me to state whether that trade- 
mark has been satisfactorily removed, or to authorize anyone to remove 
it.” Judge Learned Hand again came to the rescue with a suggestion that 
if the Collector of the Customs was adamant in his position, perhaps the 
Court would acquiesce in a Motion to appoint a Commission to inspect 
the automobile and suggest such removal of the name plates as would 
satisfy the collector’s peace of mind in permitting the automobile to be 
passed through customs without confiscation. 


Of course, all this service to the owners of trade-marks is done with- 
out expense to the taxpayer. There is no fee for filing registrations with 
the Customs Bureau. There is no charge to the Treasury Department for 
mailing the five hundred facsimiles to the five hundred customs Offices 
either, because that is official government mail handled by the Post Office 
Department without charge. We do so many things in the United States 
with no cost to anyone. 


Also in the United States we are fond of statistics. From these by 
the arduous effort of consulting page 1339 of the Official Gazette of 
August 29, 1950, and by the use of that difficult mathematical method of 
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calculation defined as: “the opposite of addition” (namely substraction), 
we arrive at the following statistics: 


Number of non expired registrations under the Act of 1905 Q.E.D.: 
274,518 being the number of the first registration effected Sept. 2, 1930, 
subtracted from registration number 444,186, being the number of the 
last registration granted August 29, 1950, leaves a balance or remainder 
of 169,668 unexpired trade-marks under the 1905 Act. When registrations 
began under the 1946 Act, the first number was 500,001. There have now 
been issued 530,017 trade-marks under the new Act. So subtracting 500,- 
000 from 530,017 leaves 30,017. To this total we must add the pending 
applications which as of the close of business August 11, 1950, totaled 24,- 
143. Assuming that these pending marks will issue as registrations, that 
makes a total of 223,828 active registrations on the United States Reg- 
ister. Assuming that one hundred applications are made each year for 
deposit on the Customs Bureau register and following this back for 
twenty years, we arrive at a figure of 2000 active marks on the Customs 
Register. Therefore, we may calculate that for every mark deposited on 
the Custom’s Register, we have one hundred and twelve and nine-tenths 
marks which are not so deposited. It may be that the statutory provisions 
have some beneficial result to industry, in connection with perfume im- 
portations, Swiss watch movements and zipper fasteners. At least some 
of the powers that be in Washington will tell you that. It is hoped that 
the disclosures of this paper will not result in a broadside of importations 
on the one hundred and twelve to one chance that the mark infringed will 
not be on the Custom’s Register. 


The Commissioner of Patents in commenting on Section 42 of the new 
Trade-Mark Act in a report to the Secretary of Commerce recently stated: 
“Since almost every provision of the new Act involved substantial con- 
troversy and was the subject matter of lengthy hearings, it would appear 
to indicate that this present provision was generally well regarded.’”’ He 
might equally well have said: “No one seemed to know anything about 
it and cared less.” 
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THE LEGAL ASPECT OF TRADE-MARK 
ASSIGNMENTS, LICENCES AND 
REGISTERED-USER AGREEMENTS* 


By S. E. Chisholm** 


This Paper is intended as a brief résumé of the law relating to the 
assignment and licensing of trade-marks both prior to and after the 
passing of the Trade-Marks Act, 1938. The older law relating to these 
subjects has been distinctly clarified by a number of important judg- 
ments in the courts, but although the 1938 Act introduced revolutionary 
changes in this part of the law, nevertheless after a lapse of 11 years 
there are still no reported cases in which the precise effect of the legis- 
lative changes has been explained, or the practice of the Registrar under 
the relevant sections of the Act has been tested. Doubtless this position 
must be attributed in a large measure to the intervention of the war 
period. In these circumstances it will no doubt be fully appreciated that 
any observations made in this Paper cannot be regarded as an authori- 
tative statement of the present law, but must be taken solely as an ex- 
pression of personal opinion, and that upon several of the matters dis- 
cussed there is much room for a considerable divergence of opinion. 


If any explanation is needed for the treatment in one Paper of the 
subjects of trade-mark assignments and licences, it is only necessary to 
recall the well-known “Bowden wire” case,' which ultimately proceeded 
to the House of Lords and in which the close relationship between trade- 
mark assignments and licences was emphasised. In that case the plain- 
tiffs had as a first step promoted the defendant company and trans- 
ferred to them that part of their business which was concerned with 
brakes for pedal cycles only. Later the plaintiffs registered a trade-mark 
in respect of brakes for velocipedes and other road vehicles and pro- 
ceeded to grant the defendants a licence to use this mark in relation to 
their pedal cycle brakes during the term of the relevant patent covering 
the brake construction. After the expiration of the patent the defendants 
refused to discontinue the use of the trade-mark, whereupon the plain- 
tiffs commenced an action for infringement of the mark, and the de- 
fendants retaliated by counter-claiming for the expunction of the mark 
from the Register upon the ground that the plaintiffs had by their own 
action in purporting to grant a licence vitiated their own registration. 
The defence succeeded, and in the judgments given in the House of 
Lords it was pointed out that in the circumstances the grant of the 
licence amounted to an assignment in gross of the trade-mark, an act 
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Assistant Comptroller, British Patents Office. 


1. Bowden Wire, Ltd., v. Bowden Brake Co., Ltd., 30 R.P.C. 580 and 31 R.P.C. 385. 
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which at that date was impossible of performance. Of course, if the 
plaintiffs had themselves maintained a business in pedal cycle brakes 
instead of having previously transferred the same entirely, the licence 
could not have been described as an assignment in gross. But in any 
event the resultant likelihood of deception of the public would doubtless 
have proved fatal to the trade-mark registration. The citation of this 
case is, however, quite sufficient for my purpose of emphasising the 
close association between trade-mark assignments and licences, and the 
step from licences to the registered-user provisions of the present Act 
needs no explanation. 


Going back to the pre-registration days of trade-marks in the United 
Kingdom, it will be found that at Common Law a trade-mark could be 
assigned only in conjunction with the goodwill of the business in which 
it was used, and any assignment without such goodwill was inoperative. 
The principle was explained by Lord Justice Fry in the case of Pinto v. 
Badmanz2 in these terms: “The brand is an indication of origin, and if 
you transfer the indication of origin without transferring the origin 
itself, you are transferring a right to commit a fraud upon the public, 
and such right is not recognised by the law of England.” This insepar- 
able character of the connection between a trade-mark and the goodwill 
of the business concerned in the goods was recognised under all the 
United Kingdom statutes before 1938. In so far as registered trade- 
marks were concerned, the rule was incorporated in section 22 of the 
1905 Act, and the only exception included in that section was one per- 
mitting the proprietor of a registered trade-mark to assign the right to 
use the mark in any British possession or protectorate or foreign country 
in connection with any goods for which it is registered, together with 
the goodwill of the business, therein in such goods. Verbally, the law as 
expressed in the 1905 Act seemed to be very easy to comprehend; never- 
theless, the cases which proceeded to the courts show that there has been 
widespread misunderstanding both among traders and their legal advisers 
as to the precise interpretation of the section named. From a perusal 
of the reports of the cases it would seem that much of the difficulty has 
arisen from the failure of one party or the other to appreciate exactly 
the limits of the business in connection with which the mark concerned 
was used, or the real significance of the mark itself. Speaking generally, 
it must be borne in mind that the goods of one manufacturer may be dis- 
tributed throughout the United Kingdom and overseas through the medium 
of his agents or employees, in which case the manufacture and the 
merchanting or distribution of the goods are included in one single but 
extensive business, whereas the goods of another manufacturer may be 
purchased at their source and subsequently distributed by numbers of 
independent merchants. Either the manufacturer or the distributor may 





2. 8 R.P.C. 181. 
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apply his own mark to the goods, or either by arrangement may apply 
the mark of the other. In any particular case, all these facts may require 
careful investigation and that their effect be taken into account. 


The last point might well be illustrated by a reference to the ‘“Lacteo- 
sote” case. In these proceedings a French manufacturer of a pharma- 
ceutical syrup had established a business here and registered a trade- 
mark in connection therewith. Later, the plaintiffs, Lacteosote, Ltd., were 
appointed sole agents for the distribution of the syrup in Great Britain 
and ultimately took an assignment of the trade-mark, together with 
the goodwill of the business concerned in the goods for which the mark 
was registered. They also registered another mark substantially identical 
with that used by the French manufacturers. The defendant Alberman 
purchased bottles of the syrup in France, imported and sold them in Eng- 
land. When the plaintiffs sued Alberman for infringement of their marks, 
the latter counter-claimed for rectification of the Register on the ground 
that the use of the marks by the plaintiffs was deceptive. The court 
held that, inasmuch as the French company still continued their manu- 
facture of the syrup, the assignment to Lacteosote, Ltd., was made without 
the entire goodwill of the business, which comprised both manufac- 
turing and vending departments, that a mark distinctive of such a busi- 
ness could not be assigned with the vending portion only, and that the 
use of the marks by the plaintiffs was deceptive. Accordingly, judgment 
was given for the defendant and the marks were ordered to be expunged 
from the Register. It is curious to note that had the territorial situation 
been reversed, i.e., had the manufacture been carried out in England 
and the trade-mark and vending business in France been sold, the ex- 
ception contained in section 22 of the 1905 Act would have recognised 
the assignment as valid. It does not follow, however, that under such 
circumstances the French law would also have admitted the legality of 
the transaction. 


Shortly after the Lacteosote case there followed another which ap- 
peared to be based on very similar facts, but in which a different 
judgment was given. I refer to the “Dario valve” case.4 In this instance 
a French company manufactured and sold thermionic valves under the 
mark “Dario,” but had established no business of any kind in the United 
Kingdom. Impex, Ltd., registered the word “Dario” in their own name 
in the United Kingdom and actually sold thereunder valves imported 
from the French company to which Impex applied their own mark. When 
Weinbaum imported and sold “Dario” valves in the United Kingdom, 
Impex, Ltd., successfully sued for infringement, and a counter-claim by 
Weinbaum for an expunction of the mark on the ground that its by 
Impex was deceptive failed. The case was distinguished from the Lacteo- 





8. Lacteosote, Ltd., v. Alberman, 44 R.P.C. 211. 
4. Impex, Ltd., v. Weinbaum, 44 R.P.C. 405. 
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sote case on the grounds that, since the French company had established 
no business here, the mark “Dario” was distinctive of Impex in the 
United Kingdom and no question as to the validity or invalidity of an 
assignment arose. Although the court held that under the circumstances 
Impex were entitled to adopt as their trade-mark one which was already 
in use in another country though not in the United Kingdom, it is very 
questionable whether their actions were wholly consistent with strict 
commercial integrity. 


Before leaving the Lacteosote case altogether it is probably worthy of 
record that upon its face value the assignment which was presented to 
the Registrar by Lacteosote, Ltd., for registration was apparently per- 
fectly valid, and the Registrar therefore had no grounds upon which to 
refuse its registration, although when the whole facts were revealed 
later in the Court, it was appreciated that the assignment was in truth 
invalid. This somewhat unsatisfactory state of affairs from the traders’ 
point of view made its re-appearance after a very short interval in the 
“Cranbux” case,5 in which an assignment from a German company, the 
manufacturers of and dealers in the dentifrice ‘“Odol,” to Cranbux, Ltd., 
was concerned. Mindful of the fate of the “Lacteosote’”’ assignment the 
Registrar refused to register a similar assignment, although it purported 
to assign the goodwill of the business in Great Britain and certain other 
countries together with the trade-marks used in connection therewith, 
on the ground that that German company was still carrying on its 
manufacturing business in Germany, a fact which had come to the Regis- 
trar’s knowledge in other proceedings. Cranbux appealed successfully 
against the Registrar’s decision, the Court holding that so long as upon 
the true construction of the document which binds the assignor and 
assignee there was an assignment which complied with the provisions of 
section 22 of the Act, it was no part of the Registrar’s duty to enquire 
into the facts behind the scenes so as to contradict the express words 
of the document. 


In the “Bowden wire” case, it will be recalled, there was an attempt 
in effect to split the goodwill of a business by creating between the two 
parties a division of the goods upon which the mark was to be used; 
in the “Lacteosote” case there was an attempt to separate the manu- 
facturing and vending sides of a composite business; and later still in 
the “Tatler” case* the court was engaged in considering a purported 
severance of the goodwill of a business along the line of the trade-marks 
used therein. Carreras, Ltd., had obtained registration of a mark com- 
prising the words “The Tatler” and a figure in costume in respect of 
“tobacco whether manufactured or unmanufactured,” and purported to 
assign the mark together with the goodwill of the business concerned 


5. 45 R.P.C. 281. 
6. John Sinclair, Ltd’s, Trade-Mark, 49 R.P.C. 123. 
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in the goods for which it was registered. Actually the mark in question 
had been applied only to a particular brand of cigarettes, and it seems 
clear that all that Carreras intended to assign was the mark and so 
much of the goodwill of their business as naturally attached to the repu- 
tation of the mark. Some time later another company, the Arcadian 
Tobacco Co., Ltd., applied to register a trade-mark including the word 
“Tatler,” but registration was refused on the ground of its similarity 
to John Sinclair, Ltd.’s, mark. Thereupon the Arcadian Tobacco Co. 
applied to the Court for the expunction of the latter mark from the 
Register. The case finally went to the Court of Appeal, who found that 
the assignment between Carreras and John Sinclair had failed to ex- 
press the true intention of the parties, and ordered that the entry of 
the assignment only in the Register should be expunged. 


The three cases just quoted all illustrate the point under the 1905 
Act a registered trade-mark could not be assigned together with only 
a part of the business concerned in the goods for which it was regis- 
tered, no matter what procedure was adopted in attempting to do so. 
Upon the other side of the picture, however, there is the “Sunbeam” 
case,? from which it may be deduced that where there are separate reg- 
istrations of one and the same mark or of two closely resembling marks 
in respect of two sets of goods which are not “goods of the same de- 
scription” within the statutory meaning, there may be two independent 
goodwills, with the result that the registrations and the goodwills of 
the businesses concerned respectively in the dissimilar goods may be 
divorced. Such a procedure need not constitute an infraction of the rule 
previously laid down. 


Before turning to the 1938 Act, there is one other leading case to 
which reference should be made because of the unusual character of 
one element of the goodwill of the business concerned. I refer to the 
case of Rey v. Lecouturier* which centred round the famous ‘“Char- 
treuse” marks. In consequence of the French law of Associations of 1901 
the property of the Carthusian monks, including the goodwill of their 
business of making and vending liqueurs, was confiscated and ultimately 
became vested in Lecouturier. Upon the latter’s application the Regis- 
trar transferred the marks registered in the name of Rey, a trustee for 
the Carthusian Order, into Lecouturier’s name. The monks, however, on 
their expulsion from their monastery, took with them the secrets of 
the process of making the liqueurs, and commenced to manufacture in 
Spain, the liqueurs being merchanted by a Spanish company, “Union 
Agricola.” The monks and the Spanish company brought an action in 
the English Courts to restrain the liquidator appointed by the French 





7. Sunbeam Motor Car Co., Ltd.’s, Application, 33 R.P.C. 389. 
8. 27 R.P.C. 268 
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Government and his assigns from using the word “Chartreuse” so as 
to pass off their liqueurs as those manufactured by the plaintiffs, and 
coupled with the action a motion to expunge the entries in the Register 
in Lecouturier’s name. The plaintiffs succeeded both in the Court of 
Appeal and later in the House of Lords, the judgments pointing out that 
the French legislature was utterly powerless to transfer to the liquidator 
the secrets within the knowledge of the monks, who were at that very 
date putting their secrets into effect. The tribunals evidently took a very 
practical view, namely, that the secrets of the process constituted one 
element, probably the most important element, of the goodwill of the 
monks’ business, and that the word “Chartreuse” had in fact acquired 
a secondary meaning as a liqueur manufactured by the monks of the 
monastery of La Grande Chartreuse. 


There appears to be little doubt that the state of the law of assign- 
ments under the 1905 Act caused considerable hardship in trade, and 
prior to the setting up of the Goschen Committee there was an insistent 
demand for its revision. After a careful consideration of the question 
that Committee reported that the law governing the assignment of trade- 
marks was based upon a theory that a trade-mark owes its value to the 
goodwill and reputation of the business in which it is used, and expressed 
the view that this theory was no longer universally correct. They con- 
sidered that “under modern conditions of trading the tendency is for 
the business to be built up around the trade-mark, and the commercial 
view to-day is that the goodwill of a business frequently is inherent in 
the trade-mark itself.” Accordingly, the Committee made various rec- 
ommendations for the alteration of the law, which were subsequently 
embodied in section 22 of the 1938 Act, which section I now propose 
to review. 


The first two subsections provide that a registered trade-mark shall 
be, and shall be deemed always to have been, assignable and trans- 
missible, according to subsection 1, either in connection with the good- 
will of a business or not or, according to subsection 2, in respect either 
of all the goods in respect of which it is registered, or was registered, as 
the case may be, or of some (but not all) of those goods. The effect of 
these provisions is that to-day the goodwill of a business in connection 
with which one or more registered trade-marks are used may be split in a 
variety of ways, e.g., by a division of the goods, by a severance of the 
manufacturing and vending sides, by a sharing of the trade-marks or by a 
territorial division. The retrospective effect of these two subsections is 
also a matter of considerable importance, for even at this date the Regis- 
trar is still receiving applications to register assignments which are dated 
before the 1938 Act came into operation and which would have been con- 
sidered invalid and refused registration had they been presented at the 
date of their execution. 
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The generality of the words of the last-mentioned subsections is, 
however, somewhat detracted from by the terms of subsections (4) and 
(6) which are designed to prevent any deception of the public flowing 
from transactions which would result in the creation of concurrent 
rights in two or more persons to use the same mark or closely resembling 
marks in relation to identical goods or goods of the same description 
under circumstances that would be likely to deceive or cause confusion. 
Such concurrent rights may however co-exist under a proper territorial 
division, e.g., the one person may have the exclusive right to the use 
of the mark in the United Kingdom and the other person the exclusive 
right to the use of the marks in relation to goods for export, or the one 
person may have the exclusive right to the use of the mark in one part 
of the United Kingdom and the other person in another part thereof. 
A further precaution against deception or confusion of the public is 
added by subsection (7) which in effect provides that if, on or after 
July 27th, 1938, an assignment, in respect of any goods, of a trade-mark 
that is at the time used in a business in those goods, is made otherwise 
than in connection with the goodwill of that business, then the assign- 
ment shall not take effect until the assignee has obtained and complied 
with the directions of the Registrar as to advertising the assignment. It 
is to be noted that advertisement is unnecessary either where the mark 
assigned was not in actual use, since in such a case the transfer would 
not give rise to deception, or where the assignment was affected prior 
to July 27th, 1948. But, apart from these two exceptions, broadly speak- 
ing, advertisement will be required of those assignments which were 
invalid under the 1905 legislation. Where advertisement is necessitated, 
a failure to comply with the Registrar’s directions within the statutory 
period would not apparently affect the validity of the assignment, but 
would merely render the latter a nullity. 


In connection with the phrase “the goodwill of a business” occurring 
in subsection (1) it is generally accepted that these words will bear the 
interpretation that was given to them in the Courts under the 1905 Act, 
i.e., that they include the entire goodwill of the business in the goods 
concerned. If the assignment conveys anything less, then it should be 
advertised. As under the 1905 Act also, careful drafting is necessary to 
see that the assignment deed expresses the true intention of the parties. In 
more than one instance where an assignor has intended merely to cease 
using and to assign one or more of his marks, the Registrar has had 
submitted to him an assignment conveying the registered trade-marks 
specified by number and the goodwill of the business concerned in the 
goods for which these marks are registered. Contrary to the parties’ in- 
tentions the effect of such an assignment is, it is submitted, to convey 
the entire goodwill of the business concerned, including all other trade- 
marks in use in the business, whether registered or not. Another com- 
mon instance in which the assignee should carefully consider whether or 
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not he should seek the Registrar’s directions for advertisement arises 
when the assignment concerns the right to export goods under some 
trade-mark for sale in an overseas country. If the exporting goodwill is 
merely part of a larger business, e.g., a manufacturing and exporting 
business then, in order to render it effective, the assignment should be 
advertised. The question to be resolved here is one of facts into which, 
on the principle of the “Cranbux” judgment,® the Registrar may not 
probe, but at least he can, when an assignment of this character is pre- 
sented for registration, enquire whether or not the applicant for the 
registration has fully considered the question. This is the explanation of 
an enquiry which many of the members of this Institute may recently 
have received from the Registrar. The members may rest assured that 
the enquiry has been made not for their client’s embarrassment but for 
his assistance. Where the trade-mark is also registered in the overseas 
country and the assignment is also intended to convey the vending rights 
therein it would be well to ascertain the position of the assignment law 


in that country. 


To conclude the survey of section 22 of the 1938 Act it should be 
mentioned that in subsection (3) certain changes are made with regard 
to unregistered trade-marks. Provided that these are assigned together 
with one or more registered trade-marks used in the same business, 
then the provisions of subsections (1) and (2) as regards assignability 
and transmissibility apply equally to such unregistered marks. 


Turning now to the question of registered users of trade-marks I 
think it is safe to say that prior to the Act of 1938 a licence granted 
to one person to use the trade-mark of another received no legal recog- 
nition whatsoever. Evidence was given before the Goschen Committee 
to the effect that in the circumstances of modern industry it was de- 
sirable that certain persons associated with the proprietor of a registered 
trade-mark should be permitted to use the mark without the resultant 
consequence that the registration of the mark would be invalidated. In 
particular it was contended that the relaxation of the old rule would 
be most helpful where a number of associated subsidiary companies 
were controlled by a parent company, and where a change of the trading 
activities between the various units was hampered by the ownership of 
trade-marks. The Committee observed: “We agree that the trend of mod- 
ern commercial development requires some relaxing of the existing re- 
strictions on the use of registered trade-marks by persons other than the 
proprietor. We do not recommend a system of unrestricted licensing, as 
we are apprehensive that such a system would result in confusion and 
deception of the purchasing public; and we consider it essential that 
the right to use another’s trade-mark should not be obtainable merely 





9. 45 R.P.C. 281. 
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at the will of the registered proprietor, but should be subject to control 
in the public interest.” 


The Committee’s observations are in reality a statement of the prin- 
ciples to which the provisions of section 28 of the 1938 Act are intended 
to give effect. Before admitting a registered user entry upon the Register 
the Registrar is required to be satisfied that the registered proprietor 
proposes and is able to effect a proper control of the use of his mark 
and that the permitted use is not contrary to public interest. From the 
outset the Registrar adopted the view that one function of the registered 
user entry was to safeguard the user against what would otherwise be 
the consequences of an infringing use on his part, and that under con- 
ditions where there would be no infringing use, e.g., where a wholesaler 
or retailer merely purchases and resells branded goods, a registered 
user entry was unnecessary. At a very early date in the administration 
of the Act three forms of control that might form the basis of a regis- 
tered user application came to be recognised by the Registrar; these are 
probably very familiar now to most of the members of the Institute, 
viz., financial control, control by agreement, and the patentee-licensee 
agreement. Where the proposed registered user is a subsidiary company 
of or is otherwise financially controlled by the parent company as reg- 
istered proprietor, it seems more or less obvious that any necessary 
degree of control over the registered user can be exercised by the reg- 
istered proprietor. If the control is to be exercised according to the 
terms of an agreement, the registered proprietor will doubtless ensure 
in so far as he is able that the use of his mark is permitted only upon 
terms that are acceptable to himself. Most frequently, his object is to 
fix a quality standard for the goods emanating from the registered user, 
and this can be achieved only if he acquires a right to inspect the regis- 
tered user’s work or factory, or from time to time to take samples of 
the registered user’s products for testing purposes. The patentee-licensee 
form of agreement obviously represents the weakest form of control, 
for all that the patentee can demand in most instances is that during 
the life of the patent the mark shall be used only in relation to goods 
manufactured or processed according to the specification of the patent 
concerned, and doubts have been expressed as to whether such a re- 
quirement is really sufficient to justify a registration under section 28. 
Another defect of the patentee-licensee form of agreement is that it 
conduces to a multiplicity of entries under one mark, and it is highly 
probable that the Goschen Committee visualised that there would be a 
very limited number of registered users of any one mark. Where the 
position arises that there are a large number of patent-licensees entered 
upon the Register as registered users of one mark, it can reasonably be 
contended that the latter has lost its true trade-mark function as a mark 
of origin and has become a mark indicating only that the goods have a 
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certain characteristic. In those circumstances it could be urged that regis- 
tration as a certification mark under section 37 of the Act was more 
appropriate, but a difficulty arises here since, if the registered proprietor 
himself trades in the goods concerned, he is precluded from being the 
proprietor of a certification mark. Possibly, it was this difficulty that 
led to the Registrar’s decision to recognise the normal patentee-licensee 
agreement as a sufficient basis for a registered user entry on the Trade- 
Marks Register. 


To bring this brief resumé to a conclusion, I would just add these 
words. If it is possible to summarise in a few words the changes effected 
in relation to the assigning and licensing of trade-marks my summary 
would be that whereas under the old law every assignment was invalid 
unless it included the entire goodwill of the business in the goods con- 
cerned, to-day all assignments are valid except those which would result 
in concurrent rights accruing to two or more persons to use identical 
or closely resembling marks in respect of the same goods or same de- 
scription of goods in the same area or in insufficiently separated areas, 
whereby public deception or confusion would be likely; and that whereas 
under the old law a licence to use another person’s trade-mark received 
no legal recognition, to-day the law does recognise certain licences pro- 
vided that in the public interest they are subject to proper control and 
that in addition entry is made of them in the Trade-Marks Register. 


ADVERTISEMENT 


Mid-west Corporation wants attorney experienced in trade- 
mark work, including oppositions, and capable of advising on cor- 


porate trade-mark policy. Kindly advise as to education, experi- 


ence, age and salary desired. Reply Box 100, The United States 


Trade-Mark Association, 522 Fifth Avenue, New York 18, N. Y. 
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PART II 


CONSUMERS PETROLEUM COMPANY v. CONSUMERS COMPANY 
No. 10159—C. A. 7—October 27, 1950 


UNFAIR COMPETITION— Scope of Relief—Particular Instances 

Plaintiff held entitled to injunction restraining defendant’s use of trade name 
“Consumers,” in fuel oil business, in Chicago and vicinity, unless (a) distinctive 
name, not including word “Consumers” is used in juxtaposition to words “Fuel 
Oil” in advertising; (b) the word “Consumers” be used only as part of defendant’s 
corporate name, in any such advertising, and in no larger letters than those in 
the word “Company” and such corporate name be arranged so as to form no part 
of trade name; and (c) defendant’s advertising and sales material used in fuel 
oil business shall be different from any, to defendant’s knowledge, heretofore used 
by plaintiff. 

Defendant restrained from representing that it is in any way connected with 
plaintiff or its business. 

Defendant required to exercise care and caution to avoid confusion between 
it and plaintiff and to comply with injunction as rapidly as reasonably possible. 

Costs to be taxed one-half to each of the parties. 


Appeal from Northern District of Illinois. 


Unfair competition suit by Consumers Petroleum Company against 
Consumers Company. (See also 38 T.M.R. 861; 39 T.M.R. 689). Plaintiff 
appeals from judgment granting injunction to plaintiff. Reversed and 
remanded with directions as to judgment to be entered. 


Albert E. Jenner, Jr., Edward H. Hatton, and Harry G. Hershenson, 
of Chicago, IIl., for plaintiff. 

Joseph B. Fleming, Carl S. Lloyd, and Lloyd M. Bowden, of Chicago, 
Ill., for defendant. 


Before MAJOR, Chief Judge, and KERNER and LINDLEY, Circuit 
Judges. 


PER CURIAM: 


On due consideration, it is ordered by the court that the judgment 
from which the appeal was taken herein be and the same is hereby 
reversed with directions to the District Court to enter judgment as 
follows: 


“It is ordered, adjudged and decreed that: 


I. An injunction issue against the defendant, Consumers Company, 
its officers, employees, agents and other representatives, and any sub- 
sidiaries or successors of said defendant (and their officers, employees, 
agent and other representatives), and all holding by, through or under 
it or them, perpetually enjoining and restraining it and them, and each 
of them, from: 
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(1) Offering to sell fuel oil to, or soliciting the purchase of fuel oil 
by any individual, firm or corporation in the City of Chicago, Illinois, or 
its environs, or advertising fuel oil for sale in said territory under the 
trade name ‘Consumers’, under any circumstances, and under any name 
including the word ‘Consumers’ unless: 

a) There be used in conjunction with and in juxtaposition to the 
words ‘Fuel Oil’ whenever the same shall appear in any advertising mat- 
ter, display or sign authorized by the defendant, a distinctive trade name 
or product designation, not consisting of or including the word ‘Con- 
sumers’, which name to be so used by the defendant (such, for example, 
as the words ‘Red Seal’), shall be at least as prominent as the words 
‘Fuel Oil’, so that the defendant’s fuel oil shall be designated not by 
words ‘Fuel Oil’ alone but, for example, by the words ‘Red Seal Fuel Oil’: 

b) The word ‘Consumers’ be used in any such advertising matter, 
display or sign in which fuel oil is advertised or mentioned only as a 
part of defendant’s corporate name, ‘Consumers Company’, and in no 
larger letters than those in the word ‘Company’, and such corporate name 
be arranged in such relationship to the words ‘Red Seal Fuel Oil’ as 
clearly to form no part of the trade name; 

c) The defendant’s advertising and sales material used in its fuel oil 
business be distinctive and wholly different in appearance from any, to 
defendant’s knowledge, heretofore used by the plaintiff ; 

(2) Representing to any individual, firm or corporation, or to the 
public, that the defendant is the plaintiff, or is in any way connected 
with the plaintiff or with the plaintiff’s business; 

II. Defendant shall at all times exercise care and caution to avoid 
possibility of confusion or mistaken identity as between it and defend- 
ant; 

III. Such injunction shall provide that the defendant shall comply 
therewith as rapidly as reasonably possible; 

IV. The Clerk shall tax one-half of all costs in this cause to each the 
plaintiff and the defendant.” 





SNAP-ON DRAWER COMPANY v. DRUFFEL 
No. 11178—C. A. 6—October 13, 1950 


Courts—Pleading and Practice—Mandamus 
On petition for writ of mandamus to be directed to District Court Judge to 
vacate order staying proceedings, Court of Appeals orders respondent to show 
cause why writ should not issue as prayed. 

Petition for writ of mandamus by Snap-On Drawer Company to be 
directed to Hon. John H. Druffel, United States District Judge for the 
Southern District of Ohio, to vacate an order staying proceedings. Ordered 
that respondent show cause why writ should not issue as prayed. 
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Thomas L. Conlan, Frank Zugelter, Gerald B. Tjoflat, Zugelter & 
Zugelter, and Kyte, Conlan & Heekin, of Cincinnati, Ohio, for petitioner. 

Bettinger, Schmitt & Kreis, of Cincinnati, Ohio, and Harry C. Alberts, 
of Chicago, Ill., for respondent. 


Before HICKS, Chief Judge, and SIMONS and ALLEN, Circuit 
Judges. 
SIMONS, C. J.: 


This is a petition for writ of mandamus to be directed to the respond- 
ent to vacate an order staying proceedings in its case pending in the 
District Court for the Southern District of Ohio wherein the Snap-On 
Tools Company is defendant, and to direct him to proceed with the trial 
upon the merits and for other relief. 

The petition alleges that the Snap-On Tools Corporation, a Delaware 
corporation, is the plaintiff in a proceeding pending in the District Court 
for the Northern District of Illinois against certain solicitors of the 
petitioner, who are not its agents but independent contractors; that the 
petitioner was not a party to the Illinois proceeding; that the issues in 
the two causes are not the same; and that nevertheless, the respondent 
entered an order in the Cincinnati case staying proceedings therein until 
the determination of the pending Illinois suit, in which the Tools Corpora- 
tion charges the solicitors with trade-mark infringement and unfair 
competition, by virtue of selling the products of the Drawer Company 
under the names of “Snap-On Drawer” and “Snap-On Drawers.” It is 
alleged that the Tool Company has no such trade-mark and has no prop- 
erty right in terms which are merely descriptive. The petitioner further 
alleges that the purpose of its Cincinnati suit is to secure an adjudica- 
tion of its right to its corporate name and the descriptive designation of 
its products against the challenge to such right by the Tool Company in 
its Chicago suit and in its harassment of its solicitors, and that a tempor- 
ary injunction sought to prevent such harassment was denied by the 
respondent. It also appears from the records of this court that since the 
present petition was filed an appeal has been taken from the order deny- 
ing a petition for temporary injunction. 

There is no response to the petition for mandamus by or on behalf of 
the respondent, nor anything to show that he was apprised of its filing. 
It is the view of the Court that the necessity or propriety for the issuance 
of the writ may be given more adequate consideration upon receiving the 
respective views of both parties in interest in the case, and that this 
may best be accomplished by the issuance of a show-cause order. Where- 
fore, 

It is hereby ordered that the respondent show cause on or before 
thirty days from the date hereof why a writ of mandamus should not 
issue, as prayed. 
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THE METROPOLITAN OPERA ASSOCIATION, INC. ET AL. v. 
WAGNER-NICHOLS RECORDER CORPORATION ETC. 


N. Y. S. Ct. N. Y. County—October 18, 1950 


UNFAIR COMPETITION— Basis of Relief—General 

There is no complete list of activities constituting unfair competition. 

Doctrine of unfair competition developed to deal with business malpractices 
offensive to the ethics of society. 

Statement of cause of action in unfair competition depends more upon facts 
set forth and less upon technical requirements than most causes of action. 

Allegation of “palming off” held not essential to cause of action for unfair 
competition. 

Doctrine of unfair competition has been extended to granting relief in cases 
where there was no fraud on the public but a misappropriation for the commercial 
advantage of one person of a benefit or “property right” belonging to another. 

“Property rights” are rights which are recognized and protected by the courts 
by excluding others therefrom. 

The creative element in intellectual productions has been protected. 

The right to exclusive use of one’s own name and reputation has long been 
recognized by the courts. 

The existence of actual competition between the parties held no longer a 
prerequisite to equitable relief. 

Interference with contractual relations will be enjoined by a court of equity. 

UNFAIR COMPETITION—Basis of Relief—Particular Instances 

Defendants’ offering to the public recordings of Metropolitan Opera’s broadcast 
performances without any payment to Metropolitan and without any cost compar- 
able to that incurred by Columbia Records held to constitute unfair competition 
with plaintiffs for which money damages would furnish no adequate remedy. 

CoPpyRIGHTS—A bandonment—General 

Performance of operas by Metropolitan and their broadcast over American 

Broadcasting network held not a general publication or abandonment. 
Courts—Pleading and Practice—Joinder 

On facts of record, assertion by plaintiffs of single cause of action and joinder 

of the parties held not only proper but desirable. 


UNFAIR COMPETITION—Scope of Relief—Particular Instances 


Courts—Preliminary Injunctions—Particular Instances 
Plaintiffs held entitled to preliminary injunction restraining defendants from 
recording, advertising or distributing musical performances of Metropolitan Opera 
broadcasts over the air, and from using the name “Metropolitan Opera” or any 
similar name which is calculated to mislead the public into believing that records 
sold by defendants are made or sold under the control or supervision or with the 
consent of plaintiffs. 


Unfair competition suit by Metropolitan Opera Association, Inc. and 
American Broadcasting Company, Inc., plaintiffs, and Columbia Records, 
Inc., intervening plaintiff, against Wagner-Nichols Recorder Corporation 
also known as W-N Recorder Corporation, Robert Wagner and Augustus 
Nichols, individually and doing business as Wagner & Nichols, Wagner- 
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Nichols Home Recordist Guild and Home Recordist Guild, defendants. 
Defendants’ motions to dismiss, to compel service of an amended com- 
plaint separately stating the causes of action and for the severance and 
separate trials denied. Plaintiffs’ motion for preliminary injunction 
granted. 


Lauterstein & Lauterstein (Leon Lauterstein, Lincoln W. Lauterstein, 
Jacob L. Isaacs and Paul C. Guth of counsel), attorneys for plaintiff 
Metropolitan Opera Association, Inc. 


Joseph A. McDonald, attorney for plaintiff American Broadcasting 
Company, Inc. 


Rosenman, Goldmark, Colin & Kaye (Godfrey Goldmark, Ralph F. 
Colin and Ambrose Doskow of counsel), attorneys for Columbia Records, 
Inc., intervening plaintiff. 


Wasserman, Behr & Shagan (Bernard A. Green of counsel), attorneys 
for defendants Wagner-Nichols Recorder Corporation, also known as W-N 
Recorder Corporation; Robert Wagner and August Nichols, individually 
and as doing business as Wagner-Nichols. 


GREENBERG, J.: 


The plaintiffs Metropolitan Opera Association, Inc. (hereinafter re- 
ferred to as “Metropolitan Opera”), and American Broadcasting Com- 
pany, Inc. (hereinafter referred to as “American Broadcasting’), and the 
intervening plaintiff, Columbia Records, Inc. (hereinafter referred to as 
“Columbia Records”), move for a preliminary injunction to restrain the 
defendants from recording, advertising, selling or distributing musical 
performances of Metropolitan Opera broadcast over the air, and from 
using the name “Metropolitan Opera” or any similar name which is 
calculated to mislead the public into believing that the records sold by the 
defendants are records of performances made or sold under the control 
or supervision or with the consent of the plaintiffs. 


The defendants, by cross-motion, seek: (1) A dismissal of the com- 
plaints on the ground that they fail to state facts sufficient to constitute 
a cause of action and are insufficient as matter of law; or (2) to compel 
the plaintiffs to serve an amended complaint which separately states and 
numbers the causes of actions alleged; or (3) for a severance of the 
parties plaintiff and separate trials of their respective causes of action. 


After the submission of these motions, upon its application, the plain- 
tiff Columbia Records was granted leave to intervene and serve its 
complaint. The defendants’ cross-motion will therefore be treated as 
addressed to both the complaint of Metropolitan Opera and American 
Broadcasting and the complaint of the intervening plaintiff, Columbia 
Records. 
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The complaints of the plaintiffs allege in substance: 


Metropolitan Opera is an educational membership corporation. Over 
a period of sixty years it has, by care, skill and great expenditure, main- 
tained a position of pre-eminence in the field of music and grand opera. 
By reason of this skill and pre-eminence it has created a national and 
worldwide audience and thereby a large market for radio broadcasts and 
phonograph recordings of its performances. Metropolitan Opera has sold 
the exclusive right to broadcast its performances and the exclusive right 
to record its performances, as set forth below, and uses the proceeds to 
defray part of its operating expenses. 

It has sold the exclusive right to make and sell phonograph records of 
its operatic performances and to use the names “Metropolitan Opera 
Orchestra,” “Metropolitan Opera Chorus” and any other names identified 
with Metropolitan in connection with these phonograph records to Colum- 
bia Records, which has acquired a reputation and good will of great 
value. This contract is for a five-year period ending December 31, 1951. 
The exclusive nature of these rights is of the essence of the contract. In 
payment for these exclusive rights Metropolitan Opera receives royalties 
on records sold, with a guaranteed minimum of $125,000 during the five- 
year term of the contract. Columbia Records is required to pay the entire 
cost of each performance of an opera which it records. Metropolitan 
Opera has reserved to itself the right to approve all phonograph records 
of its performances before they may be offered for sale to the public. 


Pursuant to this contract Metropolitan Opera’s performances of three 
operas have been recorded and are now being offered for sale and sold. 
Columbia Records has incurred very substantial expenses in making these 
recordings and in preparing for the recording of additional operas, and 
it has extensively advertised the records and its exclusive right to record 
Metropolitan Opera performances. 

Metropolitan Opera has sold the exclusive right to broadcast its opera 
performances during the 1949-50 season to American Broadcasting, for 
which Metropolitan Opera receives $100,000. Under this contract Ameri- 
can Broadcasting is prohibited from making recordings of such perform- 
ances except for certain limited purposes related to broadcasting. 
Negotiations for a similar contract for the 1950-51 and 1951-52 opera 
seasons are in progress. Under the contract for the 1949-50 season, 
American Broadcasting broadcast Metropolitan Opera performances of 
eighteen operas between November 26, 1949, and March 25, 1950. 


Since November 26, 1949, the defendants have recorded these broad- 
cast performances of Metropolitan Opera and have used their master 
recordings to make phonograph records of Metropolitan Opera perform- 
ances. The defendants have advertised and sold these records as records 
of broadcast Metropolitan Opera performances. By reason of this pub- 
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licity and the reputation of Metropolitan Opera, these records have 
aroused wide interest. Since the defendants, unlike Columbia Records, 
pay no part of the cost of the performance of the operas and are held to 
no standard of artistic or technical excellence, they incur only the very 
small cost of recording these performances “off the air.” The quality of 
their recordings is inferior to that of Columbia Records and is so low 
that Metropolitan Opera would not have approved the sale and release of 
such records to the general public. By reason of their negligible costs, 
defendants are able in competition with Columbia Records to sell their 
records at considerably less than those of the latter, with a consequent 
loss of revenue to Columbia Records and Metropolitan Opera. 


By their activities the defendants have: 


(1) Appropriated and exploited for their own benefit the result of 
the expenditures, labor and skill of Metropolitan Opera and American 
Broadcasting as embodied in the broadcast performances. 


(2) Diminished the possibility of renewal of Metropolitan Opera’s 
valuable contractual relations with American Broadcasting. 


(3) Impaired Metropolitan Opera’s revenues from the sale of author- 
ized operatic recordings. 


(4) Impaired the value of future exclusive recording privileges guar- 
anteed by Metropolitan Opera. 


(5) Wrongfully interfered with valuable contractual rights of the 
plaintiffs. 


(6) Traded on and appropriated the value of the name and reputation 
for artistic excellence of Metropolitan Opera and appropriated the market 
created by Metropolitan Opera for defendants’ phonograph records. And 


(7) Endangered the reputation and good will of Metropolitan Opera 
and the sale of records of its performances by the sale of records of such 
low quality that Metropolitan Opera would not have approved their 
release to the public. 


These activities of the defendants are continuing and will continue to 
have the same harmful effect on the plaintiffs. 


The plaintiffs therefore ask for an injunction restraining the defend- 
ants: 


(1) From using, recording, advertising, selling or distributing musical 
performances of the plaintiff Metropolitan Opera, broadcast over the air, 
or phonograph recordings thereof. 


(2) From using the name “Metropolitan Opera” or the name “Metro- 
politan” or any similar name having the tendency to mislead the public 
into believing that the records sold by defendants are made in connection 
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with or under the control and supervision of the plaintiffs or sold with 
their consent. And 

(3) From using, recording, advertising or selling records of any 
performance broadcast over the facilities of American Broadcasting. 


The complaints also ask for damages and for an accounting. 


The defendants urge that the complaints fail to state a cause of action 
in that they do not allege the defendants are “palming off” their record- 
ings as those of plaintiffs, or that plaintiffs are in competition with the 
defendants. They further urge that plaintiffs have no property right in 
the broadcast performances and that the defendants are therefore free to 
record these performances and sell their recordings. 

The defendants’ cross-motion attacking the complaints must neces- 
sarily be considered first. 

In passing upon the question of the sufficiency of a complaint alleging 
unfair competition it is helpful to bear in mind the origin and evolution 
of this branch of law. It originated in the conscience, justice and equity 
of common-law judges. It developed within the framework of a society 
dedicated to freest competition, to deal with business malpractices offen- 
sive to the ethics of that society. The theoretic basis is obscure, but the 
birth and growth of this branch of law is clear. It is an outstanding 
example of the law’s capacity for growth in response to the ethical as 
well as the economic needs of society. As a result of this background the 
legal concept of unfair competition has evolved as a broad and flexible 
doctrine with a capacity for further growth to meet changing conditions. 
There is no complete list of the activities which constitute unfair com- 
petition (Nims, Unfair Competition and Trademarks, 4th ed., 1947, Chaps. 
I and II; Handler, Unfair Competition, 21 Iowa L. Rev., p. 175; Schech- 
ter, The Rational Basis of Trademark Protection, 40 Harv. L. Rev. 813). 


The statement of a sufficient cause of action in unfair competition, in 
the last analysis, is therefore dependent more upon the facts set forth and 
less upon technical requirements than in most causes of action. This may 
best be illustrated by a consideration of the objections raised by the 
defendants. 

The defendants contend that no cause of action is stated due to the 
absence of an allegation of “palming off.” One of the inferences which 
may fairly be drawn from the allegations of the complaint and the prayers 
for relief is that the activities of the defendants appropriate and trade on 
the name and reputation of Metropolitan Opera and tend to mislead the 
public into believing the recordings are made with the co-operation of 
Metropolitan Opera and under its supervision. However, even in the 
absence of such an inference the failure to allege “palming off” would not 
be a fatal defect. The early cases of unfair competition in which relief 
was granted were cases involving “palming off”—that is, the fraudulent 
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representation of the goods of the seller as those of another. The early 
decisions condemning this practice were based on the two wrongs in- 
flicted thereby: (1) the deceit and fraud on the public; and (2) the 
misappropriation to one person of the benefit of a name, reputation or 
business good will belonging to another (Taylor v. Carpenter, 3 Story 458, 
D. Mass., 1844; Howard v. Henriques, 3 Sandf., N. Y., 725, 1851). 

With the passage of those simple and halcyon days when the chief 
business malpractice was “palming off’ and with the development of 
more complex business relationships and, unfortunately, malpractices, 
many courts, including the courts of this state, extended the doctrine of 
unfair competition beyond the cases of “palming off.’ The extension 
resulted in the granting of relief in cases where there was no fraud on 
the public, but only a misappropriation for the commercial advantage of 
one person of a benefit or “property right” belonging to another. 

The courts have used various formulae in making this extension. 
Many of the earlier of such decisions relied on the presence of special 
elements: For example, inducing breach of trust or breach of contract in 
misappropriating the property (Board of Trade v. Christie Grain & Stock 
Co., 198 U. S., 236; Bitterman v. Louisville & Nashville RR., 207 U.S., 
205; Sperry & Hutchinson Co. v. Mechanics’ Clothing Co., 128 Fed., 800). 
However, in Fonotipia, Limited v. Bradley (171 Fed., 951) the Circuit 
Court, after reviewing these decisions, found there was unfair competition 
in a case of misappropriation even in the absence of any of the special 
factors. In that case the plaintiff had engaged artists and made record- 
ings of their musical performance for sale to the public. The defendant 
obtained some of these recordings, mechanically reproduced them and sold 
the copies in competition with plaintiff’s records at much lower prices. 
The court posed the question as follows (at p. 959): ““* * * whether the 
taking of property in the shape of valuable ideas and products, by 
mechanical imitation or reproduction, is susceptible of notice by a court 
of equity, and whether any remedy therefor can exist apart from the 
questions of patent, trade-mark, and intentional deception or imitation 
and deceitful substitution of the product.” It held, at page 964: “It cannot 
now be determined how far such appropriation of ideas could be pre- 
vented ; but it would seem that where a product is placed upon the market, 
under advertisement and statement that the substitute or imitating prod- 
uct is a duplicate of the original, and where the commercial value of the 
imitation lies in the fact that it takes advantage of and appropriates to 
itself the commercial qualities, reputation, and salable properties of the 
original, equity should grant relief.” 

Subsequently, in 1918, the Supreme Court of the United States laid 
down a similar principle in International News Service v. Associated 
Press (248 U. S., 215). In that case the Associated Press sued to enjoin 
International News Service, among other things, from copying its news 
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from bulletin boards and early editions of member newspapers and selling 
it bodily or in rewritten form to International News Service customers. 
The case presented particular difficulty because of the great public inter- 
est in the freest dissemination of the news. However, the court recognized 
that, as between the parties, even news was quasi-property. 

In granting an injunction to the Associated Press against the pirating 
of its news the court held at page 239, et seq.: “The right of the purchaser 
of a single newspaper to spread knowledge of its contents gratuitously, for 
any legitimate purpose not unreasonably interfering with complainant’s 
right to make merchandise of it, may be admitted; but to transmit that 
news for commercial use, in competition with complainant—which is 
what defendant has done and seeks to justify—is a very different matter. 
In doing this defendant, by its very act, admits that it is taking material 
that has been acquired by complainant as the result of organization and 
the expenditure of labor, skill, and money, and which is salable by com- 
plainant for money, and that defendant in appropriating it and selling it 
as its own is endeavoring to reap where it has not sown, and by disposing 
of it to newspapers that are competitors of complainant’s members is 
appropriating to itself the harvest of those who have sown. Stripped of 
all disguises, the process amounts to an unauthorized interference with 
the normal operation of complainant’s legitimate business precisely at the 
point where the profit is to be reaped, in order to divert a material portion 
of the profit from those who have earned it to those who have not; with 
special advantage to defendant in the competition because of the fact that 
it is not burdened with any part of the expense of gathering the news. 
The transaction speaks for itself, and a court of equity ought not to hesi- 
tate long in characterizing it as unfair competition in business. * * * It is 
said that the elements of unfair competition are lacking because there is 
no attempt by defendant to palm off its goods as those of the complainant, 
characteristic of the most familiar, if not the most typical, cases of unfair 
competition. * * * But we cannot concede that the right to equitable relief 
is confined to that class of cases. In the present case the fraud upon com- 
plainant’s rights is more direct and obvious. Regarding news matter as 
the mere material from which these two competing parties are endeavor- 
ing to make money, and treating it, therefore, as quasi-property for the 
purposes of their business because they are both selling it as such, defend- 
ant’s conduct differs from the ordinary case of unfair competition in 
trade principally in this, that instead of selling its own goods as those of 
complainant, it substitutes misappropriation in the place of misrepresenta- 
tion, and sells complainant’s goods as its own.” 

The significance and limits of this decision have been widely discussed. 
That it extended the doctrine of unfair competition to cases based on 
misappropriation of property has been accepted by the leading authorities. 
Chief Justice Hughes in A. L. A. Schechter Poultry Corporation et al v. 
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United States (295 U. S., 495), stated at page 531; “* * * ‘Unfair com- 
petition,’ as known to the common law, is a limited concept. Primarily, 
and strictly, it relates to the palming off of one’s goods as those of a rival 
trader * * *,. In recent years, its scope has been extended. It has been held 
to apply to misappropriation as well as misrepresentation, to the selling of 
another’s goods as one’s own, to misappropriation of what equitably 
belongs to a competitor. International News Service v. Associated Press, 
248 U.S. 215, 241, 242.” 

The doctrine of extending unfair competition beyond cases of “palming 
off” has similarly been recognized and applied by the courts of this state 
(Allen Mfg. Co., Inc. v. Smith, 224 App. Div., 187; Rudolph Mayer Pic- 
tures, Inc. v. Pathe News, Inc. 235 App. Div., 774, explained in decision 
in Madison Square Garden Corp’n v. Universal Pictures Co., Inc., 255 
App. Div., 459; Mutual Broadcasting System, Inc., v. Muzak Corp’n, 177 
Misc. 489; 20th Century Sport. Club v. Transradio Press Service, 165 
Misc., 71). Thus an allegation of “palming off” is not essential to a cause 
of action for unfair competition. 


The defendants also raise the objection that the complaint does not 
include an allegation that the parties are actual competitors. This objec- 
tion is rendered untenable by the intervention of Columbia Records. 
However, again, the existence of actual competition between the parties 
is no longer a prerequisite (Tiffany & Co. v. Tiffany Productions, Inc., 
147 Misc., 679, aff’d without opinion 237 App. Div., 801, aff’d without 
opinion 262 N. Y., 482; Long’s Hat Stores Corp’n v. Long’s Clothes, Inc., 
224 App. Div., 497; Marvlo Mills, Inc., v. Marvel Mills, Inc., 170 Misc., 
770, aff’d 258 App. Div., 715; Triangle Publications v. Rohrlich, 167 Fed., 
2d, 969; Yale Electric Corp’n v. Robertson, 26 Fed., 2d, 972; Madison 
Square Garden Corp’n v. Universal Pictures Co., Inc., 255 App. Div., 459; 
Maison Prunier v. Prunier’s Restaurant & Cafe, Inc., 159 Misc., 551, and 
cases cited therein). 

The modern view as to the law of unfair competition does not rest 
solely on the ground of direct competitive injury, but on the broader 
principle that property rights of commercial value are to be and will be 
protected from any form of unfair invasion or infringement and from 
any form of commercial immorality, and a court of equity will penetrate 
and restrain every guise resorted to by the wrong-doer. The courts have 
thus recognized that in the complex pattern of modern business relation- 
ships, persons in theoretically non-competitive fields may, by unethical 
business practices, inflict as severe and reprehensible injuries upon others 
as can direct competitors. That defendants’ piratical conduct and prac- 
tices have injured and will continue to injure plaintiffs admits of no 
serious challenge, and possible money damages furnishes no adequate 
remedy. That such practices constitute unfair competition both with 
Metropolitan Opera and Columbia Records is made abundantly clear by 
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the record. Plaintiff Metropolitan Opera derives income from the per- 
formance of its operatic productions in the presence of an audience, from 
the broadcasting of those productions over the radio, and from the 
licensing to Columbia Records of the exclusive privilege of making and 
selling records of its own performances. Columbia Records derives income 
from the sale of the records which it makes pursuant to the license 
granted to it by Metropolitan Opera. Without any payment to Metro- 
politan Opera for the benefit of its extremely expensive performances, and 
without any cost comparable to that incurred by Columbia Records in 
making its records, defendants offer to the public recordings of Metro- 
politan Opera’s broadcast performances. This constitutes unfair com- 
petition (International News Service v. The Associated Press, 248 U. &., 
215). 


The New York courts have applied the rule in the International News 
Service case in such a wide variety of circumstances as to leave no doubt 
of their recognition that the effort to profit from the labor, skill, expendi- 
tures, name and reputation of others which appears in this case consti- 
tutes unfair competition which will be enjoined (see e. g., Fisher v. Star 
Co., 231 N. Y., 414, 428; Lehrenkrauss v. Universal Tours, Inc., 262 N. Y., 
332, 337; Madison Square Garden Corp’n v. Universal Pictures Co., Inc., 
255 App. Div., 459, 464-5; Federal Waste Paper Corp’n v. Garment Center 
Capitol, 268 App. Div., 230, 234, 294 N. Y., 714). 


The defendants raise the further objection that the complaints fail to 
state a cause of action in that they set forth no property rights of the 
plaintiffs. Clearly, some property rights in the plaintiffs and interference 
with and misappropriation of them by defendants are necessary to a 
cause of action. However, “property rights,” as has often been pointed 
out, are rights which are recognized and protected by the courts by 
excluding others therefrom. The designation is therefore more in the 
nature of a legal conclusion than a description. 


The rights which the plaintiffs allege in their complaint are: 

(1) The right of Metropolitan Opera to exclusive use, directly or 
indirectly, of the name and reputation which it has developed over a 
sixty-year period. 

(2) The exclusive right of Metropolitan Opera to the productions 


which it creates by the use of its skill, artists, money and the organization 
it has developed. 


(3) As a corollary of the latter the exclusive right to license the use 
of its performances and productions commercially in radio broadcasts, 
recordings and in other forms upon such terms as are agreed upon as to 
payments and the maintenance of artistic and technical standards in 
accord with the reputation of the Metropolitan Opera. 
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(4) The rights of plaintiffs Columbia Records and American Broad- 
casting being their exclusive recording and broadcasting rights derived 
from their agreements with Metropolitan Opera for which they have paid 
and in which they have invested substantial sums of money, time and 
skill. 


The question presented is thus whether these rights are rights which 
the courts have recognized and protected and should recognize and pro- 
tect as “property rights.” 

The Court of Appeals in Fisher v. Star Company (231 N. Y., 414) 
quoted with approval the broad definition of property rights laid down 
by the Supreme Court of the United States in the International News 
Service case (supra, at page 429) : “ ‘* * * The rule that a court of equity 
concerns itself only in the protection of property rights treats any civil 
right of a pecuniary nature as a property right; and the right to acquire 
property by honest labor or the conduct of a lawful business is as much 
entitled to protection as the right to guard property already acquired. 
It is this right that furnishes the basis of the jurisdiction in the ordinary 
case of unfair competition.’ ” 


The right to the exclusive use of one’s own name and reputation has 
long been recognized by the courts, as evidenced by the early protection of 
trade-marks and trade names and the “palming off” cases (Maison 
Prunier v. Prunier’s Restaurant & Cafe, Inc. (supra) 


The law has also, as Justice Brandeis points out in his dissent in the 
International News Service case (supra), protected the creative element 
in intellectual productions—that is, the form or sequence of expression, 
the new combination of colors, sounds or words presented by the produc- 
tion. The production of an opera by an opera company of great skill, 
involving, as it does, the engaging and development of singers, orchestra, 
the training of a large chorus and the blending of the whole by expert 
direction into a finished interpretative production would appear to involve 
such a creative element as the law will recognize and protect against 
appropriation by others. 


The performance of the opera in the opera house and the broadcast of 
the opera performance over the network of American Broadcasting under 
an exclusive broadcasting contract with Metropolitan Opera did not 
abandon the plaintiff’s rights to this performance. At common law the 
public performance of a play, exhibition of a picture or sale of a copy of 
the film for public presentation did not constitute an abandonment of nor 
deprive the owner of his common-law rights (Palmer v. De Witt, 47 N. Y., 
532; Ferris v. Frohman, 223 U.S., 424; Am. Tobacco Co. v. Werckmeister, 
207 U. S., 284; Universal Film Mfg. Co. v. Copperman, 218 Fed., 577). 
In the International News Service case (supra) the court in discussing 
this question of publication and abandonment stated (pp. 240-241): “The 
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contention that the news is abandoned to the public for all purposes when 
published in the first newspaper is untenable. Abandonment is a question 
of intent and the entire organization of the Associated Press negatives 
such a purpose. The cost of the service would be prohibitive if the reward 
were to be so limited * * *. Their [by-laws] effect is that publication by 
each member must be deemed not by any means an abandonment of the 
news to the world for any and all purposes, but a publication for limited 
purposes; for the benefit of the readers of the bulletin or the newspaper 
as such; not for the purpose of making merchandise of it as news, with 
the result of depriving complainant’s other members of their reasonable 
oportunity to obtain just returns for their expenditures.” 


In the light of these cases the performance of operas by Metropolitan 
Opera and their broadcast over the network of American Broadcasting 
cannot be deemed a general publication or abandonment so as to divest 
Metropolitan Opera of all of its rights to the broadcast performances. The 
care with which the Metropolitan Opera made its limited grants, grant- 
ing exclusive right to a single network and restricting the latter’s right to 
record and granting exclusive rights to record to Columbia Records, again 
reserving the right to approve all records before their release, shows 
clearly no intent to abandon but, on the contrary, an attempt to retain 
effective control over the broadcasting and recording of its performances. 
The fact that performances to-day can take place over the radio as well as 
in the theatre and thereby reach a wider audience does not change the 
principle involved. The publication in this case is certainly no wider nor 
more unlimited than the publication of news in Associated Press member 
newspapers and bulletins which was held by the Supreme Court of the 
United States to constitute limited publication. 

Rights of a similar nature have been repeatedly recognized and upheld 
by the courts. As has been stated before, the doctrine is a broad and flex- 
ible one. It has allowed the courts to keep pace with constantly changing 
technological and economic aspects so as to reach just and realistic results. 

In Fisher v. Star Company (supra) the Court of Appeals, after quot- 
ing the broad definition of a property right by the Supreme Court of the 
United States, upheld the exclusive right of a cartoonist to the use of 
cartoon characters he had created in the newspapers. The court enjoined 
the defendants from using “Mutt and Jeff” in connection with cartoons 
not drawn by the plaintiff. The reasoning of the court is of interest. It 
stated at page 433: “If appellant’s employees can so imitate the work of 
the respondent that the admirers of ‘Mutt and Jeff’ will purchase the 
papers containing the imitations of the respondent’s work, it may result in 
the public tiring of the ‘Mutt and Jeff’ cartoons by reason of inferior 
imitations or otherwise, and in any case in financial damage to the 
respondent and an unfair appropriation of his skill and the celebrity 
acquired by him in originating, producing and maintaining the characters 
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and figures so as to continue the demand for further cartoons in which 
they appear.” The reasoning is also applicable to the instant case. 

In Rudolph Mayer Pictures, Inc. v. Pathe News, Inc. (supra) the court 
protected the exclusive right which plaintiff had obtained from the 
Dodger Athletic Club, lessee of Ebbets Field, to take and sell motion 
pictures of the Sharkey-Walker contest. The court affirmed without 
opinion a preliminary injunction enjoining the defendants from distribut- 
ing pictures it had taken of the boxing match. The court in its later 
decision in Madison Square Garden Corporation v. Universal Pictures, 
Inc. (supra) referring to this case, stated at page 465: “* * * Defendants 
argued that plaintiffs had no property right which could be protected; 
that the right to take photographs of a boxing match was not a form of 
property known to the law, and that defendants’ acts did not constitute 
unfair competition. In overruling these contentions, we necessarily held 
that the defendants had violated a property right and should be enjoined.” 

Again, in its decision in the Madison Square Garden Corporation case 
(supra) the court upheld the plaintiff’s right to exclusive use and benefit 
of the reputation and good will the plaintiff had built up and to the busi- 
ness it had built up licensing the use of genuine photographs of Madison 
Square Garden. The plaintiff had brought an action for unfair competi- 
tion against the defendant, alleging defendant had produced and distrib- 
uted a picture which used some pictures of the “Rangers” team taken in 
another city for newsreel purposes only and created the impression that 
the background of the picture was Madison Square Garden. In reversing 
the lower court decision dismissing the complaint the court held the com- 
plaint sufficiently alleged a misappropriation of plaintiff’s property 
rights, The court stated at page 466, et seq.: “The plaintiff clearly had a 
property right in its good name, its reputation, its good will built up at 
considerable expense, and its business in licensing genuine moving picture 
photographs to be used in feature films from which it had derived a sub- 
stantial revenue.” And at page 467: “A court of equity acts to promote 
honesty and fair dealing as well as to protect the purchasing public and 
the property rights of individuals. The evident purpose of these defend- 
ants in using pictures of plaintiff’s team and referring in their publicity 
to the scene of their drama as Madison Square Garden in New York City 
was to appropriate the financial value such team and name had acquired 
through the plaintiff’s labor, expenditure and skill. The novelty and 
ingenuity of the method defendants employed in achieving that result will 
not deter the court from action. There may be unfair competition by mis- 
appropriation as well as by misrepresentation. Both elements are here. 
Equity is not concerned about the means by which fraud is done; it deals 
with the results arising from the fraud.” 


In Mutual Broadcasting System, Inc. v. Muzak Corporation (supra) 
the court protected plaintiff’s exclusive right to broadcast the 1941 World 
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Series and enjoined the defendant from transmitting plaintiff’s broadcast 
to its subscribers. The defendant argued that there was no encroachment 
on plaintiff’s rights because it did not attempt to palm off the broadcast 
as its own, but gave full credit to the defendant. The court granted an 
injunction, holding that the plaintiff’s exclusive right had been invaded by 
the defendant. 


Also in Twentieth Century Sporting Club, Inc. v. Transradio Press 
Service, Inc. (165 Misc., 71; supra) the court protected the exclusive 
right of the plaintiff to broadcast a description of a boxing exhibit. The 
plaintiff club had granted exclusive right to broadcast the boxing match 
to the plaintiff National Broadcasting Company. The court granted an 
injunction against the defendants broadcasting up-to-the-minute descrip- 
tions, stating that such action would constitute an unlawful appropriation 
of the exclusive property rights of the plaintiffs. 


In Pittsburgh Athletic Co. v. KQV Broadcasting Co. (24 F. Supp., 
490), the court sustained the exclusive right of the plaintiff to control the 
broadcasting of descriptions of baseball games played in the plaintiff’s 
park by the plaintiff’s team. The court enjoined the defendants from 
broadcasting play-by-play descriptions of the baseball game, in violation of 
the exclusive right the plaintiff had granted to General Mills, Inc., and 
the National Broadcasting Company. The court, in its conclusions of law, 
stated at page 493 et seq.: “2. The right, title and interest in and to the 
baseball games played within the parks of members of the National 
League, including Pittsburgh, including the property right in, and the sole 
right of, disseminating or publishing or selling, or licensing the right to 
disseminate, news, reports, descriptions, or accounts of games played in 
such parks, during the playing thereof, is vested exclusively in such mem- 
bers. 3. The actions and theatened actions of the defendant constitute a 
direct and irreparable interference with, and an appropriation of, the 
plaintiff’s normal and legitimate business; and said action is calculate‘ to, 
and does, result in the unjust enrichment of the defendant at the expense 
of the plaintiff and each of them. 4. The defendant’s unauthorized broad- 
casts of information concerning games played by the Pittsburgh team 
constitute unfair competition with the plaintiffs and each of them. 5. The 
defendant wrongfully deprives the plaintiffs and each of them of the just 
benefits of their labors and expenditures in respect of the baseball games 
and the public dissemination of news thereof as alleged in the complaint; 
and the action, threatened action and practice of the defendant constitute 
a fraud on the public.” 


There is no reason apparent to this court why the rights of a non- 
profit organization sponsoring one of the arts should receive less protec- 
tion than those of the sponsor of sporting events. The law at least 
regards both these diverse facets of human endeavor with impartial and 
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approving judgment. The fostering and encouragement of fine perform- 
ances of grand opera, and their preservation and dissemination to wide 
audiences by radio and recordings are in the public interest. The Metro- 
politan Opera, over a period of sixty years, has developed one of the 
finest, if not the finest, opera companies available to Americans. Through 
the media of recordings and broadcasts, an avenue of culture has been 
opened to vast numbers of Americans who have been able to enjoy the 
fruits of this great enterprise. To many, it is the only available source of 
grand opera. To refuse to the groups who expend time, effort, money and 
great skill in producing these artistic performances the protection of giv- 
ing them a “property right” in the resulting artistic creation would be 
contrary to existing law, inequitable, and repugnant to the public interest. 
To hold that the broadcasts of these performances, making them available 
to a wider audience of Americans, deprives the Metropolitan Opera of all 
of its rights in this production and abandons the production to anyone to 
appropriate and exploit commercially, would indeed discourage the broad- 
casting of such operas and penalize not only the Metropolitan Opera but 
the public which now benefits from these broadcasts. Equity will not bear 
witness to such a travesty of justice; it will not countenance a state of 
moral and intellectual impotency. Equity will consider the interests of 
all parties coming within the arena of the dispute and admeasure the con- 
flict in the scales of conscience and on the premise of honest commercial 
intercourse. 


The complaints can also be sustained as stating a cause of action for 
unjustifiable interference with contractual rights of the plaintiffs. With 
full knowledge of the contract by which Metropolitan Opera has granted 
to Columbia Records the exclusive privilege of recording Metropolitan 
operas, the defendants have assumed the exercise of that privilege. Their 
action not only constitutes an attempt to secure the very benefit which 
the contract grants to Columbia Records, but also an interference with 
contractual relations which will be enjoined by a court of equity (Reiner 
v. North Am. Newspaper Alliance, 259 N. Y., 250; Navarro v. Fiorita, 271 
App. Div., 62, aff’d 296 N. Y., 783; Gonzales v. Kentucky Derby Co., 197 
App. Div., 277, aff’d 233 N. Y., 607; Pittsburgh Athletic Co. v. KQV 
Broadcasting Co., supra). The rule enunciated in these cases has been 
aptly summed up in 41 Harvard Law Review (pp. 731-732) as follows: 
“And to-day there is no question but that there may be prima facie liabil- 
ity for interference with contract relations without inducing breach of 
contract by, for example, injuring persons under contract so that they 
are disabled from performing, or by destroying or damaging property 
which is the subject matter of a contract, or by doing other acts which 
make performance more burdensome, difficult or impossible or of less 
or no value to the one entitled to performance.” 
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The present defendants’ conduct interferes with Columbia Records’ 
enjoyment of the benefits of its exclusive contract as plainly as if the 
defendants had persuaded Metropolitan Opera to break its contract with 
Columbia Records by granting to them the privilege of recording Metro- 
politan Opera performances. The right of the parties to protect their 
interest in that contract against interference by the intentional acts of 
third parties is not limited by the analogies of common-law property 
rights. 

There can be no question that the contract between Metropolitan Opera 
and Columbia Records, by which each party made important business 
commitments and parted with valuable consideration, is fully enforcible 
between the two companies. If Metropolitan Opera had purported to 
grant to the defendants or to any other party the privilege which the 
defendants have taken to themselves, a court of equity would certainly 
enjoin it from doing so. Conversely, if Columbia Records had repudiated 
the contract there is no doubt that Metropolitan Opera could enforce it. 

This same principle is affirmed in Gonzales v. Kentucky Derby Co. 
(197 App. Div., 277, aff’d 233 N. Y., 607) ; and Pittsburgh Athletic Co. v. 
KQV Broadcasting Co. (24 F. Supp., 490). 

The foregoing discussion of the facts also leads to the conclusion that 
the assertion by the plaintiffs of a single cause of action and the joinder 
of the parties is not only proper but is desirable, in view of the common 
rights and common questions of law involved (C.P.A., sec. 212 [1]). 


Defendants’ cross-motion is therefore denied. 


We come next to the original motion: The motion by the plaintiffs for 
a preliminary injunction. The affidavits presented upon this motion 
establish that the defendants have, under the facade of a Home Recordists’ 
Guild, made recordings of broadcast performances of Metropolitan Opera 
and have sold these records to the public for their own commercial profit. 
They have advertised these records as recordings of the Metropolitan 
Opera expressly or by unmistakable implication, thus capitalizing on the 
name and the reputation of the Metropolitan Opera and the public interest 
in its performances. These recordings have been made without any 
supervision or control on the part of Metropolitan Opera, and the evidence 
shows that the quality of the records is inferior to the recordings made 
by Columbia Records from “live” performances and is inferior to that of 
any records which the Metropolitan Opera approves for release to the 
public as an example of its work. 


The new opera season is about to begin. The position taken by the 
defendants shows clearly that they intend to continue to record the 
broadcast performances of the Metropolitan Opera productions and to 
sell these recordings to the public, as they have been doing. The almost 
certain prospect of these activities on the part of the defendants has pre- 
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vented the conclusion of a new contract between the Metropolitan Opera 
and American Broadcasting for exclusive broadcasting rights for the 
1950-51 season. Unless this contract can be concluded within the next 
few weeks, Metropolitan Opera will lose the financial and other benefits 
from the sale of these rights and the broadcasting of their performances. 


The prospect of defendants’ continued activities in making and releas- 
ing the cheaper “off the air” recordings of the Metropolitan Opera 
during the coming season has also placed in jeopardy the program of 
recording several new operas which Columbia Records has planned at 
considerable expense for the last year of its contract with Metropolitan 
Opera. Unless the defendants are enjoined before the season starts, 
Metropolitan Opera is likely to lose the major part of its royalties from 
the sale of the authorized records, and Columbia Records will similarly 
suffer a serious loss. 


The continuance of defendants’ activities during this coming season 
is also likely to cause to the Metropolitan Opera an irreparable harm far 
beyond even the damage to the present contracts for its broadcasting and 
recording rights. The release and sale of recordings of Metropolitan 
Opera performances unapproved as to quality and unlimited as to amount, 
yet clearly designated or known to be performances of Metropolitan 
Opera, may injure the reputation Metropolitan Opera has built up by so 
much travail and may seriously damage or glut the market for its works. 


This consideration of irreparable harm to the plaintiffs must neces- 
sarily outweigh the financial loss to defendants resulting from not being 
able to appropriate these performances for their own commercial benefit 
upon commencement of the new opera season. Such injury as may be 
inflicted on the defendants is the direct result of their unconscionable 
business practices and their invasion of the moral standards of the market 
place. The cry of the defendants that others similarly transgress does not 
confer immunity on them for their forbidden activities, nor may they find 
solace in the claim that they have not been guilty of common-law fraud. 
It already appears that this is not necessary. They have embarked upon a 
hazardous enterprise which equity will not hesitate to strike down. Cast 
in its proper environment, we have here a business venture purposed to 
gather in the harvest the seeds of which were planted and nurtured by 
others at great expense and with consummate skill. 


The conclusion here reached is not an onslaught on the currents of 
competition; it does not impose shackles on the arteries of enterprise. 
It simply quarantines business conduct which is abhorrent to good con- 
science and the most elementary principles of law and equity. 


The preliminary injunction is granted. Bond is fixed in the sum of 
$2,500. Settle order. 
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GRAYBAR ELECTRIC COMPANY, INC. v. BRETTON SHIRT CORP. 


Commissioner of Patents—October 13, 1950 


OpposITIONS—Pleading and Practice—Motions to Dismiss 

Under Federal Rules of Civil Procedure motion to dismiss notice of opposition 
for failure to state a claim upon which relief can be granted, held proper. 

All facts pleaded in notice of opposition must be accepted as proved for purposes 
of motion to dismiss; but this rule does not apply to conclusions of law or to con- 
clusions of fact or inferences from other facts pleaded. 

If from facts pleaded, the inference of likelihood of confusion does not follow, 
then the notice of opposition does not support a cause of action. 

TRADE-MARKS—Likelihood of Confusion—Particular Instances 

In this case, mere use of the mark “Graybar” on shirts or jackets and use of 
the same mark on electrical apparatus, without anything further, held not to 
establish any reasonable inference of likelihood of confusion. 


OpPosiITIONS—Basis of Relief—General 

Conventional allegations in the notice of opposition containing naked recitation 
of uses of marks on the respective goods may be sufficient in the usual case where 
reasonable inference of likelihood of confusion follows from such allegations. 

In particular cases where, under ordinary circumstances, use of same mark on 
different goods would not cause confusion or deception, the special circumstances 
and facts relied upon to show that confusion is likely, must be pleaded. in the 
notice of opposition. 


Trade-mark opposition by Graybar Electric Company, Inc. against 
Bretton Shirt Corp. Opposer appeals from dismissal of notice of oppo- 
sition. Affirmed. 


Pennie, Edmonds, Morton & Barrows, of New York, N. Y., for opposer. 
Henry L. Burkitt, of New York, N. Y., for applicant. 


MARZALL, Commissioner : 


This is an appeal from the decision of the Examiner of Interferences 
dismissing on motion the notice of opposition to an application for regis- 
tering “GRAYBAR” under the Trade-Mark Act of 1946 as a trade-mark 
for ‘men’s outer shirts and jackets” by Bretton Shirt Corp. 


The notice of opposition filed by Graybar Electric Company, Inc., 
alleges prior use of the same word “GRAYBAR’” as a trade-mark and as 
its corporate title or trade name. Ten registrations are also pleaded; 
these recite the use of the trade-mark for a large variety of products, 
mainly electrical equipment and appliances, such as motors, pumps, cable, 
soldering irons, linemen’s tools, wire and cable handling tools, ammeters, 
voltmeters, water heaters, ranges, lamps, radio receivers, and household 
appliances such as washing, sewing and ironing machines and vacuum 
cleaners. Paragraph 6 of the notice reads: 
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“Applicant seeks to register the trade-mark GRAYBAR which so resembles 
opposer’s registered trade-mark (being identical therewith) as to be likely, when 
applied to the goods of applicant, to cause confusion, mistake or to deceive 
purchasers.” 


and paragraph 7 with respect to trade names and corporate title is similar. 


The applicant moved to dismiss the notice of opposition on the ground 
that it failed to allege any basis in law or fact to sustain a claim of likeli- 
hood of confusion. This motion is considered as a motion under rule 
12(b) of the Federal Rules of Civil Procedure, which state “* * * the 
following defenses may at the option of the pleader be made by motion: 
* * * (6) failure to state a claim upon which relief can be granted.” The 
suggestion has been made that the motion might be one for summary 
judgment under rule 56; however, if so regarded, it does not appear that 
there would be any difference in its treatment. 


The examiner granted the motion and dismissed the notice of oppo- 
sition. 

At the outset it appears that opposer questions the propriety of dis- 
missing the opposition in this manner. This contention is considered with- 
out foundation. In Swift € Company v. B. & P. Swift, Limited, 621 O. G. 
960, 80 USPQ 594, the Commissioner affirmed the decision of the Exam- 
iner of Interferences dismissing a notice of opposition on a motion treated 
as one under rule 12 of the Federal Rules of Civil Procedure. No error 
from a procedural standpoint is found in the consideration of the motion 
by the Examiner of Interferences and the only question is the correctness 
of the decision. 


The essential allegations of fact in the notice of opposition are the 
applicant’s application for registration, and the opposer’s prior use of the 
word “GRAYBAR” in its corporate title and as a trade-mark for the 
goods recited in its several registrations. All facts pleaded in the notice 
must be accepted as proved for the purpose of the motion, but this rule 
does not apply to conclusions of law, or to conclusions of fact or interfer- 
ences of fact from the other facts pleaded. Hence, the allegation that 
applicant’s use of the mark is “likely when applied to the goods of the 
applicant to cause confusion, mistake or to deceive purchasers” is not 
necessarily taken as admitted for the purpose of the motion. If from the 
facts pleaded, namely applicant’s use of the mark on men’s outer shirts 
and jackets and opposer’s prior use of the mark on electrical equipment 
and appliances, the inference of likelihood of confusion does not follow, 
then the notice of opposition does not support a cause of action. In this 
particular case, the mere use of a mark on shirts or jackets and the use 
of the same mark on electrical apparatus, without anything further, does 
not, to my mind, establish any reasonable inference of likelihood of con- 
fusion. Opposer states in its reply brief that a reasonable person might 
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well think that a Graybar sport jacket had been sponsored by Graybar 
Electric Company. I cannot agree that this statement follows from the 
mere fact of the use of the mark on the goods mentioned. Opposer also 
argues that it may be possible that the applicant chose the mark “GRAY- 
BAR” for the purpose of taking advantage of opposer’s good will, but no 
allegations to this effect are found in the notice of opposition. 

It may very well be that in the usual case following conventional pat- 
terns, where a reasonable inference of likelihood of confusion could follow 
from naked recitation of the uses of the marks on the respective goods, that 
conventional allegations in the notice of opposition are sufficient. How- 
ever, we have in this particular case, the situation where, under ordinary 
circumstances, the use of the same trade-mark on the widely different 
goods would not cause confusion or deception. Under special circum- 
stances and under particular sets of facts, the conclusion of likelihood of 
confusion might be proper, but in such cases it would seem that the 
special circumstances and facts ought to be recited in the notice of 
opposition. 

The decision of the Examiner of Trade-Mark Interferences is accord- 
ingly affirmed. 





THE REESE CHEMICAL COMPANY v. LISNER 


Commissioner of Patents—October 16, 1950 


CANCELLATIONS—Scope of Relief—Particular Instances 
Where record indicates that registrant was not using mark on majority of items 
listed in registration, at time of filing application, and that mark was used on a 
few other items a year or two later, held that registration should be cancelled 
entirely rather than restricted. 
CANCELLATIONS—Authority of Commissioner—General 
In absence of appeal by registrant, case being before Commissioner for issuance 
of formal order to carry out Examiner’s recommendation that registration be 
restricted, held that to restrict registration would tend to condone false allegations 
made in application and case is remanded to Examiner with instructions. 


Trade-mark cancellation proceeding by The Reese Chemical Company 
against Leonard E. Lisner. Remanded to Examiner with intructions as 
to cancellation and restriction, as recommended, refused. 


Burns, Doane & Benedict, of Washington, D. C., and Lloyd F. Louz, 
of Cleveland, Ohio, for petitioner. 


Leo C. Krazinski, of New York, N. Y., for respondent. 


MARZALL, Commissioner : 


This is a cancellation proceeding brought by The Reese Chemical Com- 
pany to cancel Trade-Mark Registration No. 282,935, issued to Leonard 
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E. Lisner. The Examiner of Interferences rendered a decision on August 
7, 1950, sustaining the petition “with regard to all items [recited in the 
registration] except hair tonic” and further recommending “that Regis- 
tration No. 282,935 be restricted so as to eliminate all goods recited 
therein with the exception of hair tonic,” although neither the petitioner 
nor the registrant requested restriction. The respondent did not appeal 
from the decision, but the case is before me for the issuance of a formal 
order to carry the recommendation into effect. 


The registration will not be restricted in the manner recommended for 
the reasons indicated below. 


Section 18 of the Trade-Mark Act of 1946 (15 U.S.C. 1068) reads, “In 
such proceeding [Interference, opposition to registration, application to 
register as a lawful concurrent user, or application to cancel the registra- 
tion of a mark] the Commissioner may refuse to register the opposed 
mark, may cancel or restrict the registration of a registered mark,” etc. 
It will be assumed for the purpose of this decision that this section gives 
the Commissioner authority to restrict a registration in lieu of cancelling 
the registration, in a proceeding brought for the purpose of cancelling the 
registration. 


The registration involved was issued May 5, 1931, on an application 
filed November 13, 1930. In his application the registrant stated that he 
“has adopted and used the trade-mark shown in the accompanying draw- 
ing for,” and then follows a list of 45 items, including a large number of 
cosmetic and toilet preparations, several preparations for the treatment 
of the hair, including hair tonic, and several preparations of a medicinal 
nature. The record in this cancellation proceeding indicates that the 
trade-mark was not used on the majority of the items recited in the 
registration at the time of making the application. 


In response to interrogatories inquiring whether the registrant had 
ever used the trade-mark on the listed items other than preparations for 
the treatment of the hair, and requesting the dates of use of the trade- 
mark on each item of the listed items on which it had been used, the 
registrant answered that the trade-mark had been used on four items “on 
or about 1931, 1932.” This statement indicates that at the time of making 
application for registration reciting 45 items of goods, the registrant was, 
at most, using the trade-mark on a very small number of the items recited, 
and that the trade-mark was used on a few others a year or two later. 
Under these circumstances, I do not believe that the Office should take 
it upon itself to restrict the registration so as to eliminate all the goods 
on which the registrant never used the trade-mark, and also the goods on 
which applicant used the trade-mark but on which it is no longer using 
the mark. To do so would carry an implication of condonation of the 
false allegations made in the application for registration, and may also 
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carry an implication that the Patent Office considers the registration 
valid after it has been limited. I believe that in circumstances such as 
presented here the Office should cancel the registration entirely, rather 
than restrict it. 

The case is returned to the Examiner of Interferences for making 
such decision on the facts and briefs of record, and the hearing already 
held, as he may deem justified, not inconsistent with this opinion. 





BAXTER LABORATORIES, INC. v. DON BAXTER, INC. 
Commissioner of Patents—October 17, 1950 


TRADE-MARKS—Registrability—General 

With certain specific statutory exceptions, application for registration is 

assertion of claim of exclusive right to use trade-mark. 
TRADE-MARKS—Registrability—Related Companies 

“Related company” constitutes an exception, under 1946 Act, by which registra- 
tion is permitted, though more than one has the right to use of mark. 

If Don Baxter, Inc. were held to control Baxter Laboratories, Inc., in respect 
of nature and quality of goods upon which mark is used, use by the latter would 
inure to benefit of former. 

On facts of record, Don Baxter, Inc. held not to control nature and quality of 
goods on which Baxter Laboratories uses mark “Baxter” and hence the two are 
not “related companies” within 1946 Act. 

TRADE-MARKS—Registrability—Concurrent Use 

If considered as application for concurrent registration, application held defect- 
ive in not specifying area for which applicant seeks registration, as required by 
section 1, of 1946 Act. 

Opposer not having received required statutory notice, question of concurrent 
registration should not be considered inter partes but certain phases will be 
treated ex parte. 

Concurrent registration differs from registration by related company, under 
section 5, in that use by either concurrent user does not inure to benefit of other. 

On facts of record, confusion or mistake held likely to result from sale of 
same products, under same mark, in same area; and therefore registration as a 
concurrent user is impossible under requirements of section 2(d) of 1946 Act. 


Appeal from Examiner of Interferences. 


Trade-mark opposition by Baxter Laboratories, Inc. against Don Bax- 
ter, Inc. Applicant appeals from decision sustaining notice of opposition. 
Affirmed. 


Dawson & Booth, of Chicago, Ill., for opposer. 
Lyon & Lyon, of Los Angeles, Cal., for applicant. 
MARZALL, Commissioner: 


This is an appeal by the applicant, Don Baxter, Inc., from the decision 
of the Examiner of Interferences, sustaining an opposition brought by 
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Baxter Laboratories, Inc., and adjudging that the applicant is not entitled 
to the registration for which it has made application. 


In view of conflicting statements concerning the application for regis- 
tration and a certain degree of ambiguity in the application itself, and 
the nature of some of the issues raised, it is considered necessary to 
describe the application for registration. 


Don Baxter, Inc., applied for registration on the Principal Register of 
the word “BAXTER” as a trade-mark for certain medicinal prepara- 
tions, on July 5, 1947, the application reciting a limited right to use the 
mark by Baxter Laboratories, Inc. (Inasmuch as the mark is a surname, 
the application also included an allegation that the mark has become 
distinctive and an affidavit of five years exclusive use (with the stated 
exception) was also filed; no question has been raised concerning the 
right to registration under section 2(f) and this detail need not be men- 
tioned again.) 

The Examiner of Trade-Marks regarded the application as drawn as 
one for registration as a concurrent user under the proviso in section 2(d) 
of the Trade-Mark Act of 1946 (15 U.S.C. 1052 (d) ), and criticized the 
application for failure to specify the area for which registration was 
sought. It should be noted that the proviso in section 1(a) (1) of the 
Trade-Mark Act requires the applicant, in the case of an application 
claiming concurrent use, to “specify * * * the area for which the applicant 
desires registration.” In reply to this and other criticisms, applicant 
substituted a new statement which sought registration for the goods 
stated, for the area comprising the entire United States, “subject to the 
licensed use of the mark by Baxter Laboratories, Inc.,” in connection with 
certain specified goods and for a certain territory by virtue of contracts 
and agreements. The remarks accompanying the amendment did not 
indicate in any way what sort of an application it was intended to be. 
The next Office action shows that the examiner still thought that the 
application as amended was intended to be for concurrent use but felt 
that the situation presented was that of use by related companies, and 
he required various amendments designed to make the application con- 
form to one showing use by related companies. Thereupon applicant 
submitted a revised statement and declaration, stating that those were 
“in conformance with the last Office action.” The application as thus 
revised was passed for publication. 


The application, in its final form, states that the applicant has adopted 
and is using the trade-mark for a large number of pharmaceutical prepar- 
ations classified as: 


1. Solutions for parenteral (injection) use. About two dozen aqueous 
solutions are named; these include solutions of various salts, dextrose, 
and hydrolized protein. 
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. Solution for enteral use, comprising hydrolized protein. 
. Solutions of sodium chloride for topical use. 
. Blood coagulant and preservative agents, naming four solutions. 


. Laboratory reagents, naming one. 
. Dry preparation for topical use comprising sulfanilamide crystals. 


The declaration recites, as an exception to applicant’s claim of exclu- 
sive use, the right of Baxter Laboratories, Inc., to use the mark in 
connection with— 


“Intravenous solutions containing dextrose or salt in containers other than 
ampoules or vials; human blood, human blood serum, and human blood plasma 
when in containers used to contain any thereof for transfusion; human blood 
anti-coagulants when in containers used to contain human blood, human blood 
serum, and human blood plasma, or any of them for transfusion; preservative 
agents for human blood; human blood serum, and human blood plasma, or any 
of them, when in containers used to contain any thereof for transfusion,” 


in the territory comprising 37 states east of the Pacific and Mountain 
states. 


The opposition was filed by Baxter Laboratories, Inc., the company 
named in the application as entitled to a limited right to use the mark. 
The notice of opposition asserts that the opposer is entitled to the exclu- 
sive use of the mark in the 37 Eastern states and denies that the two 
companies are related companies, asserting that neither company controls 
or is controlled by the other in respect to the nature and quality of the 
goods in connection with which the mark is used. The answer denies these 
assertions. 


The main issue presented is whether the two companies are related 
companies within the meaning of the Trade-Mark Act. 


With certain exceptions specifically provided by the statute, an appli- 
cation for the registration of a trade-mark is an assertion of a claim of 
the exclusive right to use the trade-mark and the applicant for registra- 
tion must declare under oath “that no other person, firm, corporation, 
or association, to the best of his knowledge and belief, has the right to 
use such mark * * *.” The existence of the right of any other person to 
use the trade-mark will defeat any right to registration unless such right 
of the other person falls within the exceptions provided by the statute. 
One of these exceptions is that of related companies. Section 5 of the 
Trade-Mark Act provides, 


“Where a registered mark or a mark sought to be registered is or may be 
used legitimately by related companies, such use shall inure to the benefit of the 
registrant or applicant for registration, and such use shall not affect the 
validity of such mark or of its registration, provided such mark is not used in 
such manner as to deceive the public,” 
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and the term “related companies” is defined in Section 45 as: 


“The term ‘related company’ means any person who legitimately controls or 
is controlled by the registrant or applicant for registration in respect to the 
nature and quality of the goods or services in connection with which the mark 
is used.”’ 


If Don Baxter, Inc., controls Baxter Laboratories, Inc., in respect to 
the nature and quality of the goods in connection with which the mark 
is used by the latter, then such use inures to the benefit of the former 
and does not affect the application for registration. 


The Examiner of Interferences found that Don Baxter, Inc., does not 
control the nature and quality of the goods in connection with which 
Baxter Laboratories uses the mark, and hence the two companies are 
not related companies within the definition of the statute. I agree with 
these conclusions. 


Shortly before 1930, Dr. Donald E. Baxter started a business of 
manufacturing and selling solutions of glucose and normal salt solutions 
for intravenous use in bulk containers from which they could be adminis- 
tered, through a company known as “Certified Laboratory Products,” 
using the name “BAXTER” as a trade-mark for the solutions. In 1930 
the applicant company, Don Baxter, Inc., was organized to take over 
the business of manufacturing and selling these solutions, using the name 
“Baxter.” Opposer raises some question concerning lack of evidence on 
the transfer of rights from the Certified Laboratory Products Company 
to Don Baxter, Inc., but since these transactions occurred prior to the 
time that opposer entered the field, these objections are considered unim- 
portant. Don Baxter, Inc., manufactured and sold the bulk solutions in 
the Pacific states. In 1931, opposer company, then known as Don Baxter 
Intravenous Products Corporation, was formed as a result of an agree- 
ment between Dr. Baxter, Don Baxter, Inc., and Dr. Ralph Falk. The 
relation between the two companies at that time is shown by a series of 
agreements in the record, particularly the option contract (Exhibit 3), the 
agreement (Exhibit 5) and the license agreement (Exhibit VV). Under 
these agreements, the opposer company was set up in business to manu- 
facture and sell the intravenous solutions for the territory comprising 
the 37 states east of the eleven Pacific and Mountain states, with certain 
exceptions not relevant. Dr. Baxter became the first president of the 
opposer company, and owned some of the stock in each of the companies, 
and the two companies also had the same secretary. However, after 
1935, there was no common stock ownership nor any common officials, 
and no person connected with applicant company was involved in the 
opposer company. The relation between the two companies after this date 
shows close and friendly cooperation, including joint national advertising, 
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mutual assistance on common problems, exchange of information, and 
so on, with the opposer company continuing to pay royalties under the 
original agreements. 


The decision of the Examiner of Interferences has reviewed the testi- 
mony relating to applicant’s control of the nature and quality of the goods 
of the opposer company, showing that there is no such control, and has 
not been for a considerable time. It is not considered necessary to restate 
this review of the evidence, except to mention several matters that have 
been argued in this appeal. 


Applicant urges that it has controlled the nature of opposer’s goods, 
meaning the kind of goods that opposer may manufacture and sell with 
the trade mark. Even if such control were shown by the record, which 
is doubtful, it would not be sufficient since the statute requires that there 
must be control of the nature and quality of the goods. 


With respect to control of the quality of the goods, applicant admits 
that it does not test opposer’s products for sterility, pyrogenic qualities 
and chemical constituents, the brief stating that this is beyond the power 
of applicant. It is argued that these factors are governed by the Food 
and Drug Administration, and hence are not a subject of control. Assum- 
ing these were all the relevant elements determining the quality of the 
goods, complete absence of control of quality would be conclusively shown; 
the argument that no control is necessary in view of Government regu- 
lations is not relevant; Government regulations prescribe minima and the 
Trade-Mark Act makes no distinction between cases where control of 
quality may be necessary and cases where, for one reason or another, 
control of quality may be unnecessary. 


Control of quality is predicated upon one test, relating to the appear- 
ance of the products, which appears to be of lesser importance from a 
therapeutic standpoint, but of some importance commercially since pur- 
chasers judge the quality of the solutions by their appearance. This is 
the visual inspection of the solutions to determine the amount of undis- 
solved material. Applicant asserts continuous securing of specimens of 
opposer’s products and continuous checking them to determine the amount 
of undissolved material, as well as inspections at opposer’s plant. The 
evidence, however, does not bear out any continuous securing of samples 
and continuous checking, nor checking at opposer’s plant, and does not 
support any claim of actual control of the quality of opposer’s product in 
the one respect in question. 


Applicant urges that there are two other issues in this case, these 
issues relating to registration as a concurrent user. It is stated that the 
Examiner of Interferences erred 
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1. In not holding that applicant was entitled to registration of the trade- 
mark “BAXTER” in the eleven western states set forth in the application on 
all of the products listed therein. 


2. In not holding that applicant was entitled to registration of the trade- 
mark “BAXTER” in and for all of the United States with the exception of the 
products manufactured by opposer which are included in the license agreements 
pertaining thereto. 


The first of these statements of error appears to mean that applicant 
thinks the Examiner of Interferences should have held it is entitled to 
registration of the trade-mark “BAXTER?” for the eleven western states 
on all of the products listed in the application. The application for regis- 
tration does not seek a registration limited to the eleven western states, 
but a registration to cover the entire United States. Hence, there was no 
error in the failure of the Examiner of Interferences to make the hold- 
ing stated. 


These two assignments of error and asserted issues are taken to mean 
that applicant is urging that the application be treated as one for a 
registration as a concurrent user, and applicant so argues in its brief. 
The review of the application and the prosecution before the Examiner 
shows that at the stage and in the form that the application was passed 
for publication, both the Examiner and the applicant considered the appli- 
cation to be one for registration naming use by a related company, and 
the application has been and should be treated as such. Closer examina- 
tion of the application does show that, even as such an application, there 
are certain defects. The application does not recite that the use by the 
excepted company is by virtue of a license nor does it in terms specify 
the opposer company as a related company. However, the application 
would be even more defective if considered as one for registration as a 
concurrent user; it is not evident from the application that it is one for 
concurrent use under section 2(d), nor does it specify the area for which 
applicant seeks registration as required by section 1 of the Trade-Mark 
Act. 


Opposer objects to the consideration of concurrent use on the ground 
that the application is not in proper form for such consideration, and 
that the opposer has not received the notice required by the statute of 
the application for registration as a concurrent user. I agree that this 
matter should not be considered as an inter partes question at this time, 
however, certain phases of this question will be considered ex parte. 


Section 2(d) of the Trade-Mark Act provides that: 


“the Commissioner may register as concurrent registrations the same or 
similar marks to more than one registrant when they have become entitled to 
use such marks as a result of their concurrent lawful use thereof in commerce 
prior to any of the filing dates of the applications involved and the Commis- 
sioner or a court on appeal determines that confusion or mistake or deceit of 
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purchasers is not likely to result from the continued use of said marks under 
conditions and limitations as to the mode or place of use or the goods in con- 
nection with which such registrations may be granted which conditions and 
limitations shall be prescribed in the grant of the concurrent registrations there- 
of; and concurrent registrations may be similarly granted by the Commissioner 
with such conditions and limitations when a court has finally determined that 
more than one person is entitled to use the same or similar marks in commerce. 
The Commissioner shall give not less than thirty days written notice to all 
applicants, registrants, and users specified by any of the parties concerned of 
any application for concurrent registration and of the time and place of the 
hearings thereon.” 


Registration as a concurrent user under this proviso differs from 
registration by a related company under section 5 in that the use by 
either of two concurrent users does not inure to the benefit of the other, 
two registrations are possible, one to each concurrent user, and either of 
the registrations is issued despite the simultaneous use of the same mark 
by the other user. 


Considered as an application to register as a concurrent user, the 
application involved in this proceeding contemplates (1) that Don Baxter 
has the exclusive right to use the mark in the eleven western states on 


all the products recited in the statement, and Baxter Laboratories has no 
right to use the mark on any product in this area, and (2) that both 
companies have the right to use the mark in the 37 eastern states. With 
respect to this simultaneous use of the same mark by both companies 
in the eastern territory, the application contemplates the following con- 
ditions to be in existence at the same time: 


A. Both companies are to use the same mark in the same area on the same 
products packaged and sold in the same manner. 

B. Both companies are to use the same mark in the same area on the same 
products, but packaged in different types of containers. 

C. Both companies are to use the same mark in the same area on different 
products. 


The first of these situations refers to the sale of the same products, 
notably the salt and dextrose solutions, in bulk containers. While the 
application admits the right of Baxter Laboratories to use the mark on 
specified products in bulk containers in the eastern territory, no exclu- 
sion of Don Baxter from this territory in connection with the same 
products in the same types of containers is stated in the application. 
Registration as a concurrent user with a claim of this character is con- 
sidered impossible in view of the requirements of section 2(d), since it 
is utterly unreasonable to assert that “confusion or mistake * * * is not 
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likely to result from the continued use of said marks” under the conditions 
mentioned. 


The second situation contemplates that Don Baxter will sell in the 
same territory the same solutions sold by Baxter Laboratories in bulk 
containers, but packaged in ampoules or vials. I do not believe that con- 
fusion or mistake would not be likely to result from such uses. While one 
witness for applicant testified that bulk intravenous solutions are sold 
principally to hospitals while intravenous solutions in vials and ampoules 
usually are sold to pharmaceutical houses and drug stores for distribution, 
another witness testified that during a certain period 90% of the vial 
solutions produced were sold to hospitals (Beardsley Deposition, 84-5). 
Furthermore, even if the sales outlet were completely different, the users 
of both types of containers would be the same class of persons, namely, 
the physicians who injected or ordered the injection of the solutions into 
the patients. 


For the reasons stated above, it is held that applicant is not entitled 
to the registration for which it made application, considering such appli- 
cation as one for registration as a concurrent user. In view of the 
presence of these fundamental defects, it is not practically possible to 
consider the third situation contemplated by the application, the use of 
the same mark by the two companies on different products in the same 
area, and no determination has been made that the different products 
on which the mark would be so used are sufficiently differentiated so as 
to eliminate any likelihood of confusion or mistake, nor that a concurrent 
registration under the proviso in section 2(d) could be possible. 


The decision of the Examiner of Interferences sustaining the oppo- 
sition and holding that the applicant is not entitled to the registration 
for which it has made application is affirmed. In addition, the application 
is further rejected ex parte for the reasons stated. 
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SMITH, KLINE & FRENCH LABORATORIES v. CHIPMAN 
CHEMICAL COMPANY, INC. 


Commissioner of Patents*—October 25, 1950 


TRADE-MARKS—Goods of Same Class—Specific Differences 
Agricultural insecticides and fungicides held not competitive with and widely 
different from vasoconstrictor, both as to character and use, though the goods are 


chemical compositions or compounds. 
Fact that in some instances agricultural and pharmaceutical goods may be sold 


in same store held not controlling. 
TRADE-MARKS—Marks Not Confusingly Similar—Particular Instances 
“Benzahex,” used on agricultural insecticides and fungicides, held not confus- 
ingly similar to “Benzadrex,” used on vasoconstrictor, under 1946 Act. 


Appeal from Examiner of Interferences. 


Trade-mark opposition by Smith, Kline & French Laboratories against 
Chipman Chemical Company, Inc. Applicant appeals from decision sus- 
taining notice of opposition. Reversed. 


Busser & Harding, of Philadelphia, Pa., for opposer. 


Nims, Verdi & Martin (Patrick H. Murphy, of counsel), of New York, 
N. Y., for applicant. 


KLINGE, Examiner in Chief: 


This is an appeal from the decision of the Examiner of Interferences 
sustaining the opposition of Smith, Kline & French Laboratories to the 
application of Chipman Chemical Company, Inc., for registration on the 
Principle Register, under the Act of July 5, 1946, of the term “BENZA- 
HEX” as a trade-mark for “agricultural insecticides and fungicides. 
Opposer relies upon its ownership of the trade-mark “BENZADREX,” 
registrations No. 438,148 and No. 438,149 registered prior to the appli- 
cant’s first use of the mark “BENZAHEX.” 

There appears to be no dispute as to priority, and as stated by the 
Examiner of Interferences, the only question involved is whether the 
notation “BENZAHEX,” when applied to agricultural insecticides, which 
the record shows are in three different forms, dust, powder, and liquid, 
is likely to cause confusion or mistake or to deceive purchasers, in view of 
the use of the notation “BENZEDREX” by opposer on the goods specified 
in its registrations, and particularly in registration No. 438,148 for vaso- 
constrictor, upon which opposer primarily relies. A vasoconstrictor is a 
medical composition which causes constriction of the blood vessels. 





* Editor’s Note Re: Appeals To Commissioner In Trade-Mark Cases. 

The hearing and determination of appeals in trade-mark cases have been delegated to 
the members of the Board of Appeals of the Patent Office by an order of the Secre- 
tary of Commerce, published September 28, 1950, 15 Federal Register 6554, and 
October 17, 1950, 639 O.G. 643, under the provisions of Reorganization Plan No. 5 of 
1950, 15 Federal Register 3174. 
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The Examiner of Interferences recognized the difference in classi- 
fication of the respective goods in this Office and appreciated that they 
are not competitive, the one being a poison against insects and fungi 
while the other is a remedial agent for use by human beings. Nevertheless 
it was considered that the vasoconstrictor of opposer and the agricultural 
insecticides and fungicides of the applicant will be considered by most 
ordinary purchasers, not familiar with their exact composition, as being 
generally chemical compounds or compositions. It was in that respect 
that the Examiner of Interferences considered the goods to be at least 
broadly related. Judicial notice was taken of the fact that opposer’s vaso- 
constrictor is usually sold in drug stores and also of the further fact that 
some drug stores sell insecticides and fungicides, although the record 
shows that applicant’s agricultural product is ordinarily distributed 
through merchants engaged primarily in selling farm and orchard equip- 
ment and other products generally used by farmers. 


In addition to the fact that the respective goods of the parties are not 
competitive as the Examiner of Interferences recognized, it is equally 
clear to me that the uses to which the respective goods are put are 
entirely nonanalogous, each use being entirely foreign in its effect and 
purpose to the other. Winthrop Chemical Company, Inc. v. Wilhelm, 571 
0.G. 520, 64 U.S.P.Q. 304. 


While it is barely possible that in some instances the sale of agri- 
cultural and pharmaceutical goods may occur in the same store, either 
a drug store or a general store in rural communities, this possibility is 
not considered controlling as stated in Ciba Pharmaceutical Products, Inc. 
v. Abbott Laboratories, 517 O.G. 823, 46 U.S.P.Q. 387 (affirmed by the 
Court of Customs and Patent Appeals, 28 C.C.P.A. 139, 121 Fed. (2d) 
551), as follows: 


“Broadly speaking the goods of the parties are doubtless of the same des- 
criptive properties; but they differ widely in many of their essential character- 
istics, are used for entirely different purposes, and are in no sense competitive. 
They are both sold in drug stores, but that fact is not of controlling importance.” 


The goods to which the marks here under consideration are applied 
constitute very widely different types of materials both as to use and 
the manner in which they are packaged, and it seems to me that one 
would ordinarily not expect a drug house to be the manufacturer of 
insecticides and fungicides for agricultural purposes simply because drugs 
and insecticides are chemical compositions or compounds. While the 
difference in the marks is not great, yet considering the more extensive 
difference in the character and use of the goods, I am of the opinion that 
confusion would not be likely to occur. 


Accordingly, the decision of the Examiner of Interferences is reversed. 
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REX CUTLERY CORPORATION v. PERNET 
Commissioner of Patents—October 24, 1950 


TRADE-MAarKs—Marks Not Confusingly Similar—Particular Instances 
“L P Eloi,” the “L” and “P” being written in a monogram above “Eloi,” held 
not confusingly similar to “Joy,” used on similar goods, under 1905 Act. 
TRADE-MARKS REGISTRABILITY—Surnames 
On facts of record, opposer held to have failed to prove that mark is unregis- 
trable, under 1905 Act, as merely name of an individual. 
OPPOSITIONS—E vidence—Patent Rule 282 
Among conditions specified under Rule 282, for introduction of evidence, such 
as printed publications, is requirement that notice be filed in Patent Office before 
closing of time for taking testimony. 


Appeal from Examiner of Interferences. 


Trade-mark opposition by Rex Cutlery Corporation against Louis 
Eloi Pernet. Opposer appeals from dismissal of notice of opposition. 
Affirmed. 


Leon M. Strauss, of New York, N. Y., for opposer. 
Mock & Blum, of New York, N. Y. for applicant. 


FEDERICO, Examiner in Chief: 


The opposer, Rex Cutlery Corporation, appeals from the decision of 
the Examiner of Interferences dismissing its opposition to the registra- 
tion of a mark by Louis Eloi Pernet. The mark sought to be registered, 
under the Act of 1905, is used for “cutlery of base metal for household 
use, namely, carving knives, paring knives, forks and spoons,” and con- 
sists of the notation “L P ELOI,” the L and P being written in a 
monogram above the “Eloi” which is written along an arc and the whole 
being written in a distinctive type. 


The opposer relies upon the prior use of the mark “JOY” as applied 
to various types of scissors, tweezers, and manicure implements, asserting 
in effect that the marks of the parties are appropriated to goods of the 
same descriptive properties and bear such near resemblances as to be 
likely to cause confusion in trade. 


No substantial question as to the goods being of the same descriptive 
properties is raised, the main question being the similarity of the marks. 
It is assumed that the terminal letters “oi” of the word “ELOI”’ would 
be pronounced in this country to rhyme with “Joy.” This is the only 
resemblance between the two marks, which are considered so different 
that there would be no likelihood of confusion in trade. The appearance 
and pronunciation of applicant’s mark as a whole, or of the word “ELOI” 
are so different from the appearance and pronunciation of applicant’s 
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mark “JOY,” that it is believed inconceivable that there would be any 
confusion. The word “joy” is a common and well understood word in the 
English language, and would not be apt to be confused with the strange 
and foreign combination of letters and syllables of applicant’s mark. 


The opposer also urges that the application should be refused on the 
ground that the mark is merely the name of an individual, and hence 
not registrable under the Act of 1905. The Examiner of Interferences 
is in error in stating that this question is not raised in the notice of 
opposition; see paragraph 11 of the notice. However, the only evidence 
on this matter submitted by the opposer is a notice under Patent Rule 
282 submitting a certain printed publication as evidence. The admission 
of this publication is objected to by the applicant on the ground that the 
notice was not filed within the time prescribed by Rule 282 which pro- 
vides that printed publications may be introduced in evidence by filing a 
notice in the Patent Office before the closing of the time for taking testi- 
mony, and also specifies other conditions. In this case the notice was 
filed more than four months after the time for taking testimony had 
closed, and the publication will not be considered. Opposer’s contention 
that the mark is not registrable for the reason stated is held not proven. 
It may be remarked that the same ground and the same or a similar 
publication were considered by the examiner in the ex parte prosecution 
of the application. 


The decision of the Examiner of Interferences is accordingly affirmed. 





CONTINENTAL COFFEE COMPANY, INC. v. THE DAN PERKINS 
COMPANY 


Commissioner of Patents—October 24, 1950 


APpPEALS—Pleading and Practice—Motions to Dismiss 
Motion to dismiss cross appeal of winning party granted where Examiner had 
dismissed notice of opposition and held applicant entitled to register under 1905 Act. 
Practice of Patent Office is to dismiss cross appeal of winning party but permit 
him to urge any matter of record in his brief on appeal. 


TRADE-MARKS—Goods of Different Descriptive Properties—Particular Instances 
Liquid composed of pyroligneous acid, caramel coloring and spices used for 
painting meats for purpose of coloring, preserving and flavoring them, held goods 
of different descriptive properties from noodle soup mix, under 1905 Act. 
TRADE-MARKS—Goods of the Same Class—General 
Practice of referring to specimen labels filed with application, in determining 
the character of the goods, held proper since such specimen labels are part of the 
application required by law, and averred in the declaration to show the mark as 
actually used upon applicant’s goods. 


TRADE-MARK ACT OF 1946—Pleading and Practice—Section 19 
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OvPOsITIONS—Defenses—LEstoppel 
On facts of record, held that the doctrine of equitable estoppel does not apply 


to present case. 
Appeal from Examiner of Interferences. 


Trade-mark opposition by Continental Coffee Company, Inc. against 
The Dan Perkins Company. Opposer appeals from dismissal of notice 
of opposition. Affirmed. Cross appeal of successful applicant dismissed. 


McKnight & Comstock, of Chicago, Ill., for opposer. 
Lee L. Townshend, of Washington, D. C., for applicant. 


MURPHY, Assistant Commissioner: 


This is an appeal from the decision of the Examiner of Trade-Mark 
Interferences dismissing the notice of opposition to an application for 
registration of the word “FLAVORITE” as a trade-mark for “a liquid 
composed of pyroligneous acid (refined wood smoke), caramel coloring 
and spices used for painting meats for the purpose of coloring, preserving 
and flavoring them,” under the Trade-Mark Act of 1905. Opposer relies 
on its ownership of the trade-mark “FLAVORITE” No. 433,706, regis- 
tered October 28, 1947, for noodle soup mix. Neither party took testi- 
mony; however, certain records have been offered in evidence under the 
provisions of Patent Rule 154(e), (now Rule 282). 

The Examiner of Trade-Mark Interferences dismissed the opposition, 
holding that the goods of the two parties are not of the same descriptive 
properties. He also held that the question of estoppel which applicant 
sought to invoke was inapplicable in the present case. 

Applicant has filed a cross-appeal from that portion of the decision 
below which held that the doctrine of estoppel did not apply in this case. 
Opposer has filed a motion to dismiss the cross-appeal on the ground that 
the same is improper and without legal basis or import, stating “since the 
decision of the Examiner of Interferences was favorable to applicant and 
the examiner held that the applicant was entitled to registration for 
which it has made application, there was no final decision against appli- 
cant from which an appeal or cross-appeal could be taken.” 

The accepted practice of the Patent Office has been to dismiss the 
cross-appeal of the winning party but to permit the winning party to 
urge in his brief on appeal any matter of record. Minneapolis Brewing 
Co. v. Eckhardt et al., 38 USPQ 344; Tiffany v. Reilley, 40 USPQ 571; 
California Spray-Chemical Corp. v. Ansbacher Siegel Corp., 55 USPQ 298; 
J. L. Ferguson Co. v. New Jersey Machine Corp., 86 USPQ 222. The 
motion to dismiss the cross-appeal is granted; the cross-appeal is dis- 
missed. 

The primary consideration in this case, it appears to me, is whether 
or not applicant’s goods are of the same descriptive properties as those 
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of the opposer. It is true that the composition for painting meats does 
impart color and flavor to them; however, its preservative property is 
an important element in the use of the product. The curing of meats, 
especially pork, frequently involves a salting step, and a smoking step 
in which the smoke is applied primarily as a preservative and usually 
long before the meat is to be used. It does not appear that applicant’s 
product is to be put in the meat at the time the meat is being cooked by 
the housewife for immediate consumption, as is done with ordinary 
flavoring extracts used in cooking; but that it is applied as a substitute 
for the ordinary smoking process. Therefore, there is considerable dif- 
ference between the two products and their uses. While it is recognized 
that decisions cited by opposer clearly hold that flavoring extracts and 
soup mixes are goods of the same descriptive character, the flavoring 
extracts there referred to are of the type ordinarily used in cooking and 
not of the same type as the products of the applicant. 


As further evidence of the dissimilarity of the goods of the two parties, 
put however not conclusive thereof, is the fact that applicant’s mark is 
classified in Class 6, “Chemicals, pharmaceuticals, etc.,’”’ whereas oppo- 
ser’s is classified in Class 46, “Foods.” As neither party has taken testi- 
mony, there is nothing in the present case to show how or where, or to 
whom, the respective products are sold; nor that applicant’s application 
is improperly classified. 


While I cannot completely agree with the statement in applicant’s 
brief that wood smoke is used merely as a step in the preservation of 
certain pork meats, and the implication that it is left there merely because 
it is not objectionable, because, in my opinion, the flavor imparted by 
the smoke is much to be desired, nevertheless, I am in agreement with 
the conclusion of the Examiner of Trade-Mark Interferences that the 
goods are in fact dissimilar in their essential characteristics and are not 
so related in any way to cause purchasers to assume that they emanate 
from a common source and hence are goods of different descriptive 
properties within the meaning of the Statute. 


In arriving at his decision, the examiner referred to the description of 
the applicant’s goods contained in its application, and the specimen labels 
filed therewith. Opposer asserts that it was improper and reversible error 
to use statements made on applicant’s labels. No case directly in point 
has been cited. 


The specimen labels filed with the case are part of the application 
required by law and are averred in the declaration as showing the trade- 
mark as actually used upon the goods. The situation here is different 
than that where evidence relating to the goods is presented after filing. 
In the case of United Drug Co. v. Carter Products, 63 USPQ 155, 156, 
First Assistant Commissioner Frazer stated: 
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“The specimen labels accompanying the application give no indication of 
the specific nature of applicant’s product, and applicant took no testimony. 
Upon the record it is thus to be presumed that the mark is intended to be used 
on all types of laxative.”, 


which is a clear indication that it has been the practice in the past to 
refer to the specimen labels in determining the character of the goods. No 
good reason is seen for not continuing this practice. 


While the above holding fully disposes of the right of applicant to 
register his mark, comment will be made as to the contention of appli- 
cant of the alleged estoppel against the opposer. During the prosecution 
of the application of the opposer, which resulted in his registration No. 
433,706 herein, the trade-mark registration No. 377,310 was cited as a 
reference. This consisted of the word “FAV-O-RITE” for crackers. 
Opposer herein secured the consent of the assignee of said mark No. 
377,310 to the use and registration in the U. S. Patent Office of the trade 
name “FLAVORITE NOODLE SOUP MIX” for noodle soup mix. Appli- 
cant contends that the acceptance of registration with the said consent 
therein, so restricts the scope of the mark and the goods to which it is 
applied that opposer is now estopped to assert that the goods of the 
opposer and applicant are of the same descriptive properties. He has 
invoked Section 19 of the Act of 1946 which reads as follows: 


“In all inter partes proceedings equitable principles of laches, estoppel, and 
acquiescence, where applicable may be considered and applied. The provisions of 
this section shall also govern proceedings heretofore begun in the Patent Orme 
and not finally determined.” (U.S.C. 1069) 


The Examiner of Trade-Mark Interferences held that the doctrine 
of estoppel applicant seeks to invoke is inapplicable. I am in agreement 
with this position. There is no showing on the record that applicant has 
relied upon any act of the opposer, to his detriment; nor does it appear 
to me that there are other circumstances which clearly make the doctrine 
of equitable estoppel applicable in the present case. 


The decision of the Examiner of Trade-Mark Interferences is affirmed. 





BOTANY MILLS, INC. v. LANOLIN PLUS COSMETICS, INC. 
Commissioner of Patents—October 26, 1950 


TRADE-MARKS—Words Incapable of Exclusive Appropriation—Descriptiveness 
“Lanolin Plus,” the word “Lanolin” being disclaimed, held descriptive of toilet 
and laundry soaps, under 1905 Act. 
OPpPosITIONS—Pleading and Practice—General 
Fact that opposer owned registration of trade-mark for soaps at time of filing 
opposition, and applicant seeks to cancel opposer’s registration alleging in its 
counter-claim that petitioner is a competitor with respondent, held sufficient to 
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establish that the parties were in competing businesses and that damage would 
be likely to result. 

Fact that applicant brought opposer’s registration into the record by way of 
its counter-claim, held to overcome any technical shortcoming resulting from oppo- 
ser’s alleged failure to make its registration of record herein. 


TRADE-MARKS—Words Capable of Exclusive Appropriation—Particular Instances 
“Botany” held not descriptive of soaps if they contain vegetable oils and not 
misdescriptive thereof if they do not contain such oils, under 1905 Act. 


Appeal from Examiner of Interferences. 


Trade-mark opposition by Botany Mills, Inc. against Lanolin Plus 
Cosmetics, Inc. in which applicant counterclaims for cancellation of oppo- 
ser’s registration. Applicant appeals from decision sustaining notice of 
opposition and from dismissal of counterclaim. Affirmed. 


Klein, Alexander & Cooper, of New York, N. Y., for opposer. 
McKnight and Comstock, of Chicago, Ill., for applicant. 


MUuRPHY, Assistant Commissioner : 


This is an appeal from the decision of the Examiner of Trade-Mark 
Interferences sustaining the notice of opposition to an application for 
registration of the notation “LANOLIN PLUS,” with the word “LANO- 
LIN” disclaimed apart from the mark as shown, as a trade-mark for 
toilet and laundry soaps, under the Trade-Mark Act of 1905; also from 
his dismissal of applicant’s counterclaim to cancel the trade-mark of the 
opposer, registration No. 290,858, “BOTANY” as applied to soap, said 
registration having issued under the Act of 1905 and having been 
reissued under the Act of 1946. The grounds for the opposition and 
counterclaim are both descriptiveness and/or misdescriptiveness of the 
marks as applied to soap. 


The present proceeding is a companion of an earlier opposition, in- 
volving the same parties. In the earlier proceeding the opposer here, 
who was also the opposer there, was opposing the registration of “LANO- 
LIN PLUS” as a trade-mark applied to cosmetics containing lanolin, 
the ground of opposition there also being descriptiveness of the mark. 
In that case the Examiner of Trade-Mark Interferences sustained the 
opposition, and his decision was affirmed by Assistant Commissioner 
Daniels on March 16, 1948; Botany Worsted Mills (Botany Mills, Inc., 
by change of name) v. Jesse Luther Peacock (Lanolin Plus Cosmetics, 
Inc., Assignee, Substituted) 76 USPQ 618. 


In my opinion, the same considerations and the same reasoning are 
applicable in the present case, as I am convinced that soaps containing 
lanolin such as applicant’s are essentially goods of the same descriptive 
properties as cosmetics containing lanolin. Since I am in full accord with 
the opinion in the aforesaid case, there is no need to repeat here what has 








1108 TRADE-MARK REPORTER 40 T.M.R. 





been said therein; therefore, I shall incorporate that decision in this 
case by reference. 

Applicant urges that opposer has failed to prove that it would be dam- 
aged by the registration of applicant’s mark, and that it was encumbent 
upon opposer to allege and prove that it was engaged in the sale of toilet 
soap and laundry soap at the time the notice of opposition was filed. 
Opposer did allege damage in the notice of opposition; however, it is 
contended that opposer has failed to prove the allegation of damage. 
It seems to me, regardless of any other circumstances which might be 
relied upon in this case for proof, the fact that opposer admittedly had a 
trade-mark No. 390,858 on soaps at the time the opposition was filed, 
which mark applicant seeks to cancel by his counterclaim and the fact 
that applicant alleged in his counterclaim that “petitioner is a competitor 
with the respondent, Botany Mills, Inc. in the sale of soaps,’ is sufficient 
to establish that they were in competing Tem, and hence that dam- 
age would be likely to result. 

Applicant asserts that the registration No. 390,858 was not properly 
made of record herein by the opposer as no certified copy of the regis- 
tration was filed, nor was a notice thereof given under Patent Rule 
154(e), (now Rule 282). Whatever technical shortcoming existed as a 
result of opposer’s alleged failure to act was completely overcome, in 
my opinion, by the fact that applicant brought the registration No. 390,- 
858 into this record by way of his counterclaim. 

Considering now the counterclaim that the word “BOTANY” is des- 
criptive of opposer’s soaps, it seems to me that the Examiner of Trade- 
Mark Interferences has reached the correct conclusion that “BOTANY” 
is not descriptive of opposer’s soaps if they contain vegetable oils, and is 
not misdescriptive thereof if they do not contain vegetable oils. As has 
been pointed out, the dictionary definition of “Botany” pertains to the 
science of plants and as such is too remote to cause the average individual 
to associate this word with soap ingredients or attribute thereto any 
significance other than as a trade-mark. 

The decision of the Examiner is affirmed. 





SMITH, KLINE & FRENCH LABORATORIES v. STARR, DOING 
BUSINESS AS STARR PHARMACAL COMPANY 


Commissioner of Patents—October 26, 1950 


OPpPosITIONS—Goods of the Same Class—General 
Descriptions in application and opposer’s registration held not to justify Exam- 
iner’s inference that goods are unrelated. 
Opposer held to have failed to prove that products are related or have any 


similarity. 
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OPPOSITIONS—E vidence—General 
In absence of testimony, opposer held limited to description of goods stated 
in registration. 
Labels accompanying notice of opposition cannot be relied upon to establish 
priority, without testimony. 


TRADE-MARKS—Confusing Similarity—Particular Instances 
“Desamine” and “Dexedrine” held too close to each other in sound and appear- 
ance to avoid confusion, if goods of the parties are same or similar. 


APPEALS—Scope of Review—General 
While ex parte rejection of application may properly be considered on appeal 
in opposition, held that, since all the facts have not been developed, it will not be 
done here, but Examiner of Trade-marks should re-examine application in light 
of any facts herein brought out and any additional facts which he may discover 
when application again comes before him. 


Appeal from Examiner of Interferences. 


Trade-mark opposition by Smith, Kline & French Laboratories against 
Rose Starr, doing business as Starr Pharmacal Company. Opposer appeals 
from dismissal of notice of opposition. Affirmed. 


Busser & Harding, of Philadelphia, Pa., for opposer. 
George W. Mandelbaum and Victor M. Helfand, of New York, N. Y., 
for applicant. 


FEDERICO, Examiner in Chief: 


Opposer, Smith, Kline & French Laboratories, appeals from the de- 
cision of the Examiner of Interferences dismissing its opposition to the 
registration of a trade-mark by the applicant, Rose Starr, doing business 
as Starr Pharmacal Company. The mark sought to be registered consists 
of the notation “DESAMINE” used, according to the written application, 
for “a preparation for the treatment of obesity, in capsule and tablet 
form,” and the opposition is based upon opposer’s prior registration No. 
373,000 for the trade-mark “DEXEDRINE” applied to a “medicinal 
agent to affect the central nervous system, and to stimulate peripheral 
neuro-muscular mechanism under the control of the sympathetic nervous 
system simulating the effects produced by ephedrine.” Neither party 
took any testimony and the examiner dismissed the opposition on the 
ground that it appears that “the products of the parties differ widely 
in their essential properties and uses,” and are “apparently unrelated in 
composition or in uses for which designed,” and that the respective marks 
“contain substantial features of dissimilarity.” 


The conclusion of the Examiner of Interferences with respect to the 
dissimilarity of the products was derived from the respective statements 
of the nature of the goods in applicant’s written application and in the 
printed copy of the opposer’s registration, which have been quoted. While 
these are expressed in wholly different language, the inference stated by 
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the examiner that the products are apparently unrelated in composition or 
in uses is not considered justifiable since no composition is given in 
either instance, and no ultimate uses, but only general physiological 
effects, are stated in one. It is believed that the basis of decision on this 
point should have been that the opposer has failed to prove that the 
products are related. 


The opposer failed to take testimony, and hence is limited to what 
is stated in its registration. The labels accompanying the notice of oppo- 
sition, which recite a specific chemical, cannot be used to establish any 
prior use of what is disclosed on the labels. 


The Examiner of Interferences stated that the marks have substantial 
features of dissimilarity, but this conclusion was made only in connection 
with the conclusion that the products were widely different. If the prod- 
ucts are the same or substantially the same or similar, it is believed that 
the two marks would be considered too close to each other in sound and 
appearance to avoid any likelihood of confusion. 


The decision of the Examiner of Interferences is affirmed solely on the 
ground that the opposer has failed to establish any similarity in the 
goods. 


The specimens accompanying the application for registration contain 
the trade-mark and the statement “A brand of N-methyl Amphetamine 
Hydrochloride,” and do not recite the description of goods given in the 
written application. The opposer asserts that its specimens, both those 
accompanying the notice of opposition and those filed with its application 
for the registration involved show that the product upon which its mark 
is used is amphetamine sulphate, a closely related medicinal compound, 
and further argues that this product is prescribed for the treatment of 
obesity as shown by standard reference works. However, these matters 
are not considered properly in evidence, the labels accompanying opposer’s 
application for registration are not in evidence at all, the labels filed with 
the notice of opposition cannot be used by the opposer as evidence of 
facts prior to applicant’s filing date, and no specific citations of reference 
works showing the properties and uses of the compounds have been given. 
While it may be proper to consider an ex parte rejection of the application 
in a decision on appeal in an opposition proceeding, this will not be done 
in this case since it is not felt that all the facts have been developed, but 
the Examiner of Trade-Marks should re-examine the application in the 
light of any facts brought out herein and any additional facts which he 
may discover, when the application again comes before him. 


The decision of the Examiner of Interferences is affirmed. 
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EX PARTE OSHKOSH TRUNKS AND LUGGAGE 


Commissioner of Patents—August 21, 1950 


APPEALS To COMMISSIONER—Rehearing—General 
Typographical error in original decision corrected on rehearing. 
Illustrative case cited by Commissioner held pertinent for that purpose. 


Applicant’s contention that the canvas is merely a vehicle to carry applicant’s 
mark held refuted by applicant’s own description of mark. 


Appeal from Examiner of Trade-Marks. 


Application for registration of trade-mark by Oshkosh Trunks and 
Luggage. Applicant appealed from refusal of registration. Affirmed. (See 
40 T.M.R. 884.) Petition for rehearing considered in part and otherwise 
denied. 


Banning & Banning, of Chicago, IIll., for applicant. 


DANIELS, Assistant Commissioner: 


By petition filed August 5, 1950, applicant requests rehearing of this 
appeal on a number of grounds. The first of these relates to a typo- 
graphical error in the original decision which has been corrected. 

The applicant further objects to the reference to Cheney Bros. v. Doris 
Silk Corporation, Circuit Court of Appeals, Second Circuit, 35 F. 2d 279 
[19 TMR 225, 491], stating that it is inapposite. It was also stated that: 


“The fact that applicant’s stripes are displayed upon a canvas covering is 
unimportant and affords no basis for a comparison with the Cheney-Doris case. 
The canvas is merely a vehicle to carry applicant’s mark, the same as a piece 
of paper on which a trade-mark is printed.” 


The case referred to was cited in the original decision as illustrative 
and is considered pertinent for that purpose, although it is clearly differ- 
ent to a substantial extent from the question here involved. That the 
canvas is not merely a vehicle as suggested by the applicant is made 
clear by the applicant’s own description of the mark which refers to 
the stripes “* * * imposed upon a monotone background having a color 
contrasting with that of the stripes * * *.” 


The other points presented by the applicant were fully considered in 
the original decision. 


The petition for rehearing has been considered to the extent indicated 
above, and is otherwise denied. 
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EX PARTE B. A. RAILTON COMPANY 
Commissioner of Patents—October 18, 1950 


TRADE-MARK ACT OF 1946—Republication—Section 12(c) 

Where the particular goods on which the mark is used are set out in detail 
in original registration under 1905 Act, the 1946 Act requires that, for purposes 
of republication under Section 12(c), the applicant point out on which of the 
specific items listed the mark is now in use. 

Applicant for republication held not entitled to use general description “canned 
fruits” and “canned vegetables’ where original registration sets forth particular- 
ized description of the goods as “canned fruits—namely, pears, grated pineapple, 
sliced pineapple, etc.; canned vegetables—namely, stringless beans, red beans, kid- 
ney beans, etc.” 


Petition to Commissioner of Patents. 


Petition by B. A. Railton Company for direction to Examiner of 
Trade-Mark Operations to republish registration, with description of 
goods as requested by applicant, denied. 


Thiess, Olson & Meckelenburger, of Chicago, Ill., for applicant. 
MuRPHY, Assistant Commissioner: 


This is a petition to direct the Examiner of Trade-Mark Operations 
to republish the above-identified registration in the manner requested. 
Applicant seeks to have his trade-mark registration republished under 
the provisions of Section 12(c) of the Trade-Mark Act of 1946. 

The original registration sets forth the particular description of the 
goods to which the trade-mark is applied as CANNED FRUITS— 
NAMELY, PEARS, GRATED PINEAPPLE, SLICED PINEAPPLE, 
etc.; CANNED VEGETABLES—NAMELY, STRINGLESS BEANS, 
RED BEANS, KIDNEY BEANS, etc.; as well as other catagories. In the 
affidavit setting forth the goods stated in the registration on which the 
mark is in use in commerce, as required by Section 12(c), applicant seeks 
to generalize or use generic terms in the description of the goods by 
stating simply CANNED FRUITS, CANNED VEGETABLES, and other 
catagories; and not indicating those specific items listed in the original 
registration to which it may no longer be applied. 

The examiner has refused republication on the ground that the statute 
does not provide for such a broadening of the specific articles on which 
the mark is, or may be, applied. His decision is that applicant, in the 
original registration, having stated particular items in the various cata- 
gories, must now set forth on which, if any, of these specific items the 
mark is now in use. 

I am constrained to agree with the position of the examiner. To me, 
the language of the Act appears clear in meaning that those specific 
items mentioned in the original registration on which the mark is now 
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in use in commerce must be stated. The question presented by the peti- 
tion is not whether applicant could originally have made a different group- 
ing or description of articles than he made, nor that the statute requires as 
a showing relative to the maintenance of a mark under Section 8(b) or 
incontestability under Section 15. This decision does not purport to 
adjudicate the extent of coverage of applicant’s mark or to what degree 
of particularity goods must be described in an original application for 
registration. It only holds that where the applicant has set forth in its 
original registration the particular goods on which the mark is used, the 
statute requires that for purposes of republication the applicant point 
out on which of these items the mark is now applied. 
The petition is denied. 





EX PARTE BLUE LAKE PRODUCERS COOPERATIVE 
Commissioner of Patents—October 24, 1950 


TRADE-MARKS—Confusing Similarity—Particular Instances 
“Oregon’s Finest” held confusingly similar to “Oregon Fruit Products,” used 
on closely related goods, under 1946 Act. 


Appeal from Examiner of Trade-Marks. 


Application for registration of trade-mark by Blue Lake Producers 
Cooperative. Applicant appeals from refusal of registration on Supple- 
mental Register, under 1946 Act. Affirmed. 


Kimmel & Crowell, of Washington, D. C., for applicant. 
FEDERICO, Examiner in Chief: 


This is an appeal from the decision of the examiner in refusing to 
register on the Supplemental Register, under the Trade-Mark Act of 1946, 
the mark “Oregon’s Finest” for canned and frozen vegetables on the 
ground that the mark sought to be registered is confusingly similar to 
a mark previously registered under the Act of 1920 for canned fruits, 
fruit preserves, and fruit jams, consisting of the words “Oregon Fruit 
Products” (registration No. 425,863, Oregon Fruit Products Company, 
registered December 3, 1946). 

The words “Fruit Products,” which appear in the registration, are 
written in small letters and constitute merely a broad description of the 
goods, and hence the word “Oregon” is the dominant part of the registered 
mark. The applicant’s mark “Oregon’s Finest” applied to canned and 
frozen vegetables is considered to be confusingly similar to the mark of 
the prior registration applied to the closely related goods, canned fruits, 
fruit preserves and fruit jams, notwithstanding the presence of the words 
“Fruit Products.” 

The decision of the examiner is affirmed. 
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EX PARTE O’LEARY, ETC. 


Commissioner of Patents—October 24, 1950 


TRADE-MARKS—Confusing Similarity—Particular Instances 
The words “On Watch,” above representation of a dog in an expectant or watch- 
ful attitude, held confusingly similar to “The Modern Watch Dog,” used on 
substantially the same goods, under 1905 Act. 


Appeal from Examiner of Trade-Marks. 


Application for registration of trade-mark by Joseph J. O’Leary, doing 
business as O’Leary’s Fire Prevention Co. Applicant appeals from refusal 
of registration under 1905 Act. Affirmed. 


Kenyon & Kenyon, of New York, N. Y., for applicant. 
FEDERICO, Examiner in Chief: 


This is an appeal, submitted on brief, from the decision of the exam- 
iner refusing to register a certain mark to the applicant. 


The mark involved consists of the words “On Watch” above the 
representation of a dog in an expectant or watchful attitude, and the 
goods to which it is applied are electrically operated fire alarm apparatus. 
The application was rejected in view of prior registration No. 245,765, 
issued August 21, 1928, and renewed, disclosing a mark consisting of the 
words “The Modern Watch Dog,” for systems of burglar and fire alarms. 


The goods of the applicant and the prior registrant are considered sub- 
stantially the same, and hence the only question involved is the similarity 
of the marks. As a whole, they are believed to be closely related in 
sound and appearance, and also in meaning or connotation. Applicant 
urges that different impressions would be created by the two marks. It 
is urged that in the case of the registration there would be an impression 
of a substitute for a watchdog rather than a watchdog itself, whereas 
the dog represented on applicant’s mark is not a watchdog but a Dalma- 
tian coach dog, which is associated with fire houses. However, I do not 
believe that the fine discrimination urged by applicant at length in its 
brief would be made by the ordinary purchaser or user, and that both 
marks convey the impression of a watchdog, suggesting a substitute for 
a watchdog. 

On the question of likelihood of confusion between names or repre- 
sentations of animals used with the same or similar goods, attention 
is called to the cases cited by the Commissioner in Mason, Au & Magen- 
heimer Conf. Mfg. Co. v. Hawley & Hoops, 86 USPQ 272. 


The decision of the examiner is affirmed. 
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EX PARTE BOILLAT 
Commissioner of Patents—October 24, 1950 


TRADE-MARKS—Registrability—Priority 

The only priority date provided in the International Convention for the Pro- 
tection of Industrial Property and the Trade-Mark Act of 1946 is that based upon 
a prior foreign application for registration filed within six months from the filing 
date in this country. 

On facts of record, since applicant’s mark was registered in Switzerland in 
1943 and application was not filed here until 1948, applicant held not entitled to 
benefit of priority date corresponding to prior foreign registration. 


TRADE-MARKS—Confusing Similarity—Particular Instances 
“Fludo” held confusingly similar to “Flevo’”’ used on same goods, under 1946 
Act. 


Appeal from Examiner of Trade-Marks. 


Application for registration of trade-mark by Paul Boillat. Applicant 
appeals from refusal of registration under 1946 Act. Affirmed. 


Richards & Geier, of New York, N. Y., for applicant. 
FEDERICO, Examiner in Chief: 


This is an appeal from the decision of the examiner refusing to regis- 
ter applicant’s mark “FLUDO” for watches and parts of watches. The 
refusal is based upon the prior registration of “FLEVO” for watches 
(Registration No. 513,876, Flevo Watch Corporation, Inc., registered 
August 16, 1949). Since the goods are the same, the basis for the refusal 
of the registration is that applicant’s mark so resembles the mark pre- 
viously registered so as to be likely to cause confusion or mistake. 

The application involved was filed July 24, 1948, and the reference 
registration was filed June 30, 1948, about a month prior to applicant’s 
application, and hence the registration is prior. 


The application states that the mark was registered in Switzerland 
on June 10, 1943, and that the Swiss registration is still in force and 
effect. Applicant urges that he has priority over the cited registration in 
view of this earlier Swiss registration. This contention cannot be sus- 
tained. There is nothing in the Trade-Mark Act of 1946 which gives an 
applicant for registration of a trade-mark the benefit of the date of a 
corresponding prior foreign registration, nor can anything be found in 
the International Convention for the Protection of Industrial Property 
which gives an applicant for registration such a priority date. The only 
priority date provided in both the treaty and the statute is that based 
upon a prior foreign application for registration filed within six months 
from the filing date in this country, which is obviously inapplicable here. 
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I agree with the examiner that the marks are too similar to eliminate 
the likelihood of confusion. While the center portions of the two words 
differ, the beginnings and endings are identical and it would appear that 
the over-all similarities outweigh the difference in the marks. 


The decision of the examiner is affirmed. 





EX PARTE BREEZE CORPORATIONS, INC. 
Commissioner of Patents—October 24, 1950 


TRADE-MARKS—Goods of the Same Class—Particular Instances 
Facts of record held not to support applicant’s contention that its goods are 
designed for aircraft and navy use, and goods of prior registrant are designed for 
use in houses and other buildings, since the respective descriptions are not so limited. 
On facts of record the goods of applicant and the registrant held to be identical 
in that the term “electrical connectors” is common to the descriptions of the goods. 
TRADE-MARKS—Confusing Similarity—Particular Instances 
“Monobloc” held confusingly similar to “Monowatt” and to “Monolite” and to 
“Monopull,” used on identical goods, under 1946 Act. 


Appeal from Examiner of Trade-Marks. 


Application for registration of trade-mark by Breeze Corporations, 
Inc. Applicant appeals from refusal of registration on Supplemental 
Register, under 1946 Act. Affirmed. 


Cousins & Cousins, of New York, N. Y., for applicant. 
KLINGE, Examiner in Chief: 


This is an appeal from the final refusal of an application for regis- 
tration of a trade-mark for “electrical connectors” upon the Supplemental 
Register under the Trade-Mark Act of 1946. The mark sought to be 
registered consists of the word “MONOBLOC.” 

Registration has been refused by the Examiner of Trade-Marks in 
view of three prior registrations identified as follows: 


No. 318,114, issued October 16, 1934, under the Act of February 20, 1905 to 
The Monowatt Electric Corporation, for the trade-mark “Monowatt” for goods 
described as “electric cord sets, bell ringing transformers, electric lamp sockets, 
electric plug connectors, electric fuses and electrical connectors,” with use since 
September 1927: 

No. 361,625, issued October 25, 1938, under the Act of February 20, 1905, to 
the same registrant, for the trade-mark “Monolite” for “electric wiring devices 
for houses and similar buildings, in the nature of switches, receptacles, plug 
caps, sockets, connectors, and the like,” with use since 1934; and 

No. 370,536, issued August 29, 1939, under the Act of February 20, 1905, to 
the same registrant, for the trade-mark “Monopull” for “electrical connectors,” 
with use since July, 1930. 
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The examiner considered the goods of applicant and registrant to be 
identical in that the term “electrical connectors” is common to the respect- 
ive description of the goods. 


Applicant appears to take issue with the examiner with regard to the 
question of identity of the goods, it being his position that, “while MONO- 
PULL and MONOBLOC are for electrical connectors generally, the goods 
of the parties differ widely.” It is urged in applicant’s behalf that all 
of the products of the Monowatt Electric Corporation are designed for 
use in houses and other buildings and would be entirely unsuitable for 
aircraft use, as contemplated by the applicant here whose connectors are 
said to be designed for aircraft and navy use. 


The record of this case does not support applicant’s contention in 
this regard. Neither of the marks “MONOPULL” and “MONOWATT” 
nor applicant’s proposed trade-mark “MONOBLOC” is limited to any 
particular use, the mark here sought being set forth in the application as 
applied to goods sufficiently broad in scope to cover all electrical con- 
nectors, regardless of intended use. Sentry Safety Control Corporation 
v. Sentry Electric Company, 518 O.G. 781, 46 USPQ 419. It is therefore 
concluded that any basis for allowance of the applicant’s mark over those 
of registrant must be founded upon a sufficient distinction between the 
marks themselves, as the examiner has stated the issue. 


With regard to the question of whether sufficient distinction exists 
between the mark here sought to be registered and those of the prior 
registrations referred to above, it is the examiner’s belief that sufficient 
distinction does not exist inasmuch as the marks considered in their 
entireties, as they must be, are closely similar both in sound and appear- 
ance, and, with this conclusion, I am inclined to agree. Applicant’s dis- 
cussion of composite marks, beginning with the last paragraph on page 3 
of the brief, is not pertinent to the facts of the present case, since none 
of the marks here under consideration are composite in nature and there- 
fore have no dominant portion. Noxon, Inc. v. Nox-Rust Corporation, 
590 0.G. 537, 70 USPQ 509. 


The examiner is believed to be correct when he states that purchasers 
of registrant’s connectors sold under the marks “MONOPULL,” “MONO- 
LITE” and particularly “MONOWATT,” might well assume that con- 
nectors sold under the name of ““MONOBLOC” are companion products 
of the same manufacturer. 


The decision of the Examiner of Trade-Marks is affirmed. 
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IN RE MAAS & WALDSTEIN COMPANY 
Commissioner of Patents—October 25, 1950 


TRADE-MARK ACT oF 1946—Pleading and Practice—Sections 13 and 47 (a) 
OpposITIONS—Pleading and Practice—Time to Oppose 

Commissioner held to have no authority to extend time within which notice of 
opposition may be filed to application under 1905 Act, where no action has been 
taken to bring application under 1946 Act. 

Section 13 of 1946 Act and Rule 20.2, authorizing Commissioner to extend time 
for filing notice of opposition for good cause shown held to apply only to applica- 
tions under 1946 Act. 

By terms of Section 47(a) of 1946 Act where no action is taken to bring under 
1946 Act an application previously filed under 1905 Act, the prosecution of such 
application must be proceeded with in accordance with 1905 Act. 


Request of C. A. Woolsey Paint & Color Co. Inc. for extension of time 
to oppose application by Maas & Waldstein Company for registration of 
trade-mark, under 1905 Act, denied. 


Harry C. Bierman, of New York, N. Y., for Maas & Waldstein Com- 
pany. 

Klein, Alexander & Cooper, of New York, N. Y., for C. A. Woolsey 
Paint & Color Co. Inc. 


MurRPHY, Assistant Commissioner: 


C. A. Woolsey Paint & Color Co., Inc. “requests that the time within 
which it may file a notice of opposition to the above identified trade-mark 
application, which was published for opposition in the Official Gazette 
of September 19, 1950, be extended by two months, that is to say, to 
December 19, 1950.” They request also it be made “in accordance with 
Section 13 of the Trade-Mark Act of 1946 and in compliance with Trade- 
Mark Rule 20.2.” 


Since Section 13 of the Trade-Mark Act of 1946 and Rule 20.2 there- 
under apply to registration of marks upon the Principal Register, and 
since no action has been taken to bring this application under the 1946 
Act, proceedings thereon are governed by the Trade-Mark Act of 1905. 
See Section 47a, Trade-Mark Act of 1946. 


The Commissioner has no authority to extend the period set by Sec- 
tion 6 of the Trade-Mark Act of 1905 for the filing of a notice of oppo- 
sition and the request for extension of time accordingly must be denied. 
Scholl Mfg. Co., Inc. v. Simon, 36 C.C.P.A. 939; 81 USPQ 126; Levich 
v. Arnspacher, 76 USPQ 194. 


The request for extension is denied. 


a 





[= 


ie Vw OO Oe 


we wet 


40 T.M.R. EX PARTE FOILRAPP, INC. 1119 


eS 


EX PARTE FOILRAPP, INC. 
Commissioner of Patents—October 25, 1950 


TRADE-MARKS—Words Incapable of Exclusive Appropriation—Descriptiveness 

“Foilrapp” held descriptive of aluminum foil in packaged roll and flat sheet 
form, under 1946 Act. 

Mark does not have to be descriptive of all intended uses of goods to which it 
is applied to be descriptive as a matter of law; that it is descriptive of a stated 
use is enough to render it unregistrable, on Principal Register. 

It is well settled that words used in combination, even though not found in the 
dictionary or elsewhere in the precise combination in which they appear in the 
mark, may be the correct nomenclature for a particular thing. 


Appeal from Examiner of Trade-Marks. 


Application for registration of trade-mark by Foilrapp, Inc. (assignee 
of A. Fristoe Nelson). Applicant appeals from refusal of registration 
under 1946 Act. Affirmed. 


Reynolds & Beach, of Seattle, Wash., for applicant. 
KLINGE, Examiner in Chief: 


The examiner refused the registration of applicant’s trade-mark ‘“‘Foil- 
rapp” on the ground that it is descriptive of the goods. This is the sole 
question involved in this appeal. 

It is the examiner’s position that the words “foil” and “wrap,” or 
their phonetic equivalents, are used and are needed by the trade to des- 
cribe their products, and that therefore any exclusive appropriation of 
such words might deprive other manufacturers of the use of words 
heretofore commonly used by them in advertising. Definitions of the 
two words taken from Webster’s New International Dictionary, Second 
Edition, by the examiner are those usually understood as describing the 
terms “foil” and “wrap.” The examiner contends that when combined 
these words leave no room for speculation as to what product is meant. 

As originally filed the present application designated applicant’s mark 
as used on “a sheet material for preservation of foods in storage.” This 
description was later amended by substituting “aluminum foil” for “a 
sheet material.’”’ Subsequently a new statement was filed in which the 
‘description of the goods was given as “aluminum foil for preservation 
of foods in storage, by wrapping and packaging such goods, and as a 
cover for or liner of containers for such goods.” In its final form, after 
further amendment, the description of the goods reads simply “for alumi- 
num foil in packaged roll and flat sheet form.” 

It is applicant’s position that the word “Foilrapp” is a coined word 
which describes nothing per se and, particularly, does not describe the 
goods to which it is applied. In the first paragraph of the brief applicant 
poses the following questions: 
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“Would the Honorable Commissioner consider that FOILRAPP is merely 
descriptive of a sheathing of aluminum foil which is applied within the outer 
and inner walls of a house, or between courses of shingles in a roof—in neither 
case wrapping anything? Would the Honorable Commissioner consider the 
mark on such products misdescriptive, or fanciful or suggestive? Yet these 
uses—if uses must be considered—are among the most important to which 
applicant’s products are put, and account for a high percentage of total sales.” 


I think that it is enough if the mark is descriptive of one of the 
stated uses to which the goods may be applied, the use originally sug- 
gested being one in which goods of this character find wide appli- 
cation. While the mark may be fanciful or arbitrary when applied to 
sheathing or between courses of shingles in a roof it is nevertheless 
considered descriptive when applied to a foil wrapper or wrapping for 
certain articles which was the original and primary stated use of the 
goods to which the mark is applied. The word which would be fanciful 
or arbitrary when applied to one article may be descriptive when applied 
to another. Bennett v. McKinley, 65 F. 505. It appears that the mark 
does not have to be descriptive of all intended uses in order to be des- 
criptive as a matter of law, and the fact that the mark may be applied 
to goods having uses other than that originally referred to in this appli- 
cation is, in my opinion, beside the point. 


Applicant appears to contend that the use of the goods has no bearing 
on the question of descriptiveness and that the use to which the product 
is put should not be considered in determining whether a mark is or is 
not merely descriptive, since descriptiveness is a matter of what the 
product is, not what it can be used for. It is considered, however, that 
this contention is not sound since if a mark is descriptive of the use, that 
mark is not registrable even though it is not otherwise descriptive. Ex 
parte The Cobb Manufacturing Company, 1906 C.D. 6, 1382 O.G. 233. 


Finally, it is urged in applicant’s behalf that while the word “foil” 
alone is admittedly descriptive of the product, and while the term “‘rapp” 
(or wrap) if used in proper context might possibly be considered as a 
phonetic abbreviation for wrapping material, the arbitrary joining to- 
gether of these two words in the particular sequence here used results in 
an element of incongruity in which neither modifies nor explains the other, 
but the combination stimulates speculation as to what is meant by the 
combined terms. I find nothing incongruous about the word “Foilrapp” 
or anything unusual about the particular sequence in which the two words 
are used. On the other hand, the mark is considered descriptive of a 
characteristic of the material to which the mark is applied, both as to 
nature and use. Even conceding that the mark is arbitrary in that the 
word is not found in the dictionary, and conceding further that the mark 
is more suggestive than descriptive, it appears well settled that words 
used in combination, even though not found in the dictionary or elsewhere 
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in the precise combination in which they appear in the mark may be the 
correct nomenclature for a particular thing. In re Bailey Meter Co., 26 
C.C.P.A. 1136, 102 F. 2d 843 [29 TMR 293]. That is considered to be 
the case here where “Foilrapp” is a mark for aluminum foil used as a 
wrap or wrapping for certain goods. 


The various cases cited by applicant in support of his position have 
been carefully considered, but are not convincing. The following cases are 
considered to be particularly in point under the facts of the present case. 
Continental Paper & Bag Corporation, 510 O.G. 966, 43 USPQ 514; In 
re The Ric-Wil Co., 24 C.C.P.A. 905, 87 F. 2d 516; Ex parte Ohio Muf- 
L-Cote Company, 621 O.G. 964, 80 USPQ 381; In re W. A. Sheaffer Pen 
Co., 34 C.C.P.A. 771, 158 F. 2d 390 [87 TMR 63]; Andrew J. McPartland 
v. Montgomery Ward & Co., Incorporated, 35 C.C.P.A. 802, 164 F. 2d 
603 [88 TMR 60]. 


The decision of the Examiner of Trade-Marks in refusing the regis- 
tration applied for is affirmed. 





EX PARTE THE STADLER PRODUCTS COMPANY 
Commissioner of Patents—October 25, 1950 


TRADE-MARKS—Dominant Feature—Particular Instances 
Notation “XXX” held dominant feature of composite mark consisting of three 
X’s pierced by an arrow, surrounded by series of concentric circles, with name 
“Stadler’s” in top portion of circle and words “Triple-X” in lower part of circle 
and the term “Soil-Bil-Der” appearing beneath the circle. 
TRADE-MARKS—Confusing Similarity—Particular Instances 
“XXX,” dominant feature of applicant’s mark, used on lawn and tree food, held 
clearly anticipated by registrations of “XXX,” used on fertilizers, under 1946 Act. 
Addition of surname “Stadler’s” to mark, otherwise confusingly similar, held 
insufficient to avoid likelihood of confusion. 
TRADE-MARKS—Confusing Similarity—General 
Prior registrations of similar marks are without effect in considering the 
question of confusing similarity. 
TRADE-MARKS—Words Incapable of Exclusive Appropriation—Generic Terms 
“Soil-Bil-Der,” phonetic misspelling of “soil builder,” held generic term for 
materials useful in restoring o: building up poor soil. 
TRADE-MARK ACT oF 1946—Pleading and Practice—Sections 16, 26 and 46(b) 
INTERFERENCES—Subject Matter—General 
Application on Supplemental Register held not subject to interference, as section 
26 of 1946 Act excludes Supplemental Register from operation of section 16. 
By terms of section 46(b) of 1946 Act, registrations under 1920 Act have status 
of Supplemental Registrations and therefore 1920 registrations are not subject 
to interference under 1946 Act. 


Appeal from Examiner of Trade-Marks. 
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Application for registration of trade-mark by The Stadler Products 
Company. Applicant appeals from refusal of registration on Supple- 
mental Register, under 1946 Act. Affirmed. 


Linton & Linton, of Washington, D. C., for applicant. 
MurpPuHuy, Assistant Commissioner: 


This is an appeal from the final refusal of an application for regis- 
tration of a trade-mark for “lawn and tree food” on the Supplemental 
Register, under the Trade-Mark Act of 1946. The mark sought to be 
registered consists of three X’s pierced by an arrow surrounded by a 
series of concentric circles and prominently displayed therein, with the 
name “STADLER’S” appearing in the top portion of the circle and the 
words “TRIPLE-X” appearing in the lower portion of the circle. The 
words “SOIL-BIL-DER” appear beneath the circle. Registration has been 
refused on the grounds that the mark as a whole is anticipated by prior 
registrations and that “SOIL-BIL-DER,” which obviously is intended as 
a phonetic misspelling of “soil builder” constitutes a generic term and is 
therefore publici juris. 

It seems to me that the notation “XXX” occupying the central part of 
the mark, as it does, and being larger than other parts of the mark, 
clearly constitutes the dominant part of the mark. The addition thereto 
of the words “TRIPLE-X” further accentuates this feature of the mark. 
Inasmuch as Registration No. 61,315 shows the mark XXX in bold letters 
and Registration No. 282,548 shows “XXX” in shaded block letters with 
the word “TRIPLE” across the central portion of the middle X, both 
registrations being for fertilizers, the dominant feature of applicant’s 
mark is clearly anticipated. The addition of the surname “STADLER’S” 
to the mark, which is otherwise confusingly similar to earlier marks, is 
not of itself sufficient to avoid the likelihood of confusion. Celanese Corp. 
of America v. E. I. du Pont de Nemours & Co., 33 C.C.P.A. 857, 69 
USPQ 69. 

Appellant urges that since there are two prior registrations which 
involve the use of three X’s no one party is the owner of a mark consisting 
of “XXX.” Prior registrations of similar trade-marks are without effect 
in considering the question of confusing similarity. Traub Mfg. Co. v. 
R. Harris & Co., 19 C.C.P.A. 704, 11 USPQ 136. 

I believe the examiner was correct in holding that the words “SOIL- 
BIL-DER” are generic. This conclusion was not predicated alone on the 
use of the term “soil builder” in U. S. Patent No. 2,310,652 which has 
a filing date much later than applicant’s earlier registration of “SOIL- 
BIL-DER,” Registration No. 270,894, May 13, 1930, under the Act of 
March 19, 1920, which registration has now expired (Sec. 46b Act of 
1946). It does not appear that the examiner is now relying on that 
patent. It is a common occurrence to say that something that is weakened 
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or run down needs building up; thus a sick person needs to have his 
strength built up by way of medication, rest, etc.; run down soil needs 
building up by fertilization, mulching, etc. Therefore, “soil builder” is a 
generic term applicable to those materials useful in restoring or building 
up poor soil. 

Appellant alleges error in the failure of the examiner to set up an 
interference with the registration “Simplot Soil Builder,” Registration 
No. 435,430, December 23, 1947, registered under the provisions of the 
Act of March 19, 1920. 

The examiner was correct in his refusal to set up an interference as 
Sec. 26 of the Act of 1946 states that applications on the Supplemental 
Register shall not be subject to or receive the advantages of Sections 13 
to 18 inclusive. Included in these sections is Section 16, which relates to 
interferences. Appellant’s application is on the Supplemental Register, 
having been converted thereto by amendment filed May 20, 1949. 

Furthermore, Sec. 46b of the Act of 1946 states that registrations 
under the 1920 Act “shall be subject to and entitled to the benefits of 
the provisions of this Act relating to marks registered on the Supple- 
mental Register established by this Act’’; thus, having the status of a 
registration on the Supplemental Register, it is not subject to interference. 


The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE GARRISON, ETC. 
Commissioner of Patents—November 3, 1950 


TRADE-MARKS—Registrability—General 
Mark must be capable of indicating origin of the goods in order to be registrable 
under 1905 Act as well as under 1946 Act. 
TRADE-MARKS—Marks Incapable of Exclusive Appropriation—Descriptiveness 
“Sleeping is a Serious Business,” the word “Sleeping” being disclaimed, held 
a laudatory or puffing expression indicating quality rather than origin, and having 
no trade-mark significance when applied to nightgowns, pajamas, playsuits, bed- 
slippers and similar articles of clothing, under 1905 Act. 


Appeal from Examiner of Trade-Marks. 


Application for registration of trade-mark by Bertice Pauline Garrison 
(Paula, Inc., assignee, substituted). Applicant appeals from refusal of 
registration, under 1905 Act. Affirmed. 


Albert H. Kirchner, of Washington, D. C., for applicant. 
MuRPHY, Assistant Commissioner: 


This is an appeal from the refusal of the Examiner of Trade-Marks 
to register the words “Sleeping is a Serious Business” for night gowns, 
pajamas, play suits, pajama coats or shirts, bed slippers and boots, bon- 
nets, mittens, bed jackets, and house coats and robes, for men, women 
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and children, in accordance with the Act of February 20, 1905. The word 
“Sleeping” has been disclaimed apart from the mark as shown. The 
refusal to register is based on the belief that the expression is merely in 
the nature of an advertising slogan which is lacking in trade-mark sig- 
nificance because it is incapable of identifying applicant’s goods and 
distinguishing them from those of others. 

It appears to me that the phrase sought to be registered has no more 
trade-mark significance than the phrase “The Fate of a Fabric Hangs by a 
Thread” as applied to rayon yarns, which phrase Assistant Commissioner 
Daniels held to lack trade-mark significance in Ex parte American Enka 
Corporation, 81 USPQ 476. In that case, the word “ENKA” was held to 
be the indication of origin of the goods. In the present case the specimen 
labels which accompanied the application for registration contain the 
word “PAULA” in the upper left hand corner along with the address 
of the company. While the word “PAULA” does not appear in the 
drawing of the mark sought to be registered, it would appear that the 
origin of the goods in indicated thereby. 

Although the American Enka case arose under the Act of 1946, it is 
applicable here, as a mark must be capable of indicating origin of the 
goods under the Act of 1905 as well as under the Act of 1946. 

Applicant urges that the American Enka decision is not applicable to 
her case because there “The Fate of a Fabric Hangs by a Thread” speaks 
directly of the thread for which it was alleged to be a trade-mark, but 
“Sleeping is a Serious Business” does not even indirectly mention any 
clothing; and that it would take mature thought and consideration to 
reason from the phrase that (1) sleeping is important, so that (2) it 
should be given serious attention, so that (3) the appurtenances of sleep- 
ing such as beds, clothing, etc. should be selected with care and that 
therefore (4) the labeled carton contains sleep clothing of high quality. 

Although several steps are involved in the reasoning, the phrase is 
believed to readily suggest to the ordinary individual that applicant’s 
goods are particularly suited for sleeping, thus it is clearly a laudatory 
or puffing expression indicating quality rather than origin. 

The decision of the Examiner of Trade-Marks is affirmed. 
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DIGEST OF CASES, 1950 — PART II 


TRADE-MARK ACT OF 1946 (LANHAM ACT) 


Lanham Act 
Section T. M. R. Page 

L -FAAaA SE Hb AO HEKEKE Se O06 60d 666 eERERRNE Add bd ORR RERESORSOEC ASE TOE ROR 373 
PD cd ddntdauesbee os dbeneeesevesseen 258, 320, 337, 348, 369, 373, 475, 862, 872 
OC ETO TET CLOT ETT OTT RTO TET TT eT TT Ce eter 79 
ne RR ae ane Ee eS En re ee re a ee ere ee 
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ne ee er rere 347 
er ee ee eT Or rr er rT Tee Te TCT eT rT ere 75 
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§ 1. ReEcIsTRABILITY. 


A. General. 


Section 2(c) of 1946 Act is made applicable to the supplemental register by section 26 
thereof. 

Under 1920 and 1946 Acts, composite mark consisting of the words “Arnold Brand,” 
appearing on a representation of a seal, below which appear the words “The Seal Of Quality” 
and the firm name of the registrant, held to signify the “Arnold” brand of tomatoes and not 
to indicate connection with petitioner having personal name “A. Arnold Brand” but having 
no connection with the tomato business. 148 


The only priority date provided in the International Convention for the Protection of 
Industrial Property and the Trade-Mark Act of 1946 is that based upon a prior foreign appli- 
cation for registration filed within six months from the filing date in this country. 

On facts of record, since applicant’s mark was registered in Switzerland in 1943 and 
application was not filed here until 1948, applicant held not entitled to benefit of priority date 
corresponding to prior foreign registration. 1115 


On facts of record, label, wrapper or container, as submitted, held not registrable on 
Principal Register under 1946 Act, though a number of elements of label would be proper 
subject matter for trade-mark registration. 

Repeated imprint of word “Picot’” blending into background, held to constitute mere 
background rather than trade-mark use. 

Separate features of label alleged to be trade-marks should be so registered and not com- 
bined in a jumbled combination of various elements, as here. 

Primary question is whether or not the material presented is actually a trade-mark within 
the meaning of section 45, and functions as such. 870 


Question here involved is that of applicant’s right to register its mark; and if it resembles 
that of prior registration to extent specified in section 2(d), other registrations or uses by 
others would not affect the statutory requirement of refusal under that section. 
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Scope or possible extent of opposer’s rights under its registration or applicant’s right to 
use of its mark held not open to consideration in opposition proceeding. 241 


In proper case, courts may recognize right to registration of one part of composite mark. 

Requirement of the statute, that no mark shall be refused registration if goods of the 
owner may be distinguished thereby from goods of same class, is just as imperative as 
prohibitory provisions against registration enumerated under Section 5 of 1905 Act. 

Citation of authorities in registration cases is of little value except for whatever may be 


contained therein with respect to statement or application of principles of trade-mark 
law. 413 


In registration proceedings, previously decided cases are of little or no value because each 
issue must be adjudicated on its own individual facts and circumstances. . 420 


While 1946 Act permits registration of numerous trade-marks not registrable under 1905 
Act, there is nothing in new Act permitting registration of material which is not and does 
not function as a trade-mark. 

Definition of trade-mark in Section 45 of 1946 Act does not change fundamental nature 
of a trade-mark under prior Acts. 373 


Opposer may suggest ex parte refusal of application on ground applicant is not entitled 
to registration sought but opposer is not entitled to be heard in connection therewith. 

For purposes of ex parte action, allegations of notice of opposition need not be taken 
as true, nor as having any basis in, fact. 

On facts of record, applicants use of registration notice held proper and not to require 
any application of doctrine of unclean hands. 595 


While mere phonetic misspelling is not sufficient to confer registrability upon a descrip- 
tive term, where there is reasonable doubt that word would be regarded as made up of 
descriptive words, mark should be passed for publication and, in absence of opposition, 
registered under 1946 Act. 600 


Inclusion of non-registrable matter requires refusal of registration of composite mark, 
in absence of disclaimer, under 1905 Act. 

Since application was filed under 1905 Act, it is unnecessary to consider registrability 
of applicant’s mark, under 1946 Act. 602 


A trade-mark may consist of any symbol, emblem, device or words, but its office is to 
point out distinctly the origin of the article to which it is applied. 520 


Opposer’s long prior use of “Hydrolite,” limited to waterproofing compound, held not 
a bar to registration of same mark by another for casein paint, under 1905 Act. 

Court of Customs and Patent Appeals has only statutory jurisdiction and may not con- 
cern itself with question of unfair competition. 

Yale Electric Corporation v. Robertson, 26 F. 2d 972, distinguished 537 


In case of ambiguity in appearance and description of prior registration of third party, 
held it would be proper to give applicant benefit of doubt and permit its application to be 
passed for publication, and registered in the absence of opposition. 367 


Issue whether trade-mark is registrable or unregistrable as generic or misdeceptive, etc., 
becomes inter partes if raised by opposer or petitioner for cancellation. 347 


Examiner’s references to interviews with official of government agency in connection with 
determining question of registrability disregarded, but, in view of such references, case consid- 
ered reopened to extent that affidavits submitted by applicant after final refusal of registration 
are considered and held to form part of record. 368 
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“Duncan Electric Mfg. Co.,” used on name plate attached to goods, held merely a trade 
name and not a trade-mark. 

Corporate names fall within definition of “trade names and commercial names,” in 
section 45 of 1946 Act but no provision is made for registration of trade names as distinguished 
from trade-marks. 


If it were the intention of Congress to establish register for corporate, firm and other 
trade names, such intent would have been clearly stated. 731 


Defendant’s 1905 Act registrations, covering “Speed Clip” and “Speed Nuts” held invalid 
because descriptive. 


Validity of opposer’s registrations is not in issue in opposition and plaintiff’s right to 
register is not affected by invalidity of defendant’s registrations. 22 


On facts of record, disclaimer in application held insufficient in view of change in goods 
in connection with which mark is used. 820 


B. Descriptiveness 


One devising a new process or material and applying to it the obvious and apparent 
descriptive terms which would normally be applied thereto, does not thereby add distinctiveness 
to the term so used. 

Fact that an accepted abbreviation is used rather than the whole word does not change 
descriptive meaning. 


“Low Temp” held merely descriptive of alloys in various forms suitable for welding, 
brazing, soldering and hard-surfacing operations, under 1946 Act. 164 


The words “Brilliante Model,” accompanied by representation of a star from which rays 
emanate, held merely descriptive of clarinets, under 1905 Act. 


The word “Brilliante” held a mere misspelling of the word “Brilliant,” or of the musical 
term “Brillante,” either of which would be descriptive of clarinets. 


The word “Model” should be disclaimed in any event. 


Fact that star is included in applicant’s mark sought to be registered held insufficient 
to permit registration as a composite mark. 265 


(Case 1) “Dolls of the Month” held descriptive of dolls and inherently incapable of func- 
tioning as a trade-mark for dolls, under 1946 Act. 

(Case 2) “Dolls of the Day” held descriptive of dolls and inherently incapable of func- 
tioning as a trade-mark for dolls, under 1946 Act. 258 


The word “Giant” held merely descriptive of candy bars and unregistrable under 1905 
Act. 420 


“Inklings” held descriptive of contents of applicant’s periodical published for its 
employees. 413 


The word “Rite” held a misspelling of “write” and descriptive of pencils and pens, and 
therefore not subject to exclusive appropriation by any dealer in goods similar to those of the 
parties, under 1905 Act. 418 


“Soil-Bil-Der,” phonetic misspelling of “soil builder,” held generic term for materials 
useful in restoring or building up poor soil. 


Mere representation of a can with a powdered material flowing from it into a water-closet 
bowl, could not constitute a valid trade-mark for the product here involved. 114 


Applicant’s claimed mark, described as consisting of letter “O,” formed by affixing two 
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confronting C-shaped straps to top of piece of hand luggage, held merely a particular form 
of affixing added material customarily used to cover the metal fasteners holding the handle. 
Straps comprising opposer’s claimed mark held not to give impression of confronting 
“C’s,” nor considered together as an “O,” and held to constitute design rather than an indi- 
cation of origin; and whether merely ornamental or functioning as reinforcement, held that 
the design does not function as trade-mark. 1020 


For ex parte determination as to whether or not a word is descriptive as applied to a 
product, Examiner held entitled to refer to published materials including dictionaries, patent 
specifications, advertising material, books and other publications. 

Whether or not mark sought to be registered is descriptive or misdescriptive depends 
upon usage. 


While letters used alone or in combination with other features may function as trade- 
marks, if applicant’s mark consisting of the letter “B’’ indicates to the public that applicant’s 
product contains vitamin “B,” it is descriptive and unregistrable. 140 


If name signifies certain physical and chemical properties of goods or indicates the method, 
result or characteristic of their use, it is merely descriptive. 372 


C. Surnames 


Failure of plaintiff to disclose to Patent Office that “Steccone” was a surname, in obtain- 
ing 1905 Act registration, held irrelevant. 40 


“Reeves” held dominant feature of composite mark and not registrable because primarily 
merely a surname, under 1946 Act. 


Fact that other meanings may exist does not necessarily indicate that a word would 
ordinarily have other than its primary meaning; and fact that lexicographers or others might 
recognize a possible unusual meaning, held not controlling. 


Affidavits submitted held insufficient to constitute showing of distinctiveness under sec- 
tion 2(f) of 1946 Act. 

Representations of swatches in composite mark held mere background for dominant 
surname; and question whether or not the swatches might independently constitute a trade- 
mark held not before the Commissioner for consideration. 79 


D. Supplemental Register 


The primary object in including the Supplemental Register in 1946 Act was to provide 
basis for obtaining foreign registrations. 


Provision for registration of labels as such, on supplemental Register, does not mean that 
a registrable trade-mark may not be applied in form of a label. 879 


§ 2. PLEADING AND PRACTICE. 


A. Section I1(a). 

Registration held properly refused under section 1(a) of 1946 Act because in none of 
specimens submitted does trade-mark shown in drawing appear; and therefore applicant has 
made no showing that mark sought to be registered has actually been used. S73 

B. Section 2(a) 
On facts of record, ““Glass Wax”’ held not deceptive under Section 2 (a) of 1946 Act. 348 


C. Section 2(d) 


Same considerations as to establishing likelihood of confusion apply under Section 2(a) 
as under 2(d). © 872 
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Mere use of a word appearing in opposer’s corporate name is not sufficient to require 
that opposition be sustained, in absence of showing that likelihood of confusion will result. 872 


Under section 2(d) of 1946 Act, question to be decided is whether or not applicant’s 
mark so resembles opposer’s mark as to be likely, when applied to applicant’s goods, to cause 
confusion or mistake. 

Fact that mark registered under ten year clause of 1905 Act is surname and would be s0 
recognized, held necessarily and properly considered in determining question as to confusing 
similarity. 320 


Composite mark prominently displaying name “JOHNNIE WALKER” below picture of 
man with top hat, wearing monocle and smoking cigar, held confusingly similar to “JOHNNIE 
WALKER” and fanciful figure of a man wearing top hat and monocle; and confusion as to 
source held likely to arise if registration of applicant’s mark were permitted for cigars in view 
of world-wide celebrity of opposer’s whisky marks. 

Section 2(d) of 1946 Act held intended to prevent such likelihood of confusion as to 
source of reputation. 862 


Consent of prior registrant may be given weight where there is at least arguable difference 
between marks but where they closely resemble each other, such consent cannot overcome 
statutory bar of Section 2(d) of 1946 Act. 

Particular caution should be exercised in accepting such consent where prior registration 
shows dates subsequent to those alleged by applicant. 475 


Notice of opposition held to allege in effect that applicant’s mark so nearly resembles 
that of opposer as to be likely, when applied to applicant’s goods, to cause confusion or mis- 
take, in accordance with section 2(d) of 1946 Act. 247 


D. Section 2(e) 


The word “‘Supersite” held descriptive of automotive vehicle lighting equipments and parts 
thereof. 


The word “Super” held descriptive of automotive vehicle lighting equipment and lamp 
bulbs. 262 


The word “Slax” held a phonetic spelling of the word “slacks” and merely descriptive of 
fabrics which may be used for making slacks. 
Mere misspelling does not avoid descriptiveness. 263 


Term which technically is misdescriptive may be a fanciful trade-mark and not descriptive, 
or deceptively misdescriptive, when used entirely arbitrarily in connection with a product. 


“Glass Wax” held barred from registration, under 1946 Act, by Section 2(e). 348 


“Noclamp” held merely descriptive of glues and not registrable on principal register, under 
1946 Act. 

Fact that clamps may, on occasion, be necessary in use of product, does not make mark 
registrable, since descriptive meaning of term is held that which is intended by applicant 
and would be accepted by the public and since section 2(e) of 1946 Act applies to misdescrip- 
tive as well as descriptive terms. 372 


E. Section 2(f) 


Applicant for registration under Section 2(f) of 1946 Act having burden of showing 
that mark has become distinctive, held to have failed to sustain that burden. 

Existence of applicant’s expired 1920 Act registration covering mark held not to indicate 
that mark attained any distinctiveness while such registration was in force. 
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On facts of record, agreements by others to discontinue use of term held not to indicate 
that mark was or has become distinctive. 

The number of adverse uses casts doubt upon allegation of distinctiveness and may tend 
to indicate that trade regarded term as open to use by anyone. 

On facts of record, long continued use alone held insufficient to indicate distinctiveness. 

If lack of confusion is to be considered as indicating distinctiveness, it must be clear that 
it resulted from a real difference in marks used; and prior registration and concurrent use for 
over twenty years of confusingly similar mark must be considered as negativing, to some extent, 
claim of substantially exclusive use and distinctiveness. 475 


(Cases 1 and 2) Long continuous use, no matter how extensive, held of no avail to con- 
vert phrase inherently incapable of functioning as a trade-mark into one which is distinctive. 

On facts of record, applicant held to have failed to sustain burden of showing that mark 
has or could become distinctive of its goods. 

(Case 1) On facts of record, if there were any doubt that the words sought to be regis- 
tered are completely lacking in trade-mark significance and incapable of functioning as a 
trade-mark, held that it would be necessary to refuse registration under section 2(f), due to 
use of substantially similar marks by others during the five years preceding the filing of the 
application. 258 


Applicant having taken no testimony, held restricted to its filing dates and to have failed 
to prove substantially exclusive and continuous use in commerce for five years next preceding 
filing dates of its applications. 

On facts of record, opposer held to have established priority of use of “Hershey” and 
“Hershey’s” on chocolate and chocolate products but not to have sold any tobacco products, 
and whether opposer has right to enter tobacco field held questionable in view of transfer 
of non-chocolate activities of opposer’s predecessor to third party. 337 


“Glass Wax” may be at most misdescriptive in sense that such suggestion of deceptive- 
ness may be overcome by showing of distinctiveness under Section 2 (f). 

While it is not necessary for applicant to rely on trade-mark use for a five-year period 
under Section 2(f), and record shows that “Glass Wax” may have come to identify appli- 
cant’s product, Examiner has no jurisdiction to pass on registrability of “Glass Wax” under 
Section 2(f), in present proceeding, since applicant does not seek registration under Section 
2(f). 

Reference to Section 2(f) in petition to make application special, held not sufficient to 
bring application under that section. 348 


On facts of record, applicant held to have failed to establish distinctiveness of mark by 
affidavits and exhibits submitted. 373 


Burden of establishing distinctiveness under section 2(f) is on applicant. 

More than exclusive use is required to establish distinctiveness in case of highly descrip- 
tive marks; the mere fact that others may not have used term is not sufficient to establish that 
it may be recognized as a trade-mark. 

That word may be a trade-mark though used with other marks is well established, but it 
must be used in such manner that it will be so recognized. 

Fact that others in the business, familiar with applicant’s commercial practices, associate 
mark with applicant does not indicate that it would be so recognized by the purchasing 
public. 369 


Motion to dissolve interference should be granted on ground interference was irregularly 
declared unless applicant promptly removes allegations of substantially exclusive use, under 
section 2(f). 

If applicant’s mark so nearly resembles those of prior registrations that, as applied to the 
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products, there is likelihood of confusion or mistake, there can not have been substantially 
exclusive use on part of applicant, providing other marks are still in use. 

Applicant should be required to elect; if applicant wishes to retain claim of substantially 
exclusive use, mark should be refused registration on ground that showing is insufficient in view 
of prior registrations; if applicant wishes to continue the interference on ground of priority, 
the allegations of substantially exclusive use should be eliminated from the application. 706 


F. Section 6 


While there was no express statutory provision for disclaimers, under 1905 Act, the new 
Act makes specific provision for such disclaimers. 

If applicant’s contention is correct, that the swatches in composite mark constitute proper 
subject matter for registration, disclaimer or elimination of “Reeves” as required by section 6 
would appear to be proper procedure. 79 


G. Section 12(c) 


Where the particular goods on which the mark is used are set out in detail in original 
registration under 1905 Act, the 1946 Act requires that, for purposes of republication under 
Section 12(c), the applicant points out on which of the specific items listed the mark is now 
in use. 

Applicant for republication held not entitled to use general description “canned fruits” 
and “canned vegetables” where original registration sets forth particularized description of 
the goods as “canned fruits—namely, pears, grated pineapple, sliced pineapple, etc.; canned 
vegetables—namely, stringless beans, red beans, kidney beans, etc.” 


H. Sections 13 and 47(a) 


Commissioner held to have no authority to extend time within which notice of opposition 
may be filed to application under 1905 Act, where no action has been taken to bring applica- 
tion under 1946 Act. 

Section 13 of 1946 Act and Rule 20.2, authorize Commissioner to extend time for filing 
notice of opposition for good cause shown held to apply only to applications under 1946 Act. 

By terms of Section 47(a) of 1946 Act where no action is taken to bring under 1946 Act 
an application previously filed under 1905 Act, the prosecution of such application must 
be proceeded with in accordance with 1905 Act. 1118 


I. Sections 14(d) and 46(A) and (B) 


When language of a statute is plain and unambiguous it must be held to mean what it 
expresses. 

Construction of 1946 Act beyond its specific provisions is forbidden by express provisions 
of section 46(a) of the Act. 

Registrations under 1905 Act, by provisions of section 46(b) of 1946 Act, are generally 
subject to provisions of 1946 Act and automatically entitled to all its benefits except as limited 
in sections 8, 12, 14 and 15. 

Legislative history of 1946 Act held to demonstrate intent of Congress not to give F. T. C. 
broad jurisdiction sought to be exercised here. 252 


F. T. C. held to have no authority, under section 14(d) of 1946 Act, to apply to cancel 
1905 Act registrations, irrespective of whether such registrations were republished under 
section 12(c) of 1946 Act. 

F. T. C. authority to apply for cancellation of registrations held expressly limited by 
section 14(d) to marks registered on principal register, established by 1946 Act. 


Section 14 is one of the sections specified in section 46(b) as having only limited applica- 
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tion to 1905 Act registrations, and 1905 Act registrations are not mentioned in proviso of 
section 14(d), under which these proceedings were brought. 252 


J. Sections 16, 26 and 46(b) 


Application on Supplemental Register held not subject to interference, as section 26 of 
1946 Act excludes Supplemental Register from operation of section 16. 

By terms of section 46(b) of 1946 Act, registrations under 1920 Act have status of 
Supplemental Registrations and therefore 1920 registrations are not subject to interference 
under 1946 Act. 1121 


K. Section 21—R. S. 4915 


It is clear from Section 21 of 1946 Act that Commissioner of Patents is not necessary 
party to inter partes proceedings under R. S. 4915, but he may at his option intervene. 347 


L. Section 23 


“It’s Ripe Tobacco!” held incapable of distinguishing applicant’s cigars and not regis- 
trable on Supplemental Register, under 1946 Act. 

Use of “It’s” in connection with generic term “Ripe Tobacco” does not change the char- 
acter of the mark. 

Long continued use might be persuasive in a proper case, but in connection with this 
term, as used on applicant’s labels, it only indicates continuing use of a laudatory phrase. 75 


“Configuration of goods” is not defined by 1946 Act; but to be registrable on Supple- 
mental Register, Section 23 requires that it be capable of distinguishing the applicant’s goods. 

If test to be adopted is that configuration of goods must be bizarre, then to be registrable 
it must be so bizarre, unique or unusual as to be recognized by the public as distinguishing 
applicant’s goods and indicating source. 

Question of what is ornamental held not to govern, since if capable of distinctiveness, one 
which was grotesque would be as much entitled to registration as an attractive or ornamental 
design. 

Shape of configuration of goods held not distinctive; nor is there any indication that com- 
ponents of the composite are or would be regarded as indicating origin. 

Whether or not apparatus such as applicant’s can be distinctive in sense required by 
Section 23 is questionable, as configuration of goods may mean form of particular part of 
characteristic as well as overall shape. 

To extent that previous unfair competition cases may be pertinent, they appear to indi- 
cate that only configuration of characteristic, non-functional features rather than the entire 
article must have been intended by “configuration of goods.” 

Where subject matter is of nature which would clearly be subject to protection under 
the Patent Law, if otherwise eligible, held it would seem clear that the appearance of the 
article should not be registered as a trade-mark. 377 


M. Section 33(b) 


If a trade-mark owner’s use of his incontestable mark is subject to defense specified in 
section 33(b) of Lanham Act, held that a fortiori plaintiff’s mark which lacks status of incon- 
testability must be subject to same defense. 

On facts of record, motion to strike fifth defense granted with leave to amend so as to 
allege use of trade-mark to violate anti-trust laws. 830 


N. Section 42 


Upon filing of notices of opposition to tentative recordation of trade name “Sterling 
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Polish Company” and upon applicant’s notification to Department of its desire to withdraw, 
application for recordation considered as abandoned. 609 


O. Section 43(a) 


Section 43(a) of Lanham Act should be construed to include only such false descriptions 
or representations as are of substantially the same economic nature as those involving infringe- 
ment or other improper use of trade-marks. 

Allegation that members of public are misled into purchasing at defendant’s store in 
mistaken belief that they are conferring a benefit upon a certain labor organization held not 
to state cause of action under section 43(a) of Lanham Act. 

In absence of diversity of citizenship, complaint dismissed for failure to state cause of 
action under either federal statute upon which plaintiff relies, viz., Federal Trade Commis- 
sion Act and Trade-Mark Act of 1946. 33 


P. Sections 44(g) and 44(h) 


Sections 44(g) and 44(h) of 1946 Act held not pertinent as dealing with rights of 
foreign nationals and not relating to registrations. 872 


Q. Section 47(a) 


Since application was filed under 1905 Act, and applicant has not sought by amendment 
to bring it within Section 47(a) of 1946 Act, application must be considered in light of 1905 
Act. 424 


§ 3. CoNnstTRuUCTION oF STATUTES 


In construing federal statute, weight should be given to reviser’s notes included in com- 
mittee reports when the legislation was before Congress. 


Implied repeals are not favored and should be avoided if a reasonable construction so 
permits. 960 


II. TRADE-MARKS AT COMMON LAW 
§ 1. Nature oF TraDE-Mark RIGHTS 


It is well established that trade-mark rights grow out of use of a particular mark, not 
its mere adoption; and mark is not the subject of property except in connection with an 
existing business. 

Validity of plaintiff’s 1905 Act registration of mark, not considered on present motion 
for preliminary injunction. 431 


It is well established that more than one trade-mark may be used upon the same label. 431 


Exclusive rights of owner of a trade-mark grow out of his use of the trade-mark and not 
out of its mere adoption. 

On facts of record, plaintiff’s disclaimer in one registration, and description of plaintiff’s 
goods in another under 1905 Act, held to limit plaintiff’s right to exclusive use of name 
“Benrose” to fabrics of character described in the registrations as distinguished from upholstery 
fabrics. 664 


Manufacturer of machines for tenderizing meat has no trade-mark rights in mark as applied 
to meat which it has never sold or with which it has never been associated. 

Fact that applicant was first to use mark held immaterial. 

On facts of record, whatever applicant may have intended words to mean or whatever 
their meaning may have been initially, “Cube Steak” held now generic as applied to meat, 1023 
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The law of trade-marks stems from the law of unfair competition. 


Registration of trade-mark does not in itself confer any greater rights than existed at 
common law. 


At best, registration is but a method of recording, for purpose of serving notice of claims 
of ownership and informing the public and dealers with reference thereto. 1003 


Function of trade-mark is to identify ownership of article to which it is affixed; and hence 
it is a symbol of good will. 1003 


A trade-mark must be used on the commodity or its container; it must be physically 
affixed thereto. 


Irrespective of validity of registrations, if one has built up a “secondary meaning” through 
the use of a trade name or trade-mark, such use will be protected against unfair competition. 


A trade name acquires a secondary meaning when it identifies the product in the mind 
of the public as that of a particular producer. 


On facts of record, plaintiff held to have built up a secondary meaning in defendant’s 
surname “Steccone” which is entitled to protection. 


Licensee under a patent may acquire trade-mark rights enforceable against licensor. 40 


Mere fact that one person has adopted and used trade-mark on his goods does not prevent 
adoption and use of same mark by others on articles of different description. 


Right to use of trade-marks names depends upon laws of the states. 
Law of state in which infringement is asserted governs. 
In absence of state authorities, common law principles of general application govern. 


Defendant’s right to use of name and mark must be determined as of date of his 
first use. 573 


How the public would regard use of mark on goods rather than intent of the user held 
controlling. 


Upon facts of record “$AFETY PAY$,” as used by applicant on books of matches, held 
not to conform to definition of trade-mark in 1946 Act, and not to function as means of 
identifying applicant’s goods. 733 


§ 2. Wuat May Be A TrapEe-Mark 
A. Words and Marks Capable of Exclusive Appropriation 


(1) Particular Instances 


“Coca-Cola” held a well-known trade-mark which has attained universal recognition, 
entitled to broad rights when considered in its entirety. 461 


In oppositions the ultimate issue is the statutory right to register and the question of 
right to use is not involved. 


Each case must, however, be considered in the light of its own circumstances. 461 


“Servel” held a coined, arbitrary, technical trade-mark for household refrigerators, refrig- 
eration apparatus, condensing units, air conditioners, paints, enamels, publications, etc., under 
1905 Act. 413 


Registration of “Servel” as trade-mark for periodical held not a mutilation of mark as 
used by applicant in conjunction with the word “Inklings.” 413 


The letter “O” might constitute trade-mark, if properly affixed or recognized as such. 


On facts of record, straps on luggage held not to form a letter “O” which would be 
recognized as such. 1020 
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Pictorial representation of a woman pouring the contents of a can into a watercloset bowl 
held not merely descriptive of plaintiff’s product but original, arbitrary and fanciful, under 
1905 Act. 113 


On facts of record, the letter “B” held neither descriptive nor misdescriptive of composi- 
tion containing chemical ingredients for strengthening, feeding and promoting the develop- 
ment of cut plants and flowers, under 1905 Act. 

Since opposition has been dismissed, any doubts should be resolved in favor of applicant. 

On facts of record, applicant held to have failed to establish such injury as to entitle it to 
cancellation of opposer’s registration. 140 


The word “Beam” held the significant portion of applicant’s mark and not descriptive of 
electric air-circulating fans, under 1905 Act. 

“Air Beam,” the word “Air” being disclaimed, held confusingly similar to “Sunbeam,” 
used on identical goods, under 1905 Act. 166 


The letter “V,” as applied to food products, held an arbitrary mark having no specific 
or generally recognized meaning. 721 


Both the word “Flexees” and the word “Fixies” held arbitrary marks as applied to girdles, 
corsets, etc. 866 


“Alligator” held an arbitrary trade-mark for raincoats. 

Tobacco and tobacco products, viz., smoking tobacco, chewing tobacco, cigars, cigarettes 
and snuff held so different in every essential characteristic, from raincoats that confusion as 
to source is not likely even when the same mark is used thereon. 872 


“His” held to be used in arbitrary sense and valid technical trade-mark as applied to 
toilet preparations. 715 


B. Words Incapable of Exclusive Appropriation 


(1) Particular Instances 


The word “slack,” forming part of respondent’s mark “Slackfrost,” held merely descrip- 
tive as applied to slacks and shirt ensembles, under 1946 Act. 709 


“Rex,” while valid technical trade-mark, is commonly used and widely registered as 
trade-mark by numerous people, and also commonly used to signify superior quality. 534 


While known mark cannot be appropriated and rights cannot be acquired by mere 
addition of words, syllables or other features which leave known mark recognizable as perma- 
nent feature of new mark, held that inclusion of syllable “rex” in applicant’s mark cannot 
be considered as appropriation of opposer’s mark. 


There is no particular color combination associated with appellant’s products; and it is 
elementary that a color or container cannot be a trade-mark. 

District court’s holding that there can be no trade-mark in a package, the shape of a 
bottle, or a letter of the alphabet affirmed. 304 


“Foilrapp” held descriptive of aluminum foil in packaged roll and flat sheet form, under 
1946 Act. 

Mark does not have to be descriptive of all intended uses of goods to which it is applied 
to be descriptive as a matter of law; that it is descriptive of a stated use is enough to render 
it unregistrable, on Principal Register. 

It is well settled that words used in combination, even though not found in the dictionary 
or elsewhere in the precise combination in which they appear in the mark, may be the correct 
nomenclature for a particular thing. 1119 
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While the word “Star” may be referred to as a “weak mark,” such words are accepted 
as valid trade-marks; and “Star” is not descriptive of hosiery. 592 


“Balgrip” held neither merely descriptive nor misdescriptive of spectacle frames and 
mountings, under 1946 Act. 600 


“Lanolin Plus,” the word “Lanolin” being disclaimed, held descriptive of toilet and 
laundry soaps, under 1905 Act. 1106 


“Best Rum Bar None” held a mere laudatory statement designating high quality or char- 
acter and as such inherently incapable of indicating source or origin. 60 


“Cube Steak” held generic as indicating a type of meat; and being generic as to meat 
processed on applicant’s machines it is equally generic as to applicant’s machines for tenderizing 
meat, under 1946 Act. 

If “Cube Steak” is descriptive of the product, it would indicate the use of the applicant’s 
machine and also be descriptive thereof. 1023 


If mark is generic it cannot become distinctive and is therefore unregistrable, under 
section 2(f) of 1946 Act. 

If there were doubt as to generic nature of mark, “Cube Steak,” held mark is merely 
descriptive and, on facts of record, applicant held to have failed to establish that mark has 
become distinctive. 1023 


Neither party is entitled to exclusive use of common word “Unknown” as a reference to 
the weird and mysterious. 704 


While the word “Toyland” is a term in the public domain broadly descriptive of toy 
departments and toy stores, held that it is not descriptive of dolls in general, or of any other 
toy for sale in the toy department of any store, and therefore is subject to appropriation and 
registration as a trade-mark, under 1905 Act. 785 


In view of the many prior registrations containing the prefix “Sulfa” and the suffix “dine,” 
held that the prefix “Sulfa” and the suffix “dine” are neither distinctive nor the dominant 
parts of defendant’s marks “Sulfathalidine” and “Sulfasuxidine” and cannot be relied 
upon by defendant to establish distinctiveness of these marks. 128 


“Botany” held not descriptive of soaps if they contain vegetable oils and not misdescrip- 
tive thereof if they do not contain such oils, under 1905 Act. 107 


The word “zero” held incapable of being appropriated for exclusive use by any applicant 
with respect to clothing designed to be used in cold weather. 790 


On facts of record, in competitive field occupied by plaintiff and defendant, use of 
color, including colored stripes, as background on labels, held functional and descriptive. 

As a rule, color cannot be monopolized to distinguish a product except in connection 
with some definite arbitrary symbol or design. 520 


“Super” held descriptive of metal castings, under 1946 Act. 599 


On facts of record, “U-Flex’”’ held descriptive of vehicle piston rings, but if otherwise 
registrable, this would not prevent registration on Supplemental Register under 1946 Act. 

On facts of record, applicant would be entitled to benefit of doubt as to whether or not 
mark is generic, if otherwise registrable. 608 


“Crown” held merely descriptive of military caps, under 1905 Act. 680 


Mark consisting of series of parallel alternating dark and light stripes of approximately 
equal width on surface of batteries or battery cartons, held merely background dress of goods, 
having no trade-mark significance and incapable of functioning as such. 
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Color alone does not function as a trade-mark and where it constitutes only a background, 
as distinguished from an element of a design, it has never been recognized as such for regis- 
tration purposes or otherwise. 

The Barbasol Company v. Jacobs, 160 F. 2d 336, distinguished. 373 


“The Playground” held descriptive of subject matter contained in applicant’s magazine 
and therefore not registrable under 1905 Act. 495 


Plaintiff held to have established that its trade name “Radio Shack” identified its business 
to customers and users of radio equipment. 211 


The word “Pebble” held merely descriptive of the type of surface on fabric or leather and 
therefore unregistrable, under 1946 Act, for piece goods. 367 


§ 3. Tirte to A Trape-Mark 
A. Assignments 


Certified copies of recorded assignments, in chain of title from predecessors to opposer, 
held prima facie proof of opposer’s ownership of registration. 71 


On facts of record, held that partial assignment to opposer was not in gross, and that 
opposer’s answer to interrogatories, admitting that its assignor continued to market vitamin 
concentrates under other marks after assignment of one mark to opposer, cannot be construed 
as overcoming prima facie validity of assignment. 71 


On facts of record, purported assignment held a mere naked transfer of title to mark 
by which no actual good-will was acquired by assignee but which amounted to an abandon- 
ment by assignor. 458 


On facts of record, purported transfer referring to “good will and all kinds of tangible 
assets” held an assignment in gross which included no good-will and therefore junior party 
is not entitled to rely upon any date of use prior to its own use of mark. 1012 


B. License 


Owner of a trade-mark wishing to license its use to another and still retain rights stem- 
ming therefrom must maintain control of nature and quality of goods of licensee bearing 
mark. 

On facts of record, defendant neither exercised nor attempted to exercise such control. 40 


Patent licenses transferring to licensee the goodwill, trade-marks, trade names and trade 
rights, together with a list of customers, and providing that the licensee shall reassign to 
licensor all such goodwill, trade-marks, and trade rights upon termination of the license, held 
to constitute a complete abandonment by licensor and unless use of mark was continued by 
licensee nothing was left to revert to licensor. 

On facts of record, licensee, having made no use of mark assigned, held to have com- 
pleted the abandonment by its action. 330 


C. Abandonment 


On facts of record, registrant’s course of conduct causing the word “Escalator” to lose 
its significance as an indication of origin held demonstrated by meaning of the word to the 
general public resulting from registrant’s own use of the word as a generic and descriptive 
term in patents, in its advertising addressed to the trade, and in standard safety code prepared 
by committee upon which registrant had responsible representatives who made no protest. 326 


Trade-mark rights may be lost by changing ingredients of product to which it is applied, 
under such circumstances that its use on changed product would result in deception. 820 
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§ 4. INFRINGEMENT 
A. Confusing Similarity 
(1) General 


In determining question of confusing similarity, marks must be considered in their entireties 
and descriptive or disclaimed material cannot be entirely disregarded. 74 


Concurrent use for long period of time might overcome any presumption of similarity 
arising from examination of the marks; but such conclusion could not be drawn unless marks 
differed to substantial degree. 866 


Likelihood of confusion of the public as to origin of goods, because of similarity of 
marks, is test applied in opposition proceedings as well as trade-mark infringement and unfair 
competition suits. 526 


Fact that opposer has used “Charm” in a number of combinations does not mean that 
it has right to prevent registration of any mark including that word. 

In determining question of likelihood of confusion, opposer’s marks as applied to par- 
ticular goods must be separately compared with that of applicant; and in this connection 
it is proper to consider the specific differences in the goods. 589 


In determining question of confusing similarity, the marks must be considered in their 
entireties and descriptive or disclaimed material may not be disregarded. 

The so-called doctrine of cumulative dissimilarities cannot be applied where the goods 
possess the same descriptive properties and the marks considered in their entireties closely 
resemble each other. 153 


Where similarity of marks is under consideration, each case must be determined on its 
own facts. 

In determining question of confusing similarity, marks must be considered in their 
entireties; and any doubts should be resolved against newcomer. 718 


As applied to identical goods, alleged weakness of part of opposer’s mark would not 
prevent confusion from concurrent use of applicant’s mark, if they are confusingly similar. 592 


Similarity in sound alone has been held sufficient to give rise to reasonable likelihood of 
confusion. 592 


Where products not only possess the same descriptive properties but are identical except 
as to price, this difference cannot be considered sufficient to avoid or lessen likelihood of con- 
fusion between marks used thereon. 588 


The similarity of names which causes confusion is largely a matter of impression. 
Similarity may be visual or auditory. 240 


Fact that applicant’s hair dressing is sold only through beauty parlors as distinguished 
from drug stores and like vendors handling opposer’s shaving cream held insufficient to 
avoid likelihood of confusion. 

Question is not one of confusion between the goods as such, but the likelihood of con- 
fusion as to the source of the involved products of the parties. 787 


That confusion may result from similarity in any one of the elements of sound, appear- 
ance, or meaning, is well established. 

Prior decisions as to similarity of marks are seldom controlling and minor differences and 
facts may result in different conclusions. 856 


Side-by-side visual comparison held not the test of confusing similarity. 107 
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Under section 2(d) of 1946 Act question is whether applicant’s mark so resembles 
opposer’s as to be likely when applied to applicant’s goods to cause confusion or mistake or 
to deceive purchasers. 

Under this test similarities or differences between both the marks and goods must be 
considered. 

Question is not whether there would be confusion as to products themselves, but whether 
or not there might be confusion as to source or origin. 724 


In determining question of confusing similarity under 1946 Act, cases decided under 
1905 Act are pertinent to extent that they considered question of likelihood of confusion. 

Cases decided under 1905 Act held inapplicable under 1946 Act, to extent that they 
pass upon question whether goods possess the same descriptive properties. 

When the marks are identical, there is greater likelihood of confusion even though there 
are arguable differences as to the goods. 

In determining whether there is likelihood of confusion, many elements are properly 
considered, including among others: use, appearance, composition and structure of articles 
and places or people to whom they are sold. 

Fact that applicant’s mark has been used for many years without any confusion held 
entitled to some weight, but in view of close relationship between the goods, held not 
determinative. 

While fact that previously registered mark is “weak” and used on many products would 
be entitled to consideration where both the mark and goods differ, held it cannot permit 
registration of identical mark for closely related goods of similar species within the same 
general category. 604 


While side by side comparison is not the test of confusing similarity, visual comparison 
of marks presented may emphasize similarity. 

When goods are as close as those here involved, casual purchaser relying upon recom- 
mendation or recollection might be confused by similarity of marks. 

Standard Brands Inc. v. Eastern Shore Canning Co. Inc., 172 F. 2d 144 distinguished. 721 


Under section 2(d) of 1946 Act, question is whether respondent’s mark so nearly re- 
sembles that of petitioner as to be likely when applied to respondent’s goods to cause confusion 
or mistake or to deceive purchasers. 

Similarities or differences between both the marks and the goods must be considered; and 
doctrine of “cumulative differences” applies. 

In determining question of confusing similarity, marks must be considered in their 
entireties. 870 


Likelihood of confusion from similar marks is largely matter of opinion; and prior 
decisions are of little value because each case must rest upon its own distinctive facts. 680 


In view of decision that the goods of the parties possess the same descriptive properties, 
doctrine of “cumulative dissimilarities” does not apply. 


The sound of marks alone is sufficient to render confusion likely, though precise pro- 
nunciation which the public will give to a trade-mark cannot be determined. 159 


In determining question of confusing similarity, side-by-side comparison of marks and 
detailed scrutiny of labels bearing marks held improper. 

“It is a fallacy to break the fagot stick by stick”; and marks should be considered in their 
entireties in determining question of confusing similarity. 534 


In determining question of confusing similarity, the marks must be considered in their 
entireties. 715 








30 FORTY TRADE-MARK REPORTER 





Where applicant has appropriated word which is full equivalent of opposer’s mark, and 
made it a substantial element of its mark, it cannot remove likelihood of confusion by mere 
inclusion of additional material. 1010 


Prior registrations of similar marks are without effect in considering the question of 
confusing similarity. R 1121 


Likelihood of confusion cannot be avoided by a newcomer adopting an essential part 
of a mark formerly used by others and merely adding to it or removing portions from it. 143 


Marks must be considered in their entireties in determining question of likelihood of 
confusion; and particularly where mark widely used for many years is involved, effect of com- 
bination of elements of disclaimed descriptive portion, script style of lettering, and color must 
be considered. 463 


In determining question of confusing similarity, the marks must be considered in their 
entireties, and even unregistrable or disclaimed material may not be completely disre- 


garded. 318 


While side-by-side comparison or careful enunciation of the terms would differentiate, this 
is not the test of confusing similarity since the purchasing public does not make such close 
distinctions. 

Similarity in sound alone may be sufficient to create likelihood of confusion. 453 


Composite mark consisting of representation of broad arrow, having wings with lines 
simulating flight, with the word “Speed” taking up nearly all space of shaft held confusingly 
similar to “Speed Nut,” “Speed Clip,” the word “Clip” being disclaimed, and to “Speed Nuts” 
with design, the word “Nuts” being disclaimed, used on similar goods, under 1905 Act. 22 


B. ConcurRENT USE 


Where two parties independently employ same mark in separate, wholly remote markets, 
question of prior appropriation is legally insignificant, unless second comer selected mark 
with same design inimical to the interests of the first user, i.e. adopted it in bad faith, or at 


the time of second comer’s adoption of mark the first user had “secondary meaning,” “good 
will” or “reputation” in territory where second comer employed the mark. 
Area to which trade-mark is restricted depends upon facts of each case. 573 


If considered as application for concurrent registration, application held defective in not 
specifying area for which applicant seeks registration, as required by section 1, of 1946 Act. 


Opposer not having received required statutory notice, question of concurrent registration 
should not be considered inter partes but certain phases will be treated ex parte. 


Concurrent registration differs from registration by related company, under section 5, 
in that use by either concurrent user does not inure to benefit of other. 


On facts of record, confusion or mistake held likely to result from sale of same products, 
under same mark, in same area; and therefore registration as a concurrent user is impossible 
under requirements of section 2(d) of 1946 Act. 1092 


Where on facts of record, in 1938 trade-mark was first used in far western states by 
T and S, who formed Oregon corporation which was later abandoned; and T continued use 
of mark in far west until 1923, part of the time buying from S who had previously gone to 
Chicago, where S continued use of mark; and T with H in 1941 having formed Washington 
corporation (defendant) ; which continued use of mark in far west; and T with S in 1943, 
while still connected with defendant, having formed partnership in Chicago, which continued 
use of mark; and T in 1944, having sold his interest in defendant to H; and about the same 
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time T having acquired interest of S in Chicago partnership and organized Illinois corporation 
(plaintiff), which continued use of mark, held that plaintiff may not exclude defendant from 
its concurrent right to use of mark. 407 


§ 5. Suits ror INFRINGEMENT 
A. Pleadings and Practice 


Test of trade-mark infringement is whether there is deceptive similarity to such an 
extent as to lead to confusion in the purchaser’s mind in comparing the accused mark with 
the purchaser’s assumed memory of plaintiff’s trade-mark. 


In applying test and weighing possibilities, common sense must prevail over technical 
niceties. 1003 


Lack of interference in fact because of differences in marks and similar points held 
peculiarly within discretion of Examiner to decide. 706 


Priority may be established by testimony entirely or principally orally, provided it is 
straightforward, clear and convincing. 


Where applicant’s records for years prior to 1940 were destroyed in ordinary course of 
business, testimony of those who sold, packed, and shipped the goods and saw them in stores, 
specifying in detail the marking and the sale of the products under the mark in question, cor- 
roborated to a substantial extent by catalogs, held to establish use of the mark involved since 
prior to any date claimed by senior party. 714 


On facts of record, testimony of junior party and alleged predecessor as to use and 
transfer of mark held indefinite, unsatisfactory and insufficient for determination that any 
good-will existed which could be assigned at date of purported transfer. 


Junior party held to have failed to establish priority. 1012 


Abandonment of prior application by junior party, under 1905 Act, for registration of 
same mark, after refusal on ground of descriptiveness, held not res judicata upon which senior 
party may rely, because same issue is not involved in present interference. 

If contention of senior party as to descriptiveness were adopted, it would be necessary 
to refuse its registration of the same mark. 322 


Plaintiff, having the burden of showing affirmatively that the alleged infringing mark was 
used in interstate commerce, or in intrastate commerce which substantially affected interstate 
commerce, held neither to have pleaded nor proved it. 


Defendants operating local retail stores held to have made intrastate sales exclusively, 
with the exception of sporadic and isolated instances held not to affect substantially interstate 
commerce. 228 


Refusal to register “Charm Pebble” as trade-mark for piece goods, in absence of dis- 
claimer of “Pebble” held proper. 367 


Examiner’s requirement of disclaimer of “Rite” in the mark “Rite-Craft” held proper. 418 


B. Relief 


In computing deductions for (a) cost of sales, (b) salesmen’s salaries and expenses, (c) 
general sales office expense, and (d) general and administrative expense, such deductions 
should not be made on basis of allocation of all such costs incurred by Century regardless of 
whether manufacture and sale of “Dixie Dew” whiskey increased such costs. 


Century is not entitled to deduction for interest on investment. 221 
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Continental is not entitled to any part of terminal profit received by infringer, Century, 
upon sale of its business. 

Federal income and excess profits tax payments held not permissible deductions in case 
of deliberate wrong-doing. 

Century held entitled to allowance for salesmen’s salaries and expenses as found by 
master. 221 


Century held to have sustained its burden of proving that part of its “Dixie Dew” profits 
were not due to infringement of “Dixie Belle.” 


Infringer undertaking to show profits were not due to infringement held not required to 
establish that fact beyond all doubt. 221 


III. REGISTRATION OF TRADE-MARKS 
§ 1.  Errect oF REGISTRATION 


“Nursery Rhymes” held not descriptive of dolls generally but highly suggestive of a 
class of dolls in particular. 


Suggestive mark “Nursery Rhymes” held generic to the specific marks registered to 
opposer, each of which is individually suggestive of a segment of the group of which applicant’s 
contested mark is suggestive. 


Opposer has no right to contest ex parte rejection of applicant’s mark. 


Commissioner of Patents has right and duty, in safeguarding public, to decide whether 
applicant has right to registration without reference to issues raised in notice of opposition. 972 


With certain specific statutory exceptions, application for registration is assertion of claim 
of exclusive right to use trade-mark. 


“Related company” constitutes an exception, under 1946 Act, by which registration is 
permitted, though more than one has the right to use of mark. 


If Don Baxter, Inc. were held to control Baxter Laboratories, Inc., in respect of nature 
and quality of goods upon which mark is used, use by the latter would inure to benefit of 
former. 


On facts of record, Don Baxter, Inc. held not to control nature and quality of goods 
on which Baxter Laboratories uses mark “Baxter” and hence the two are not “related com- 
panies” within 1946 Act. 1092 


Registration of “Trigs” held not to constitute mutilation of respondent’s mark, nor 
registration of only portion thereof, where “Carter’s’” appears on labels with “Trigs” but 
separated from it and in a different size and type. 458 


Plaintiff’s 1946 Act registration held to confer no broader rights on plaintiff than its 
registrations under 1905 Act, because plaintiff’s rights to exclusive use of its registered mark 
are limited to those fabrics on which the mark has been and is being used in plaintiff’s 
business, i.e., fabrics of a character adapted for personal wear. 664 


While existence of third party registrations covering part of mark is some evidence of 
common usage of that part, they do not strengthen applicant’s rights to registration 592 


Under 1905 Act there was no statutory provision authorizing disclaimer of unregistrable 
subject matter, although practice grew up in Patent Office and was approved by Supreme 
Court in Beckwith case. 


Harsh results, however, were sometimes involved in use of disclaimer, under 1905 Act, 
due to holdings that matter once disclaimed could never be reclaimed. 
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Section 6 of 1946 Act remedies deficiency in former practice by providing that Commis- 
sioner shall require disclaimer of unregistrable matter, but that disclaimer shall not prejudice 
rights then existing or thereafter arising the disclaimed matter. 413 


Applicant’s registration under 1920 Act held not to constitute prima facie evidence of 
ownership or use of mark by applicant. 


In absence of other proof, applicant can not contend that any date of use prior to its 
filing date has been established. 729 


Appellant having admitted issuance of registration to appellee’s predecessor, held to have 
recognized prima facie ownership in him. 


Recorded assignment to appellee held evidence of appellee’s ownership and use of mark, 
in the absence of contrary evidence. 542 


§ 2. ReEcisTRABLE MARKS 
A. Registrability in General 


Court in 4915 suit should not compel Patent Office to grant registration where courts 
would decline to protect mark even if registered. 820 


Decision in prior cancellation proceeding, under 1920 Act, held based upon conclusion 
that, despite some related use, whisky and cigars could not be held to have same descriptive 
properties. 

Decision in prior cancellation proceeding, under 1920 Act, held not based on likelihood 
of confusion as term is now used in 1946 Act. 862 


Whether a picture can be a trade-mark for goods depends upon the same test applied in 
determining whether words can be trade-marks. 


Test of validity at common law is also test for registrability under 1905 Act. 


Composite mark is valid if in addition to merely descriptive element it also contains 
fanciful or arbitrary elements sufficient to give it enough individuality, so that viewed as an 
entirety it performs function of pointing distinctively to origin of goods. 113 


B. Descriptive and Generic Terms 


“Colorprint” held incapable of distinguishing maps and atlases, does net function as a 
trade-mark, and is therefore unregistrable under Section 2(f) of 1946 Act. 


Natural meaning of terms sought to be registered is that applicant’s maps are printed in 
color, or are colored prints of particular map. 368 


“The Sulphur That Fumes” held unregistrable on Supplemental Register, under 1946 
Act, as incapable of distinguishing applicant’s sulphur or sulphur compound because generic 
in nature and used merely to call attention to a property of the product and it would be 
equally applicable to the product whatever its source. 730 


C. Proper Names and Geographic Terms 
On facts of record, name “B. F. Goodrich,” included with other features of composite 


mark, held not distinctively displayed, under 1905 Act. 602 
D. Confusing Similarity— 
(1) Particular Instances 


“Ravens” held confusingly similar to “Black Crows,” used on identical goods, under 
1905 Act. 
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Both dictionary definitions and common usage held to substantiate opposer’s contention 
and no fine distinction would be drawn between a crow and a raven. 

If there were doubt as to similarity of words, no distinction would be made between the 
word “raven” and picture of large black bird on opposer’s packages which might be regarded 
interchangeably as a crow or raven. 856 


In this case, mere use of the mark “Graybar” on shirts or jackets and use of the same 
mark on electrical apparatus, without anything further, held not to establish any reasonable 
inference of likelihood of confusion. 1088 


‘“Desamine” and “Dexedrine” held too close to each other in sound and appearance to 
avoid confusion, if goods of the parties are same or similar. 1109 


“Henley” held confusingly similar to ‘“Hendan,”’ used on similar goods, under 1946 


Act. 729 


“Starglitter” held confusingly similar to “Stardust,” used on similar goods, under 1946 
Act. 592 


“Tommie Tuckins,” the word “Tuckins” being disclaimed, held confusingly similar to 
“Tommy Tucker,” used on similar goods, under 1905 Act. 153 


“Bedmaster” held confusingly similar to “Sleepmaster” and “Quiltmaster,” used on 
goods which are identical or have the same descriptive properties, under 1946 Act. 

‘Nursery Rhymes” held confusingly similar to “Boy Blue,” “Little Miss Muffet,” ‘To 
Market,” “Polly Put Kettle On,” etc., used on similar goods, under 1905 Act. 972 


“Protinal” held confusingly similar to “Provatol,’ used on similar goods, under 1905 
Act. 71 


“Tone-Oil” held confusingly similar to “Toni,” used on similar goods, under 1920 Act. 151 


“Syrutussin” held confusingly similar to “Pertussin,” used on similar goods, under 1905 
Act. 162 


“‘Neyso” held confusingly similar to “Lysol,” used on similar goods, under 1905 Act. 159 


’ 


“Fixies” held confusingly similar to ‘‘Flexees,” used on similar goods, under 1946 Act. 866 


“Slackfrost,” used on slacks and slacks and shirt ensembles, held confusingly similar to 
*‘Sunfrost,” used on piece goods, under 1946 Act. 709 


*Suave” held confusingly similar to “Swav,” used on similar goods, under 1905 Act. 787 


“XXX,” dominant feature of applicant’s mark, used on lawn and tree food, held 
clearly anticipated by registrations of “XXX,” used on fertilizers, under 1946 Act. 

Addition of surname “Stadler’s” to mark, otherwise confusingly similar, held insufficient 
to avoid likelihood of confusion. 1121 


“Skoot,” accompanied by descriptive material which is disclaimed, held confusingly 
similar to “Scoop,” used on similar goods, under 1905 Act. 

Fact that certain additional material appears on applicant’s labels, held insufficient to 
distinguish between them. 156 


*“Duz Mor” held confusingly similar to ““Duz,” used on similar goods, under 1905 Act. 

Applicant having taken opposer’s well-known arbitrary mark in its entirety, there is reason- 
able likelihood that confusion or mistake as to origin will arise if such marks are applied to the 
goods of the parties. 334 


“Loraine” held confusingly similar to “Lorraine,” used on similar goods, under 1946 
124 


Act. 
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“The Radio Shack, Inc.” held confusingly similar to “The Radio Shack Corporation.” 211 


“hy V” held confusingly similar to “V-8,” used on substantially identical commercial 
products, under 1905 Act. 721 


“Taurium” held confusingly similar to “Lauron,” used on similar goods, under 1946 
Act. 724 


“HR” in block letters so combined that the righthand upright portion of the letter “H” 
and that of the letter “R” are formed by the same line held confusingly similar to monogram 
mark consisting of letters “RHR,” the letters “R,” the first of which is in reverse form, are 
displayed in script, and are joined to, and form a part of, the letter “H,” which is displayed 
in block type lettering, used on similar goods. 

Fact that letters are so associated or intertwined as to form monogram of somewhat 
elaborate appearance does not change essential character of mark. 728 


Similarity in sound or appearance may be sufficient. 


Lack of confusion assertedly shown by applicant’s long use of mark may not be con- 
sidered, in absence of proof of such use prior to filing date. 729 


Defendant’s corporate name “Facts on Dial” held confusingly similar to plaintiff’s trade- 
mark and corporate name “Facts On File,” used in same type of business. 836 


In determining question of likelihood of confusion between marks of the parties, the 
marks must be considered in their entireties. 


In considering question of confusing similarity, descriptive or disclaimed material may 
not be disregarded. 


In determining question of confusing similarity, previous cases are not controlling. 
Default and consent actions can not serve as precedents. 842 


Composite mark consisting of the word “Wings” in connection with outline of an eagle 
with outspread wings, held confusingly similar to the word “Wings” together with a wing 
design, used on similar goods, under 1946 Act. 

Inclusion of the relatively minor design features in applicant’s mark held not to avoid 
likelihood of confusion. 6 


Composite mark consisting of the word, “Tuffies,” displayed in rustic lettering above the 
notation “out of the West,” the words appearing above representation of a boy in cowboy 
clothing pulling a calf by a rope, held confusingly similar to “Tuffy,” in script form, used on 
similar goods, under 1905 Act. 1010 


“Rodana” held confusingly similar to “Medana” used on identical goods, under 1905 Act. 


Existence of “ana” as suffix commonly used by Swiss manufacturers in watch names, in 
absence of evidence of any substantial use in this country, held insufficient to distinguish 
between marks of the parties. 


Similarity in sound held sufficient to give rise to reasonable likelihood of confusion 
between marks involved. 588 


” 


“Charm Pebble” held confusingly similar to “Charmcrepe,” the word “crepe” being dis- 
claimed, used on similar goods, under 1946 Act. 367 


“Forever Ware,” the word “Ware” being disclaimed, held confusingly similar to ‘“Wear- 
Ever,” used on similar goods, under 1905 Act. 74 


“Use of “Hershey” on cigars, cigarettes, cheroots, smoking and chewing tobacco, held 
likely to cause confusion of purchasers of opposer’s chocolate products sold under same mark 
through same dealers to same class of purchasers. 337 
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“Dermene” held confusingly similar to “Drene,” used on similar goods, under 1905 Act. 


Addition of applicant’s name or other similar material would not remove confusing 
similarity of the marks here involved. 250 


(Case 1) Green and gold yarns appearing at intervals on the surface of rope, held con- 
fusingly similar to blue and yellow yarns appearing on the outer surface of opposer’s rope in 
the same way, under 1946 Act. 

(Case 2) Green and gold yarns extending through entire length of rope and visible only 
at the end held confusingly similar to blue and yellow yarns applied to opposer’s rope in the 
same manner and visible in the same way, under 1946 Act. 247 


“Lanail” held confusingly similar to “Lana Oil” and to “Lana,” used on similar goods, 
under 1905 Act. 460 


“Maycourt” held confusingly similar to “Maycrest” and “Maycraft,”’ used on similar 
goods, under 1905 Act. 318 


“Traford Fabrics,” associated with shield-like design, the word “Fabrics” being disclaimed, 
held confusingly similar to “Stafford,” used on identical goods, under 1905 Act. 

Design features associated with the marks of the parties, held not sufficient to distinguish 
them. 453 


“Rite-Craft” held not confusingly similar to “Rite-Rite,” used on similar goods, under 
1905 Act. 418 


“Supersite,” accompanied by design, held confusingly similar to “Super Safe,” used on 
similar goods. 

Prior registration of confusingly similar mark under 1920 Act precludes registration 
under 1946 Act. 

Design feature included in applicant’s mark held insufficient to distinguish from previously 
registered confusingly similar mark. 262 


Composite mark consisting of fanciful representation of head and shoulders of a woman 
wearing a crown and ermine, in conjunction with words “Fit For A Queen,” which are 
disclaimed, held to constitute conventional pictorial representation of a queen and con- 
fusingly similar to “Queen Make” written in script against the background of an inverted 
triangle, used on similar goods, under 1905 Act. 468 


“Magic Wand” held confusingly similar to “Magic Rod” and to “Magic Wave,” used 
on similar goods, under 1946 Act. 479 


“Federal Television Corporation” held not confusingly similar to “Federal Telephone & 
Radio Corporation.” 219 


“Crepe Romain” held confusingly similar to “Romainette Crepe,” the word “Crepe” 
being disclaimed in both instances, used on similar goods, under 1946 Act. 473 


(2) Not Confusingly Similar—Particular Instances 


“ITUE-CIO” and “IUE” held not confusingly similar to “UE.” 

“International Union of Electrical, Radio and Machine Workers” and “International 
Union of Electrical, Radio and Machine Workers, C. I. O.,” held not confusingly similar to 
“United Electrical, Radio and Machine Workers of America.” 

“International” and “International C. I. O.” held not confusingly similar to “United Elec- 
trical, Radio and Machine Workers of America.” 131 


Plaintiff having failed to prove secondary meaning in the words “The Emerson Shoe,” 
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held not entitled to injunction restraining defendants from using the trade name “Emerson’s 
Shoes.” 228 


“Venoset” held not confusingly similar to “Clyset,” used on same goods, under 1946 
Act. 322 


“Superloy” held not confusingly similar to “Supermang,” used on substantially identical 
goods, under 1946 Act. 599 


“Alumatone” held not confusingly similar to “Alumikote,” used on similar goods, under 


1905 Act. 
Chatham Pharmaceuticals, Inc. v. Reserve Research Co., 159 F. 2d 869, distinguished. 804 


“Code-O-Matic,” the word “Code” being disclaimed, held not confusingly similar to 


“Packomatic,” used on similar goods. 842 
“Jaybern,” used on wool, cotton and rayon piece goods, held not confusingly similar to 
“Jayson,” used on various articles of men’s and women’s clothing, under 1946 Act. 1018 


“Flexi-Crown,” the word “Crown” being disclaimed, held not confusingly similar to 
“Crown Adjust-Alls,” or to the picture of a crown and the word “Crown,” used on similar 
goods, under 1905 Act. 680 


On facts of record, in view of different classes of trade with which parties deal, use of 
“B.B.” on ball point pens sold to stores, which in turn retail them to public, held not likely 
to be confused with “B & B,” as used by defendant. 1003 


“Tailoredaire” held not confusingly similar to “Tropic-Aire” or to “Tropic-Aire Condi- 
tioned,” the words “Aire Conditioned” being disclaimed, used on similar goods, under 1905 
Act. 73 


“Sulfodene” held not confusingly similar to “Sulfathalidine” or to “Sulfasuxidine,” used 
on medicinal preparations, under 1946 Act. 128 


“Toni-Gay, made by Nesco of Boston,” “Rompees, by Nesco of Boston,” and “Hi-Jinks, 
by Nesco of Boston,” held not confusingly similar to “Desco” used on identical goods. 37 


Applicant’s mark “Tailordaire” held not an appropriation of opposer’s corporate name 
“Tropic-Aire, Incorporated,” under 1905 Act. 73 


Two trade-marks, one consisting of picture of animated apricots toasting each other 
by holding aloft liquid-containing goblets touching each other, and the other consisting of a 
picture of animated prunes similarly toasting each other, held not confusingly similar to 
opposer’s registered mark consisting of representation of three animated figures each having 
a full body portion with legs and arms and a head formed of a fruit or other round object, 
used on similar goods, under 1905 Act. 


Plaintiff held entitled to decree authorizing Commissioner of Patents to issue registra- 
tions for its marks. 701 


“American Auto Club,” used in business of selling usual motor club services, held not 
confusingly similar to “American Automobile Insurance Company” or to “American Automo- 
bile Fire Insurance Company,” used in business of writing automobile insurance in its various 
coverages. 


Possibility that in rare and isolated instances relatively few persons may make careless 
mistake, does not warrant relief. 955 


’ 


“Milcharm Fashions,” combined with certain pictorial matter, the word “Fashions” being 
disclaimed, used on clothing, held not confusingly similar to “Charmette” or to other marks 
including the word “Charm,” used on fabrics, under 1905 Act. 589 
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“Mark O Matic,” separated without hyphens and printed in white lettering on a black 
background of a flash of lightning, the word “Mark” being disclaimed, held not confusingly 
similar to ‘“‘Packomatic,” used on similar goods. 846 


’ 


“Bellezza” held not an infringement of “Balaiza,” used on similar goods, in view of similar 
marks used on competing goods by others and fact that purchasers of such commodities are 
meticulous and do not depend solely on pronunciation but rely upon reputation of the 
makers. 


“Lenel” held not confusingly similar to “Lucien Lelong.” 304 


“Mercirex” held not confusingly similar to “Rex” or “Rexall,” used on similar goods, 
under 1905 Act. 534 


“Spray Kist,” as applied to fresh frozen vegetables, held not so similar to “Ocean Spray,” 
for fresh and canned cranberries and similar products, as to indicate likelihood of confusion, 
under 1946 Act. 870 


Default and consent actions in Patent Office held not precedents to be considered jn 
determining question of confusing similarity. 846 


“Folestrin” held not confusingly similar to “Foley” or “Foley’s,” used on similar goods, 
under 1946 Act. 320 


“Thermomatic” held not confusingly similar to “Oil-O-Matic,” used on similar goods, 
under 1905 Act. 718 


“Zeroland,” combined with design features suggesting cold, held not confusingly similar 
to “Zero King,” accompanied by representation of a crown, used on similar goods, under 


1905 Act. 790 


’ 


“International Electric” with the words “Rocke” and “Corp.,” appearing above and 
below these words and all being enclosed in a framelike design, held not confusingly similar 
to composite mark consisting of concentric circles bearing the words “Union Made,” the 
letters “IBEW,” the words “Affiliated with American Federation of Labor,” the words “Inter- 
national Brotherhood of Electrical Workers,” and the words “Organized Nov. 28, 1891,” 
under 1905 Act. 


Registrant’s mark held not to constitute an appropriation of petitioner’s corporate name, 
under 1905 Act. 143 


“Santa Cola,” the word “Cola” being disclaimed, held not confusingly similar to ‘‘Coca- 
Cola,” used on similar goods, under 1905 Act, where there were no resemblances as to script, 
manner of display, color or other features of the marks. 461 


Caricature of alligator smoking a cigarette held clearly intended to connect it with 
tobacco and to have no substantial resemblance to opposer’s caricatures of alligator shown in 
connection with rain. 

On facts of record, styles of lettering held merely conventional. 

Since goods differ to such a substantial extent, even use of same mark “Alligator” held 
not likely to cause confusion as to source. 872 


“His Excellency” held not confusingly similar to “His” or to “His Commando,” used 
on identical goods, under 1905 Act. 715 


“My Pop’s,” together with slogan “It’s Tops In Root Beer,” held not confusingly similar 
to “Dad’s,” used on identical goods, under 1946 Act. 


On facts of record, defendants’ label held not confusingly similar to plaintiff’s label, 
used on identical goods. 562 
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used on agricultural insecticides and fungicides, held not confusingly similar 
used on vasoconstrictor, under 1946 Act. 1100 


“Benzahex,’ 
to “Benzadrex,” 


The following goods held to be of the same descriptive properties: 


Application for “machine staples” is without restriction and covers all kinds of machine 
staples which could be used on whatever material can be fastened together by staples. 


Plaintiff’s “machine staples” held goods of the same descriptive properties as defendant's 
fasteners, under 1905 Act. 22 


Louse powder for poultry, livestock, and dogs held goods of the same descriptive proper- 
ties as soap, though not competitive in the sense that purchasers would accept one for the 


other. 334 
Hair dressing held goods of the same descriptive properties as shaving cream to be used 
before shaving, as the goods of both parties are toilet preparations, under 1905 Act. 787 


Ready mixed aluminum paint, primers and oil paints held goods of the same descriptive 
properties as paints, varnishes, enamels, lacquers, waterproofing products, and kindred mate- 
rials, under 1905 Act. 804 


Printing machines for applying code indications to labels held goods of same descriptive 
properties as packaging machinery; but there are specific and substantial differences between 
the products. 842 


Boys’ clothing consisting of jeans, overalls, pants, dungarees, cowboy pants and trousers 
held goods of the same descriptive properties as work gloves of fabric and combined fabric 
and leather, under 1905 Act. 1010 


Oils and greases for waterproofing, making flexible, stuffing, finishing and improving the 
texture of leather, held goods of the same descriptive properties as lubricating oils, under 
1905 Act. 426 


Likelihood of confusion may be considered in determining whether or not goods of the 
parties possess the same descriptive properties, under 1905 Act. 


Neither fact that both products are related to cleanliness, nor that they may be sold in 
the same establishments, is controlling in determining whether goods possess the same descrip- 
tive properties, but, on facts of record, those circumstances must be given substantial 
weight. 334 


Hair tonic held goods of the same descriptive properties as shampoo, under 1905 Act. 250 


Hosiery held goods of the same descriptive properties as dress and negligee shirts, under 


1905 Act. 318 
Canned fruit juices for food purposes held goods of same descriptive properties as canned 
mixed vegetable juices, under 1905 Act. 721 


Gas conversion burners and parts therefor, for use in domestic commercial and industrial 
heating, held goods of same descriptive properties as heating devices, particularly liquid fuel- 
burning devices, automatic electrically controlled and operated fuel heating systems, including 
the electrically operated controls therefor and domestic hot water heaters, under 1905 Act. 718 


Difference in channels through which goods of the parties have been marketed held not 
a controlling factor. 


Goods of the same descriptive properties, in the statutory sense, include not only the same 
kind of things but also things entirely different from one another; and test to be applied 
is not likelihood of confusion as to difference in the goods but the likelihood of confusion 
as to the difference in the ownership of two identical marks attached to the goods. 799 


Substantial doubt as to the likelihood of confusion resulting from use of similar marks 
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on opposer’s industrial skin cleansers, crystallized soaps, cleansing cream for removing hecto- 
graph ink from the hands, soap dispensing equipment, and liquid cement used in attaching 
soap dispensing equipment to walls or other surfaces, and plastic cement or liquid adhesive, 
in the nature of glue, as a general purpose adhesive, and applicant’s pressure adhesive tape 
and adhesive tape dispensers, resolved against applicant, new comer, under 1905 Act. 799 


Women’s coats and suits held goods of the same descriptive properties as fabrics, under 


1905 Act. 589 


Skin ointment for pimples, eczema, itch, skin rash, chafing, athlete’s foot, and insect bites, 
held goods of the same descriptive properties as liquid germicidal, bactericidal, disinfectant and 
antiseptic preparation used for treating most if not all of the same ailments, under 1905 


Act. 


Fact that one is liquid and the other an ointment held insufficient to differentiate between 
the products; and similarity of the products is not affected by fact that opposer’s product has 
additional uses. 159 


Women’s pajamas held goods of the same descriptive properties as boys’ shirts and blouses, 
under 1905 Act. 153 


Waterless cleaner for the hands held goods of the same descriptive properties as detergent 
soap powder and soapless detergent, under 1905 Act. 156 


Piece goods held goods of the same descriptive properties as men’s clothing under 1905 


Act. 155 


Paper bags and merchandise envelopes held goods of the same descriptive properties as 
paper strips, leaves and sheets, in the nature of office supplies, under 1905 Act. 323 


E. Goods of Different Descriptive Properties 


Pneumatic spray guns held goods of different descriptive properties from refrigeration 
machinery and accessories and farm equipment and accessories, including pumps, compressors 
and analogous articles, under 1905 Act. 712 


§ 3. REGISTRATION PROCEDURE 


A. Application 


Three essential parts of application for registration of trade-mark are: (1) description 
of goods and manner in which mark is used in connection with them; (2) drawing; and (3) 
specimens or facsimiles of mark as actually used. 


The particular description of goods or services, for which trade-mark is proposed to be 
registered, must be stated definitely in application. 


Under trade-mark registration act, exclusive use of registered trade-mark is limited to 
description of goods in application. 


By filing application for registration of trade-mark, owner manifests intent to continue 
production of goods or services for which mark is registered. 820 


Question of amending application to include applicant’s name as part of mark, raised in 
brief on appeal to Commissioner, but not raised in grounds of appeal, held not proper at this 
stage of the proceeding. _. 250 
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B. INTER ParTEs PROCEEDINGS 
(1) Opposition 
a. General 


Fact that opposer markets medicinal products, similar to some of applicant’s goods, under 
other marks, held not controlling. 868 


Uncontroverted testimony of opposer as to actual confusion in trade resulting from con- 
current use of identical mark by the parties, held not without significance on the question 
in issue as to likelihood of confusion. 

Doubt as to likelihood of confusion should be resolved against the new comer. 799 


If the mark sought to be registered is confusingly similar to one previously used, it is not 
entitled to registration. Therefore, it is not necessary that opposer be the owner of a registra- 
tion of the mark on which it relies, nor that opposer have exclusive rights to such a mark in 
order to maintain an opposition. 

Validity of opposer’s registration is immaterial, so far as the opposition is concerned. 162 


Alleged descriptiveness of opposer’s mark could be considered only insofar as any claimed 
lack of distinctiveness might indicate lack of confusion. 162 


1905 Act held applicable to opposition to application pending under that Act. 
In order to sustain opposition under 1905 Act, it must be shown that the goods of the 
parties possess the same descriptive properties. 334 


Opposer having failed to establish priority of use of second mark relied upon in notice 
of opposition, held there is no need to consider similarity or lack of similarity between appli- 
cant’s mark and second mark of opposer. 599 


Upon filing of notices of opposition to tentative recordation of trade name “Sheffield,” 
and after consideration of evidence presented by applicant and opposers, application for 
recordation of “Sheffield” as trade name denied. 


Opposition may be instituted by competing industry member, who may not own conflicting 
trade-mark or registration, on grounds that mark sought to be registered is descriptive or 
generic or deceptive. 

It is not necessary that opposer deal in identical merchandise; it is sufficient if opposer 
is engaged in closely competing business which might be handicapped if registration of 
descriptive or deceptive term were allowed. 347 


In opposition proceeding, where opposer has priority, whether or not opposer’s mark 
has been properly registered or is subject to registration under any Act is immaterial. 343 


If only question involved were similarity between “Yan-Cola,” the word “Cola” being 
disclaimed, and “Coca-Cola,” the opposition would not be sustained. 

“Yan-Cola,” the word “Cola” being disclaimed, held confusingly similar to “Coca-Cola,” 
used on similar goods, under 1905 Act, where similarity of color and script appears sufficient 
to indicate reasonable likelihood of confusion. 465 


Conventional allegations in the notice of opposition containing naked recitation of uses 
of marks on the respective goods may be sufficient in the usual case where reasonable inference 
of likelihood of confusion follows from such allegations. 

In particular cases where, under ordinary circumstances, use of same mark on different 
goods would not cause confusion or deception, the special circumstances and facts relied upon 
to show that confusion is likely, must be pleaded in the notice of opposition. 1088 
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It is no longer necessary to establish that goods of the parties have same descriptive 
properties, as was required under 1905 Act. 

1946 Act provides more flexible test, which will require refusal of registration where 
there is likelihood of confusion, though goods fall into different categories and permit regis- 
tration in case of goods falling in same general class where confusion is unlikely. 

Adoption of a combination of features clearly associated with a particular manufacturer 
might indicate intent to benefit from goodwill of first user; and such combination might 
indicate likelihood of confusion where imitation of single feature might not. 

Extent to which unfair competition cases apply is not entirely clear since rule in section 
2(d) does not confer upon Patent Office the broad powers of an equity court. 872 


Descriptions in application and opposer’s registration held not to justify Examiner’s infer- 
ence that goods are unrelated. 
Opposer held to have failed to prove that products are related or have any similarity. 1108 


Opposer is not required to prove confusion; likelihood of confusion as to source js 
sufficient. 

Lack of evidence of confusion during years both products have been on the market held 
not entitled to any substantial weight as indication that there is not likelihood of confusion 
between five cent articles. 856 


Opposer is entitled to rely not only upon its previously registered trade-marks but also 
upon trade names and designs previously used on labels and in advertising literature in a 
manner analogous to a trade-mark use. 799 


Opposer’s registered mark held not subject to attack in an opposition proceeding. 

Ordinarily the addition of other features to a known mark is not sufficient to avoid 
confusion so long as the mark so adopted still remains a prominent and noticeable feature 
of the second mark. 715 


Where equity courts, in cases involving the right to use, have held the word “cola” 
descriptive and that it might be used, provided the entire mark involved was clearly distin- 
guishable from ‘Coca-Cola,’ and Court of Customs and Patent Appeals, in cases involving 
registration, has ruled that confusion is likely to result from the mere occurrence of the 
word “cola,” even though disclaimed, held that it is impossible to reconcile these two lines 
of cases, each being based upon likelihood of confusion. 

While ordinarily Patent Office should follow Court of Customs and Patent Appeals, it 
is proper to assume that changes in conditions or facts, recognized in a number of cases would 
now be considered by that court. 461 

b. Pleading and Practice 

Under Federal Rules of Civil Procedure motion to dismiss notice of opposition for 
failure to state a claim upon which relief can be granted, held proper. 

All facts pleaded in notice of opposition must be accepted as proved for purposes of 
motion to dismiss; but this rule does not apply to conclusions of law or to conclusions of 
fact or inferences from other facts pleaded. 

If from facts pleaded, the inference of likelihood of confusion does not follow, then the 
notice of opposition does not support a cause of action. 1088 

Question of descriptiveness of word “Flexi,” in applicant’s mark “Flexi-Crown,” held not 
before Court of Customs and Patent Appeals as it was not raised in notice of opposition. 680 


On motion to dismiss, factual allegations in notice of opposition must be accepted as 
true. 595 


On facts of record, notice of opposition held properly dismissed for failure to make any 
sufficient allegations of damage to opposer. 595 
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Examiner’s refusal to consider different mark and registration thereof by opposer for 
similar goods, not set out as one of the grounds of opposition, held correct. 320 


In absence of proper allegations of damage, opposer has no right to maintain notice of 
opposition. 

Under 1946 Act, as under 1905 Act, opposer must show special interest in subject 
matter of application so that he will be damaged thereby and not merely a general interest 
which he may possess in common with other members of the general public. 595 


Allegations in notice of opposition that opposer will be damaged by registration of appli- 
cant’s mark, without more, is not sufficient to comply with the statute. 

While confusing similarity is not sole ground upon which application may be opposed, 
on facts of record, opposer held to have failed to point out any other basis of damage to it 
from the registration sought. 

Applicant’s reliance upon a mark in bringing an opposition or an action held not suffi- 
cient ground for alleging damage to opposer in a notice of opposition. 595 


On facts of record, paragraph of answer held properly stricken as collateral attack upon 
opposer’s registration. 

To extent that allegations constitute collateral attack, they are improper in opposition; and 
to extent that allegations refer to scope of opposer’s rights, they are unnecessary since such 
matter may be proven and presented under general allegations and denials of answer. 469 


Applicant may not avoid decision in opposition by withdrawing or abandoning application, 
without consent of opposer. 

Applicant is entitled to avoid effect of unfavorable decision based on alleged conflicting 
rights of opposer herein, though registration might be barred by other rights or action, where 
applicant’s mark is not inherently unregistrable. 472 


Only issues properly considered are those presented by pleadings; new registration of 
opposer’s mark issued after final hearing could not be pleaded; and reconsideration on basis 
of such reregistration held properly denied. 418 


Examiner’s dismissal of counterclaim for cancellation, included in answer to notice of 
opposition, held a final judgment within meaning of Rule 54(b) of the Federal Rules of 
Civil Procedure from which an appeal lies to the Commissioner, since the examiner’s action 
finally disposed of the proceeding for cancellation and left nothing open for further consid- 
eration of that phase of the proceeding. 146 


Request that consideration of contemporaneous petition to Commissioner for exercise of 
supervisory authority, in connection with examiner’s striking of paragraph of answer, be post- 
poned until hearing of appeal, granted. 146 


Registration of opposer, identified in stipulated facts but not pleaded in notice of opposi- 
tion, could not be relied upon by opposer. 159 


Suspension of proceedings in opposition continued, pending determination of appeal from 
dismissal of counterclaim for cancellation, without prejudice to any appropriate action by 
either party. 146 


Opposer’s marks not pleaded as separate grounds of opposition, cannot be relied upon 
for that purpose. 715 


Where application was involved in two oppositions, this and prior proceeding, and due 
to unusual circumstances neither counsel in this case nor those who heard it in Patent Office 
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were aware that applicant had defaulted in prior opposition, until immediately prior to 
expiration of time for opposer herein to appeal from dismissal of notice of opposition, to 
avoid possibility of this case being presented to the courts without full information, Com- 
missioner’s decision herein was vacated and applicant required to show cause why an order 
should not be substituted dismissing the appeal of applicant to the Commissioner as moot. 

While decision sustaining prior opposition of third party by default bars registration sought 
by applicant, on facts of record, held that appeal to Commissioner by applicant herein did 
not present a moot question. 

Commissioner’s decisions on appeal and on petition for reconsideration herein, previously 
vacated, are reinstated though, on facts of record, reversal of Examiner’s decision which 
had ssutained notice of opposition, does not entitle applicant to registration. 472 


c. Evidence 


Opposer’s 1905 Act registration constitutes prima facie proof of ownership of its mark. 155 


Expired 1905 Act registration held not evidence of use either as to the date of registra- 
tion or application, and certainly not as to the date of the first use claimed. 850 


Opposer’s 1905 Act registration held to establish prima facie opposer’s ownership and 
priority of use of its mark. 599 

While registration is prima facie evidence of ownership and implies use, such presump- 
tion held to arise only when registration is relied upon by its owner. 

When presented by third party, registration merely shows existence of registration. 592 


Survey, though it may be entitled to little probative force for other purposes, held to 
show that vast number of housewives assume that “Glass Wax” may either be a wax or con- 
tain wax. 347 


Opposer’s registrations under 1881 and 1905 Acts, both renewed, held prima facie evi- 
dence of opposer’s ownership and use of its marks. 460 


While deliberate substitution of applicant’s product for opposer’s, practiced independently 
of use of mark, should not be considered, fact that such passing off has occurred held 
pertinent. 465 


Section 5 of 1946 Act held inapplicable because opposer is not involved in this proceeding 
as a “registrant” or “applicant.” 338 

Opposer held to have failed to prove that it legitimately controls or is controlled by 
Hershey Estates in respect to the nature and quality of its goods; and opposer held to have 
failed to plead or prove that damage to Hershey Estates would be damage to opposer. 

Opposer held to have failed to sustain cause of action under Section 5 of the 1946 Act, 
where only connection shown between opposer and Hershey Estates is that both succeeded to 
different activities of Hershey Chocolate Company and controlling stock interest in both is 
held by fourth corporation not a party to this proceeding. 

Opposer held not entitled to rely upon registration not pleaded but introduced in 
evidence. 


Where notice of opposition claimed ownership of registrations and notice was given 
under Rule 154(e), then applicable, as to assignments and registrations, and sworn copies 
of the assignments were made of record, held that opposer had established prima facie owner- 
ship of registrations involved. 

Opposer’s 1905 Act registration held prima facie evidence of use of marks shown therein, 
as applied to goods specified. 1018 
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Evidence can not be first introduced by incorporation in a brief on appeal. 

Determination of question whether applicant’s mark so resembles opposer’s mark as to 
cause confusion, mistake or deception of purchasers, held to involve consideration of goods 
upon which marks are used and similarity of marks themselves. 1018 


Opposer having burden of proof to establish that goods of the parties have the same 
descriptive properties, held to have failed to sustain that burden. 

Caution must be exercised in drawing inferences as to specific composition or use of 
products, on basis of dictionary definitions, in absence of evidence. 

Practice of using the term “Toyland” in retail stores to identify that part of the store 
from which toys of various sorts are sold, held a matter of common knowledge. 785 


Where collateral registrations for some seventeen different articles were offered in evi- 
dence, not to attack validity of opposer’s mark but to show diversity in its use, held that it 
is thereby conceded that the term “Pax” is not merely descriptive of goods of either party and 
that applicant is not unrestricted in its right to use of mark. 799 


In absence of testimony, opposer held limited to description of goods stated in regis- 
tration. 

Labels accompanying notice of opposition cannot be relied upon to establish priority, 
without testimony. 1109 


Where applicant searched Patent Office records before adopting mark, and discovered 
numerous registrations theerof, it may be presumed that applicant found opposer’s involved 
registrations and went ahead with full knowledge. 

In absence of explanation as to why applicant adopted its marks, it is fair to infer that 
applicant, as new comer, sought to profit by confusion with opposer’s similar marks that 
would result. 799 


A party is not bound by the date of first use claimed in a registration. 

While opposer is entitled to prove an earlier date if it is able to do so, proof of such 
earlier use by oral testimony must be clear and convincing and must be free from discrepancies 
or inconsistencies. 

On facts of record, opposer relying upon brief, general and uncorroborated statements 
of witnesses whose occupation was such that they would have little knowledge of or interest 
in the trade-marks or selling methods of the company, held to have failed to sustain burden 
of proving use prior to date of first use by applicant’s predecessor. 

Applicant’s testimony, by witnesses who occupied responsible positions with its predecessor, 
held clear and convincing and partially corroborated, and to establish priority. 850 


Opposer’s 1905 Act registration held prima facie proof of ownership of the mark therein 
disclosed, and of use thereof. 137 


Opposer’s 1905 Act registrations are prima facie proof of opposer’s ownership and use of 
its mark upon the products stated but cannot be considered as establishing extraneous facts. 

It is a matter of common knowledge that fruit and vegetable juices are sold and con- 
sumed at the same establishments. 721 


d. Laches, Estoppel and Acquiescence 
On facts of record, applicant held to have failed to establish defense of laches. 850 


Decision in prior cancellation proceeding, under 1920 Act, denying opposer right to cancel 
applicant’s registration of name “JOHNNIE WALKER,” for cigars, held not res judicata 
nor to estop opposer from questioning applicant’s right to register composite mark, comprising 
name “JOHNNIE WALKER?” and picture of man with top hat, wearing monocle and smoking 
cigar, in 1946 Act opposition. 
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Arnold Milling Co. v. Thorobred Co. Inc., 82 U. S. P. Q. 436, 39 T. M. R. 846, dis- 
tinguished. 862 


On facts of record, applicant held to have failed to establish that opposer would or should 
have knowledge of its use of its mark; and defense of laches held inapplicable. 


Where applicant’s mark is confusingly similar to opposer’s prior registration, applicant 
is not entitled to register; and even extensive use by applicant would not bestow upon it a 
right to a registration which is prohibited by the statute. 247 


Validity of opposer’s registrations may not be questioned in opposition, in absence of 
counterclaim for cancellation, on ground that opposer’s mark is common surname. 1018 


On facts of record, held that the doctrine of equitable estoppel does not apply to present 
case. 1104 


In absence of counterclaim, attack on opposer’s registered mark may not be considered in 
opposition proceeding. 1010 


\ 


Mere delay is not ordinarily sufficient to constitute laches, which would bar the assertion 
of trade-mark rights. 

On facts of record, held that there is nothing indicating acquiescence or estoppel presented, 
other than mere lapse of time. 

Even if opposer was under duty to object if it intended to prevent applicant’s use of 


mark, opposer could take no action as to applicant’s right to register until this application 
was filed and published. 


Opposer’s right to maintain opposition held not barred by laches. 856 


Third party use of a trade-mark or trade name held generally not a defense in opposition 
proceedings. 

If confusion exists in mind of public because of registration or use of marks confusingly 
similar to opposer’s, applicant should not be permitted to add to confusion. 


On facts of record, held that use of “Hershey” by concerns in bakery and ice cream 
field. 337 


Fact that Commissioner disagrees with Examiner, on question of laches, requires that 
other questions as to confusing similarity of the marks and the goods be considered, but does 
not require automatic reversal of Examiner if petitioner is not entitled to maintain pro- 
ceeding. 842 


(2) CANCELLATION 
(a) General 


“Pina-Tonic” and “Pina Tonol” held to have been abandoned by respondent, prior to 
institution of these proceedings, and cannot be relied upon by respondent to support his own 
petition for cancellation. 


“Pina-Tonic” and “Pina Tonol” held not minor variations of nor legal equivalents of 
“Tone-Oil.” 151 


Petitioner’s registrations under 1905 Act held to establish ownership and use of its mark 
as applied to the goods specified therein, at a date prior to any date of use claimed by 
respondent. 870 


Respondent held to have failed to establish that “Toni” is merely the name of an indi- 
vidual; and since “Toni” is not name of respondent, he would not be injured by petitioner’s 
registration theerof; and since respondent’s use of “Tone” is subsequent to petitioner’s use of 
its mark, respondent held to have failed to establish damage or injury, under 1905 Act. 151 
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Section 2 of 1920 Act and section 24 of 1946 Act, relating to cancellation of registrations, 
held identical in effect; and each requires petitioner to show that he would be injured or 


damaged. 148 


On facts of record, applicant counterclaimant held to have failed to sustain burden of 
establishing injury resulting to it from opposer’s registration of “Pertussin.” 162 


Where registered mark goes beyond mere descriptiveness and is incapable of indicating 
origin or ownership, held that no proof of actual use of the identical mark should be required 
and the use of an equivalent phrase is considered adequate showing of damage. 60 


Petition for cancellation held properly dismissed where, on facts of record, registrant’s 
use of mark began in period between petitioner’s abandonment of practically identical mark 
for identical goods and petitioner’s subsequent resumption of use of previously abandoned 
mark. 331 


Under 1905 Act it was held that registration of descriptive word may be cancelled 
without showing of use by one engaged in competitive business. 

Under 1920 Act, since mere descriptiveness was no bar to registration, and registration 
under that Act did not constitute prima facie proof of ownership, proof of damage was required 
in addition to the fact that petitioner was competitor of the registrant. 60 


Amendment of respondent’s petition for cancellation of petitioner’s registration, refused 
where petition and proposed amendment, seeking to insert allegations as to respondent’s prior 
use of “Pina-Tonic” and “Pina Tonol,” failed to allege similarity between the additional words 
sought to be set up and petitioner’s registered mark. 151 


The word “Escalator” held to have become recognized by the general public as the name 
for a moving stairway, as the result of registrant’s course of conduct causing the mark to 
lose significance as an indication of origin, and registration thereof cancelled. 326 

In absence of appeal by registrant, case being before Commissioner for issuance of formal 
order to carry out Examiner’s recommendation that registration be restricted, held that to 
restrict registration would tend to condone false allegations made in application and case is 
remanded to Examiner with instructions. 1090 


Where record indicates that registrant was not using mark on majority of items listed 
in registration, at time of filing application, and that mark was used on a few other items a 
year or two later, held that registration should be cancelled entirely rather than 
restricted. 1090 


Side by side comparison is not the test for confusing similarity of marks. 


Possibility of confusion on part of one buying on recollection or recommendation con- 
trols, in determining question of likelihood of confusion. 


Petitioner for cancellation need not prove actual confusion but only likelihood of con- 
fusion, which may be established by examination and comparison of marks involved. 866 


(b) Pleading and Practice 


Petition for cancellation of registration which had expired prior to institution of pro- 
ceeding, held properly dismissed. 790 


Outcome of prior proceedings between the parties, held to have involved entirely different 
mark and therefore did not constitute res judicata. 842 


In opposition proceedings, applicant in counterclaim may, under Rule 15(b) of Federal 
Rules of Civil Procedure, make allegations as to similarity or competitive nature of products 
upon hypothetical basis inconsistent with its denials in other portions of answer. 
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Counterclaim for cancellation of opposer’s registrations must set up damage to applicant 
independent of the bringing of opposition proceeding. 

On facts of record, hypothetical allegations of applicant-counterclaimant that the goods 
of the parties so resemble each other that under the terms of 1946 Act there would be likeli- 
hood of confusion, or that upon the facts pleaded they would be in a competitive situa- 
tion and that as a competitor applicant is damaged, held so intermingled with allegations 
relating to bringing of the opposition proceeding that entire counterclaim should be stricken, 
with leave to applicant to amend. 469 


c. Evidence 


Uncontradicted and unimpeached, direct testimony in support of allegations of petition 
as to change of name of petitioner, with liber and page references to Patent Office record, 
held sufficient proof of ownership of registration. 


Ordinarily an assignment or certificate should be produced, as best evidence of ownership 
of registration, but there is no inflexible rule that such document must be produced. 


Petitioner’s 1905 Act registration held prima facie proof of its ownership of mark. 


On facts of record, testimony held sufficient to show petitioner’s use of its mark prior 
to any date claimed by respondent. 709 


In view of prior filing date of respondent’s application for the registration sought to be 
cancelled, petitioner cannot rely upon its registrations. 


Testimony submitted by petitioner for purposes of establishing likelihood of confusion 
and priority held insufficient. 143 


Oral testimony as to actual sales corroborated to some extent by documents, held clear 
and convincing in view of all the circumstances and accepted as establishing priority. 


Oral testimony as to occasional sales by petitioner’s predecessor after he had disposed of 
his rights and agreed to discontinue business, held vague and ambiguous and not acceptable 
to establish continuing sales under mark. 330 


Petitioner held to have proved priority, use in interstate commerce and continuous use, 
on facts of record, by uncontradicted testimony as to sales in interstate commerce and 
continuous use of mark since date of adoption and by documentary evidence as to first use 
thereof in intrastate commerce. 57 


In view of the various proceedings involving petitioner’s marks, and decisions calling 
petitioner’s attention to registrations thereof by others, held that petitioner was or should 
have been aware of numerous other registrations of “White House” including that of 
respondent. 241 


Since validity of opposer’s registration is immaterial in opposition, held that opposer’s 
reliance upon its registrations has no bearing upon question whether applicant is entitled to 
relief sought in counterclaims for cancellation. 

Counterclaims may not be entertained unless they are sufficient to constitute independent 
causes of action under the statute. 

Applicant for cancellation must show some special interest in subject matter of registra- 
tions under attack other than any which he might possess in common with other members of 
the general public. 343 


On facts of record, petitioner held to have failed to establish that it is damaged 
by the registration sought to be cancelled; and petitioner’s failure to bring this proceeding 
earlier despite knowledge of respondent’s registration is fatal to the right it might otherwise 
have had. 242 
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Motion to dismiss counterclaims for cancellation of registrations of “Coca-Cola” by sub- 
sequent user of “Mavis Cola” granted on following grounds: 

(1) Though applicant may be entitled to use the word “Cola,” as part of mark, it has no 
right to use “Coca” on product not containing coca derivatives and has no right to use com- 
bination term including either, which is colorable imitation of opposer’s mark ‘‘Coca-Cola.” 

(2) The alleged grounds for cancellation referred to under (f), (h), (j) and (k) held 
irrelevant. 

(3) Assignment and licenses involved held to warrant no interference that opposer has 
parted with its proprietary rights in its mark. 

(4) Alleged grounds for cancellation designed as foundation for charge of fraud or 
deception in connection with opposer’s use or registration of its mark held matters of public 
concern which cannot involve private right of action. 343 


d. Laches, Estoppel and Acquiescence 


On facts of record, respondent held to have failed to sustain defense of laches, where 
only showing was that respondent’s mark was registered for about seven years and nothing 
was submitted to indicate any knowledge of the registration on the part of petitioner. 468 


Respondent’s pleading of laches in its answer held adequate to advise petitioner and 
Examiner of defense relied on by respondent. 

Examiner’s action in referring to Patent Office record in proceeding between petitioner 
and third party as showing notice to petitioner of respondent’s registration, held proper. 241 


On facts of record, delay of slightly less than two years from date of registration to 
filing of petition for cancellation held not to constitute laches sufficient to defeat a proper 
claim for cancellation. 846 


§ 3. APPEALS 
a. To Commissioner 


While winning party may urge any matter of record, in his brief on appeal, Patent Office 
practice is to dismiss a cross-appeal of the winning party. 

Purported cross-appeal not accompanied by required fee held improper in form. 

Motion to dismiss cross-appeal denied, where case contains no proper cross appeal. 

Motion by successful opposer to extend limit of appeal denied because such appeal, even 
if proper in form, would be subject to dismissal. 1016 


While ex parte rejection of application may properly be considered on appeal in oppo- 
sition, held that, since all the facts have not been developed, it will not be done here, but 
Examiner of Trade-Marks should re-examine application in light of any facts herein brought 
out and any additional facts which he may discover when application again comes before 


him. 1109 
b. R. S. 4915 


When no new evidence is presented at trial of 4915 suit, trial court may view Patent 
Office findings as of “dominating importance ;” however, plaintiff (applicant) is not required 
to submit new matter in order to sustain suit under R. S. 4915. 

On facts of record, paragraphs 10 through 17 of complaint alleging manner in which 
Commissioner erred in failing to dismiss the opposition and in failing to cancel defendant’s 
(opposer’s) registration held not redundant, immaterial or impertinent and motion to strike 
these paragraphs denied. 686 
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Suit under R. S. 4915, by unsuccessful applicant and counterclaimant for cancellation 
against opposer, without joining Commissioner of Patents, held properly brought against 
opposer in its home district. 

Opposer held proper party defendant; section 21 of 1946 Act expressly states that Com- 
missioner is not a necessary party; motion to dismiss denied. 

Dismissal of prior 4915 suit, brought by plaintiff (applicant) against defendant (opposer) 
and Commissioner, in District of Columbia, held not res judicata. 686 


Only by filing proper application in Patent Office and proof of compliance with statute, 
can plaintiff in 4915 suit establish right to decree directing registration of trade-mark. 

There is no provision of law for allowance of amendments, deletions, or additions by 
Court in 4915 suit or for consideration of right to register other than upon application as 
filed in Patent Office and proof adduced before Court. 

On facts of record, held that an hiatus exists between description of goods in appli- 
cation as filed and plaintiff’s proofs as to goods upon which mark is now used; and therefore 
to decree that plaintiff is entitled to registration sought would be to decree a misdescription 
of the goods upon which mark is now used. 

On facts of record, plaintiff held to have failed to establish its compliance with provi- 
sions of trade-mark act. 820 


Suit under R. S. 4915 is a trial de novo at which every issue as to registrability of pro- 
posed mark is before Court for consideration and determination. 


Court is not limited to questions presented by notice of opposition and issues framed 


by parties, in suit under R.S. 4915, but may investigate registrability of plaintiff's mark gener- 
ally under the statute. 820 


Plaintiff (applicant) has burden of establishing compliance with the statute entitling it 
to registration. 820 


IV. UNFAIR COMPETITION 


1. TrapDE-Mark INFRINGEMENT AND UNFAIR COMPETITION 
A. Basis of Relief—General 


Wherever the natural and probable consequences of the use of his name by a newcomer 
have caused confusion of the public in differentiating the newcomer’s goods or establishment 
from the goods or business of an old established competitor, the newcomer has been required 
to take steps necessary to eliminate such confusion. 

Mere use of name which defendants had a right to use does not in and of itself constitute 
unfair competition. 

Defendants held not to have passed off its goods as plaintiff’s, nor practiced fraud on 
the purchasing public. 

Plaintiff held to have failed to sustain burden of proving confusion. 228 


Subject to proviso that public must not be misled by any device or representation, tend- 
ing to establish belief that defendants’ goods are plaintiff’s, and there being no question of 
infringement of trade-mark or copyright, since plaintiff’s costume jewelry designs are in the 
public domain, defendants are free to copy them. 56 


Although it is unnecessary to establish fraudulent intent, on facts of record, held that 
defendant chose corporate name with knowledge of plaintiff’s trade-mark and did so for 
purpose of taking advantage of plaintiff’s business reputation. 
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Mere possibility of deception and consequent injury to plaintiff’s good-will justifies equity 
court in granting injunctive relief. 836 


Owner of secret process has right not to have secret made public by theft, bribery or 
stealth, or by breach of confidential relation. 

To maintain monopoly, owner of secret process must have recourse to patent laws. 

Once secret process becomes public, provided disclosure is not obtained unlawfully, 
property rights in the secret come to an end. 

It is the employment of improper means to procure trade secrets, rather than mere 
copying or use, which is basis of liability. 

Person to whom secret process is lawfully disclosed in connection with license to use it, 
held not guilty of tortious act if he uses the process beyond scope of license. 982 


Where jurisdiction of federal court is based on diversity of citizenship and jurisdictional 
amount, infringement of plaintiff's common law trade-mark rights may be restrained. 120 


Jurisdictional requirement as to amount in controversy is satisfied if it appears anywhere 
in the record that jurisdictional amount is involved; and this amount is to be tested by value 
of property right of plaintiff represented usually by value of its good-will. 120 


New competitor has duty to so distinguish his product from those of his rival that neither 
its name nor its dress will probably deceive the public. 


Newcomer is not obligated to protect the negligent and inattentive purchaser from con- 
fusion resulting from indifference, and is not required to make the market foolproof. 520 


There is no complete list of activities constituting unfair competition. 

Doctrine of unfair competition developed to deal with business malpractices offensive to 
the ethics of society. 

Statement of cause of action in unfair competition depends more upon facts set forth 
and less upon technical requirements than most causes of action. 

Allegation of “palming off’ held not essential to cause of action for unfair competition. 

Doctrine of unfair competition has been extended to granting relief in cases where there 
was no fraud on the public but a misappropriation for the commercial advantage of one person 
of a benefit or “property right’ belonging to another. 

“Property rights” are rights which are recognized and protected by the courts by ex- 
cluding others therefrom. 

The creative element in intellectual productions has been protected. 

The right to exclusive use of one’s own name and reputation has long been recognized by 
the courts. 

The existence of actual competition between the parties held no longer a prerequisite to 
equitable relief. 

Interference with contractual relations will be enjoined by a court of equity. 1072 


Plaintiff held entitled to injunction restraining defendant from using the word “Jewel” in 
connection with any retail food or dairy product business in Chicago and its suburbs. 
Plaintiff held not entitled to damages or profits. 120 


In cases involving copying of non-functional features, showing of secondary meaning is 
required. 
Dismissal of complaint affirmed, where plaintiff alleged but failed to prove secondary 


meaning; and fact that defendant deliberately imitated decorative combination color scheme 
for toy held insufficient to justify injunctive relief because the law does not afford a remedy. 20 
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A non-fanciful word may be used by one business as its trade-mark, and as its trade name 
under circumstances where its unqualified use by another may constitute infringement or 
unfair trade. 


A distinctive mark or name will be broadly protected but words or names which have 
been applied to and used and registered as trade-marks for a large number and variety of 
products, will be protected only within the range of use on similar goods. 669 


In trade-mark infringement suit, plaintiff has burden of proving likelihood of confusion 
as to source. 

Fact that two trade names are similar, held not sufficient in itself to warrant equitable 
interference. 

Though whether the goods are similar is not the test, such evidence may be pertinent to 
ultimate question of whether there is likelihaood of confusion. 


Trial court’s finding that similarity of product did not exist and that plaintiff had failed 
to prove likelihood of confusion, held adequately supported by the record. 664 


Juvenile reader of comic books is not likely to be too discriminating when buying and 
hence is more apt to be deceived. 


Appearance of defendant’s cover held so similar to and suggestive of plaintiff’s magazine 
as to leave no doubt that there was a design to imitate. 704 


Trade-mark laws and the law of unfair competition are concerned not alone with pro- 
tection of property rights existing in individuals, but also with protection of public from fraud 
and deceit. 

Right of the public to be so protected transcends rights of individual trade-mark owner 
and is beyond his power to waive. 675 


New competitor is not held to the obligations of an insurer against all possible confusion 
to the degree of making the market “fool proof.” 1003 


In granting preliminary injunction, court must consider the equities, balance of con- 
venience and right of purchasing public to protection. 

It is clear that the sale of one manufacturer’s goods for those of another is unlawful. 

While it is well established that goods may be sold honestly under the brand name or 


trade-mark of the maker, if the goods are sold in their original form, defendants’ practice of 
disposing of plaintiff’s “seconds” as “firsts” is unlawful. ; 551 


It is well settled that if defendant’s use of name made it more difficult for plaintiff to go 
into related field, or if defendant’s reputation in the trade was bad and so damaged plaintiff’s 
reputation, plaintiff, first user, might compel defendant as later user to distinguish. 


No doctrine exists by which first user of specific name or description is given power to 
prevent its use by others. 219 


While there can be unfair competition without trade-mark infringement, there cannot 
be trade-mark infringement without acts which also amount to unfair competition. 431 


Doctrine of unfair competition does not extend to preventing defendant from selling or 
offering for sale garments of inferior workmanship. 

Public is entitled to be protected against any misrepresentation or overemphasis which 
leads to misunderstanding. 


Defendant’s advertisement of clothing made from plaintiff’s fabric held deliberate attempt 
by defendant, through overemphasis of plaintiff’s fabric trade-mark, to avail itself of good-will 
established by plaintiff and higher grade establishments which offer for sale garments made 
of “Forstmann” fabrics. 
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To extent that defendant’s advertisements give prominence to plaintiff’s label, though it 
js not subject of valid copyright registration, defendant held guilty of unfair competition which 
should be condemned. 433 


There is little if any distinction between principles applicable to infringement of trade- 
marks and trade names. 

Likelihood of confusion is test for determining whether actionable wrong is inflicted by 
defendant upon plaintiff through use of similar mark; proof of actual confusion is not required. 

Trade-mark infringement and unfair competition may exist despite dissimilarity of the 
fields and lack of market competition, if confusion as to source is likely. 308 


Defendant’s truthful use of plaintiff’s fabric trade-mark “Forstmann” in advertising 
clothing as made from plaintiff’s fabric, and on clothing as so made, held not infringement 
of technical trade-mark. 433 


Since defendant’s counterclaim is based on plaintiff’s unsuccessful attempt in 1938 to 
extend its mark to light machine oils, and this attempt was abandoned as early as 1940, and 
there is no evidence to indicate that it will ever be renewed, held that whether such extension 


may properly be made is an academic question requiring no determination at the present 
time. 426 


Defendant’s use of name “Columbia” in selling television sets held unfair competition with 
plaintiff which had established secondary meaning in radio and television field, despite 
absence of evidence of competition. 

While defendant’s intent is held immaterial, its whole conduct is held an attempt to 
deceive the public into believing that defendant’s television sets were made by plaintiff. 

Proof of monetary injury or actual confusion held not required to entitle plaintiff to 


injunction. 316 


There is no basis for injunctive relief against defendant for breach of confidential rela- 
tionship where plaintiff employed defendant to manufacture boxes for plaintiff’s customer, 
and to ship them to plaintiff’s customer. 

Idea of plastic box for cakes, originated by plaintiff and unprotected by patents, held not 
to give plaintiff monopoly upon such boxes. 

Defendant’s sales of plastic boxes made from other molds, after termination of contract 
with plaintiff, held not to constitute unfair competition in absence of evidence of passing off. 

Plaintiff’s employment of third party to copy defendant’s boxes, though admittedly 
unethical, held not to constitute unfair competition in absence of evidence of misrepresenta- 
tion by plaintiff. 409 


No man can have any right to represent his goods as those of another. 
Whether a false representation has been made is generally a question of fact. 


Evidence of record held clearly to support findings of no infringement and no unfair 
competition or violation of settlement agreement. 304 


In absence of contract, fraud, or estoppel, any man may use his own name in all legitimate 
ways, and as the whole or part of a corporate name; it is only when use is dishonest or 
fraudulent that court may interfere; courts will not act where the only confusion, if any, 
results from similarity of names and not from manner of use. 664 


Trade name will be protected even though the words are of a descriptive character, if 
they have acquired a distinctive meaning in the market place. 
Confusion of origin or sponsorship and not confusion of goods is the controlling factor. 


Knowingly adopting the same trade name as plaintiff should and must be considered 
fraud. 211 
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The test of confusion as to source is bottomed upon likelihood of confusion of the goods 
or business of the prior appropriator of a name or mark by a newcomer. 


Probability of consumer confusion through use of same or similar names varies with nature 
of the businesses. 


Good will of casualty and surety companies is not so closely tied to their names as that 
of commercial companies, because brokers and agents who deal with them are professional 
buyers sufficiently conversant with the facts not to be misled by mere similarity in names as 
the general public might be. 


Fact that clientele of business is limited does not defeat right to protection, but this has 
an important bearing upon likelihood of confusion. 


Proof of actual confusion is not a prerequisite to injunctive relief. 


If no likelihood of deception appears plaintiff cannot prevail even though absence of 
competition be treated as no objection. 955 


B. Scope of Relief—Particular Instances 


It does not follow from validity of plaintiff’s composite mark that plaintiff is entitled to 
appropriate exclusively the merely descriptive elements of its composite marks. 


Plaintiff held not entitled to prevent defendant from advertising its product by showing 
it in use by a person who would normally be expected to use it, provided defendant does not 
represent its product in such a way as to render it likely that confusion will result. 


Defendant’s advertising containing representation of an entire woman held sufficiently 
differentiated from plaintiff's mark and not to constitute trade-mark infringement or unfair 
competition; and a fortiori, if defendant can use the representation of an entire woman in 
its advertising it can use a representation of only a woman’s hand therein, without likelihood 
of confusion resulting. 784 


The word “Sunbeam” held not a fanciful term with little use in the English speaking 
world. 


On facts of record, judgment granting injunction to plaintiff restraining defendants from 
using the name “Sunbeam” in connection with their business affirmed, in so far as it pertains 
to use of “Sunbeam,” or a colorable substitute therefor, upon or in connection with household 
utensils, and as to the use of script suggestive of plaintiff’s script and to the use of the word 
“Master” in connection with the word “Sunbeam” in relation to the manufacture and sale of 
plaintiff’s appliances; and in all other particulars the judgment is reversed. 


Plaintiff’s use of “Sunbeam” on electrically operated household utensils held not to 
justify injunction against defendants’ use of “Made by Sunbeam Electrical Appliance Co., 
Los Angeles, California,” or similar wording in a catalog or on electrical fluorescent 
fixtures. 669 


Trial court, confronted with record indicating that defendants are engaging in deceptive 
acts or practices, held to have inherent power to frame decree in such manner as to protect 
public against continuation of such unlawful acts and practices, without regard to violation 
or non-violation of any rights of plaintiff. 


Modification of judgment by Court of Appeals does not accord to plaintiff the relief 
sought or amount to recognition of rights asserted by plaintiff ; modification directing defendants 
to inform public of defective condition of razors bearing plaintiff’s trade-mark is to protect 
public from fraud and deception and any benefit to plaintiff is only incidental to that 
purpose. 969 


Plaintiff prior user of mark and trade name in its territory held not entitled to enjoin 
defendant, second comer, in his own territory, where he adopted mark in good faith, without 
notice of plaintiff’s use of mark, and where plaintiff had. 313 
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Though plaintiff waived its trade-mark and fair trade rights, held that defendants should 
be prohibited from offering to the public admittedly defective razors, bearing plaintiff’s trade- 
mark, without indicating to prospective purchasers fact that the razors are equipped with 
defective pawl spring and are not backed by the one-year guarantee applicable to razors sold 
by plaintiff through its established dealers. 675 


Plaintiff held entitled to injunction restraining defendant, its officers, servants and agents 
from using any name or style similar to plaintiff’s name “Facts On File, Inc.,” or any imitation 
of such name. 

Thirty day stay granted. 836 


Plaintiffs held entitled to judgment declaring that defendant cannot prevent plaintiffs from 
using their mark “Sulfodene” in connection with the sale, offering for sale or advertising of 


plaintiffs’ medicinal preparation. 128 


Defendant restrained from using his surname “Steccone,” as trade-mark on squeegees; 
and from so using his name that reasonably attentive purchasers cannot readily distinguish 
between products of plaintiff and defendant. 

Defendant may make, advertise and sell squeegees as products of “Steccone Products 
Company,” or as his product, so long as name “Steccone,” used alone or in combination, 
is accompanied by sufficient explanatory material so as to clearly differentiate his goods 


from plaintiff's. 40 
Plaintiff held entitled to decree restraining defendant from all advertisements concerning 
sales of products made of “Forstmann’s” woolens which give prominent position and emphasis 
to such name or label, and from attaching tags or labels bearing any combination of words 
which would lead customer to believe that garments were manufactured by plaintiff. 
Defendant enjoined from deliberately misrepresenting facts by selling garments bearing tags 
marked “Mfd. by Forstmann Woolen Co.,” and from using any substantially equivalent legend. 


Accounting of profits denied since it does not appear that damage to plaintiff, if any, 
433 


is measurable. 


Since plaintiff’s trade name “Columbia” is well known, has acquired secondary meaning 
identifying plaintiff, and is synonymous with radio and television, second comer attempting 
to use the name should be required at least to distinguish clearly between its goods and 
articles manufactured, or in reasonable contemplation of manufacture by plaintiff. 


Plaintiff held entitled to judgment against defendant for all relief demanded in com- 


plaint. 316 


Since plaintiff’s trade territory is limited to all or parts of States of Missouri, Kansas, 
Nebraska, Iowa, Minnesota, Michigan, Illinois, Oklahoma, Arkansas, and Texas, held it would 
not be proper to render decree enjoining defendant from carrying on its business or from 
advertising as it may desire in territory not now used by plaintiff, and that injunctive decree 
will be limited to above-named States. 236 


Defendants held to have infringed plaintiff’s trade-mark “Sunbeam” by using it on elec- 
trical lamps, and to have competed unfairly with plaintiff by using “Sunbeam” in their 
corporate and firm names in selling electrical products. 

Plaintiff held entitled to injunction restraining defendants’ use of “Sunbeam” in con- 
junction with their products. 308 


In unfair competition cases, decree for damages or profits does not necessarily follow 
injunction. 

Where plaintiffs obtained decree enjoining use of slogan and referring matter to an 
auditor to determine what, if any, damages have been sustained, held that plaintiffs were 
confined to recovery of actual monetary loss sustained by diversion of customers who were 
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deceived by the slogan into believing that they were dealing with plaintiffs rather than 
defendants. 

On facts of record, plaintiffs held to have failed to sustain burden of proving any actual 
damages and Chancellor’s order denying damages affirmed. 585 


Winning plaintiff held not entitled to monetary award of damages, or an accounting of 
profits, as a matter of course, in every case. 


In absence of proof of palming off or fraud, except in knowingly adopting the same trade 
name as plaintiff, held that injunction against use of name without allowance of accounting 
satisfies equities of case. 211 


Plaintiff held entitled to injunction restraining defendant from using the name “New 
York Diesel Heating Corp.” where defendant’s name was confusingly similar to plaintiff’s, and 
on facts of record it appears that defendant chose the name to obtain benefit of plaintiff’s adver- 
tising and reputation, and defendant will not be harmed if compelled to use another name. 240 


In addition to damages for breach of contract, plaintiff held entitled to injunction restrain- 
ing defendants from committing any acts constituting unfair competition with plaintiff’s busi- 
ness, or with plaintiff in sale by plaintiff of its product under the name “Dad’s” in the franchise 
areas. 

Plaintiff held not entitled to injunction against defendants for trade-mark infringement; 
and no accounting of profits awarded. 562 


Declaratory relief held unwarranted, since there has been no trade-mark infringement or 
unfair competition by either party. 1003 


Defendant restrained from using “Loraine” on its goods and in its corporate name. 
g' rp 


Defendant required to destroy, within thirty days of date of final decree, all labels, marks, 
boxes, letterheads and advertising containing the infringing word, “Loraine.” 

Upon facts of record, accounting denied. 

Complainant held entitled to costs. 124 


Defendants’ offering to the public recordings of Metropolitan Opera’s broadcast per- 
formances without any payment to Metropolitan and without any cost comparable to that 
incurred by Columbia Records held to constitute unfair competition with plaintiffs for which 
money damages would furnish no adequate remedy. 1072 


Plaintiff held entitled to injunction restraining defendant’s use of trade name “Con- 
sumers,” in fuel oil business, in Chicago and vicinity, unless (a) distinctive name, not includ- 
ing word “Consumers” is used in juxtaposition to words “Fuel Oil” in advertising; (b) the 
word “Consumers” be used only as part of defendant’s corporate name, in any such adver- 
tising, and in no larger letters than those in the word “Company” and such corporate name 
be arranged so as to form no part of trade name; and (c) defendant’s advertising and sales 
material used in fuel oil business shall be different from any, to defendant’s knowledge, here- 
tofore used by plaintiff. 

Defendant restrained from representing that it is in any way connected with plaintiff 
or its business. 

Defendant required to exercise care and caution to avoid confusion between it and plain- 
tiff and to comply with injunction as rapidly as reasonably possible. 

Costs to be taxed one-half to each of the parties. 1069 


C. Scope of Protection 


While the validity of plaintiff's trade-mark in its entirety is not seriously questioned, it 
does not follow that plaintiff may dissect its mark and claim monopoly on multi-colored 
striped background, which is held functional and descriptive. 
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On facts of record, plaintiff held to have failed to establish either trade-mark infringe- 
ment under 1946 Act or unfair competition by defendant in its use of multi-colored stripes 
which are functional and descriptive on candy package. 520 


A trade-mark is a symbol of good will, and the law of trade-marks is but a part of the 
law of unfair competition. 

Underlying principle of unfair trade practice cases is that one manufacturer or vendor 
may not palm off his merchandise as that of another, nor sell the products of another as his own. 

One who attempts to “take a free ride” and profit by good will built up by another is 
subject to equitable restriction. ‘ 

Person terminating license contract relationship and continuing in same business owes 
greater duty to distinguish than a stranger; and such licensee is under duty to make sincere 
efforts to make known the termination of the previous relationship and to avoid any possibility 
of confusion. 

In trade-mark infringement and unfair competition cases, each case must be decided on 
its own facts. 

On facts of record, defendants held to have failed to measure up to duty to distinguish 
and by positive and negative acts allowed impression of former association to continue. 562 


2. UNnrFatr CoMPETITION 
A. Unfair Use of Trade Name 
1. SECONDARY MEANING 


The word “Jewel” held to have acquired secondary meaning identifying plaintiff’s retail 
grocery business in Chicago and its suburbs. 

Defendant’s use of “Jewel” in connection with similar business, held to have resulted in 
confusion entitling plaintiff to relief. 120 


Plaintiff having burden of establishing secondary meaning in the mark “Emerson,” held to 
have failed to sustain that burden. 

The word “Emerson” having acquired no secondary meaning as designating plaintiff’s 
product, its rights are not enlarged by Mass. G. L. (Ter. Ed.) c. 110, § 7A. 228 


The word “Columbia” held capable of acquiring secondary meaning; and claims that 
it is descriptive, geographical or generic held without force under circumstances of this case. 
Plaintiff held to have established that its trade name “Columbia” has acquired secondary 
meaning identifying plaintiff in field of radio and television. 316 


The words “American” and “Auto” are not unique, either individually or in combination, 
and are held common in the field and not to have acquired a secondary meaning identifying 
plaintiff’s insurance business. 955 


Greater protection is afforded fanciful trade names than those in common use. 

Where a generic word is widely used in many diverse businesses, use by another may not 
be prohibited, even in closely related fields, unless such use will indicate a common origin 
or endanger the business reputation of the prior user. 955 


Generic terms and words descriptive of place are publici juris and not subject to exclusive 
appropriation. 

Where such words are so used in connection with goods or businesses that the public 
comes to associate them with a particular trader, they take on a secondary meaning which 
will be protected against another’s deceptive use thereof. 

Likelihood of confusion as to source is the basis for injunctive relief; this test is carried 
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into Trade-Mark Act of 1946. Trend of decisions places less emphasis upon competition and 
more on confusion. 955 


On facts of record, the word “Desco,” alone or in combination, held to have acquired 
secondary meaning signifying plaintiff’s product. 

Plaintiffs mark “Desco” held not of a nature entitled to broad protection; nor to preclude 
others from adopting marks ending in “co.” 36 


“(UE)” and “UE” held to have acquired secondary meaning identifying unincorporated 
association represented in suit by plaintiff. 

Generic words “electrical, radio and machine workers” held not to have acquired sec- 
ondary meaning. 131 


Secondary meaning must be proved by fair preponderance of evidence. 

Secondary meaning may be established by a showing of long use, extensive advertising 
and large sales; direct evidence of meaning of trade name or trade-mark in public mind js 
not essential. 

On facts of record, plaintiff held to have established that it had a secondary meaning jn 
Kansas City in 1933 and to have failed to establish such secondary meaning in St. Louis at 
that time. 573 


No one can appropriate as a trade-mark a generic name or descriptive word in the absence 
of secondary meaning. 

Elements to be considered in determining whether mark has acquired secondary meaning 
identifying source generally include length of use, nature and extent of advertising, and 
efforts used to create connection in public mind between mark and particular source of goods. 

Mark need not acquire secondary meaning everywhere in order to be entitled to 
protection. 120 


2. DEFENSES 


On facts of record, findings of trial court overruling the affirmative defenses of laches, 
acquiescence, estoppel and abandonment sustained. 911 


Practice of competing magazines to use similar words in titles held no reason for with- 
holding appropriate relief when an unfair use is shown. 704 


Where third, fourth, fifth, sixth and seventh paragraphs of answer and third defense 
couple denial with affirmative allegations to the effect that defendant’s garments were made 
from plaintiff’s fabrics and truthfully labeled, motions to strike and to dismiss denied, as these 
allegations may, if proved, constitute complete defense to trade-mark infringement and unfair 
competition claims. 

Motion to strike and dismiss second affirmative defense granted on ground that it con- 
stitutes a vague catch-all denying that anything defendant has done, is doing, or proposes to 
do is in violation of any of plaintiff’s “‘valid” rights. 

Allegations as to defendant’s reputation held immaterial. 

Good reputation of an infringer is not a defense in an infringement action, nor a material 
allegation in its counterclaim; and since presence of these allegations might be prejudicial to 
plaintiff, they should be stricken. 830 


Allegations which taken together constitute claim that plaintiff is violating the anti-trust 
laws in certain respects but not that it is using its trade-mark to do so, held insufficient as a 
defense in trade-mark infringement case. 830 


While settlement agreement, terminating prior litigation between plaintiff and one of the 
defendants, provided that defendants’ products should not be sold in containers bearing the 
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words “Distributed by Lenel-New-York—Chicago-Contents 4 fluid ozs.,” complaint as to de- 
fendants’ continued use of the words held not well taken since the law requires such informa- 
tion to be supplied to the public. 


Under Illinois cases which govern, fraud in the inducement must be based upon a mis- 
representation of fact and cannot rest on false promises to do an act in the future, even though 
accompanied by intent not to perform. 675 


District Court’s construction of broad language of consent letter as waiver and abandon- 
ment of all plaintiff’s trade-mark and fair trade rights with respect to the goods involved, 
held justified. 

Although plaintiff’s letter operated to waive all of its rights with respect to the goods in 
question, held that it could not have had the effect of waiving the public’s right to be safe- 
guarded against fraud and deception. 675 


B. Trade Secrets 


On facts of record, contract clause to the effect that molds for box remain plaintiff's 
property, held to carry with it an inference that defendant was under obligation to keep 
secret the fact that it was manufacturing plastic boxes for shipment to plaintiff’s customer. 

Secret consisting of nothing more than that plastic box, as container for fruit cakes, was 
being made for the first time for plaintiff's customer, was disclosed when defendant manu- 
facturer began shipments to plaintiff’s customer; and thereafter boxes became articles of 
merchandise subject to examination by all. 409 


C. Design Patents 


Controlling factors in determining validity of design patent are whether the design in 
question has “aesthetic skill,” whether “the completed whole rises above the commonplace,” 
and whether the conception of the design required “some exceptional talent beyond the range of 
the ordinary designer familiar with the prior art.” 

On facts of record, including commercial success, design of plaintiff’s “Grande Baroque” 
pattern, composed of elements each old in the art, when appraised against background of prior 
art, held unique, outside scope of prior art, and to have required for its development a degree 
of skill beyond range of ordinary designer. 

Plaintiff’s design patent covering flatware design of “Grande Baroque” pattern held 
valid. 692 


The law does not require plaintiff to show servile imitation in order to make out case of 


infringement. 

If in the eye of an ordinary observer, giving such attention as a purchaser usually gives, 
two designs are substantially the same, if the resemblance is such as to deceive such a 
purchaser, inducing him to purchase one supposing it to be the other, the first one patented 
is infringed by the other. 

In determining question of design patent infringement, the test is to be applied to the 
design as a whole. 

Significant evidence of actual confusion in record lends support to circumstantial evidence 
of likelihood of confusion. 

Defendant’s design held an infringement of plaintiff's design patent. 692 


D. Advertising Ideas 


Upon facts of record, held that no express contract for exploitation of advertising idea 
was ever concluded between the parties. 
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In order for plaintiffs to succeed on theory of impiled contract, it is settled that idea 
must have been new and novel at time of its communication to defendants; upon plaintiffs’ 
failure to protect idea by contract and voluntary communication thereof to defendants it 
became common property. 30 


E. Trade Libel 


Letter described in supplemental complaint, disparaging product but not defaming plain- 
tiff, held to involve only trade libel and not a personal libel. 


Allegations and proof of special damage held necessary to sustain charge of trade libel. 


Broad general allegation that plaintiff had lost sales and had been injured in its credit 
and reputation, held insufficient, under rule requiring proof of special damage, to establish 
disparagement of title. 


Advance Music Corp. v. American Tobacco Co., 296 N. Y. 79, distinguished. 


In unfair competition suit based on diversity of citizenship, New York law held binding 
on federal court. 516 


F. Imitating Dress of Goods 


On facts of record, combination of shape and color of plaintiff’s drug tablets held never to 
have been used by any other manufacturer of pharmaceutical products and to be the means 
by which plaintiff’s tablets are recognized by the trade and public. 


Where defendants, with knowledge of shape and colors used by plaintiff, deliberately 
imitated the plaintiff’s tablets and used publicity material suggesting possibility of substitu- 
tion, and druggists palmed off defendants’ products in filling prescriptions calling for plain- 
tiff’s tablets, held that fact that defendants practiced no deception in dealing with the trade 
is immaterial. 

One who induces another to commit a fraud and furnishes the means of consummating it 
is equally guilty and liable for the injury. 547 


3. Suits For Unrair CompPETITION 
A. Pleading and Practice 


Complaint alleging publication, in bad faith, of known falsehoods concerning plaintiff's 
product, with purpose of taking away business and of intentionally inflicting damage, resulting 
in damage in the sum of $1,000,000.00 to plaintiff, held fatally defective for failure to plead 
special damages and dismissed with leave to serve amended complaint. 237 


Plaintiff held entitled to prove under its general allegation, damage from diversion of its 
customers to the New Jersey “‘agencies” to whom defendant furnished “demonstrators.” 


It will be deemable upon a trial to take a special verdict stating separately plaintiff’s loss 
arising from competition of New Jersey “agencies” and the losses, if any, arising from com- 
petition of New York “agencies.” 26 


B. Evidence 


On facts of record, including weakness of plaintiff’s mark evidence of pollers and expert 
testimony as to likelihood of confusion disregarded. 669 
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vy. STATE STATUTES 
1. CALIFORNIA 


There is a clear difference between the right to use a trade-mark and the statutory right 
to register it. 

Judgment of federal district court of California in suit between the parties is res judicata 
as to appellant’s right to use its trade-mark, but is not res judicata on this appeal. 804 


2. ILLINOIS 


Illinois law held not to bar plaintiff, advertising on a national scale and doing mail order 
business in all parts of the United States, from securing injunctive relief against defendant’s 
pirating its name and business. 

Plaintiff held not required to have license to do business in Illinois, since plaintiff has 
no headquarters or offices in Illinois and conducts its business there by mail. 211 


3. MASSACHUSETTS 


On facts of record, in absence of any evidence of confusion, preliminary injunction denied 
where differences between the marks are so obvious that it would be highly unlikely that any 
retailer or customer could be confused, and where construction of Massachusetts statute is so 
uncertain that view of any single judge may be in error, and where even if hearing were on 
final injunction and Court had determined that plaintiff were entitled to relief under the 
statute, it would suspend enforcement of the injunction pending an appeal. 37 


4. MINNESOTA 


Minnesota statute prohibiting use of words “Army,” “Navy” and other words which are 
officially used to designate the government or various agencies and activities of the United 
States government, as the name or designation, or as part of the name or designation of any 
business selling or offering for sale any commodity, held reasonable exercise of police power 
of state and not to violate the Fourteenth Amendment. 

Plaintiff corporations having been organized subsequent to enactment of statute, there is 
no basis for claim by them that the statute is invalid on the ground that it impairs contract 
obligations. 450 


5. New York 


Registration of petitioner’s mark under New York State Law held entirely without evi- 
dentiary value. 143 


VI. COURTS—PLEADING AND PRACTICE 


1. JuRISDICTION 


Opposition proceeding pending between parties will determine only question of registra- 
tion and will not adjudicate question as to plaintiff’s common law rights to use of marks, or, 
as far as appears of record, the validity of defendants’ registrations. 

Since relief which may be granted in Patent Office cannot be adequate substitute for relief 
plaintiff seeks here, Court denies motion, addressed to its discretion, to decline jurisdiction 
of this suit. 

Whether suit should be stayed until opposition proceeding is completed is not presented 
for determination on this motion. 442 
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Lanham Act held to confer, upon federal district courts, original jurisdiction of unfair 
competition suits between citizens of same state, though no substantial and related claim under 
the copyright, patent or trade-mark laws is joined therewith, provided the unfair competition 
affects interstate commerce. 

For unfair competition, under Lanham Act, any citizen or resident may invoke, in federal 
court, whatever remedies would be available if infringement of a registered trade-mark were 
charged. 

Jurisdiction over repression of unfair competition, granted by Lanham Act to federal 
courts, held reaffirmed and not withdrawn by revision of Judicial Code (28 U. S. C. 1337). 

Purpose of revised Judicial Code (28 U. S. C. 1338) is to extend federal jurisdiction 
to the furthest possible extent. 

Protection against unfair competition given by Lanham Act is limited, as in case of 
remedies for trade-mark infringement, to the area of constitutional competence of Congress, 
viz: “commerce which may lawfully be regulated by Congress.” 

Fact that action arises under laws of United States must be disclosed upon face of 
complaint. 960 


On facts of record, amount in controversy held to exceed jurisdictional requirement. 


Case at bar held a class suit in which citizenship of the representatives only is relevant 
in determining question of diversity. 


Suit between representatives of unions to determine who is entitled to use of names or 
numbers of the locals held not a “labor dispute” within meaning and contemplation of the 
statute and Norris-La Guardia Act held inapplicable. 827 


Federal jurisdiction over trade-mark infringement and unfair competition causes of action, 
held clearly established. 113 


Statutory jurisdiction of Court of Customs and Patent Appeals is limited to review of 
evidence produced before Commissioner of Patents and its review must be confined to points 
set forth in reasons of appeal. 804 


Federal court clearly has jurisdiction of suit between citizens of different states under 
R. S. 4915 for cancellation of trade-mark registration. 426 


Federal court having acquired jurisdiction in case where claim of unfair competition is 
joined with substantial and related claim under federal trade-mark laws, held entitled to 
retain jurisdiction though it finds only remedy to which plaintiff is entitled is against unfair 
competition. 308 


Federal court has jurisdiction over cause of action for unfair competition, in suit between 
citizens of different states involving the requisite jurisdictional amount. 228 


Motion of appellee, as to whom 4915 suit was dismissed on jurisdictional grounds, for 
remand of case to District Court with leave to appellee to appear and answer, granted, pro- 
vided appellee enters general appearance within ten days after issuance of mandate and files 
an answer, and the Commissioner of Patents intervenes in accordance with section 21 of 


1946 Act. 
Costs of appeal awarded to appellant. 112 


Jurisdiction of Federal District Court for District of Columbia, in actions against the 
United States for breach of contract is limited to claims involving not more than $10,000. 

Court of Claims alone has jurisdiction over actions against United States for breach of 
contract involving amounts in excess of $10,000. 982 


On facts of record, the alleged dilution of plaintiff’s trade-mark rights held to exceed 
$3,000 exclusive of interests and costs. 36 
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Defendant’s allegations, in Patent Office opposition to plaintiff’s application, charging 
infringement of defendant’s trade-marks held to constitute an “actual controversy,” within 
meaning of federal declaratory judgment statute. 128 


Value of plaintiff’s alleged right to use its trade-mark and trade name in St. Louis area 
held to exceed required jurisdictional amount. 573 
Federal courts have jurisdiction over unfair competition case, between citizens of same 
state, where claim of unfair competition is joined with substantial and related claim under 
federal trade-mark statutes. 40 


Plaintiff's 1905 Act registration of mark secured to plaintiff only the right to sue in 
federal court without diversity of citizenship. 431 


Supplemental complaint held to fail for lack of jurisdiction, so far as it related to 
defendant Personna Blade Co., Inc., because of lack of diversity of citizenship between plain- 


tiff and that defendant. 516 


2. PLEADINGS 


Infringement of federally registered trade-mark requires allegation that transactions com- 
plained of occurred in interstate commerce. 120 


Defendant’s motion for stay of federal court suit granted, where prior action pending in 
state court between same parties based on same alleged trade-mark infringement and unfair 


competition. 
Defendant should not be harrassed and vexed with two actions pending in two separate 
courts over substantially the same subject matter. 235 


Rule 7(a) of Federal Rules of Civil Procedure held not to require answer or reply to 


affirmative defenses such as estoppel, laches, abandonment and acquiescence, in absence of 


order by trial court. 211 


Stipulation between the parties to abide by decision in federal court suit instituted after 
appeal was perfected herein and subsequent to the time when appellee could have elected 
further proceedings under R. S. 4915, held not binding upon Patent Office or Court of Customs 


and Patent Appeals. 804 


Plaintiff held entitled to examine defendants before defendants examine plaintiff; and 
defendants directed to produce at such examination documents specified in notice already 
served by plaintiff. 

Defendants’ examination of plaintiff deferred until after completion of plaintiff's examina- 
tion of defendants; and plaintiff likewise directed to produce at such examination documents 
specified in notice already served by defendants. 52 


On facts of record, held that no genuine issue exists as to material facts, that there is no 
factual dispute as to condition of goods or as to defendant’s reliance upon plaintiff’s letter of 
consent agreeing not to assert rights or claims contrary to rights of pledgee; and granting of 
defendant’s motion for summary judgment was not improper. 675 


Respondent as successful party before Examiner could not have appealed from favorable 
decision. 

Jurisdictional requirements held satisfied by proper filing in Patent Office of notices of 
appeal with proper fees, within the limit of appeal set by Examiner in opposition and cancella- 
tion proceedings; and slight delay in making actual service upon adverse party until after the 
time so limited held an informality which has now been corrected. 


Upon facts of record, motion to dismiss appeals denied. 708 
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Unless the balance is strongly in favor of defendant, plaintiff's choice of form should 
rarely be disturbed. 

On facts of record, defendant held to have failed to sustain burden of establishing strong 
balance in its favor necessary to support motion for change of venue. 1000 


Under federal court practice, as general rule, pleadings need not be verified. 107 


Whether court should stay proceedings before it is question going to exercise of discretion 
in application of inherent power. 


Party first bringing controversy into court of competent jurisdiction should be free from 
subsequent litigation over same subject matter and courts should not be called upon to dupli- 
cate each other’s work. 


On facts of record, motion for stay of subsequent trade-mark infringement and unfair 
competition suit granted where prior declaratory judgment suit in state court between same 
parties involving substantially similar issues may adjudicate all issue raised here. 1000 


Motion for summary judgment granted, in suit for damages for use of advertising idea, 
where there was voluntary communication, in absence of express contract, and allegation of 
complaint, that plaintiffs submitted idea to defendants on understanding that if defendants 
should use any part of it, defendants would pay reasonable value thereof, is negatived by 
plaintiffs’ testimony. 30 


On facts of record, assertion by plaintiffs of single cause of action and joinder of the 
parties held not only proper but desirable. 30 


Defendants’ admissions, though for limited purposes of their motion for summary judg- 
ment, held still binding on them where trial court granted motion and Court of Appeals did 
not reverse but affirmed with modification on basis of the admitted facts. 969 


3. EvmDENCE 


Court takes judicial notice of widespread use of prefixes such as “Aluma” and “Alumi” 
in terms as indicating or suggesting the presence of aluminum. 804 


On facts of record, defendant held to have added nothing to allegations and denials of — 


verified pleadings by its affidavit. 


Result of private search for prior registrations held inadmissible in form in which 
presented. 107 


General practice of affixing piece of leather extended from base of handle on luggage 
held so well known as to be a matter of common knowledge. 


Usage of straps shown in certain advertisements of record may properly be considered. 1020 
Fact that idea of sponsored advertising, using prominent Negro athletes was not new or 


novel, at time plaintiffs communicated it to defendants, held so well known that court can 
take judicial notice of it. 30 


4. Finpincs 


Under Rule 52(a) of Federal Rules of Civil Procedure, findings of fact made by district 
court should not be disturbed unless clearly erroneous. 304 


It is unnecessary on motion to dismiss to determine whether issues in opposition pro- 
ceeding pending between the parties in the Patent Office are sufficient to establish a 
justiciable controversy. 


The mere threat of suit against plaintiff is sufficient to warrant finding that a justiciable 
controversy exists. 442 
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5. Motion PractTIcE 


Plaintiff's motion to transfer suit from Northern to Southern District denied, where plain- 
tiff Automatic brought trade-mark infringement suit against Easy in Northern District, and 
plaintiff Automatic having intervened in patent infringement and unfair competition suit 
brought by Easy against Macy in Southern District seeks to have its Northern District suit 
transferred and tried concurrently with the pending Southern District suit. 

Motion to transfer involves discretion of the court; and on facts of record held that con- 
venience of neither witnesses nor parties would be served by granting motion, and elimination 
of one trial would not be accomplished. 

Plaintiff's choice of venue in the Northern District should not be lightly changed, espe- 
cially over defendant’s objection. 683 


Courts are liberal in allowing amendments after issue joined, but decision in each case 
must rest on its own facts. 

Since the allowance of amendment is discretionary, cases cited by both parties become 
merely advisory. 

Timeliness of motion to amend depends on facts. Time of itself held not important. 

Where it appears that new defense offered by amendment would afford complete defense 
to plaintiff’s charges, justice requires that defendant be given opportunity to present such 
defense unless amendment will prejudice plaintiff in some way other than by stating good 
defense. 

On facts of record, leave to amend answer granted on condition that defendant stipulate 
that fact admitted in original answer is true, and that reasonable costs of taking new depositions, 
if required, of witnesses formerly examined be paid by defendant. 444 


Denial of plaintiff’s motion for judgment on‘ the pleadings affirmed without prejudice to 
plaintiff’s right to re-apply in modified form as to (1) and (2), where plaintiff, prior user of 
“International Forwarding Co.,” prayed for injunction: (1) enjoining defendant from using 
“International Forwarding Service” and the word “International” in any manner in combina- 
tion with the word “Forwarding” or “Service” as part of trade name; (2) enjoining defendant 
from thus using these words in soliciting, procuring, or transacting business; and (3) that 
defendant be enjoined from using words, actions, conduct, silence or actions in a manner 
calculated to deceive the public and plaintiff’s customers into believing that they are doing 
business with plaintiff, or into believing that defendant’s salesmen, agents, etc., are employed 
by or acting for plaintiff. 

While there is no issue of fact that the use of the names and words covered by (1) and 
(2) of the prayer was wrongful, and that plaintiff was entitled to injunctive relief, held that 
the broad relief asked for under (3), in view of defendant’s denials, presents issues of fact 
and should not be granted on the pleadings. 306 

Pleadings of record held to present a number of genuine issues of material facts. 

Moving party has burden of proof to establish non-existence of genuine issue of fact to 
be tried. 

Failure of adverse party to serve affidavits in answer to motion held not controlling, since 
Rule 56(c) contemplates that answering affidavits will not be used in every case. 

Summary judgment under Rule 56 should be cautiously invoked; and disputes as to trade- 
mark validity and infringement can rarely be determined satisfactorily on motion for summary 
judgment. 

On showing made, District Court held not justified in granting summary judgment dis- 


missing complaint on basis of side-by-side comparison. 107 


In absence of some prejudice to the opposing party, the Federal Rules of Civil Procedure 
do not contemplate correction of inartistic pleadings by motion to strike. 
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Allegations which under some contingency may raise relevant issues will not be stricken, 


Motion to strike does not raise the issue of whether a defense must be pleaded affirma- 
tively or may be proven under general denial. 

On facts of record, redundancy involved in third defense held harmless and motion to 
strike and dismiss the third separate defense denied. 


Under federal rules, a pleading should not be dismissed unless it appears to a certainty 
that pleader is entitled to no relief under any state of facts which could be proved in support 
of the claim. 830 


Counterclaim held not to state a claim upon which relief can be granted since it is not 
alleged that plaintiff’s statements to customers of defendant Judson were false and the 
practices alleged do not tend unlawfully to destroy competition or to create monopoly; specific 
overt acts as well as some specific injury to defendant’s business or property must be pleaded. 


Defendants Davis and Judson required to make counterclaims more definite and certain 
by stating the time, place, and the person who made certain allegedly false statements which 
may be slanderous per se, depending upon law of place of utterance. 


Motion to strike first defense, alleging that complaint fails to state cause of action against 
two defendants, granted since Court has already upheld sufficiency of complaint and that 
defense may be raised at the trial. 52 


On appeal from summary judgment dismissing complaint, Court of Appeals is only called 
upon to ascertain whether any genuine issue of material fact exists. 107 


On facts of record, motion to dismiss first two causes of action for lack of jurisdiction 
and for failure to state a claim upon which relief can be granted must be denied. 442 


Motion to strike third cause of action for failure to state a claim granted, where asserted 
violation of Federal Anti-Trust Laws is based solely upon defendants’ registration of their 
marks and their claim of exclusive rights therein. 


Specific overt acts must be pleaded as well as some specific injury to plaintiff's 
property. 442 


Appeal held to lie from dismissal of supplemental complaint alleging trade libel in trade- 
mark and patent infringement suit because court below held, under Rule 54(b), that there 
was no reason for delay in entering final judgment on supplemental complaint, and entered 
judgment accordingly. 516 


6. PRELIMINARY INJUNCTION 


On facts of record, defendant's advertising of plaintiff’s fabric trade-mark, in connection 
with clothing made from plaintiff’s fabric, held misleading and, in view of overemphasis, a 
clear violation of preliminary injunction herein. 433 


State courts have jurisdiction to enjoin unfair competition even though facts be such that 
acts constituting unfair competition may also constitute trade-mark infringement. 

On facts of record, held that preliminary injunction motion should be denied and question 
as to whether or not there is unfair competition as distinguished from trade-mark infringe- 
ment should be decided upon a trial. 239 


Defendants restrained until final determination of this suit from making, advertising, 
offering for sale, delivering or selling amphetamine sulphate and dextro-amphctamine sul- 
phate in tablets having the combination of shape and colors of plaintiff's products or in any 
other shape and colors so closely resembling the combination of shape and colors of plain- 
tiff’s products as to be likely to enable druggists to palm off defendants’ products as plaintiff's 
products. 
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If defendants desire to continue marketing their goods in any other shape or colors, 
they may do so but only after application to this court, at which time distinctive features 
which defendants will be required to use will be determined. 

Plaintiff’s motion for preliminary injunction granted. 547 


Plaintiff’s motion for preliminary injunction granted with respect to requests designated 
“.” through “d,” “f” and “g.” 

As to requests “e” and “h,” which are denied, plaintiff granted leave to renew application 
for injunction to cover these requests if it should become necessary by reason of defendants’ 
manner of doing business in the future. 551 


While preliminary injunction is drastic remedy and its issuance rests in Court’s discretion, 
it is not necessary for party seeking injunction pendente lite to prove a case which will entitle 
it to decree after trial. 

It is sufficient that plaintiff here has shown, by convincing proof, what appear to be 
serious abuses. 

Court should not decide doubtful questions of law and disputed questions of fact on 


affidavits. 551 


Plaintiffs held entitled to preliminary injunction restraining defendant Pompez from inter- 
fering with contracts between plaintiffs and baseball players, alleged to be outstanding negro 
players in major league baseball, for post season barnstorming tour. 1008 


Plaintiffs held entitled to preliminary injunction restraining defendant baseball players 
from appearing in post season exhibition games for any other employer, in violation of their 
contract with plaintiffs. 1008 


Motion for preliminary injunction denied where, on facts of record, plaintiff held not to 
have clearly established right to exclusive use of registered mark in question nor that irrep- 
arable injury will result from denial of preliminary injunction. 

Granting of preliminary injunction is an exercise of far-reaching power to be indulged 
in only in cases clearly demanding it. 431 


Injunction pendente lite will not be granted unless denial will work irreparable injury to 
plaintiff; and in order to obtain such remedy, plaintiff must clearly establish right to the 
relief. 

Where substantial dispute exists as to facts underlying plaintiff’s claim, preliminary injunc- 
tion should be denied. 134 


On facts of record, held that there is no proof, such as preliminary injunction demands, 
that any confusion has occurred, that plaintiff will wish to enter related field in which 
defendant operates, or that there will be any possible damage to plaintiff’s reputation. 219 


On facts of record, plaintiff held to have failed to sustain burden of establishing irreparable 
injury and its undisputed right to preliminary injunction. 134 


Plaintiffs held entitled to preliminary injunction restraining defendants from recording, 
advertising or distributing musical performances of Metropolitan Opera broadcasts over the 
air, and from using the name “Metropolitan Opera” or any similar name which is calculated 
to mislead the public into believing that records sold by defendants are made or sold under 
the control or supervision or with the consent of plaintiffs. 1072 

Defendant restrained, pending further order of the Court, from using plaintiff’s name 
“United Electrical, Radio and Machine Workers of America,” the designations “(UE)” and 
“UE-CIO,” and insignia, union labels, and other identification devices now used by 
plaintiff. 131 


On facts of record, held it is no mere chance that each local organized by IUE has borne 
same number as the UE local functioning in same area or plant; defendants’ contention, that 
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granting injunction would do greater injury to defendants than denying it would do to plain- 
tiff’s, rejected; and held that under these circumstances equity will intervene. 

Plaintiffs held entitled to preliminary injunction restraining defendants from designating 
any new locals they may hereafter charter, by the same numbers as the UE locals then jn 
existence in the same plant or area. 827 


7. CONTEMPT PROCEEDINGS 


Defendants’ advertisements published prior to service of judgment cannot be the subject 
of motion to punish defendants for contempt. 

Defendants’ advertisement inviting the public to call upon “Lapidus Bros., the Ideal 
Kosher caterers for joyous occasions at the Hotel Genadeen, 271 B. 19th St., Far Rockaway 
7-2727,” held not to violate injunction against “using the name ‘Genadeen’ in any fashion or 
together with any other words in conjunction with the operation of the catering business, 
whether within or without the hotel premises located at No. 271 Beach 19th Street, Far Rock- 
away, New York.” 

Defendants, so enjoined, held entitled to use word “Genadeen” in bona fide address at 
Hotel Genadeen, in conducting catering business under another name. 136 


8. APPELLATE PROCEDURE 


In view of fact that final refusal offered applicant little opportunity to argue question 
as to capability of mark to distinguish, and of Examiner’s citation of textile dictionary for 
first time in action finally refusing registration on ground that mark was generic, Commissioner 
accepted affidavits and additional material which ordinarily should have been presented 
before Examiner. 

If mark were otherwise registrable, it would probably be desirable to remand to Examiner 
for further consideration of question as to generic nature of mark, but no determination of 
question is made on this appeal since mark is held unregistrable on other grounds. 475 


It is immaterial that some of the findings of fact appear in the conclusions of law, for 
their true nature is not determined by their labels. 

Findings of fact by trial court cannot be set aside unless they are clearly erroneous. 

Where conflicting stories are told by witnesses whose credibility is at stake, Court of 
Appeals may not supersede determination of finder of facts and substitute its judgment for 
that of trial court; question is not whether Court of Appeals would have made some findings, 
but whether evidence substantially and adequately supports it. 

Where findings rest upon documents, depositions or comparison of names, and credibility 
of witnesses is not involved, or trial court had no opportunity to observe the witnesses, held 
that reviewing court is as well qualified to pass upon weight of evidence as trial court. 664 


Cost of printing additional material requested by appellee taxed against appellee where 
additional matter was not reasonably necessary to decision of issues. 534 


In denying petition for rehearing in banc, Court states that order is not to be taken as 
ruling on question whether petition for rehearing in banc must be entertained and passed upon 
by the Division of or by all of the active members of Court of Appeals or by either. 968 


Findings of fact and conclusions of law should adequately cover the contested issues. 


Rule 52(a) only relieves trial judge from filing findings and conclusions separate from 
opinion. 


Memorandum opinion of trial judge held not to constitute findings and conclusions con- 
templated by Federal Rules of Civil Procedure, but case is not remanded for additional findings 
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because Court of Appeals concludes that, based upon facts mentioned in opinion, decision of 
District Court was correct. 520 


Added material held not necessary and not to aid court in its decision, since only issue 
before it is confusing similarity of the marks and therefore cost of added material will be 


taxed against appellee. 804 


Finding of trial court, in 4915 suit, that marks were used on goods so dissimilar in dis- 
tribution and use that no confusion was reasonably likely, is not binding on Court of Appeals 
and Patent Office findings to the contrary are entitled to great weight. 22 


On petition for writ of mandamus to be directed to District Court Judge to vacate order 
staying proceedings, Court of Appeals orders respondent to show cause why writ should not 
issue as prayed. 1070 


Case remanded to trial court since it made no finding as to whether or not defendant’s 
marks had acquired a secondary meaning prior to plaintiff’s use of its mark. 22 


Motion to dismiss cross appeal of winning party granted where Examiner had dismissed 
notice of opposition and held applicant entitled to register under 1905 Act. 

Practice of Patent Office is to dismiss cross appeal of winning party but permit him to 
urge any matter of record in his brief on appeal. 1103 


9. Conr.ict or Laws 


In an unfair competition suit between citizens of different states, local law controls; and 
Pennsylvania law of unfair competition held the same as federal law. 131 


Federal court in unfair competition suit held bound to follow state law as declared by 
Court of Appeals and courts of California. 308 


In suit where jurisdiction is based upon diversity of citizenship, federal court required to 
apply local, common and statutory law. 37 


End result held the same whether state law of Minnesota or federal law is relied upon, 
in present case. 1003 


In unfair competition suit based on diversity of citizenship, federal court is required to 
apply the appropriate state law. 

Hazelton Boiler Co. v. Hazelton Tripod Boiler Co., 142 Ill. 494, criticized and dis- 
tinguished but held that, as applied to the facts of that case, it states the Illinois rule. 211 


VII. SHERMAN ACT—MONOPOLIES 


It is not necessary that any single business practice or policy adopted by defendant should 
in itself violate the law. 

It is enough that defendant’s practices constitute elements of planned course of conduct 
intended to bring about or maintain a monopoly, and that the various elements are adapted to 
use for the intended purposes, giving the plan a body, if not actually accomplishing that 
purpose. 

Gravamen of the complaint is that defendant obtained monopolistic control of market, 
that it has been following course of action intended to maintain monopolistic control, and in 
fact succeeded in doing so, which would constitute a violation of section 2 of the Sherman Act, 
and it cannot be held as a matter of law, on motion to dismiss, that no violation of the anti- 
trust laws is set forth. 

Neither can it be held that the alleged extent of defendant’s share of the shoe machinery 
market is not such as could be shown to give it such a dominant position as to constitute 
a monopoly under the Sherman Act. 689 
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VIII. COPYRIGHTS 


Defendant’s use of legend “This Is Forstmann’s 100% Virgin Wool” held not to infringe 
plaintiff’s label copyright registration. 


Plaintiff’s copyright registrations of labels marked “100% Virgin Wool” with fleurs de lis, 
held invalid as lacking in originality and possessing no artistic quality. 433 


Performance of operas by Metropolitan and their broadcast over American Broadcasting 
network held not a general publication or abandonment. 1072 


IX. FEDERAL TRADE COMMISSION 


Federal Trade Commission Act gives no right of action to private litigants; Federal Trade 
Commission is set up to enforce Act and relief from alleged violations must in first instance 
be sought from it rather than the courts. 

Under Federal Trade Commission Act, activities in violation must themselves be in inter- 
state commerce, it is not enough that they affect commerce. 33 


X. ROBINSON-PATMAN ACT 


The Act does not forbid seller granting favors to customers any more than it undertakes 
to compel him to grant them; it only insists that the distribution, if any, shall be equal. 


Defendant held to have violated the Act by granting “demonstrators” to its New Jersey 
“agencies,” while not furnishing “demonstrators” to plaintiff engaged in intrastate business 
in New York. It is enough that the wrong be one of federal cognizance; its consequences ‘ 
are actionable whether or not they affect interests which are also of federal cognizance. 26 








